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HOPKINSON  V.  HUNTEE. 

Decided  January  27 y  1896. 

74  O.  U.,  653. 

^-  Interi-'erknce  Between  Patent  and  Application  Bak  to  Gkant  of  Patent 

TO  Applicant — Appeal  Dismissed. 

During  the  pendency  of  appocil  in  an  interference  between  a  patentee  and  an 

applicant  it  conclusively  appeared  that  it  is  not  possible  in  any  contingency  to 

issue  a  patent  to  the  applicant.    Helfi  that  the  appeal  should  be  dismissed  with- 

out  deciding  the  question  of  priority. 

2-  Same — Same. 

The  Commissioner  has  no  power  to  determine  the  questi(m  of  priority  between 
contestants  except  they  be  applicants  for  patents  or  except  one  of  them  be  an 
applicant  to  whom,  if  he  should  prevail,  a  patept  might  at  the  time  of  the 
decision  be  properly  issued.  {Bourne  y,  Goodyear y  9  Wall.,  811;  MilU  v.  Green y 
16  S.  C.  R.,  132;  Cheong  Ah  Moy  v.  UniUd  Statee,  113  U.  S.,  216;  Dakota  Co,  v. 
(Hidden,  113  U.  S.,  222.) 

Appeal,  from  the  Examiners-in-Chief. 

KLBCTBIC  RAU.WAY. 

Application  of  John  Hopkinson  filed  July  23,   1892,  No.  440,989. 
iPatent  granted  to  Kudolph  M.  Hunter  June  26,  1888,  No.  385,065. 

Mr.  Cha8.  A.  Terry  and  Mr,  H.  8.  Mdchiye  for  Hopkinson. 
Mr.  E.  if.  Hunter,  pro  se. 

Seymour,  Comnmsioner. 

This  case  comes  up  on  appeal  by  Hunter  from  the  decision  of  the 

!ixaminers-in-Chief  awarding  priority  of  invention  to  Hopkinson. 

Hunter's  application  for  a  patent  upon  the  subject-matter  of  this 

dispute  was  filed  in  the  United  States  Patent  Office  February  24, 1888, 

^^ndthe  patent  involved  in  this  interference  was  issued  to  him  June  26, 

^888. 

H.  Doc.  354 1  ^ 
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July  23, 1892,  Hopkiuson  made  application  here  for  a  patent  upon 
the  same  improvement.  He  had  filed  a  provisional  specification  in 
the  British  Patent  Office  on  July  7,  1881,  eleven  years  before,  and  a 
complete  specification  on  January  7,  1882,  upon  which  a  patent  was 
granted  him  for  this  invention  and  other  allied  inventions  for  fourteen 
years  from  the  7th  day  of  July,  1881,  and  this  British  patent  to  Hop- 
kinson  expired  by  the  lapse  of  its  full  term  on  July  7, 1895,  and  before 
the  appeal  in  this  case  was  taken.  Hopkinson's  British  patent  and  his 
application  in  interference  are  for  the  same  subject-matter,  except 
that  the  British  patent  contains  other  and  further  applications  of  the 
invention  not  permissible  under  our  practice. 

By  section  4887  of  the  Revised  Statutes  of  the  United  States  every 
patent  granted  for  an  invention  which  has  been  previously  patented  in 
a  foreign  country  shall  be  so  limited  as  to  expire  at  the  same  time  with 
the  foreign  patent,  and  Hopkinson  is  therefore  now  in  the  position  of 
one  to  whom  it  is  not  possible  in  any  contingency  to  issue  a  patent  for 
this  invention  in  this  country.  On  the  other  hand,  Hunter  has  a 
patent  which  is  beyond  the  control  and  jurisdiction  of  this  Office. 

Interference  cases  in  the  Patent  Office  are  authorized  and  coutrolledL^ 
by  section  4904  of  the  Eevised  Statutes,  which  is  as  follows: 

See.  4904.  Whenever  an  application  is  made  for  a  patent  which,  in  the  opinion 
the  Commissioner,  would  interfere  with  any  pending  application,  or  with  any  nne 
pi  red  patent,  he  shall  give  notice  thereof  to  the  applicants,  or  applicant  and  paten te 
as  the  case  may  be,  and  shall  direct  the  j>rimary  examiner  to  proceed  to  determi 
the  question  of  priority  of  invention.  And  the  Commissioner  may  issue  a  pateiEZz^^ 
to  the  party  who  is  adjudged  the  prior  inventor,  unless  the  adverse  party  appealT  ^s 
from  the  decision  of  the  primary  examiner,  or  of  the  board  of  examiners-in-chie  -s^^ef; 
as  the  case  may  be,  within  such  time,  not  lees  than  twenty  days,  as  the  Commissions  ^er 
shall  prescribe. 


e 


The  fair  construction  of  this  statute  appears  to  authorize  the  Go 
missioner  to  determine  the  question  of  priority  when  he  may  issue         a 
patent  to  one  of  the  parties,  if  adjudged  the  prior  inventor,  and  ^^  to 
warrant  the  conclusion  that  he  may  not  determine  that  question  wher-^  w- 
ever  it  has  been  judicially  ascertained  in  the  Patent  Office  or  whenev^^^ 
it  appears  conclusively  from  the  record  in  the  case  that  no  patent  ci^^ii 
issue  as  the  result  of  the  proceeding  to  any  person. 

It  is  the  established  practice  in  the  Patent  Office,  once  an  interfi^^r* 
ence  has  been  declared,  to  proceed  to  the  final  determination  of  tt  je 
question  of  priority  before  entering  upon  the  investigation  of  any  otli-^r 
question  or  of  any  statutory  bar  to  the  grant  of  a  patent  to  him  wt^^o 
may  be  adjudged  the  prior  inventor.  Full  effect  is  given  and  intend^^^ 
to  be  given  to  these  precedents  where  applicable,  aud  yet  it  is  no  '^^ 
necessary  to*consider  a  record  which  upon  its  face  shows  that  a  pate*'*^^ 
has  been  issued  to  one  of  the  contestants  and  that  no  patent  can  pos 
bly  issue  to  the  other. 

It  is  recognized  that  it  would  be  convenient  for  the  parties  to  ha 
the  question  of  priority  determined  now,  with  whatever  force  attach 
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to  the  deliberate  conclusions  of  the  Patent  Office,  and  it  is  also  recog- 
nized that  with  the  decision  of  the  Board  of  Examiners-in-Chief  against 
priority  to  Hunter  an  unfavorable  side-light  is  thrown  upon  his  unex- 
pired patent  for  this  invention ;  and  in  a  matter  within  the  discretion 
of  this  Office  these  considerations  would  warrant  the  exercise  of  that 
discretion  in  favor  of  terminating  the  dispute,  not  only  in  the  interest 
of  the  parties,  but  of  the  public  as  well. 

In  Morgan  v.  Daniels  (C.  D.,  1894, 285;  67  O.  G.,  811 ;  153  U.  S.,  120)  it 
is  held  that  the  decisions  of  the  Patent  Office  must  be  accepted  as  con- 
trolling in  any  subsequent  suit  between  the  parties,  unless  the  contrary 
is  established  by  testimony  which  in  character  and  amount  carries 
thorough  conviction;  and  it  is  on  account  of  the  weight  attaching  to 
its  decisions  that  the  parties,  or  one  of  them,  seek  for  the  final  deter- 
mination of  the  Office  upon  this  question ;  but  to  have  such  force,  or 
any  force,  the  conclusions  of  the  Office  must  be  reached  upon  a  matter 
within  its  jurisdiction. 

Upon  the  most  careful  deliberation  it  is  concluded  that  the  Commis- 
sioner has  no  power  to  determine  the  question  of  priority  between 
contestants  except  they  be  applicants  for  patents  or  except  one  of  them 
be  an  applicant  to  whom,  if  he  should  prevail,  a  patent  might  at  the 
time  of  the  decision  be  properly  issued. 

Some  support  for  this  doctrine  may  be  found  in  the  case  of  Bourne 
V.  OoodyeaVy  (9  Wall.,  811.)    In  that  case  the  Court  said: 

The  extension  liaving  expired  before  the  biU  was  filed,  there  is  no  eqaity  to  sup- 
port the  application  to  set  it  a«ide.  The  extension  has  ceased  to  be  of  any  effect, 
and  there  remains  nothing  which  can  be  the  subject  of  a  suit.  The  demurrer  to  the 
bill,  therefore,  must  be  sustained,  and  the  decree  of  the  circuit  court  by  which  the 
bin  was  dismissed  must  be  affirmed. 

In  the  case  of  Mills  v.  Green,  in  the  Supreme  Court  of  the  United 
States,  (not  yet  reported,  but  decided  November  25, 1895,  and  found 
in  the  16  Supreme  Court  Reporter,  132,)  an  appeal  had  been  taken 
from  a  decree  dismissing  a  bill  the  object  of  which  was  to  secure  a 
right  to  vote  at  an  election  of  delegates  at  a  State  constitutional  con- 
vention. The  defendant  moved  to  dismiss  the  appeal,  assigning  as  one 
ground  of  his  motion  that  there  was  then  no  actual  controversy  involv- 
ing real  and  substantial  rights  between  the  parties  to  the  record  and 
no  subject-matter  upon  which  the  judgment  of  the  Court  could  oper- 
ate. The  Court  dismissed  the  appeal  upon  that  ground,  without  con- 
sidering any  other  question  bearing  on  the  record  or  discussed  by 
counsel,  and  in  the  course  of  the  opinion  remarked : 

The  duty  of  this  Court,  as  of  every  other  judicial  tribunal,  is  to  decide  actual  con- 
troversies by  a  judgment  which  can  be  carried  into  effect,  and  not  to  give  opinions 
^pOQ  moot  questions  or  abstract  propositions,  or  to  declare  principles  or  rules  of 
law  which  cannot  affect  the  matter  iu  issue  in  the  case  before  it.  It  necessarily 
follows  that  when,  pending  an  appeal  from  the  judgment  of  a  lower  court,  and  with- 
OQtany  fault  of  the  defendant,  an  event  occurs  which  renders  it  impossible  for  this 
Court,  if  it  should  decide  the  case  in  favor  of  the  plaintiff,  to  grant  him  any  actual 
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relief  whatever,  the  Court  will  not  proceed  to  a  formal  judgmeat,  bat  will  dismiBS 
the  appeal.  And  such  a  fact,  when  not  appearing  on  the  record,  may  be  proved  by 
extrinsic  evidence.  (Lard  v.  VeaztCy  8  How.,  251 ;  CaHfomia  v.  San  Pablo  ^*  T,  R,  Co,, 
149  U.  S.,  308;  13  Sup.  Ct.,  876.) 

In  the  case  of  Cheong  Ah  May  v.  United  States  (113  U.  8.,  216)  the 
plaintiff  in  error  was  a  Chinese  woman  who  was  not  permitted  to  land 
by  reason  of  the  acts  of  Congress  of  May  6, 1882,  and  the  amendatory 
act  of  1884,  and,  being  forcibly  kept  on  board  the  vessel,  sued  out  a 
writ  of  habeas  corpus  to  obtain  her  release.  On  a  hearing  in  the  Cir- 
cuit Court  it  was  ordered  that  she  be  returned  on  board  the  vessel  in 
which  she  came  or  some  other  vessel  of  the  same  line,  to  be  carried 
back  to  China,  and  she  was  placed  in  the  custody  of  the  marshal,  who 
was  directed  to  execute  the  order.  While  she  was  in  jail  for  safe  keep- 
ing her  counsel  applied  to  the  Circuit  Court  for  x>ermission  to  give  bail 
and  have  her  released  from  custody.  The  judges  of  the  Circuit  Court 
were  oposed  in  opinion  on  the  question  of  granting  this  motion,  and 
having  overruled  it,  certified  the  division  to  the  Supreme  Court  of  the 
United  States.  In  the  meantime  it  was  made  to  appear  to  the  Supreme 
Court,  by  the  rethrn  of  the  marshal  and  by  affidavits,  that  three  days 
after  the  order  was  made  overruling  the  motion  and  ten  days  before 
the  writ  of  error  was  served  the  marshal  had  execute  the  original 
order  of  the  Court  by  placuig  the  prisoner  on  board  another  vessel, 
and  that  she  had  departed.  The  Court  dismissed  the  writ  of  error  and 
observed: 

The  (question,  therefore,  which  we  are  asked  to  decide  is  a  moot  question  as  to 
plaintiff  in  error,  and  if  she  was  permitted  to  give  bail  it  could  be  of  no  value  to 
her,  as  the  order  by  which  she  was  remanded  has  been  executed,  and  she  is  no  longer 
in  the  custody  of  the  marshal  or  in  prison.  This  court  does  not  sit  here  to  decide 
questions  arising  in  cases  which  no  longer  exist,  in  regard  to  rights  which  it  cannot 
enforce. 

In  Dakota  County  v.  Glidden  (113  U.  S.,  222)  the  suit  was  on  county 
bonds  issued  iu  aid  of  a  railroad.  Judgment  below  was  rendered  for 
the  plaintiff,  whereupon  the  defendant  brought  a  writ  of  error  to  reverse 
it.  Subsequent  to  the  judgment  the  county  settled  with  the  plaintiff 
and  other  bondholders  by  giving  them  new  bonds  bearing  a  less  rate  of 
interest,  and  the  old  bonds,  which  were  the  cause  of  action  iu  the  case, 
were  surrendered  and  destroyed.  A  motion  was  made  to  dismiss  the 
writ  of  error,  which  was  granted,  and  the  Court  said  of  the  interven- 
ing transaction : 

It  is  a  valid  compromise  and  settlement  of  a  much  larger  claim,  but  it  includoe 
this  judgment  necessarily.  It  extinguishes  the  cause  of  action  in  this  case.  If 
valid,  it  is  a  bar  to  any  prosecution  of  the  suit  in  the  circuit  court,  though  weshould 
reverse  this  judgment  on  the  record  as  it  stands  for  errors  which  may  be  found  in  it. 
To  examine  these  errors  aud  reverse  the  judgment  is  a  fruitless  proceeding,  becaose 
when  the  plaintiff  has  secured  his  object  the  relation  of  the  parties  is  unchanged, 
and  must  stand  or  fall  on  the  terms  of  the  compromise. 

It  is  said  that  to  recognize  this  compromise  and  g^ant  this  motion  is  to  sissume 
original  instead  of  appellate  jurisdiction. 
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But  this  Court  is  compelled,  as  all  courts  are,  to  receive  evidence  dehore  the  record 
affecting  their  proceeding  in  a  oiise  before  them  on  error  or  appeal. 

*  *  »  «  «  «  * 

This  Court  has  dismissed  several  suits  on  grounds  much  more  liable  to  the  objec- 
tion raised  than  the  present  case,  as  in  the  case  of  Cleveland  v.  Chamberlain,  (1  Black, 
419,)  where  the  plaintiff  in  error,  having  bought  out  the  defendant's  interest  in  the 
matter  in  controversy,  and  having  control  of  both  sides  of  the  litigation  in  the  suit, 
still  sought  for  other  purposes  to  have  the  case  decided  by  this  Court.  On  evidence 
of  this  by  affidavits  the  Court  dismissed  the  writ.  Similar  oases  in  regard  to  suits 
establishing  patent  rights  or  holding  them  void  by  the  inferior  courts,  as  in  Lord  v. 
Veazie,  (8  How.,  251,  254,)  Wood  Paper  Co.  v.  Heft,  (8  Wall.,  333,336,)  have  been  dis- 
missed, because  the  parties  to  the  suit  having  settled  the  matter,  so  that  there  was 
DO  longer  a  real  oontroversy,  one  or  both  of  them  was  seeking  a  judgment  of  this 
Court  for  improper  purposes,  in  regard  to  a  question  which  exists  no  longer  between 
those  parties. 

It  is  by  reason  of  the  necessity  of  the  case  that  the  evidence  by  which  such  mat- 
ters are  brought  to  the  attention  of  the  Court  must  be  that  not  found  in  the  tran- 
script of  the  original  case,  because  it  occurred  since  that  record  was  made  up. 

To  refuse  to  receive  appropriate  evidence  of  such  facts  for  that  reason  is  to  deliver 
up  the  Court  as  a  blind  instrument  for  the  perpetration  of  fraud,  and  to  make  its 
proceedings  by  such  refusal  the  means  of  inflicting  gross  injustice. 

The  equipment  of  this  Office  is  not  adequate  to  determine  with  the 
fullest  satisfactiou  questions  of  fact  touching  priority  of  invention,  and 
however  desirable  it  may  be  that  controversies  should  cease,  and  that, 
once  begun,  they  should  reach  a  definitive  conclusion,  it  is  thought  the 
Commissioner  has  no  power  to  determine  any  question  in  this  case, 
because  the  period  within  which  a  patent  may  be  granted  ha«  passed. 

Without  expressing  or  forming  any  opinion  upon  the  correctness  of 
the  decision  of  the  Examiners-inChief  on  the  question  of  priority  of  in- 
vention, for  the  reasons  stated,  this  appeal  must  be  dismissed,  and  it 
is  so  ordered. 


Appbbt  v.  Pabker. 

Decided  February  1,  189G. 

74  O.  G.,  1587. 

Interference— Priority— FoRKi c.  n  Patent. 

Appert  having  patented  the  invention  in  a  foreign  country  not  only  before 
Parker^B  completed  invention  but  before  Parker's  first  conception,  he  is  held  to 
be  the  prior  inventor  iCitbin  the  meaning  of  onr  stiitiites^  whatever  effect  may  be 
given  to  his  foreign  patent. 

Appeal,  from  the  Examiners-in-Cbief. 

PROCESS  OF  AND  APPARATUS  FOR  MANUFACTURINQ  WIRR-OIJISS. 

Application  of  I.eon  Appert  filed  April  27, 1894,  No.  500,244.    Appli- 
cation of  John  E.  Parker  filed  April  25, 1894,  No.  608,919. 

Mr.  Horcice  Pettit  for  Appellant. 
Mes^s.  Pollok  &  Manro  for  Appellee. 
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Seymoub,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Cbief  award- 
ing priority  of  invention  to  Appert  on  the  following  issue: 

The  process  of  making  sheets  of  ghiss  with  a  metallic  trellis  embedded  tliereiu, 
said  process  consisting  in  pouring  and  rolling  out  a  layer  of  glass^  simnltaneously 
applying  the  trellis  to  the  snrface  thereof,  pouring  a  second  layer  of  the  glass  upon 
the  trellis  and  rolling  the  same,  the  operation  being  carried  on  progressively. 

Prior  to  the  invention  of  the  improvement  in  controversy  sheets  of 
glass  with  a  metallic  trellis  embedded  therein  were  attempted  to  be 
made  by  rolling  two  sheets  at  the  same  time  and  while  sufFased  with 
their  initial  heat  rolling  the  two  sheets  with  the  intervening  wire  trellis 
together,  so  as  to  form  one. 

Parker  has  another  application  pending  in  this  Office  for  this  earlier 
process,  which  was  prepared  with  knowledge  of  six  sketches  pinned  to 
his  Office  copy  of  that  application,  the  contents  of  which  are  drawn  in 
question  in  this  case.  Parker  claims  that  sketches  1, 2,  and  3  are  for  a 
different  invention  from  sketch  4  and  from  5  and  6. 

It  is  not  necessary  to  separately  analyze  the  six  sketches;  but  upon 
a  careful  consideration  I  find  that  each  is  but  a  variation  of  a  process 
distinctly  different  from  that  involved  in  this  interference  and  that 
each  exhibits  the  apparatus  for  rolling  two  sheets  of  glass  simulta- 
neously and  feeding  a  trellis  between  the  sheets,  which  are  then  rolled 
together  and  attempted  to  be  welded  by  the  initial  heat. 

Sketches  2  and  3  show  means  for  making  wire-glass  by  forming  two 
sheets  of  glass  by  a  method  disclosed  by  Edison  in  his  patents  No. 
506,215,  issued  October  10, 1893,  for  making  plate  glass,  and  No.  506,216, 
same  date,  for  apparatus  for  making  glass,  and  x)lacing  between  the 
sl^eets  as  formed  the  wire-netting  and  welding  the  two  sheets  together. 

Sketch  1  shows  two  pairs  of  rolls,  the  passes  of  which  are  on  the  same 
plane.  Between  each  pair  of  rolls  a  sheet  of  glass  is  formed.  A  sheet 
of  wire-netting  is  fed  vertically  between  these  two  sheets  and  the  whole 
is  forced  between  the  lower  rolls  of  each  set  and  welded  together  to 
form  a  single  sheet  of  glass  with  the  wire  embedded  therein. 

Sketch  4  shows  two  sets  of  rolls  having  their  passes  on  the  same 
horizontal  plane  and  a  single  roll  placed  above  and  to  the  left  of  the 
upper  roll  of  the  right-hand  set  to  form  another  pass.  Between  the  left 
set  of  rolls  molten  glass,  together  with  the  wire-netting,  is  fed  to  form 
a  sheet  of  glass  having  the  wire  embedded  therein.  Molten  glass  is 
also  fed  between  the  upper  one  of  the  right-hand  rolls  and  the  single 
roll  to  form  another  sheet  of  glass.  This  second  sheet  is  fed  around  its 
lower  roll  and  meets  the  first  sheet,  and  the  cwo  sheets  are  passed 
between  the  right-hand  set  of  rolls,  where  they  are  welded  together  and 
come  forth  as  a  single  sheet  of  about  double  the  thickness  of  the  sepa- 
rate sheets  first  formed,  having  the  wire  netting  embedded  therein. 

Sketch  5  differs  from  4  in  the  manner  of  feeding  the  trellis,  but 
equally  with  the  apparatus  described  in  sketch  4  shows  the  formation 
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of  two  sheets  at  aboat  the  same  time,  and,  as  they  are  rolled  together 
under  their  initial  heat,  feeding  a  trellis  between  them  to  be  embedded 
in  the  glass  thus  to  be  made  by  the  union  of  the  two  sheets. 

Substantially  the  same  may  be  said  of  sketch  6,  except  that  the  extra 
guiding-roll  of  sketch  5  is  omitted  from  sketch  6  and  the  trellis  is  fed 
directly  to  the  weldmg-rolls. 

This  earlier  method  was  set  forth  in  the  sketches  of  Parker  as  early 
as  the  date  they  bear — December  20, 1893.  Parker's  first  thought  of 
the  process  in  controversy  is  set  forth  in  a  later  sketch,  that  of  Janu- 
ary 20,  1894,  where  one  sheet  of  glass  is  rolled,  the  trellis  laid  ux)on  it, 
molten  glass  poured  upon  the  trellis  and  lower  sheet,  out  of  which 
there  is  rolled  a  sheet  supervening  upon  the  first,  the  two  forming  a 
relatively  thick  sheet  of  wire-glass. 

In  the  earlier  process  two  sheets  of  glass  were  formed.  In  the  second 
process  one  sheet  with  the  trellis  slightly  embedded  in  it  was  formed 
and  the  molten  glass  i>oured  directly  upon  it. 

The  verbal  distinctions  between  these  two  processes  are  not  great; 
but  from  a  careful  examination  of  the  expert  testimony  and  from  the 
testimony  of  Parker  himself  I  am  forced  to  the  conclusion  that  the  two 
are  essentially  different.  Parker's  description  and  understanding  of 
sketch  4  leave  no  doubt  of  this  that  between  the  second  set  of  rolls  in 
line  with  the  inchned  table  on  which  the  molten  glass  is  poured  is  rolled 
a  second  sheet  of  molten  glass,  and  that  these  rolls  are  not  merely  dis- 
tributing rolls  which  deliver  to  the  lower  set  a  mass  of  molten  glass 
sui>erposed  upon  the  lower  sheet. 

Though  not  conclusive,  the  conduct  of  Parker  in  this  matter  is  sig- 
nificant. The  six  sketches  were  in  the  precise  place  in  his  office  where 
they  ought  to  be  if  they  related  to  the  same  subject-matter  and  to  the 
ax>plication  first  filed.  The  preliminary  statement,  prepared  with  the 
ability  and  care  usually  evinced  in  that  office,  first  set  the  day  for 
the  conception  of  this  improvement  on  the  day  of  the  making  of  the 
sketch  of  .January  20, 1894.  Parker's  treatment  of  these  two  processes 
as  distinct  at  that  time  was  his  deliberate  Judgment,  undisturbed  by 
the  suggestions  of  self-interest.  His  more  recent  conduct  in  attempt- 
ing now  to  merge  the  two  processes  into  one  to  meet  the  exigencies  of 
this  case,  inconsistent  with  the  position  which  he  took  when  preparing 
his  earlier  application,  is  carefully  weighed  and  considered;  but,  how- 
ever treated  or  by  whom,  the  improvement  must  be  examined  intrin- 
sically and  so  analyzed.  I  reach  the  conclusion  that  all  the  six  sketches 
appended  to  the  earlier  application  were  for  the  same  subject  matter, 
were  variations  of  but  one  process,  and  that  the  process  afterward 
conceived  and  set  forth  in  Parker's  sketch  of  January  20,  1894,  was 
substantially  and  x)atentably  difl'erent  from  the  former  and  was  the 
subject-matter  of  this  issue.  This  brings  us  to  the  conclusion  that,  so 
far  as  Parker  is  concerned,  the  dawn  of  this  improved  process  was  not 
earlier  than  January  20,  1894. 
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I  find,  moreover,  that  the  narration  of  the  loss  of  these  sketches  is 
ansatisfactory  in  a  high  degree,  and  with  the  full  testimony  of  tbis 
record  before  the  Office  the  Commissioner  would  not  have  granted  the 
amending  of  the  preliminary  statement.  I  have  no  hesitation  in  saying 
that  upon  the  facts  as  now  developed  the  motion  to  amend  the  prelim- 
inary statement  should  not  have  been  presented. 

But  Appert  has  an  application  also  for  a  patent  upon  this  process, 
and  it  appears  that  he  had  set  this  forth  in  a  patent  of  January  12, 
1894,  granted  to  him  by  the  Eepublic  of  France.  The  provisions  of 
section  4886  of  the  Eevised  Statutes  of  the  United  States  enabling  an 
inventor  to  obtain  a  patent  are  expressly  limited  to  inventions — 

not  patented  or  described  in  any  printed  publication  in  this  or  any  foreign  country 
before  his  invention  or  discovery  thereof. 

Since  it  is  found  upon  this  record  that  Appert  patented  this  improve- 
ment in  France  not  only  before  Parker's  completed  invention,  but  before 
Parker's  first  conception  of  this  improvement,  it  is  clear  that  Appert 
must  be  held  to  be  the  prior  inventor  within  the  meaning  of  our  8ta^ 
utes,  whatever  the  technical  term  applied  to  his  foreign  patent  may  be. 
The  Examiners-in-Chief  have  held  Appert's  foreign  patent  to  be  a  con- 
structive reduction  of  the  improvement  to  practice.    Whether  as  matter 
of  law  such  effect  should  be  giv.en  to  a  foreign  patent  need  not  now  be 
considered,  nor  is  it  now  decided.    It  is  enough  that  Appert  antici- 
pated Parker  to  the  extent  of  taking  out  in  his  own  name  a  French 
patent  earlier  by  several  days  than  the  first  conception  of  this  improve- 
ment by  Parker.    Whatever  the  grounds  of  the  decision  may  be,  it 
cannot  therefore  be  successfiilly  contended  by  Parker  that  there  is  error 
in  the  decision  of  the  Examiners-in-Chief  in  refusing  to  award  priority 
to  him  and  in  awarding  priority  to  Appert. 

Their  decision  is  therefore  affirmed. 


ZWJBTUSCH   V.  WiTTEMANN. 

Decided  March  14y  1896. 

75  O.  G.,  183. 

Interference— Access  to  Files  and  Papers. 

After  the  preliminary  statement's  have  been  received  and  approved  each  pa 
may  have  free  access  to  the  files  and  papers  of  the  other;  but  if  an  applicati  ^ 
contains  a  description  and  claims  of  one  or  more  inventions  not  related  to  t> 
one  in  issue  in  such  a  manner  as  to  affect  its  scope  or  meaning  the  opposing  pai^ 
should  not  be  aUowed  to  inspect  this  part  of  the  application. 

On  Petition. 

METHOD  OF  AND  APPARATUS  FOR  THK  TRKATMKNT  OF  BBSR. 

Application  of  Otto  Zwietusch  filed  February  11,  1893,  No.  461,92 
Patent  granted  Jacob  F.  Wittemann  December  6, 1892,  No.  487,342. 

Mr,  M.  O,  Undencood  for  Zwietusch. 

MeHHTS,  Bntierxcorih  &  Doicell  for  Wittemann. 
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mEB,  Acting  Commissioner: 

This  is  a  petition  by  Witt^mann  that  he  be  allowed  access  to  and 
>ie8  of  the  file  and  contents  of  Zwietasch's  application. 
There  seems  to  be  no  reason  why  the  senior  party  should  not  have 
i  right  to  inspect  Zwietusch's  original  application,  amendments,  affi- 
s^its,  and  the  official  correspondence  relating  thereto,  or  so  much  of 
5m  as  relates  to  the  subject-matter  in  issue.  If  the  application  of 
ietusch  contains  the  description  and  claims  of  one  or  more  inven- 
ns  not  related  to  the  one  in  issue  in  such  a  manner  as  to  affect  its 
>pe  or  meaning,  the  opposing  ])arty  should  not  be  allowed  to  inspect 
8  part  of  the  application.  The  preliminary  statements  having  been 
«ived  and  approved,  the  parties  should  stand  in  the  same  relation 
each  other  as  they  would  if  the  Zwietusch  application  disclosed  but 
ingle  invention.  In  that  case  each  party  would  have  free  access  to 
i  files  and  papers  of  the  other,  and  it  seems  proper  that  Wittemann 
mid  have  such  access  in  this  case  to  everything  relating  to  the 
ae;  otherwise  it  is  difficult  to  see  how  he  could  intelligently  file  any 
the  motions  contemplated  by  the  Eules  of  Practice,  especially  Rule 
2.  It  is  contrary  to  the  policy  and  practice  of  the  Office,  however, 
permit  a  stranger  without  interest  to  have  access  to  the  unpatented 
^closures  of  another  inventor. 

The  petition  as  a  whole  is  therefore  denied,  although  the  petitioner 
ay  have  copies  to  the  extent  above  pointed  out,  and  Zwietusch  is 
quired  to  furnish  on  or  before  March  30,  1896,  for  the  file  of  this 
iterference,  papers  which  in  the  opinion  of  the  Primary  Examiner 
)inply  with  the  above-mentioned  requirements. 


Croskey  v.  Atterbuby. 

Decided  January  S7,  180G. 

75  O.  G.,  1359. 

I^KTERFERENCR— Priority — Diligence— Reduction  to  Practice. 

Croskey  conceived  the  invention  in  December,  1890,  and  reduced  it  to  practice 
October  3,  1892.  Atterbury  conceived  the  invention  in  July,  1892,  and  filed  an 
aUowable  application  October  1, 1892.  Held  that  Atterbury  in  the  prior  inventor 
in  the  absence  of  a  showing  of  reasonable  diligence  on  Croskey's  part. 

^AM£ — Methoi>— Reduction  to  Practice. 

As  a  rule  to  reduce  a  method  or  process  to  practice  the  series  of  nr^ts  which 
constitute  such  method  or  process  must  be  performed. 

^ame — Diligence-— Reduction  to  Practice. 

When  at  any  time  within  two  years  Croskey  could  have  completed  his  process 
and  failed  to  do  so,  he  has  not  established  a  case  of  reasonable  diligence  agaiust 
Atterbury,  who  conceived  later  than  Croskey,  but  tiled  an  application  before 
Croskey  red  need  to  practice. 

Appeal  from  Examiners-in-Cliief. 


J 
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MANUFACTURE  OF  HOLLOW  GLA88WARK. 

Application  of  John  N.  Oroskey  filed  December  28, 1893,  No.  494,940. 
Application  of  Thomas  B.  Atterbury  filed  October  1, 1892,  No.  447,488. 

Messrs.  Connolly  Bros,  for  Croskey. 
Mr.  J.  Snotcden  Bell  for  Atterbury. 

FiSHEB,  Acting  Commissioner: 

This  is  an  appeal  by  Croskey  from  the  decision  of  the  Examiners-in* 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  a^ndi* 
eating  priority  in  favor  of  Atterbury. 

The  issue  in  controversy  is  as  follows: 

1.  The  process  of  forming  hollow  articles  of  glassware  consisting  in  pressing  into 
a  mold  from  a  mass  of  glass  in  a  font  and  over  and  aronnd  a  plug  sustained  in 
the  mold  sufficient  glass  to  fill  the  mold  and  finishing  a  definite  portion  of  the  article 
by  such  pressure,  separating  the  partially-finished  blank  ftom  the  mass  of  glass  in 
the  font  and  finally  blowing  the  unfinished  portion  to  the  desired  shape. 

2.  The  process  of  forming  several  articles  of  glassware  simultaneously  which  con- 
sists in  forcing  a  mass  of  molten  glass  from  a  font  around  a  series  of  two  or  more 
cores  each  arranged  in  a  suitable  mold-cavity,  separating  the  blanks  thns  formed 
from  the  glass  in  the  font  and  then  simultaneously  blowing  the  bodies  of  the  several 
blanks  to  the  desired  shape. 

It  was  held  by  the  Examiner  of  Interferences  and  the  Examiners-in- 
Chief  that  Croskey  disclosed  the  invention  in  December,  1890,  and 
reduced  it  to  practice  October  3,  1892,  and  that  Atterbury  conceived 
the  invention  in  July,  1892,  and  constructively  reduced  it  to  practice 
by  filing  an  allowable  application  on  October  1,  1892. 

An  attempt  was  made  by  counsel  for  Croskey  to  lead  the  witness 
Schmunk  to  assert  or  admit  that  he  himself  was  the  inventor  of  the 
process  covered  by  the  issue;  but,  while  it  is  true  that  this  witness 
refused  to  answer  some  questions  and  that  he  exhibited  on  cross-exami- 
nation some  hesitation  and  uncertainty,  such  negative  defects  in  his 
testimony  cannot  outweigh  the  positive  testimony  in  favor  of  Atterbury. 

Croskey  in  his  answers  to  questions  114  et  seq.  suggests  an  earlier  date 
for  his  reduction  to  practice;  but  this  part  of  his  testimony  is  uncer- 
tain, is  uncorroborated,  and  cannot  stand  against  the  clear  testimony 
which  fixes  the  date  of  his  reduction  to  practice  as  October  3, 1892.  It 
is  strenuously  urged  by  Croskey  that  inasmuch  as  his  mold  was  finished 
by  October  1, 1892,  he  should  have  that  date  for  his  reduction  to  prac- 
tice. He  reaches  that  date  by  reasoning  that  as  the  mold  was  actually 
tried  on  October  3, 1892,  which  was  Monday,  this  mold  must  have  been 
finished  on  Saturday,  or  probably  before,  because  Saturday  wa«  a  half- 
holiday.  The  invention  in  this  case,  however,  is  not  a  mold,  but  a  pro- 
cess or  series  of  acts,  and  I  think  that  as  a  general  rule  it  may  be  said 
that  to  reduce  a  method  or  process  to  practice  the  series  of  acts  must 
be  actually  performed.  It  is  true  that  in  many  cases  the  inventor  is 
obliged  to  produce  a  new  macbine  or  apparatus  to  successfully  work 
his  process.  It  is  possible  that  a  case  might  arise  in  which  the  new 
method  would  be  so  clearly  shown  by  an  inspection  of  the  new  machine 
or  apparatus  that  it  would  seem  like  straining  a  point  to  insist  that  the 
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machine  or  apparatus  must  actually  be  used  to  effect  a  reduction  to 
practice  of  the  process.  That  is  not  the  usual  case,  and  clearly  it  is  not 
the  case  now  in  question.  This  interference  covers  a  process  which  is 
not  apparent  from  an  inspection  of  the  mold,  and  which  is  not,  in  fact, 
carried  out  by  the  mold  acting  automatically,  but  which  requires  other 
apparatus  in  connection  with  this  mold  for  its  successful  operation. 

I  have  concluded,  therefore,  after  a  careful  consideration  of  the 
record,  that  the  dates  accepted  by  the  lower  tribunals  are  correct. 
Croskey  was  the  first  to  conceive  and  the  second  to  reduce  to  practice. 
If,  therefore,  he  can  connect  these  acts  by  a  showing  of%  reasonable 
diligence,  he  must  prevail  in  this  interference.  Such  a  showing  of 
diligence  must  be  a  reasonable  showing  under  all  the  circumstances  of 
the  case.  The  record  seems  to  leave  no  doubt  that  this  is  an  average 
case  and  that  an  interval  of  nearly  two  years  between  disclosure  and 
rednction  to  practice  negatives  the  proposition  that  Croskey  was  duly 
diligent.  I  think  it  is  clear  that  Groskey's  admissions  show  that  he 
conld  have  filed  an  application  or  could  have  carried  out  the  process  at 
almost  any  time  after  his  disclosure  of  the  invention.  It  must  be  held, 
therefore,  that  he  did  not  exercise  reasonable  diligence  in  adapting  and 
perfecting  the  process. 

It  was  strenuously  contended  by  counsel  for  Croskey  at  the  hearing 
that  the  constructive  reduction  to  practice  by  Atterbury  could  not 
properly  defeat  the  actual  reduction  to  practice  by  Croskey,  he  being 
the  earlier  to  conceive  the  invention.  If  this  contention  should  pre- 
vail, it  must  be  upon  the  broad  ground  that  the  mere  filing  of  an  allow- 
able application  cannot  avail  against  an  actual  but  later  reduction  to 
practice.  Reduction  to  practice  is  not  a  requirement  of  the  statute 
which  must  be  shown  to  entitle  an  inventor  to  a  patent,  and  I  know  of 
no  case  in  which  a  patent  has  been  held  invalid  because  the  invention 
covered  thereby  had  not  been  actually  reduC/Cd  to  practice. 

In  Lorraine  v.  Thurmond  (C.  D.,  1890, 86-,  61  O.  G.,  1781)  it  was  said : 

If,  as  lield  in  Seymour  v.  0$home,  aupra,  an  invention  is  not  patentable  under  the 
patent  laws  until  it  be  perfected  and  adapted  to  use,  and  if,  as  held  in  the  Telephmie 
Catesj  supra,  and  other  cases  cited,  reduction  to  practice  is  not  essential  in  order  to 
obtain  a  patent,  it  follows  that  actual  reduction  to  practice  is  not  the  only  compe- 
tent evidence  of  perfection  and  adaptation  to  use;  but  that  the  inventor's  act  in  filing 
an  allowable  application  is  to  be  regarded  in  law  as  such  an  efficient  and  crowning 
step  as  to  give  it  the  standing  of  an  invention  so  perfected  and  adapted. 

See,  also.  Hunter  v.  JenUn,  (C.  D.,  1891,  157;  56  O.  G.,  1705.)  This 
doctrine  was  followed  by  the  Court  of  Appeals  of  the  District  of 
Columbia  in  Porter  v.  Louden  et  al.,  C.  D.,  1895,  707;  73  O.  G.,  1551.) 

It  must  therefore  be  held  that  Atterbury's  application  is  a  construct- 
ive reduction  to  i)ractice  and  that  the  actual  thouj^^h  later  reduction  to 
practice  by  Croskey  will  not  avail  him,  since  he  is  unable  to  connect 
this  reduction  to  practice  with  the  date  of  his  disclosure  by  a  showing 
of  reasonable  diligence. 

The  decision  of  the  Examiners  in-Chief  ad  indicating  priority  in  favor 
of  Atterbury  is  aflirined. 
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Dewey  v.  Colby. 

Decided  March  11^  1895. 
75  O.  G.,  1360. 

1.  New  Matter— Iixustration—Subkequknt  Claim. 

An  illuBtratioii  which  amonnts  to  do  iiioro  than  a  Biiggestion  is  not  sufiicieut 
warrant  for  a  claim  filed  nearly  two  years  after  the  application  and  nine  days 
after  au  interfering  patent. 

2.  Reduction  to  Practice— Drawing. 

An  illnatration  of  a  device  of  donbtful  purpose  is  not  a  reduction  t«>  practice. 

Appeal  from  Examiners-in-Chief. 

ELECTRICAL  ILLUMINATINH   APPARATUS. 

Application  of  Mark  W.  Dewey  filed  July  22,  1891,  No.  400,278. 
Patent  granted  Edward  A.  Colby  June  6, 1893,  No.  498,878. 

Mr,  6\  H.  Duell  and  Mr.  J,  R,  Notthigham  for  Dewey. 
Mr.  Park  Benjamin  for  (3olby. 

Fishee,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Cbief  affirm- 
ing the  decision  of  the  Examiner  of  Interferences  awarding  priority  to 
Dewey  on  the  following  issue: 

The  combination  of  an  electric  glow-lamp  containing  a  filament  in  ring  or  closed 
(^oil  form,  a  coil,  a  sonrcoof  varying  electric  current  connected  with  said  coil  and 
means  for  altering  the  relative  proximity  of  coil  and  filament  whereby'the  indactive. 
effect  of  said  coil  upon  said  filament  may  be  modified. 

The  history  of  the  cases  is  recited  in  the  decisibn  in  a  companion 
case,  No.  16,346,  Colby  v.  Dewey,  of  even  date. 

In  that  case  it  was  decided  that  Colby  had  conceived  first,  but  had 
not  reduced  until  eight  years  after  the  conception;  that  the  two  were 
not  a  continuous  act  of  invention,  and  the  first  reduction  of  Dewey 
entitled  him  to  judgment  of  priority. 

There  was  no  mention  or  hint  of  this  issue  in  Dewey's  application  as 
filed,  and  the  claim  covered  by  it  was  filed  nearly  two  years  after  the 
first  Office  action  and  nine  days  after  the  date  of  Colby's  patent  and 
rests  ui)on  an  illustration.  Fig.  5,  that  amounts  to  no  more  than  a  sug- 
gestion. It  is  not  clear  tlunt  the  screw-thread  of  the  figure  was  intended 
for  the  purpose  of  adju^tment,  and  it  is  doubtful  if  the  means  shown  is 
practicable.  I  do  not  think  there  is  any  warrant  for  claim  12  in  Dewey's 
application  nor  that  the  illustration  alone  is  entitled  to  be  found  a 
reduction  to  practice  prior  to  Colby's  application. 

The  decision  of  the  Examiners-in  Chief  is  reversed  and  priority  of 
invention  adjudicated  in  favor  of  Colby. 
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Dewey  v.  Colby. 

Decided  June  17,  189J. 

75  O.  G.,  1360. 

Rehearing— Surprise— Application— iNTEurRKTATioN. 

Au  applicant's  coutention  upon  a  rehe.'tring  that  be  was  ^'siirprised''  by  tho 
interpretation  put  upon  his  application  in  tbo  former  bearing  iH  witbont  fouiula- 
tioD,  since  the  application  itself  wtis  his  evidence,  and  was  examined  like  other 
evidence. 

On  Rehearing. 

ELECTRICAL  ILLUMINATINU. 

Application  of  Mark  W.  Dewey  tiled  July  22,  1891,  No.  400,278. 
Patent  granted  Edward  A.  Colby  June  6,  1893,  No.  498,878. 

Mr,  C.  H.  Duell  and  Mr.  J.  R,  Nottingham  for  Dewey. 

Mr,  Park  Benjamin  and  Messrs.  Pennie  i^  (Mdsborotigh  ibr  Colby. 

FiSHiiifi,  Acting  Commissioner: 

This  is  a  rehearing  of  the  above- en  titled  interference. 

Dewey  states  that  he  was  '^  surprised"  by  the  interpretation  put  upon 
his  application  in  the  former  decision,  which  resulted  in  finding  that 
he  had  not  invented  the  subject-matter  of  the  issue. 

hi  this  case  the  evidence  of  Dewey  is  his  application,  and  it  is  of 
course  to  be  examined  as  any  other  evidence  would  be. 

No  point  was  presented  in  the  argument  that  had  not  been  fully  con- 
sidered, and  priority  is  again  adjudicated  in  favor  of  Colby.* 


Dewey  v.  Colby. 

Decided  March  11,  1895. 
75  O.  G.,  1360. 

1.  hfTEKKERKXCE— ISSITK  NOT   WaRKANTED. 

If  no  warrant  be  found  in  an  application  as  originally  hied  for  one  of  the  couutij 
of  au  interference  issue,  the  applicant  is  not  the  inventor  of  such  conut. 

2.  MrrnoD  Claims — Application  for  Apparatus— Transfer. 

Claims  to  a  method,  if  no  such  method  is  warranted  by  the  original  disclosure, 
rest  upon  an  uncertain  basis;  but  such  claims,  if  so  bound  up  with  the  apparatus 
of  another  application  of  the  same  inventor  as  not  to  warrant  different  owner- 
ship of  the  two,  may  accompany  the  real  invention,  which  is  the  apparatus, 
proper  oath  being  filed. 

Appeal  from  Examiuersin-Chief. 


*Tbi8  decision  was  also  made  on  relie.iring  in  tin;  iuterferenco  l)ol  ween  this  .Mppli- 
c»tion  of  Dewey,  and  Colby's  patent  No.  498,879.     (See  decision  below.) 
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EUiXTrBICAL  ILLUMWATLNU  APPABATU8. 


Application  of  Mark  W.  Dewey  tiled  July  22,  1891,  No.  400,21 
Patents  granted  Edward  A.  Colby  June  6,  1893,  Nos.  498,878  ai 
498,879.  • 

Mr.  C\  H.  Duell  and  Mr.  J.  R.  Nottingham  for  Dewey. 
Mr.  Park  Benjamin  for  Colby. 

FiSHEB,  Acting  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  afiii 
ing  the  decision  of  the  Examiner  of  Interferences  awarding  priority 
Dewey  on  the  following  issues : 

1.  The  metbod  of  causing  incandescenco  in  au  electrio  glow-lamp,  which  consi 
in  Bubjcctiiig  a  ring  or  closed-coil  filament  inclosed  in  a  substantial ly-exhaus 
receiver,  to  the  inductive  influence  of  the  field  produced  by  varying  currents  in 
external  electric  conductor. 

2.  The  method  of  varying  the  intensity  of  the  glow  of  nn  electric  glow-lamp  c 
taiuing  a  ring  or  closed-coil  filament  inclosed  in  a  substantially-exhausted  recei 
and  subjected  to  the  inductive  influence  of  the  field  produced  by  varying  curre 
in  an  external  electric  conductor,  which  consists  in  varying  the  position  of  said  la 
in  said  field  to  bring  it  into  a  portion  thereof  where  said  inductive  influence 
greater  or  less. 

This  is  a  companion  to  interferences  Nos.  16,346  and  16,348.  In  \ 
first  the  history  of  the  cases  is  recited,  and  it  was  found  that  Colby  l 
conceived  the  invention  in  1885  and  had  reduced  it  to  practice  in  18! 
that  the  two  were  not  one  continuous  act  of  invention,  and  tl 
Dewey's  application  of  1891  entitled  him  to  priority. 

In  the  interference  No.  1^,348  it  was  found  that  there  was  no  w 
rant  for  the  claim  of  Dewey  embraced  by  the  issue,  because  it  was  i 
described  in  the  original  specification  nor  clearly  illustrated  in 
drawings,  and  it  was  therefore  found  that  Colby  was  the  inventor 
the  issue. 

The  claims  covered  by  the  issues  of  this  interference  were  filed  nea 
two  years  after  the  first  Office  action  and  nine  days  after  the  dat< 
the  Colby  patent.    For  the  claims  covered  by  the  second  count  of 
issue  there  is  no  warrant  in  De\vey's  application  as  originally  filed,  i 
he  is  therefore  not  the  inventor  of  the  second  count. 

The  claims  covered  by  the  first  count  of  the  issue,  if  to  meth 
clearly  distinct  from  the  apparatus,  would  rest  upon  an  uncertain  ba 
since  no  method  as  such  is  disclosed  by  the  application  as  origins 
filed ;  but  the  method  of  the  first  count  is  so  bound  up  in  the  appara 
of  No.  16,346  as  to  be  in  eflFect  the  function  of  that  apparatus.  ^. 
distinction  between  the  method  and  the  apparatus  is  not  sufficient 
warrant  different  ownership,  and  in  this  case  the  method  must  acc< 
pany  the  real  invention,  which  is  the  apparatus.  The  claims  for 
method  are  not  supported  by  a  supplemental  oath ;  but  that  may 
supplied  prior  to  issue. 

The  decision  of  the  Examiiiersin-Chief  is  attirmed  as  to  the  first  co 
of  the  issue  and  reversed  as  to  the  second. 
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NORTHALL  V.  BERNARDIN. 

Decided  May  Joy  1896, 

75  0.G..1853. 

REorENiN(}  Case  by  Commi^sionek  aiteu  L)KCl^iION  of  Court  of  Appeai^— 
New  Evidence. 
Notwitbstandiug  the  preseutatiou  of  evideuce  tending  to  establisb  a  lUct  not 
before  iu  the  record,  the  ComniisHiouer,  in  view  of  doubt  as  to  bis  authority  in 
the  matter  and  also  in  view  of  the  petitioner's  reme«ly  by  bill  in  equity,  will  not 
reopen  u  case  after  it  has  been  considered  and  decided  by  the  Circuit  Court  of 
Appeals  of  the  District  of  Columbia. 

Motion  to  reopen. 

BOTTLE-SBALINCJ   DEVICE. 

Application  of  William  H.  Northall  filed  March  31, 1893,  No.  468,524. 
Application  of  Alfred  L.  Bernardin  filed  July  21, 1892,  ^o.  440,790. 

Mr,  William  H,  Gudgell  for  Nortball. 
Messrs.  Butterworth  &  Botcell  for  Bernardin. 

Seymour,  Commissioner: 

After  a  decision  in  hh  favor  by  the  Office  and  a  reversal  of  that 
decision  by  the  Court  of  Appeals  of  the  District  of  Columbia,  Bernar- 
din moves  to  reopen  this  case  for  the  purpose  of  introducing  newly- 
discovered  evidence,  which  he  claims  will  probably  change  the  result. 
Tbe  most  significant  part  of  the  alleged  newly  discovered  evidence  is 
that  of  a  partly-erased  writing,  over  which  the  date  '*  December  19, 
1891,"  was  written  upon  Northall's  drawing,  Exhibit  No.  1.  Upon 
this  point  the  affidavit  of  Mr.  Joseph  B.  Church  is  presented  to  the 
effect  that  he  deciphers  the  partly  erased  writing  to  be  *^  February, 
1893."  A  photograph  taken  about  the  time  the  exhibit  was  put  in  evi- 
deuce shows  that  there  had  been  an  erasure,  and  enlarged  photographs 
taken  later  show  parts  of  letters  which  cannot  be  deciphered  from  the 
drawing  itself. 

In  answer  to  the  affidavits  of  Bernardin  upon  tliis  motion  Northall 
makes  an  affidavit  ui)on  this  point  as  follows: 

The  paper  upon  which  «iy  original  drawing  waH  nijide  was  some  that  rouiiiined  of 
what  I  waa  using  for  making  sketches  during  the  last  two  years  I  lived  in  Bridge- 
port, Conn.  It  had  been  used,  and  I  erased  what  was  on  it  before  making  this 
drawing. 

When  I  testified  last  fall  in  the  machine  interference  about  the  ''loop  "  shown  in 
the  photograph  of  my  drawing,  I  thought  it  must  be  the  upper  part  of  a  *'b,''  as  I 
knew  I  wrote  December  twice  the  night  I  made  the  drawings.  I  could  not  account 
for  any  kind  of  a  loop  in  any  other  way.  I  am  sure  that  I  never  wrote  any  word  on 
that  paper  having  a  letter  with  a  lower  loop  after  I  made  the  drawing,  unless  I 
accidentaUy  made  a  lower  loop  when  I  intended  an  upper  one.  I  write  but  little 
and  sometimes  get  letters  wrong  and  have  to  change  them,  but  I  have  no  distinct 
recollection  of  having  done  so  when  dating  this  drawing,  though  it  might  have  hap- 
pened. I  sometimes  wrote  dates  and  other  words  on  the  sketches  which  I  made  in 
Bridgeport. 
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The  question  is  whether  this  evidence  was  discovered  since  the 
former  trial.  The  general  principles  regarding  new  trials  for  newly- 
discovered  evidence  are  that  an  application  therefor  is  looked  upon  by 
the  courts  with  disfavor;  that  the  evidence  must  have  been  discovered 
since  the  former  trial;  that  the  party  must  have  used  due  diligence 
in  procuring  it  on  the  former  trial ;  that  it  must  be  material  to  the 
issue;  that  it  must  go  to  the  merits  of  the  cause  and  not  merely  to 
impeach  the  character  of  a  witness;  that  it  must  not  be  merely  cumu- 
lative; that  it  must  be  such  as  ought  to  produce  on  another  trial  an 
opposite  result  on  the  merits. 

The  bearing  of  this  evidence  of  something  imi)erfectly  erased  is  im- 
portant. A  working  drawing  of  a  bottle-capping  device  in  the  hands 
of  either  of  these  parties  as  early  as  December  19, 1891,  is  extremely 
significant.  A  working  drawing  in  the  hands  of  Northall  as  late  ivs 
February,  1893,  would  be  of  no  special  significance. 

It  was  claimed  by  Korthall  that  the  evidence  was  cumulative.  It  is 
true  that  there  was  evidence  tending  to  show  that  Northall  did  not 
make  a  working  drawing  of  this  invention  as  early  as  December  19, 
1891,  in  the  record,  strictly  so  called.  That  evidence  is  circumstantial. 
In  the  trial  upon  appeal  before  the  Circuit  Court  of  Appeals  of  this  Dis- 
trict it  appears  that  enlarged  photographs  were  exhibited  to  the  court 
lor  the  purpose  of  showing  that  there  had  been  an  erasure,  and  the 
argument  appears  to  have  been  made  that  December  19, 1891,  was  not 
the  true  date  of  the  paper.  It  does  not  appear  that  any  testimony  was 
presented  to  that  court  or  that  there  is  any  in  the  record  to  the  iwint 
of  what  the  erased  word  or  figures  are,  unless  the  exhibit  itself  may  be 
considered  such  testimony.  There  is  presented  before  me  an  account 
of  this  matter  by  Northall  himself,  which  is  in  the  nature  of  an  admis- 
sion that  what  was  erased  was  a  date,  and  that  he  erased  it,  and  that 
he  wrote  the  word  and  figures  above  it,  "  December  19, 1891." 

It  has  been  held  that  the  admission  of  a  party  is  not  evidence  of  the 
same  kind  as  the  testimony  of  other  witnesses,  and  therefore  is  not 
cumulative,  although  relating  to  the  same  controverted  fact.  ( Wayt  v. 
Burlington^  etc.,  B,  Co.,  45  Iowa,  217;  Humphreys  v.  Klick,  49  Ind.,  189; 
Rains  v.  Balloic,  54  Ind.,  82;  Fletcher  v.  People,  117  111.,  190.) 

But  the  evidence  tends  to  establish  a  fact  that  was  not  before  in  the 
case — to  wit,  that  the  drawing  bore  another  dat^,  and  that  the  date  it 
first  bore  was  February,  1893.  If  this  testimony  is  to  be  believed,  and 
if  it  turns  out  to  be,  on  more  critical  examination,  of  the  tenor  indicated, 
it  appears  to  me  to  be  destructive  of  Northall's  case. 

While  impressed  with  this  evidence,  I  deem  it  my  duty,  in  view  of 
the  doubt  whether  the  Commissioner  has  power  to  open  a  case  after  it 
has  been  considered  and  decided  by  the  Circuit  Court  of  Appeals  of 
this  District  on  appeal,  to  disregard  it  and  deny  the  motion.  Were  the 
petitioner  without  other  remedy  I  might  take  a  different  view  of  this 
case:  but  under  section  4915  of  the  Revised  Statutes  he  has  a  remedv 
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by  bill  in  equity,  where,  upon  a  record  hereafter  to  be  made,  with  a 
fuller  knowledge  of  all  the  facts,  it  will  be  adjudged  whether  he  be 
entitled  to  the  patent  which  must  now  be  refused. 

Without  passing  upon  the  other  matters  urged  by  Northall  against 
this  motion,  the  motion  must  be  dismissed,  and  it  is  so  ordered. 


Ex  PARTE    BricIGS. 

Decided  May  25,  1896, 
75  O.  G.,  1854. 

1.  Appeal— Rule  133 — Points  not  Mutually  Exclusive. 

Bale  133  does  not  enamerate  mutually-exclusive  points  of  appeal  in  such  sense 
that  one  must  be  wholly  different  from  another. 

2.  Appeal  is  from  Rejection. 

The  subject-matter  of  each  appeal  under  Rule  133  is  the  rejection  of  a  claim 
and  not  the  reasons  upon  which  such  rejection  was  based. 

3.  Invention — Ice-Planer — Use  of  Rack  and  Pinion. 

The  use  of  a  rack  and  pinion  for  raising  and  lowering  a  cutter-head  used  in  an 
ice<planer  does  not  involve  invention  in  view  of  the  previous  use  of  such  rack 
and  pinion  for  adjusting  a  wood-planer. 

Appeax.  from  the  Examiners-in-Chief. 

APPARATUS  FOR  PLANUTO  CAKB8  0¥   ICB. 

Beissne  application  of  John  H.  Briggs  filed  July  16, 1894,  No.  517,750. 
Messrs.  Pollok  (&  Mauro  for  the  applicant. 

Seymour,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Ohief  refus- 
ing the  following  claims : 

2.  The  combination  of  a  cutter  consisting  of  a  number  of  points  entering  the  ice 
in  Bach  a  manner  as  not  only  to  out  but  to  groove  it  at  one  operation,  with  a  cutter- 
head  carrying  or  forming  pai't  of  said  cutter,  with  means  whereby  the  cutter-head 
can  be  moved  up  and  down  at  the  will  of  the  operator,  receiving  a  positive  motion 
in  both  directions,  guides  arranged  perpendicularly  to  the  plane  of  the  elevator  so 
u  to  cause  the  cutter  to  be  held  positively  against  the  advancing  ice  at  any  opera- 
tive elevation,  and  with  the  cutting  knives  always  presenting  the  same  angle  to  the 
ice,  and  an  ice-elevator  adapted  to  positively  force  the  ascending  cakes  of  ice  into 
contact  with  the  cutter  and  groover,  arranged  and  operated  substantially  as 
deecribed. 

3.  The  combination  with  the  cutter-head  and  the  racks  directly  attached  thereto, 
of  the  guides  for  both  cutter-head  and  the  racks,  arranged  perpendicularly  to  the 
pUneof  the  elevator,  the  pinions  mounted  on  said  guides  and  engaging  in  said  racks, 
And  the  levers  or  arms  for  operating  said  pinions,  a  cutter  consisting  of  a  number  of 
pointe  entering  the  ice  in  such  a  manner  as  not  only  to  cut  but  to  groove  it  at  one 
^peration  and  an  ice-elevator  adapted  to  positively  force  the  ascending  cakes  of  ice 
"*to  contact  with  the  cutter  and  groover,  all  constructed  substantially  as  described, 
wthat  the  depth  of  the  cut  may  be  directly  and  positively  regulated  by  means  of 
we  layers  and  the  ice  at  the  same  time  properly  grooved  for  storage. 

H.  Doc.  354 2 
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The  ret'erences  are:  Coss,  June 9, 1874,  No.  151,685;  Chaplin,  Janaary 
30, 1883,  No.  271,220;  Smith,  December  30,  1884,  No.  310,01>3;  Loring 
and  Giles,  October  27, 1885,  No.  329,400;  Briggs,  February  18,  1890, 
No.  11,060,  (reissue;)  Birch,  February  24,  1891,  No.  447,000;  Boden- 
stein,  March  1,  1892,  No.  470,099. 

The  first  reason  of  appeal  is  that  the  Examiners-in-Chief  erred  in 
rejecting  the  claims  for  lack  of  invention,  a  question  not  before  them, 
and  therefore  that  their  decision  should  be  reversed.  The  appellaut 
contends  that  under  Eule  139"  the  Examiners-in-Chief  in  their  decisiou 
should  affirm  or  reverse  the  decision  of  the  Primary  Examiner  only  on 
the  points  on  which  appeal  has  been  taken ;  that  Rule  133  enumerates 
the  points  on  which  appeal  may  be  taken  to  the  board,  and  that  among 
these  is  aggregation  of  elements,  and  that  therefore  upon  the  only  point 
involved  in  the  appeal,  the  only  point  discussed,  and  the  only  point  on 
which  the  Examiners-in-Chief  could  lawfully  sit  as  a  judicial  tribunal, 
the  decision  of  the  Examiner  was,  after  full  consideration,  reversed. 

It  is  thought  that  Eule  133  does  not  enumierate  mutually  exclusive 
points  of  appeal  in  such  sense  that  aggregation  of  elements,  for  exam^ 
pie,  must  be  wholly  different  from  lack  of  invention  or  incomplete  com- 
bination of  elements,  or,  perhaps,  inoperativeness  of  invention.  These 
may  be  different  aspects  of  the  case.  That  which  one  magistrate  might 
consider  an  aggregation  of  elements,  and  so  wanting  in  invention, 
another  might  consider  lacking  in  invention  as  being  an  assembly  of 
elements  which  were  old,  not  involving  the  inventive  faculty  in  their 
selection  and  combination. 

Such  appeared  to  be  the  view  of  the  Examiner  in  his  letter  of  May 
22, 1895,  wherein  he  says  that  claims  2  and  3  are  a  second  time  rejected, 
since  they  involve  mere  selection  from  the  prior  art. 

But  apart  from  this  consideration  the  appellant  is  before  the  Exam- 
iners-in-Chlef  upon  section  4909  of  the  Revised  Statutes  of  the  United 
States,  and  not  merely  upon  the  rule,  and  in  that  statute  it  is  enact-ed 
that  every  applicant  for  a  patent  or  for  the  reissue  of  a  patent  any  of 
the  claims  of  which  have  been  twice  rejected  may  appeal  from  the 
decision  of  the  Primary  Examiner  to  the  Board  of  Examiners-in-Chief, 
and  I  construe  this  statute  to  mean  that  the  subject-matter  of  the  appeal 
is  the  rejection  of  the  claim;  that  an  appellant  before  the  Examiners- 
in-Chief  must  be  prepared  to  show  that  the  claim  is  allowable;  that 
his  appeal  is  not  merely  from  the  reasons  of  the  Examiner  in  rejecting 
the  claim,  but  from  his  decision  holding  it  to  be  not  allowable. 

But  this  is  not  a  new  contention.  It  was  disposed  of  adversely  to 
the  appellant  twenty-five  years  ago  by  Mr.  Commissioner  Fisher  in  ex 
parte  Bockwellj  (C.  D.,  1870,  111,)  in  which  this  language  is  used: 

Tbo  appeal  iu  this  case  is  aualogous  to  the  ordinary  appeals  in  equity  cases. 
Nothing  is  more  common  than  for  the  court  above  to  affirm  the  judgment  of  the 
court  below,  upon  grounds  quite  different  from  those  taken  by  the  tribunal  of  orig- 
inal juriBdiction;  sometimes,  indeed,  the  appellate  tribunal  expressly  repudiates 
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the  reasons  for  the  decision  rendered  below,  and  yet  aflirms  the  decision  or  judgment 
itself. 

Iff  therefore,  an  appeal  is  taken  to  tho  board,  it  is  from  the  decision,  action,  jndg- 
nient,  or  order  of  the  examiner,  aud  not  from  his  reasoning.  Tho  board  will  look 
into  the  case  to  see  if  upon  the  record  the  decision  or  action  be  right,  although  the 
reason  assigned  for  it  bo  utterly  nnteuable.  If,  as  in  the  present  case,  the  applica- 
tion be  rejected  for  want  of  novelty,  and  tho  examiners-iu-chief  find  that  the 
alleged  invention  does  not  involve  a  patentable  subject-matter,  they  may  properly 
affirm  the  decision  of  the  primary  examiner,  which  decision  was,  that  a  patent  could 
not  be  granted. 

Upon  a  similar  contention  Mr.  Commissioner  Simonds,  in  ex  parte 
McGowanj  (50  MS.,  430,)  held  in  substance  the  same  thing. 

It  is  thought  that  points  of  decision  upon  which  appeal  is  grounded, 
as  provided  in  Rules  133  and  139'',  and  to  which  in  the  consideration  of 
a  case  the  Examiners-in-Chief  are  confined  by  the  rules,  are  distinct 
and  mutually  exclusive  points,  and  not  those  which  present  merely 
different  aspects  of  the  case. 

The  appellant  has  a  patent,  No.  367,267,  granted  July  26, 1887,  for 
an  apparatus  for  plaining  ice,  the  first  claim  of  which  reads  as  follows: 

1.  The  combination,  with  the  cutter-head  and  the  racks  directly  attached  thereto, 
of  the  guides  for  both  cutter-head  and  the  racks,  arranged  perpendicularly  to  the 
plane  of  the  elevator,  the  pinions  mounted  on  said  guides  and  engaging  in  said 
racks,  and  the  levers  or  arms  for  operating  eaid  pinions,  all  constructed,  substan- 
tially as  described,  so  that  the  depth  of  the  cut  may  be  directly  and  positively  regu- 
lated by  means  of  the  levers,  as  herein  specified. 

This  claim  was  declared  invalid  by  the  Circuit  Court  of  Appeals  in 
the  ease  of  Brigga  v.  Central  Ice  Company^  (60  Fed.  Eep.,  87.)     The 
present  application  is  for  a  reissue  of  said  patent,  aud  claims  2  and  3, 
quoted  above,  are  refused  by  the  Examiners-in-Chief  on  the  ground 
that  there  is  no  invention  in  applying  to  the  device  shown  by  Briggs 
m  his  reissued  patent,  l^o,  11,060,  the  adjusting  device  of  Butterfield. 
The  devices  specified  in  the  combination  claim  passed  upon  by  the 
Circuit  Court  of  Appeals  are  the  cutter-head  and  racks,  the  guides 
arranged  perpendicularly  to  the  plane  of  the  elevator,  the  pinion,  levers 
for  operating  the  pinion,  to  which  the  court  added,  by  construction,  the 
ice-elevator,  though  not  specifically  mentioned;  and  the  court  found 
that  although  the  other  devices,  aside  from  the  ice-elevator  of  the  claim 
before  it,  were  never  before  assembled  together  in  an  ice- elevator,  never- 
theless the  claim  was  destitute  of  patentable  novelty. 

In  the  second  claim  the  means  for  moving  the  rack  and  cutter-head 
up  and  down  are  not  specified,  and  to  that  extent  claim  2  is  broader 
than  claim  3  and  broader  than  the  claim  passed  upon  by  the  Court  of 
Appeals,  and  for  this  reason  alone  this  claim  could  not  be  allowed. 
Both  of  the  appealed  claims,  however,  add  to  the  combination  passed 
upon  by  the  court  a  cutter  consisting  of— 

a  nnmber  of  points  entering  the  ice  in  such  a  mauuer  us  not  only  to  cut  hut  to  groove 
it  at  one  operation. 
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It  remains  therefore  to  be  considered  whether  these  claims,  with  tbe 
addition  of  such  a  cutter  to  the  combination  passed  upon  by  the  court, 
are  patentably  new. 

The  specific  cutter  of  these  claims  is  shown  in  applicant's  reissued 
patent,  No.  11,060.  In  this  patent  for  the  purpose  of  raising  the  cutter 
the  cutter-head  is  connected,  by  adjustable  swinging  or  pivoted  rods, 
to  arms  fixed  on  a  cross-shaft,  which  is  operated  by  a  hand-lever.  Also 
connected  with  the  cutter-head  are  links,  which  are  pivoted  to  boxes 
adjustable  up  and  down  in  guides  attached  to  the  string-pieces  of  the 
elevator,  the  boxes  being  raised  or  lowered  by  suitable  racks  and  pin- 
ions. On  raising  and  lowering  the  boxes  by  means  of  the  racks  and 
pinions  the  links  swing  the  cutter-head  on  the  pivoted  rods,  and  the 
cutter-head  is  thereby  raised  and  lowered.  The  patent  to  Loring  and 
Giles  shows  a  cutter-head  moving  in  guides  rising  from  the  frame  of  the 
elevator.  Smith  shows  such  guides  perpendicular  to  the  frame,  and  the 
patent  of  Butterfield,  Ko.  24,076,  shows  a  cutter-head  for  a  planing- 
machine  moving  in  guides  and  adjustable  by  means  of  a  rack  and 
pinion. 

These  different  patents  show  the  separate  elements  of  the  claims; 
but  the  appellant  contends  that,  as  he  is  the  first  to  bring  them 
together  in  an  organized  machine  for  planing  ice,  his  claim  for  such  a 
combination  should  be  allowed.  On  this  contention  it  is  only  necessary 
to  refer  to  the  decision  of  the  court,  in  which  it  was  said: 

Assumiug  that  the  ice-elevator,  although  not  speoiiically  mentioned,  ought  to  be 
regarded  as  an  element  of  the  claim,  and  recognizing  the  fact,  as  we  must  upon  the 
proofs,  that  the  other  devices  of  the  claim  were  never  before  assembled  together  in 
an  ice-elevator,  nevertheless,  we  are  of  the  opinion  that  the  claim  is  destitute  of 
patentable  novelty.  *  *  *  It  cannot  be  disputed,  and  indeed  it  is  obvious,  that 
the  adjusting  devices  of  the  patent  are  preferable  to  those  described  in  any  of  the 
prior  patents  (Loring  and  Giles,  Smith,  and  Chaplin). '  They  enable  the  operator  to 
do  his  work  of  planing  the  ice  with  more  certainty,  ease,  and  speed.  Because  this 
is  so,  we  reach  the  conclusion  that  the  claim  is  invalid  with  reluctance.  But  the 
patentee  was  not  the  first  to  use  the  adjusting  devices  of  the  claim  for  the  purpose 
of  enabling  a  planing-tool  to  do  its  work.  Precisely  the  same  combination,  found 
in  the  complainant's  patent,  of  cutter-head,  guides,  racks,  pinions,  and  levers,  is 
described  in  a  patent  for  a  planing-maohine  granted  May  17,  1859,  to  T.  B.  Butter- 
fiold.  *  «  *  All  the  advantages  ascribable  to  the  patented  combination  are  due 
to  the  assembling  together  of  an  old  elevator  and  an  old  cutter  adjusting  mechan- 
ism. This  could  be  efifected  without  requiring  any  modification  of  the  parts  which 
was  not  an  obvious  one,  and  within  the  ordinary  skill  of  the  mechanic.  In  contem- 
plation of  law,  the  patentee  merely  transported  tbe  devices  of  Butterfield  into  the 
old  elevator,  and  cut  away  the  useless  feed-roller.  When  thus  assembled  together, 
the  elevating  mechanism  performs  no  new  functions,  and  the  adjusting  cutter  mech- 
anism performs  precisely  the  functions  it  did  in  the  Butterfield  machine.  It  is 
wholly  immaterial  that  the  ad^justiug  devices  of  Butterfield  were  designed  to  be  used 
in  a  machine  for  planing  wood.  The  application  of  an  old  organism  to  an  analogous 
use  is  not  patentable. 

The  appellant  urges  that  the  art  of  wood-planing  from  which  the 
Butterfield  patent  was  cited  to  show  the  rack  and  pinion  for  adjusting 
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the  catter-heady  and. that  of  ice  plauiug  and  grooving,  to  wbich  the 
device  under  consideration  relates,  are  not  analogous  arts,  and  that 
had  the  case  of  FotU  v.  Creager^  (0.  D.,  1895, 143;  70  O.  G.,  494;  156 
U.  8.,  597)  been  decided  by  the  Supreme  Court  before  the  argument  of 
Briggs  v.  Cefitral  Ice  Company  the  claim  in  suit  would  not  have  been 
declared  invalid. 

The  case  of  Potts  v.  Creager  has  led  to  the  closer  scrutiny  of  transfers 
of  various  well-known  devices  from  one  branch  of  industry  to  another, 
where  the  remoteness  of  the  relationship  of  the  two  industries  is 
bronght  in  question,  and  it  ia  manifestly  the  duty  of  the  Patent  Office 
to  consider  under  the  fuller  light  of  that  important  decision  what  alter- 
ations were  necessary  to  adapt  a  device  to  its  new  use  and  what  the 
value  of  such  adaptation  has  been  to  the  new  industry.  It  is  mani- 
festly important  also  to  note  whether  the  effect  of  such  transfer  has 
been  to  supersede  other  methods  of  doing  the  same  work.  After  exam- 
ining prior  cases  the  Court,  at  page  151, 0.  D.,  page  608,  XT.  S.,  say: 

As  a  resalt  of  the  authorities  npon  this  subject,  it  may  be  said  that,  if  the  new  use 
be  BO  nearly  analogous  to  the  former  one,  that  the  applicability  of  the  device  to  its 
new  use  would  occur  to  a  person  of  ordinary  mechanical  skill,  it  is  only  a  case  of 
double  use,  but  if  the  relations  between  them  be  remote,  and  especially  if  the  use  of 
the  old  device  produce  a  new  result,  it  may  at  least  involve  an  exercise  of  the  invent- 
ive faculty.  Much,  however,  must  stiU  depend  upon  the  nature  of  the  changes 
required  to  adapt  the  device  to  its  new  use. 

But  Potts  y.  Creager  does  not  announce  any  new  or  reannounce  any 
unfamiliar  doctrine  in  patent  law.  The  principles  applied  therein  are 
of  daily  and  hourly  application  in  the  Patent  Office  and  have  been  so 
^m  the  beginning.  The  question  always  is,  in  the  cases  to  which  it 
applies,  was  the  change  of  the  device  to  its  new  use  such  as  would 
occur  to  a  person  of  ordinary  mechanical  skill.  As  applied  to  the  case 
before  me  the  question  is  whether  the  use  of  the  rack  and  pinion  for 
raising  and  lowering  the  cutter-head  is  mechanical  skill  or  something 
more,  a  change  of  such  moment  that  it  must  be  ascribed  to  the  invent- 
ive faculty.  As  hereinbefore  shown  by  the  appellant's  reissue  patent, 
it  is  not  new  to  use  the  specific  cutter  in  an  ice-elevator  and  to  raise 
this  cutter  by  a  rack  and  pinion.  This  reissue  patent  does  not  seem  to 
have  been  before  the  circuit  judge  in  the  case  of  Briggs  v.  The  Central 
Ice  Company. 

I  am  not  able  to  assent  to  the  appellant's  proposition  that  Potts  v. 
Creager  would  have  changed  the  result  in  the  circuit  court  had  the 
opinion  in  that  case  been  promulgated  before  the  trial  there;  but,  on 
the  contrary,  I  feel  bound  to  treat  the  case  as  having  been  practically 
decided  by  the  Circuit  Court  of  Api)eals  in  the  Second  Circuit,  and  am 
therefore  constrained  to  hold  that  the  combination  in  question  is  want- 
ing in  patentability. 

'Rie  decision  of  the  Examiners4n-Chief  in  refusing  claims  2  and  3  is 
affirmed. 
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HiSEY  V.  PeTEES. 

Decided  February  20,  1895, 

76  O.  G.,  333. 

jT/Ri8DicnoN— Assistant  Commissioner— Appeals. 

The  AssiRtant  Commissioner^  under  aasignment  by  the  Commissioner,  lias 
authority  to  hear  and  determine  any  quasi-judicial  question  on  appeal,  and  his 
determination  is  a  legal  determination  thereof. 

Motion  for  rehearing. 

CARTRIDOB-LOADIKO  MACBINK. 

Patent  No.  480,015  granted  Charles  S.  Hisey  August  2, 1892.    Appli- 
cation  of  G.  Moore  Peters  filed  September  28, 1889,  No.  325,368. 

Mr.  E.  M.  Marble  for  Hisey. 
Messrs.  Brown  &  Darby  for  Peters. 

Sbymouk,  Commissioner: 

Hisey's  appeal  from  the  decision  of  the  Primary  Examiner,  denying  his 
motion  to  dissolve  the  above  entitled  interference,  was  assigned  by  tbe 
Commissioner  to  the  Assistant  Commissioner  for  hearing  and  determina- 
tion, and  upon  such  hearing  both  parties  appeared  before  the  Assistant 
Commissioner  and  were  heard.  On  the  26th  day  of  January,  1895,  tbe 
Assistant  Commissioner  rendered  his  decision,  dismissing  the  appeal 
upon  the  ground  that  the  question  thereby  raised — the  inoperativeness 
of  Peters'  machine — was  a  question  touching  the  merits,  and  upon  which 
the  appeal  lay  in  the  first  instance  to  the  Board  of  Examiners-in-Chief. 

The  authority  of  the  Assistant  Commissioner  to  hear  and  determine 
any  quasi-judicial  question  is  now  challenged  by  this  motion,  and  it  is 
claimed  that  the  Commissioner  cannot  assign  to  the  Assistant  Commis- 
sioner duties  of  this  character. 

It  is  considered  that  tlie  Assistant  Commissioner  under  such  assign- 
ment had  authority  to  hear  and  determine  the  said  appeal,  and  that  his 
determination  was  a  legal  determination  thereof. 

The  motion  to  rehear  the  appeal  is,  therefore,  denied. 


Ex  PAETE   LUNKEN. 

Decided  May  25,  1S96. 
76  O.  G.,  785. 

1.  Design— Valvk  Casing— Mkchanical  Patent  No  Bar. 

Since  the  8ubjoct  mattm-  of  an  upplicatiou  for  :i  design  patent  and  of  mechan- 
ical patent  is  different,  since  the  matter  chiiuied  in  the  design  application  conld 
not  have  been  claimed  in  the  other,  and  since  the  grant  of  the  design  patent 
cannot  extend  the  term  of  the  other,  Held  that  the  mechanical  patent  is  no  bar 
to  the  grant  of  a  design  patent  upon  the  same  article. 

2.  Same-— Meaning  op  "Useful." 

The  word  *'  useful "  in  the  statute  relating  to  designs  has  reference  to  mechan- 
ical rather  than  purely  esthetic  features  in  designs  relating  to  machinery.  The 
excellence  of  such  a  design  depend^  upon  its  nice  adaptation.  Tbe  word 
''useful"  may  be  applied  to  the  shape  or  configuration  of  a  patentable  form 
with  a  signification  much  wider  than  *'not  harmful." 
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3.  Same— Variations. 

An  applicant  may  describe  and  claim  variations  in  bivS  patentable  form  within 
Bach  limits  as  are  consistent  with  unity  of  design  and  to  the  extent  claimed. 

4.  Same— Mechanical  Terms. 

The  nse  of  mechanical  terms  in  setting  forth  the  relation  of  the  parts  of  a 
design  and  their  uses  is  not  objectionable. 

Appeal  from  the  Examinersin-Chief. 

DKSKIN  FOR  A  VALYB  CASING. 

Application  of  Edmund  H.  Lunken  filed  April  15, 1893,  No.  470,540. 

Mr.  Edward  Rector  for  the  applicant. 

Seymour,  Commissioner: 

This  is  ail  appeal  from  the  decision  of  the  Examiners-inChief  affirm- 
ing the  Primary  Examiner's  rejection  of  the  following  claims: 

1.  The  herein- described  design  for  valve-casings,  consisting  of  the  body  portion 
haying  the  opposite  pipe  connections,  the  wide  and  relatively  thin  bonnet  or  hood 
portion  iitted  npon  the  body  transversely  to  the  latter  and  having  the  vertically 
extemling  neck  portion  and  lateraUy-projeottng  ears,  the  U-shaped  clip  surrounding 
the  body  and  passing  at  its  upper  ends  through  the  opposite  ears  of  the  bonnet,  and 
thenats  upon  the  ends  of  the  clip  above  the  ears  of  the  bonnet,  substantially  as 
shown  and  described. 

2.  The  herein -described  design  for  the  bonnet  or  hood  of  a  valve-casing,  said  bon- 
net having  the  oblong  main  portion,  the  vertically-extending  neck  portion,  and  the 
laterally-projecting  ears,  substantially  as  shown  and  described. 

Upon  the  merits  of  this  case  the  Examiners-in-Chief  aflBrmed  the 
rejection  of  the  claims,  chiefly  npon  the  gronnd  that  the  appellant 
prior  to  the  filing  of  his  application  for  a  design  patent  had  filed  an 
application  for  a  mechanical  patent  npon  a  valve  having  in  appearance 
substantially  the  same  casing.  His  mechanical  patent  was  granted 
April  4, 1893.  His  application  for  the  design  patent  was  filed  eleven 
days  after  that  date. 

In  the  decision  appealed  from  it  is  intimated  that  had  the  appellant, 
after  the  taking  of  his  mechanical  patent — 

invented  any  new  and  nseftil  and  original  shape  or  confignration  for  the  device,  or 
^y  part  thereof,  he  V70uld  be  entitled  to  a  patent  for  such  a  design. 

Section  4929  provides  for  three  other  classes  of  designs  than  this, 
referring  to  beauty  or  ornamentation  alone.  Omitting  these  matters, 
tbe  section,  so  far  as  applicable  to  this  case,  is  as  follows: 

Sec.  4929.  Any  person  who,  by  his  own  iudiistry,  genius,  efforts,  and  expense, 
"M  invented  and  produced  *  *  *  any  new,  useful,  and  original  Blia])e  «»r  con- 
"guration  of  any  article  of  manufacture,  the  same  not  having  been  known  or  used 
"J  others  before  his  invention  or  production  thereof,  or  patented  or  described  in  any 
pnnted  publication,  may,  upon  payment  (»f  the  fee  prescribed,  and  other  due 
proceedings  had  the  same  as  in  cases  of  inventions  or  discoveries,  obtain  a  patent 
^lierefor. 

lu  GoUender  v.  Oriffith  (18  Blatchf.,  110)  it  was  contended  for  the 
''^fendant  that,  as  the  mechanical  patent  was  issued  more  than  two 
years  after  the  issuing  of  the  design  patent,  the  mechanical  patent  was 
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void.  The  origiual  mechanical  patent  described  a  table  of  the  same 
form  as  that  described  iu  the  design  patent.  The  court  held  the 
mechanical  patent  valid,  and  remarked  that  the  shape  of  the  strnctore 
may  be  the  same  as  the  shape  in  the  design  patent;  but  the  subject- 
matter  of  the  two  claims  is  not  the  same. 

Since  the  subject-matter  of  the  two  applications  is  different,  and 
since  the  matter  claimed  in  this  design  application  could  not  have  been 
claimed  in  the  application  for  the  mechanical  patent,  and  since  the 
grant  of  the  design  patent  now  for  fourteen  years  cannot  extend  the 
exclusive  privileges  beyond  the  term  of  the  mechanical  patent,  it  is 
held  that  the  mechanical  patent  is  no  bar  to  the  grant  of  a  design 
patent  upon  this  valve-casing. 

The  principal  question  is  in  what  sense  may  the  form  or  configuration 
of  an  article  of  manufacture  be  useful  within  the  meaning  of  this 
statute  concerning  patentable  designs.  And  two  questions  of  form 
arise — first,  may  the  applicant  employ  mechanical  terms  in  setting 
forth  the  relation  of  the  parts  and  their  uses?  and,  second,  may  he 
describe  variations  in  his  claimed  form  of  casing,  and,  if  so,  within 
what  limits?    These  two  questions  will  be  treated  together. 

In  many  instances,  as  in  this,  the  form  has  relation  to  the  working 
parts  of  an  invention.  The  excellence  of  the  design  depends  upon  its 
nice  adaptation  to  the  working  parts  which  it  incases.  Even  its  beauty, 
that  by  which  it  attracts  purchasers,  may  consist  chiefly  in  this.  It 
may  also,  as  in  this  case,  depend  upon  the  fact  that  the  material  is  well 
disposed,  not  heaped  up  uselessly  in  one  part  and  not  diminished  harm- 
fully in  another.  It  is  in  part  with  such  meaning  that  the  word  ** use- 
ful," as  applied  to  shape  or  configuration,  is  used  in  the  design  statute, 
and  not  only  is  there  a  meaning  for  this  word  "usefuP'  as  opposed  to 
'Hiarmful,"  but  the  form  of  an  article  of  manufacture  may  so  directly 
contribute  to  use  as  to  constitute  the  chief  claim  of  the  originator  to 
protection  under  the  design  patent  law. 

I  have  examined  all  the  cases  cited  by  the  Examiner,  all  those  cited 
by  the  applicant,  and  others,  and,  while  finding  many  expressions  tend- 
ing toward  a  limited  meaning  of  the  word  "useful"  in  this  statute,  I  do 
not  recall  a  single  case  where  a  design  patent  has  been  declared  invalid 
because  the  shape  or  configuration  of  the  article  of  manufacture  was 
too  useful.  I  feel  bound  to  give  the  word  its  ordinary  and  natural 
meaning,  some  meaning  other  than  not  harmful,  and  yet  a  meaning 
which  will  not  require  a  design  to  be  useful  in  such  sense  that  a 
mechanical  patent  will  certainly  give  the  full  protection.  My  thought 
is  that  a  patentable  design  bears  a  similar  relation  to  an  article  oi 
manufacture  of  the  same  mechanical  elements,  but  wanting  in  patent- 
able design,  that  architecture  bears  to  mere  building.  It  is  the  duty 
of  the  architect  to  embrace  in  a  harmonious  scheme  the  conflicting 
requirements  of  use  and  artistic  form ;  but  the  successful  achieving  ol 
this  is  often  something  quite  diflerent  from  making  a  useful  structure 
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and  then  ornamenting  it.  Form,  proportion,  disposition  of  materia], 
adaptation  to  the  intended  use,  more  than  ornament,  are  the.  teats  of 
true  architectare.  So  in  an  article  of  manufacture,  with  much  more 
limited  scope,  these  ideas  enter  into  a  patentable  design  in  such  man- 
ner that  form,  or,  as  the  statute  puts  it,  ^^  shape  or  configuration,'^  wait 
on  nse,  and  with  much  wider  significance  than  not  harmful  may  the 
patentable  form  be  called  useful. 

In  Smith  v.  Whitman  Saddle  Co.  (C.  D.,  1893,  324;  63  O.  G.,  912;  148 
U.  S.,  674)  the  Court  said : 

So  that  DOW  where  a  new  and  original  shape  or  configuration  of  an  article  of 
miDQfiictare  is  claimed,  utility  may  be  also  an  element  of  consideration. 

The  Examiner  has  held  that  a  particular  form  under  the  design 
statute  must  not  be  described  as  useful;  but  the  word  ^^ useful"  is  in 
the  statute  and  was  placed  there  after  unusual  deliberation.  It  first 
appeared  in  the  statute  of  1842  in  an  earlier  clause  in  substantially  the 
same  section : 

Or  any  new  and  useful  pattern  or  print  or  picture,  to  be  either  worked  into  or 
worked  on  or  printed  or  painted  on,  cast,  or  otherwise  fixed  on  any  article  of  manu- 
facture, etc. 

In  the  act  of  1871,  section  11,  it  was  removed  from  'that  place  and 
inserted  in  the  passage  first  above  quoted,  so  that  the  same  reads — 

or  any  new,  useful,  and  original  shape  or  configuration  of  any  article  of  manufacture. 

There  had  already  been  much  discussion  as  to  what  the  word  <^use- 
fiil''  meant  in  conuection  with  mere  shape  or  configuration.  It  was 
clearly  anomalous  to  say  that  any  picture  was  useful  in  the  ordinary 
sense,  or  that  anything  printed,  painted,  or  cast  on  an  article  of  manu- 
facture in  the  way  of  ornament  was  in  itself  useful,  at  least  in  any 
other  sense  than  that  all  true  art  is  useful,  not  mischievous,  and  in  the 
much  wider  sense  that  it  is  beautiful.  The  search  for  pleasing  forms, 
which  we  call  art,  and  which,  in  distinction  from  the  subject-matter  of 
patent  law,  may  be  called  fine  art,  is  not  directly,  and,  if  at  all,  only 
incidentally,  the  subject  of  encouragement  by  the  patent  law  and  is  not 
included  in  the  classes  of  things  which  the  Constitution  says  may  be 
promoted  by  the  grant  of  exclusive  privileges.  That  clause  is  expressly 
limited  to  science  and  the  useful  arts,  as  distinguished  from  science 
^d  the  fine  arts,  and  the  statute,  so  far  as  patentable  forms  of  articles 
of  manufacture  are  concerned,  accordingly  requires  them  to  be  not 
merely  new  and  original,  but  useful. 

I  am  unable  to  reconcile  the  teachings  of  the  cases  with  one  another, 
m  that  in  some  it  is,  held  that  the  design  statutes  concern  mere  orna- 
ment or  appearance  as  attractive  by  reason  of  something  from  which 
utility  is  excluded;  others  consider  that  while  form  may  be  useful  in  a 
limited  sense,  such  use,  if  anything  more  than  a  mere  incident,  must 
afford  subject-matter  for  a  mechanical  patent  and  not  for  a  design 
Patent,  while  many  other  cases  in  the  Office  go  the  length  of  saying 
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that  all  reference  to  use  must  be  excluded  from  the  specification  as 
foreign  to  the  proper  subject-matter  of  design  patents.  Such  is  the 
Examiner's  view  of  this  case. 

After  the  most  carefal  consideration  I  am  forced  to  recur  to  the  doc- 
trine of  the  earlier  decision  of  Mr.  Commissioner  Fisher  in  the  case  oi 
ex  parte  BartJwlomeic,  (C.  D.,  1869, 102.)  Upon  a  full  review  of  the 
practice  of  the  Office  and  of  the  then  decided  cases  the  Gommissionei 
did  not  agree  with  the  Examiners-in-Chief  of  that  time  in  saying  that 
the  practice  of  the  Office  had  been  uniform  from  the  beginning  and  bad 
always  excluded  cases  like  that  under  consideration  from  the  benefit  o1 
laws  relating  to  designs. 

In  thns  denying  that  a  new  shape  or  coniigaration  of  an  article  whereby  utility  oi 
convenience  is  promoted  is  the  proper  subject  of  a  patent  under  the  acts  referred  to, 
the  Office  would  seem  to  have  involved  itself  in  the  absurdity  that  if  a  design  if 
useless  it  may  be  patented,  whereas  if  it  be  useful,  it  is  entitled  to  no  protection. 

In  the  application  before  me  the  valve-casing  is  well  adapted  to  house 
the  working  parts  of  the  valve.  The  statute  requires  the  form  to  be 
useful.  It  does  not  require  the  form  to  be  beautiful  or  ornamental 
The  courts  hold  that  the  form  shall  involve  in  its  production  as  high  £ 
degree  of  origicijality  as  a  patent  upon  any  other  subject.  The  statute 
again  provides  that  the  procedure  shall  be  ^^  the  same  as  in  the  c<ases  o 
inventions  or  discoveries.''  The  question  must  always  be  whether  th( 
application  is  presented  in  an  allowable  form,  not  merely  whether  it  it 
presented  in  such  form  as  is  most  convenient  to  the  Office.  The  line  o: 
demarcation  between  the  subject-matter  of  design  patents  and  thai 
of  mechanical  patents  is,  in  the  nature  of  things,  not  always  clear 
Instances  constantly  occur  where  it  is  a  serious  question  whether  th( 
rights  of  the  applicant  may  be  better  preserved  under  a  design  patent 
or  under  a  mechanical  patent.  Oftentimes  both  are  granted  for  differ 
ent  aspects  of  the  same  thing.  Indeed,  it  may  be  questioned  whethei 
a  design  patent  can  ever  be  granted  on  an  article  of  manufacture  undei 
the  single  clause  of  the  statute  now  under  consideration  unless  th< 
form  contributes  to  use,  if  not  in  a  clear,  at  least  in  a  recognizable 
degree.  It  is  questionable  whether  the  Office  should  have  held  as  to  th< 
shield  for  the  hand  in  the  buttonhole-cutter  case,  ex  parte  Doolittle 
(C.  D.,  1872, 17G,)  that  the  fact  that  its  configuratiou  protected  th( 
hand  from  slipping  forward  to  the  working  parts  was  objectionable. 

With  great  deference  to  the  learned  authorities  who  have  interprete< 
the  statute  and  reached  the  conclusion  last  indicated,  I  am  compelle( 
by  the  questions  raised  in  this  case  and  by  their  elaborate  and  renewe( 
presentation  to  review  the  scope  of  the  design  statutes  and  to  decidi 
this  case  either  upon  authority,  on  the  one  hand,  or,  upon  the  othei 
upon  such  considerations  as  seem  to  me  to  be  controlling,  althougl 
they  may  be  in  some  degree  opposed  to  the  present  practice. 

It  is  therefore  considered  that  the  form  of  this  article  shows  industry 
genius,  efforts,  and  expense  in  its  production;  that  it  is  original  wit! 
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the  applicant  and  usefal,  and,  not  being  anticipated  by  another,  is 
patentable. 

As  this  case  will  return  to  the  Examiner  for  allowance,  it  is  necessary 
to  consider  his  formal  objections,  which  on  petition  were  before  me,  but 
were  postponed  to  the  consideration  of  the  merits.  As  indicated  in  the 
decision  on  that  petition,  the  formal  objections  are  intimately  blended 
with  the  merits  j  but  they  will  serve  to  illustrate  the  treatment  of  formal 
matters  in  applications  ot  this  character. 

Amended  Eule  64  provides: 

Where  the  specifioation  and  claims  are  Bach  that  the  invention  may  be  understood, 

the  examination  of  a  complete  application  and  the  action  thereon  will  be  directed 

throaghoat  to  the  merits,  bat  in  each  letter  the  Examiner  shaU  state  or  refer  to  all 

his  objections.    Only  in  cases  presenting  patentable  substance  will  requirements  iu 

mAtters  of  form  be  insisted  on. 

The  course  of  this  case  subsequent  to  the  amendment  of  the  rule 
stould  have  been  as  provided  therein,  and  the  action  of  the  Examiner 
sliould  have  been  a  decision  upon  the  question  whether  there  was  pre- 
sented proper  subject-matter  for  a  design  patent,  first,  upon  the  entire 
Valve-casing,  and,  second,  upon  the  hood  of  the  casing  alone,  and  with 
tlxis  a  designation  of  all  the  deficiencies,  excesses,  or  other  errors  of 
description  in  the  specification  and  claims.  Having  rejected  the  claims 
^or  want  of  patentable  substance,  matters  of  form  should  not  have  been 
insisted  upon  prior  to  the  determination  upon  appeal  of  the  question 
Of  patentability  in  favor  of  the  applicant. 

What  a  form  is  capable  of,  useful  for,  adapted  to,  is  in  many  cases 
tbe  best  and  certainly  a  legitimate  way  of  describing  that  form.  It 
follows,  too,  that  the  form  is  not  invariable;  that  its  identity  is  not  lost 
by  immaterial  variations;  that  immaterial  variations  may  properly  be 
Inferred  to  in  the  specification,  and  that  the  form,  not  merely  in  strict 
lines  and  surfaces,  but  in  idea,  maybe  the  subject  of  a  patent,  the  ques- 
tion always  being  in  the  Office,  as  in  the  courts,  whether  the  identity 
is  lost  amid  variations,  as  in  the  first  claim  of  the  design  patent  liti- 
gated in  the  N.  Y.  Belting  &  Pdcking  Co.  v.  N.  J.  Gar  Spring  &  Rub- 
her  Co.,  (0.  D.,  1891,  253;  54  O.  G.,  135;  137  U.  S.,445,)  or  whether,  as 
in  the  second  and  third  claims  of  that  patent,  held  valid,  though 
abounding  in  variations,  the  identity  of  the  patented  form  is  preserved; 
;and  while  it  would  be  convenient  for  the  Office  to  dispose  of  the  ques- 
t;ion  summarily  by  requiring  but  one  invariable  form  to  be  shown  and 
patented,  it  is  thought  that  such  practice  does  not  accord  with  the 
x-ights  of  applicants  to  show  forth  a  newly-produced  form  of  an  article 
of  manufacture  in  broader  terms  than  is  consistent  with  the  prevailing 
practice. 

No  objection  was  made  to  the  following  language: 

The  essence  of  my  new  design  consists  in  tbe  bonnet  J,  whose  novel  ilistin^niab- 
ing  features  are  tbat  it  is  quite  thin  relatively  to  its  width,  has  the  vertically- 
extended  neck  portion  K,  and  is  provided  with  tbe  laterally-projecting  ears  M  M. 
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Following  this  is  a  paragrapliheld  tobeobjectionableby  the  Examiner, 
as  follows : 

Such  being  the  case  it  is  eyident  that  the  details  of  the  design  may  be  considerably 
varied  without  departing  from  my  invention.  Thus,  the  neck  K  need  not  be  tubular 
in  form ;  its  exterior  may  be  polygonal  or  of  other  shapes  than  cylindrical,  though  it 
adds  to  the  beauty  of  the  design  and  the  symmetry  of  the  yalve-casing  to  have  it 
tubular  in  form,  as  shown.  Even  where  tubular  in  form,  however,  the  opposit-e  faces 
of  the  bonnet  need  not  be  provided  with  the  vertical  extensions  R  of  the  neck  por- 
tion, and  the  recesses  P  P  and  the  rib  Q  formed  by  them  may  be  omitted.  Again,  it 
is  not  essential  that  the  upper  surface  of  the  extension  G  of  the  valve-body  and  the 
lower  surface  of  the  bonnet  should  be  exactly  rectangular  in  shape,  it  being  sufficient 
to  come  within  my  design  if  they  are  oblong  in  shape  and  quite  narrow  relatively  to 
their  length  transversely  of  the  valve. 

It  is  in  substance  held  by  the  Examiner  that  the  design  is  a  single 
thing,  set  forth  in  a  drawing,  to  which,  without  variation,  the  specifica- 
tion and  claims  must  be  restricted ;  that  variations  are  not  to  be  referred 
to,  and  that  the  question  to  what  shapes  the  patent  is  addressed  and 
within  what  limits  resemblances  constitute  infringement  of  the  design 
must  be  left  to  the  courts,  and  that  it  is  improper  for  the  Office  to  antici- 
pate this  question.  Apparent  authority  for  this  holding  of  the  Examiner 
is  found  in  ex  parte  Petzold,  (C.  D.,  1891,97;  65  O.  G.,  1652;)  but  that 
case  is  concerned  with  another  class  in  section  4929,  relating  to  pure 
ornamentation,  and  is  thought  to  be  not  applicable  to  the  present  case. 

The  use  of  a  part  may  be  so  intimately  related  to  its  form  that  the 
form  may  be  best  described  by  pointing  out  its  use,  as  in  this  case  the 
U-shaped  clip  and  the  ears  of  the  hood,  through  which  the  clip  extends 
and  above  which  are  fitted  two  polygonal  nuts.  Descriptive  matter 
referring  to  use  is  in  many  cases  the  most  appropriate  language  in  which 
to  describe  form. 

I  see  no  objection  to  the  passage  directed  to  be  canceled  by  the  Exam- 
iner, above  quoted,  nor  to  the  passages  touching  other  variations  from 
the  design  not  affecting  its  identity,  as  where  the  neck  B  may  not  be 
extended  down  through  the  panels  on  the  side  of  the  hood,  or  where  the 
parts  O  may  be  cut  away  or  curved  or  be  left  in  right  lines,  or  where 
the  sides  of  the  hood  at  P  P  in  the  figure,  though  shown  hollowed  out, 
may  be  made  flush. 

In  form  the  glove  of  the  right  hand  is  of  such  relation  to  the  glove  of 
the  left  hand  that  what  might  be  said  of  one  would  hold  good  of  the 
other,  so  far  as  sameness  of  design  is  concerned,  and  yet  the  relation 
of  every  contiguous  line  in  the  one  is  the  converse  of  that  of  the  other. 

Utility  is  an  admissible  if  not  a  necessary  consideration  in  patentable 
designs,  in  view  of  the  Court  in  Smith  v.  Whitman  Saddle  Co.j  (0.  D., 
1893,  324;  63  O.  G.,  912;  148  U.  S.,  674.) 

Whatever  difficulty  there  may  be  in  expressing  in  language  that  in 
which  the  characteristic  form  resides,  it  is  certain  that  it  is  not  destroyed 
by  the  immaterial  variations  alluded  to  .and  which  the  Examiner  thought 
objectionable.  Without  pointing  out  in  detail  the  omissions  required, 
of  all  of  them  it  is  thought  that  they  are  not  objectionable  and  are  stated 
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in  terms  to  designate  the  form,  the  exclasive  use  of  wliich  the  appellant 
desires  to  secure,  without  introducing  variations  which  would  be  held 
more  than  colorable,  and  that  a  valve-casing  made  according  to  any  por- 
tion of  the  description  would  be  substantially  like  in  form  to  a  valve 
casing  made  according  to  any  other  and  would  infringe  the  patent  based 
on  the  si)ecification  as  required  by  the  Examiner.  If  this  is  so,  then  in 
general  the  decision  of  the  Examiner  in  design  cases  should  be  that 
form  is  not  one  and  invariable,  but  is,  within  limits,  flexible,  the  true 
identity  being  one  of  idea,  not  of  fixed  geometrical  elements. 

Variations  are  covered  by  a  design  patent  within  the  holding  of  tlie 
Court  in  Ripley  v.  Ehon  Gla^s  Ct^.,  (C.  D.,  1892,  467;  60  O.  G.,  298;  49 
Fed.  Bep.,  927,)  in  the  opinion  of  Mr.  Justice  Jackson.  If  variations 
are  within  the  scope  of  a  design  patent  when  the  patent  is  before  a 
court,  it  is  presumed  that  the  Office,  to  the  extent  of  its  jurisdiction, 
should  apply  the  same  law.  This  would  seem  to  be  an  additional  safe- 
guard to  the  patentee  and  to  the  public  alike. 

It  is  held  that  the  application  discloses  the  subject  of  a  design  pat- 
ent; that,  while  the  design  relates  to  a  structure  which  is  also  the 
subject  of  a  mechanical  patent,  it  is  nevertheless  patentable  as  a  design; 
that  the  granting  of  a  mechanical  patent  is  no  bar  to  the  grant  of  a 
design  patent  upon  the  same  structure;  that  the  usefulness  of  the 
valve-casing  in  inclosing,  fitting,  and  having  a  definite  relation  to  the 
working  parts  of  the  valve  is  not  objectionable;  that  the  applicant  may 
describe  and  claim  variations  in  his  patentable  form  within  such  limits 
as  are  consistent  with  unity  of  design  and  to  the  extent  claimed;  that 
tlie  use  of  mechanical  terms  in  setting  forth  the  relation  of  the  parts 
and  their  uses  is  not  objectionable;  that  the  applicant  may  properly 
insist  upon  his  two  claims,  one  for  the  entire  valve-casing  and  the  other 
for  the  hood  alone;  that  the  requirement  to  cancel  the  present  drawing 
and  substitute  for  it  another  showing  simply  the  foot  of  the  casing  and 
the  requirement  to  erase  the  expressions  indicated  in  the  Examiner's 
statement  should  be  waived.    It  is  held  also  that  the  form  and  con- 
figuration of  the  valve-casing  as  claimed  are,  upon  this  record,  new, 
original,  and  useful  within  the  meaning  of  the  statute  relating  to  design 
patents,  and  accordingly  the  decision  of  the  Examiners-in-Chicf  is 
reversed. 


Ex  PAETE  Oliver. 

Decided  August  4,  1896, 
76  O.  G.,  961. 

CORjJEgpoNDENCE, 

Irrelevant  personal  reflections  on  an  uttorney  struck  out  of  the  Office  letter, 
and  the  reply  of  the  attorney  thereto  returned  under  Kulo  22. 

UAS-MACHINK. 

Application  of  James  0.  OUver,  filed  March  5, 1896,  No.  581,937. 
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Seymour,  Commissioner: 

My  attention  has  been  called  by  the  Examiner  to  a  commanication 
from  applicant,  by  his  attorney,  C.  Spengel,  under  date  of  July  15, 1896, 
with  the  Examiner's  request  that  the  communication  be  returned  under 
Eule  22. 

Upon  examination  of  the  files  1  conclude  that  the  objectionable  mat- 
ter was  called  forth  by  the  first  paragraph  of  the  Examiner's  letter  of 
July  10,  1896.  Both  the  paragraph  last  referred  to  and  the  communi- 
cation of  the  applicant  of  July  15  are  objectionable,  and  no  such  per- 
sonal controversy  should  be  entered  upon.  It  is  therefore  ordered  that 
the  paragraph  of  the  Examiner's  letter  of  July  10, 1896,  upon  the  first 
page,  beginning,  "In  reply  to  applicant's  argument,"  and  continuing 
for  seven  lines,  be  and  the  same  is  hereby  canceled,  and  the  applicant's 
letter  «of  July  15  is  hereby  ordered  to  be  returned  under  Rule  22. 


Ex  PARTE   SCHAEFFER. 

Decided  August  11,  1S90, 

76  O.  G.,  1118. 

Application — One  of  the  Joint  Inventors  Cannot  File. 

Whore  S  nloue  filed  an  application  for  a  patent  for  himBelf  and  another,  as 
joint  inventors,  alleging  in  the  oath,  petition,  and  preamble  that  he  and  another 
party  are  joint  inventors  of  the  invention  for  which  a  patent  is  soUcited,  Held 
that  an  application  for  a  patent  for  a  joint  invention  must  be  made  by  all  joint 
inventors,  and  the  present  application  should  not  be  forwarded  for  examination. 

In  the  matter  of  the  request  of  Luther  Schaeffer  to  file  an  appli- 
cation for  a  patent  to  himself  and  another,  one  Adamson,  as  joint 
patentees. 

Fisiler,  Acting  Commissioner: 

In  this  case  an  attempt  has  been  made  by  Schaeffer  alone  to  file  an 
application  for  a  patent  to  himself  and  another,  one  Adamson,  as  joint 
patentees.  He  alleges  in  the  oath,  petition,  and  preamble  that  he  and 
the  said  Adamson  are  joint  inventors  of  the  invention  for  which  a  pat- 
ent is  now  solicited.  It  further  appears  that  Adamson  has  a  jiatent, 
granted  October  29, 1895,  No.  548,734,  for  the  precise  invention  for  which 
a  patent  is  now  solicited ;  that  Schaeffer  became  aware  of  the  existence 
of  Adamson's  application  before  it  became  a  patent,  and  that  he  filed 
a  protest  against  the  grant  of  said  patent  to  Adamson  on  October  23, 
1895,  but  that  this  protest  was  not  considered  before  the  issue  of  the 
patent. 

This  petitioner  makes  three  contentions  or  claims:  first,  that  the 
application  offered  comes  within  the  terms  of  the  statute;  second,  that 
it  is  not  contrary  to  the  spirit  and  intent  of  the  statute;  third,  that  the 
refusal  to  file  the  said  application  works  a  needless  and  irremediable 
wrong  to  Schaeffer. 

In  support  of  his  first  and  second  contentions  Schaeffer  asserts  that 
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the  word  "  inventor'^  in  Hection  4888  of  the  Kevisetl  Statutes  does  not 
mean  necessarily  all  the  inventors,  if  there  be  more  than  one,  but  any 
inventor.  The  purpose  of  the  section,  he  asserts,  is  to  have  the  inven- 
tion fully  and  properly  described  by  one  who  knows,  and  to  that  end  it 
must  be  signed  by  one  making  the  invention,  but  not  necessarily  by 
all,  and  that  this  is  the  purpose  of  the  section  is  shown  by  the  detailed 
statement  of  the  requirements  for  the  purpose  of  bringing  out  accuracy 
in  disclosing  the  invention  to  the  public.  All  the  purposes  of  this  sec- 
tion, according  to  his  statement,  are  accomplished  by  the  offered  speci- 
fication. He  further  calls  attention  to  sections  4889,  4892,  and  4893, 
and  states  that  he  has  complied  with  their  requirements,  as  well  as  with 
those  of  4888,  and  in  the  same«manner. 

In  support  of  his  third  contention  the  petitioner  cites  the  rule  of  con- 
struction that,  other  things  being  equal,  a  statute  may  be  construed  to 
farther  justice,  and  that  the  other  joint  inventor,  now  a  patentee,  hav- 
ing fraudulently  and  surreptitiously  obtained  a  sole  patent,  he  has  no 
other  remedy  than  to  pursue  the  course  which  he  is  now  attempting. 

A  patent  is  not  merely  a  grant  determined  by  certain  disclosures, 
bat  it  is  also — 

a  contract  between  the  inventor  and  the  public,  by  which  the  inventor,  in  consider- 
ation that  the  exclnsive  use  of  his  invention  is  secured  to  him  for  a  limited  period 
of  time,  confers  upon  the  public  the  knowledge  of  the  invention  during  that  period 
and  an  unrestricted  right  to  use  it  after  that  period  has  expired.  The  public,  on  the 
other  hand,  acting  through  the  Government,  agree  with  the  inventor  that,  in  con- 
sideration of  his  immediate  bestowal  upon  them  of  a  full  knowledge  of  the  inven- 
tion and  of  the  entire  right  to  use  it  after  the  term  named  in  his  patent  is  at  an  end, 
they  wUl  protect  him  in  his  exclusive  use  during  the  life  of  his  patent.  (Rob.  on 
Pat0.,sec.4Sl.) 

Mutual  assent  to  the  terms  of  a  contract  is  of  its  very  essence.  There 
is  no  assent  on  the  part  of  Adam  son  to  the  contract  proposed  in  the 
specification  offered,  and  in  the  absence  of  such  assent  no  valid  con- 
tract can  be  made  by  the  Government — that  is,  no  valid  patent  can  be 
issued.  Adamson .  may  have  various  reasons  for  refusing  his  assent, 
provided  he  has  refused  it,  a  fact  which  does  not  appear  from  the  rec- 
ord. It  may  be  presumed  from  the  fact  that  he  has  already  obtained 
a  patent  for  the  invention  of  this  application  that  he  believes  himself 
to  be  the  sole  inventor.  This  presumption  is  strengthened  by  the  fact 
that  if  he  is  not  the  sole  inventor  his  patent  will  not  be  valid.  (Eob. 
on  Pats.,  sees.  402,  1032.)  One  of  two  joint  inventors  might  wish  to 
keep  his  invention  secret.  In  such  a  case  it  does  not  seem  reasonable 
that  his  wishes  should  be  interfered  with  by  the  other  inventor.  He 
might  want  to  dedicate  the  invention  to  the  public.  While  this  desire 
might  work  hardship  upon  a  second  joint  inventor  at  times,  such  a 
result  might  be  unavoidable.  The  rights  of  each  joint  inventor  are  not 
the  only  ones  to  be  considered,  and,  inasmuch  as  patents  owe  their 
existence  to  statutory  enactments  and  have  no  foundation  in  common 
law,  statutes  relating  to  such  grant  are  to  be  construed  strictly  and  the 
rights  of  the  public  are  to  be  considered. 
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While,  therefore,  apon  Schaeffer's  showing,  Adamsou  has  <^omiuitted 
a  wrong,  the  latter's  apparent  rights  in  the  matter  should  not  be  affected 
withont  his  consent — that  is,  notwithstanding  the  wrongdoing  alleged 
to  have  been  done  by  him,  a  contract  that  he  is  anwilliug  to  make  can- 
n6t  be  legally  forced  upon  him  without  at  least  the  intervention  of  a 
court. 

It  may  be  alleged  that  the  public  are  not  a  voluntary  party  to  the 
contract  when  a  patent  is  issued;  but  the  grant  of  a  patent,  under  cer- 
tain prescribed  legal  conditions,  is  a  matter  of  right  on  the  part  of 
the  applicant.  This  peculiarity  gives  to  the  process  of  applying  for  a 
patent  something  of  the  nature  of  a  suit  at  law.  The  applicant  is  seek- 
ing something  to  which  he  has  no  apparent  right.  That  thing  is  the 
monopoly  of  tbe  invention  during  the  term  and  under  the  conditions 
prescribed  by  law — in  other  words,  he  is  seeking  the  execution  of  a 
contract.  It  is  a  general  rule  of  pleading  that  actions  must  be  brought 
in  the  name  of  the  party  in  interest,  and  all  parties  in  interest  must  be 
joined.  There  are  some  exceptions  to  this  rule;  but  these  exceptions 
depend  either  upon  special  statutes  or  are  cases  wherein  a  strict  insist- 
ance  upon  the  rule  would  work  hardship.  By  analogy,  therefore,  with 
procedure  into  courts  of  law,  it  seems  necessary  that  all  the  parties  who 
have  an  apparent  right  to  the  monopoly  sought  to  be  secured  should 
join  in  the  solicitation  of  the  patent. 

It  is  not  thought  that  the  application  offered  comes  within  the  mean- 
ing of  the  statute.  With  the  exception  of  section  4900  the  singular 
number  is  used  in  each  section  of  the  patent  law  of  1870  when  the  actual 
or  possible  recipient  of  each  patent  is  referred  to.  A  careful  reading 
of  section  4888  convinces  me  that  the  intention  was  to  require  the  appli- 
cation to  be  made  by  the  personality  of  the  source  of  the  inventive  act, 
whether  that  personality  reside  in  one  or  several  individuals.  This  con- 
struction is  in  harmony  with  the  law,  in  which  the  singular  frequently 
includes  the  plural.  Thus  a  bequest  to  ^'my  nearest  relation,"  for 
example,  will  be  considered  as  a  bequest  to  all  the  relations  in  the 
same  degree  who  are  nearest  to  the  testator.  A  bequest  to  "my  heir" 
by  a  person  who  had  three  heirs  was  construed  in  the  plural.  The 
same  rule  obtains  in  the  civil  law.  (See  Bouvier's  Law  Dictionary, 
under  the  word  "singular.") 

Furthermore,  this  construction  is  in  accordance  with  the  patent  prac- 
tice in  regarding  the  inventive  personality  as  an  entity,  whether  it 
consists  of  one  or  of  more  than  one  individual.  In  Kohler  v.  Kohler  and 
Chambers  (C.  D.,  1888, 19)  Mr.  Commissioner  Hall  refused  to  dissolve 
an  interference  on  the  application  of  Kohler,  who  was  a  sole  applicant^ 
and  a  patent  granted  for  the  same  invention  to  the  same  Kohler  and 
one  Chambers,  upon  the  ground  that  the  patentees  constituted  one 
entity  and  the  sole  applicant  another,  and  he  held  the  separateness  of 
these  entities  to  be  sufficiently  definite  in  character  not  to  estop  Kohler 
in  his  capacity  as  joint  inventor  from  instituting  proceedings  against 
the  grant  of  a  patent  for  the  same  invention  to  himself  as  sole  applicant 
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In  a  subsequent  case,  Snyder  v.  Kanneher^  (C.  D.,  1892,  71,)  Mr. 
Assistant  Oommissioner  Frotbingham  decided  substantially  tbe  same 
question  in  substantially  tbe  same  way.  Snyder  was  a  joint  patentee 
and  subsequently  became  a  sole  applicant  for  tbe  same  invention.  It 
was  held  that  the  first  of  these  positions  would  not  estop  him  from 
api)earing  in  the  second.  Other  decisions  which  relate  to  the  same 
subject  are  Pugh  v.  Hamilton^  (0.  D.,  1870,  153;)  Lovrien  v.  Banvsterj 
(C.  D.,  1880,  152;)  Mead  v.  Brown,  (0.  D.,  1889,  173;)  ex  parte  MacLay, 
(C.  D.,  1889,  220;)  Barrett  &  Steams  v.  Hall^  (1  Mason,  447.) 

The  statute  of  1836  evidently  contemplated  the  case  of  a  joint  inven- 
tion and  a  joint  patent,  and  although  it  does  not  expressly  direct  that 
the  joint  inventors  shall  all  sign  the  application  and  make  the  oath,  it 
is  quite  capable  of  the  construction  that  they  may  do  so,  in  view  of  the 
words  "person  or  persons"  employed.  (Curt,  on  Pats.,  sees.  114,  115.) 
The  use  of  the  singular  number  in  the  statute  of  1870,  in  view  of  the 
decisions  above  referred  to,  precludes  the  acceptance  by  this  OflBce  of 
any  application  which  all  persons  who  have  invented  any  of  the  inven- 
tion sought  to  be  patented  have  not  signed  and  sworn  to.  An  applica- 
tion for  a  patent  for  a  joint  invention  ihust  be  made  by  all  the  joint 
inventors.    (Rob.  on  Pats.,  sees.  402, 449.) 

The  fact  that  the  protest  was  filed  a  few  days  before  the  grant  of  the 
original  patent  would  not  of  itself  operate  to  stay  the  issue  of  that  pat- 
ent. It  is  contrary  to  the  practice  of  the  Office  to  permit  the  with- 
drawal of  a  case  from  issue,  especially  after  the  specification  has  been 
printed,  ex(*ept  upon  a  clear  showing  of  great  hardship  or  irreparable 
injury.  No  clear  showing  of  such  conditions  appears  to  have  been 
made  by  applicant  when  he  filed  said  protest. 

The  action  of  the  Chief  Clerk,  refusing  to  forward  the  application  for 
examination,  is  affirmed. 


Ex  PARTE  Ernest. 

Decided  July  5, 1896. 
76  O.  G.,  1417. 

1.  Amendment  to  Drawing — New  Matter— Practice. 

If  in  the  opinion  of  the  Examiner  the  proposed  amendment  to  the  drawing 
involves  new  matter,  the  changes  in  th«  drawing  should  not  be  allowed  until  the 
qnestion  of  new  matter  has  been  finally  determined,  but  claims  based  on  this  mat- 
ter should  be  considered  and  rejected  on  the  ground  of  departure  and  for  all  other 
reasons  thnt  are  applicable,  so  that  all  questions  may  be  settled  at  once  if  appeal 
is  taken  to  the  Examiners-in-Chief.    {Ex  parte  Zuber,  C.  D.,  1894, 47 ;  67  O.  G.,  529.) 

2.  Practice  under  Rule  64. 

Although  an  application  may  be  considerably  confused  and  informal,  yet  if  the 
claims,  taken  in  connection  with  the  description  and  drawing,  can  be  understood 
action  on  the  merits  should  be  given,  in  accordance  with  Rule  64. 

On  Petition. 

LETTEB  AND  MAIL  BOX. 

Application  of  J.  W.  Ernest  filed  July  3, 1891,  No.  398,441. 
H.  Doc.  354 3 
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Mr.  J.  W.  Ernest  pro  se, 

FiSHEB,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  refusing 
to  enter  an  amendment  filed  February  20,  1896. 

On  March  6,  1896,  the  Examiner  refused  to  admit  the  amendment 
without  a  showing  of  good  and  sufficient  reasons  why  it  was  not  earlier 
presented,  since  the  case  had  been  a  second  time  and  finally  rejected. 
On  March  20,  1896,  the  applicant  filed  an  affidavit  giving  reasons  why 
the  amendment  was  not  earlier  presented. 

This  affidavit  was  deemed  a  sufficient  showing  by  the  Primary 
Examiner,  and  on  May  1,  1896,  the  applicant  was  notified  that  the 
amendment  had  been  entered,  and  the  applicant  was  given  action  on 
the  case  as  amended. 

Before  the  Examiner  had  acted  on  the  affidavits,  however,  the  appli- 
cant filed  this  petition. 

Since  the  Examiner  has  already  granted  the  request  of  the  applicant 
contained  in  this  petition,  there  is  no  necessity  to  consider  this  ques- 
tion. It  is  noted,  however,  that  the  Examiner  was  correct  in  holding 
that  the  applicant  should  make  a  showing  of  good  and  sufficient  reasons 
why  the  amendment  was  not  earlier  presented  in  order  to  be  entitled  to 
a  reconsideration  of  the  case. 

In  the  action  of  May  1,  1896,  the  Examiner  made  objections  to  the 
informalities  of  the  case  and  said  that  claims  based  on  certain  matter 
introduced  by  amendment  would  be  rejected  on  the  ground  of  new 
matter  if  insisted  upon :  but  the  claims  were  not  treated  on  their  merits, 
since  it  was  stated  that  the  case  was  so  confused  that  such  action  could 
not  be  intelligently  given.  In  the  supplemental  brief  filed  by  the 
applicant  it  is  asked  that  this  action  be  set  aside,  it  being  argued  that 
the  case  is  not  so  confused  that  action  cannot  be  intelligently  given  on 
the  merits,  as  stated  by  the  Examiner. 

The  api)licaut  also  discusses  the  question  as  to  whether  the  amend- 
ment does  or  does  not  involve  new  matter;  but  since  the  matter  alleged 
to  be  new  is  covered  by  the  claims  the  question  involved  is  one  of 
merits  and  is  appealable  to  the  Examiners-in-Chief  and  is  not  re\iew- 
able  on  petition.  ^ 

If  in  the  opinion  of  the  Examiner  the  proposed  amendment  to  the 
drawing  involves  new  matter,  the  changes  in  the  drawing  should  not 
be  allowed  until  the  question  of  new  matter  has  been  finally  deter 
mined,  but  claims  based  on  this   matter  should    be  considered  an<i 
rejected  on  the  ground  of  departure  and  for  all  other  reasons  that  *r^ 
applicable,  so  that  all  questions  may  be  settled  at  once  if  appeal  i^ 
taken  to  the  Examiners-in-Chief.    (See  ex  parte  Zuber,  O.  D.,  1894,  ^^^J 
67  O.  G.,  529.) 

This  case  is  considerably  confused  and  is  very  informal ;  but  I  thia^ 
that  the  claims  can  be  understood  when  the  present  specification  au^ 
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drawings  are  taken  in  connection  with  those  heretofore  presented  and 
since  canceled.  Under  present  Rule  64  action  should  always  be  given 
on  the  merits  of  the  claims  whenever  it  is  possible  to  do  so  intelligently, 
and  therefore  the  Examiner  is  directed  to  treat  each  of  the  claims  on 
the  merits. 

The  action  of  May  1,  1896,  was  regular,  and  therefore  the  request 
that  it  be  set  aside  is  denied;  but  the  Examiner  is  directed  to  make  a 
supplemental  action  on  the  merits  of  the  claims. 


Ex  PARTE  Stern. 

Decided  July  6,  1896. 

76  O.  G.,  1417. 

Amendment— Admitting  Part  Thereof — Practice. 

Where  an  amendment  was  presented  canceling  claims  and  amending  others 
and  the  Examiner  admitted  the  amendment  so  far  as  it  related  to  the  cancella- 
tion of  claims,  but  refused  to  admit  that  part  relating  to  the  amendment  of 
claims,  Held  that  such  practice  is  incorrect  and  the  Examiner  instructed  to  rein- 
state the  claims  canceled,  so  as  to  give  applicant  a  chance  to  appeal  on  such 
claims  if  he  chooses.  An  amendment  should  be  either  entered  as  an  entirety  or 
refused  admission  as  an  entirety. 

On  Petition. 

CAMERA. 

AppUcation  of  Stern  filed  July  11, 1895,  No.  555,611. 
Mr.  Paul  BaJcewell  for  tlie  applicant. 

FiSHEB,  Acting  Commissioner: 

This  is  a  petition  asking  that  the  Primary  Examiner  in  charge  of  this 
application  be  instrnct'Cd  to  enter  and  consider  certain  claims  presented 
by  amendment. 

It  appears  that  after  various  actions  by  the  Office  and  amendments 
by  the  applicant  the  Oflftce  letter  of  January  16, 1896,  was  written, 
notifying  the  applicant  that  claims  2,  4, 22,  and  26  were  finally  rejected. 
On  January  24, 1896,  an  amendment  was  presented  canceling  claims  2, 
4,  and  22,  amending  claim  26,  and  submitting  two  new  claims  for  con- 
sideration. On  February  5,  1896,  the  Examiner  refused  to  enter  this 
amendment,  since  the  case  was  under  final  rejection. 

On  March  11,  18'56,  a  new  claim  was  presented  and  it  was  asked  that 
it  be  substituted  for  claim  26;  but  this  request  was  denied  by  the 
Examiner  in  letter  of  April  7, 1896.  In  this  letter  it  was  stated  that 
the  applicant  seemed  to  be  mistaken  as  to  the  numbering  of  the  claims, 
^nd  therefore  he  was  informed  as  to  the  exact  condition  of  each  claim. 
This  letter  also  Informed  the  applicant  that — 

tlie  amendment  dated  January  24,  1896^  has  been  entered  only  in  so  far  as  it  cancels 
claims  2,  4,  and  22. 
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On  April  20, 1896,  the  applicant  presented  an  amendment  containing 
the  claims  that  had  been  allowed  and  two  claims  (22  and  23)  that  had 
not  been  allowed.  Claim  22  in  this  amendment  is  claim  26  in  amend- 
ment of  December  23, 1895,  ameuded  in  the  way  requested  in  the  pro- 
posed amendment  filed  January  24,  1896.  Ulaim  23  is  the  same  as 
the  claim  presented  in  the  paper  filed  March  11, 1896.  The  Examiner 
refused  to  enter  the  amendment,  since  claims  22  and  23  had  never 
before  been  considered  and  if  admitted  would  necessitate  a  reoi)ening 
of  the  case.  On  April  29  the  applicant  requested  that  a  certain  claim 
presented  be  substituted  for  one  in  the  case.  This  request  was  denied 
by  the  Examiner. 

This  petition  contains  two  propositions  for  the  relief  of  the  applicant 
It  is  asked  that  the  Examiner  be  instructed  to  enter  the  amendment 
of  April  20,  1896,  and  to  consider  the  claims  therein  presented,  or,  if 
this  is  not  done,  that  the  Examiner  be  instructed  to  enter  and  consider 
the  claim  presented  by  amendment  of  April  29,  1896.  The  applicant 
lays  stress  on  the  fact  that  he  does  not  understand  exactly  which  claims 
are  allowed  and  which  are  rejected,  since  he  is  confused  as  to  the  num- 
bering by  the  Office.  He  urged  this  as  a  reason  why  the  amendment 
should  be  entered. 

There  seems  to  have  been  no  confusion  as  to  the  numbering  of  the 
claims  prior  to  January  16, 1896,  when  the  applicant  was  given  final 
action  on  the  claims.  The  confusion  seems  to  have  been  caused  by  the 
refusal  of  the  Office  to  enter  the  amendments  after  the  final  rejection, 
and  there  is  nothing  to  indicate  that  the  applicant  was  not  fully  aware 
of  the  numbering  and  condition  of  all  of  the  claims  prior  to  the  date 
of  the  final  action.  This  confusion,  therefore,  constitutes  no  good 
reason  for  reopening  the  case.  In  order  to  be  entitled  to  a  reopening 
of  the  case,  the  applicant  should  make  a  showing  of  good  and  sufficient 
reasons  why  the  amendment  was  not  earlier  presented,  as  is  required 
in  Enle  61).  The  reasons  should  be  as  to  why  the  amendment  was 
not  presented  before  January  16,  1896,  when  the  claims  were  finally 
rejected.  The  applicant  has  neither  made  this  showing  nor  attempted 
to  make  it. 

The  applicant  contends  that  the  Examiner  should  not  have  entered 
the  part  of  the  amendment  of  January  24  which  canceled  claims  and 
at  the  same  time  have  refused  to  enter  the  part  which  made  insertions. 
This  contention  is  thought  to  be  correct.  An  amendment  should,  in 
most  cases,  be  either  entered  as  an  entirety  or  refused  admission  as  an 
entiret3\ 

The  Examiner  is  instructed  to  reinstate  the  claims  canceled  in 
accordance  with  the  proposed  amendment  of  January  24,  1896,  so  as  to 
give  the  applicant  a  chance  to  appeal  on  these  claims  if  he  chooses. 
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Ex  PARTE  McFARLANE. 

Decided  July  IS,  1896. 
76  O.  G.,  1418. 

Issuing  Patent — Assignment — Question  of  Title. 

This  Office  is  not  a  proper  place  in  which  to  try  the  issne  as  to  ownership  of  a 
patent.  It  has  no  judicial  functions  for  the  determination  of  private  rights. 
.The  numerous  questions  pertaining  to  ownership  of  an  invention  or  a  patent  are 
for  the  courts  to  settle.  It  is  not  even  mandatory  on  the  Commissioner  to  issue  a 
patent  to  the  assignee  of  an  inventor.  {Ex  parte  Gallatin,  C.  D.,  1892,  106;  59 
O.G.,  1104.) 

On  Protest. 

BOILBRCLBANRR. 

Application  of  John  McFarlane  iiled  November  29, 1895,  No.  570,404. 
Mr,  V.  M.  Dorsey  for  the  applicant. 

Fisher,  Acting  Commissioner : 

November  29,  1895,  an  assignment  and  agreement  was  made  and 
entered  into  between  this  inventor,  Abraham  Kanfman,  and  John  A. 
Zellers,  wherein  it  was  recited  that  in  consideration  of  one  dollar 
McFarlane  sold,  assigned,  transferred,  and  set  over  nnto  himself^  and 
the  said  Kaufman  and  Zellers,  as  trustees,  the  whole  right  to  the  inven- 
tion of  this  application  and  to  the  Letters  Patent  to  be  granted  there- 
for, subject  to  the  conditions  that  the  said  three  trustees  should  hold 
the  title  to  said  invention  and  Letters  Patent  in  trust  for  themselves 
individually  in  equal  shares^  with  authority  to  any  two  of  the  said 
trustees  to  sell  or  otherwise  dispose  of  the  said  patent  or  any  interest 
therein,  and,  having  paid  any  expense  attending  thereon,  to  divide  the 
profits  among  the  parties  share  and  share  alike.  The  agreement  also 
contained  a  clause  requesting  the  issue  of  the  patent  to  the  three 
trustees  or  to  their  legal  representatives. 

March  14,  1896,  McFarlane  and  Zellers,  two  of  the  trustees,  executed 
an  instrument  by  which,  for  a  consideration,  they  undertook  to  sell, 
assign,  and  transfer  to  one  George  J.  Bessler  the  full  and  exclusive 
right,  both  legal  and  equitable,  to  the  invention  of  this  application. 
This  instrument  contains  a  request  for  the  issue  of  "said  Letters  Pat- 
ent" to  Bessler.  It  is  noted  that  the  expression  "Letters  Patent"  is 
not  used  in  this  instrument  before  its  use  in  this  request,  and  that 
therefore  the  expression  " said  Letters  Patent"  is  somewhat  obscure, 
especially  as  this  instrument  also  purports  to  transfer  the  interest  in 
the  invention  covered  by  another  application. 

Kauftuan  now  appears  by  J.  J.  Darlington,  through  James  L.  Norris, 
neither  of  whom  appears  to  have  any  formal  power  of  attorney  in  the 
case,  protests  against  the  issue  of  the  patent  to  Bessler,  and  asks  that 
the  patent  for  this  invention  of  McFarlane  be  issued  to  himself,  Zellers, 
and  McFarlane,  alleging  that  the  transfer  to  Bessler  was  made  without 
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his  knowledge,  thus  excludiDg  him  from  all  benefit  therein.  He  insists 
that — 

a  Bale  without  notice  to  ull  the  parties  in  interest,  without  the  knowledge  of  ooe, 
and  apparently  for  the  purpose  of  defrauding  him,  as  he  claims,  was  not  within  the 
purport  of  the  agreement;  aud,  since  the  agreement  limits  the  power  to  sell  to  the 
patents,  not  extending  to  the  application  for  a  patent,  and  inasmuch  as  the  said 
agreement  *  *  *  specihcally  provides  that  the  Letters  Patent  shall  issue  *  '  ' 
to  the  three  trustees  themselves, 

the  patent  should  issue  to  the  three  trustees.  He  files  an  affidavit 
setting  forth  certain  averments  of  facts  which  tend  to  show  the  inten- 
tion of  Zellers,  McFarlane,  Bessler,  and  Dorsey,  the  attorney  of  record, 
to  compel  him  to  relinquish  his  interest  in  the  invention. 

The  truth  of  these  averments  is  supported  by  an  affidavit  of  McFar- 
lane and  controverted  by  affidavits  of  Zellers  and  Dorsey. 

This  Office  is  not  a  proper  place  in  which  to  try  this  issue.  It  has 
no  judicial  functions  for  the  determination  of  private  rights.  The 
numerous  questions  pertaining  to  the  ownership  of  an  invention  or  a 
patent  are  for  the  courts  to  settle.  It  is  not  even  mandatory  on  the 
Commissioner  to  issue  a  patent  to  the  assi<»nee  of  an  inventor.  {Ex 
parte  Gallatin,  G.  D.,  1892,  106;  59  O.  G.,  1104.) 

It  is  therefore  directed  that  the  patent  issue  to  the  inventor,  leaving 
the  ouestion  of  title  to  be  determined  by  the  courts. 


Pell  v.  PiEkpoiNT. 

Decided  June  28,  1896. 

76  0.  G.,  1573.  • 

Patentability — Claims  Involved  in  Intehferknce — Ex  parte  Consideration. 

Where  the  qnestion  of  priority  has  been  decided  without  the  suspension  of 

an  interference  proceeding,  the  question  of  patentability  of  a  chiim  involved  in 

the  interference  wUl  be  considered  not  inttr  paries  but  ex  parte  by  the  Primary 

Examiner. 

On  Petition. 

8TEAM-BOILKR. 

Applicatiou  of  Harry  S.  Pell  filed  December  22, 1893,  No.  494,404. 
Application  of  James  Pierpoint  filed  June  9,  1893,  No.  477,048. 

Messrs.  Banning  cO  Banning  for  Pell. 
Messrs.  W.  Bakewell  iSc  Sons  for  Pierpoint. 

FiSHEE,  Acting  Commissioner: 

This  is  a  petition  by  Pierpoint  from  the  refusal  of  the  Primary  Exam- 
iner to  grant  his  request  for  a  hearing  on  the  question  of  patentability 
of  a  claim  in  the  application  of  Pell,  which  claim  was  involved  in  an 
interference  with  an  application  of  Pierpoint. 

The  interference  was  declared  May  2,  1894,  and  during  the  taking  of 
testimony  by  Pell,  Pierpoint  moved  to  dissolve  the  interference  on  the 
ground,  among  others,  that  Pell's  claim  was  not  patentable.  The  Exam- 
iner of  Interferences  refused  to  transmit  the  motion  to  the  Primary 
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Examiner  on  the  ground  that  it  was  presented  too  late  in  the  proceed- 
ing, and  on  appeal  this  ruling  was  affirmed  by  the  Commissioner  in  the 
following  language : 

The  action  of  the  Examiner  in  refusing  to  transmit  the  motion  to  dissolve  is 
affirmed  and  the  appeal  dismissed  without  prejudice  to  the  applicant's  right  to  raise 
thia  question  on  the  final  hearing. 

When  the  question  of  priority  came  to  be  heard  on  appeal,  Pierpoint 
argued  the  question  of  interference  in  fact  and  the  question  of  patent- 
ability of  Pell's  claim  involved.  In  the  decision  on  priority  it  was  held 
that  there  was  an  interference  in  fact,  and  Pierpoint's  contention  that 
the  interference  should  be  dissolved  was  not  granted  on  this  ground 
nor  on  the  ground  that  Pell's  claim  was  not  patentable.  In  regard  to 
patentability,  however,  it  was  said : 

I  think  it  is  questionable  whether  the  claims  of  either  party  involved  in  the  inter- 
f(^ence  are, broadly  speaking,  patentable,  and  the  Examiner  is  directed  before  ptiss- 
ing  either  case  to  issue  to  again  consider  the  question  of  patentability  in  view  of  the 
matter  set  forth  in  this  interference. 

Pierpoint  urges  that  in  view  of  this  statement  he  has  the  right  to  be 
heard  before  the  Primary  Examiner  on  the  question  of  patentability  of 
Pell's  claim.  The  decisions  cited  by  Pierpoint  apply  only  to  cases  where 
the  interference  was  suspended  and  the  question  referred  to  the  Exam- 
iner for  consideration  and  not  to  cases,  like  the  present,  where  the  ques- 
tion of  priority  was  decided  without  any  such  suspension  of  proceedings. 
Pierpoint's  motion  to  dissolve  was  not  granted,  nor  was  the  interfer- 
ence referred  to  the  Examiner  for  inter  partes  consideration,  but  the 
Examiner  was  merely  directed  to  give  each  case  ex  parte  consideration 
on  the  question  of  patentability,  in  view  of  the  matter  set  forth  in  the 
interferencCi  before  passing  it  to  issue. 

The  petition  is  denied. 


Ex  PAETE  GrOSSELIN. 

Decided  July  10,  1896. 
76  O.  G.,  1573. 

1.  Affidavits— Rule  75 — Foreign  Patent. 

An  affidavit  which  seeks  to  overcome  a  foreign  patent  cited  as  a  reference  mast 
make  a  showing  of  facts,  as  required  by  Rule  75,  that  the  invention  was  com- 
pleted in  this  country  before  the  date  of  the  foreign  patent. 

2.  Affidavits  under  Rules  75  and  76  Distinguished. 

The  affidavit  required  by  Rule  75  does  not  necessarily  mean  the  same  affidavit 
as  that  required  by  Rule  76.  The  latter  rule  is  a  general  one  and  the  affidavits 
therein  referred  to  Include  not  only  the  special  affidavit  provided  for  by  Rule  75, 
but  all  other  affidavits  '^supporting  or  traversing  references  or  objections.'' 

On  Petition. 

NAPPIXG-MACHWE. 

Application  of  Nicolas  H.  Grosseiin  filed  December  7,  1894,  No. 
531,116. 

Messrs .  Foster  &  Freeman  for  the  applicant. 
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Fisher,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  in  refusing  to 
admit  a  certain  affidavit  setting  up  a  state  of  facts  seeking  to  overcome 
a  foreign  patent  cit^d  as  a. reference  and  made  and  offered  by  the  appli- 
cant. The  applicant  is  a  foreigner,  and  the  affidavit  was  made  abroad 
before  the  United  States  vice-consul  general  at  Paris,  France. 

The  question  of  the  sufficiency  of  the  affidavit  has  not  been  raised, 
and  this^  if  the  affidavit  be  admitted,  is  a  question  for  the  Examiners- 
in-Chief. 

The  Examiner's  ground  for  refusing  the  affidavit  is  that  it  does  not 
make  a  showing  of  facts,  as  required  by  Eule  75,  that  the  invention 
was  completed  in  this  country  before  the  date  of  the  German  patent  to 
Miil'ler,  upon  which  Grosseliu's  application  was  rejected.  He  further 
contends  that  the  '^affidavits  *  *  •  supporting  or  traversing  refer- 
ences" of  Rule  76  mean  the  same  affidavits  as  those  of  Rule  75. 

The  position  of  the  applicant  is  that  Rule  75  is  for  the  sole  puri>ose 
of  setting  forth  when  a  foreign  patent,  etc.,  is  or  is  not  a  bar  to  tbe 
grant  of  a  United  States  patent  and  has  nothing  to  do  with  the  right 
of  an  applicant  to  present  by  way  of  affidavit  any  facts  which  he  con- 
siders to  be  pertinent  to  show  that  the  foreign  patent  is  not  a  proper 
reference. 

I  do  not  think  that  the  affidavit  of  Rule  75  means  necessarily  tbe 
same  affidavit  as  that  of  Rule  76.  The  latter  rule  is  a  general  one  and 
the  affidavits  therein  referred  to  include  not  only  the  special  affidavit 
provided  for  by  Rule  75,  but  all  other  affidavits  "supporting  or  travers- 
ing references  or  objections.''  The  affidavit  in  question  sets  up  a  state 
of  facts  which  tend  to  show  that  the  affiant  completed  the  invention 
before  the  date  of  the  reference,  and  therefore  is  unquestionably  one 
traversing  a  reference,  and  in  terms,  consequently,  conies  within  the 
provisions  of  Rule  76.  Rule  75,  however,  provides  that  the  facts  shall 
show  a  completion  of  the  invention  in  this  country  before  the  date  of 
the  foreign  patent.  The  affidavit  offered  complies  with  the  general 
provisions  of  Rule  76,  but  fails  to  comply  with  the  no  less  important 
and  essential  specific  provisions  of  Rule  75.  The  Examiner  was  there- 
fore right  in  refusing  to  admit  it. 

The  petition  is  denied. 


LoEWER  r.  Ross. 

Decided  July  6,  1S96. 

76  0.  G.,  1711. 

1.  Interference— Reduction  to  Practice. 

Although  a  device  was  not  comnicrcially  perfected  and  did  not  do  as  efficient 
work  as  later  devices,  yet,  as  it  showed  every  feature  of  the  invention  in  contro- 
versy and  was  adapted  to  perform  the  work  for  which  it  was  intende«l  and 
actually  did  such  work,  it  is  Held  that  such  a  device  was  a  reduction  to  practice. 
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2.  RKisstTE — Rights  of  Parties  Arising  Prior  to  Application  for  Reissue — 

Abandonment. 
Where,  after  the  issue  of  an  original  patent  and  before  an  application  for  the 
reissne  of  the  same,  it  was  shown  that  other  parties  were  using  the  subject-matter 
not  claimed,  Held  that  the  patentee  has  abandoned  his  right  to  a  reissne  to  claim 
such  matter  by  his  laches  in  not  applying  for  the  reissue  before  the  rights  of  other 
parties  accrued. 

3.  Same — Same — Infringement. 

In  determining  the  question  of  rights  intervening  after  the  grant  of  a  patent 
and  before  an  application  for  a  reissue  the  Office  does  not  decide  whether  any  of 
the  claims  of  the  original  patent  are  infringed.  The  question  of  infringement 
is  not  involved. 

Appeal  from  the  Examinersin-Chief. 

SOLETRIMMLVO  MACHINE. 

Application  of  Henry  Loewer  filed  July  21, 1893,  No.  481,128.    Eeis- 
8ue  application  of  Simon  Ross  filed  March  31, 1894,  No.  505,981. 

Mr.  George  B.  Selden  and  Mr.  John  7).  Hyer  for  Loewer,  {Mr.  R.  O. 
Byrenforthj  of  counsel.) 
Messrs.  Wood  cfe  Boyd  and  Mr.  James  L.  Norris  for  Boss. 

FiSHEB,  Acting  Commissioner: 

This  is  an  appeal  by  Loewer  from  the  decision  of  the  Examiners-in- 
Chief  awarding  priority  of  invention  to  Ross  on  the  following  issue: 

1.  In  a  rounding-macbine,  the  combination  witb  clamps  for  bolding  tbe  stock,  and 
apatt«m,  of  astook-gage  and  apattern-gage  adapted  to  respectively  bear  against  the 
stock  and  the  pattern. 

2.  In  a  rounding-machine,  tbe  combination  witb  clamps  for  holding  the  stock,  and 
means  for  holding  the  pattern  on  the  same  center  as  tbe  stock,  of  a  stock-gage  and 
apattern-gage  adapted  to  respectively  bear  against  the  stock  and  pattern,  and  means 
for  adjusting  the  pattern -gage  to  the  pattern. 

Loewer's  application  was  filed  July  21,  1893.  Certain  claims  of  this 
application  were  rejected  on  two  patents  to  Ross,  No.  489,876,  dated 
January  9, 1893,  and  No.  472,399,  dated  April  5, 1892.  Loewer  filed  affi- 
davits to  overcome  these  references,  and  Patent  No.  472,399  was  waived 
as  a  reference;  but  the  P^xaminer  put  Loewer's  application  in  interfer- 
ence with  Patent  No.  489,876. 

Upon  a  motion  duly  made  by  Loewer  that  this  interference  be  dis- 
solved, on  the  ground  that  no  interference  in  fact  existed,  the  Primary 
Examiner  on  May  26, 1894,  dissolved  the  interference.  Prior  to  the 
granting  of  this  motion  Ross  filed  an  application  for  a  reissue  of  his 
latent  No.  472,399,  containing  the  claims  which  are  involved  in  the 
present  interference. 

The  gist  of  the  invention  which  is  lihe  subject-matter  of  this  contro- 
versy is  a  guide  for  properly  holding  and  gaging  blanks  of  leather 
for  sboesoles,  so  that  when  the  edges  of  the  blanks  are  brought  against 
the  revolving  cutter  of  the  lathe  the  desired  shape  and  size  of  the  soles 
as  determined  by  the  pattern  will  be  turned  or  rounded.    As  expressed 
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by  the  issue,  a  guide  of  auy  shape  or  kind  will  answer  if  it  consists  of 
clamps  for  holding  the  blanks,  a  pattern,  a  stock-gage,  and  a  pattern- 
gage  adapted  to  bear  against  the  stock  and  pattern,  respectively.  The 
second  count  of  the  issue  adds  means  for  adjusting  the  pattern  gage 
to  the  pattern,  so  that  the  amount  of  material  to  be  cut  from  the  blank 
can  be  varied  with  the  size  of  the  sole.  The  object  of  this  invention  is 
to  center  the  stock  or  blanks  in  the  clamps — that  is,  to  aline  the  stock 
longitudinally  and  laterally — so  that  the  cutter  will  operate  on  the 
stock  to  shaj)e  it  accurately  to  the  pattern. 

Ross's  preliminary  statement  sets  up  as  the  date  of  conception  of  the 
invention  April  15,  1891;  disclosure,  June,  1891.  No  model  was  made. 
The  working  drawing  was  made  during  the  month  of  July  or  August, 
1891,  and  the  invention  was  embodied  in  a  full-sized  machine  during  the 
month  of  August,  1891.  A  se<5ond  machine  was  put  in  a  shoe  factory 
during  the  month  of  November,  1891. 

Koss  testifies  that  he  commenced  on  the  drawings  for  the  invention 
in  controversy  in  May,  1891,  and  the  last  of  these  drawings  were  made 
as  late  as  July  or  August,  1891;  that  shop- work  was  commenced  on  the 
first  machine  on  September  1, 1891.  The  complet45  machine  was  tested 
on  September  7, 1891,  and  successfully  rounded  soles. 

Busell  and  Miller  corroborate  Ross  as  to  the  making  of  the  draw- 
ings and  the  tests  made  on  September  7, 1891.  Miller  states  that  while 
the  rounding  was  perfect,  in  pressing  the  soles  in  position  the  i>attern 
slipped  oft*  the  sheet-gage  and  Ross  said  it  was  too  light.  It  was  after 
ward  replaced  by  a  heavier  gage,  and  one  or  two  lots  of  soles  were 
then  rounded,  when  Ross  thought  the  machine  worked  well  enough 
and  stopped  further  work  on  it. 

Hettich,  the  foreman  of  Ross's  factory,  had  charge  of  the  building  of 
the  first  machine,  and  saw  it  tested  September  7, 1891.  He  also  states 
that  at  this  test  it  developed  that  the  clamping- plates  of  the  gage  were 
too  light  and  heavier  plates  and  guards  were  made;  that  on  September 
14, 15,  and  16, 1891,  some  minor  changes  were  made  in  the  guide  and 
clamping  plates.  The  machine  as  thus  changed  was  set  up  in  Novem- 
ber, 1891. 

It  was  contended  on  behalf  of  Loewer  that  there  is  a  discrepancy 
between  the  dates  set  up  in  the  preliminary  statement  of  Ross  and  tbe 
dates  in  this  testimony.  It  is  true  that  the  dates  do  not  exactly  cor- 
respond in  all  particulars,  yet  it  is  thought  that  the  discrepancy  is  not 
serious,  and  the  discrepancy  seems  to  be  satisfactorily  explained  by 
Ross  and  his  witness  Harmon.  The  preliminary  statement  was  made 
from  memory,  and  it  was  not  until  the  testimony  was  taken  that  the 
shop  records  were  found  by  Harmon  and  Ross,  from  which  Ross 
obtained  the  dates  given  in  this  testimony.  From  the  proofs  and 
exhibits  it  is  held  that  Ross  has  proved  that  he  made  drawings  of  the 
invention  in  July  or  August,  1891,  and  finished  an  oi>erative  machine 
embodying  the  invention  in  controversy  by  Se[)tember  7, 1891. 
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It  is  also  contended  on  behalf  of  Loewer  that  this  machine,  as  tested 
September  7,  1891,  was  merely  a  model  or  an  experimental  machine. 
While  the  machine  at  this  test  showed  that  it  was  weak  in  some  parts, 
yet  it  embodied  the  invention  and  successfully  rounded  soles,  and  what 
minor  changes  were  made  afterward  did  not  involve  invention,  but  were 
such  changes  as  the  mechanic  would  naturally  make  to  overcome  the 
obvious  defects. 

Loewer  being  the  junior  party,  the  burden  is  on  him  to  show  that  he 
reduced  the  invention  to  practice  before  Ross,  or,  if  his  reduction  was 
sabsec]uent  to  Ross's,  that  at  the  time  Ross  entered  tlie  field  Loewer 
was  taking  steps  to  reduce  the  invention  to  practice  and  from  this  time 
on  used  reasonable  diligence  in  so  doing. 

Loewer  in  his  own  behalf  testifies  that  in  1889  a  machine  for  round, 
ing  soles  was  constructed  for  him  by  Leary.    This  machine  is  known  in 
this  case  as  the  "1890  machine."    He  himself  constructed  the  exhibit 
1890  blank-guide  during  the  months  of  December,  1890,  and  January, 
1891.     This  blank  guide  for  use  on  the  1890  machine  was  seen  in  Jan- 
uary, 1891,  at  Leary's  shop  by  W,  F.  Morse,  a  mechanical  engineer  and 
draftsman.    Palmer,  who  is  the  present  superintendent  of  the  Machinery 
Construction  Company,  and  was  superintendent  of  the  Rochester  Last, 
ing  Machine  Company  in  1891,  states  that  this  machine  was  moved  from 
Leary's  shop  to  the  Lasting  Company's  shops  for  Morse  to  take  apart 
aud  make  drawings  for  a  new  machine.     He  saw  this  machine  and  a 
blank-guide  in  February,  1891.     He  identifies  the  1890  machine  and  the 
1890  blank- guide  as  the  ones  he  saw  at  that  time.    Cheney,  a  machinist 
who  was  in  the  employ  of  the  Lasting  Machine  Company  during  the 
year  1891,  also  identifies  this  machine  and  guide  as  those  he  saw  in  his 
company's  shops  in  February,  1S91.     Morse  states  that  this  machine 
and  guide  were  in  his  office  in  the  building  of  the  Rochester  Lasting 
Machine  Company  during  February,  1891.     Hatfield,  an  inventor  and 
expert  and  manufacturer  of  shoe  machinery,  saw  this  machine  and 
blank-guide  in  operation  on  July  3, 1891,  and  in  answer  to  question  21 
and  cross-questions  137-146  fully  describes  the  operation  of  the  machine 
and  guide.    Loewer  states  that  the  soles  cut  on  this  machine  at  this 
time  were  sent  to  Brooks  Brothers,  shoe-manufacturers. 

Loewer  says  that  upon  the  completion  of  this  1890  machine  he  wanted 
abetter  machine  *'  in  design  and  shape,"  and  that  he  employed  Morse 
to  do  the  drafting  for  him.  Morse  corroborates  this  statement,  and 
says  that  the  1890  machine  with  the  1890  blank  guide  was  sent  to  his 
oflBce  to  be  taken  apart  and  a  new  machine  constructed.  This  machine 
came  into  his  office  in  February,  1891.  It  took  him  about  four  months 
from  this  time — that  is,  until  June,  1891 — to  construct  this  new  machine, 
^iiich  is  known  in  this  case  as  the  "  Harding  machine."  Palmer,  an 
employee  of  the  Rochester  Lasting  Company  during  1891,  upon  referring 
to  the  company's  ledger,  states  that  from  June  9  to  August  11,  1891, 
8aid  company  did  work  for  Loewer  on  a  sole-rounding  machine,  and 
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tbat  Loewer's  exhibit-photograph  of  the  Harding  machine  shows  the 
machine  on  which  work  was  done,  and  that  this  machine  was  operated 
during  the  summer  of  1891.  Scheibe,  of  the  firm  of  Stephen  &  Scheibe, 
pattern-makers,  commenced  patterns  for  this  machine  on  the  1st  of  May, 
181)1,  and  finished  them  July  12, 1891,  with  the  exception  of  some  slight 
changes.  Cheney  did  work  on  the  Harding  machine  during  June,  July, 
August,  and  part  of  September.  Loewer  employed  Hatfield  to  super- 
intend the  construction  of  a  blank-guide  to  be  applied  to  this  Harding 
machine,  and  in  giving  him  instructions  about  this  new  guide  told  him 
that  what  was  wanted  was  a  guide  to  be  connected  to  the  machine,  bat 
that  he  should  embodj'  in  this  new  guide  the  features  of  the  brass  blank- 
guide  on  the  1800  machine,  ''the  exhibit  1890  blank  guide.^  Hatfield 
employed  Scheibe  to  do  the  pattern-work,  and  a  wooden  blank  guide 
was  made  not  later  than  September  11,  1891.  Cheney  helped  attach 
this  guide  to  the  Harding  machine.  The  guide  was  practically  operated 
on  this  machine  and  soles  rounded  by  it  were  located  by  this  woodeu 
blank-guide,  which  was  drawn  up  by  means  of  cords  over  a  pulley  by 
a  treadle. 

From  this  wooden  guide  W.  F.  Morse  made  working  drawings  for 
patterns,  and  his  brother,  Levi  B.  Morse,  made  a  tracing  on  September 
28,  1S91,  from  which  '^  Loewer  exhibit  blue  print"  was  made.  Hatfield 
furnished  the  drawings  to  Scheibe,  from  which  the  latter  made  patterns 
September  30  and  October  1  and  2, 1891.  From  these  patterns  a  metal 
guide  was  made,  which  Palmer  and  Cheney  state  was  finished  by  Octo- 
ber 13,  1891.  This  metal  guide  is  known  as  "  Loewer's  exhibit  folding 
guide  "  and  was  tlie  one  from  which  Loewer's  present  application  was 
prepared.  This  guide  was  also  applied  to  the  Harding  machine  and 
was  operated  and  tested  satisfactorily,  a  number  of  soles  being  success- 
fully rounded  bj^  it.  These  soles  were  for  Harding  &  Todd,  for  Bn)oks 
Brothers,  and  some  were  probably  for  Curtis  &  Wheeler,  shoe-mann 
facturers.  This  guide  was  operated  a  number  of  times  to  cut  stock  for 
Harding.  This  folding  guide  was  on  the  Harding  machine  when  it  was 
sent  to  the  Genesee  Shoe  Company,  where  it  gave  satisfaction. 

Loewer,  however,  was  not  satisfied  to  stop  with  this  guide,  but  he 
made  a  fourth  guide,  exhibited  in  this  case  as  '*  Harding-machine  sliding 
blank-guide."  From  the  testimony  it  does  not  appear  exactly  when 
this  guide  was  made,  but  probably  before  February,  1892,  when  it  was 
successfully  operated  on  the  Harding  machine  in  the  shops  of  Harding 
&  Todd. 

"The  exhibit  1890  blank-guide"  is  before  me,  and  after  a  carefal 
examination  of  it  and  a  review  of  the  testimony  I  am  led  to  believe 
that  this  guide  contains  the  gist  of  the  invention  in  controversy,  and 
this  notwithstanding  it  was  not  inte^ided  to  be  permanently  attached 
to  the  machine,  but  in  use  it  was  to  be  held  up  to  the  machine  to  center 
and  gage  or  guide  the  blanks,  and  after  this  it  was  taken  away  from 
the  machine.    This  guide,  taken  in  connection  with  the  1890  exhibit 
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machine,  on  which  it  was  intended  to  be  attached  and  operated,  shows 
every  feature  of  the  counts  of  the  issue.  It  has  been  strenously  con- 
tended on  behalf  of  Ross  that  this  guide  is  not  a  reduction  to  practice. 
It  is  true  that  it  is  not  a  commercial  perfected  device  and  that  after- 
ward improved  guides  were  made  and  this  one  discarded;  but  as  it  has 
every  feature  of  the  invention  in  controversy  and  was  adapted  to  per- 
form the  work  for  which  it  was  intended,  although  not  as  eflBcient  as 
later  devices,  and  did  do  the  work  as  early  as  February,  1891,  and  at 
the  taking  of  testimony  in  this  case  it  was  operated  successfully  to  cut 
soles,  which  are  submitted  as  exhibits,  I  am  of  the  opinion  that  it  is  a 
reduction  to  practice.  (Jtiengst  v.  Boyer^  G.  D.,  1893,44;  63  O.  Gr.,  152; 
and  Coffee  v.  Guerrantj  0.  D.,  1894,  384;  68  O.  G.,  279.) 

But,  considering  this  guide  as  only  a  conception  or  a  crude  model  of 
the  invention,  Loewer  made  and  successfully  operated  the  folding  guide 
on  October  13, 1891,  from  which  this  present  application  was  prepared. 

At  the  time  Eoss  entered  the  field  Loewer  was  taking  steps  to  perfect 
and  reduce  to  practice  a  sole- rounding  machine  embodying  this  folding 
guide.  In  February  he  had,  as  stated  above,  given  Morse  orders  to 
make  the  Harding  machine,  which  was  completed  about  four  months 
afterward,  and  from  the  1st  of  May,  and  during  June,  July,  August, 
and  part  of  September,  he  had  men  working  on  the  Harding  machine, 
and  during  part  of  this  time  they  were  making  a  wooden  guide  embody- 
iDg  the  features  of  the  1890  guide,  drawings  from  this  wooden  guide, 
and  from  these  drawings  patterns  were  made  for  the  metal  folding 
guide,  which,  as  seen  above,  was  completed  by  October  13, 1891. 

It  seems  to  me,  therefore,  that  when  Ross  entered  the  field  in  June, 
as  stated  in  his  preliminary  statement,  or  in  May,  as  in  his  testimony, 
Loewer  was  working  on  the  machine  and  guide,  and  he  used  reasonable 
diligence  in  making  the  machine  and  the  guide,  which  was  completed 
and  operated  on  October  13,  1891. 

It  is  held,  therefore,  that  the  guide  made  by  Loewer  as  "  exhibit  1890 
blank-guide"  is  a  reduction  to  practice  of  the  invention  in  controversy. 
It  is  further  held  that,  as  Loewer  was  taking  steps  to  adapt  and  perfect 
his  machine  and  folding  guide  at  the  time  Eoss  commenced  work  on  his 
machine  and  used  reasonable  diligence  thereafter  in  perfecting  it,  he  is 
the  prior  inventor,  although  Ross  was  the  first  to  complete  the  invention. 

It  has  been  strenuously  contended  on  behalf  of  Loewer  that  Ross  is 
not  entitled  to  a  reissue  patent  containing  claims  for  the  subject-matter 
of  this  controversy,  because  his  original  patent  did  not  contain  claims 
for  this  matter  and  during  the  time  intervening  between  the  date  of  this 
patent  and  his  application  for  a  reissue  the  rights  of  other  parties  had 
accrued.  This  question  was  argued  before  me  before  the  taking  of 
testimony;  but  its  determination  was  postponed  until  final  hearing. 
Before  the  Examiner  of  Interferences  and  the  Examiners-in-Chief  Loe- 
wer argued  this  question  and  requested  that  these  tribunals  ii^  their 
decision  on  priority  call  the  Commissioner's  attention  to  this  bar  to  the 
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grant  of  a  patent  to  Ross  by  Rule  126.    Both  the  lower  tribanals,  bow- 
ever,  failed  to  do  so. 

At  the  final  hearing  of  the  case  before  me  this  question  was  again 
raised  and  discussed  by  both  sides. 

It  is  contended  on  behalf  of  Ross  that  in  order  to  determine  the  ques- 
tion of  intervening  rights  the  Office  must  decide  whether  any  of  the 
claims  of  his  original  patent  are  infringed  by  the  maehines  built  under 
the  Loewer  patent.  This  contention  is  thought  not  to  be  sound.  Loe- 
wer's  patent  is  not  involved;  neither  is  the  question  of  infringement. 
The  question  to  be  determined  is  whether  the  evidence  submitted  is  suf 
ficient  to  show  that  other  parties  had  the  right  to  and  were  using  the 
subject-matter  of  this  interference  issue  prior  to  the  date  of  Ross's  appli 
cation  for  reissue. 

When  Ross's  original  application  was  filed,  there  were  no  claims  to 
the  matter  in  issue,  and  it  does  not  appear  that  he  intended  to  claim 
this  matter.    It  was  not  until  after  Ross's  Patent  No.  489,876  was  put 
in  interference  with  Loewer's  present  application  and  Ross  had  access 
to  Loewer's  case  that  Ross  took  steps  to  claim  this  matter,  and  then  be 
did  not  file  his  present  application  for  a  reissue  with  claims  embodying 
this  interfering  matter  until  within  five  days  of  the  two  years  from  the 
date  of  his  original  patent.     Previous  to  the  date  of  this  reissue  appli- 
cation, March  31,  1894,  Loewer  had  manufactured  and  sold  a  number 
of  sole-rounding  machines  having  a  blank-guide  embodying  this  inven- 
tion.   Swan,  the  secretary  of  the  Loewer  Sole  Rounding  Company, 
produces  a  circular,  "Exhibit  Loewer  Company's  Circular,'^  issued 
March,  1893,  which  shows  a  machine  embodying  the  issue  in  contro- 
versy, and  testifies  that  prior  to  March  31, 1894,  the  d^te  of  Ross's 
reissue  application,  this  company  had  sold  a  number  of  such  machines, 
and  in  answer  to  question  370  he  gives  the  list  of  firms  to  which  and 
the  dates  when  these  machines  were  sold.    Tarrant,  superintendent  of 
the  shoe  factory  of  E.  P.  Reed  &  Company,  testifies  that  a  machine 
embodying  the  invention  was  put  in  his  shop  during  the  month  of 
August,  1893,  and  this  machine  was  paid  for  January,  1894.    John 
Ebberts,  shoe  manufacturer,  of  Buftalo,  N.  Y.,  bought  one  of  these 
machines  in  May,  1893,  and  has  used  it  continuously  since. 

If  Ross  ever  had  the  right  to  obtain  the  claims  involv^ed  in  this  inter 
ference  by  reissue,  he  has  abandoned  this  right  by  his  laches  in  not 
applying  for  the  reissue  before  the  rights  of  other  parties  accrued.    He 
cannot  now  obtain  a  reissue  patent  to  cover  the  guide  used  on  the 
machine  sold  by  Loewer's  company  and  used  by  other  parties  in  theit 
business.    (See  the  circuit  court  decisions  in  the  cases  of  Meyer  ct  al  ^'• 
Maxheiiner,  C.  D.,  1881,  409;  20  O.  G.,  1162;  Stutz  v.  Armstrong,  C. P' 
1884,  297;  28  O.  G.,  367;  Odcll  v.  Stout,  C.  D.,  1884,  461;  29  0.*G.,86'3, 
and  Arnheim  v.  Finster,  C.  D.,  1886,  89;  34  O.  G.,  700,  and  the  SupreO^^ 
Courtdecisions  in  the  cases  of  Coon  v.  Wilson,  C.  D.,  1885, 171 ;  30  O.  O*^ 
889;  113  U.  S.,  268;   White  v.  Dnnhar,  C.  D.,  1886,  494;  37  O.  G.,  1003? 
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119  U.  S.,  47,  and  Topliffv.  Topliff,  C.  D.,  1892,  402;  59  O.  G.,  1257;  145 
U.  S.,  156.) 

The  decision  of  the  Examiners-in-Chief  is  reversed  and  priority  adju- 
dicated in  favor  of  Loewer.  It  is  also  held  that  if  Boss  were  the  x)rior 
inventor  of  the  issue  he  has  lost  the  right  to  make  the  claims  for  the 
sabject- matter  of  the  interfering  issue  by  reason  of  the  rights  of  other 
parties  accruing  prior  to  the  tiling  date  of  his  reissue  application. 


SiEVEBT  r.  Shuman. 

Decided  July  6,  1S96. 
76  O.  G.,  1714. 

1.  Interferexces — Preliminary  Statement — Estoppel. 

The  rule  that  oue  is  bound  by  the  statements  in  his  preliminary  statement 
applies  only  to  the  proceedings  in  which  the  parties  are  involved. 

2.  Same— Motion  to  Dissolve — Rule  122. 

A  motion  to  dissolve  under  Rule  122  must  be  made  after  the  declaration  of  an 
interference,  at  which  time  both  parties  have  the  right  to  be  heard. 

Appeal  on  motion. 

PRrCESS  OP  MANUFACTURING   WIRB-OLA68. 

Application  of  Paul  Sievert  filed  December  29,  1893,  No.  495,058. 
Patent  granted  Frank  Shuman  December  12,  1893,  No.  510,822. 

Messrs.  Brown  &  Seicard  for  Sievert. 
Messrs.  Howson  &  Howson  for  Shuman. 

Fisher,  Acting  Commissioner: 

This  is  an  appeal  by  Shuman  from  the  decision  of  the  Primary  Exam- 
iner refusing  to  dissolve  the  above-entitled  interference. 

It  appears  that  there  was  a  former  interference  between  these  parties 
involving  two  issues,  the  second  of  which  was  the  same  as  the  present 
issue.  Shuman,  the  senior  party  to  this  interference,  is  a  patentee,  his 
patent  having  been  issued  prior  to  Sievert's  filing  date.  Shuman  moved 
to  dissolve  the  former  interference  on  the  ground  that  Sievert  had  not 
filed  the  affidavit  required  by  Rule  94  (2),  and  therefore  had  no  right  to 
make  the  claims  in  interference  in  view  of  his  (Shuman's)  patent.  In 
answer  to  this  Sievert  called  attention  to  a  British  patent.  No.  11,039, 
of  1891,  granted  to  him  prior  to  Shuman's  filing  date,  and  contended 
that  this  patient  covered  the  invention  in  controversy.  In  deciding 
this  motion  the  Examiner  held  that  the  British  patent  covered  the  first 

• 

^ue  of  the  interference,  but  did  not  cover  the  second,  and  therefore 
held  that  Sievert  did  not  have  the  right  to  make  the  claim  involved  in 
the  second  issue,  and  that  there  was  irregularity  in  the  declaration  of 
the  interference,  since  Sievert  had  not  been  required  to  file  the  affidavit 
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called  for  by  Kule  94  (2).  Limit  of  appeal  from  this  decision  was  set  to 
expire  February  2,  1895.  On  February  8,  1895,  the  interference  was 
resumed  as  to  the  first  issue,  and  on  February  12, 1895,  Sievert  filed  the 
affidavit  required  and  requested  that  the  interference  be  suspended  and 
tbe  second  issue  be  reinstated.  The  Primary  Examiner  refused  to 
refiuest  a  suspension  of  the  interference,  and  therefore  it  was  allowed 
to  proceed  to  a  decision  on  the  question  of  priority  on  the  first  issue. 
The  Examiner  did  not  by  this  action  hold  that  Sievert  was  not  entitled 
to  the  claim,  nor  did  he  hold  that  he  was  not  entitled  to  an  interference, 
and  therefore  1  do  not  think  that  Sievert  is  estopped  by  acquiescence 
in  this  decision  from  now  demanding  an  interference,  as  is  contended 
by  Shuman. 

Atler  the  decision  on  priority  and  after  Sievert's  affidavit  had  been 
decided  by  the  Examiners-in-Ghief  to  be  satisfactory  the  present  inter- 
ference was  declared. 

The  reasons  assigned  as  to  why  this  interference  should  have  been 
dissolved  by  the  Primary  Examiner  are  as  follows: 

First.  It  19  res  Judicata  that  Sievert's  British  patent,  No.  11,039,  of  1891,  does  not 
disclose  the  invention  of  the  present  issue,  and  that  Sievert  is  not,  upon  the  showing 
of  his  preliminary  statement  in  interference  16,507,  entitled,  as  against  Shuman,  to 
the  claim  of  that  issue. 

Second.  Sievert  is  estopped  to  set  up,  as  to  the  present  issue,  any  case  snhstantially 
differing  from  that  set  up  as  to  the  same  isnue  in  his  preliminary  statement  iu  the 
interference  No.  16,507,  and  ns  to  which  case  it  is  res  judicata  that  it  does  not  entitle 
him,  as  against  Shuman,  to  the  claim  of  said  issue,  or  to  this  interference. 

Third.  Sievert  is  estopped  to  claim  the  present  interference,  not  only  by  the  decla- 
rations of  his  own  preliminary  statement  in  the  former  interference,  but  by  acquies- 
cence and  by  gross  laches. 

Fourth.  The  declaration  of  the  present  interference  was,  we  submit,  not  only 
irregular,  but  in  utter  disregard  of  Shumau's  rights,  and  the  interference  shoald  be 
dissolved. 

In  regard  to  the  first  reason  I  think  Shaman  is  correct  in  holding 
that  it  is  res  adjudicata  tliat  Sievert's  British  patent,  No.  11,039,  of 
1891,  does  not  disclose  the  invention  of  the  present  issue,  since  Sievert 
allowed  the  Examiner's  judgment  on  this  question  to  become  final 
without  taking  an  appeal  and  acquiesced  in  the  decision  by  filing  the 
aflidavit  required.    I  do  not  think,  however,  that  he  is  correct  in  hoW* 
ing  that  Sievert  is  absolutely  estopped  from  setting  up  a  state  of  facts 
in  his  preliminary  statement  diflfering  in  any  respect  from  that  set  ttP 
in  his  former  preliminary  statement.    It  would  be  unreasonable  to  hoV^ 
that  Sievert  is  entitled  to  a  new  interference  in  order  to  contest  t^^ 
question  of  priority  and  then  hold  that  he  could  not  set  up  any  sti^^ 
of  facts  diff*ereut  from  his  statements  and  proof  in  the  former  interfi^*^' 
ence.    The  rule  stated  by  Shuman  that  any  one  is  bound  by  the  stat^* 
ments  in  his  preliminary  statement  applies  only  to  the  proceedings  i-^ 
which  it  was  filed  and  not  to  any  other  proceedings  in  which  the  parti^^ 
may  be  involved. 

The  present  issue  has  been  decided  by  the  Office  to  be  different  firo^ 
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le  issue  in  the  former  interference,  and  I  do  not  think  it  can  be  con- 
dered  matter  which  might  have  been  contested  in  the  former  inter- 
irence  upon  the  exercise  of  reasonable  diligence,  as  is  contended  by 
haman.  Sievert's  delay  in  filing  the  affidavit  called  for  was  not  at 
11  unreasonable  when  it  is  considered  that  he  is  a  foreigner,  residing 
I  Germany,  since  it  required  some  time  for  his  attorneys  to  communi- 
%te  with  him  and  receive  a  reply. 

I  do  not  agree  with  Shuman  that  the  Examiner's  decision  holding 
lat  the  British  patent  did  not  disclose  the  invention,  and  therefore 
lat  Sievert  did  not  have  the  right  to  make  the  claim,  was  a  final 
3cision  on  the  question  of  his  rights,  since  the  rules  of  the  Office 
cpressly  provide  how  such  a  rejection  may  be  overcome.  Sievert 
^quiesced  in  the  Examiner's  holding  that  he  should  furnish  the  affi- 
ivit  required  by  Eule  94,  but  he  has  never  acquiesced  in  the  holding 
lat  he  has  no  right  to  make  the  claim  involved. 
I  cannot  agree  with  Shuman  that  the  declaration  of  this  interference 
as  irregular  by  reason  of  the  fact  that  he  was  not  given  an  opportu- 
ity  to  be  heard  when  the  question  of  the  sufficiency  of  the  affidavit 
id  the  declaration  of  the  interference  was  being  considered.  The 
xLer  of  the  Commissioner  dated  December  10, 1894,  and  the  decision 
I  Duncan  v.  Westinghouse  therein  cited  have  reference  to  interferences 
I  progress  and  not  to  the  consideration  of  ex  parte  cases.  Eule  122 
ives  a  remedy  for  just  such  cases  as  this,  since  it  provides  for  a 
lotion  to  dissolve,  at  which  both  parties  have  the  right  to  be  heard; 
nt  it  is  noted  that  this  motion  must  be  made  after  the  declaration  of 
he  interference.  Shuman  has  therefore  been  denied  no  right  given 
lim  by  the  rules  of  the  Office. 

The  decision  of  the  Primary  Examiner  refusing  to  dissolve  the  inter- 
erence  is  affirmed. 


Ex  PARTE  Weaves. 

Decided  July  24,  1896, 

76  O.  G.,  1715. 

i^issuE — Mistake  on  Part  of  Office— ReKxamination. 

Where  a  reissue  application  is  filed  without  fee  for  the  purpose  of  correcting 
a  mistake  made  hy  the  Office,  Held  that  not  only  the  mistake  may  be  corrected, 
but  that,  if  the  Office  chooses,  a  full  reexamination  of  the  case  may  be  made,  as 
it  would  be  improper  for  the  Office  to  reissue  a  patent  when  it  is  known  that  a 
statutory  bar  exists. 

On  Petition. 

LOOM. 

Application  of  William  Weaver  for  reissue  filed  June  30, 1896,  No. 
^7,663. 

Messrs.  Foster  (6  Freeman  for  the  applicant. 
H.  Doc.  354 i 
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FiSHEB,  Acting  Commissioner: 

This  is  a  petition  taken  from  the  action  of  the  Examiner  citing  a ' 
reference  in  the  above-entitled  case. 

It  appears  that  in  printing  the  patent  a  x)ortion  was  omitted.  The 
applicant,  under  Rule  170,  asked  for  a  reissue  for  the  purpose  of  cor- 
recting this  mistake.  The  application  was  transmitted  to  the  Primary 
Examiner,  who  cited  a  reference  against  certain  of  the  claims,  where- 
upon applicant  brought  the  present  petition,  asking  that  the  Examiner 
be  instructed — 

that  the  application  is  not  before  him  for  consideration  upon  the  merits  of  the  clsims 
which  have  been  granted. 

The  applicant  holds  that  the  application  is  before  the  Office  for  the 
correction  of  a  clerical  mistake  and  for  no  other  reason,  citing  Rule  170, 
which  provides  that  under  such  circumstances  a  reissue  shall  be  granted 
"  for  the  correction  of  such  mistake  only.'' 

The  Examiner  holds  that  Rule  170  provides  that  if  applicant  desires 
to  obtain  a  reissue  for  the  correction  of  certain  mistakes  the  only  cor- 
rection he  can  demand  as  a  matter  of  right  without  the  payment  of  a 
fee  is  the  correction  of  the  mistakes  which  were  incurred  through  the 
fault  of  the  Office;  but  that  if  the  Office  chooses  to  reexamine  the  case 
without  demanding  a  fee  the  applicant  has  no  cause  of  complaint  He 
further  holds  that  it  would  be  improper  for  a  patent  to  be  issued  when 
it  is  known  by  the  Office  that  a  statutory  bar  exists. 

I  agree  with  the  position  taken  by  the  Examiner,  and  the  i)etitioD  is 
denied. 


SOUDDEB  V.  MeBGENTHALEB. 
Decided  Sepiemher  4, 1896, 
76  O.  G.,  1851. 
1.  Interference— Scudder—Mergenthalkr— Priority. 


NlBKrSKKNCK — OCUDDER — MERGENTHALER — PRIORITY. 

Soiidder  being  the  first  to  conceive  of  the  invention  and  having  used  reaaonable 
diligence,  under  the  circumstances,  in  reducing  to  practice,  is  awarded  prionty. 


2.  Same— Same^Diligence — Indulgence. 


Scudder,  after  conceiving  of  the  invention,  being  confronted  with  largo  expend- 
iture as  to  the  making  of  the  machine  and  with  the  question  whether  the  machine 
when  perfected  was  an  improvement  upon  the  existing  Mergenthaler  machine, 
and  not  capable  of  separate  and  independent  manufacture,  except  by  license 
under  the  Mergenthaler  patents,  is  entitled  to  some  indulgence  while  he  is  enlist- 
ing the  capital  of  others,  while  maturing  his  own  plans,  and,  in  the  case  of  w 
complicated  a  machine,  while  dwelling  upon  the  details  of  constniction. 

*3.  Interference— DiiJGENCE— Filing  Appucation  Before  Making  Test. 

While  an  inventor  might  file  an  application  in  the  Patent  OflRce  covering  »n 
invention  before  making  a  test,  yet  it  is  not  required  that  be  ahould  do  so,  bnt, 
on  the  other  hand,  it  is  presumable,  if  it  be  not  required,  by  plain  implication 
from  the  language  of  section  4920,  R.  S.,  that  he  should  occupy  himself  first  in 
adapting  and  perfecting  his  invention. 
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4.  INTERFERKNCE— Testimony— Construing  Drawing— Expert  Witnesses. 

The  negative  opinion  of  a  witness,  however  skilled  or  expert,  that  a  drawing 
is  meaningless  of  which  he  was  not  informed  what  the  subject-matter  was  does 
not  weigh  greatly  against  the  positive  testimony  of  another  witness  who  finds 
meaning  in  the  same  drawing,  when  the  drawing  itself  appears  naturally  to  sup- 
port such  ipeaning.  AH  the  testimony  must  be  construed  together  and  in  such 
manner  that,  like  charters  and  statutes,  it  may  have  meaning,  if  it  reasonably 
may,  rather  than  that  it  fall  away. 

Appeal  from  the  Examiner-in  Chief. 

lutb-oastino  machdis. 

Interference  No.  16,233 :  Application  No.  445,900,  of  W.  S.  Scudder, 
filed  September  14, 1892.  Application  No.  375,632,  of  O.  Mergenthaler, 
filed  December  23, 1890. 

Interference  No.  16,270 :  Application  No.  391,702,  of  O.  Mergenthaler, 
filed  May  5, 1891.    Same  application  of  Scudder. 

Mr,  M.  Bailey  for  Scudder. 

Mr.  P.  T.  Dodge  and  Mr.  J.  E.  H.  Hyde  for  Mergenthaler. 

Seymour,  Commissioner: 

Appeal  is  taken  from  the  decision  of  the  Board  of  Examiners-in-Chief 
awarding  priority  of  invention  to  Mergauthaler  in  Interference  No. 
16,233,  thus  reversing  the  decision  of  the  Examiner  of  Interferences, 
and  from  the  decision  of  the  Board  in  awarding  priority  of  invention 
to  Mergauthaler  in  Interference  No.  16,270,  which  reversed  the  decision 
of  the  Examiner  of  Interferences  in  awarding  priority  to  Scudder  on 
the  second  and  third  counts  of  the  issues  and  which  affirmed  the  Exam- 
iner in  awarding  priority  ta  Mergauthaler  on  the  first  count  of  the 
issues. 

The  issues  in  these  two  interferences  are  as  follows: 

Interference  No.  16,233. 

1.  The  combinatioD  in  a  line-casting  machine  having  suitable  operating  mechanism, 
^f  a  series  of  matrices  constructed  to  be  assembled  side  by  side  in  different  orders  to 
^orm  the  impression-line,  each  matrix  having  several  different  characters  less  in  num- 
l>ei  than  the  assortment  used  in  the  machine,  the  characters  being  independently 
^Bable. 

2.  In  a  line-casting  machine  the  combination  of  a  series  of  matrices  each  bearing 
^^Teral  distinct  characters  and  mechanism  for  selecting  and  conducting  the  matrices 
^  a  place  of  assemblage  or  alinement,  and  adjusting  the  matrices  endwise  individu- 
ally in  order  to  bring  the  selected  characters  one  on  each  matrix  into  a  common  line. 

Interference  No.  16,270. 

1.  The  combination  in  a  line-casting  machine  having  suitable  operating  mechanism 
^^  a  series  of  matrices  each  having  several  different  characters  less  in  number  than 
^«  assortment  used  in  the  machine,  the  characters  being  independently  usable,  and 
^  distributing  mechanism  by  which  the  matrices  are  returned  to  their  place  of  storage 
^^Dgh  a  path  different  from  that  pursued  in  the  course  of  composition. 

2.  In  combination  with  the  matrices  each  having  a  scries  of  characters  at  different 
^H)iDts  in  its  length,  and  a  composing  mechanism  for  assembling  said  matrices  with 
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their  selected  charaoten  in  line,  a  bed  or  sapport  for  the  line  having  a  rib  or  guide 
to  engage  the  matrices  and  prevent  them  from  shifting  endwise  in  relation  to  etch 
other  after  they  are  assembled,  and  means  for  shifting  said  composed  line  along  said 
rib  or  gnide  to  the  required  point. 

3.  The  combination  with  a  series  of  matrix- bars  each  having  type  on  its  edge,  of  a 
magazine  having  a  chamber  for  and  adapted  to  contain  a  plurality  of.each  species  of 
the  series,  means  for  separately  delivering  either  species  of  matrix  bar,  a  series  of 
stops  corresponding  with  the  characters  on  the  matrices,  and  finger-keys  and  con- 
nected mechanism  whereby  any  desired  stop  can  be  projected  into  the  path  of  any 
one  of  the  released  matrix-bars. 

Two  questions  are  presented:  Had  Scndder  a  conception  of  this 
invention  before  Mergenthaler  filed  his  application  f  Did  Scndder  pro- 
ceed with  reasonable  diligence  f 

To  determine  the  S(;ope  of  the  issues  involved  in  these  interferences, 
which  were  heard  and  which  will  be  decided  as  one,  it  is  necessary  to 
consider  the  prior  state  of  the  art,  and  for  this  purpose  I  quote  and 
adopt  portions  of  the  very  thoughtful  opinion  of  the  Board  of  Exam- 
iners-in-Ohief : 

Two  types  of  line- easting  machines  had  been  devised,  the  first  such  as  is  shown 
in  the  patents  to  Mergenthaler,  Nos.  312,145  and  313,224,  and  referred  to  in  the  testi- 
mony as  the  '*  band-machine.''  In  these  machines  the  series  of  matrices  were  arranged 
to  be  assembled  side  by  side  in  the  same  order  to  form  an  inipression-Iine,  each 
matrix  having  on  its  face  the  whole^ssortment  of  characters  used.  '  These  characters 
were  selected  for  use  by  dropping  each  bar,  stopping  it  at  the  proper  position  to 
bring  each  character  opposite  a  given  fixed  point,  where  the  several  matrices  were 
properly  alined  by  suitable  mechanism,  and  the  casting  or  papier-mslch^  form  made 
and  the  matrices  raised  up  into  their  original  position.  These  were,  however,  a  part 
of  the  machine  and  were  not  independeutly  usable.     •     *    * 

The  second  type  of  machine  is  illustrated  in  Mergen thaler's  patents,  Nos.  317,828 
and  347,629,  and  is  provided  with  a  number  of  independently-usable  matrices  each 
of  which  contains  one  character  only,  these  matrices  being  stored  in  a  magazine 
from  which  they  are  discharged  to  a  place  of  assembling,  and  then  moved  trans- 
versely to  the  casting-point.  After  the  bar  in  cast  the  assembled  line  of  matrices  is 
raised  and  by  a  distributing  device  distributed  into  the  several  compartments  of  the 
magazine,  these  matrix-bars  thus  taking  a  path  different  from  that  pursued  in  the 
course  of  composition. 

All  the  issues  concern  improvements  in  line-casting  machines  whicb 
were  in  general  use  and  with  which  Scudder  was  entirely  familiar  at 
the  times  herein  considered.  The  new  element  of  the  invention  of  the 
first  issue  of  interference,  No.  16,233,  is  a  series  of  matrices,  each  hav- 
ing several  different  characters  independently  usable.  The  second  issae 
adds  mechanism  for  selecting  the  matrices  and  conducting  thein  to  a 
place  of  alinement.  The  first  issue  of  interference,  No.  16,270,  is  char- 
acterized by  a  distributing  mechanism ;  the  second  issue  by  a  composing 
mechanism  for  assembling  the  matrices  with  their  selected  characters 
in  line,  and  the  third  issue  by  a  series  of  stops,  one  of  which  will  b® 
projected  into  the  path  of  one  of  the  released  matrices  except  wheuthe 
top  character  is  selected. 

As  to  the  first  question,  whether  Scudder  had  a  competent  conceptioa 
of  the  subject-matter  of  these  issues  as  early  as  May,  1890,  it  was  bdd 
by  the  Examinersin-Ohief  that  it  was  necessary  that  Scudder's  1890 
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drawings  clearly  and  distictly  show  to  one  skilled  in  the  art  the  mech- 
anism adapted  to  x>6rform  the  functions  above  indicated  as  novel. 

Upon  an  examination  of  the  drawings  it  was  concluded  that  the  part 
marked  h^  upon  which  one  of  the  upright  bars  is  mounted^  was  from 
the  drawings  uncertain ;  that  the  purpose  of  the  roller  r  and  the  eccen- 
tric cam  (marked  j>)  was  not  apparent,  as  they  appear  to  be  detached 
from  the  rest  of  the  mechanism  and  no  connections  are  shown ;  that  the 
construction  and  use  of  the  parts  v  and  w  are  from  the  drawings  unas- 
eertainable.  The  drawings  are  further  criticised  because  no  matrix-bar 
is  shown,  nor  any  bed-plate,  nor  any  sufficient  indication  as  to  the  con- 
nection of  the  various  parts  of  the  operating  mechanism.  It  Is  said  that 
from  these  drawings,  unaccompanied  by  any  description,  it  is  impossible 
to  arrive  at  any  definite  understanding  of  the  machine  which  is  intended 
to  be  delineated,  much  less  to  know  how  it  operates.  Attention  was 
gix^n  to  the  description  of  the  drawings  which  Scudder  and  Sytz  give; 
but  it  was  thought  that  it  was  imwssible  to  say  that  Scudder  had  at 
the  time  of  these  drawings  any  definite  conception  of  the  actual  arrange- 
ment of  the  parts  necessary  for  storing  the  matrices,  releasing  them, 
adjusting  them  endwise,  assembling  them,  handling  the  composed 
lines,  preparing  them  for  distribution,  and  distributing  them ;  and, 
finally,  it  was  the  conclusion  of  the  Examinersin-Chief  that  Scudder 
bad  failed  to  prove  conception  of  the  invention  in  May,  1890,  or  at  any 
time  before  December  23, 1890,  when  Mergenthaler  filed  his  first  appli- 
cation. 

The  testimony  in  behalf  of  Mergenthaler  consisted  of  that  of  two  wit- 
Besses,  Thomas  8.  Crane  and  Henry  L.  Brevoort,  both  of  whom  were 
experts,  and  one  of  whom  was  also  an  experienced  draftsman.  It  will 
be  saffieient  to  allude  to  the  testimony  of  Crane  alone  to  show  the  nature 
of  the  attack  upon  the  Scudder  drawings.  They  were  placed  in  the 
bands  of  the  witness,  who  was  then  asked  to  state  what  is  shown,  and 
the  witness  answers  that  he  cannot  state  what  machine  or  apparatus 
they  relate  to;  that  there  is  nothing  except  the  titles  '^  Fig.  1,"  " Fig.  2j^ 
marked  upon  the  drawings,  and  the  letters  to  indicate  which  is  the  top 
or  bottom  of  the  sheets.  The  witness  further  stated  that  as  the  draw- 
ings did  not  indicate  in  any  manner  whatever  the  kind  of  object  or  con- 
struction which  is  represented  he  could  not  say  what  the  lines  in  these 
two  sheets  represented,  whether  an  object  in  relief  or  intaglio -upon  a 
flat  surface  or  a  mere  diagram  of  correlated  parts;  that  the  drawings 
did  not  exhibit  the  parts  of  any  mechanism  in  any  manner  for  the  skilled 
^echanic  to  construct;  that  he  would  conclude  th^t  they  represented 
*Q  part,  on  Sheet  I,  some  incomplete  design,  and  represented  in  part,  on 
Sheet  2,  three  figures  of  a  construction  which  were  not  consistent  with 
one  another  and  which  would  not  inform  any  skilled  mechanic  how  to 
^ake  such  construction. 

But  this  is  not  the  way  to  interpret  mechanical  drawings  ux>on  the 
^^estion  whether  he  who  made  them  had  at  the  time  a  mental  picture 
^^  an  invention  present  in  mind.    The  negative  opinion  of  a  witness, 
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however  skilled  or  expert,  that  a  drawing  is  meaningless  of  which  be 
was  not  informed  what  the  subject-matter  was  does  not  weigh  greatly 
against  the  positive  testimony  of  another  witness  who  finds  meaning  in 
the  same  drawing,  when  the  drawing  itself  appears  natarally  to  sap])ort 
such  meaning.  All  the  testimony  mast  be  construed  together  and  in 
such  manner  that,  like  charters  and  statutes,  it  may  have  meaning,  if 
it  reasonably  may,  rather  than  that  it  fall  away. 

Long  before  these  drawings  were  made  Scudder  had  made  a  matrix- 
bar  with  fourteen  large  notches  on  one  side,  eight  smaller  notches  at 
the  top,  and  corresponding  notches  ou  the  other  side.    He  also  made 
matrix-bars  with  twelve  notches  on  the  back  and  places  for  twelve  let- 
ter impressions  on  the  other  edge,  with  hooks  of  varying  lengths  at  the 
top  in  place  of  the  minor  notches.    Matrix-bars  with  several  characters 
upon  each,  but  less  than  the  whole  number  required,  are  the  new  fea- 
ture of  this  invention,  and  the  improvement,  neglecting  details,  maybe 
said  to  be  such  matrix-bars  and  the  machine  for  handling  them.    Tak- 
ing now  several  such  bars  in  hand,  with  hooks  of  varying  lengths,  and 
considering  further  the  drawings  as  having  reference  to  the  improve- 
ment in  a  line-casting  machine  of  the  usual  form  using  single  matrices 
for  every  character,  there  is  no  difficulty  in  calling  the  eighty-four  cir- 
cles in  the  upper  right-hand  corner  of  Sheet  1  the  heads  of  finger-keys, 
since  no  other  meaning  is  suggested  and  the  lower  part  of  the  drawing 
shows  one  complete  finger-key  and  several  others  in  part.    It  is  appar- 
ent that  the  part  g  is  a  suitable  pawl  for  the  magazine  for  these  par- 
ticular matrix-bars,  with  several  characters  upon  each,  and  that  the 
pawl  has  a  small  reciprocating  motion  calculated  to  release  one  of  tbe 
matrices  and  on  its  return  to  push  the  others  forward,  and  that  because 
the  matrices  have  several  characters  upon  each  they  must  be  stopped 
in  their  descent  from  the  magazine  at  varying  levels,  corresponding  to 
the  character  which  is  to  be  used  in  the  line.    Mergenthaler's  baud- 
machine  before  this  made  use  of  such  a  principle.    The  lug  u  upou  tU© 
moving  bar  e  is  readily  enough  understood  to  throw  the  part  iv  into  tb^ 
path  of  the  descending  matrix  as  a  stop;  and  I  do  not  consider  it  ^ 
strained  interpretation  to  say  that  the  helical  line  connected  to  the  pa^^ 
/and  to  tbe  bar  e  represents  a  spiral  spring,  and  as  the  bar  e  is  cx>^' 
nected  with  the  finger-key  d  through  the  bent  lever  a  6  c,  moving  abo'*-^ 
the  fulcrum  b,  and  since,  when  the  finger-key  d  is  depressed,  the  ba^ 
would  be  thrown  off*  the  support  h,  that  under  the  tension  of  the  spvi 
the  bar  would  descend  a  little,  that  tc  would  be  thrown  out  in  the  pa  ^ 
of  the  bar  when  e?  was  depressed,  but  that  such  would  not  be.  the  ca^^ 
when  perhaps  another  letter  were  depressed.    And  equally  it  would  n 
be  a  strained  interpretation  to  consider  that  when  other  letters  we 
depressed  another  bar  similar  to  e,  but  not  e,  would  descend  in  tl^- 
same  way  and  throw  out  another  stop  in  the  path  of  the  matrix-b 
which  would  be  released  by  the  movement  of  its  connected  bar,  opera 
ing  through  the  reciprocating  mechanism  within  the  magazine. 
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A  farther  statement  may  be  useful  concerning  the  distributing 
mechanism  shown  upon  Sheet  2  of  Scudder's  1890  drawings.  I  have 
no  difficulty  in  finding  from  the  testimony  as  a  whole  that  the  rectan- 
gles upon  the  lower  figure  of  Sheet  2  represent  the  magazine  and  that 
the  drawing  represents  a  number  of  matrices  within  the  magazine. 

With  the  testimony  of  Scudder  in  mind  it  is  difficult  to  say  what  the 
lines  marked  11  mean,  other  than  wires  leading  to  the  magazine,  which 
are  twisted  so  as  to  be  at  the  left  arranged  in  a  vertical  series  and  at 
the  right  in  a  horizontal  series,  and  with  Mergenthaler  machines  in 
mind  that  the  composed  line  was  contemplated  to  be  elevated  and  then 
pushed  to  one  side,  so  that  the  hooks  of  the  matrix-bars  would  engage 
one  or  the  other  of  the  six  wires  which  lead  to  the  different  compart- 
ments of  the  magazine.  It  is  true  that  the  composed  line,  while  the 
casting  is  being  done,  would  have  its  hooks  in  varying  positions,  not 
determined  merely  by  the  varying  lengths  of  the  hooks,  but  that  such 
positions  would  be  determined  also  by  the  point  at  which  the  matrices 
had  been  stopped  in  their  descent  from  the  magazine.  Upon  being 
released,  however,  from  compression  they  would  drop  to  a  uniform 
level  at  the  heel  and  leave  the  hooks  at  heights  varying  only  with  their 
lengths. 

The  December,  1891,  drawing  shows  nothing  not  in  the  May,  1890, 

drawings  except  the  matrix  bar,  and  that  was  in  existence  in  metal,  as 
already  stated,  earlier  than  auy  of  the  drawings. 

There  is  no  question  raised  as  to  the  integrity  of  the  drawings  or 
their  origin  at  the  time  claimed  by  Scudder. 

When  Scudder  constructed  his  second  machine,  an  ingenious  and 
very  serviceable  distributing  device  was  made,  which  varied  in  details 
from  the  one  shown  in  its  main  features  upon  Sheet  2  of  his  1890  draw- 
ings and  in  Exhibit  First  Distributer;  but  the  issues  do  not  call  for 
any  particular  distributer,  this  rather  than  that.  Either  will  do;  only 
if  the  first  be  selected  an  elevating  device  with  Sk  sidewise  pusher,  such 
diS  was  already  in  use  on  the  Mergenthaler  machine,  is  required,  with 
such  variation  as  is  implied  in  hooked  matrices  in  place  of  notched. 

I  am  not  able  to  assent  to  the  suggestion  that  the  idea  of  a  matrix- 
^sr  having  a  less  number  than  the  entire  assortment  of  the  characters 
^pon  it  was  not  original  with  Scudder.    Giving  full  eflfect  to  his  testi- 
Baony  at  question  2,  page  2,  that  L.  B.  Benton  came  into  the  Mergen- 
thaler shop  in  1889,  explained  to  him  the  advantages  of  a  new  kind  of 
^ype,  the  principle  of  which  was  the  placing  of  diflferent  faces  upon  one 
®'2e  of  body,  and  that  Benton  told  Scuddt*r  that  this  would  be  a  great 
^Vantage  in  the  linotype  business  for  the  reason  that  it  would  be 
^^essary  to  carry  but  a  few  sizes  of  material  in  stock  and  they  would 
^^ke  the  entire  font  of  matrices,  Benton's  patent,  No.  290,201,  of 
^^cember  18, 1883,  concerns  the  font  of  types,  the  bodies  of  the  char- 
^ters  of  which  toe  runningwise  all  multiples  of  a  unit,  the  spaces  of 
^^ch  are  similarly  equal  to  the  unit  or  multiples  thereof.    Whatever 
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advantage  there  is  in  constructing  fonts  of  type  oat  of  foar  sizes  of 
material  in  stock  is  readily  secnred  for  tlie  then  existing  linotype- 
machines  for  constrncting  matrices  out  of  the  same  small  nnmber  of 
sizes  of  material  in  stock,  and  perhaps  to  make  so  obviously  a  transpo- 
sition of  ideas  would  not  amount  to  invention;  but  this  was  merely  the 
germ  of  Scudder's  improvement,  which  involved  the  reconstruction  of 
a  Mergenthaler  machine  so  as  to  assemble  matrix-bars  with  several 
characters,  but  less  than  the  whole  number,  upon  each  bar.    This  was 
an  important  undertaking,  and  when  accomplished  there  was  embodied 
in  the  machines  represented  in  these  issues  a  most  valuable  improve- 
ment.   The  parties  to  this  interference  have  independently  accom- 
X)lished  it,  and  although  the  germ  of  an  important  element  was  Beuton-s 
there  is  nothing  in  the  record  to  detract  from  the  inventive  merit  of 
Scudder  and  Mergenthaler  in  developing  it  into  the  perfect  whole 
which  is  now  under  consideration.    How  this  was  done  was  well  pot 
by  Scudder  himself: 

In  fact,  every  movement  in  the  machine  had  to  be  designed  especially  for  it,  and 
no  ope  of  the  then  known  means  of  assembling  and  distributing  matrices  or  matrix- 
bars  was  applicable  to  my  invention.  A  new  system  of  storing  the  bars,  releasing 
them,  adjusting  them  endwise,  and  assembling  them  beside  each  other,  handling  the 
composed  lines,  preparing  them  for  distribution,  and  distributing  them,  had  to  be 
made*  as  the  fact  that  the  matrix-bar  was  independent  and  had  several  characters 
upon  it  required  new  mechanism  to  handle  it. 

It  was  remarked  in  Webster  Loom  Company  v.  Higgins  (C.  D.,  1882, 
286;  21  O.  G.,  2031;  105  U.  S.,  580-594)  that  an  invention  relating 
to  machinery  may  be  exhibited  either  in  a  drawing  or  in  a  model,  so 
as  to  lay  the  foundation  to  a  claim  to  priority  if  it  be  sufficiently 
plain  to  enable  those  skilled  in  the  art  to  understand  it;  but  the  drawing 
of  which  this  was  said  was  not  attempted  to  be  interpreted  as  counsel  for 
Mergenthaler  claim  that  Scudder's  drawings  should  be  interpreted—in 
and  by  itself,  without  verbal  explanation  of  the  draftsman;  but  it  was 
exhibited  by  the  inventor  in  that  case  and  explained  by  him  to  Davis^ 
and  in  the  record  of  the  case  it  was  explained  by  the  inventor  to  the 
court.  Moreover,  the  improvement  in  that  case  was,  like  this,  not  in 
all  respects  an  original  machine,  but  an  improvement  upon  an  existing 
and  well  known  machine.  The  drawing  then  that  was  exhibited  to  the 
court  and  the  patent  drawing  also  showed  and  described  ODly  the 
improvement  and  not  the  machine  of  which  it  was  an  attachmeDt  ora 
part.  Nevertheless,  the  patent  was  strenuously  attacked  very  machas 
these  drawings  are  attacked,  for  want  of  sufficient  descriptioo,  and 
upon  this  point  the  court  say: 

The  loom  itself  was  old.  Every  part  of  it  was  familiar  to  every  loom  manufacture' 
aod  to  every  weaver.  Its  lathe,  its  treadles,  its  breast-beam,  its  shuttle-boxes,  ft"^ 
shuttle-slide  were  as  well  known  to  all  those  concerned  in  the  weaving  of  pile  fabno0 
as  the  plow  or  the  cultivator  is  to  the  farmer.  The  wire  motion  had  also  become  weU 
known.  Its  mode  attachment  to  the  loom ;  the  means  of  giving  motion  to  its  different 
parts;  the  parts  themselves;  the  vibrating  wire-support,  whether  a  fork  or  a  troagby 
and  whether  pivoted  to  the  breast-beam  or  to  a  post  or  to  the  frame  or  floor;  the 
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reciprocating  driying-slide ;  the  dog's  head  for  holding,  and  the  pusher  for  driving, 
the  wires ;  the  wire-box  that  kept  the  wires  in  place ;  the  rigid  lathe ;  the  lathe  whose 
enter  end  wae  detached;  and  the  lathe  with  a  detached  shuttle-box — all  these  things 
were  ae  well  known  as  the  alphabet  to  all  those  skilled  in  the  art  of  pile-weaving,  as 
it  then  stood.     With  this  mass  of  previons  knowledge  and  nomenclatnre  in  their 
minds,  (as  we  must  suppose  it  to  have  been,)  the  language,  the  explanations,  the 
drawings,  and  the  claims  of  Webster's  patent  must  have  been  perfectly  intelligible 
to  them.     When  an  astronomer  reports  that  a  comet  is  to  be  seen  with  the  telescope 
in  the  constellation  of  Auriga,  in  so  many  degrees  of  declination,  and  so  many  hours 
and  minutes  of  right  ascension,  it  is  all  Greek  to  the  unskilled  in  science;  but  other 
astronomers  will  instantly  direct  their  telescopes  to  the  very  point  in  the  heavens 
where  the  stranger  has  made  his  entrance  into  our  system.    They  understand  the 
language  of  their  brother  scientist.    If  a  mechanical  engineer  invents  an  improve- 
ment on  any  of  the  appendages  of  a  steam  engine,  such  as  the  valve-gear,  the  con- 
denser, the  steam-chest,  the  walking  beam,  the  parallel  motion,  or  what  not,  he  is 
not  obliged,  in  order  to  make  himself  understood,  to  describe  the  engine,  nor  the  par- 
ticular appendage  to  which  the  improvement  refers,  nor  its  mode  of  connection  with 
the  principal  machine.    These  are  already  familiar  to  others  skilled  in  that  kind  of 
machinery.    He  may  begin  at  the  point  where  his  invention  begins,  and  describe 
what  he  has  made  that  is  new,  and  what  it  replaces  of  the  old.    That  which  is  com- 
mon and  well  known  is  as  if  it  were  written  out  in  the  patent  and  delineated  in  the 
drawings. 

Without  entering  into  the  same  detail  in  regard  to  other  elements, 
my  conclasiou  is  that  the  drawings  relate  to  a  line-casting  machine; 
that  Scadder,  who  made  the  drawings,  was  familiar  with  line-casting 
machines,  and  when  he  made  the  drawings  had  the  new  thought  of  a 
matrix-bar  with  several  characters  upon  it  and  with  hooks  of  varying 
lengths;  that  there  is  material  in  these  drawings  and  the  oral  testimony 
together  to  show  with  reasonable  clearness  thatScudder  had  a  concep- 
tion of  the  particular  arrangement  of  parts  necessary  for  storing  the 
bars,  for  releasing  them,  for  stopping  them  at  different  levels,  and  for 
distributing  them  again  to  the  magazine,  in  cooperation  with  the  known 
means  for  elevating  the  line  after  the  casting  and  preparatory  to  dis- 
tribution, for  I  find  in  the  then  existing  Mergenthaler  machines  perfect 
means  for  assembling  individual  matrices,  for  handling  the  composed 
lines,  and  for  elevating  them  for  distribution. 

Upon  these  considerations  I  am  unable  to  agree  with  the  decision  of 
tbe  Examinera-in-Chief  in  their  finding  that  Scudder  had  no  adequate 
conception  of  this  invention  at  the  time  of  his  May,  1890,  drawings; 
but,  on  the  contrary,  I  am  constrained  to  hold  that  he  had  an  adequate 
inental  image  before  his  mind  at  that  time  of  a  line-casting  machine 
^hich  should  be  able  to  handle  a  series  of  matrices  having  several 
different  characters  on  each  and  independently  usable,  and  of  mechanism 
fof  selecting  and  conducting  the  matrices  to  a  place  of  assembling 
^r  alinement,  and  of  a  distributing  mechanism  which  would  return 
^be  matrices  to  the  magazine  in  a  x)ath  different  from  that  pursued 
^n  the  course  of  composition,  of  a  composing  mechanism  to  assemble 
^be  matrices  with  their  selected  characters  in  line,  and  of  a  series  ot 
^ops  corresponding  to  the  characters  of  the  matrices  operated  by  the 
^nger-keys. 
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The  8ec50ud  questiou  in  this  case  is  whether  Scudder  was  asing  reason- 
able dili^Dce  ill  adapting  and  perfecting  his  invention.     Having  a 
mature  conception  of  a  line-casting  machine  handling  matrix-bars  with 
several  characters  upon  each  and  of  the  specific  means  for  efifecting  all 
the  correlated  movements  just  recited,  which  he  devised,  Scudder  pro- 
posed to  himself  the  test  of  constructing  a  working  machine.    Eighteen 
months  after  the  intellectual  side  of  his  invention  was  completed  be 
engaged  McNamara,  an  instructor  of  Cornell  University,  familiar  with 
designs  and  motions  incident  to  work  of  this  kind,  to  develop  his  ideas 
of  this  machine.    From  this  time  onward  to  the  construction  of  his  first 
imperfect  machine,  completed  in  June,  1892,  comprehending  the  changes 
which  he  worked  out  in  the  style  of  the  magazine,  the  "details  of  vary- 
ing the  stopping  system  from  bale  rods  to  bars,  and  the  change  in  the 
bars  from  an  upright  to  the  horizontal  position,  and,  more  important 
still,  the  change  in  the  distributer  from  fixed  wires  leading  to  the  com- 
partments to  moving  wires  made  fast  to  the  free  ends  of  levers,  and 
onward  still  farther  to  the  construction  of  a  perfect  machine,  completed 
by  October,  1892,  there  is  no  question  as  to  the  diligence  of  Scudder. 
But  it  is  claimed  that  the  interval  from  May,  1890,  to  December,  1891, 
was  a  period  of  fatal  inactivity.    He  was  at  that  time  superintendent 
of  the  Mergenthaler  Printing  Company  and  received  a  salary  of  one 
hundred  and  fifty  to  two  hundred  dollars  a  month.    He  was  dependeot 
upon  this  salary  for  the  support  of  himself  and  wife;  he  was  involved  in 
a  foundry  enterprise  which  absorbed  all  his  accumulations;  he  was 
throughout  this  time  driven  in  an  unusual  degree  with  the  work  of 
reconstructing  the  Mergenthaler  machine  for  that  company  on  a  new 
model,  the  shops  being  run  night  and  day;  he  was  compelled  to  enlist 
outside  capital  in  order  to  make  his  test;  his  first  machine  cost  $6,000 
and  his  second  $5,000.    Not  only  was  he  confronted  with  this  expendi- 
ture, but  with  the  question  whether  his  machine  when  perfected  wasan 
improvement  upon  the  existing  Mergenthaler  machine  and  not  capable 
of  separate  and  independent  manufacture,  except  by  license  under  the 
Mergenthaler  patents,  and  the  reasonably  prudent  man,  counting  the 
cost  before  embarking  in  so  extensive  a  test  of  his  invention,  is  entitled 
to  some  indulgence  while  he  is  enlisting  the  capital  o{  others,  while 
maturing  his  own  plans,  and,  in  the  case  of  so  complicated  a  macbiiief 
while  dwelling  upon  the  details  of  construction.    A  rule  for  such  cases 
is  to  be  found  in  Eubel  v.  JDicJc^  (C.  D.,  1886,  362;  36  O.  G.,  939;  28  Fed. 
Eep.,  132-140:) 

In  the  case  under  consideration  the  utmost  time  daring  which  the  inventor  may  ^ 
chargeable  with  laches  was  nineteen  months — the  interval  between  the  completion 
of  his  working  drawings  and  his  application  for  a  patent.  Ten  months  elapsed  aft«^ 
the  completion  of  the  machine.  When  an  inventor  of  a  machine  of  the  important 
character  of  either  Tucker^s  or  Taylor^s,  who  has  been  diligent  in  perfecting  and 
reducing  his  invention  to  practice,  and  in  attempts  to  bring  his  machine  to  the 
knowledge  of  the  public,  has  merely  paused,  before  applying  for  his  patent,  for  » 
period  of  nineteen  months  after  he  completed  his  working  drawings,  and  ten  months 
after  he  completed  his  machine,  I  cannot  say  that  there  were  such  laches  as  should 
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depriye  him  of  the  reward  which  ordinarily  attends  priority  of  invention.  Our 
inventors  are  more  apt,  I  snppoBc,  to  go  into  the  Patent  Office  with  incomplete  inven- 
tioDS  than  to  wait  too  long  after  experiment  has  achieved  perfection.  A  decision 
which  should  compel  haste  in  applying  for  patents  before  aotnal  practice  had  tested 
the  truth  of  the  inventor's  theory,  and  had  overcome  difficulties  in  the  operation  of 
the  mechanism,  would,  I  think,  be  productive  of  more  injury  than  adecision  which, 
while  compelling  diligence  in  perfecting  the  invention,  was  indulgent  of  some  delay 
in  seeking  the  Patent  Office. 

If  it  be  said  of  Scadderthathe  might  have  filed  an  application  in  the 
Patent  Office  covering  his  invention  before  making  his  test,  the  answer 
is  that  it  is  not  required  that  he  should  do  so;  but,  on  the  other  hand, 
it  is  permissible,  if  it  be  not  required,  by  plain  implication  from  the 
language  of  section  492  •  of  the  Revised  Statutes  that  he  should  occupy 
himself  first  in  adapting  and  perfecting  his  invention.  It  is  not  to  be 
forgotten  that  Mergenthaler  took  the  opposite  course.  He  filed  an  appli- 
cation within  two  months  after  his  earliest  conception,  as  set  forth  in 
his  preliminary  statement,  but  made  no  model  and  made  no  machine. 
Nor  is  the  case  analogous  to  that  set  forth  in  Daily  v.  Jones  (C.  D.,  1894, 
71;  67  O.  G.,  1719,)  in  which  both  parties  constructed  the  machines; 
bat  after  Daily's  castings  were  made  he  transferred  them  to  a  machine- 
shop  with  instructions  such  that  total  inactivity  for  a  year  ensued,  dur- 
ing which  Jones  entered  the  field,  invented  and  constructed  a  machine, 
and  put  it  into  successful  operation.  Ko  question  of  large  outlays  or 
of  complicated  mechanism  arose  in  that  case,  and  it  is  thought  that  the 
circumstances  show  little  in  parallel  with  the  facts  in  this. 

With  no  tolerance  for  delays  in  perfecting  inventions  I  am  constrained 
to  differ  with  the  opinion  of  the  Examiners-in-Chief  upon  this  second 
qnestion  also,  and  I  find  not  only  that  Scudder  conceived  the  invention 
as  an  organized  product  of  the  intellect  as  early  as  May,  1890,  but  that 
he  proceeded  thence,  under  all  the  circumstances  of  the  case,  with 
reasonable  diligence  to  the  construction  of  his  complicated,  costly,  but 
entirely  successful  second  machine  in  October,  1892,  and  therefore  pri- 
ority of  invention  is  awarded  to  Scudder  and  the  decision  of  the  Exam- 
inersin-Chief  reversed. 


Ex  PARTE  FlOMEEFELT. 

Decided  May  S,  1896. 

76  O.  G.,  2007. 

^^TENTABiLiTY— Extensive  Sales. 

Where  the  patentability  of  a  devico  is  not  clear,  extensive  sales  may  resolve 
the  doabt  of  patentability  in  favor  of  an  applicant.  This,  however,  is  an 
unsafe  criterion  and  must  be  cautiously  applied. 

AppEAJL  from  the  Exarainers-in-Chief. 

BUTTON  OR  STUD. 

Application  tiled  September  17,  1894,  No.  523,248. 

iff.  E.  H.  Brown  and  Messrs.  Foster  &  Freeman  for  the  applicant. 
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Seymour,  CommiHsioner : 

This  is  an  appeal  from  the  decision  of  the  Exarainers-in-Chief  affirm- 
ing the  rejection  by  the  Primary  Examiner  of  the  following  claims: 

1.  A  button  or  stud  having  a  straight,  or  approximately  straight,  shank^  with 
heads,  secured  to  its  ends  in  such  positions  as  to  be  relatively  at  a  nlight  angle  to 
each  other,  substantially  as  specified. 

2.  A  button  or  stud  having  a  straight,  or  approximately  straight,  shank,  with 
heads  secured  to  its  ends  in  such  positions  as  to  be  relatively  at  a  slight  augle'to 
each  other,  one  of  said  heads  being  hinged  in  place,  substantially  as  specified. 

The  references  are  patents  to  Flomerfelt,  dated  April  ii4,  1891,  No. 
518,595;  Flomerfelt,  dated  November  4,  1884,  No.  307,712;  British 
patent,  No.  12,504  of  1891,  to  Jones. 

The  appellant's  patent,  No.  307,712,  shows  each  and  every  feature 
covered  by  claim  1  of  the  application  under  consideration.  Tbe 
straight  shank  is  found  in  the  part  lettered  C,  and  the  heads  B  B', 
secured  to  the  ends  of  this,  are  relatively  at  a  slight  angle  to  each 
other.  This  reference  shows  an  additional  feature — a  shoe  A  coa- 
nected  to  the  other  parts  of  the  button  by  bars  a  a'.  But  as  regards 
this  the  specification,  on  lines  81-85,  states : 

It  may  be  found  desirable  to  omit  the  shoe  A  for  some  purposes,  and  leave  tbe 
heads  B  B'  permanently  and  rigidly  secured  to  an  intermediate  shank.  Such  modi- 
fied structure  can  be  used  as  a  link-stud. 

This  modified  structure  is  exactly  what  is  covered  by  appealed 
claim  1. 

Furthermore,  the  application  on  which  this  patent  was  issued  con- 
tained the  following  claim,  which  was  rejected  and  canceled  in  view  of 
certain  references  : 

4.  A  button  consisting  of  the  heads  B  B'  arranged  side  by  side,  and  a  shank  per- 
manently and  rigidly  secured  to  them,  substantially  a«  HpeciHe<l. 

This  claim  is  for  substantially  the  same  thing  fis  appealed  claim  li 
and  having  canceled  it  upon  rejection,  and  having  suflered  ten  years 
to  elapse  before  attempting  to  revive  it,  it  must  be  held  that  the  api)^! 
lant  abandoned  the  device  covered  thereby  and  that  he  is  now  estopped 
from  setting  up  a  claim  to  such  device.  {In  re  Forg,  C.  D.,  1894,  l^'i 
66  O.  G.,  515,  and  Morgan  Envelope  Co,  v.  Albany  Per/orated  Paper  C'o., 
C.  D.,  1894,  238;  67  O.  G.,  271;  152  U.  S.,  425.)  Claim  1  is  also  fuHy 
anticipated  by  the  British  patent  cited  as  a  reference. 

Claim  2  adds  to  claim  1  the  feature  of  "one  of  said  heads  being 
hinged  in  place."  This  feature  is  clearly  disclosed  by  the  references* 
The  specification  of  Patent  No.  307,712,  on  lines  85-88,- states: 

When  the  three  heads  are  used,  any  or  all  may  be  hinged  to  the  shank  or  detacli** 
bly  connected  to  the  shank. 

Patent  No.  518,595  also  shows  one  of  the  heads  hinged  to  thelin^ 
or  bar. 

In  view  of  those  disclosures  it  is  not  invention  to  hinge  one  of  tbe 
heads  of  the  button  on  the  straight  link  shown  by  the  British  patent 
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mid  it  be  invention,  in  view  of  the  British  patent,  to  change  the 
r  bar  a  of  Patent  Ko.  518,595  to  a  straight  bar  or  link, 
affidavits  filed  at  the  hearing  from  different  mannfactnrers  giving 
•pinions  and  experiences  in  regard  to  the  novelty  of  the  inven- 
id  its  utility,  as  well  as  its  extensive  adoption  by  the  trade,  have 
irefully  considered.  It  is  true  that  where  the  i)atentabiiity  of  a 
is  not  clear  extensive  sales  may  resolve  the  doubt  of  patenta- 
in  favor  of  an  applicant.  (TopUffy.  Topliff,  C.  D.,  1892,  402; 
Qr.j  1257.)  This,  however,  is  an  unsafe  criterion  and  must  be 
isly  applied.  (McClain  v.  Ortmayer,  C.  D.,  1891,  532;  57  O.  G., 
141  U.  S.,  419;  Ypsilanti  Dress  Stay  Co.  v.  Van  Valkenhurg  et  al., 
-;  76  O.  G.,  333;  72  Fed.  Rep.,  277.) 
decision    of  the    Examiners-in-Chief  refusing  the  claims  is 


Cook  v.  Stovee. 

Decided  August  2Sy  1896, 

76  O.  G.,  2007. 

-Construction  ov  Rule  107— Disclaimer. 

ale  107  should  be  considered  as  a  whole.    Applying  the  provisions  of  the  first 
t  of  the  rale  to  the  second  part,  a  copy  of  the  disclaimer  reqaired  by  the  sec- 
part  mast  be  made  a  part  of  the  specification. 

EAL  on  motion. 

SIPBON  WATEB-CL08KT. 

lication  of  Charles  H.  Cook  filed  February  11, 1893,  No.  461,895. 
nation  of  Edward  C,  Stover  filed  October  21, 1891,  No.  409,372. 

Harold  Binney  for  Cook  and  Stover. 

B,  Acting  Commissioner: 

\  interference  comes  before  me  upon  the  question  of  the  proper 
notion  of  Eule  107,  especially  the  second  part.  The  first  part  of 
le  provides  that  a  party  to  an  interference  may — 

Q  under  his  own  signature,  attested  by  two  witnesses,  the  invention  of  the 
lar  matter  in  issae. 

Iso  provides  that — 

of  the  disclaimer  shall  be  embodied  in  and  form  part  of  his  specification. 

^er's  disclaimer,  which  the  Examiner  has  refused  to  receive,  con- 
;he  statement:  "I  disclaim  the  issue  of  this  interference."  Obvi- 
if  this  were  a  disclaimer  under  the  first  part  of  Eule  107  it  would 
)  in  proper  form,  because  a  copy  of  it  could  not  properly  form  a 
f  the  specification.  Under  this  part  of  the  rule  the  disclaimer 
%bly  should  be  in  the  exact  words  of  the  issue,  and  if  not  it  must 
ily  be  in  terms  equivalent  to  the  terms  of  the  issue. 
Examiner  takes  the  position  that  the  provisions  of  the  first  part 
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of  the  rule  should  be  applied  in  the  second  part — in  other  words,  that 
a  copy  of  the  disclaimer  must  be  embodied  iu  the  specification.    He 
bases  his  holding  upon  the  phrase  "  as  hereinbefore  jirovided.''    The 
position  of  both  contestants,  for  they  are  represented  by  the  same 
attorney  and  substantially  agree,  is  that  there  is  nothing  in  the  last 
part  of  the  rule  requiring  a  copy  of  the  disclaimer  to  be  made  a  part  of 
the  specification.    It  seems  to  me  that  the  rule  should  be  considered 
as  a  whole,  and  that  therefore  the  position  of  the  Examiner  is  correct. 
One  reason  for  requiring  a  disclaimer  to  be  inserted  in  the  specification 
is  that  due  notice  may  be  given  to  the  public  that  the  applicant  has 
been  involved  in  an  interference  and  distinctly  disclaims  something  in 
view  of  that  interference.    The  reason  for  requiring  such  a  notice  seems 
to  me  to  be  as  strong  in  the  one  case  as  in  the  other. 
The  decision  of  the  Primary  Examiner  is  affirmed. 


CusHMAN  V.  Lines. 

Decided  August  10 ^  1896,    • 

77  O.  G..  153. 

Interference — Design — Oil-Can — Identity. 

The  design  of  Fig.  2  differs  from  the  design  of  Fig.  3  as  clearly  as  either  differ^ 
from  the  design  of  Fig.  1.    Priority  is  accordingly  awarded  to  Lines. 

Appeal  from  the  Examiners- in-Ghief. 

DESIGN  FOB  AN  OIL-OAN. 

Application  No.  602,446  of  J.  W.  Cushman  filed  March  5,  18»4. 
Design  Patent  No.  23,042  granted  John  Lines  Februaiy  6, 1894. 

Messrs.  Baldwin^  Davidson  <fc  Wight  for  Gushman. 
Messrs.  Earle  &  ISeymour  for  Lines. 

Seymour,  Commissioner: 

Prior  to  the  invention  of  either  of  the  parties  to  this  interference  a 
favorite  style  of  oil-can  was  the  one  shown  in  Cushman's  Exhibit  Sep- 
tember 11,  1893,  (sample,)  of  which  the  following  is  an  illnstration: 


Afterward  Cashman  designed  an  oil-can  like  this: 


Gushman  attempted  to  have  oil-cans  of  the  last-mentioned  kind 
made  in  quantities,  and  entered  into  correspondence  with  the  Scovill 
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ManafactmiD^  Company,  of  which  Lines  was  the  foreman,  for  that  pur- 
pose.   Lines  thereupon  originated  an  oil-can  like  this: 


On  December  21, 1893,  Lines  applied  for  a  patent  ui)on  this  design, 
which  was  issued  to  him  on  February  G,  1894.  Seeing  this  patent, 
Gashman  applied  for  a  patent  upon  his  oilcan,  Figure  2,  above,  and  in 
his  patent  drawings  he  illustrates  his  design  by  Figs.  2  and  3,  as  though 
Fig. 3  were  a  modification  of  Fig.  2.  The  proofs  show  Lines  was  prior 
to  Gushman  in  originating  the  design  of  Fig.  3,  unless  Gushman's 
design  shown  in  Fig.  2  is  substantially  the  same  as  Fig.  3. 

The  question  is  a  clear  and  simple  one  and  does  not  require  the  criti- 
cal analysis  of  the  record.  There  is  practically  no  dispute  about  the 
&ct8,  and  the  plain  question  is  whether  Figs.  2  and  3  are  the  same 
design,  so  that  when  Gushman  originated  Fig.  2  he  also  originated 
Fig.  3.  I  think  not,  and  that  the  design  of  Fig.  2  differs  from  the 
design  of  Fig.  3  as  clearly  and  in  as  substantial  matters  as  either 
differs  from  the  patented  design  of  another  illustrated  in  Fig.  1. 

Itis  considered,  therefore,  that  priority  of  invention  should  be  awarded 
to  Lines,  and  the  decision  of  the  Examiners  in-Ghief  must  be  reversed. 


ElOHAKDSON  V.  LEIDGBN. 

Decided  June  15, 1895. 

77  O.  G.,  153. 

1.  Dmsioi*— Cancellation  of  Claims— Second  Application— Abandonment. 
When  apon  a  raqnirement  of  division  claims  for  a  process  were  canceled  and 
an  application  was  limited  to  the  claims  for  an  article  and  a  second  application 
for  the  process  was  filed  while  the  first  application  was  pending,  bnt  not  within 
two  years  from  the  cancellation  of  the  process  claims  from  the  first  application, 
Held  that  the  process  claims  were  not  abandoned  and  that  the  second  application 
was  a  division  of  the  first. 

2-  Interference— Burden  of  Proof— First  to  Mare  Claim— Rule  116. 

The  first  to  make  a  claim  in  substance  and  efifect  covering  the  invention  is  the 
senior  party.    {EdUon  v.  Bally  C.  D.,  1896,  811;  71  O.  G.,  1313.) 

Appeal  on  motion. 

PB0C188  OF  MAKINO  LOCK-NUTS. 

Patent  granted  Julias  C.  Richardson  July  15,  1890,  No.  432,081. 
-^^pplication  of  Nicolaus  Leidgen  filed  July  11,  1892,  No.  439,667. 

Ur,  J.  8.  Barker  for  Richardson. 

Messrs.  Winklerj  Flanders,  Smith,  Bottum  (£•  Vilas  and  Mr.  W.  G. 
Henderson  for  Leidgen. 
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Seymour,  Commissioner: 

This  is  an  appeal  by  Richardson  from  the  decision  of  the  Primary 
Examiner  refusing  his  motion  to  shift  the  burden  of  proof  from  Bichard- 
sou  to  Leidgen. 

On  April  2, 1888,  Leidgen  filed  an  application,  Serial  No.  269,305,  con- 
taining claims  for  a  nut-lock  and  for  a  process  of  making  the  same. 
Upon  the  requirement  of  division.  May  li*,  1888,  Leidgen  canceled  the 
claims  for  the  process  and  limited  the  case  to  the  article.  This  appli- 
cation became  Patent  No.  529,034  on  November  13, 1894. 

On  August  9, 1889,  Richardson  filed  an  ai)plication  for  a  method  of 
making  nut-locks,  which  application  became  a  patent  July  15, 1890. 

Within  four  days  of  two  years  after  the  granting  of  Kichardson's 
patent  Leidgen  filed  an  application,  Serial  No.  439,667,  for  the  process 
of  making  nut-locks,  which  application  is  alleged  to  be  a  division  of  the 
application  filed  by  him  on  April  2, 1888.  The  second  application  of 
Leidgen  and  the  patent  to  Bichardson  were  put  in  interference  August 
8, 1894. 

In  declaring  the  interference  the  Examiner  gave  Leidgen  the  benefit 
of  his  original  application  and  made  him  the  senior  party.  Richardson 
contends  that  Leidgeu's  first  application,  so  far  as  it  relates  to  the  proc- 
ess of  making  lock-nuts,  became  an  abandoned  application,  as  the  claims- 
for  the  process  were  not  prosecuted  within  the  two  years  from  the  can- 
cellation of  said  claims  and  the  requirement  of  division  by  the  Office  in 
May,  1888,  and,  being  abandoned,  the  second  application,  filed  July  11, 
1892,  could  not  be  a  division  thereof  and  derive  any  aid  as  to  the  date 
of  filing  from  such  original  application. 

It  is  thought  that  this  contention  is  not  sound  and  that  the  second 
application  is  a  division  of  the  first.  The  second  application  of  Leidgen 
was  filed  while  the  first  application  was  pending,  and  under  the  prac- 
tice of  the  Office  the  claims  for  the  process  in  the  second  case  could  have 
been  embodied  in  the  first  case,  or  if  the  applicant's  second  case  had  not 
been  filed  he  could  have  by  amendment  reinserted  the  claims  for  the 
process.  As  he  presented  claims  for  the  process  while  the  original  case 
was  pending,  it  cannot  be  held  that  he  abandoned  such  claims. 

Eichardson  farther  contends  that  whether  or  not  the  second  applic3>* 
tion  of  Leidgen  be  considered  as  a  division  of  the  first  the  burden  ^^^ 
proof  should  be  shifted,  as  Leidgen  did  not  claim  in  his  first  application 
the  invention  in  controversy  in  this  interference. 

The  claim  of  Leidgen  involved  in  this  interference  reads  as  follow^' 

1.  The  method  or  process  of  making  lock-nuts,  which  consists  of  folding  the  blax^^^ 
upon  itself  into  two  sections  or  layers  which  are  joined  at  one  edge,  of  perforatlK:'^ 
and  threading  the  blank  thus  formed  through  both  sections  or  layers  and  of  th^'^ 
separating  the  sections  or  layers,  substantially  as  and  for  the  purposes  set  forth. 

The  process  claims  in  Leidgen's  first  application  were  limited  to  tb^ 
additional  step  of  hardening  or  tempering  the  nuts  after  the  section^ 
are  separated.    Such  a  process  is  made  the 'subject  of  the  fourth  claim 
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of  Leidgen's  second  application.  Leidgen's  claim  1,  above  quoted,  is 
substantially  the  same  as  claim  1  of  Bichardson's  patent  and  is  broader 
than  any  claim  in  Leidgen's  original  application,  and  it  was  not  made 
by  Leidgen  until  the  filing  of  his  second  application,  which  was  aboat 
two  years  after  the  issue  of  Bichardson's  patent. 
Bale  116  provides : 

116.  In  original  proceedings  in  oases  of  interference  the  several  parties  will  be  pre- 
sumed to  have  made  the  invention  in  the  chronological  order  in  which  they  blaimed 
the  same  in  their  completed  applications  for  patents  clearly  illustrating  and  describ- 
ing the  invention ;  and  the  burden  of  proof  will  rest  upon  the  party  who  shaU  seek 
to  establish  a  different  state  of  facts. 

The  first  to  make  a  claim  in  substance  and  effect  covering  the  inven- 
tion is  the  senior  party.  (Edison  v.  Ball,  CD.,  1895,  811;  71  O.  G., 
1313.) 

Bichardson  being  the  first  party  to  make  the  claim  in  controversy, 
it  must  be  held  that  he  is  the  senior  party,  and  the  burden  of  proof  i» 
upon  Leidgen  to  show  that  Bichardson  is  not  the  first  inventor  of  the 
matter  in  issue. 

The  decision  of  the  Primary  Examiner  is  reversed. 


Morgan  r.  Hanson. 

Decided  June  13,  1896. 

77  0.G.,  154. 

Intrrferknce — Motion  to  Dissolve— Irregularity — Breadth  of  Issue. 

It  is  a  cardinal  principle  that  in  declaring  an  interference  the  ispuemnst  be  as 
broad  as  the  broadest  claim  included  thereunder. 

Appeal  on  motion. 

REVOLYINO  CHAIB.  • 

• 

Application  of  Frederick  L.  Morgan  filed  September  25,  1895,  No. 
563,572.  Application  of  Miles  A.  Hanson  filed  July  15,  1895,  No. 
555,945. 

Mr.  John  E.  Wiles  for  Morgan. 
Messrs.  Benedict  cfe  Morsell  for  Hanson. 

^ISHEK,  Acting  Commissioner: 

This  case  comes  before  me  on  appeal  from  the  Examiner's  refusal  to 

Ui:«golve  upon  the  ground  that  no  interference  in  fact  exists  as  to  claim  6 

^f  Hanson's  application  and  upon  the  ground  of  irregularity  for  the 

^^ason  that  the  issue  is  not  as  broad  as  said  claim  6,  which  is  stated  to 

^  included  under  the  issue. 

The  determination  of  the  first  ground  rests  upon  the  question  as  to 
whether  the  "  rigid  pins  or  projectij)ns''  in  the  issue  means  the  same  as 
Hanson's  <^ adjustable  arm"  and  whether,  also,  the  << means  for  holding 
H.  Doe.  354 5 
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the  arm"  of  Hanson  has  the  same  meaning  as  the  ^Uateral  notches" 
of  the  issue. 
The  Examiner  says  that — 

there  is  no  elemoDt  in  Hanson's  sixth  claim  that  does  not  find  an  equivalent  in  the 
issne.  The  straotares  are  so  nearly  identical  that  it  is  difficnlt  to  conceive  how  it 
conld  be  otherwise. 

This  conclusion  is  believed  to  be  correct.  The  structure  is  the  same 
in  each  case,  and  the  claim  and  issue  are  simply  different  statements 
of  the  elements  of  that  structure.  The  use  of  general  or  specific  terms 
to  describe  the  features  of  such  structure  does  not  affect  the  existence 
of  a  condition  of  interference. 

The  second  ground  is  based  upon  good  reason.  The  sixth  claim  of 
Hanson  is  broader  in  certain  respects  than  the  issue.  ''  Means  for  hold- 
ing the  arm''  is  a  more  general  expression  than  **  lateral  notches."  It 
is  a  cardinal  principle  that  in  declaring  an  interference  the  issue  mast 
be  as  broad  as  the  broadest  claim  included  thereunder;  otherwise,  as 
Hanson  alleges  is  the  fact  in  this  case,  a  party  may  be  the  inventor  of 
the  broad  claim  and  not  the  inventor  of  the  more  specific  issue. 

For  this  reason  the  interference  is  dissolved  and  should  be  redeclared, 
so  as  to  have  an  issue  as  broad  in  all  respects  as  any  claim  iucladed 
thereunder. 


Ex  PARTE  Bryant. 

Decided  May  £4,  1895. 

76  O.  G.,  451. 

Reissue  to  Broaden  Claims — ^Acquiescing  in  Rejection  op  Original  Claims. 
Where  an  applicant  acquiesced  in  the  limited  oonstrnction  pat  on  his  inven- 
tion,  and  at  no  time  durinc;  the  prosecution  of  his  original  application  snggested 
or*  intimated  that  the  invention  resided  in  the  broad  derice  now  songht  to  be 
claimed  in  the  reissue  application.  Held  that  the  failnre  to  make  the  claim  io  the 
original  patent  did  not  arise  through  inadvertence^  accident,  or  mistake,  and 
the  reissue  claim  refused. 

Appeal  from  the  Examiners-iu-Chief. 

BOOT  OR  8HOR. 

Application  (reissue)  filed  October  31,  1893,  No.  489,668. 

Mr.  A.  P.  Browne  and  Messrs.  Alexander  &  Davis  for  the  applicaut. 

Seymour,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  sus 
tainiug  the  action  of  the  Primary  Examiner  rejecting  the  following 
claim : 

1.  A  boot  or  shoe  having  the  front  portion  of  the  upper  face  of  the  inner  sole  prO' 
Tided  with  transverse  grooves  or  channels  extending  across  the  same,  for  the  purpose 
set  forth. 
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The  references  are  patents  to  Thomas,  dated  July  28, 1868,  No.  80,518; 
ill,  dated  September  14,  1876,  No.  167,762;  Knipe  and  Day,  dated 
innary  19, 1886,  No.  334,668;  Dalsheimer,  dated  March  13, 1888,  No. 
r9,452. 

The  claim  is  refused  substantially  on  the  groands,  first,  that  the 
vciition  now  sought  to  be  patented  is  not  the  same  invention  as  that 
'  the  original  patent;  second,  that  the  failure  to  make  the  claim  in 
le  original  patent  did  not  arise  through  inadvertence,  accident,  or  mis- 
kke,  and,  third,  that  the  claim  is  anticipated  by  the  references. 
Considering  first  the  pertinency  of  the  references,  the  claim  is  for  a 
oot  or  shoe  having  the  upper  face  of  the  inner  sole  provided  with 
'ansverse  grooves  extending  across  the  same  for  the  purpose  of  mak- 
ig  the  sole  of  the  shoe  flexible.  The  reference  principally  relied  upon 
8  an  anticipation  of  the  claim  is  the  patent  to  Knipe  and  Day.  This 
>ateiit  shows  a  shoe  having  an  outer  sole  made  of  two  thicknesses  of 
eather,  the  upper  thickness  having  grooves  on  its  upi>er  face,  not 
)xtending,  however,  across  the  sole,  and  an  ordinary  inner  sole  on  top 
)f  and  fastened  to  the  outer  sole. 

A  shoe  so  made  is  not  flexible  like  applicant's,  the  flexibility  of  the 
grooved  sole  being  destroyed  by  the  ordinary  inner  sole  placed  on  top 
)f  and  fastened  to  the  outer  sole. 

The  patent  to  Dalsheimer  shows  a  shoe  the  inner  sole  of  which  has 
transverse  incisions  or  cuts /across  its  under  face.  It  has  been  stated 
that  what  applicant  has  done  is  to  turn  theinsole  shown  by  this  patent 
the  other  side  up.  This  may  be  true,  yet  applicant  has  by  doing  this 
made  an  improved  shoe. 

The  references  do  not  show  an  anticipation  of  the  shoe  covered  by 
the  claim,  and  the  applicant  is  entitled  to  said  claim  in  the  reissue 
patent  unless  he  has  by  his  actions  lost  his  right  to  it. 

While  the  shoe  or  sole  now  sought  to  be  covered  by  this  claim  is 
Aown  and  described  by  the  patent,  yet  from  the  record  of  the  applica- 
tion on  which  said  patent  is  granted  I  am  led  to  believe  that  applicant 
iid  not  consider  this  sole  to  be  his  invention  nor  attempt  to  cover  it  by 
said  patent. 

The  invention  actually  covered  by  the  patent  is  stated  as  follows: 

My  iayention  relates  to  certain  improvements  in  the  construction  of  boots  and 
shoes;  and  it  consints  in  forming  the  insoloy  to  which  the  npper  of  the  shoe  is  first 
fastened,  with  a  series  of  transverse  grooves  or  channels  across  the  top  front  part  of 
the  insole  and  afterward  securing  to  the  shoe  thns  constructed  one  or  more  outer 
^les similarly  grooved  or  channeled,  and  in  certain  details  of  construction,  which 
^  be  more  fully  explained  by  reference  to  the  accompanying  drawings. 

After  describing  certain  details  of  construction  applicant  further 


The  outer  sole  ^s  stitched  or  fastened  around  the  edges  to  the  insole  in  the  usual 
dinner;  but  that  portion  between  the  lines  of  stitching  or  fastening  which  forms 
the  whole  bottom  of  the  shoe  is  not  in  any  way  connected  with  the  inner  sole,  and 
cooaeqnently  in  the  action  of  walking  the  inner  sole  is  tree  to  move  upon  the  outer 
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0D6,  and  each  sole  retains  the  flexibility  which  is  incident  to  its  peculiar  constrnc- 
tion.  It  will  be  manifest  that  if  these  soles  were  cemented  or  otherwise  fastened 
together  the  transverse  grooving  or  channeling  of  the  outer  sole  would  be  useless, 
as  the  outer  sole  could  have  no  movement  of  llexure  about  itself,  bnt  would  form  a 
part  of  the  insole  and  would  have  only  such  movement  as  would  be  permitted  by 
the  insole. 

From  thw  it  appears  that  the  invention  is  an  inner  and  an  outer 
sole,  both  grooved  across  the  top  and  separated  except  at  their  edges, 
so  that  in  bending  upward  each  sole  would  retain  the  flexibility  inci 
dent  to  its  grooves,  and  this  and  this  alone  was  what  applicant  consid- 
ered to  be  his  invention  and  what  lie  intended  to  cover  by  his  claims. 
To  show  that  the  OfiBce  considered  the  invention  to  be  thus  limited, 
reference  may  be  made  to  the  decision  of  the  Examiners-in-Chief  allow- 
ing the  patented  claims  on  appeal.    In  that  decision  it  was  said: 

The  Knipe  and  Day  patent  has  a  combined  inner  and  outer  layer,  the  inner  layer 
of  cheap  material  requiring  transverse  grooves  to  obviate  its  rigidity,  and  both 
attached  together,  and  so  claimed.  Appellant's  claim  to  invention  is  distinguished 
from  this  and  limited  to  soles  separated  from  each  other  except  at  the  edges,  and 
both  soles  grooved,  forward  of  the  center. 

The  applicant  acquiesced  in  tlie  limited  construction  thus  put  on  his 
invention,  and  at  no  time  during  the  prosecution  of  his  application  did 
he  suggest  or  intimate  that  the  invention  resided  in  the  grooved  insole 
only,  the  subject-matter  of  the  appealed  claim. 

The  appellant  has  made  certain  changes  in  the  statement  of  inven- 
tion and  in  the  description  of  his  patent  upon  which  to  8upi>ort  the 
appealed  claim.  It  is  stated  by  him  that  these  changes  were  supposed 
to  be  mere  verbal  changes,  and  that  he  is  willing  to  amend  the  specifi- 
cation by  striking  out  such  changes  and  restoring  the  specitication  to 
its  exact  original  form.  It  is  clear  that  the  description  in  the  patent 
will  not  support  such  a  claim  as  that  now  made.  The  changes  are 
material  and  are  not  warranted,  and  therefore  the  rejection  on  the 
ground  that  the  invention  now  sought  to  be  covered  by  the  appealed 
claim  is  not  the  same  invention  was  correct. 

As  to  the  second  ground  of  rejection,  on  February  6, 1890,  this  appli- 
cant filed  an  application.  Serial  No.  339,308,  for  outer  soles  for  boots 
and  shoes,  stating  that  his  invention — 

consists  in  forming  transverse  grooves  or  channels  on  the  inner  face  of  the  sole,  for 
the  pnrpose  of  making  the  leather  more  flexihle. 

Claim  1  of  this  application  is  substantially  for  a  sole,  either  inner  or 
outer,  having  transverse  grooves  formed  across  the  inner  face,  and 
claim  2  for  an  outer  sole  having  such  grooves.  After  repeated  rejec- 
tions of  these  claims  on  certain  references  applicant  formally  abandoned 
this  application  by  letter  of  January  2i?,  18  »1.  On  February  24,  1891, 
he  filed  application.  Serial  No.  383,307,  on  which  Patent  No.  462,468, 
for  which  applicant  is  now  applying  for  reissue,  was  granted.     This 
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latter  application  and  patent  show  and  describe  such  a  shoe-sole  as 
applicant  is  now  attempting  to  claim ;  but,  as  has  been  stated  above, 
there  is  nothing  in  them  to  indicate  that  applicant  considered  the  pres- 
ent broad  device  as  his  invention;  but,  on  the  other  hand,  as  he 
acquiesced  in  the  decision  of  the  Examiners-in-Chief  in  giving  a  limited 
construction  to  the  device  when  allowing  the  claims  in  the  patent  there 
are  indications  the  other  way. 

Considering  this  second  ground  of  rejection  on  these  facts,  the 
Examlners-in-Ghief  in  their  decision  said: 

Whether  the  grooves  be  so  put  od  au  ootsole  or  on  an  insole,  is  immaterial,  the 
action  of  the  grooves  is  the  same  on  either  sole.  The  invention  is  the  same  when 
applied  to  either  sole. 

Having  abandoned  this  application,  if  he  had  not  abandoned  its  invention,  he 
would  have  presented  it  in  his  next  application,  that  which  became  his  patent  now 
sought  to  be  reissued. 

When  the  second  application  was  presented  to  him  for  his  oath  and  signature  it 
did  not  state  or  claim  either  of  these  things  to  be  its  invention,  but  did  everywhere 
state  and  describe  and  did  claim  a  bhoe  having  both  the  inner  and  outer  soles 
grooved  and  free  to  move  over  each  other,  as  now  appears  in  the  specification  of  the 
patent. 

And  it  appears  that  this  applicant  after  all  this  effort  in  one  application,  and 
according  to  his  oath  in  the  second  application,  to  obtain  a  claim  for  a  shoe  with  one 
sole  only  grooved,  did  not  discover  that  he  had  not  obtained  a  claim  for  such  a  sim- 
ple matter  until  within  a  few  days  of  two  years  after  he  obtained  his  patent. 

The  abandonment  of  the  first  application  does  net  imply  an  abandonment  of  its 
invention.  But  the  filing  immediately  after  the  abandonment  of  the  first  applica- 
tion of  a  second  application  showing  the  invention  of  the  first  application,  but  not 
claiming  it,  is  a  presumptive  abandonment  of  that  prior  invention;  and  the  prose- 
cotion  of  the  narrower  invention  and  taking  of  it  in  a  patent  and  the  holding  of  the 
patent  for  two  years  without  qu€»stioning  its  invention,  strengthens  the  presumption 
of  abandonment  and  the  presumption  that  the  patent  was  intended  to  cover  pre- 
cisely what  it  describes  and  claims  and  nothing  otherwise  or  broader  than  its 
claimed  and  described  invention. 

The  facts  of  the  record  appear  to  us  to  negative  any  accident,  inadvertence,  or 
mistake  in  the  wording  of  the  claim  of  the  patent. 

Furthermore,  a  claim  for  this  invention  in  substance  was  made  in  the  prior  appli- 
cation and  was  abandoned  therein  and  it  was  not  renewed  in  the  original  applica- 
tion of  his  patent,  and  it  was  only  the  limitations  put  on  his  claims  by  the  decision 
of  the  Board  allowing  them  that  enabled  him  to  obtain  his  patent  with  the  limited 
claims.  He  cannot  revive  this  abandoned  claim  by  reissue.  The  omission  to  claim 
it  was  not  mistake  but  a  deliberate  conclusion.  ( Tale  Look  Mftg.  Co,  v.  Berkshire 
Natl.  Bank,  C.  D.,  1890,  347;  51  O.  G.,  1291,  and  the  cases  therein  cited.) 

In  this  conclusion  I  concur. 

I  am  of  the  opinion,  therefore,  that  although  the  appellant  made  such 
an  invention  as  expressed  by  the  claim,  which  is  not  anticipated  by 
the  references,  yet  owing  to  his  conduct,  as  above  stated,  he  is  not  now 
entitled  to  such  claim  in  this  reissue. 

To  the  extent  above  indicated  the  decision  of  the  Examiners-in-Chief 
is  afl&rmed. 
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Phelps  v.  Hardy  v.  Gattman  and  Stebn. 

Decided  July  SO,  1896. 
77  O.  G.,  631. 

1.  Divisional  Appucation — Original  Disclosure — Details. 

lu  a  divisioDul  application  the  addition  of  mere  details,  such  as  braces  for  a 
frame,  does  not  affect  the  status  of  such  application  as  properly  divisional,  e8pe- 
cially  when  such  details  were  shown  in  other  figures  of  the  original  not  included 
in  the  divisional  application. 

2.  Interferences— Purpose  of  Rule  116^Di visional  Application — Original 

Application  as  Evidence. 
The  sole  purpose  of  Rule  116  is  to  determine  the  position  of  parties  as  plaintiff  * 
and  defendant,  in  order  to  determine  who  shall  first  take  testimony.  Failure  of 
junior  party  to  bring  motion  to  shift  the  burden  of  proof  raises  no  presumption 
that  his  application  involved  is  not  a  division  of  an  earlier  one.  In  any  case  he 
may  introduce  his  earlier  one  to  show  that  he  made  the  invention  of  the  iasoe 
before  th&  date  of  the  application  involved. 

3.  Reduction  to  Practice— Execttion  of  Specification — Incomplete  Appu- 

cation. 
Neither  an  executed  specification  nor  an  incomplete  application  nor  anything 
except  a  complete  allowable  application  can  be  regarded  as  a  constructive  redac- 
tion to  practice. 

Appeal  from  ExamiDers-in-Chief. 

CAB-FBNDKR. 

Application  of  Abel  M.  Phelps  filed  April  21,  1894,  No.  508,477. 
Application  of  John  M.  Hardy  filed  January  10,  1894,  No.  496,442. 
Application  of  Jesse  I.  Gattman  and  Solomon  Stem  filed  November 
18, 1893,  No.  491,305. 

Messrs.  Lawyer  &  Edwards  for  Phelps. 

Mr.  V.  M.  Dorsey  for  Hardy. 

Mr.  Solomon  Stern  for  Gattman  and  Stern. 

Seymour,  Commissioner: 

This  is  an  appeal  by  Hardy  from  the  decision  of  the  Examiners-^i^* 
Chief  awarding  priority  of  invention  to  Phelps  on  the  following  iss^**** 

The  combination  with  a  car,  of  a  fender,  comprising  a  frame  secured  to  themna^^  °^' 
gear,  independent  of  the  body  of  the  car,  and  a  body  of  yielding  material  extenc^^"^ 
between  the  ft'ame  and  the  body  of  the  car,  whereby  the  fender-frame  is  not  affe^^^ 
by  the  rocking  of  the  car-body,  substantially  as  shown  and  described. 

Gattman  and  Stern  took  no  appeal  from  the  decision  of  the  KxamiD^*^ 
in-Chief  adverse  to  them. 

Neither  of  the  two  present  contestants  has  ever  actually  reduced  ti^ 
invention  to  pr^tice.    Phelps's  case  is  that  he  conceived  the  inventJV^i' 
and  made  two  sketches  in  May,  1892,  whOe  he  was  in  Burlington,  Vt. 
These  sketches  he  showed  to  Turke,  Allen,  and  Pater,  directors  of  th- 
Burlington  Street  Eailway.    These  parties  are  not  called  as  witnesses 
for  Phelps;  but  he  produces  the  two  sketches— "  Phelps's  exhibit, 
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leteh  No.  2  ^  and  "  Phelps's  exhibit,  sketch  No.  3.''  Soon  after  these 
cetches  were  made  he  started  for  Europe  and  did  not  return  until 
*ctober,  1892.  About  the  last  of  December,  1892,  he  made  another 
ietch,  "  Phelps's  exhibit,  drawing  No.  1,"  which  he  showed  to  Greene 
I  January,  1893,  and  to  Clement  in  the  early  spring  of  this  year, 
during  the  larger  part  of  January,  February,  and  March,  1893,  he  was 
Hifined  to  his  house  with  the  grippe  and  did  not  do  much  work  until 
trly  spring.  In  May,  1893,  he  went  to  Burlington  to  deliver  lec- 
ires  on  surgery  in  the  University  of  Vermont,  and  about  July  10, 1893, 
e  again  sailed  from  New  York  to  Europe,  returning  in  September, 
hen  he  called  in  Magee  to  do  such  detail  work  as  to  make  measures, 
eights,  and  adjustments  to  carry  out  the  practical  part  of  the  work  on 
iis  and  other  fenders  that  he  had  invented.  During  the  first  week 
f  December,  1803,  at  the  dinner- table  with  Harriott  and  Hardy,  he 
xplaiued  to  them  by  a  pencil-sketch  made  on  an  envelop  his  idea  of  a 
ar  fender.  This  sketch  is  not  produced,  but  it  is  stated  to  show  a 
mder  substantially  in  principle  like  that  shown  in  ^'  Exhibit  drawing 
lO.  1  ^  and  almost  identical  with  "  Exhibit  No.  3."  During  the  early 
art  of  December,  1893,  he  handed  to  his  attorney  all  material  relating 
ot  only  to  the  specific  invention  under  consideration,  but  to  other 
mders,  with  instructions  that  proper  drawings  be  made  for  an  appH- 
iition  for  a  patent.  On  January  8, 1894,  an  application  was  filed  in 
liis  OflSce.  Upon  requirement  and  suggestion  of  the  OflSce  certain 
latter  was  eliminated  from  that  application,  and  the  application  under 
onsideration  was  filed  April  21, 1894. 

Hardy's  alleged  date  of  conception  is  September,  1893.  A  sketch — 
Hardy's  exhibit,  No.  1^ — was  made  the  latter  part  of  September  or  the 
rst  part  of  October,  1893,  and  it,  together  with  a  sketch  which  was 
iven  to  his  attorney  to  prepare  his  application  for  patent,  was  shown 
0  Beasley  and  Lake  soon  after.  He  explained  his  invention  to  Phelps 
fter  the  dinner  in  December,  1893,  at  which  Phelps  had  shown  him 
y  the  envelop- sketch  his  own  invention,  and  during  this  explanation 
^helps  claimed  that  the  two  inventions  were  the  same  in  principle.  The 
ketch  given  by  Hardy  to  his  attorney  is  not  produced,  as  it  has  been 
)8t.    The  application  was  filed  complete  January  10, 1894. 

There  seems  to  be  no  question  about  Hardy's  having  a  full  conception 
f  the  invention  at  the  time  set  up  in  his  preliminary  statement,  and 
hat  some  time  in  December,  1893,  he  explained  it  to  Phelps,  after  din- 
er, in  Phelps^s  room,  where  Phelps  had  invited  him  to  look  at  a  more 
iaborate  illustration  of  his  invention  than  had  been  shown  by  the  sketch 
n  the  envelop  at  dinner.  While  Hardy  concedes  that  Phelps  showed 
nd  explained  to  him  a  car-fender  in  December,  1893,  yet  he  contends 
hat  it  was  entirely  different  from  the  one  forming  the  subject  of  this 
ontroversy,  and  in  his  testimony  he  attempts  to  convey  the  impression 
hat  Phelps  was  not  an  inventor  of  the  issue  at  all,  but  got  his  idea  of 
lie  invention  from  Hardy's  explanation.    From  the  testimony  of  the 
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parties,  however,  it  is  believed  that  both  are  independent  inventors, 
Phelps  having  a  conception  of  the  invention  and  having  described  it  as 
early  as  January,  1893,  while  Hardy's  earliest  date  is  September,  1893. 
At  the  taking  of  the  testimony  notice  was  given  that  at  the  hearing 
the  application  of  Phelps,  filed  January  8, 1894,  Serial  No.  496,086,  would 
be  introduced  as  evidence  to  show  that  the  application  in  interference 
is  a  division  of  the  prior  application.  The  records  in  the  two  applica- 
tions show  clearly  that  the  latter  is  a  division  of  the  former.  When  the 
application  of  January  8, 1894,  was  filed,  it  showed  and  described  two 
species,  one  illustrated  by  Figs.  6  and  6%  and  the  other  by  the  remaining: 
figures.  In  Figs.  6  and  6»,  in  the  general  statement  of  invention,  espiv  ^ 
cially  count  6,  and  in  original  claim  9,  the  subject-matter  of  the  issue  of 
this  interference  is  substantially  set  forth.  The  original  application 
also  contained  generic  claims  to  cover  both  species  and  specific  claims 
to  the  si)ecies  shown  by  other  figures  than  6  and  6».  The  Office  action 
of  March  27, 1894,  notified  applicant  that  this  application — 

will  support  no  claim  generic  enough  to  cover  the  construction  in  Figs.  6  and  6*, 
along  with  the  rest,  (claims  3, 4, 12,  and  14  having  heen  allowed.)  Referring  to  said 
Figs.  6  and  6%  as  at  present  advised,  '*The  comhiuation  with  a  car,  of  a  fender,  com- 
prising a  frame  secured  to  the  running-gear,  independent  of  the  hody  of  the  car,  and 
a  body  of  yielding  material  extending  between  the  frame  and  the  body  of  the  car, 
whereby  the  fender-frame  is  not  affected  by  the  rooking  of  the  car-body,  substan- 
tially, etc.,''  is  new  and  allowable,  and  if  applicant  desires  to  secure  each  matters 
separate  application  should  be  made  for  it  at  once. 

The  Office  thus  held  that  both  species  were  allowable,  and  while  it 
required  applicant  to  remove  from  this  case  the  species  which  is  in  the 
present  issue,  yet  at  this  time  applicant  had  made  no  election  between 
the  species,  and  he  could,  if  he  had  desired,  have  removed  from  the 
original  application  the  species  covered  by  Figs.  1  to  5  and  allowed  the 
species  shown  by  Figs.  6  and  6*  to  remain  in  the  parent  case.    Had  he 
done  so  the  original  application  would  have  been  put  in  interference 
and  by  virtue  of  its  filing  date  Phelps  would  have  been  the  senior  party. 
He  chose,  however,  to  adopt  the  suggestion  of  the  Office  and  file  a  sepa- 
rate application  for  the  subject-matter  illustrated  by  Figs.  6  and  6*;  but 
in  doing  this  the  record  clearly  shows  that  he  considered  the  second 
application  as  a  division  of  the  first.    On  April  10, 1894,  he  filed  a  paper, 
saying: 

In  response  to  Examiner's  letter  of  t^^e  27th  ult.,  calling  for  a  division  of  this  appli- 
cation, applicant  desires  to  state  tbat  a  divisional  application  is  now  being  prepared 
and  will  be  filed  on  or  before  the  15th  inst. 

On  April  16,  1894,  he  said : 

It  is  respectfully  requested  that  applicant  be  allowed  five  days  from  the  I5th  inst. 
to  file  a  divisional  application  in  this  case,  according  to  the  requirements  of  the 
Examiner's  letter  of  the  27th  Marcb,  1894. 

On  April  21, 1894,  he  made  the  following  action : 

This  application  is  amended  as  follows:  First,  by  canceling  the  description  of 
Figs.  6  and  6",  page  5,  lines  5  and  6  from  the  bottom ;  second,  by  canceling  th«it  part 
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of  the  specification  beginning  with  paragraph  3,  page  12,  and  ending  with  para- 
graph 2,  page  14,  inclusive;  third,  by  canceling  Figs.  6  and  6^  of  the  drawings.  The 
above  canceled  parts  form  the  subject  of  a  divisional  application  bearing  even  date 
and  filed  herewith. 

It  seems  clear,  therefore,  that  the  two  applications  are  continuous 
and  the  latter  takes  date  for  the  purposes  of  this  interference  as  that 
of  the  original 

Hardy  contends  that  the  present  application  shows  braces  for  the 
firame  which  do  not  appear  in  original  Figs.  6  and  6%  and  that  therefore 
there  is  matter  shown  in  this  application  not  shown  in  the  original, 
and  that  this  application  cannot  be  regarded  as  a  true  division  of  the 
earlier  one.  In  the  species  illustrated  by  the  other  figures  of  the  orig- 
inal drawings  than  Figs.  6  and  6^  braces  are  shown.  These  are,  how- 
ever, mere  matters  of  minor  detail  that  do  not  affect  the  scope  of  the 
subject-matter  of  the  second  application,  which  is  the  same  and  no 
more  than  what  was  carved  out  of  the  original  application.  Applying 
all  the  tests  laid  down  by  the  Office  decisions,  this  application  is  a  true 
division  of  the  earlier  one. 

Hardy  coiitends  also  that,  giving  Phelps  the  benefit  of  his  earlier 
application  and  considering  the  present  application  as  a  division,  his 
date  of  constructive  reduction  to  practice  cannot  be  carried  back  to 
the  date  of  his  original  application,  because  he  did  not  make  the  claim 
in  issue  in  his  first  application,  and  cites  Eule  116  in  support  of  this 
contention.  It  has  been  repeatedly  held  that  the  sole  purpose  of  this 
rale  is  to  determine  the  relation  of  the  parties  as  plaintiff  and  defend- 
ant— i.  e.,  to  fix  a  rule  as  to  who  should  first  take  testimony.  As  the 
interference  was  declared,  the  burden  was  on  Phelps  to  first  take  testi- 
mony to  establish  his  case.  Had  Phelps  chosen  to  do  so  he  could  have 
brought  a  motion  to  shift  the  burden  of  proof;  but,  having  failed  to  do 
this,  there  is  no  presumption  that  the  present  case  is  not  a  division  of 
the  first.  But  whether  or  not  it  is  a  division  of  the  earlier  application 
is  immaterial  and  does  not  prevent  him  from  introducing  the  first 
application  as  evidence  to  show  that  he  made  the  invention  prior  to 
April  21,  1894,  the  date  of  the  present  case.  ((yShaughnessy  v.  Van 
Depoelej  C.  D.,  1893, 19;  62  O.  G.,  1063.) 

Hardy  also  contends  that,  giving  Phelps  the  date  of  his  application 
of  January  8, 1894,  his  own  application  should  be  regarded  as  a  con- 
structive reduction  to  practice  on  January  5,  1894,  the  date  he  filed 
parts  of  it,  and  t^at  the  fact  that  his  specification  was  executed  by 
oath  and  signed  December  21, 1893,  should  be  considered. 

The  rule  is  that  only  a  complete  allowable  application  can  be  consid- 
ered as  a  constructive  reduction  to  practice.  His  executed  specifica- 
tion of  December  21, 1893,  and  the  incomplete  application  of  January  5, 
1894,  are  neither  of  them  that. 

Phelps  bein^  the  first  to  conceive  the  invention  and  the  first  to  con- 
structively reduce  to  practice  by  filing  a  complete  allowable  application 
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clearly  describing  the  inventioD,  is  the  first  inventor,  and  the  (juestion 
as  to  diligence  need  not  be  considered. 

The  decision  of  the  Examiners-in-Chief  in  awarding   priority  of 
invention  to  Phelps  is  affirmed. 


Jenkins  v.  Burke. 

Decided  July  $9,  1896. 
11  O.  G.,  973. 

1.  Interference — Testimony   Relating  to  Cbaijacter  of  Parties — .Striking 

FROM  Record. 
Testimony  coDcernin*;  tbe  general  character  of  the  parties  is  not  evidence  and 
should  not  be  before  the  various  tribunals  of  the  Office,  and  it  shoald,  therefore, 
be  stricken  from  the  record. 

2.  Same— Testimony— Second  Deposition— Striking  from  Record. 

That  a  witness  may  be  twice  called  is  a  circumstance  touching  his  credibility 
alone  and  not  the  competency  of  the  evidence.  A  second  deposition  by  a  witoew, 
there  fore,  cannot,  as  mere  matter  of  law,  be  excluded,  from  the  consideration  of 
the  various  tribunals. 

Motion  to  suppress  testimony. 

TBADE-MABK  FOR  SOAP. 

Application  of  Maross  Jenkins,  No.  50,963,  filed  February  26, 1896. 
Application  of  Frank  G.  Burke,  No.  60,577,  filed  January  3,  1896. 

Mr.  Thomas  D.  Stetson  for  Jenkins. 
Messrs.  Munn  dt  Co.  for  Burke. 

Seymour,  Commissioner: 

The  appellant,  Burke,  brought  a  motion  to  strikeout  testimony  which 
the  appellee  had  taken  and  which  was  favorable  to  the  appellee  con- 
cerning his  general  character  and  other  testimony  which  was  adverse 
to  his  opponent's  general  character,  and,   second,  to  strike  out  tbe 
second  deposition  of  a  witness,  which  the  appellee  had  taken  against 
his  objection,  on  the  ground  that  as  he  had  once  been  examined  it  was 
unlawful  for  him  to  take  a  second  deposition  even  about  somewhat 
different  matters. 

In  the  trial  of  civil  cases  the  procedure  concerning  the  character  ot 
parties  and  witnesses  is  hedged  about  by  well-defined  rules.  To  affect 
his  credibility  a  witness  may  be  asked  whether  he  has  been  convicted 
of  a  certain  crime,  and  if  his  answer  is  in  the  negative  he  may  be  con- 
fronted by  the  record  of  his  conviction.  In  some  jurisdictions  he  may 
be  asked  whether  he  has  not  committed  a  crime  the  prosecution  for 
which  has  been  barred  by  the  statute  of  limitations.  Parties  in  civil 
casesy  as  distinguished  from  witnesses,  may  be  asked  upon  cross- 
examination  as  to  their  occupations,  past  and  present,  but  ou  these 
matters  the  Examiner  is  concluded  by  the  answers  of  the  witness.  In 
criminal  cases  accused  persons  may  introduce  evidence  in  the  first 
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instance  iu  their  owd  behalf  as  to  their  character  touching  the  matter  for 
which  they  may  be  on  trial,  but  in  civil  cases  parties  may  not  introduce 
witnesses  as  to  their  own  good  character  in  general.  Nor  may  parties 
attack  their  opponent's  character  in  civil  cases  by  evidence  as  to  unfa- 
vorable or  nntrathful  matter,  except  in  the  manner  above  indicated. 

Bat  it  is  urged  that  all  the  tribunals  in  the  Office  should  pass  upon 
this  question,  and  that  testimony  should  not  be  struck  out  upon  a 
motion  of  this  character :  but  that  rule  is  confined  to  questions  of  fact 
claimed  to  be  irrelevant  to  the  principal  fact  in  dispute.  Testimony  of 
the  character  objected  to  in  the  first  part  of  this  motion  is  not  evidence 
aud  should  not  be  before  the  various  tribunals  of  the  Office  or  before 
any  tribunal  in  a  civil  case.  The  magistrate  administering  justice 
should  be  blind  to  the  general  character  of  litigants,  except  as  their 
trnthfuluess  as  witnesses  is  brought  into  question  by  the  manner  in 
which  they  testify  or  as  it  is  disclosed  by  the  circumstances  of  the  case. 

That  a  witness  has  been  twice  called  is  a  circumstance  touching  his 
credibility  alone  and  not  the  competency  of  the  evidence.  A  second 
deposition  by  a  witness  cannot  as  mere  matter  of  law  be  excluded,  but 
the  fact  that  a  witness  has  been  called  and  then  recalled  may  be  com- 
mented upon,  and  iu  some  cases  it  is  a  circuo^stance  touching  the  cred- 
ibility of  the  witness.  The  deposition,  however,  cannot  be  excluded 
from  the  consideration  of  the  various  tribunals. 

It  is  ordered  that  the  testimony  concerning  the  character  of  both 
the  parties  be  struck  out,  and  to  that  extent  the  appeal  is  allowed. 
The  appeal  on  the  second  branch  of  the  motion  is  denied. 


Glabee  V,  Pettengill  v.  Cbanoeb. 

Decided  Ootoher  SI,  1896, 

77  O.  G.,  1271. 

Ihterference— Petition  fou  Reconsideration. 

A  petition  asking  that  the  Examiner  of  Interferences  he  directed  to  recon- 
'  sider  his  decision  awarding  priority,  npon  the  ground  that  such  decision  is  a 
travesty  on  equity  practice,  a  gross  injustice,  that  it  is  in  direct  contradiction 
to  the  evidence,  aud  that  the  Examiner  has  exceeded  his  powers,  when  the  record 
of  the  case  discloses  that  the  Examiner  acted  with  deliheration  and  apparent 
fairness,  is  wholly  uojustifiahle  and  should  not  have  heen  presented. 

On  Petition. 

ADJUSTABLR  HANDLE-BAB. 

AppUcatiop  No.  567,387  of  George  H.  Clarke  filed  October  30,  1895. 
Application  No.  558,100  of  A.  N.  Pettengill  filed  August  3, 1895.  AppU- 
cation  No.  553,857  of  George  A.  Crancer  filed  June  24, 1895. 

Messrs.  Burridge  &  Cutter  for  Clarke. 

Mr,  E.  W.  Anderson  for  Pettengill. 

Messrs.  Rigdon^  Rigdon  &  Longan  for  Crancer. 
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Seymour,  Commissioner: 

This  case  comes  before  me  on  petition  by  Pettengill  praying  that  the 
Examiner  of  Interferences  may  be  directed  to  reconsider  his  decision 
of  October  16,  1896,  awarding  priority  of  invention  to  Crancer  and 
that  he  be  directed  to  render  a  decision  in  accordance  with  the  evidence 
and  the  facts  before  him. 

The  petition  alleges  that  the  decision  is  a  travesty  on  eqnity  practice, 
a  gross  injustice  to  the  petitioner,  and  a  discredit  to  the  Office;  that  it 
is  in  direct  contradiction  to  the  evidence  before  the  Examiner  and  is  a 
direct  and  unwarranted  attack  upon  the  credibility  of  the  petitioner 
and  his  witnesses;  that  the  Examiner  has  exceeded  his  powers  in  going 
behind  the  evidence  presented  and  disregarding  the  same;  that  the 
Examiner  has  raised  the  question  of  laches  and  has  decided  it  against 
the  petitioner;  that  the  Examiner  has  raised  presumptions  against  the 
petitioner  and  decided  them  adversely  to  him  and  in  favor  of  Crancer. 

In  view  of  the  extraordinary  remedy  which  I  am  asked  to  apply  I 
have  examined  these  statements  somewhat  closely  and  have  examined 
the  entire  record  as  though  the  case  were  before  me  on  the  merits,  and  I 
have  questioned  the  counsel  who  presented  this  petition.    It  appears 
that  Pettengill  attempted  to  prove  priority  of  invention  by  testifying 
that  he  had  conceived  of  the  improvement  in  the  year  1893;  that  he 
made  drawings  of  it  at  that  time,  which  were  exhibited  to  his  sons, 
and  that  he  made  handle-bars  in  the  course  of  the  year  1895.    Kone  of 
these  drawings  or  sketches  were  produced  in  evidence  or  in  any  man- 
ner brought  to  corroborate  these  statements,  although  his  sons  and 
another  witness  testified  that  sketches  were  shown  to  them.     The 
absence  of  these  exhibits  was  not  explained.    "  Exhibit  A"  was  intro- 
duced, which  is  a  copy,  apparently,  of  the  drawing  forming  part  of  the 
application,  and  the  witnesses  were  asked  whether  this  represented 
what  the  applicant  Pettengill  had  invented,  to  which  answer  was  made 
in  the  affirmative.    But  this  drawing,  being  a  copy,  might  have  been 
made  just  prior  to  the  giving  of  this  testimony,  and  is  not  admissible 
in  itself  as  proof  that  the  sketches  were  made  in  1893,  except  upon  a 
sufficient  showing  that  those  sketches  were  lost  and  that  they  had 
been  diligently  searched  for  and  could  not  be  found. 

It  is  stated  that  the  case  was  not  tried  according  to  the  instructions 
of  counsel  and  that  the  handle-bars  were  present  when  the  witnesses 
testified;  but  in  the  matter  of  an  invention  so  closely  resembling  many 
other  articles  of  the  same  tyi)e  the  fact  that  the  witness  had  them  pres- 
ent  when  he  testified,  but  did  not  put  them  in  evidence,  is  very  properly 
a  circumstance  to  be  weighed  against  the  petitioner.  I  do  not  care  to 
assume  that  the  case  was  so  badly  tried  as  the  petitioner's  counsel 
suggests.  It  is  fair  to  assume  that  it  was  tried  upon  deliberation ;  that 
exhibits  that  were  accessible  were  not  put  in  the  case  because  they 
would  not  strengthen  the  case,  and  in  the  absence  of  explanation  why 
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"Exhibit  A'' was  put  in  evidence,  when  not  in  itself  admissible,  all 
tend  to  the  conclasion  that  Pettengill  was  not  the  prior  inventor.  If 
Grancer,  an  earlier  applicant,  can  be  defeated  upon  such  a  showing, 
then  the  burden  of  proof  which  is  upon  Pettengill  may  be  disposed  of 
88  a  mere  feather's  weight. 

In  the  case  of  Soley  v.  Hehhard^  (0.  D.,  1895,  182;  70  O.  G.,  921,)  a 
contest  on  priority  recently  decided  by  the  Court  of  Appeals  of  the 
District  of  Golumbia  between  two  applicants,  of  which  Hebbard  was 
the  earlier,  Morris,  judge,  speaking  for  the  court,  said: 

Moreover,  Hebbard's  application  for  a  patent  was  the  first  in  the  order  of  time. 
Under  these  circumstances  Hebbard  is  in  the  position  of  a  defendant  in  possession, 
with  the  prima /ad«  right  of  ownership  by  virtue  of  his  possession,  and  it  is  incnm- 
bent  upon  any  one  who  would  dispute  his  right  to  establish  au  antagonistic  title  by 
a  clear  and  fair  preponderance  of  evidence.  It  will  not  do  merely  to  raise  a  doubt, 
80  as  to  render  a  defendant's  right  questionable.  There  must  be  a  reasonable  pre- 
ponderance of  evidence  in  order  to  overcome  the  presumption  of  right  arising  from 
the  fact  of  possession.  The  burden  of  proof  in  the  present  case  is  upon  the  appel- 
lant Soley,  to  show  that  his  (Soley's)  idea  was  actnally  communicated  to  Hebbard 
and  act«d  upon  by  the  latter,  and  if  he  fails  to  make  such  proof  his  claim  cannot  be 
sustained  and  the  appellee  must  be  left  in  the  possession  of  the  invention  where  we 
find  him.    Has  the  appellant  so  made  out  his  case? 

My  conclusion  is,  and  I  am  inclined  to  express  it  with  emphasis,  not 
only  jhat  the  Examiner  of  Interferences  violated  no  law,  did  no  injus- 
tice, but  that  this  petition,  and  particularly  the  unwarranted  attack 
apou  the  Examiner  attempted  in  it,  is  wholly  unjustifiable,  and  that 
this  petition,  whether  considered  as  an  attempt  to  bring  before  the 
Commissioner  that  which  under  the  practice  can  ordinarily  be  reviewed 
in  the  first  instance  only  by  the  Examiners-in  Chief  or  as  a  gratuitous 
attack  upon  the  Examiner,  should  not  have  been  presented. 

The  petition  is  accordingly  denied. 


Ex  PARTE  FeASCH. 

Decided  October  31, 1896, 

11  O.  G.,  1427. 

Patentability— Process  op  Purifying  Oil— Usk  of  Copper  Matte. 

In  a  process  of  purifying  oil  the  use  of  pulverized  copper  matte  to  remove 
the  <*  skunk''  from  the  oil  is  an  improvement  upon  the  use  of  a  mixture  of  pul- 
verized copper  oxid  and  pulverized  iron  oxid  of  such  character  as  is  not  to  be 
expected  from  those  versed  in  the  art,  and  required  invention. 

Appeal  from  the  ExaminerM-in-Chief. 

TREATMENT  OF  PETROLEUM. 

Application  of  Herman  Frascli  filed  July  U,  1890,  No.  358,712. 
Messrs,  W.  Bakewell  <&  Sons  and  Mr.  C,  J.  Hedrick  for  the  applicant. 
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Seymoub,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Ezaminers-in-Ghief  sus- 
taining the  action  of  the  Primary  Examiner  in  rejecting  the  following 
claims : 

1.  In  the  art  of  distilling  petrolenm-oils  containing  solfar  componnds  of  the 
character  specified,  the  improvement  which  consists  in  eliminating  the  snlfiir  1>y 
suhjecting  the  oil  daring  the  process  of  distillation  either  in  a  liquid  or  vaporous 
condition  to  roasted  and  pulverized  copper  matte,  substantially  as  described. 

2.  The  process  of  treating  oil  of  the  Lima  class,  for  removal  of  the  '^  skunk/'  by 
subjecting  the  ''skunk "-bearing  oil  during  a  distillation  thereof  to  a  pulverulent 
purifying  material  of  metallic  oxid  having  a  basis  of  iron  and  copper  in  the  inti- 
mate union  resulting  from  a  melting  together  of  their  compounds  and  admixture  in 
the  molten  state  and  consisting  of  roasted  and  pulverized  copper  matte,  the  purifying 
material  being  used  in  the  body  of  oil  in  distillation  or  brought  into  contact  with 
the  vapors  after  they  have  been  given  off  from  said  body,  substantially  as  described. 

The  references  are  patents  to  Parsons,  April  13, 1869,  No.  88,978; 
Frasch,  February  21, 1888,  No.  378,246 ;  Pitt,  March  13, 1888,  No.  379,492; 
British  Patent  No.  2,882  of  1860,  to  Bowditch. 

The  two  claims  do  not  differ  in  substance  from  each  other.  The  sec- 
ond claim  merely  states  with  more  detail  the  steps  of  the  process. 

The  process  set  forth  by  this  case  is  an  improvement  over  the  process 
covered  by  the  appellant's  patent  No.  378,246,  which  has  been  the  ref- 
erence principally  relied  upon  as  an  anticipation  of  the  appealed  claims, 
and  is  therefore  the  only  reference  that  need  be  considered. 

The  object  of  the  process  of  the  application  and  of  the  patents  is 
the  treatment  of  that  class  of  oils  known  as  ^^  Lima"  oil  to  remove  the 
sulfur  compounds  which  give  to  this  oil  the  peculiarly  offensive  odor 
known  as  '<  skunk."  In  the  patent  Frasch  distils  the  oil  with  suitable 
metallic  oxids  or  suitable  compounds  of  such  oxids  dissolved  in  or 
mixed  with  the  oil,  and  by  so  doing  the  removal  of  all  or  of  practically 
all  of  the  sulfur  compounds  is  effected.  When  he  uses  the  oxid  or  com- 
X>ound  in  the  solid  state,  it  is  preferably  in  as  fine  a  powder  as  practi- 
cable. Two  of  the  oxids  mentioned  in  the  patent  as  suitable  for  use 
are  ferric  and  cuprous,  and  it  is  stated  that  by  distilling  the  oil  with 
one  or  more  of  these  oxids  the  sulfur  compounds  are  broken  up  and 
sulfur  is  precipitated  as  a  sulfid  or  sulfids.  This  patent  covers  the 
treatment  of  Lima  oils  with  a  powder  obtained  by  roasting  and  pul- 
verizing one  of  the  given  suitable  oxids  or  a  mixture  of  two  or  more 
of  such  powders. 

The  present  application  is  for  a  specific  improvement  ux>on  the  patent, 
and  consists  in  the  use  of  pulverized  copper  matte  to  remove  the 
"skunk"  from  the  oil.  To  render  the  matte  suitable  for  his  purpose, 
the  appellant  takes  partially-reduced  native  sulfid  of  copper  contain- 
ing about  sixty  per  cent,  of  copper  and  forty  per  cent,  of  iron  and  sulfur, 
and  afber  grinding  it  to  a  powder  places  the  powdered  matte  in  a  fur- 
nace and  roasts  it.  By  the  roasting  the  copper,  iron,  and  sulftir  are  eacb 
oxidized.  The  sulfiir  dioxid  goes  off  as  a  gas,  leaving  the  oxid  of  iron 
and  the  oxid  of  copper  fused  together. 
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It  seems  that  this  powder  of  oxidized  copper  matte  has  never  been 
ased  in  the  pori&cation  of  oil,  and  yet  I  am  not  able  to  agree  with  the 
contention  of  the  appellant  that  it  is  in  itself  a  new  article  of  manufac- 
ture, copper  matte  havinf?  been  known  for  an  indefinitely  long  period. 
The  mere  change  in  its  physical  state  involved  in  reducing  it  to  powder 
cannot  be  assumed  to  be  new.  It  is  not  a  patentable  change,  and  refer- 
ences to  patents  do  not  meet  such  case. 

Yet  I  am  impressed  with  the  contention  of  the  appellant,  grounded 
upon  his  affidavits,  that  a  better  result  is  obtained  from  the  use  of 
I>owdered  matte  for  purifying  oils  than  is  obtained  from  the  use  of  iron 
Olid  and  copper  oxid  mechanically  mixed.  We  cannot  positively  assert 
of  any  chemical  reaction  that  we  know  by  what  it  is  brought  about. 
We  know  the  final  result,  and  by  it  and  by  the  tangible  and  knowable 
we  must  be  guided.  Whether  in  the  appellant's  intimate  mixture  of 
oxids  the  iron  acts  as  a  carrier  for  the  copper  or  wbether  thereby  a 
greater  surface  of  co()per  is  exposed  to  be  acted  on  by  the  sulfur  in  the 
oil  I  will  not  attempt  to  determine. 

From  an  examination  of  the  specimen  of  powdered  copper  matte  which 
the  appellant  has  submitted  to  me  it  is  found  that  no  separation  of  the 
particles  can  be  effected  by  a  magnet,  but  all  the  particles  are  attracted 
equally,  though  with  less  force  than  is  the  case  with  pure  iron  oxid; 
bat  with  a  mixture  of  pulverized  iron  oxid  and  copper  oxid  the  same 
simple  test  will  readily  efifect  a  complete  separation.  I  must  conclude, 
therefore,  first,  that  powdered  copper  matte  is  not  the  same  thing  as  a 
mechanical  mixture  of  powdered  copper  oxid  and  powdered  iron  oxid ; 
second,  that  the  use  of  powdered  copper  matte  will  effect  the  purifica- 
tion of  oils  by  the  use  of  a  smaller  quantity  of  the  powder  than  would 
be  required  if  the  mechanical  mixture  of  two  oxids  were  employed. 

Prom  these  facts  I  reach  the  further  conclusion  that  the  use  of  pulver- 
ized copi>er  matte  for  purifying  oils  is  an  improvement  upon  the  use  of 
the  mixture  of  pulverized  copper  oxid  and  pulverized  iron  oxid  of  such 
character  that,  if  new,  it  constituted  an  improvement  such  as  is  not  to 
be  expected  fix)m  those  versed  in  the  art  and  required  invention. 

Hence  the  conclusion  that  the  appellant  is  entitled  to  these  claims, 
and  the  decision  of  the  Examiners- in-Chief  is  therefore  reversed. 


Couch  v.  Finnegan. 

Decided  November  26,  1896. 

77  O.  G.,  1595. 

1.  IiTTERFERENciB—lNVieNTORSHip— Acquiescence  in  Use. 

After  C  learned  of  F's  patent  he  continued  to  make  the  patented  article  and 
made  no  protest  ahoat  F's  marking  the  article  '^ Patented''  and  did  not  claim 
the  article  so  marked  as  his  own  invention  nntil  after  his  employers  had  got  into 
trouble  with  the  owners  of  the  patent.  This  conduct  is  not  that  of  a  person 
who  had  made  the  invention. 
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2.  Same— Same— Failing  to  Claim  the  Invention  in  Prior  Patent. 

C  obtained  a  patent  which  discloses  all  the  improvement«  embraced  in  the 
issue  before  he  tiled  his  present  application ;  but  such  patent  contained  no 
claim  to  the  present  interfering  subject-matter.  This  is  significant  of  the  fact 
that  C.  did  not  consider  himself  the  inventor  of  the  invention  in  question. 

Appeal  from  the  Examiners-in-Oliief. 

BXVOLVEB. 

Application  of  Elbert  M.  Couch  filed  March  26,  1894,  No.  505,075. 
Patent  granted  Peter  H-.  Finnegan  August  29,  1893,  No.  594,154. 

Mr.  Maroellus  Bailey  for  Couch. 

Mr.  Oeo.  D.  Robinson  and  Mr.  Allen  Webster  for  Finnegan. 

Seymour,  Commissioner: 

This  is  an  appeal  taken  by  Couch  from  the  decision  of  the  Examiners* 
in -Chief  holding  that  Finnegan  was  the  original  inventor  of  the  follow- 
ing issue: 

1.  In  a  revolving  firearm  of  the  class  deBcribed,  a  cylindrical  case,  a  cartridge- 
cylinder  having  an  intermittent  rotary  movement  in  said  case  and  having  recesses  in 
its  periphery,  combined  with  a  safety-latch  pivotally  hung  on  the  border  of  said 
case,  one  end  of  which  passes  throngh  said  border,  a  spring  nnder  one  end  of  said 
latch,  operating  to  retain  the  opposite  end  thereof  normaUy  in  engagement  with 
any  one  of  said  recesses,  substantially  as  set  forth. 

2.  In  a  revolving  firearm  of  the  class  described,  the  cylinder-case  having  the 
integrally-formed  tubular  breech-block  centrally  located  therein,  said  block  having 
a  slot  through  its  side,  extending  from  its  extremity  to  its  base,  whereby  the  nose  of 
the  hammer  may  be  passed  therethrough,  substantially  as  set  forth. 

3.  The  case  having  the  finger-rests  on  its  border,  one  behind  the  other,  combined 
with  a  safety-latch  pivotaUy  hung  on  the  border  of  said  case,  and  having  one  end 
opposite  the  forward  end  of  said  projection  and  its  opposite  end  extending  throngh 
said  border  in  proximity  to  the  periphery  of  the  cylinder,  said  rear  rest  serving  as 
an  abutment  for  the  finger  for  carrying  the  arm,  thereby  leaving  the  outer  end  of 
said  latch  free,  combined  and  operating  substantially  as  set  forth. 

4.  In  a  revolving  firearm  of  the  class  described,  means  for  locking  and  removing 
the  cover  of  the  cylinder-case,  consisting  of  sections  of  inwardly-extending  flanges 
on  the  borders  of  said  case,  at  the  end  of  one  of  which  flanges  is  a  stop  to  arrest  the 
circular  movement  of  the  case-cover,  combined  with  a  cover  having  sections  of 
flanges  thereon  to  engage  under  those  of  said  case,  one  of  said  cover- flanges  having 
a  cam  at  one  end  to  engage  with  one  end  of  one  of  said  case-flanges,  thereby  causing 
the  cover  to  be  lifted  from  the  case  when  turned  in  one  direction,  substantially  as 
set  forth. 

Couch  disclaims  count  3  of  the  issue,  and  therefore  it  need  not  be 
considered. 

The  inventions  which  form  the  subject-matter  of  this  controversy  are 
improvements  upon  the  "protector-revolver"  manufactured  under 
Patent  No.  273,644  by  the  Minneapolis  Fire  Arms  Company  prior  to 
July,  1892.  On  May  10,  1892,  Finnegan  and  his  business  associate, 
C.  B.  Corrigan,  entered  into  a  contract  with  the  Minneapolis  Company 
for  the  exclusive  agency  for  the  sale  of  the  protector  revolver  in  the 
State  of  Illinois.    After  a  few  sales  were  made  it  developed  that  the 
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revolver  was  defective  in  that  the  safety-catch  was  not  automatic  and 
was  not  easily  operated  with  one  hand  and  that  the  center-post  or 
breech-block,  fastened  to  the  case  by  screws,  would  become  loose  after 
Mug  a  few  times  and  cause  the  magazine  to  be  thrown  out  of  alinement. 
The  cap  was  fastened  to  the  case  in  such  a  way  that  fire  and  gas  would 
escape  and  burn  the  hand  when  the  revolver  was  fired,  and  when 
replacing  the  cap  on  the  case  it  would  not  fit  except  in  one  position. 
The  barrel  being  screwed  to  the  case  frequently  caused  a  rough  joint, 
which  would  prevent  accurate  firing.  Thinking  that  the  revolver,  if 
improved  to  overcome  these  defects,  would  be  valuable,  Finnegau  set 
aboat  overcoming  the  objections,  and  during  the  summer  of  1892  he 
conceived  and  disclosed  to  others  the  improvements  which  form  the 
sobject-matter  of  counts  1,  2,  and  3  of  the  issue,  these  improvements 
coDsisting  of  an  extra  lug  on  the  front  of  the  case,  having  a  slot 
through  which  a  spring-pressed  lever  or  safety-catch  was  pivoted,  so 
that  the  catch  could  be  under  the  control  of  the  finger  when  the  pistol 
was  to  be  fired,  and  a  center-post  solid  with  the  case,  the  post  being 
cat  away,  so  that  the  hammer  could  be  inserted  therein.  In  June, 
1892,  Finnegan,  with  others,  obtained  firom  the  Minneapolis  Fire  Arms 
Company  an  option  for  three  months  for  the  purchase  of  the  patent 
under  which  the  protector-revolver  was  being  manufactured  and  for 
the  machinery  used  in  making  these  revolvers.  About  July  or  August, 
1892,  he  called  upon  Edwin  Smedley,  a  manufacturer  of  Dubuque, 
Iowa,  and  requested  figures  as  to  the  cost  of  the  manufacture  of  a 
revolver  with  these  improvements. 

Smedley  testifies  that  Finnegan  showed  him  the  old  style  of  revolver 
aud  explained  that  he  wanted  the  center-x>ost  solid  with  the  body,  a 
trigger  attachment  to  prevent  the  revolver  from  firing  should  it  fall, 
and  a  catch  to  fasten  the  cap  to  the  edge  of  the  case.  Finnegan  called 
again  in  about  a  month  to  inquire  if  Smedley  could  get  out  ten  thou- 
sand revolvers  for  the  World's  Fair.  Owing  to  the  amount  of  work  on 
hand  Smedley  concluded  that  he  could  not  fill  the  order  and  advised 
Finnegan  to  apply  to  some  arms-manufacturing  establishment. 

At  the  time  Finnegan  obtained  the  option  to  buy  out  the  Minneapolis 
Fire  Arms  Company  that  company  was  negotiating  with  G.  M.  Loring, 
of  the  Machinery  Construction  Company,  of  Rochester,  N.  Y.,  to  manu- 
facture the  protector- revolver  for  them.  During  July  and  August,  1892, 
about  the  time  Finnegan  was  negotiating  with  Smedley,  he  also  began 
negotiations  with  Loring  direct  from  Chicago  about  the  manufacture  of 
these  revolvers.  Loring  visited  Finnegan  at  Chicago  several  times,  cuid 
during  a  conversation  about  the  protector-revolver  Finnegan  explained 
to  him  in  a  general  way  his  several  improvements.  Loring  informed 
Finnegan  that  if  such  improvements  were  to  be  made  considerable 
change  would  be  necessary  in  the  tools  that  Duckworth  was  using  to 
manufacture  the  old  protector-revolver.  Duckworth  was  a  manufac- 
tmer  located  at  Springfield,  Mass.,  who  had  been  making  the  old  style 
H.  Doc.  354 6 


82  DECISIONS  OF  THE   COMMISSIOKER  OF  PATENTS. 

of  revolver  for  the  Minneapolis  Fire  Arms  Company.  At  one  of  these 
visits  Loring  told  Finnegan  that  he  would  have  Palmer,  who  was  then 
superintendent  of  his  factory  at  Rochester,  go  to  Springfield  with  Fin- 
negan to  look  over  the  tools  and  machinery  in  Duckworth's  shop. 

On  November  19, 1892,  Finnegan  left  Ghicago  to  make  the  trip  to 
Springfield  for  the  purpose  of  inspecting  the  tools  in  Duckworth's  shop, 
as  proposed  by  Loring.  He  was  met  at  Rochester  by  Palmer,  who 
accompanied  him  to  Springfield.  Palmer  states  that  on  this  trip,  while 
on  the  train,  Finnegan  explained  to  him  the  improved  safety-catch,  and 
that  he  made  a  memorandum  of  it  in  his  note-book.  This  book  is  offered 
in  evidence.  They  arrived  in  Springfield  November  21, 1892,  where 
they  met  Duckworth  and  examined  the  tools  in  his  shop. 

Before  this  trip  was  made  to  Springfield  Finnegan  organized  a  com- 
pany to  manufacture  the  improved  revolver,  this  company  being  incor- 
porated October  24, 1892,  under  the  name  of  the  Ghicago  Fire  Arms 
Company.  Prior  to  the  incorporation  of  this  company  Finnegan  pi^ 
vailed  upon  certain  x>ersons  to  take  stock  in  the  company  by  showing 
them  the  old-style  revolver  and  explaining  the  improvements  he 
intended  to  make. 

William  Hamilton,  a  machinist,  who  subscribed  for  stock  September 
24, 1892,  testifies  that  during  July  or  August,  1892,  Finnegan  took  one 
of  the  old-style  revolvers  apart  and  told  him  that  he  was  going  to  make 
the  center-post  and  barrel  solid  with  the  case  and  cut  a  slot  down 
through  the  post  to  admit  the  arm  of  the  hammer  and  that  he  was 
going  to  have  a  slot  cut  in  the  finger  rest  or  lug  on  top  of  the  case, 
behind  the  barrel,  and  place  a  trigger  or  pawl  therein — ^the  safety-catch. 

J.  B.  Koetter,  the  president  of  the  company,  testifies  that  in  the 
latter  part  of  August,  1892,  Finnegan  spoke  to  him  about  making  the 
barrel  and  center-post  solid  with  the  case,  and  that  the  safety-catch 
would  be  put  on  the  trout  of  the  case  instead  of  the  rear,  as  in  the  old 
revolver  shown  to  him. 

William  T.  Williams,  another  stock-holder,  testifies  that  in  August, 
1892,  Finnegan  asked  him  to  subscribe  for  stock  in  the  company  that 
was  being  organized,  and  told  him  that  he  was  going  to  improve  the 
old-style  revolver  by  making  the  center-post  and  barrel  in  one  piece 
with  the  case,  that  he  was  going  to  change  the  safety-catch,  and  that 
he  would  attach  the  cap  to  the  case,  so  as  to  prevent  escape  of  gas.  In 
a  subsequent  interview  Finnegan  explained  the  improvements  by  means 
of  sketches. 

John  B.  Farrel  testifies  that  in  August,  1892,  Finnegan  requested 
him  to  subscribe  for  stock,  and  showed  him  a  revolver  and  explained 
by  sketches  the  improvements  which  he  intended  to  make — a  solid 
barrel  and  center-post,  safety-catch,  and  some  way  of  fastening  the  cap 
to  the  case. 

O.  D.  Stanwood  testifies  that  in  July,  1892,  in  an  interview  with  0. 
E.  Oorrigan,  who  asked  him  to  subscribe  for  stock,  Corrigan  showed 
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him  one  of  the  old-style  revolvers,  when  he  at  once  saw  the  defects  in 
the  safety-catch,  and  ux>on  his  calling  Gorrigan's  attention  to  this  Gor- 
rigan  told  him  that  Finnegan  had  thonght  of  patting  a  catch  on  the 
front  of  the  casing,  above  the  barrel,  that  would  be  operated  by  the 
first  finger  pressing  a  lever.  In  another  interview  with  Gorrigan  on 
August  12, 1892,  Gorrigan  told  him  about  the  other  improvements — 
the  solid  barrel  and  ceuter-post — that  Finnegan  was  to  put  on,  and  also 
that  the  cap  was  to  be  fastened  to  the  edge  of  the  case,  which,  if  car- 
ried out,  would  materially  add  to  the  value  of  the  revolver.  He  also 
states  that  he  did  not  subscribe  for  stock  until  he  knew  that  these 
improvements  were  to  be  made. 

The  sketches  said  to  have  been  used  by  Finnegan  in  explaining  the 
improvements  to  some  of  these  witnesses  are  not  produced,  and  all 
these  witnesses  are  interested  to  the  extent  of  being  stock-holders,  yet 
from  their  testimony  and  the  testimony  of  Smedley  and  Palmer,  two 
disinterested  witnesses,  it  is  thought  that  Finnegan  had  a  fall  concep- 
tion of  the  subject-matter  of  counts  1  and  2  of  the  issue,  and  disclosed 
the  same  to  others  as  early  as  August,  1892,  and  that  at  this  time  he 
bad  conceived  the  idea  of  fastening  the  cap  to  the  rim  of  the  case  in 
some  way,  the  specific  means  for  doing  this  being  stated  by  count  4,of 
the  issue. 

Shortly  after  Finnegan's  and  Palmer's  trip  to  Springfield  Finnegan 
met  Loring  and  Palmer  in  Minneapolis,  and  he  was  informed  that  the 
tools  and  machinery  in  Duckworth's  shop  were  of  little  use  in  manu- 
facturing the  revolver  with  the  improvements,  and  that  Loring  could 
not  put  the  amount  of  money  in  the  special  tools  and  machinery  re- 
qnired  for  such  work.  As  Finnegan  wanted  a  large  number  of  revolv- 
ers for  the  World's  Fair,  he  was  anxious  to  have  some  one  make  these 
pistols  at  once,  and  on  December  6  he  and  Palmer  met  at  Springfield 
and  again  looked  over  the  tools  and  machinery  in  Duckworth's  shop. 
They  came  to  the  conclusion  that  these  tools  were  not  suitable  for  the 
work  and  that  special  tools  could  not  be  got  ready  to  make  the  revolv- 
ers in  time  for  the  World's  Fair.  They  then  went  to  the  oflSce  of  the 
Ames  Sword  Gompany,  and  Finnegan  made  a  preliminary  verbal  bar- 
gain with  that  company,  through  J.  P.  Woodworth,  the  superintend- 
ent, to  make  the  revolvers.  Palmer  testifies  that  at  this  interview 
Finnegan,  in  his  presence,  explained  to  Woodworth  exactly  how  he 
wanted  the  improved  safety-catch  put  on  the  revolver,  and  that  they 
talked  of  making  new  dies  for  drop-forging.  Woodworth,  on  the  other 
hand,  denies  that  there  was  any  such  interview,  and  states  that  he 
knew  nothing  about  the  safety-catch  about  the  6th  or  7th  of  December, 
the  date  of  this  interview. 

These  negotiations  on  the  6th  and  7th  of  December,  1892,  resulted  in 
a  Written  contract,  dated  December  27, 1892,  between  the  Ghicago  Fire 
A^nns  Gompany  and  the  Ames  Sword  Gompany,  by  which  the  latter 
a^i^ed  to  manufacture  twenty-five  thousand  revolvers  in  all  respects 
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like  a  model  to  be  fdrnished  by  the  Arms  Company.  This  model  was 
fnmished  to  the  Ames  Company  January  31, 1893,  and  accepted.  Dm- 
ing  these  negotiations  Finnegan  gave  instructions  to  Duckworth  to 
make  a  model  with  the  improved  safety-catch  thereon,  and  at  the  same 
time  he  spoke  to  Duckworth  in  a  general  way  about  other  improve- 
ments— more  particularly  about  the  manner  of  fastening  the  cap  to  the 
case,  which  he  states  he  had  conceived  about  December  1, 1892.  He 
states  that  the  reason  he  did  not  have  Duckworth  put  on  all  these 
improvements  was  because  it  would  require  many  changes  in  the  tools 
and  he  was  anxious  to  get  out  the  revolver  for  the  World's  Fair. 

Duckworth  began  on  working  drawings  for  the  revolver  about  Decem 
ber  5, 1892.  The  work  of  construction  was  begun  December  14.  Shortly 
after  making  the  drawings  Duckworth,  under  Finnegan's  direction, 
took  one  of  the  old  Minneapolis  revolvers,  soldered  a  lug  on  the  outside 
of  the  case,  cut  an  opening  through  the  case,  and  mounted  therein  a 
safety-catch  which  operated  substantially  like  the  catch  shown  in 
"Couch  Exhibit  No.  3." 

Some  time  in  December,  1892,  or  early  in  January,  1893,  Couch  was 
employe4  by  the  Ames  Company  for  the  express  purpose  of  designing 
an4  making  tools  for  the  manufacture  of  the  revolver  contracted  for  by 
the  Chicago  Arms  Company.  He  went  to  work  on  January  9, 1893, 
and  on  that  day  he  began  a  model  revolver,  which  was  completed  Jan- 
uary 20, 1893,  and  contained  all  the  improvements  covered  by  the  issue. 
During  the  time  this  model  was  being  made  Finnegan  was  a  constant 
visitor  at  the  Ames  shop,  and  a  great  part  of  the  time  he  spent  in  con- 
sultation with  Couch  and  frequently  complimented  Couch  for  his  skill 
and  ability  in  making  this  model.  After  the  model  was  completed  it 
was  delivered  to  Finnegan,  who  took  it  to  his  attorney  to  have  an  appli- 
cation for  a  patent  prepared.  This  application  was  executed  on  Janu- 
ary 26, 1893,  filed  February  10, 1893,  and  Patent  No.  604,154,  involved 
in  this  interference,  was  issued  August  29, 1893,  and  is  assigned  to  the 
Chicago  Fire  Arms  Company.  Finnegan,  with  the  knowledge  of  Wood- 
worth,  subsequently  obtained  several  foreign  patents. 

The  revolvers  furnished  by  the  Ames  Company  under  the  contract 
with  the  Arms  Company  contained  all  the  improvements  in  controversy, 
and  each  revolver  was  stamped  "  Pat.  Aug.  29,  '93,''  the  date  of  Finne- 
gan's  patent. 

Each  party  claims  the  model  revolver  made  by  Couch  in  the  shops  of 
the  Ames  Company  between  January  9  and  20, 1893,  as  the  reduction  to 
practice  of  his  invention.  Finnegan  claims  that  Couch  simply  embodied 
the  Finnegan  ideas  in  this  revolver  as  instructed  by  Finnegan,  while, 
on  the  other  hand.  Couch  claims  that  he  received  no  instructions  from 
Finnegan  about  the  construction  of  this  revolver,  but  that  the  ideas  or 
improvements  embodied  therein  are  his  own. 

The  question  is  which  of  the  two  parties  is  the  inventor  of  the  improve- 
ments embodied  in  the  revolver  made  by  Couch.    Finnegan  is  a  pat- 
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entee,  aud  the  bnrden  is  upon  Ooucli  to  overcome  the  presnmption  that 
Finnegan  is  the  prior  inventor  by  evidence  sufficient  to  overthrow  the 
patent  and  to  establish  Couch's  claims  beyond  a  reasonable  doubt. 

Couch  alleges  that  he  invented  the  first  count  of  the  issue — the 
safety-catch — on  December  15, 1892,  in  Woodworth's  office,  while  there 
to  see  about  making  tools  for  a  revolver  that  the  Ames  Company  was 
contemplating  making;  that  Wood  worth  handed  him  a  sample  revol- 
ver, and  after  examining  it  he  told  Wood  worth  that  he  did  not  like  the 
safety-catch  and  that  he  could  devise  something  better,  and  that  he 
then  made  a  sketch  showing  what  he  would  put  on.  Wood  worth  asked 
Mm  to  leave  the  sketch,  so  that  it  could  be  shown  to  Finnegan.  The 
sketch  is  not  produced,  and  Couch  says  he  has  not  seen  it  since  it 
was  made.  What  it  illustrated  or  what  was  explained  to  Woodworth 
is  not  stated.  Neither  is  it  stated  what  the  sample  revolver  showed. 
Finnegan  denies  that  he  ever  saw  the  sketch. 

Woodworth  being  called  upon  to  corroborate  Couch's  statement  says 
that  the  first  he  knew  of  this  improved  safety-catch  was  when  it  was 
explained  to  him  by  Couch  some  time  after  an  interview  he  had  with 
Finnegan  on  December  6  or  7,  1892,  and  before  Couch  went  to  work 
for  the  Ames  Company  on  January  9, 1893.  The  exact  date  he  cannot 
give.  Evidently  he  is  mistaken  as  to  this.  Before  the  interview  of 
December  G,  1892,  Finnegan  had  conceived  of  this  improvement  and 
disclosed  it  to  others,  and  he  was  anxious  to  have  it  put  on  a  revolver, 
and  as  at  this  time  he  was  negotiating  with  Woodworth  to  make  a 
revolver  for  him  it  seems  reasonable  that  he  explained  such  improve- 
ment to  Woodworth.  Finnegan  and  Palmer  state  definitely  and  clearly 
that  this  improvement  was  explained  to  Woodworth  at  this  time. 

Forthermore,  it  is  shown  that  on  December  5,  1892,  Duckworth 
began  drawings  for  this  improvement,  which  was  disclosed  to  him  by 
Finnegan,  and  he  embodied  this  in  a  working  revolver  soon  after,  the 
safety-catch  being  substantially  the  same  as  the  one  shown  by  "  Couch 
Exhibit  No.  3." 

As  to  counts  2  and  4  of  the  issue,  Couch  testifies  that  he  invented 
connt  2  between  January  9  and  20,  1893,  at  the  shops  of  the  Ames 
Company.  In  making  this  improvement  he  took  a  case  of  a  Duck- 
worth revolver,  made  a  separate  breech-block,  and  secured  it  solid  to 
the  case.  He  incorporated  several  other  improvements,  one  of  which 
was  the  cap  covered  by  count  4.  He  also  states  that  he  met  Finnegan 
tor  the  first  time  about  January.l2  or  14, 1893,  in  the  shops  where  he 
was  making  these  improvements,  at  which  time  he  explained  them  to 
Rnnegan  in  the  presence  of  Woodworth  and  Smith. 

In  this  connection  Woodworth  testifies  that  he  knew  nothing  of  the 
^lid breechblock  and  barrel  or  the  new  cap  attachment  prior  to  Jan- 
uary 9, 1893,  and  that  Couch  imformed  him  about  these  improvements. 
Smith  says  he  first  learned  of  them  a  day  or  two  after  Couch  began  to 
^orkfor  the  Ames  Company;  that  Couch  then  claimed  them  as  his 
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own,  and  he  heard  Couch  explain  them  to  Finnegan,  who  gave  the 
credit  of  them  to  Couch.  Finnegan  denies  this  and  states  positively 
that  he  explained  these  improvements  to  Woodworth  and  Couch  at 
different  times  during  December,  1892,  and  prior  to  the  employment  of 
the  latter  by  the  Ames  Company.  For  the  reasons  given  I  prefer  the 
statements  of  Finnegan  to  those  of  Woodworth. 

Couch  took  the  testimony  of  several  other  witnesses  to  show  that  he 
invented  the  improvements  that  went  on  the  model  revolver.  Of  these 
Bradford,  the  treasurer  of  the  Ames  Sword  Company,  testifies  that 
he  understood  that  the  improvements  on  this  model  revolver  were 
Couch's  and  that  Finnegan  constantly  explained  to  him  that  the 
improvements  had  been  made  by  Couch.  Duckworth,  who  made  the 
model  for  Finnegan  having  the  safety-catch,  states  that  Finnegan  had 
told  him  about  the  improvements,  but  that  he  did  not  know  that  Fin- 
negan told  him  who  invented  them.  Finnegan,  however,  spoke  of 
Couch  making  the  model  revolver,  and  from  that  he  supposed  that 
Couch  was  the  inventor. 

Bannister,  a  machinist  employed  by  Duckworth  to  work  on  the 
model  ordered  by  Finnegan,  testifies  that  while  he  was  working  on  the 
model  Finnegan  told  him  that  the  Ames  shops  were  going  to  make 
a  model  with  a  solid  br.eech-block  and  barrel,  and  that  the  cap  woald 
be  fastened  on  the  case;  that  Finnegan  did  not  claim  these  improve- 
ments, but  gave  credit  to  Couch.  Squier,  a  bookkeeper  employed  by 
Duckworth,  states  that  in  the  latter  part  of  January,  1893,  Finnef^an 
told  him  that  Couch  made  several  improvements,  but  Finnegan  did 
not  claim  them  as  his  own.  Bradley,  the  assistant  superintendent  of 
the  Ames  Company,  says  that  he  knew  Couch  made  all  the  improve- 
ments and  that  he  did  not  know  that  Finnegan  made  any  claim  as 
inventor. 

All  this  evidence  about  Couch  being  the  inventor  of  these  improve- 
ments is  rumor  and  hearsay,  except  the  alleged  admissions  of  Finne- 
gan, and  these  Finnegan  denies.  Kot  one  of  these  witnesses  has 
knowledge  of  the  fact  or  states  positively  and  definitely  that  Conch 
was  the  inventor.  The  testimony  of  Finnegan  contradicts  these  wit- 
nesses, and  Finnegan  states  that  to  some  of  these  witnesses  he  spoke 
of  the  improvements  as  his  own.  The  witness  Stanwood  says  that 
during  his  visit  to  the  shops  of  the  Ames  Company  between  JanuaiJ 
17  and  22, 1893,  he  met  Couch,  who  spoke  about  the  improvements  he 
was  putting  on  a  revolver,  and  he  always  spoke  of  them  as  Finnegan's 
ideas,  which  he  was  carrying  out  by  making  a  model. 

From  the  contract  itself  between  the  Ames  Company  and  the  Anns 
Company  there  is  justification  for  holding  that  Finnegan  was  the 
inventor  of  these  improvements.  This  contract  is  for  the  manufactnn 
of  a  large  number  of  revolvers  for  a  certain  price,  the  revolvers  to  bt' 
made  like  a  model  to  be  furnished  by  the  Arms  Company.  All  the 
revolvers  furnished  under  this  contract  had  the  improvement  shown  by 
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the  model  made  by  Ooach.  Woodworth  states  that  the  contract  did 
not  call  for  these  improvements  on  the  revolvers.  Bradford  substan- 
tially states  that  the  contract  was  entered  into  before  it  was  definitely 
settled  what  model  was  to  be  used  and  what  this  tnodel  represented. 
Koetter,  however^  denies  this  and  says  that  under  the  contract  the 
Ames  Company  was  compelled  to  furnish  revolvers  having  these 
improvements  thereon. 

It  does  not  seem  credible  that  a  company  such  as  the  Ames  Sword 
Company  would  enter  into  a  contract  to  manufacture  thousands  of 
revolvers  at  a  fixed  price,  and  which  had  to  be  delivered  at  a  certain 
time,  without  knowing  just  what  kind  of  a  revolver  was  to  be  made. 

Gouch  testifies  that  Finnegan  told  him  between  January  12  and  20, 
1893,  that  he  had  Pratt  &  Whitney,  during  the  fall  of  1892,  figure  on 
the  cost  of  tools  and  machinery  to  make  the  revolver  in  Chicago  and 
that  he  was  glad  that  the  negotiations  were  not  satisfactory,  because 
if  they  had  been  he  would  have  been  making  the  old-style  pistol  with- 
out the  improvements.  Sponsel,  the  foreman  of  the  gun  department  of 
the  Pratt  &  Whitney  Company  during  1892,  is  called  as  a  witness  to 
show  that  Pratt  &  Whitney  made  an  estimate  for  such  tools,  and  he 
testifies  that  in  October,  1892,  he  figured  on  the  cost  of  making  tools 
and  machinery  to  be  used  in  the  manufacture  of  a  revolver  like 
"  Oouch  Exhibit  No.  1 " — the  old-style  revolver.  This  testimony  is  taken, 
presumably,  for  the  purpose  of  supporting  the  claim  that  when  Finne- 
gan was  negotiating  during  December,  1892,  with  the  Ames  Company 
for  the  manufacture  of  a  revolver  it  was  the  old-style  revolver  and  not 
the  one  with  the  improvements.  Mr.  Pratt,  the  president  of  the  Pratt 
&  Whitney  Company,  however,  produces  letters  and  records  that  prove 
conclusively  that  this  estimate  was  made  at  the  request  of  the  Minne- 
apolis Fire  Arms  Company  in  February,  1892,  and  it  does  not  appear 
that  Finnegan  had  anything  whatever  to  do  with  it. 

It  is  also  contended  on  behalf  of  Couch  that  the  revolvers  contracted 
for  were  to  be  similar  to  the  one  Finnegan  was  having  made  by  Duck- 
worth, which  was  to  be  used  as  the  model,  but  subsequently  to  the  date 
of  the  contract  a  new  model  was  agreed  upon.  However  this  may 
be,  the  contract  has  not  been  modified  or  changed  in  any  particular  and 
all  the  revolvers  delivered  to  the  Arms  Company  under  the  contract 
contained  all  the  improvements  involved  in  this  controversy,  and  each 
revolver  was  stamped  with  the  date  of  Finnegan's  patent. 

The  conduct  of  Couch  after  he  knew  that  Finnegan  had  obtained  a 
patent  for  these  improvements  is  not  satisfactorily  explained.  On 
direct  examination  Woodworth  states  that  he  did  not  know  that  Fin- 
negan had  applied  for  a  patent  for  these  improvements  until  after  the 
patent  was  granted,  and  that  he  had  no  recollection  of  ever  taking  or 
sending  a  model  of  a  revolver  with  the  improvements  thereon  to  Fin- 
negan's  attorneys  from  which  an  application  for  a  patent  was  to  be 
prepared.    It  is  shown,  however,  by  a  letter  from  these  attorneys  that 
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Woodworth  did  send  this  model  or  knew  it  was  sent,  and  on  cross- 
examination  he  says  he  must  have  known  that  Finnegan  was  taking 
steps  to  obtain  a  patent  as  early  as  May  20, 1893,  the  date  of  this  letter, 
and  probably  he  knew  as  early  as  February  14,  1893,  that  Finnegan 
was  taking  steps  to  obtain  a  patent  on  improvements  shown  by  the 
model  made  by  Coach.  He  also  knew  or  heard  that  Finnegan  had 
spent  large  sums  of  money  in  obtaining  foreign  patents.  In  view  of 
the  relations  between  Woodworth  and  Gouch  it  seems  probable  that 
Woodworth  would  have  communicated  to  Oouch  what  he  knew  about 
Finnegan's  application  for  a  patent  if  he  thought  that  Finnegan  was 
patenting  something  that  did  not  belong  to  him.  Gouch,  however,  says 
that  the  first  he  knew  that  Finnegan  claimed  to  be  the  inventor  of  the 
improvements  he  had  put  on  the  revolver  was  the  last  of  August  or 
first  of  September,  1893,  when  Smith  told  him  that  Finnegan  had  pat- 
ented these  improvements.  However  this  may  be,  according  to  Couch's 
own  statement  it  was  not  until  December,  1893,  or  January,  1894,  that  he 
protested  to  Finnegan  about  patenting  improvements  made  by  Couch. 
After  Couch  learned  that  Finnegan  had  patented  the  improvements  he 
continued  to  make  for  the  Arms  Company  the  revolver  with  the 
improvements  thereon,  and  he  knew  that  such  revolvers  were  being 
marked  during  the  summer  and  fall  of  1893  with  the  words  ^'Pat.  Aug. 
29,  '93,"  as  being  manufactured  under  Finnegan's  patent.  He  made  no 
protest  about  the  revolver  being  so  marked,  and  he  did  not  lay  claim 
to  these  improvements  until  he  had  an  application  for  patent  prepared, 
which  was  filed  March  24, 1894,  after  his  employers  had  got  into  trouble 
with  the  Arms  Company  over  their  alleged  failure  to  deliver  the 
revolvers  as  called  for  by  the  contract.  This  conduct  is  not  that  of  a 
person  who  had  made  the  invention. 

Another  significant  fact  that  goes  to  show  that  Gouch  did  not  con- 
sider that  he  was  the  inventor  of  these  improvements  is  that  on  Decem- 
ber 20, 1893,  he  filed  an  application  which  became  a  patent  March  13, 
1894,  Ko.  516,476.  This  patent  shows  all  the  improvements  here  involved, 
yet  he  made  no  claim  in  the  patent  to  such  improvements.  He  offers 
the  explanation  that  the  reason  he  did  not  make  claims  for  the  improve- 
ments was  because  he  was  in  a  hurry  to  get  the  patent  out  before  Fin- 
negan could  lay  claim  to  what  was  covered  by  it,  as  Finnegan  had  done 
in  reference  to  the  parts  involved  in  this  controversy. 

There  are  other  parts  of  the  record  that  might  be  noted,  but  I  think 
enough  has  been  reviewed  to  show  that  Finnegan  conceived  of  the 
improvements  covered  by  the  issue  and  disclosed  them  before  he  met 
Oouch,  and  that,  while  Couch  actually  made  revolvers  embodying  the 
improvements,  in  doing  so  he  was  simply  carrying  out  Finnegan's  ideas 
under  Finnegan's  instructions. 

It  is  thought  that  Couch  has  failed  to  overcome  Finnegan's  patent 
and  that  Finnegan  is  the  first  and  only  inventor  of  the  matter  involved 
in  this  controversy. 

The  decision  of  the  Ezaminersin-Chief  is  affirmed. 
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Foster  and  Foster  v.  Bent, 

Decided  November  SO,  1896. 

77  O.  G.,  1781. 

1.  Pbeliminart  Statement— Motion  to  Amend— Denied  on  Appeal. 

Bent's  motion  to  amend  his  preliminary  statement,  granted  by  the  Examiner 
of  Interferences,  was  denied  by  the  Commissioner  on  appeal,  since  the  facts  do 
not  show  sufficient  ground  for  the  motion. 

2.  Same— Amendment  to—Practice  op  the  Office. 

The  practice  of  the  Office  should  conform  to  the  modem  practice  in  courts, 
which  allows  amendments  to  pleadings  upon  a  proper  showing  at  any  stage  in 
the  case;  bat  it  is  not  proper  to  allow  an  amendment  to  a  preliminary  statement 
at  any  stage  of  the  case,  as  a  matter  of  course,  whenever  asked  for,  without  a 
showing  of  facta  to  justify  it. 

3.  Same — Same— Consideration  of— Affidavits. 

Motions  to  amend  preliminary  statements  should  not  be  disposed  of  upon  affi- 
davits alone,  but  upon  the  entire  record. 

4.  Same- Same— When  Permitted. 

Amendments  to  preliminary  statements  should  be  permitted  where  indisputa- 
hle  facts  or  clearly-proved  circumstances  support  the  necessary  inference  that 
a  mistake  has  been  made  which  would  defeat  the  ends  of  justice  and  where 
such  facts  or  circumstances  by  the  exercise  of  reasonable  diligence  could  not 
have  been  found  and  in  fact  were  not  found  earlier. 

5.  Same — Same. 

The  fact  that  an  affiant  who  is  one  of  the  parties  did  not  give  the  original  pre- 
liminary statement  adequate  study,  did  not  follow  back  the  details  in  his  mind, 
did  not  at  the  time  it  was  made  recollect  anything  important  about  it,  and  con- 
fused the  article  which  he  afterward  manufactured  with  the  one  which  he  then 
invented  are  not  sufficient  grounds  to  justify  disposing  of  the  original  statement 
by  substituting  therefor  an  amended  one. 

Appeal  on  motion. 

BED. 

Application  of  Oscar  S.  Foster  and  Wm.  S.  Foster  filed  August  1, 
1896,  No.  557,850.  Application  of  George  W.  Bent,  filed  August  8, 
1894,  No.  619,726. 

Messrs.  Risley^  Robinson  iSk  Love  for  Foster  and  Foster. 
Mr.  Jos.  H.  Churchill  and  Mr.  Jos.  H.  Lunge  for  Bent. 

Seymour,  Commissioner: 

This  is  an  appeal  by  Foster  and  Foster  from  the  action  of  the  Acting 
Examiner  of  Interferences  in  granting  Bent's  motion  to  amend  his  pre- 
liminary statement.  In  his  original  preliminary  statement  Bent  made 
oath  that  he  conceived  of  the  invention  in  the  latter  part  of  November 
or  the  first  part  of  December,  1893,  (the  exact  date  he  was  unable  to 
^ve  at  that  time;)  that  he  disclosed  the  invention  to  others  in  Decem- 
ber, 1893,  having  made  no  drawings  or  model,  but  reduced  the  inven- 
tion to  practice  in  December,  1893,  and  had  since  sold  a  large  number. 

The  Fosters'  testimony  was  taken  with  reference  to  this  preliminary 
statement  of  Bent's,  and  their  proofs  were  evidently  addressed  to  the 
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necessity  of  overcoming  it.  After  their  testimony  had  been  completed 
Bent  took  testimony  contradictory  of  the  preliminary  statement,  in  the 
face  of  the  Fosters'  objection  on  that  ground.  Rebuttal  testimony  was 
admitted  by  stipulation  September  5, 1896,  and  the  Fosters'  case  closed. 
On  August  12. 1896,  at  the  close  of  Bent's  testimony,  the  Fosters  gave 
notice  that  at  the  hearing  before  the  Examiner  of  Interferences  motion 
would  be  made  to  expunge  Bent's  testimony  as  contradictory  of  the 
preliminary  statement,  and  thereupon  counsel  for  Bent  gave  notice  that 
they  would  apply  to  the  Patent  Office  for  leave  to  amend  the  prelimi- 
nary statement. 

On  September  15, 1896,  counsel  for  Bent  moved  to  amend  Bent's  pre- 
liminary statement,  and  filed  therewith  such  amended  preliminary 
statement,  carrying  back  the  date  of  the  conception  of  the  invention, 
the  disclosure  to  others,  and  the  reduction  to  practice  to  July,  1893, 
live  months  earlier  than  the  corresponding  dates  of  his  first  statement 

The  grounds  upon  which  this  singular  motion  are  made  are  that  Mr. 
Churchill  first  prosecuted  the  case  up  to  the  point  of  the  taking  of  the 
Fosters'  testimony  in  Utica;  that  the  papers  were  placed  in  the  hands 
of  the  present  attorney  only  a  short  time  before;  that  the  necessity  for 
the  amendment  of  the  preliminary  statement  did  not  arise  until  after 
the  taking  of.  the  Fosters'  testimony;  that  investigation  was  immedi- 
ately begun,  and  that  it  was  found  that  something  of  a  case  might  be 
made  out  for  an  earlier  conception  and  reduction  to  practice  than  that 
stated.  Upon  this  point  Bent  himself  testifies,  at  interrogatory  64  and 
following,  upon  direct  examination,  that  he  first  learned  that  a  mistake 
had  been  made  in  his  preliminary  statement  after  his  counsel  had 
returned  from  the  taking  of  testimony  in  Utica,  when  he  began  to  talk 
with  him  about  the  matter  and  was  asked  by  counsel  to  look  it  up  and 
see  where  they  stood.  He  came  to  make  the  statement  as  at  first  sub- 
mitted  because  his  mind  went  back  at  once  to  the  bed  as  it  stood  in  the 
Whitman  room,  before  a  fire  occurring  late  in  December  had  destroyed 
his  warehouse.  He  states  that  in  fact  his  mind  reverted  to  the  fire  and 
thatAe  did  not  give  the  subject  sufficient  study,  did  not  follow  it  back 
in  detail,  as  he  had  since,  and  had  wholly  forgotten  at  the  time  this  bed 
of  1893,  which  contained  only  a  bolt  without  the  shoulder,  which  was 
previous,  as  he  says,  to  the  one  with  a  shoulder.  He  states  that  his 
mind  centered  on  the  bed  which  they  decided  to  use — ^that  is,  the  one 
with  the  shoulder.  Then  as  to  corroborating  proof,  the  bill  of  James 
Gumey  is  presented,  containing  an  item  for  a  lot  of  molds  and  pattern- 
molds  for  beds,  which  are  now  thought  to  be  identified  with  the  prelimi- 
nary construction  which  Bent  calls  the  July,  1893,  bed.  Other  testimony 
of  this  kind  was  adduced,  but  it  was  not  discussed  before  me.  I  have 
considered  it  necessary  to  examine  it  for  reasons  which  will  be  noticed 
hereinafter. 

Joseph  Bimmer,  a  foundryman,  seems  to  have  been  connected  with 
the  construction  of  the  first  and  second  beds  made  by  Bent,  and  is  sup- 
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posed  to  have  fixed  the  date  of  his  work  with  reference  to  the  payment 
of  interest  upon  his  mortgage- note  on  July  17,  1893,  and  the  reason 
which  he  assigns  for  connecting  the  two  is  that  if  he  had  not  paid  this 
interest  before  he  went  to  work  in  the  foundry  he  would  have  io.-t  time 
while  going  out  to  pay  it;  but  it  clearly  appears  that  he  was  only  occa- 
sionally employed  in  the  foundry  until  December,  1893,  and  obviously 
until  then  he  might  have  paid  his  interest  without  loss  of  time  at  the 
foundry. 

The  pattern-molds  for  beds  in  the  James  Gumey  bill  show  nothing  of 
themselves,  and  Bimmer  testifies  that  they  had  nothing  to  do  with  the 
first  bed;  that  while  it  is  possible  they  might  have  something  to  do 
with  the  second,  it  is  also  possible  they  may  not. 

The  testimony  of  Miller,  the  foreman  of  the  foundry,  fixes  no  dates 
with  any  satisfaction  to  the  impartial  mind.  He  thinks  the  construc- 
tion of  the  first  bed  was  a  short  time  after  Eimmer's  leaving  his  depart- 
ment to  go  to  the  foundry;  but  this  is  all  inference,  and  so  is  the  attempt 
to  connect  it  with  the  ternunation  of  Whitman's  occupancy  of  the  store- 
room. It  would  seem  that  he  probably  vacated  the  room  on  October  31, 
and  while  any  of  the  events  connected  with  the  construction  of  the  first 
and  second  beds  might  with  equal  probability  have  been  put  later  than 
October  31  nothing  is  shown  why  they  should  be  earlier.  Indeed,  the 
whole  testimony  leaves  the  impression  that  all  that  is  testified  to  might 
with  entire  harmony  with  every  fixed  event  have  taken  place  in  Novem- 
ber or  December. 

Bent  seems  to  have  submitted  his  mind  to  strained  constructions  and 
to  the  force  of  inference  rather  than  to  the  statement  of  fact  which  can 
be  treated  as  evidence.  When  he  became  aware  of  the  nature  of  the 
Fosters'  evidence,  after  his  counsel's  return  from  Utica  and  after  he  was 
asked  to  look  up  the  matter  and  see  where  they  stood,  he  seems  to  have 
argued  with  himself  and  to  have  learned  things  from  investigation.  At 
interrogatory  81  he  was  asked  when  it  was  that  he  first  definitely  learned 
from  his  investigations  that  in  July,  1893,  he  made  and  set  up  in  his 
factory  at  Canal  street,  Boston,  a  bed  having  metallic  head  and  foot 
frames  and  embodying  the  construction  found  in  Bent's  exhibit  model 
of  July,  1893,  bed  with  post,  to  which  he  answered: 

WeU,  conclnsiyely  to  my  mind,  within  two  days,  but  it  had  been  tending  in  that 
direction  for  a  month  or  more. 

I  think  that  his  recurrence  to  the  fire  when  he  made  his  preliminary 
statement  suggests  a  more  immediate  connection  between  the  fire  and 
his  first  experimental  beds  than  in  his  later  acts  he  is  willing  to  admit 
and  that  he  vividly  recalled  the  two  in  connection  because  the  two  were 
nearly  coincident  in  time. 

To  dispose  of  this  motion  may  be  to  dispose  of  the  case  upon  the 
merits;  but  this  follows  from  the  extraordinlury  course  taken  respecting 
the  preliminary  statement,  and  while  the  practice  of  the  Office,  properly 
enough,  should  be  made  to  conform  to  the  modem  practice  in  courts,  to 
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allow  amendments  to  pleadings  upon  a  proper  showing  at  any  stage  of 
the  case,  it  does  not  follow  nor  would  it  be  proper  to  go  so  far  beyond 
this  as  to  allow  as  a  matter  of  course  the  amendment  of  a  preliminary 
statement  whenever  asked  for  without  a  showing  of  the  facts  which 
would  justify  it.  It  is  not  easy  to  conceive  of  a  case  where  such  amend- 
ment would  be  allowed  after  opposing  counsel  had  shaped  their  case 
with  reference  to  the  preliminary  statement  as  first  filed  and  long  after 
the  party  adducing  testimony  in  contradiction  of  his  own  preliminary 
statement  had  discovered  the  necessity  of  amending  it  and  had  given 
no  notice  of  an  intention  to  do  so  until  after  he  had  taken  his  testimony. 
The  burden  of  such  a  practice  would  be  heavy  on  opposing  parties  and 
their  counsel  and  upon  the  Office.  If  such  motions  were  to  be  disposed 
of  merely  upon  the  affidavits  connected  with  them  and  without  an 
examination  of  the  cases  as  presented  upon  the  merits,  for  the  testi- 
mony has  all  been  taken,  printed,  and  filed,  the  absurdity  might  arise 
that  the  affidavits  would  show  a  case  for  amendment,  while  the  record 
would  show  that  there  was  failure  in  making  out  such  case. 

In  this  case  the  affidavits  presented  in  connection  with  the  motion 
throw  little  light  upon  the  real  question  and  in  my  judgment  show  no 
case  for  allowing  an  amendment  to  the  preliminary  statement;  but  I 
am  not  content  with  disposing  of  the  motion  merely  upon  the  affidavits, 
although  the  Acting  Examiner  of  Interferences  has  seen  fit  to  pursue  a 
different  course. 

The  general  contention  of  the  appellee  may  well  be  allowed.  The 
preliminary  statement  should  be  amended  where  indisputable  fact  or 
clearly-proved  circumstances  support  the  necessary  inference  that  a  mis- 
take has  been  made  which  would  defeat  the  ends  of  justice — where  with 
all  reasonable  diligence  in  ascertaining  fact  and  in  making  the  state- 
ment a  drawing  or  a  model  or  an  abandoned  application  or  some  other 
fact  of  clear  date  and  origin  has  been  unearthed  which  by  reasonable 
diligence  could  not  have  been  found  and  which  in  fact  was  not  found 
earlier.  When  this  arises,  then,  except  by  stipulation,  no  time  should  be 
lost  in  applying  for  the  amendment,  to  the  end  that  opposing  counsel 
and  parties  may  shape  their  case  with  reference  to  it.  Even  then  the 
first  preliminary  statement  remains  a  part  of  the  case,  and  while  it  is  not 
evidence  in  favor  of  the  party  making  it  it  is  strong  evidence  against 
him,  to  the  effect  that  the  various  stages  of  development  of  the  invention 
were  not  of  earlier  date  than  as  first  deliberately  set  up  and  sworn  to. 

In  entire  fairness  to  Bent's  contention  it  might  be  written  out  in  full 
to  read  something  like  this:  May  a  preliminary  statement  be  disposed 
of  by  showing  that  the  affiant  did  not  give  it  any  adequate  study,  did 
not  follow  back  the  details  in  his  mind,  did  not  at  that  time  recollect 
anything  important  about  it,  and  confused  the  bed  which  he  afterwards 
manufactured  with  the  one  which  he  then  invented? 

I  am  not  willing  to  give  the  first  preliminary  statement  such  slight 
effect.    Bent  should  be  taken  to  have  testified  under  oath  in  a  solemn 
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and  ceremonious  manner,  under  a  motive  to  state  his  best  case  and  with 
a  bona  fide  and  adequate  attempt  to  do  so.  It  should  be  held  that  he  went 
over  in  his  mind  all  the  circumstances  attending  the  conception  of  this 
invention  and  the  making  of  a  bed;  that  he  compared  one  event  with 
another,  and  that  it  was  at  that  time  his  best  recollection  that  he  invented 
it  in  December,  1893,  and  not  at  an  earlier  date,  and  now  from  a  crit- 
ical examination  of  all  that  he  has  adduced  for  an  earlier  date  he  will 
not  be  i)ermitted  to  urge  his  own  trifling  conduct  with  reference  to  bis 
first  solemn  afBdavit  and  to  brush  it  aside.  I  regard  it  as  the  most 
competent  and  convincing  part  of  his  testimony,  and  notwithstanding 
bis  inconclusive  responses  to  leading  questions  now  setting  up  a  differ- 
ent state  of  facts  I  am  constrained  to  believe  that  the  truth  lies  under 
his  first  affidavit. 

I  have  referred  to  the  disposition  of  the  Office  to  conform  its  practice 
somewhat  to  the  proceedings  in  court.    Precisely  such  cases  as  the 
present  do  not  often  arise  in  courts,  and  reported  cases  that  may  be 
treated  as  satisfactory  precedents  are  not  easily  found.    That  the  pre- 
liminary statement  should  be  amended  when  a  reasonably  clear  case 
18  made  out  and  that  yet  the  original  sworn  statement  should  have 
great  weight,  notwithstanding  the  amendment,  receives  some  support 
from  the  recent  English  case  of  the  Oerm  Milling  Co.y  Limited^  v.  Roh- 
tMMm,  (3  B.  P.  O.,  399.)    In  that  case  the  plaintiffs  brought  an  action 
upon  a  patent  to  Muir  for  improvements  in  the  manufacture  of  meal 
and  fiour  from  wheat  and  in  obtaining  a  valuable  product  during  such 
manufacture.    At  the  trial  in  the  court  below  Muir  was  a  witness  in 
behalf  of  the  plaintiffs,  and  in  the  course  of  his  examination-in-chief  he 
stated  that  he  had  made  flour  according  to  his  patented  process  in  June, 
1875,  and  in  his  cross-examination  he  stated  that  the  flour  which  he  so 
made  he  sold  in  the  ordinary  course  of  business,  and  it  appeared  that 
this  sale  was  before  the  date  of  the  patent.    Under  the  English  statute 
this  was  fatal  to  the  patent,  and  the  plaintiffs'  counsel,  after  submit- 
ting to  the  judge  that  this  was  only  an  experimental  use  of  the  patented 
invention,  considered  that  the  case  was  hopeless  and  abandoned  it. 
Afterward  the  plaintiffs  applied  to  the  Gourt  of  Appeals  for  a  new  trial 
on  the  ground  that  the  patentee  had  made  a  slip  and  was  mistaken 
in  what  he  stated  at  the  trial.    Their  application  was    supported 
by  affidavits  made  by  the  patentee  and  by  two  of  his  foremen,  which 
were  at  great  length  and  to  the  effect  that  the  witness  had  not  refreshed 
his  memory  by  reference  to  books  and  documents  which  would  enable 
him  to  speak  accurately  as  to  dates;  that  he  was  taken  by  surprise; 
that  he  had  since  ascertained  that  some  of  the  facts  and  dates  which 
he  deposed  to  at  the  trial  were  incorrect;  that  it  was  not  possible  that 
bis  establishment  could  have  turned  out  the  product  that  he  testified  at 
the  time  had  been  sold;  that  he  made  a  series  of  experiments  at  the 
mill  and  alterations  in  the  mill,  which  was  wholly  stopped  between  the 
3d  and  19th  of  May,  1875,  which  dates  he  showed  by  the  books  kept  at 


94  DECISIONS  OF  THE   COMMISSIONER  OP   PATENTS. 

the  mill,  apd  that  this  product  was  made  a  considerable  time  after  tlie 
mill  had  been  started  again  and  could  not  have  been  made  so  early  as 
he  had  first  stated.  The  three  lords  justices  were  unanimous  in  refus- 
ing the  application,  and  Lord- Justice  Gotten  in  the  course  of  his  opinion 
said: 

In  my  opinion  the  court  has  power  to  grant  a  new  trial  where  it  is  satisfied  that 
there  has  been  something  done  or  said  inadvertently,  and  to  do  so  even  at  the 
instance  of  the  defeated  party,  and  even  where  the  witness  was  the  witness  of  the 
defeated  party,  if  satisfied  that  there  was  a  mere  slip,  and  that  the  matter  therefore 
ought  to  be  tried  again  before  the  tribunal  which  has  to  determine  the  facts.  We 
can  grant  a  new  trial  when  there  is  an  appeal.  We  can,  on  an  application,  wheie 
the  case  has  not  been  heard  before  a  jury,  grant  a  new  trial  if  we  think  it  right; 
bnt  we  must  consider,  and  I  say  we  must  consider  very  carefully  and  very  strictly, 
the  evidence  which  is  adduced  as  compared  with  the  evidence  which  was  given  at 
the  trial  by  the  witness  who  is  said  to  have  made  the  slip. 

In  disposing  of  this  question  of  fact  the  lord  justice  puts  emphasis 
upon  the  deliberations  with  which  Muir's  first  story  was  told,  its  con- 
sistency, and  treats  the  letters  and  papers  put  into  the  case  as  incon- 
clusive, although  I  must  say  that  they  are  connected  far  more  closely 
with  the  events  testified  to  than  the  letters  and  dates  that  are  reUed 
upon  in  this  case. 

Lord-Justice  Bowen  in  the  course  of  his  opinion  remarked  that  the 
court  had  ample  power  in  this  and  in  every  case  to  examine  into  the 
truth  and  justice  of  a  story  and  to  decide  every  case  upon  the  merits: 

The  fact  that  it  is  the  party's  own  witness,  or  the  very  party  to  the  caso  who  has 
made  the  blunder  or  slip,  does  not  prevent  this  court* from  curing  the  slip  if  it  be  a 
slip.  The  power  of  the  court,  it  seems  to  me,  is  just  as  large  to  cure  a  slip  made  in 
the  witness-box  as  it  is  to  cure  a  slip  made  upon  paper.  But  of  course  we  must  be 
quite  sure  that  in  exercising  these  powers  of  review  we  are  moving  in  the  direction 
of  justice  and  not  of  injustice;  because,  although  we  may,  no  doubt,  imopse  terms 
upon  a  person  who  comes  for  a  new  trial,  nevertheless  we  are  taking  away  the  fruit 
of  victory  from  the  man  who  has  succeeded. 

Lord- Justice  Fry,  among  other  things,  said : 

I  do  not  for  a  moment  doubt  the  jurisdiction  of  this  court  in  cases  of  miscarriage 
arising  from  a  slip  in  the  evidence  to  set  that  right  by  directing  a  new  trial,  but  I 
am  bound  to  say  it  appears  to  me  that  the  jurisdiction  is  one  which  must  be  exer^ 
oised  with  the  greatest  caution,  otherwise  we  should  be  allowing  persons  who  feel 
the  pressure  of  a  particular  piece  of  evidence  to  set  their  case  on  its  legs  again  by 
setting  aside  that  evidence.  Nor  is  that  caution  to  be  the  less  applied  in  a  case  like 
the  present;  on  the  contrary  there  are  several  circumstfmces  in  this  case  which  seem 
to  me  to  render  extreme  caution  requisite. 

He  notes  that  the  witness  in  the  case  was  an  interested  witness; 
that  the  error  which  is  alleged  is  not  the  mere  erroneous  statement  of 
the  date  of  a  dv)Gument  or  some  error  of  that  description,  but  one  that 
could  only  be  made  out,  if  at  all,  by  the  parole  testimony  of  the  wit- 
ness; that  while  the  witness  says  that  he  has  refreshed  his  memory  by 
certain  documents  which  he  says  lead  him  to  the  conclusion  that  he 
was  wrong  it  is  nevertheless  the  link  between  these  documents  and  the 
correction  of  the  error  which  again  entirely  rests  upon  the  witness's 
memory,  and  he  is  in  no  way  corroborated  by  any  written  instrument. 
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The  lord  justice  places  the  clear  story  which  was  told  by  the  witness 
in  the  wituess-box  over  against  his  second  story  and  felt  bound  to  say 
that  to  his  mind  the  second  story  was  eminently  vague  and  unsatis- 
factory. 

I  have  noted  these  matters  at  length,  because  there  is  hardly  an 
element  or  a  circamstance  that  is  not  to  be  found  in  this  case,  except 
that  Bent's  second  story  is  far  less  fortified  by  any  fixed  events  and 
dates,  far  less  consistent  in  itself,  than  that  which  was  considered  by 
the  court  in  the  very  carefully  considered  case  which  I  have  cited. 

The  contention  that  Bent  had  no  assistance  of  counsel  in  preparing 
his  preliminary  statement  is  one  that  I  do  not  regard  with  satisfaction. 
He,  in  fact,  had  the  assistance  of  Mr.  Churchill ;  but  the  plain  state- 
ment when  he  constructed  his  first  bed,  when  it  was  built,  when  it  was 
exhibited,  connected,  as  I  have  no  doubt  it  was,  closely  with  the  fire 
late  in  December,  1893,  in  which  the  bed  presumably  was  consumed, 
was  not  a  matter  requiring  the  assistance  of  counsel. 

The  motion  to  amend  the  preliminary  statement,  upon  all  the  facts 
shown,  should  have  been  denied,  and  the  appeal  from  a  contrary  dis- 
position of  it  is  allowed. 


SCHMEBTZ   V.  APPEBT 

Decided  December  4^  1896, 

11  O.  G.,  1784. 

1.  IlTTERFERENCB — MOTION    TO    DISSOLVE — NO   INTKRPERKNCK — OVBRCOMINO  RKF- 

ERBNCB — Rule  75. 
Appeal  by  Appert  from  refasal  to  jprant  motion  to  dissolve,  brought  npon  the 
ground  of  no  interference  in  fact  and  also  upon  the  ground  that  Schmertz  has 
not  overcome  French  patent  to  Appert  under  Rule  75,  dismissed  upon  both 
groundB. 

2.  Appeal— Affidavit— Rule  75. 

A  holding  that  an  applicant  has  not  presented  an  affidavit  sufficient  to  over- 
come a  foreign  patent  under  Rule  75,  since  it  relates  to  the  merits,  is  not  prop- 
erly appealable  to  the  Commissioner. 

3.  Affidavit  Under  Rule  75 — Stating  Facts. 

An  affidavit  under  Rule  75  should  contain  not  merely  the  deponent's  conclu- 
sion that  he  had  invented  prior  to  the  time  of  the  reference  sought  to  be  over- 
come, but  should  state  the  facts  supporting  such  conclusion. 

4.  Same — Aided  by  Preliminary  Statement. 

An  affidavit  under  Rule  75  may  be  aided  and  supplemented  by  a  preliminary 
statement  made  in  an  interference  in  which  the  application  is  involved. 

5.  Same — Preuminary  Statement— Consideration  of  Both  Jointly. 

An  affiant  under  Rule*75,  when  his  application  becomes  involved  in  interfer- 
ence, is  entitled  to  invoke  the  doctrine  of  priority  of  mere  conception.  Even 
though  he  can  show  evidence  of  nothing  but  mental  acts  prior  to  the  date  of  the 
reference  sought  to  be  overcome,  it  is  the  duty  of  the  Office  to  consider  whether 
his  conception  was  sufficiently  clear  and  distinct  and  whether  under  all  the  cir- 
cumstances of  the  case  his  progress  was  marked  by  due  diligence.  This  can  only 
be  done  npon  the  full  record  of  the  case. 

Appeal  on  motion. 
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PB0CB8S  OF  AND  APPARATUS  FOB  MAITUFACTUBXNO  WIBI-OLABS. 

Applications  of  Edmund  C.  Schmertz  filed  March  19  and  April  1, 1895, 
No8.  542,335  and  543,946.  Application  of  Leon  Appert  filed  April  27, 
1894,  No.  509,244. 

Mr.  Wm.  L.  Pierce  for  Schmertz. 
Messrs.  PolloJc  &  Mauro  for  Appert. 

Sbymoub,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Primary  Examiner  deny- 
ing the  motion  made  by  Appert  for  a  dissolution  of  this  interference 
upon  the  ground  that  the  Examiner  erred  in  holding  that  there  is  an 
interference  in  fact  between  the  application  of  Appert  and  the  applica- 
tions of  Schmertz  and  in  holding  that  the  applicant  Schmertz  has  pre- 
sented such  a  prima  facie  case  as  to  overcome  the  French  patent  to 
Appert. 

The  first  ground  of  appeal  has  been  before  the  Commissioner  by  prior 
motion  to  vacate  all  proceedings  looking  to  a  second  interference  iuvoly- 
ing  the  application  of  Appert  and  to  order  the  application  to  issue,  not- 
withstanding there  is  an  application  of  another  party  on  file  in  this 
Office  which  interferes  with  this  application.  In  the  decision  upon  that 
motion  it  was  held  that  the  records  of  this  Office  show  that  an  applica- 
tion is  pending  with  claims  which  clearly  interfere  with  the  claims  of 
Appert,  and  while  I  deem  it  my  duty  to  reexamine  the  papers  in  this 
case  upon  this  motion  it  is  thought  that  no  reason  is  shown  fDr  changing 
what  was  therein  considered  a  disposition  of  this  contention  adversely 
to  Appert. 

Upon  the  second  ground  of  appeal,  that  Schmertz  has  not  presented 
such  a  prima  facie  case  as  to  overcome  the  French  patent  to  Appert,  a 
question  is  attempted  to  be  brought  up  on  this  appeal  which  was  held 
not  appealable  on  motion  in  the  case  of  ex  parte  Boyer  (0.  D.,  1889, 
249;  49  O.  G.,  1985)  and  ex  parte  Donovan  (0.  D.,  1890, 109;  52  O.  G., 
309.)  Even  while  so  holding,  however,  the  Commissioner  did  sub- 
stantially pass  upon  the  sufficiency  of  the  affidavit  under  Rule  75. 
Entirely  concurring  in  the  views  expressed  by  the  Commissioner  in  the 
decisions  referred  to,  that  this  question  so  concerns  the  merits  that  it 
is  not  appealable  on  motion,  the  appeal  might  properly  be  dismissed 
without  further  reasons.  Yet  it  may  be  useful  to  advert  to  the  affidavit 
of  Schmertz,  filed  by  him  under  Bule  75,  to  show  what  such  an  affidavit 
should  contain.  He  deposes  that  he  completed  the  invention  in  this 
country  set  forth  in  claims  1,  2,  3,  and  4  of  this  application  before 
October  19, 1893,  the  date  of  Appert's  French  patent;  that  the  said 
invention  so  completed,  as  aforesaid,  consisted,  essentially,  of  a  casting- 
table,  a  leading  roll,  means  for  introducing  the  wire  at  the  rear  of  the 
leading  roll,  a  second  roller  following  the  first  at  a  suitable  distance, 
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the  body  of  the  second  roll  being  abont  twice  as  high  from  the  bed  of 
the  casting-table  as  the  body  of  the  first  roll;  that  said  invention  so 
completed,  as  aforesaid,  consisted,  so  far  as  the  operation  of  the  same 
was  concerned,  in  casting  a  ball  of  glass  in  front  of  the  leading  roll, 
simultaneonsly  introducing  wire  as  the  leading  roll  was  advanced,  and 
at  the  rear  of  said  roll  making  a  second  casting  in  front  of  the  second 
roll  and  rolling  said  second  casting  into  and  upon  the  original  sheet  of 
glass  having  the  wire  upon  its  upper  surface,  said  operation  proceeding 
progressively. 

The  affidavit  is  drawn  with  great  art  and  seems  to  have  led  the 
Examiner  to  the  conclusion  that  Schmertz  had  actually  made  the  table, 
the  rolls,  and  the  other  elements  of  a  glass-rolling  machine  for  makiug 
wire-glass  and  had  put  them  together  and  operated  them  prior  to  Octo- 
ber 19,  1893;  and  yet  on  closer  iuspection  we  find  that  the  affidavit 
really  says  nothing  of  the  kind  and  says  no  more  than  that  Schmertz 
completed  the  invention  prior  to  October  19, 1893,  and  that  he  used 
these  words  to  mean  that  he  had  the  intellectual  conception  of  this 
improvement  at  that  time,  omitting  to  say  that  he  made  any  machine 
or  any  part  of  a  machine. 

An  affidavit  under  Rule  75  should  contain  not  merely  the  deponent's 
coDclasiou  that  he  had  invented  prior  to  such  a  time,  but  should  state 
the  facts  supporting  such  conclusion,  should  state  what  the  inventor 
did,  in  order  that  the  Office  may  see  whether  he  had  done  sufficient  to 
overcome  the  patent.  The  language  of  Mr.  Commissioner  Mitchell  on 
this  point  was : 

To  permit  an  applicant  to  prevail  ai>on  his  naked  statement  that  he  conceived  the 
invention  and  disclosed  it  to  others,  without  stating  by  what  agency  the  disclosare 
was  made  and  the  details  of  which  it  oonsisted,  is  to  transfer  the  seat  of  judgment 
and  decision  from  the  tribunal  sitting  in  the  case  to  the  mind  of  the  applicant — a 
transaction  radicaUy  defective  in  principle  and  contrary  to  all  judicial  usage.  If 
the  applicant  made  sketches,  he  should  so  state,  and  produce  and  describe  them ;  if 
the  sketches  were  made  and  lost,  and  their  contents  are  remembered,  they  should  be 
reproduced  and  furnished  in  place  of  the  originals.  The  same  course  should  l>e 
pursued  if  the  disclosure  was  by  means  of  models.  If  neither  sketches  nor  models 
are  relied  upon,  but  it  is  claimed  that  verbal  disclosures,  sufficiently  clear  to  indi- 
cate definite  conception  of  the  invention,  were  made,  the  witness  should  state  as 
nearly  as  possible  the  language  used  in  imparting  knowledge  of  the  invention  to 
others.  By  whatever  means  the  applicant  claims  to  have  disclosed  the  invention  he 
must  so  present  those  means  to  the  Examiner  as  to  enable  him  to  determine  whether 
or  not  the  invention  was  present  in  the  disclosure.  The  mere  naked  statement  of 
the  applicant  that  he  disclosed  the  invention  is  of  no  avail,  either  to  constitute  evi- 
dence of  disclosure  or  to  impart  sufficiency  to  a  statement  of  facts  in  themselves 
inadequate.     ( Ex  parte  Donovan^  supra. ) 

Bnt  subsequently  Schmertz  filed  his  preliminary  statement,  and  this 

affidavit  is  aided  by  that  instrument,  and  therein  it  appears  that  he 

conceived  the  invention  during  the  month  of  June,  1893,   and  made 

sketches;  that  In  July,  1893,  he  made  other  sketches  of  the  invention; 

H.  Doc.  354 7 
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that  daring  the  i>eriod  extending  from  AnguBt  1, 1893,  to  December  1, 
1893,  he  made  other  sketches  of  the  invention ;  that  daring  the  month  of 
December,  1893,  he  made  another  sketch  of  the  invention;  that  daring 
the  period  extending  from  Jannary  1,  1894,  to  Janoary  10,  1894,  he 
made  another  sketch  of  the  invention;  that  in  the  month  of  June,  1893, 
he  explained  the  invention  to  others;  that  in  the  month  of  July,  1893, 
he  again  explained  the  invention  to  others^  that  daring  the  period 
extending  fi[X)m  Aagast  1, 1893,  to  December  1, 1893,  he  again  explained 
the  said  invention  to  others;  that  daring  the  month  of  December,  1893, 
he  again  explained  the  invention  to  others;  that  daring  the  period 
from  Jannary  1,  1894,  to  January  10,  1894,  he  again  explained  the 
invention  to  others;  that  no  model  of  the  invention  has  been  made; 
that  he  embodied  his  invention  in  a  fall-sized  machine,  which  was  com- 
pleted aboat  Jannary  16, 1894,  and  that  on  or  abont  Jannary  16, 1894, 
the  said  machine  was  snccessfally  operated  at  a  place  named. 

Gonstrning  the  affidavit  under  Enle  75  and  the  preliminary  state- 
ment afterward  filed  by  Schmertz  together,  and  this  the  Examiner  was 
nnable  to  do,  because  his  action  in  declaring  the  interference  was  prior 
to  the  filing  of  the  preliminary  statement,  it  seems  that  Schmert.z's  case 
is  that  he  made  the  invention  on  its  intellectual  side  only  prior  to 
October  19, 1893,  when  Appert's  French  patent  came  out.  But  I  can- 
not dissolve  this  interference  upon  what  is  set  forth  in  the  preliminary 
statement  as  mere  matter  of  law,  irrespective  of  the  facts  and  circum- 
stances, for  this  reason:  Schmertz  is  entitled  to  invoke  the  doctrine  of 
priority  of  mere  conception,  followed  by  reasonable  diligence  in 
reducing  to  practice,  as  set  forth  in  Christie  v.  Seybold  (G.  D.,  1891, 18; 
54  O.  G.,  957)  and  elsewhere.  Though  he  did  nothing  but  think  prior 
to  the  issue  of  Appert's  French  patent  and  preserve  the  evidence  of 
his  thinking,  with  due  corroboration  thereof  and  of  his  disclosures,  still 
it  is  the  duty  of  the  Office  to  examine  his  proofs  to  see  whether  his 
conception  was  sufficiently  clear  and  distinct,  to  weigh  the  circum- 
stauces  surrounding  him  in  his  progress  from  that  point  onward  to  the 
full  embodiment  of  his  invention  in  a  machine  in  January,  1894,  and  to 
consider  whether,  under  all  the  circumstances  of  the  ca«e,  his  progress 
was  marked  with  the  requisite  diligence.  These  questions  can  not  be 
determined  except  upon  the  full  record  of  the  case.  When  that  comes 
to  be  examined,  the  question  will  be  the  statuory  one  whether  Apperc 
otherwise  would  not  be  unjustly  obtaining  a  patent  for  that  which  was 
in  fact  invented  by  another  who  was  using  reasonable  diligence  in 
adapting  and  i)erfecting  the  same.    (Revised  Statutes,  sec.  4920.) 

It  is  considered,  therefore,  that  this  appeal  must  be  dismissed  ui)on 
both  grounds,  and  it  is  so  ordered. 
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Ex  PASTE  BORTON. 

Decided  Oeiober  31,  1896. 

77  O.  G.,  2137. 

Appeal  Fee — Return  op — ^Failure  to  Prosecute  Appeal. 

A  request  for  the  retam  of  an  appeal  fee  where  the  appeal  was  not  prosecuted 
denied,  as  the  law  establishes  certain  payments  to  be  made  upon  filing  certain 
papers,  and  this  irrespective  of  whether  the  case  is  further  prosecuted  or  not. 

On  Bequest. 

DBIYUrO  MSCHAmSJf  FOB  BBWING-MACHINSS. 

Application  of  Stockton  Bortou  filed  August  10, 1895,  No.  558,848. 
Messrs.  Pollok  &  Mauro  for  the  applicant. 

Sbymoxjb,  Cofnmissioner : 

This  is  a  request  for  the  return  of  the  appeal  fee  paid  upon  taking 
an  appeal  from  the  decision  of  the  Exaininers-in-Chief  to  the  Commis- 
sioner.   It  appears  that  the  appeal  was  not  prosecuted. 

Section  4934,  Bevised  Statutes,  prescribing  the  rates  for  patent  fees, 
among  other  things  provides  as  follows: 

On  every  appeal  from  the  Examiners-in-Chief  to  the  Commissioner,  twenty  dollars. 

In  but  few  cases  are  patent  fees  considered  to  be  in  payment  for  any 
particular  service  rendered.  The  law  establishes  certain  payments  to 
be  made  upon  filing  certain  papers  or  taking  certain  actions,  and  this 
irrespective  of  what  may  follow  or  what  becomes  of  the  case  or  whether 
the  case  is  further  prosecuted  or  not. 

It  is  considered  that  there  is  no  authority  of  law  for  returning  this 
fee,  and  the  request  must  therefore  be  denied. 


Johnston  v.  Stone. 

Decided  November  SO,  1896, 
11  O.  G.,  2137. 

1.  Ikterference — Priority  op  Invention — Failure  to  Assert  Priority  on 

THE  Part  of  a  Junior  Party. 

A  contention  that  an  article  embodying  the  issne  was  in  existence  at  a  time 
anterior  to  the  production  of  any  such  article  by  the  senior  party  is  rendered 
doubtfnl  by  the  failure  of  such  j  unior  party,  when  he  learned  of  the  other's  inven- 
tion, to  make  any  suggestion  or  otherwise  assert  that  he  was  the  true  inventor. 

2.  Testimony — Credibility  of  Witnesses. 

Numerous  witnesses  of  unquestioned  credibility  concurring  in  one  matter  may 
nevertheless  be  mistaken,  particularly  upon  the  question  whether  what  is  shown 
them  as  they  testify  is  the  identical  thing  which  they  saw  more  than  two  years 
before.  In  such  a  case,  in  weighing  the  testimony,  the  circumstances  must  be 
taken  into  account,  considering  that  that  which  is  conformable  to  experience  is 
more  probable  than  that  which  runs  counter  to  it. 

Appeal,  from  the  Ezaminers-in-Ghief. 
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DBK8S-8TAT. 


Application  of  Walter  S.  Johnston  filed  June  1,  1895,  No.  551,392. 
Patent  granted  to  Harrison  D.  Stone  February  12, 1895,  No.  534,233. 

Messrs.  Munn  i&  Go.  and  Messrs.  Burton  &  Parker  for  Johnston. 
Messrs.  Paul  &  Hawley  for  Stone. 

SEYjiOUB,  Commissioner: 

This  case  comes  before  me  on  appeal  from  the  decision  of  the  Exam- 
iners-in  Chief  adjudicating  priority  of  invention  in  favor  of  Johnston 
on  the  following  issue: 

As  an  improved  article  of  manufacture,  a  dress-stay  comprising  in  its  construction 
an  elastic  stifiening-blade,  fibrous,  non-corrosive  protection-caps  folded  over  and 
cemented  to  the  ends  of  the  blade,  an  inner  protecting  textile  covering  of  the  same 
width  as  the  stiffening-blade  and  extending  the  entire  length  of  the  same  and  over 
the  inner  caps,  outer  fibrous  protecting  and  attaching  caps  applied  on  each  end  of 
the  stiffening-blade  over  the  inner  covering  and  inner  caps  and  projecting  bejond 
the  stifiening-blade  on  each  side,  an  outer  textile  covering,  applied  over  the  inner 
covering  and  over  the  protecting  and  attaching  caps  and  projecting  over  the  sides 
and  ends  of  the  stifi'eniug-blade  and  secured  by  cement  to  both  faces  of  the  inner 
covering  and  having  its  projecting  edges  cemented  together,  and  eyelets  passed 
through  each  end  of  the  projecting  sides  of  the  outer  covering  and  through  the 
outer  nttaching-caps  outside  the  stiffening-blade  and  adapted  to  hold  said  outer 
covering  firmly  in  position  and  prevent  the  stiffening-blade  from  having  a  lateral 
movement  and  at  the  same  time  furnish  strong,  permanent  means  of  attachment, 
substantiaUy  as  described. 

About  April  2,  1894,  Johnston,  the  junior  party,  who  had  prior  to 
this  time  been  living  in  Detroit,  Mich.,  went  to  Duluth,  Minn.,  and 
soon  afterward  met  Richard  0.  Stone  of  that  -city.  Johnston  was  at 
that  time  the  owner  of  the  patent  for  making  garment  stays  granted  to 

C.  W.  Bell  January  20,  1891,  No.  444,809,  and  desired  to  enlist  R.  0. 
Stone  with  himself  in  the  business  of  making  paper  boxes  and  of  manu- 
facturing dress-stays.  In  the  course  of  Stone's  investigations  and  con- 
ferences with  Johnston,  Johnston  gave  him  parts  of  the  Bell  dress-stay 
and  a  small  quantity  of  some  of  the  mat>erials  out  of  which  they  were 
made,  explained  to  him  the  construction,  and  showed  him  a  copy  of 
the  Bell  specification.    R.  0.  Stone  conferred  with  his  son,  Harrison 

D.  Stone,  about  this  matter,  who  is  the  senior  party  to  this  interference 
and  who  was  then  a  boy  at  schoril  of  the  age  of  sixteen.  Harrison  D. 
Stone  had  been  experimenting  in  electrical  matters,  had  constructed  a 
crude  telegraphic  instrument  with  his  fellow-students,  and  had  operated 
it  between  his  home  and  theirs.  He  knew  a  little  of  chemistry  and 
physics  and  had  carried  on  other  elementary  experiments. 

R.  0.  Stone,  the  father,  considered  that  the  Bell  dress-stay  was 
imperfect  in  that  the  metal  strip  would  punch  through  the  coverings  at 
the  ends,  and  at  once  he  and  his  son  concluded  that  a  better  stay 
might  be  devised.  The  son  immediately  interested  himself  in  this 
work  and  in  the  course  of  a  few  days  and  prior  to  May  30,  1894,  pro- 
duced dress-stays  of  the  improved  form  described  in  this  issue. 
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It  is  not  necessary  to  detail  the  precise  steps  of  his  operations  nor 
how  one  thing  led  to  another,  for  it  clearly  appears  that  the  completed 
stay  had  been  made  for  Oearhart  and  that  several  of  them  had  been 
set  into  a  belt  for  him  which  he  wore  on  Decoration  Day,  the  30th  of 
May,  1894,  on  a  parade. 

Some  attack  has  been  made  on  the  evidence  of  this  fact  by  counsel 
for  Johnston  in  that  the  stays  upon  the  Oearhart  belt  are  stamx>ed  with 
the  words  "The  Daluth  Dress  Stay,  Patent  Applied  for,"  and  it  is 
claimed  that  this  stamp  was  put  upon  the  back  of  a  sheet  of  stays 
before  they  were  separated;  that  one  of  the  stays  shows  the  upper  part 
of  one  line  of  these  words  and  the  lower  part  of  another  line;  that  it  is 
spaced  five-sixteenths  of  an  inch,  exactly  as  was  the  rubber  roll  which 
the  company  hereinafter  referred  to  caused  to  be  made  for  this  x)urpose, 
and  that  the  stamp  could  not  have  been  put  on  by  a  hand-stamp,  as 
Stone  and  his  mother  testify.    It  is  further  claimed  by  Johnston  that 
Ephraim  F.  Barker,  who  made  the  rubber  roll,  establishes  that  it  was 
not  made  prior  to  July  6, 1894,  and  that  this  is  shown  by  an  entry  in 
Barker's  book  charging  this  roll  on  that  day.    While  it  is  extremely 
probable  that  the  impression  on  the  back  of  the  stays  of  the  Oearhart 
belt  was  made  with  the  roll,  it  is  quite  uncertain  from  Barker's  testi- 
mony when  the  roll  was  charged  by  him,  and  I  am  unable  to  find  that 
it  could  not  have  been  used  by  Stone  to  stamp  a  sheet  of  the  stays  or 
to  stamp  the  cloth  backing  which  he  put  upon  the  stays  which  he  made 
for  the  Gearhart  belt.    It  is,  however,  quite  clear  that  Stone  and  his 
mother  are  mistaken  in  thinking  that  any  hand-stamp  was  used.    Kor 
is  it  clear  that  the  pinking-machine,  a  small-sized  affair  which  Johnston 
brought  to  Duluth  with  him,  was  not  accessible  to  Stone  in  such  wise 
that  for  the  making  of  the  first  stays,  preliminary  to  manufacturing 
them  in  the  course  of  his  business,  it  was  used,  even  if  Johnston  did 
not  happen  to  know  or  does  not  recollect  that  he  knew  of  such  use. 

Johnston  and  Harrison  D.  Stone  did  not  meet  personally  until  about 
the  2l8t  or  22d  of  June,  1804;  but  prior  to  that  time  the  father,  E.  O. 
Stone,  and  Johnston  had  conducted  negotiations  about  the  manufac- 
ture of  dress-stays  and  of  paper  boxes,  which  resulted  in  an  agreement 
between  Johnston  and  Harrison  D.  Stone,  the  son,  drawn  up  on  July 
11, 1894,  and  executed  and  acknowledged  on  July  14, 1894,  in  which, 
among  other  things,  the  parties  recited  that  Harrison  D.  Stone  was  the 
owner  of  an  undivided  three-fourths  interest  in  the  Bell  patent  and  was 
also  the  owner  of  an  invention  for  an  improvement  in  garment-stays 
for  which  he  would  apply  for  a  patent.  It  is  manifest  from  all  the  cir- 
cumstances, as  well  as  admitted  by  Johnston,  that  this  invention  for 
an  improvement  in  garment-stays  referred  to  in  the  recital  of  the  writ- 
ten agreement  concerns  the  improvement  in  question,  and  none  other, 
and  it  is  equally  clear  that  no  agreement  had  been  made  between  them 
for  Stone  to  become  the  owner  of  any  improvement  in  dress-stays 
which  Johnston  ever  owned,  except  a  three-fourths  interest  in  the 
improvement  covered  by  the  BeU  patent.    It  is  not  pretended  that  any 
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consideration  ever  moved  from  Stone  to  Johnston  in  exchange  for  ttie 
transfer  to  Stone  of  an  invention  of  Johnston's,  and  the  want  of  such 
a  transfer  itself  is  still  more  significant. 

The  business  of  manafacturing  these  stays  went  on  in  a  small  but 
growing  way  under  the  personal  supervision  of  Johnston,  with  the  per- 
sonal cooperation  of  Harrison  D.  Stone  as  soon  as  he  lefb  school  in  the 
latter  part  of  June,  and  on  August  14, 1894,  Harrison  D.  Stone  applied 
for  a  patent,  with  the  knowledge  of  Johnston.  On  February  12, 1895, 
the  patent  was  granted,  also  with  the  knowledge  of  Johnston. 

Under  date  of  August  27, 1895,  the  Ypsilanti  Dress  Stay  Manafac- 
turing Company  notified  the  Duluth  Dress  Stay  Company  to  discon- 
tinue the  manufacture  of  their  dress-stay  or  a  contest  in  court  upon 
their  patent  would  result. 

Under  date  of  February  2, 1895,  Johnston  rendered  a  bill  to  the  com- 
pany containing  an  item  of  $105  for  a  time-keeper  seventy  days  at 
$1.50  a  day,  and  another  item  for  seventy  days'  use  of  shears  for  clotb- 
cutting  at  $1  a  day,  $70,  as  to  which  a  dispute  arose  between  Johnston 
and  Stone. 

About  the  12th  day  of  November,  1894,  Stone  bought  the  interest  of 
Johnston  in  the  dress-stay  business  and  Johnston  withdrew.  It  was 
not  until  June  1, 1895,  that  Johnston  made  an  applicatian  in  this  Office 
for  a  patent  upon  the  same  improvement  which,  with  his  knowledge, 
had  been  theretofore  patented  to  Stone,  and  on  which  they  had  notified 
the  public  that  a  patent  had  been  applied  for,  and  under  which  they 
had  jointly  been  engaged  in  manufacturing  up  to  the  time  of  the  pur- 
chase of  the  Johnston  interest  by  Stone. 

William  E.  Eichardson,  a  lawyer  of  Duluth,  became  a  stockholder  in 
the  Duluth  Dress  Stay  Company,  and  in  September  or  October,  1894, 
he  went  to  the  company's  place  of  business,  found  Johnston  there  at 
the  noon  hour,  told  him  that  he  had  been  approached  and  requested 
to  go  in  with  other  gentlemen  of  that  city  in  the  purchase  of  the  inven- 
tion of  Deane  Stone  and  to  engage  in  the  manufacture  of  the  inven- 
tion, and  that  he  had  come  to  look  it  up.  He  asked  Johnston  if  the 
young  man  was  there  who  had  made  the  invention,  to  which  Johnston 
replied  that  he  was,  but  had  stepped  out  for  a  minute,  but  that  he 
would  show  him  around,  which  he  did.  While  they  were  examining  the 
different  processes  of  manufacturing  the  stay  a  young  man  came  up 
from  down  stairs  and  Johnston  advised  Mr.  Eichardson  that  that  was 
Harrison  D.  Stone. 

Stone  is  the  patentee,  and  upon  the  question  of  the  priority  of  his 
invention  a  strong  prima  facie  ca«e  is  made  out  for  him  by  the  mere 
issue  to  him  of  the  patent,  as  well  as  by  the  entire  circumstances  of 
the  extended  business  transactions  between  him  and  Johnston  at  a 
time  when  the  record  discloses  no  reason  or  occasion  for  any  veiling  of 
the  facts,  any  misrepresentation,  or  any  concealment.  In  answer  to 
this  position  of  Stone's  Johnston  explaius  the  unobstructed  application 
of  Stone  for  a  patent  by  the  assertion  that  Stone,  the  father,  desired 
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tliat  bis  son  shoald  be  an  inventor  and  patentee  at  the  age  of  sixteen 
and  that  he  consented  to  it  for  the  sake  of  allowing  Stone  the  glory; 
but  in  answer  to  this  the  business  transactions  between  them  show  no  con- 
sideration moving  from  Stone  to  Johnston  in  exchange  for  the  transfer  of 
thisinventionfrom  Johnston  to  Stone,  then  considered  valuable.  Nor  is  it 
shown  to  be  a  part  of  the  consideration  of  the  agreement  of  July  14, 1894. 
Johnston  has  produced  a  dress-stay,  called  <<  Exhibit  stay  produced 
by  applicant  Johnston,"  which  embodies  this  issue  and  this  invention, 
and  which  he  states  with  details  of  circumstance  and  urges  with  earn- 
estness that  he  made  in  Detroit  as  early  as  the  15th  day  of  I^ovember, 
1893.  He  was  then  making  the  Bell  stay  on  a  small  scale  in  his  mother's 
bam,  in  Detroit,  and  was  selling  them  himself.  He  produces  his  sister; 
his  brother-in-law  Otto,  a  bookbinder;  Macauley,  a  salesman;  Watkins, 
a  paper-box  manufacturer,  and  Schieber,  a  shoemaker,  to  all  of  whom  the 
dress-stay  was  shown,  and  of  whom  the  inquiry  was  made  whether  they 
had  seen  it  before,  and  each  answered  that  he  had,  and  that  it  was  in 
Detroit  on  or  about  November,  1893.    Louisa  A.  Horn  was  asked: 

Q.  4.  Do  jovL  know  anything  abont  his  making  a  stay  during  the  month  of  Noyem- 
ber,  1893  f    A.  Yes,  sir. 

Q.  I  win  show  you  the  ''Exhibit  stay  produced  by  applicant  Johnston ''  and  ask 
you  if  you  recognize  itf    A.  Yes,  sir. 

Q.  9.  Now  state  when  you  first  saw  itf    A.  Noyember  the  15th,  1893. 

Charles  F.  Horn,  after  being  asked  where  Johnston  lived  and  where 
he  lived  in  November,  1893,  was  asked : 

Q.  9.  Do  you  know  of  his  making  a  sample  of  a  stay  during  the  month  of  Noyem- 
ber,  which  he  said  or  claimed  to  be  a  new  inyention  f    A.  Yes,  sir. 

Q.  10.  I  show  you  the  stay,  which  has  been  marked  for  identification  '' Exhibit 
stay  produced  by  applicant  Johnston ; ''  I  ask  you  if  you  haye  eyer  seen  that  stay 
before,  and,  if  so,  where  and  at  what  time  did  you  first  see  itf  A.  I  haye  seen  it 
before,  at  42  Charles  street,  Noyember  15th,  1893. 

He  then  states  the  circumstances. 
Julius  G.  Otto  was  asked: 

Q.  3.  Did  you  know  him  in  Noyember,  1893  f    A.  Yes,  sir. 

Q.  4.  Has  he  eyer  showed  you  the  stay  which  has  been  introduced  and  marked  for 
identification  "Exhibit  stay  produced  by  applicant  Johnston ''f  A.  Mr.  Johnston 
showed  me  this  stay,  or  one  yery  much  like  it. 

Q.  5.  When  and  where  f  A.  The  latter  part  of  Noyember,  on  Charles  street,  in  his 
ham,  in  1893. 

Johnston  says  but  one  of  these  stays  was  ever  made  by  him  prior  to 
going  to  Duluth. 
On  cross-examination  Otto  was  asked: 

X-Q.  24.  Did  you  eyer  see  more  than  this  one  stay  at  Mr.  Johnston's  bam  that  had 
eyelets  in  itf    A.  Yes,  sir. 

X-Q.  25.  How  many  others  did  you  see  that  had  eyelets  f  A.  That  is  something  I 
eonld  not  tell  you.  I  neyer  counted.  I  wasn't  interested  in  them.  I  couldn't  tell 
you  how  many  there  were. 

X-Q  26.  And  those  other  stays  that  you  saw  that  had  eyelets  in  them  had  the  eye- 
lets arranged  substantially  the  same  as  they  are  in  this  exhibit  stayf  A.  They  aU 
appeared  the  same.    They  couldn't  be  any  other  way.    All  eyelets  are  put  in  alike. 
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In  answer  to  another  question  he  said : 

The  stays  that  I  saw  had  two  eyelet-holes  on  each  side,  at  the  npper  and  lower 
ends,  similar  to  that. 

Macaaley  was  asked : 

Q.  4.  I  show  you  the  ''Exhibit  stay  produced  by  applicant  Johnston''  and  a^k  you 
if  you  recognize  the  exhibit  as  one  that  you  have  ever  seen  before  f  A.  Yes,  I  did 
see  it. 

Q.  5.  When  and  where  did  you  see  itf  A.  I  saw  it  at  his  houae  in  the  latter  part 
of  November,  1893. 

The  Other  witnesses  were  examined  in  a  similar  way. 

It  is  needful  to  advert  to  the  superior  probative  force  of  testimony 
elicited  without  any  suggestion  whatever  concerning  the  answer,  and 
especially  of  the  dates  of  past  transactions,  when  the  date  is  the  par- 
ticularly material  point.  It  is  not  impossible  that  testimony  of  this 
character  should,  along  with  other  circumstances,  become  completely 
conclusive.  On  the  other  hand,  in  a  case  like  this,  when  it  is  extraor- 
dinary, if  not  incredible,  that  Johnston  should  have  entered  into 
negotiations  with  Stone  for  the  manufacture  of  an  article  publicly  pat 
forth  as  the  invention  of  Stone  alone,  patented  by  Stone  as  his  sole 
invention,  with  his  knowledge  and  apparent  approval,  and  not  disputed 
as  the  sole  invention  of  Stone  until  after  a  business  disagreement  had 
worked  a  separation  between  them,  these  acts  are  equivalent  to  a  formal 
declaration  to  the  world  that  Stone  was  the  inventor,  and  not  only  to 
the  world  in  general  but  to  Eichardson  in  particular,  who  ux>on  that 
representation  became  a  stock-holder  in  the  company;  and  the  language 
of  such  acts  is  of  more  moment  even  than  the  language  of  Johnston 
himself  to  Eichardson  that  Stone,  who  had  just  then  appeared  before 
them,  was  the  inventor. 

These  words  of  Johnston,  against  his  interest  and  in  favor  of  Stone, 
and  the  still  louder  language  of  his  acts  just  referred  to  speak  impress- 
ively to  one  effect,  and  comparing  them  with  what  is  now  alleged  to 
the  contrary  through  the  mouth  of  these  witnesses  whose  testimony 
has  just  been  examined,  and  who  seem  to  have  been  led  to  the  answers 
which  they  gave,  present  something  of  the  situation  which  the.  Court 
referred  to,  speaking  by  Mr.  Justice  White,  in  the  case  of  the  Singer 

Manufacturing  Co.  v.  June  Manufacturing  Co.y  {posty  ;  76  O.  G., 

1703;  lOSU.  S.,  169, 183:) 

It  is  true  that  this  conclusive  statement,  made  by  the  vice-president  of  the  com- 
pany, is  followed  in  the  continuation  of  his  testimony  by  several  leading  questions, 
which  could  not  have  failed  to  suggest  to  him  that  it  was  desired  that  the  statement 
thus  made  should  be  mat'Orially  quulitied.  But  the  result  of  this  effort  to  lead  the 
witness  rather  streugtheus  than  weakens  the  force  of  the  testimony  just  quoted. 

In  one  case  Mr.  Justice  Blatchford,  then  a  judge  of  the  Circuit  Court, 
said  in  substance  of  a  witness  who  deposed  to  facts  impeaching  the 
patent  sued  on,  but  had  testified  in  prior  suits  on  the  same  patent  and 
said  nothing  about  such  alleged  facts,  that  it  was  impossible  to  accept 
what  the  witness  said  as  worthy  of  reliance.  {Atlantic  Giant  Powder 
Co.  V.  Bittmar  Powder  Mfg.  Co.,  C.  D.,  1880,  405,-  17  O.  G.,  969;  17 
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Blatchf.,  531.)  About  the  other  witnesses,  who,  no  doubt,  honestly 
state  their  impressions,  but  with  many  possibilities  of  mistake,  the 
language  of  Judge  Nixon  in  Greenwood  v.  Bracher  (O.  D.,  1880,  454;  17 
O.  G.,  1152;  1  Fed.  Rep.,  856)  is  relevant  when  he  says  that  it  is  easy 
to  exhibit  an  article  to  an  honest  and  well-meaning  person  and  procure 
an  affidavit  that  many  years  before  he  saw  or  made  something  like  it. 

In  the  recent  case  of  Kirk  v.  United  States  (163  TT.  S.,  49)  it  was 
reujarked  by  the  Court  that  Strong's  application,  made  after  a  Govern- 
ment contract  was  approaching  its  termination,  was  suggested  by  the 
fact  that  his  contract  was  about  to  expire. 

Taking  all  the  circumstances  of  this  case  together  I  am  forced  to  the 
conclusion  that  it  is  doubtful,  notwithstanding  the  testimony  of  these 
several  witnesses,  that  the  Johnston  exhibit,  marked  in  pencil  ^*  Novem- 
ber 15, 1893,"  was  really  in  existence  at  the  time  he  states,  or  jirior  to 
the  Stone  invention.  If  the  fact  were  indubitably  established  that  this 
one  stay  was  then  in  existence,  it  would  doubtless  justify  the  decision 
of  the  Examiners-in-Chief  that  Johnston  was  the  first  inventor.  But 
was  it  in  existence,  or  is  that  allegation  so  completely  established  as 
that  it  must  be  taken  as  true  beyond  a  reasonable  doubt  Y  Johnston's 
subsequent  conduct  is  astonishing,  if,  as  he  states,  he  then  had  an 
invention  which  he  had  long  been  seeking  and  yet  did  not  take  the  stay 
with  him  to  Duluth  or  send  for  it  as  soon  as  he  found  that  Stone  was 
making  the  same  thing,  or  protest  against  the  patent  to  Stone,  or  make 
some  suggestion  iii  some  disinterest^ed  quarter  that  he  was  the  true 
inventor,  or  take  some  means  to  convince  impartial  minds  that  the 
invention  was  really  his. 

Numerous  witnesses  of  unquestioned  credibility  concurring  in  one 
matter  may  nevertheless  be  mistaken,  particularly  upon  the  question 
whether  what  is  shown  them  as  they  testify  is  the  identical  thing 
which  they  saw  more  than  two  years  before.  In  the  Barbed  Wire  Pat- 
ent  Case  (C.  D.,  1892,  299;  58  O.  G.,  1555;  143  U.  S.,  275,  287)  twenty- 
four  witnesses  were  sworn  on  behalf  of  the  defendants  to  the  existence 
of  what  was  called  in  that  case  the  "Delhi  Fair"  fence,  and  yet  the 
Court  approved  of  the  contention  of  the  appellant  that  no  fence  of  the 
precise  construction  of  the  patentee's  was  built  at  that  time,  and  of 
testimony  of  this  kind  the  Court  observed,  at  page  306  C.  D. ;  284  TT.  S. : 

In  view  of  the  nnsatisfactory  character  of  such  testimony,  arising  from  the  forget- 
falness  of  witnesses,  their  liability  to  mistakes,  their  proneness  to  recollect  things 
as  the  party  calling  them  wonld  have  them  recollect  them,  aside  from  the  tempta- 
tion to  actual  perjury,  courts  have  not  only  imposed  upon  defendants  the  burden  of 
proving  such  devices,  but  have  required  that  the  proof  shall  be  clear,  satisfactory 
and  beyond  a  reasonable  doubt.  Witnesses  whose  memories  are  prodded  by  the 
eagerness  of  interested  parties  to  elicit  testimony  favorable  to  themselves  are  not 
Qsaally  to  be  depended  upon  for  accurate  information.  The  very  fact,  which  courts 
as  well  as  the  public  have  not  failed  to  recognize,  that  almost  every  important 
patent,  from  the  cotton-gin  of  Whitney  to  the  one  under  consideration,  has  been 
attacked  by  the  testimony  of  witnesses  who  imagined  they  had  made  similar  discov- 
eries long  before  the  patentee  had  claimed  to  have  invented  his  device,  has  tended 
to  throw  a  certam  amount  of  discredit  upon  all  that  class  of  evidence,  and  to  demand 
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that  it  be  sabjected  to  the  closest  scratiny .  Indeed,  the  frequency  with  which  testi- 
mony is  tortured,  or  fabricated  outright,  to  build  up  the  defense  of  a  prior  ase  of  the 
thing  patented,  goes  far  to  justify  the  popular  impression  that  the  inventor  may  be 
treated  as  the  lawful  prey  of  the  infringer.  The  doctrine  was  laid  down  by  this 
Court  in  Coffin  v.  Ogden  (5  O.  G.,  270;  18  Wall.,  120, 124)  that  "the  burden  of  proof 
rests  upon  him,'Hhe  defendant,  ''and  every  reasonable  doubt  should  be  resolved 
against  him.  If  the  thing  were  embryotic  or  inchoate ;  if  it  rested  in  speculation 
or  experiment ;  if  the  process  pursued  for  its  development  had  failed  to  reach  the 
point  of  consummation,  it  cannot  avail  to  defeat  a  patent  founded  upon  a  discovery 
or  invention  which  was  completed,  while  in  the  other  case  there  was  only  progress, 
however  near  that  progress  may  have  approximated  to  the  end  in  view."  This  case 
was  subsequently  cited  with  approval  in  Cantrell  v.  Wallick  (C.  D.,  1886,  207;  35  0. 
G.,  871;  117  U.  S.,  689,  696,)  and  its  principle  has  been  repeatedly  acted  upon  in  the 
different  circuits.  (HitohcockY.  Tremaine,  1  O.  G.,  633;  9  Blatchf.,  550;  Parkam  v. 
American  Button-Hole  Machine  Co,,  4  Fish.,  468 ;  American  Bell  Telepkane  Co.  ▼.  Peopl^t 
Telephone  Co,,  C.  D.,  1884,  475;  29  O.  G.,  1029;  22  Fed.  Rep.,  309.) 

I  am  forced  to  weigh  the  testimony  of  conflicting  parties  upon  this 
question  in  a  case  where  it  mast  be  found  that  one  party  or  the  other 
is  utterly  mistaken.  1  take  the  circumstances  into  account — ^the  busi- 
ness conduct  of  the  man — considering  that  that  which  is  conformable 
with  experience  is  more  probable  than  that  which  runs  counter  to  it 
I  prefer  the  testimony  of  Stone  to  that  of  Johnston,  and,  without  criti- 
cising the  intentions  or  the  sincerity  of  the  various  witnesses  who  have 
testified  in  Johnston's  behalf,  I  am  inclined  to  think  that  there  are 
many  possibilities  of  error;  that  there  is  some  mistake  about  his 
"exhibit  stay;''  that,  whatever  it  was,  it  was  not  the  stay  drawn  into 
controversy  here,  and  that  there  is  no  ground  for  issuing  another  pat- 
ent on  an  invention  already  covered  by  a  patent  granted  with  John- 
ston's knowledge  and  approval. 

It  is  considered,  therefore,  that  Stone,  the  patentee,  is  the  prior 
inventor,  and  accordingly  the  decision  of  the  Examiners-in-Chief  is 
reversed. 


Deokbb  v.  Looslet. 

Decided  Auguet  11, 1896. 
77  O.  G.,  2140. 

1.  Decbasbd  Inventor — Standing  op  Application— Abandonment. 

The  fact  that  an  inventor  is  dead  and  that  hie  executor  has  not  asserted  his 
rights  does  not  deprive  an  application  cf  standing  before  the  OfiSce.  It  cannot 
be  considered  abandoned  until  the  expiration  of  the  time  allowed  by  law  for 
amendments. 

2.  Same— Interference— Heirs. 

The  OfiBce,  when  it  has  reason  to  believe  that  an  inventor  is  dead,  should 
endeavor  to  ascertain  the  identity  of  his  heirs  before  the  declaration  of  an  inter- 
ference, and  should  send  the  interference  notices  to  such  heirs  if  no  formal  or 
authentic  notice  of  the  death  of  the  inventor  has  been  given. 

On  Befebenge. 

CHAIN-OUARD  FOB  BICTCLBS. 

Application  of  William  L.  Decker  filed  November  7, 1895,  No.  568,140. 
Application  of  Ernest  A.  Loosley  filed  February  9, 1895,  No.  537,737. 


DECISIONS  OP  THE  COMMISSIONER   OP  PATENTS.  107 

Mr.  Bufii^  B,  Fowler  for  Decker. 
Mr,  P.  Byrne  for  Loosley. 

FiSHEB,  Acting  Commissioner: 

This  case  is  before  me  on  a  reference  by  the  Primary  Examiner  under 
Bole  99. 

It  appears  that  there  was  an  amendment  presented  to  the  application 
of  Loosley  on  March  21, 1896,  signed  by  Mr.  P.  Byrne,  the  attorney  of 
record,  together  with  a  statement  by  Mr.  Byrne  that  the  applicant 
Loosley  was  dead  and  that  no  executor  had  been  appointed  to  his 
knowledge.  The  Examiner  refused  to  enter  the  amendment  and  noti- 
fied Mr.  Byrne  that  the  death  of  the  applicant  acted  as  a  revocation  of 
his  power  of  attorney. 

Some  time  after  this  the  application  of  Decker  was  filed,  covering 
the  invention  at  issue,  and  an  interference  was  declared  between  the 
applications  of  Loosley  and  Decker. 

The  attention  of  the  Examiner  of  Interferences  was  not  called  to  the 
fact  that  Loosley  was  dead,  and  therefore  he  mailed  the  notice  of  inter- 
terence  to  Mr.  Byrne,  the  attorney  of  reco,rd.  In  reply  the  Examiner 
of  Interferences  was  notified  that  the  applicant  was  dead  and  that  no 
executor  or  administrator  had  been  appointed,  and  Mr.  Bjrme  stated 
that  he  did  not  think  that  the  heirs  would  take  any  steps  to  prosecute 
the  interference. 

Upon  the  receipt  of  this  letter  the  Examiner  of  Interferences  declined 
to  proceed  with  the  interference  on  the  ground  that  there  was  no 
properly-declared  interference  before  him,  it  being  held  that  the  inter- 
ference was  void  ah  initio.  The  Examiner  of  Interferences  holds  that 
the  application  of  Loosley  has  no  standing  in  the  Office,  since  the  rule^ 
provide  that  a  patent  shall  issue  to  the  executor  only  upon  proper 
intervention  by  him,  and  there  has  been  no  such  intervention  in  this 
case. 

I  do  not  think  that  it  can  be  properly  held  that  an  application  has 
no  standing  before  the  Office  because  the  inventor  is  dead  and  the 
executor  has  not  asserted  his  rights.  The' legal  representatives  of  the 
deceased  have  the  right  to  prosecute  the  application,  and  the  mere  fact 
that  they  are  not  known  to  the  Office  and  that  they  have  not  actually 
prosecuted  the  case  by  any  action  on  their  part  cannot  be  considered 
an  abandonment  of  the  application  until  the  expiration  of  the  two  years 
allowed  by  law  for  amendments.  Since  the  application  of  Loosley  is  a 
live  application,  the  Primary  Examiner  was  correct  in  declaring  the 
interference.  He  should,  however,  have  taken  pains  to  ascertain  who 
the  heirs  of  the  deceased  are.  This  he  may  do  by  forwarding  an  Office 
letter  to  the  proper  i)ost-office,  addressed  to  the  heirs  of  E.  A.  Loosley, 
deceased,  and  asking  for  the  names  of  the  heirs,  without  stating  the 
reason  for  the  request. 

In  the  present  case,  even  if  the  Office  knew  that  the  interference 
would  not  be  prosecuted  on  behalf  of  Loosley,  which  it  does  not,  still 
the  interference  should  proceed,  since  Loosley  is  the  senior  party  and 
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may  prevail  in  the  interference  on  his  record  date,  even  if  no  testim 
is  taken  on  his  behalf. 

Even  if  the  death  of  the  inventor  without  the  intervention  of 
executor  worked  an  abandonment  of  the  application,  I  do  not  tl 
that  there  is  sufficient  proof  of  Loosley's  death  before  the  Office  f< 
to  hold  his  application  abandoned.  The  statement  by  the  atton 
Mr.  Byrne,  may  properly  be  taken  against  himself  and  is  suffic 
ground  on  which  to  refuse  to  recognize  him  further  in  the  prosecu 
of  the  case,  but  I  do  not  think  that  it  can  be  considered  legal  proc 
Loosley's  death. 

This  interference  should  be  redeclared,  and  the  notice  to  the  a] 
cant  Loosley  should  be  sent  to  his  heirs,  if  their  names  are  leai 
within  a  reasonable  time.  If  these  namos  are  not  learned,  noti( 
the  interference  may  be  forwarded  to  the  heirs  of  E.  A.  Loo« 
deceased.  If  this  notice  is  returned  and  it  is  found  impossible  to  ( 
municate  with  the  legal  representatives,  in  case  the  inventor  is  d 
the  interference  should  proceed  as  in  other  cases  where  it  is  imposs 
to  communicate  with  the  applicant. 


DEOISIOI^S 

OF  THE 

SECRETARY  OF  THE  INTERIOR, 

1896. 


Knight  v.  Bagnall  v.  Curtis  v.  Morgan. 

76  O.  G.,  1115. 

Interference — Failure  to  Take  Testimony—Judgment— Appeal  to  Secre- 
tary— ^Jurisdiction. 
Upon  an  appeal  to  the  Secretary  from  the  decifiion  of  the  Commissioner  refusing 
to  make  an  order  of  default  against  K  and  declining  to  entertain  and  dismiss 
from  consideration  motions  on  behalf  of  M  for  an  order  upon  B  and  upon  C  to 
show  cause  why  judgment  should  not  be  entered  against  them  as  junior  parties 
for  failing  to  take  testimony  within  the  time  assigned  them  for  that  purpose, 

»  Beld  that  the  question  involved  is  one  which  has  been  already  judicially  deter- 
mined by  the  Commissioner,  and  as  in  such  cases  the  Secretary  has  no  appellate 
jurisdiction  the  appeal  is  dismissed. 

Department  of  the  Interior, 

Washington^  D.  C\,  June  13, 1896. 

SiE:  Your  letter  has  been  received  reporting  upon  the  appeal  of 
Edmund  0.  Morgan,  applicant  for  patent  for  an  electrical  car-motor, 
by  his  attorneys,  Messrs.  Brown  &  Darby,  from  the  decision  of  the 
Acting  Commissioner  of  Patents  of  October  16, 1895.  This  decision 
^as  in  the  interference  case  of  Knight  v.  Bagnall  v.  Curtis  v.  Morgan, 
and  affirmed  the  decision  of  the  Examiner  of  Interferences  dated 
August  16, 1895,  refusing  to  make  an  order  of  default  against  Knight 
in  said  interference  and  declining  to  entertain  and  dismiss  from  consid- 
eration motions  on  behalf  of  Morgan  for  an  order  upon  Bagnall  and 
Upon  Curtis  to  show  cause  why  judgment  should  not  be  entered  against 
them  as  junior  parties  for  failing  to  take  testimony  within  the  time 
assigned  them  for  that  purpose. 

Upon  consideration  of  the  matter  it  appears  that  the  question 
involved  in  this  case  is  one  which  has  been  already  judicially  deter- 
mined by  the  Commissioner  of  Patents,  and,  as  in  such  matters  the 
Secrectary  of  the  Interior  has  no  appellate  jurisdiction,  the  appeal  is 
accordingly  dismissed. 
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I  transmit  herewith  for  your  information  a  copy  of  an  opinion  of  the 
Assistant  Attorney-General^  to  whom  this  appeal  was  referred,  and  in 
whose  conclusions  I  concur,  as  is  evidenced  by  a  copy  of  the  indorse- 
ment of  my  approval  thereon. 

The  papers  Ibelonging  to  the  files  of  your  Office  are  herewith  returned. 

Yery  respectfully, 

HOKE  SMITH, 

Secretary, 
The  Commissioner  op  Patents. 

Department  of  the  Interior, 

Washington,  £>.  C,  May  8,  1896. 
The  Honorable  the  Secretary  of  the  Interior  : 

Sir  :  Heretofore  Assistant  Secretary  Eeynolds  referred  to  my  prede- 
cessor, Hon.  John  I.  Hall,  the  appeal  of  Edmund  0.  Morgan  fix>m  the 
action  of  the  Commissioner  of  Patents  in  the  above-stated  case,  with 
request  for  an  opinion  on  the  merits  of  such  appeal. 

Appearances  were  duly  entered  by  counsel  for  Morgan  and  Knight, 
the  other  parties  being  in  default. 

A  note  attached  to  the  papers  iu  the  case  from  Judge  Hall  advises 
me  that  oral  argument  was  heard  and  that  an  opinion  was  prepared  in 
line  with  the  then  judgment  of  Judge  Hall  and  the  assistant  attorneys, 
Messrs.  Coston  and  Ross,  who  were  associated  with  him  in  the  hearing. 
My  predecessor,  however,  informs  me  in  his  note  that  after  the  prepa- 
ration of  that  opinion  it  was  withheld  for  further  consideration,  as 
reflection  induced  him  to  doubt  the  correctness  of  his  first  conclusions. 
While  I  am  at  disadvantage  in  not  having  heard  the  oral  argument 
referred  to,  I  am  compensated  to  some  extent  by  being  able  to  agree 
with  Judge  Hall  in  his  later  conclusions  rather  than  those  first  reached. 

It  appears  from  the  record  before  me  that  Morgan  filed  an  appU- 
cation  for  a  patent  for  an  electrical  car-motor  March  24,  1892;  that 
Curtis  filed  a  similar  application  May  11, 1893;  that  Bagnall  filed  a 
similar  application  September  17, 1894,  and  that  Knight  filed  his  on 
the  24th  of  December,  1894.  Morgan  is,  therefore,  the  senior  party  to 
the  interference. 

The  grounds  of  appeal,  which  were  entered  by  Morgan  from  the 
decision  of  the  Acting  Commissioner  of  Patents,  rendered  on  October 
16, 1895,  are  as  follows: 

First.  Rule  18  of  the  Rales  of  Practice  in  the  United  States  Patent  Office,  approved 
by  the  Honorable  Secretary  of  the  Interior,  provides  as  follows : 

"18.  Before  any  attorney,  original  or  associate,  will  be  allowed  to  inspect  papers 
or  take  action  of  any  kind,  his  power  of  attorney  must  be  filed.  But  general  powers 
given  by  a  principal  to  an  associate  cannot  be  considered.  In  each  application  the 
written  authorization  mast  be  filed.'' 

Notwithstanding  the  plain  and  express  provisions  of  this  rule,  and  in  flagrant 
violation  thereof,  the  Acting  Commissioner  has  permitted  an  attorney  to  appear  and 
be  heard  in  behalf  of  Knight  in  the  above-entitled  cause,  without  any  written 
anthorization  from  the  applicant  or  from  his  duly  constituted  attorney  of  record, 
and  notwithstanding  a  duly  noted  objection  thereto. 
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Second.  Role  19  of  the  Bales  of  Practice  in  the  United  States  Patent  Office, 
approved  by  the  Honorable  Secretary  of  the  Interior,  provides  as  follows : 

''19.  Sabstitation  or  association  can  be  made  by  an  attorney  upon  a  written 
anthorization  of  his  principal;  bat  snch  aathorization  will  not  empower  a  second 
agent  to  appoint  a  third.'' 

Notwithstanding  the  plain  and  express  provisions  of  this  rale,  the  Acting  Com- 
misaioner  has  permitted  coansel  to  appear  and  be  heard  in  behalf  of  the  applicant, 
Knight,  npon  the  oral  request  of  one  who  is  not  the  duly  constituted  attorney  of 
record  for  Knight,  but  who  claims  to  be  the  general  associate  of  Knight's  duly  con- 
stituted attorney  of  record,  although  no  associate  power  of  attorney  appears  from 
the  record  to  have  been  given. 

Third.  Bale  119  of  Bales  of  Practice  in  the  United  States  Patent  Office,  approved 
by  the  Honorable  Secretary  of  the  Interior,  provides  as  follows : 

''119.  Whenever  the  time  for  taking  testimony  of  a  party  to  an  interference  shall 
liave  expired,  and  no  testimony  shall  have  been  taken  by  such  party,  any  senior 
psrty  may,  by  motion  based  on  a  showing  properly  verified  and  served  on  such  party 
in  default,  have  an  order  entering  judgment  against  such  defaulting  party,  unless 
the  latter  shall,  at  any  day  to  be  named  in  the  motion,  and  to  be  not  later  than  ten 
days  after  the  hearing  of  the  motion,  show  good  and  sufficient  cause  why  the  judg- 
ment shall  not  be  entered." 

Notwithstanding  the  plain  and  express  provisions  of  this  rale,  the  Acting  Com- 
miBsioner  of  Patents  has  refused  to  enter  judgments  by  default  against  Knight, 
Bagnall,  and  Curtis,  each  being  junior  parties,  who  have  failed  to  take  testimony 
within  the  time  assigned  them  for  that  purpose,  and  have  failed  to  make  any  legal 
showing  of  good  and  sufficient  cause  why  such  judgments  should  not  be  entered 
against  them. 

There  seems  to  be  no  dispute  as  to  the  facts  in  the  matter,  and  it  is 
only  necessary  in  reference  to  the  facts  to  say  that  an  interference  was 
declared  in  these  cases;  that  on  Jane  4, 1895,  Knight  was  ofQcially 
notified  to  close  his  testimony-in-chief  by  July  24, 1895;  that  on  the 
same  day,  by  the  same  method,  Bagnall  was  required  to  close  his  by 
August  13,  and  Curtis  to  have  his  in  by  September  2,  following. 

Mr.  George  E.  Blodgett  was  the  regularly-api)ointed  attorney  of 
record  for  the  assignee  of  Knight.  Knight,  being  the  first  in  order, 
made  no  attempt  to  take  testimony.  Morgan  moved,  therefore,  under 
Bale  119,  for  a  judgment  by  default  against  Knight,  and  on  July  30  an 
order  was  made  that  judgment  should  be  rendered  against  him  unless 
he  should  on  August  15  show  good  and  sufficient  cause  why  it  should 
not  be  entered. 

On  August  5  Knight  filed  a  motion  asking  for  an  extension  of  time 
in  which  to  take  testimony.  This  motion  came  on  to  be  heard  on 
August  14,  Knight  being  represented  by  Mr.  George  P.  Whittlesey. 
This  motion  was  overruled. 

At  the  hour  appointed  for  the  hearing  of  the  motion  to  show  cause 
the  attorney  for  Morgan  appeared  before  the  Examiner  of  Interferences 
and  asked  that  the  rule  of  July  30  be  made  permanent,  for  the  reason 
that  Knight  had  made  no  showing.  Thereupon  Mr.  Whittlesey  stated 
that  he  had  been  requested  by  Mr.  Fairfax  to  appear  and  oppose  the 
entering  of  judgment  against  Knight.  Counsel  for  Morgan  then  and 
there  objected  to  the  appearance  of  Mr.  Whittlesey,  on  the  ground  that 
he  was  not  ELnight's  attorney  of  record  and  had  not  filed  any  written 
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authority  from  any  source  to  appear  for  Knight  on  the  present  motion. 
The  fact  that  Mr.  Whittlesey  had  no  written  authority  to  appear  was 
not  contested.  The  objection  to  the  appearance  of  Mr.  Whittlesey  was 
noted,  but  he  was  allowed  to  proceed. 

By  letter  of  August  16  the  Examiner  of  Interferences  refused  to 
sustain  the  motion  to  render  judgment  against  Knight.  It  may  be 
well  to  state  that  Knight  did  not  file  anything  in  response  to  show 
cause.  He  did  file,  however,  prior  to  August  15,  some  affidavits  in 
support  ot  the  motion  to  extend  the  time  for  taking  testimony.  This 
motion,  on  August  14,  was  dismissed  for  failure  to  comply  with  the 
rules.  The  affidavits  filed  in  support  of  the  motion  for  extension  were 
presented  by  Mr.  Whittlesey  in  the  rule  to  show  cause. 

On  August  19  Morgan  appealed  to  the  Commissioner  of  Patents. 
On  September ,3  Morgan  gave  notice  that  he  would  move  for  an  order 
entering  judgment  against  Bagnall  and  Curtis  on  September  11,  unless 
they  should  each  show  cause  why  such  judgment  should  not  be  entered. 
There  was  no  appearance  for  Bagnall  or  Curtis.  The  Examiner  of 
Interferences  on  September  12  decided  that  the  act  of  Morgan  appeal- 
ing from  his  decision  in  the  Knight  case  acted — 

as  a  Htay  of  all  proceedings  in  all  matters  relating  to  taking  testimony. 

He  declined  to  entertain  the  motions  and  dismissed  them. 

From  this  action  Morgan  appealed. 

On  October  16  the  Acting  Commissioner  considered  these  api>eals, 
and,  after  quoting  the  ruling  of  the  Examiner  on  the  Bagnall  and  Cur- 
tis motions,  decided : 

This  holding  seems  to  me  to  be  correct.  Obviously  Bagnall  and  Cortis  cannot  be 
made  junior  parties  to  Knight  so  long  as  Knight  is  a  party  to  the  interference  and 
the  burden  of  proof  is  not  shifted.  I  am  also  satisfied  from  an  inspection  of  the 
papers  offered  by  attorney  for  Knight  that  the  Examiner  was  correct  in  his  decision 
to  extend  the  time  for  showing  cause. 

The  elaborate  argument  of  the  attorney  for  Morgan  against  the  irregularity  in  the 
appearance  of  attorney  for  Knight  does  not  convince  me  that  this  is  a  case  for  the 
strict  application  of  the  rules  which  are  made  to  prevent  an  unauthorized  inspection 
of  papers  or  an  nnwarranted  action.  In  a  contested  case,  where  an  appearance  is 
made  by  a  reputable  attorney  under  circumstances  which  preclude  any  suspicion, 
certainly  the  party  in  interest  or  his  attorney  may  ratify  the  actions  made  in  his 
behalf  in  accordance  with  the  usual  custom  govorniug  in  such  cases.  I  find  no  rea- 
son in  this  point  for  determining  priority  by  default. 

I  therefore  affirm  the  decision  of  the  Examiner  of  Interferences  refusing  to  make 
an  order  of  default  against  Knight  and  dismissing  the  motions  last  brought  by 
Morgan. 

From  this  action  Morgan  appealed  to  the  Secretary  of  the  Interior, 
the  alleged  grounds  of  error  being  those  heretofore  set  out. 

Knight  has  filed  a  motion  to  dismiss  these  appeals  on  the  following 
grounds: 

That  the  question  involved  being  on  the  merits  as  to  who  is  entitled  to  a  patent. 
Knight  or  Morgan,  the  Secretary  of  the  Interior  has  no  jurisdiction  in  such  a  case 
and  no  appeal  lies  to  the  Secretary  of  the  Interior,  in  accordance  with  the  decisions 
of  the  Supreme  Court  of  the  United  States  and  tlie  Secretary  of  the  Interior. 
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As  I  understand,  an  opinion  is  desired  by  the  Honorable  Assistant 
Secretary  on  the  question  as  to  whether  the  appeal  should  be  dismissed. 

It  must  be  conceded  that  the  Eules  of  Practice  in  the  Patent  OflBce, ' 
adopted  and  approved  by  the  Secretary  of  the  Interior,  have  the  force 
and  effect  of  law.  Indeed,  by  section  481,  Kevised  Statutes,  it  is 
declared  that  the  Gommissioner  of  Patents,  under  the  direction  of  the 
Secretary  of  the  Interior,  shall  superintend  or  perform  all  duties 
respecting  the  granting  and  issuing  of  patents  directed  by  law,  and 
section  483,  Eevised  Statutes,  directs  that  the  Gommissioner  of  Patents, 
subject  to  approval  of  the  Secretary  of  the  Interior,  may  from  time  to 
time  establish  regulations,  not  inconsistent  with  law,  for  the  conduct 
of  proceedings  in  the  Patent  OflBce. 

The  three  rules  of  practice  in  the  United  States  Patent  Office — ^to 
wit,  18, 19,  and  119 — having  been  approved  by  the  Secretary  of  the 
Interior  as  the  regulations  to  govern  in  cases  in  which  they  are  appli- 
cable, have  been  substantially  set  forth  in  the  appeal  before  noted,  and 
for  that  reason  not  repeated  here. 

The  first  question  which  arises  is,  were  these  rules  of  practice  vio- 
lated, a^  is  contended  by  the  appellant  Y 

The  Acting  Gommissioner  takes  the  view  that  the  irregular  appear- 
ance of  the  attorney  for  Knight  is  not  a  case  for  the  strict  application 
of  the  rules,  which  are  made  to  prevent  an  unauthorized  inspection  of 
papers  or  an  unwarranted  action.  It  is  also  insisted  that  in  a  contested 
case,  where  there  is  an  <appearance  by  a  reputable  attorney,  under  cir- 
cumstances which  preclude  any  suspicion,  '^  the  party  in  interference 
may  ratify  the  action  made  in  his  behalf;''  also,  ^'  I  find  no  reason  in 
this  point  for  determining  priority  by  default." 

It  is  unnecessary  to  discuss  at  any  length  the  necessity  for  rules  of 
practice  to  govern  procedure  before  all  judicial  or  quasi-judicial  tri- 
bauals.    Such  are  required  to  aid  in  the  orderly  administration  of 
justice  in  the  courts,  and  as  a  primary  proposition  it  may  be  taken 
that  the  rules  of  practice  in  force  are  to  be  construed  so  as  to  protect 
all  parties.    The  purpose  of  the  patent  law  is  to  guarantee  to  the 
inventor  the  fruits  of  his  genius,  and  every  possible  protection  that  the 
Government  can  throw  about  his  device  until  its  patentability  shall 
have  been  decided  is  greatly  to  be  desired.    For  obvious  reasons  the 
greatest  x>ossible  degree  of  secrecy  should  be  exercised  to  prevent  the 
marauding  of  patentable  devices,  and  Eules  18  and  19  were  promul- 
gated with  this  end  in  view.    To  make  certain  this  result,  Eule  18  pro- 
vides that  his  power  of  attorney  must  be  filed  before  any  attorney  will 
be  allowed  to  inspect  papers.    It  does  not,  however,  stop  here.    It 
declares  that  the  power  of  attorney  must  likewise  be  filed  before  the 
attorney  can  take  action  of  any  kind. 

While  due  regard  should  and  will  be  had  to  the  fact  that  these  rules 
will  not  be  construed  so  as  to  require  arbitrary  application  without 
regard  to  the  necessity  which  occasioned  them,  yet  in  every  case,  espe- 
H.  Doc.  354 8 
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cially  when  invoked,  strict  adhereDce  to  au  established  rule  of  practice 
has  been  foaud  to  promote  harmony  and  uniformity  in  judicial  deter- 
minations. Certainly  courts  can  and  will  give  full  effect  to  all  le^al 
presumptions  and  admissions  as  well  as  other  conclusions  which  arise 
from  the  law  or  act  of  the  parties,  and  in  so  doing  fixed  rules  of  pro- 
cedure are  frequently  affected  and  sometinies  set  aside;  but  such  an 
effect  is  the  result  alone  of  clear  and  well  defined  principles  established 
by  competent  authority.  It  will  be  assumed  that  in  matters  i>ertain 
ing  to  the  practice  in  the  extension  of  professional  courtesy  among 
members  of  the  bar  where  matters  of  procedure  are  involved  a  very 
large  discretion  is  lodged  with  all  judicial  tribunals  and  necessarily 
with  all  the  officers  of  the  Patent  Office  whose  duties  have  been 
declared  to  be  of  a  quasi-judicial  nature;  but  where  the  application 
involves  a  substantial  right,  as  it  does  in  the  matter  of  interferences, 
and  one  of  the  parties  is  present  invoking  the  rule,  it  would  seem  that 
the  question  of  discretion  could  have  but  little  exercise  in  opposition 
to  the  words  and  spirit  of  the  rule. 

As  I  understand  this  record,  it  is  conceded  that  Mr.  Whittlesey  had 
no  written  authority  to  appear  for  Knight  in  the  motion  to  show 
cause,  and,  with  a  knowledge  of  this  fact,  counsel  for  Morgan  objected. 
The  language  of  Rule  18  is,  before  any  attorney  will  be  allowed  to  take 
action  of  any  kind  his  power  of  attorney  must  be  filed.  In  my  opinion 
the  subsequent  ratification  by  Mr.  Blodgett,  the  attorney  of  record  for 
the  assignee  of  Knight,  while  it,  of  course,  bad  the  effect  of  adopting  the 
action  of  Mr.  Whittlesey,  did  not  have  the  effect  of  legalizing  the  right 
of  Mr.  Whittlesey  to  make  prior  appearance,  and  I  regard  the  ruling  of 
the  Commissioner,  which  allowed  him  to  proceed  after  the  objection, 
as  not  being  a  correct  interpretation  of  Eule  18.  It  ^as  also  error,  in 
my  judgment,  to  hold  that  Morgan's  appeal  in  the  Knight  controversy 
acted  as  a  stay  of  all  proceedings  in  all  matter  relating  to  taking  testi- 
mony as  to  Bagnall  and  Gurtis.  It  is  to  be  presumed  that  there  is  no 
community  of  interests  between  the  several  parties  to  this  interference, 
but  that  each  claim  stood  upon  its  own  merit,  and  the  Rules  of  Practice 
apply  in  all  cases  and  should,  in  my  estimation,  be  construed  to  these 
two  juniors  as  well  as  to  the  ranking  junior.  Rule  118,  relating  to  the 
taking  of  testimony  in  interference  cases,  reads  as  follows: 

Times  will  be  assigned  in  which  the  junior  applicant  shall  complete  his  testimony- 
in-chief,  and  in  which  the  other  party  shall  complete  the  testimony  on  his  side,  and 
a  further  time  in  which  the  junior  applicant  may  take  rebutting  testimony ;  bat  he 
shall  take  no  other  testimony.  If  there  be  more  than  two  parties  to  the  interfer- 
ence, the  times  for  taking  testimony  will  be  so  arranged  that  each  shall  have  au 
opportunity  to  prove  his  case  against  prior  applicants  and  to  rebut  their  evidence, 
and  also  to  meet  the  evidence  of  junior  applicants. 

The  language  of  this  rule  is  imperative.  It  says  that  the  junior 
applicant  shall  complete  his  testimony,  and  the  same  forcible  language 
is  used  in  relation  to  an  interference  where  there  are  more  than  two 
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parties.  Knight's  time,  he  being  the  ranking  junior  upon  whom  rested 
the  burden  of  proof,  expired  July  24,  and  no  effort,  so  far  as  the  record 
discloses,  was  made  by  him  to  comply  with  the  order.  Being  in  default, 
the  burden  of  proof  then  shifted  to  the  junior  next  in  order  (Bagnall) 
and  it  was  obligatory  on  him  to  proceed  in  accordance  with  the  man- 
date of  the  Examiner  of  Interferences  and  submit  his  proof  the  same 
as  though  Knight  had  never  been  in  the  case. 

When  it  is  remembered  that  expedition  in  disposing  of  the  matters 
in  interference  is  one  of  the  prime  motives  of  the  rule,  it  is  not  difficult 
to  see  the  necessity  of  the  action  suggested  above.    When  Knight 
failed  to  complete  his  testimony,  Bagnall  would  have  been  justified  in 
assuming  that  he  was  out  of  the  controversy  and  that  he  (Bagnall) 
should  assume  the  place  of  ranking  junior  and  proceed  with  his  case. 
It  may  be  said  that  Knight  would  still  have  the  privilege  of  reinstate- 
ment.   While  this  is  true,  Bagnall  would  not,  in  my  opinion,  be  excused 
from  making  some  move  in  his  own  behalf,  either  by  taking  his  own 
testimony  or,  under  Rule  119,  which  provides  that  any  senior  party 
may  on  conditions  prescribed  ask  for  an  order  to  show  cause  why  judg- 
ment by  default  may  not  be  entered  against  a  junior  applicant,  apply 
for  an  extension  of  time.    In  other  words,  the  juniors  in  their  order 
could  not  sit  supinely  by  to  await  the  action  of  the  ranking  junior  when 
be  had  disregarded  what  I  conceived  to  be  his  duty;  otherwise  there 
might  be  no  end  to  interference  proceedings. 

Under  the  rule  the  burden  of  proof  was  on  Knight,  and  by  the  prac- 
tice in  the  Office  neither  of  the  others  was  required  to  do  anything 
until  he  had  made  his  case.  He  did  not  do  so.  Morgan  moved  for 
judgment  by  default  against  him.  No  attention  was  paid  to  this,  and 
an  order  was  then  entered  against  him  to  show  cause  why  such  judg- 
ment should  not  be  entered,  and  by  this  opinion  it  is  held  that  on  this 
latter  action  there  was  no  lawful  appearance,  and  the  action  taken  was 
not  in  accord  with  the  rule. 

The  question  involved  was  kept  alive  by  this  appeal,  and  meantime 
the  other  juniors  are  permitted  to  rest.  I  do  not  think  such  was  the 
intention  of  the  Eules  of  Practice.  Eule  123,  among  other  matters, 
contains  the  following  in  reference  to  stay  of  proceedings: 

The  filing  of  motions  will  not  operate  as  a  stay  of  proceedings  in  any  case.  To 
effect  this,  motion  should  he  made  before  the  tribunal  having  jurisdiotiou  of  the 
interference,  who  will,  safflcient  grounds  appearing  therefor,  order  a  suspension  of 
the  interferences  pending  the  determination  of  such  motion. 

It  appears  that  Bagnall  and  Curtis  failed  to  make  any  response,  and 
the  papers  do  not  disclose  that  any  motion  for  stay  of  proceedings  was 
n^ade  or  acted  on ;  but  it  seems  to  have  been  rested  on  the  ground  that 
^^e  appeal  so  operated.  It  appears  to  me  that  Bagnall  should  have 
proceeded  with  his  testimony  on  the  date  he  was  required  to  do  so  by 
the  order,  and  on  his  failure  so  to  do  that  Curtis  should  have  presented 
^i»  on  September  2^  as  ordered,  notwithstanding  the  others  had  failed ; 
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and  I  am  of  the  opinion  that  the  decision  of  the  Examiner  of  Inter- 
ferences of  the  12th  of  September,  affirmed  by  the  Acting  Commis- 
sioner of  Patents,  that  the  appeal  of  Knight  acted — 

218  a  stay  of  all  prooeedings  in  all  matters  relating  to  taking  testimony — 

was  erroneous. 

The  third  groand  of  error  in  the  appeal  is  that  the  Acting  Commis 
siouer  of  Patents  refused  to  enter  judgments  by  default  against  Knight, 
Bagnall,  and  Curtis.  From  what  has  been  said  before  the  conclusion 
would  seem  to  follow  that  the  Commissioner  should  have  entered  these 
judgments;  but,  whether  he  should  have  done  so  or  not,  there  is,  in  my 
opinion,  no  power  lodged  in  the  Honorable  Secretary  of  the  Interior 
to  declare. 

It  will  be  noted  that  by  section  481  of  the  Kevised  Statutes  the  power 
given  to  the  Secretary  of  the  Interior  is  in  the  form  of  direction  to  the 
Commissioner  of  Patents  to  superintend  or  perform  the  duties  respect 
ing  the  granting  and  issuing  of  patents  directed  by  law — that  is  to 
say,  the  Commissioner  of  Patents  shall  grant  and  issue  the  same  as 
directed  by  law,  and  that  all  duties  respecting  such  shall  be  superin- 
tended and  performed  by  him  under  the  direction  of  the  Secretary  of 
the  Interior. 

The  case  of  Buttertcorth  v.  Hoe  et  al.  (C.  D.,  1884, 429;  20  O.  G.,  615; 
112  U.  S.,  50)  is  recognized  as  the  controlling  case  in  relation  to  tU^ 
powers  of  the  Commissioner  of  Patents  since  the  opinion  in  that  cas^ 
was  rendered,  and  is  a  very  full  discussion  of  the  powers  of  the  Cona 
missioner  and  of  the  supervisory  powers  of  the  Secretary  of  the  loterio 
under  the  statutes.  Before  that  time  the  rule  was  understood  to  tP' 
that  an  appeal  on  the  merits  of  the  issuance  of  or  a  refusal  to  issue  ^ 
patent  could  be  entered  to  the  Secretary  of  the  Interior  and  passed  o^ 
by  him.  It  is,  however,  expressly  decided  in  that  case  that  no  su^l 
power  is  possessed  by  the  Secretary  of  the  Interior,  and  after  a  learne^^ 
argument  the  Court  concluded  the  whole  matter  in  these  words: 

The  true  conclasion  therefore  is,  that  in  matters  of  this  description  in  which  tb^ 
action  of  the  Conimissiouer  is  quasi -judicial,  the  fact  that  no  appeal  is  expressL. 
given  to  the  Secretary,  is  conclusive  that  n6ne  is  implied. 

In  Commissioner's  Decisions  of  1888,  page  173,  it  was  held  in  a^ 
opinion  where  the  case  above  referred  to  was  construed  by  the  Depart- 
ment that  the  Secretary  of  the  Interior  has  no  appellate  jurisdictioc 
over  the  Commissioner  of  Patents  in  cases  involving  the  i^erformance 
of  judicial  or  quasi -judicial  duties  conferred  by  law  upon  the  Commis- 
sioner of  Patents.  Other  rulings  of  the  Department  to  the  same  effect 
exist;  but  it  is  unnecessary  to  make  further  citations.  That  a  motion 
to  enter  a  judgment  by  default  is  a  judicial  question  will  not  be  denied 
Being  so,  the  law  as  expounded  has  given  to  the  Honorable  Secretary 
of  the  Interior  no  right  of  review. 

If  it  should  be  suggested  that  it  was  a  failure  to  observe  the  Rule* 
of  Practice  which  led  to  the  judicial  act  complained  of,  it  may  \h 
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replied  that,  as  to  the  Kales  of  Practice,  the  Secretary  of  the  Interior 
holds  a  supervisory  power,  and  I  do  not  doubt  his  power,  by  appeal,  to 
interpret  such  rules  in  the  event  a  case  independent  of  a  Judicial  con- 
clusion were  possible  of  presentation.  But,  assuming  an  erroneous 
construction  of  a  rule  of  practice  to  have  been  applied  during  the 
process  of  this  case,  yet,  as  the  result  reached  was  the  judicial  deter- 
mination of  a  question  by  the  Commissioner,  to  entertain  the  appeal 
and  sust-ain  it  would  have  the  effect  of  overruling  the  judgment  and 
discretion  of  that  officer. 

I  am  of  opinion  that  no  appeal  which  seeks  a  reversal  of  a  judicial 
or  quasi-judicial  act  of  the  Commissioner  of  Patents  should  be  enter- 
tained by  the  Honorable  Secretary  of  the  Interior;  that  power  in  that 
officer  to  reverse  such  an  act  is  wanting,  and  that  therefore  the  appeal 
in  this  case  should  be  dismissed. 

Very  respqptfully, 

(Signed)  Wm.  A.  Little, 

Assistant  A  ttomey-  General, 
Approved: 

(Signed)  Hoke  Smith. 
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[U.  S.  Circuit  Court  of  Appeals— Third  Circuit] 

Tannage  Patent  Company  v.  Zahn. 

Decided  December  2,  1895, 
74  O.  G.,  143 

LTZ— PROCK88    OF    TaWINO    HIDK8    AND    SkINS— N08.    291,784    AND    291,786—- 

Novklty—Vaudity— Process. 
The  claims  of  Letters  Patent  to  Angastns  Schultz,  Nos.  291,784  and  291,785, 
ir  processes  for  tAwin^  hides  and  skins,  issued  January  8,  1884,  are  valid  and 
[)t  anticipated  by  patents  for  processes  of  dyeing  and  printing  on  fabrics  and 
eatment  of  wools.  *'The  art  of  dyeing  and  of  leather-making  are  wholly 
Dallied,  and  therefore  the  doctrine  of  doable  use  has  no  pertinency."  Nor  are 
le  claims  anticipated  by  a  process  for  the  treatment  of  gelatinous  tissues  of 
slatine  and  gum  and  of  compounds  containing  such  substances,  though  such 
roeess  be  accompanied  by  a  statement  that  it  may  be  applied  to  tanning,  when 
appears  that  leather  cannot  be  made  by  the  process  of  the  reference. 

»PEAL  from  the  Circuit  Court  of  the  United  Sta-tes  for  the  District 
ew  Jersey. 

fore  AcHESON,  Dallas,  and  Butler,  Judges. 

*.  George  R.  Blodgett  and  Mr,  Charles  Howsan  for  the  appellant. 
'.  Rowland  Cox  for  the  appellee. 

LAS,  J.: 

is  suit  was  brought  upon  two  patents  (Nos.  291,784  and  291,785) 
ted  to  Augustus  Schultz  on  January  8, 1884,  for  processes  for  taw- 
lides  and  skins.  Each  of  these  patents  contains  a  single  claim,  as 
s^s: 

291,784 :  The  within-described  process  for  tawing  hides  and  skins,  said  process 
(ting  in  subjecting  the  hides  or  skins  to  the  action  of  compounds  of  metallic 
-such  as  a  solution  of  bichromate  of  potash — and  then  treating  the  same  with 
ipound  containing  liyposulphurouf?  acid,  (or,  as  it  is  otherwise  called,  ^'thio- 
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sulphuric''  aoid,)  such  as  a  solation  of  hyposulphite  of  soda  or  of  potaoh  in  the 
presence  of  hydrochloric  acid. 

No.  291,785:  The  within-descrihed  process  for  tawing  hides  and  skins,  said  process 
consisting  in  subjecting  the  hides  or  skins  to  the  action  of  a  bath  prepared  from  a 
metallic  salt— such  as  bichromate  of  potash — and  then  to  the  action  of  a  bath  capa- 
ble of  evolving  sulphurous  acid— such  as  a  solution  of  sulphite  of  soda — in  presence 
of  another  acid — such  as  hydrochloric  acid — substantially  as  described. 

The  defenses  mainly  relied  upon  were,  first,  insafficiency  of  specifi- 
cation, and,  second,  want  of  novelty.  Tbe  learned  judge  held  the 
specifications  to  be  sufficient,  and  bis  opinion  amply  supports  that  con- 
clusion ;  but  be  dismissed  the  bill  on  tbe  ground  that  tbe  patents  were 
invalid  for  lack  of  novelty  of  their  subject-matter,  and  in  this  we  tbink 
tbere  was  error.  For  tbe  purposes  of  this  case  be  properly  treated  the 
processes  of  tbe  two  patents  as  being  "  practically  alike,"  and  directed 
his  attention  to  determining  '^wbat  was  tbe  exact  discovery  of 
Scbultz."    His  understanding  that  it  was  a  process,  of— 

a  mode  of  treating  certain  material  to  produce  a  given  result, 

was  undoubtedly  correct  5  but  we  are  unable  to  acquiesce  in  the  view 
which  be  took  of  tbe  process  itself.  It  is  not  a  process  for  the  treat- 
ment of  any  material  whatever  to  produce  a  varying  or  indefinite 
result.  It  is  a  process  solely  for  "tawing  bides  and  skins''  by  subject- 
ing them  to  a  chemical  action,  with  tbe  definite  object  of  converting 
them  into  leather.  It  may  be  conceded  that,  abstractly  considered- 
saturation  with  acid,  and  the  converting  of  that  saturating  acid  into  oxide  by 
chemical  reductiou,  must     •     *     *    be  always  the  same — 

chemical  operation ;  but  it  does  not  follow  that  when  that  operation  is 
applied  to  different  materials  to  accomplish  dissimilar  results  the  proc- 
ess must  be  in  every  instance  identical.  Tbe  question  is  not  whether 
tbe  agents  employed  and  their  influence  each  upon  tbe  other  are  the 
same,  but  whether  the  same  practical  result,  or  a  sufficiently  related 
one,  is  produced  in  the  one  case  as  in  the  other.  Tried  by  this  test  one 
class  of  the  references  relied  on  to  show  anticipation  was  clearly  with- 
out relevancy.  In  '^dyeing  and  printing  on  fabrics"  and  in  the  "treat- 
ment of  wools"  the  end  finally  accomplished  is  not  at  all  analogous  to 
that  of  manufactured  leather.  Tbe  same  ingredients  may  be  used  t-o 
reach  the  one  result  a^  the  other;  but  they  are  not  used  for  a  like  pur- 
pose. They  do  not  affect  tbe  different  materials  in  tbe  same  way,  and 
tbe  product  evolved  in  tbe  one  case  is  wholly  unlike  the  change  effected 
in  the  other  The  fact  that  bides  are  substituted  for  fabrics  or  wool 
and  that  tbe  thing  produced  is  leather  and  not  dyed  fabric  or  treated 
wool  distinguishes  the  two  processes.  The  art  of  dyeing  and  of  leather- 
making  are  wholly  unallied,  and  therefore  the  doctrine  of  double  use 
has  no  pertinency.  Some  of  tbe  observations  made  by  the  Supreme 
Court  in  Potts  v.  Oreager  (C.  D.,  1895, 143;  70  O.  G.,  494;  155  U.  S.,  606) 
are  directly  in  point.    It  was  tbere  said : 

On  the  other  hand,  if  the  transfer  be  to  a  branch  of  industry  but  remotely  allied 
to  the  other,  and  the  elfect  of  such  transfer  has  been  to  supersede  other  methods  of 
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doing  the  same  work,  the  Court  will  look  with  a  less  critical  eye  npon  the  means 
employed  in  making  the  transfer.     *     *     • 

Indeed;  it  often  requires  as  acute  a  perception  of  the  relations  between  canse  and 
effect,  and  as  much  of  the  peculiar  intuitive  genius  which  is  characteristic  of  great 
inventors,  to  grasp  the  idea  that  a  device  used  in  one  art  may  be  made  available  in 
another^  as  would  be  necessary  to  create  the  device  de  novo, 

See^sABOj National  Cash  Reg,  Co.  v.  Cash  Indicator  Co,^  (C.  D.,  1895,  256; 
70  O.  G.,  1793;  156  U.  S.,  502.) 

Of  the  remaining  references  it  will  suffice  to  mention  the  patent 
which  was  mainly  discussed  by  the  court  below,  and  as  to  which*  the 
defeudant's  expert  testified  that  it  more  nearly  resembles  the  process 
of  the  patent  in  suit  than  any  other  of  the  patents  and  publications 
referred  to.  The  patent  alluded  to  was  granted  December  15,  1856,  to 
Joseph  Wilson  Swan,  for  improvements  in  the  treatment  of  gelatinous 
tissaes  of  gelatine  and  gum  and  of  compounds  containing  such  sub- 
Btances.    In  his  specification  Swan  said: 

My  invention  consists  in  the  use  of  salts  of  sesquioxide  of  cbromlum,  as,  for 
exftmple,  sulphate  of  the  sesquioxide  of  chromium,  or  the  substance  known  in  com- 
merce as  chrome-alum,  as  a  means  of  rendering  gelatine  or  gum  (Senegal  or  Arabic,) 
or  compounds  containing  those  substances,  insoluble  in  water. 

My  invention  is  applicable  to  various  uses,  for  example,  to  the  fixing  of  pigments 
and  (lyes  in  printing  and  dyeing  textile  fabrics  when  the  pigment  or  dye  is  thickened 
vith  gelatine  or  gum;  to  the  tanning  of  skins  and  hides;  to  the  fixing  of  photo- 
graphs mounted  with  gelatine ;  to  the  fixing  of  prints  produced  in  gelatinous  ink ; 
to  the  rendering  insoluble  of  gelatine,  used  as  a  glaze  or  varnish,  or  for  the  purpose 
of  waterproofing ;  to  the  production  of  sheets  of  insoluble  gelatine,  and  to  the  prep- 
aration of  photographic  paper,  sized  with  gelatine  or  gum. 

•  •»#*#» 

In  tanning  I  immerse  the  skins  or  hides  in  a  solution  containing  about  one  per 
ceot  of  chrome-alum,  or  in  a  solution  of  chromate  or  bichromate  of  potash,  or  other 
ooitable  chromate  or  bichromate,  and  I  decompose  the  said  ohromate  or  bichromate 
in  the  skin  or  hide  by  means  of  oxalic  or  other  suitable  acid,  so  as  to  produce  by 
the  decomposition  and  reduction  of  the  said  chromate  or  bichromate  the  required 
compound  of  chromic  oxide. 

Swan  supposed  that  the  process  which  he  described  might  be  applied 
to  tanning^  as  well  as  to  the  other  "various  uses"  which  he  enumer- 
ated; but  it  has  been  clearly  proved  that  in  this  he  was  mistaken; 
and  it  is  probable  that  he  was  led  into  this  mistake  by  erroneously 
assuming  that  any  treatment  which  would  accomplish — what,  appar- 
ently, was  his  primary  and  general  object — the  rendering  of  gelatine 
insoluble  would  also  convert  hides  into  leather;  but  leather  never  has 
been  made  by  the  Swan  process,  and  it  never  can  be,  and  this  fact 
alone  demonstrates  its  insufficiency  as  an  anticipation,  and  of  course 
indicates — as  has,  however,  been  independently  shown — that  the  Swan 
process  and  that  of  the  patents  in  suit  are  substantially  different. 
Swan's  description  was  not  designed  to  suggest  the  Schultz  method, 
and  it  certainly  never  did  suggest  it  to  any  one. 

As  we  have  already  said,  we  deem  it  unnecessary,  as  did  the  court 
below,  to  discuss  the  other  patents  which  were  introduced  to  defeat  the 
patents  of  Schultz,    Our  examination  of  them  has  satisfied  us  that  if 


122  DECISIONS   OF   U.  S.  COURTS   IN   PATENT   CASES. 

the  Swan  patent  was  not  an  anticipation,  and  we  are  clearly  of  opinion 
that  it  was  not,  none  of  the  others  can  be  taken  to  conflict  with  the 
claims  of  Schultz  or  would  justify  the  characterization  of  Ms  perform- 
ance as  skillful  merely  and  not  inventive.  To  tbe  art  of  leather-making 
he  supplied  a  method  which  was  new  and  highly  useftil,  and  which  was 
far  from  being  obvious. 
The  decree  of  the  Circuit  Court  is  reversed. 


[U.  S.  Circnit  Court— Northern  District  of  New  York.] 

Thomson-Houston  Electric  Company  v.  Elmira  and  Horse- 
heads  Railway  Company. 

Decided  June  19,  1895. 
74  O.  G.,  144. 

1.  Van  Depoele — Suspended  Switch  and  Traveung  Contact  fob  Electric 

Railways — Nos.  424,695   and    397,451    Compared— Eabliek    and    Later 

Patents  to  the  Same  Inventor. 

Where  a  patent  for  improvements  issued  with  a  reference  to  a  prior  applica- 
tion and  a  disclosure  of  the  broad  original  invention  contained  therein,  it  is  not 
a  bar  to  a  subsequent  patent  for  the  broad  invention  issued  pursuant  to  the  said 
prior  application.  (Distinguishing  the  familiar  rule  repeated  in  Miller  v.  EagU 
Mfg.  Co.,  C.  D..  1894,  147;  66  O.  G.,  845;  151  U.  S.,  186.) 

2.  Same— Same — Invention. 

The  claims  for  the  switching  apparatus  of  Letters  Patent  No.  424,695,  to  Charles 
J.  Van  Depoele,  for  suspended  switches  and  traveling  contacts  for  electric  rail> 
ways,  examined  and  Beld  to  involve  invention,  even  upon  the  assumption  that 
they  cover,  simply,  suspending  face  downward  the  well-known  form  of  railroad- 
switch. 

3.  Same — Same— Non-Infringement. 

Claims  15, 16,  and  17  of  Letters  Patent  to  Charles  J.  Van  Depoele  for  suspended 
switches  and  traveling  contacts  for  electric  railways,  issued  April  1,  1890, 
examined  and  Held  not  infringed  by  a  device  which  did  not  use  the  element 
"weight  H." 

4.  Same— Same— Infringement. 

Claims  2,  4,  9,  20,  and  33  selected  as  leading  ones  of  groups  of  duplicated 
claims  in  Letters  Patent  to  Charles  J.  Van  Depoele  for  suspended  switches  and 
traveling  contacts  for  electric  railways,  issued  April  1, 1890,  and  Held  infringed. 

5.  Same — Same— Multifarious  and  Duplicated  Claims. 

The  claims  of  Letters  Patent  No.  424,695,  to  Charles  J.  Van  Depoele,  for  sus- 
pended switches  and  traveling  contacts  for  electric  railways.  Held  to  be  need- 
lessly multiplied. 

6.  Purchaser— Vender — Owner— Infringer— Ebtoppel. 

One  who  purchases  a  patented  machine  from  an  infringer  and  operates  it 
unlawfully  for  a  term  of  yeai*s  cannot  acquire  a  right  to  its  use  because  the 
vender  and  owner  of  the  patent  subsequently  enter  into  partnership,  and  the 
owner  is  not  estopped  from  charging  infringement  when  no  act  calculated  to 
deceive  or  mislead  the  defendant  can  be  shown. 

Final  hearing  in  equity. 

Mr.  Samuel  A.  Duncan  and  Mr.  Frederic  E.  Beits  for  the  complainant 
Mr.  William  A.  JenncTy  Mr. Edwin  B.Smith  and  Mr.  Thomas B. Kerr, 
for  the  defendant. 
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STATEMENT  OF  THE  CASE. 

This  action  is  brought  by  the  Thomson-Hoaston  Electric  Company 

against  the  Elmira  and  Horseheads  Bailway  Company,  a  corporation 

operating  an  electric  railway  in  the  city  of  Elmira,  K.  Y.,  for  the 

infringement  of  Letters  Patent  No.  424,695,  granted  April  1,  1890,  to 

Charles  J.  Van  Depoele  for  improvements  in  suspended  switches  and 

traveling  contacts  for  electric  railways.    The  original  application  was 

filed  March  12, 1887.    It  was  divided,  and  the  application  for  the  patent 

in  Bait  was  filed  October  22, 1888.    The  invention  relates  to  mechanisms 

and  combinations  thereof  by  which  an  electric  railway  having  branches 

and  turn-outs  may  be  operated  automatically  without  regard  to  the 

height  of  the  conducting- wire  or  its  parallelism  to  the  center  of  the 

rails.    The  specification  says : 

My  present  inyention  relates  to  electric  railways  of  the  class  in  which  a  suspended 
condactor  is  nsed  to  convey  the  working-catrent,  a  traveling  contact  carried  hy  the 
car  being  employed  for  talcing  off  the  current  for  nse  in  operating  the  motor  hy 
which  the  car  is  propelled.  The  retnm-circnit  is  preferably  completed  through  the 
nilfl  of  the  track. 

My  invention  consists  in  certain  devices  and  their  relative  arrangement  by  means 
of  which  a  contact  device  carried  by  a  rod  or  pole  extending  from  the  car  and  pressed 
npwardly  into  contact  with  the  conductor  is  switched  from  one  line  to  another  cor- 
respondingly with  the  vehicle. 

«  #  «  •  «  •  « 

More  particularly  my  invention  consists  in  a  track-switch  for  the  vehicle,  a  oon- 
dnctor-switch  for  the  contact  device  or  "trolley/'  as  it  is  termed,  and  the  trolley 
itself  attached  to  the  vehicle,  these  elements  being  so  arranged  relatively  to  one 
Another  that  in  operation  the  vehicle  reaches  the  track-switch  and  is  diverted  later- 
ally before  the  trolley  reaches  the  conductor-switch,  whereby  the  trolley,  which  par- 
takes of  the  lateral  movement  of  the  vehicle,  has  imparted  to  it  a  laterally-moving 
tendency  before  its  switch  is  reached,  and  it  therefore  passes  through  the  switch  in 
the  proper  direction,  corresponding  to  the  movement  of  the  vehicle. 

My  invention  also  consists  in  various  details  of  construction  and  arrangement, 
which  will  be  hereinafter  pointed  out. 

The  inventor,  after  describing  the  drawings,  continues  as  follows : 

In  order  that  the  contact- wheel  E  shall  be  compelled  to  pass  f^om  one  conductor 
to  a  branch  or  one  attached  thereto  leading  in  a  different  direction,  I  provide  the 
inverted  open-bottom  metaUic  boxes  I,  which  are  formed  with  branching  compart- 
ments and  constrnctetl  in  the  form  of  switches,  conformiog  to  the  curves  and  angles 
of  the  track-switches  by  which  the  direction  of  the  car  is  controlled.  These  boxes 
are  in  the  form  of  open  smooth  curved  passages  and  are  free  from  obstructions  within, 
so  that  the  contact- wheel  £,  which  is  slightly  depressed  on  meeting  the  end  of  the 
switch-box,  may  roll  freely  therethrough  and  move  laterally  therein  in  the  desired 
direction  without  hindrance.  •  *  »  The  electric  switches  I  are  to  be  placed 
directly  over — that  is  to  say,  above — their  counterparts.  The  track-switches  and 
the  contact- wheel,  as  before  stated,  are  to  be  located  so  that  as  the  front  portion  of 
the  car  swings  in  the  desired  direction  as  the  front  wheels  pass  the  track- switch  the 
contact-arm  will  be  deflected  and  the  direction  of  the  wheel  £  correspondingly 
changed  while  still  on  the  straight  wire,  so  that  on  reaching  the  switch-box  the 
wheel  will  be  depressed  and  pass  thereinto  and  naturally  pass  through  and  out  of 
the  proper  compartment  thereof.  The  switch-boxes  I,  being  connected  directly  to 
the  conductors  D,  are  similarly  charged,  and  when  the  wheel  E  is  passing  there- 
through the  current  passes  through  the  box  I  and  thence  into  the  contact-wheel 
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through  its  flanges  e,  passiug  thence  through  the  arm  F  or  a  separate  condactor  to 
the  motor  C.  Since  there  are  no  moving  tongues  or  springs  or  points  to  catch  or 
impede  the  progress  of  the  wheel  when  three  or  fonr  grooves,  as  the  case  may  be, 
exist  in  one  switch- box,  the  wheel  will  intersect  the  grooves  and  pass  along  in  the 
desired  direction  and  go  through  without  any  difficulty  whatever,  its  direction 
being  previously  indicated  by  the  movement  of  the  front  portion  of  the  car.  Thns 
it  will  be  seen  tliat  by  locating  my  traveling  contact-wheel  in  the  position  shown  or 
one  equivalent  thereto  I  obviate  all  the  difficulties  of  switching  from  conductor  to 
conductor  and  with  the  smallest  possible  amount  of  special  construction.  I  believe 
myself  to  be  the  first  to  devise  this  arrangement  of  contact  device  and  switches, 
whereby  the  lateral  movement  of  the  vehicle  is  first  imparted  to  the  trailing  con- 
tact-arm and  the  contact-wheel  is  then  flexibly,  yet  without  intermpton  of  contact, 
drawn  into  the  switch  and  guided  thereby  into  engagement  with  the  desired  branch 
conductor,  and  I  intend  herein  to  claim,  broadly,  any  relative  arrangement  of  track- 
switch,  conductor-switch,  vehicle,  and  contact  device  by  means  of  which  the  former 
switch  will  act  in  advance  of  the  latter  and  the  vehicle  impart  a  lateral  tendency  to 
the  trailing  contact  by  the  time  it  engages  with  the  conductor-switch.  The  contact- 
carrying  arm  described  in  the  present  application  possesses  substantial  practical 
advantages  over  any  other  means  yet  proposed  for  establishing  moving  contact 
between  a  vehicle  and  a  stationary  supply-conductor,  in  that  by  the  use  of  a  hinged 
flexibly-mounted  arm  much  greater  freedom  of  movement  is  compatible  with  the 
maintenance  of  a  positive  mechanical  connection  and  electrical  contact  between  the 
vehicle  and  supply-conductors. 

The  patent  may  be  divided  as  follows:  First,  the  contact  device,  com- 
monly known  as  the  "trolley;''  second,  the  support  therefor,  and,  third, 
the  overhead  switching  devices.  The  contact  device  belongs  to  the 
class  known  as  "undermnning"  contacts.  It  consists  of  a  grooved 
wheel  mounted  upon  a  pivoted  support  on  the  roof  of  the  car,  having  a 
sufficient  capacity  of  vertical  and  lateral  automatic  adjustability  and 
capable  of  being  detached  and  lowered  by  an  attendant  on  the  car- 
platform.  This  support  is  a  pole  or  arm  mounted  on  the  roof  of  the 
car  and  pivoted  and  swiveled  so  as  to  be  capable  of  swinging  both  ver- 
tically and  horizontally.  Attached  to  the  short  arm  of  this  pole  is  a 
weighted  spring,  which  operates  to  maintain  normal  contact  between 
the  grooved  wheel  and  the  suspended  conductor.  The  overhead  switch- 
ing devices  are  placed  at  points  on  the  line  of  the  road  where  branches 
and  turn-outs  occur  and  where  the  overhead  trolley- wires  are  required 
to  branch  correspondingly  with  the  tracks.  The  object  is  to  transfer 
the  trolley  from  the  main  wire  to  the  branch  wire,  and  vice  versa,  with- 
out interrupting  the  contact.  The  switching  device,  as  shown  in  the 
patent,  consists  of  a  Y-shaped  plate  of  sheet  metal  with  depending  side 
flanges.  This  plate  is  secured  to  the  under  side  of  the  trolley- wire  at 
the  point  where  it  branches,  the  narrow  end  being  turned  in  the  direc- 
tion of  the  main  wire  and  the  other  end  being  connected  with  both  the 
main  and  branch  wires.  The  narrow  end  is  wide  enough  to  i>ermit  of 
the  easy  movement  of  the  trolley- wheel  through  it,  while  the  other  end 
is  wide  enough  to  permit  the  wheel  to  move  out  in  the  direction  of  either 
the  main  or  the  branch  wire.  The  switch  device  is  placed  at  the  junc- 
tion of  the  main  and  branch  wires,  above  the  corresponding  switch  on 
the  track,  and  the  wheel  is  to  be  so  supported  on  the  roof  of  the  car 
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that  it  will  not  reach  the  switch-box  until  at  least  the  forward  wheels 
of  the  car  have  passed  the  junction  of  the  main  and  branch  tracks. 
Thus  the  switch-box  will  guide  the  wheel  automatically  upon  that  one 
of  the  trolley- wires  which  corresponds  with  the  track  upon  which  the 
car  has  been  directed. 

The  patent  contains  thirty-five  claims,  all  of  which  are  said  to  be 
involved,  except  those  relating  to  the  fender  for  the  trolley-wheel. 
These  so-called  "fender  claims,"  numbered  18, 28, 29,  and  30,  were  with- 
drawn at  the  argument.  The  other  claims  may  be  divided  into  groups, 
as  follows : 

Claims  relating  to  the  construction  and  attachment  of  the  conductor- 
switch: 

1.  The  oombination,  with  crossing  or  branohing  overhead  wires,  of  a  plate  along 
the  top  of  which  said  wires  pass,  and  deflocting-ribs  at  the  lower  side  of  said  plate 
at  its  extremities. 

2.  The  combination,  with  an  overhead  conductor  arranged  to  receive  a  traveling 
underneath  contact,  of  a  switching  device  secured  to  and  depending  from  the 
conductor. 

3.  The  combination,  with  an  overhead  wire  for  receiving  an  underneath  contact, 
of  a  B witch-plate  attached  to  the  wire  in  about  the  same  horizontal  plane  as  the 
wire. 

9.  In  an  electric  railway,  a  switching  device  for  suspended  conductors,  comprising 
two  or  more  branching  compartments  or  ways  corresponfling  to  the  direction  of  tho 
track,  and  of  the  main  and  branch  conductors,  and  secured  to  the  said  suspended 
conductors,  substantially  as  described. 

10.  In  an  electric  railway,  a  switching  device  for  suspended  conductors,  consist 
ing  of  an  open-bottom  box  formed  with  two  or  more  branching  compartments  cor- 
responding to  the  direction  of  the  track  and  arranged  to  be  secured  to  the  conduc- 
tor, substantially  as  described. 

11.  The  combination,  with  an  overhead  line- wire,  of  a  grooved  contact  device 
pressed  against  the  wire  and  receiving  the  wire  between  the  flanges  of  the  groove, 
and  a  guiding  switch-plate  connected  to  the  wire  against  which  the  said  flanges 
bear  in  passing  from  one  line  to  another. 

12.  In  an  electric  railway  having  an  electric  conductor  suspended  above  the  track, 
a  switching  device  supported  by  tbe  conductor  and  formed  with  downwardly -open 
compartments  or  ways  corresponding  with  the  direction  of  the  track,  said  ways 
being  substantially  flat  at  their  upper  sides  to  form  paths  for  the  flanges  of  the 
contact- trolleys,  substantiaUy  as  described. 

13.  In  an  electric  railway,  a  switch  for  suspended  conductors,  consisting  of  a  box 
formed  with  branching  compartments  corresponding  with  the  branches  of  the  con- 
ductor, and  of  the  track-switches  and  secured  to  the  said  suspended  conductors, 
substantially  as  described. 

14.  In  an  electric  railway,  a  switch  for  suspended  conductors,  consisting  of  a  box 
formed  with  branching  compartments  corresponding  with  the  branches  of  the  con- 
ductor, and  of  the  track-switches,  and  secured  to  and  depending  from  the  said 
suspended  conductor,  substantially  as  described. 

19.  In  an  electric  railway,  the  combination  with  branching  overhead  conductors, 
of  an  npwardly-pressed  contact-arm  carrying  a  grooved  wheel  embracing  the  con- 
ductor, and  a  switch-plate  at  the  branching  point  adapted  to  receive  the  tips  of  the 
wheel  flanges,  and  provided  with  depending  ribs,  between  which  the  wheel  is  free 
to  move  laterally  to  engage  with  one  of  the  branch  conductors. 

23.  The  combination,  with  branching  overhead  conductors,  oi'  a  vehicle  having  a 
laterally-swinging  contact-arm  pressed  upward  to  engage  the  conductors  and  a 
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switch-plate  at  the  braDching  point  ha\'iDg  dependin;;  sides,  but  open  at  its  extremi- 
ties, the  interior  width  of  the  plate  between  the  sides  bein;^  greater  than  the  thick- 
ness of  the  contact-wheel,  whereby  the  wheel  is  free  to  move  laterally  with  relation 
to  the  main  conductor  and  engage  one  of  the  branching  conductors. 

Glaims  relating  t.o  the  ceiitralizing-spring: 

21.  In  an  electric  railway,  the  combination,  with  main  and  branch  overhead  con- 
ductora,  of  a  vehicle,  an  intermediate  contact-arm  thereon  movable  laterally  with 
re8]>eet  thereto,  a  spring  tending  to  return  the  arm  to  its  normal  central  position,  a 
gniding-switch  at  the  branching  point  of  the  conductor,  and  a  track-switch  for  the 
vehicle  located  so  as  to  operate  in  advance  of  the  conductor-switch,  whereby  the 
lateral  tendency  of  the  contact  device  at  the  branching  point  is  imparted  to  it  by 
the  vehicle,  while  its  outer  extremity  is  flexibly  guided  by  the  overhead  switch  from 
main  to  branch  conductor. 

24.  In  an  electric  railway,  the  combination,  with  branching  line-conductors,  of  a 
track-switch,  a  vehicle,  an  intermediate  contact-arm  swinging  laterally  with  i-espect 
to  the  vehicle,  but  provided  with  a  spring  tending  to  restore  it  to  its  normal  central 
position,  and  a  lateral  deflecting-switch  at  the  branching  point  of  the  conductors, 
whereby  the  extremity  of  the  oontact-arm  may  be  flexibly  guided  from  main  to  branch 
conductor. 

31.  In  an  electric  railway,  the  combination,  with  an  overhead  conductor  and  a 
vehicle,  of  an  intermediate  contact  device  consisting  of  a  trailing  arm  having  a 
grooved  contact-wheel  at  its  outer  end  and  moving  laterally  relatively  to  the  vehicle, 
but  provided  with  c  spring  tending  to  retain  it  in  its  normal  central  position. 

32.  In  an  electric  railway,  the  couibination,  with  an  overhead  conductor  and  a 
vehicle,  of  a  trailing  contact-arm  guided  at  its  outer  end  by  the  overhead  conductor, 
and  movable  laterally  relatively  to  the  vehicle,  but  having  a  normal  centaralizing 
tendency  by  means  of  a  spring  or  weight. 

33.  In  an  electric  railway,  the  combination,  with  an  overhead  conductor  and  a 
vehicle,  of  an  intermediate  contact  device  consisting  of  an  upwardly-pressed  trail- 
ing arm  having  a  grooved  contact-wheel  at  its  outer  end  by  which  it  is  guided  by 
the  conductor,  the  said  arm  being  free  to  swing  laterally  relatively  to  the  vehicle, 
but  tending  to  remain  in  its  normal  central  position  by  means  of  a  spring  or  weight. 

34.  The  combination,  with  a  vehicle  and  an  overhead  conductor,  of  a  trailing 
contact-arm  guided  normally  by  the  conductor,  but  having  a  spring-connection  with 
the  vehicle  tending  constantly  to  maintain  it  in  a  definite  position,  while  at  the 
same  time  it  is  free  to  swing  laterally  with  respect  to  the  vehicle  against  the 
pressure  of  the  said  spring. 

35.  In  an  electric  railway,  the  combination,  with  an  overhead  conductor  and  a 
vehicle,  of  an  intermediate  contact  device  consisting  of  a  rearwardly-extendingarm 
guided  at  its  outer  extremity  by  engagement  with  the  conductor  and  movable 
laterally  relatively  to  the  vehicle,  but  having  a  spring  or  weight  tending  to  restore 
it  to  its  normal  central  position. 

Claims  relating  to  the  weighted  tension-spring: 

15.  In  an  electric  railway,  the  combination  of  a  car,  a  conductor  suspended  above 
the  line  of  travel  of  the  car,  a  contact-carrying  arm  pivotally  supported  on  top  of 
the  car  and  provided  at  its  outer  end  with  a  contact-roller  engaging  the  under  side 
of  the  suspended  conductor,  and  a  weighted  spring  at  or  near  the  inner  end  of  the 
arm  for  maintaining  said  upward  contact,  substantially  as  described. 

16.  In  an  electric  railway,  the  combination  of  a  car  provided  with  a  pivoted  arm, 
as  F,  having  a  contact  at  its  outer  extremity,  a  tension-spring,  as  G,  attached  at  its 
inner  extremity,  and  a  vertically-movinjx  weight  connected  to  said  spring  for  hold- 
ing the  same  in  operative  relation  to  the  arm  throughout  its  entire  range  of  move- 
ment, substantially  as  described. 
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17.  In  an  electric  railway,  the  combination  of  the  car  having  snitably-pivoted  arm 
F,  carrying  a  contact-wheel  at  its  oater  extremity,  a  spring  G,  secured  to  its  lower 
extremity,  and  a  connection  extending  from  said  spring  and  provided  with  a  weight 
at  its  lower  end,  substantially  as  described. 

Claims  relating  to  the  directive  action  of  the  track-switch  or  the 
combination  of  the  conductor-switch  and  trolley  with  the  track  switch : 

4.  The  combination  of  a  track  having  switches,  an  overhead  conductor  above  the 
track  and  having  switches,  and  a  car  on  the  track  provided  with  a  contact -carrying 
arm  arranged  to  engage  the  conductor  at  a  point  in  rear  of  the  front  wheels  of  the 
ear. 

5.  In  an  electric  railway,  the  combination  of  a  track  having  suitable  switches,  an 
electric  conductor  suspended  above  said  track  and  having  switches  located  above 
the  track-switches,  and  a  car  on  said  track  provided  with  an  upwardly-extending 
arm  carrying  a  contact- wheel  arranged  to  engage  the  suspended  conductor  at  a  point 
in  rear  of  the  front  wheels  of  the  car,  Rubstantially  as  described. 

6.  In  an  electric  railway,  the  combination  of  an  electrically-propelled  car,  a  supply- 
coD^actor  suspended  over  the  line  of  travel  of  the  oar,  a  swinging  arm  mounted  upon 
the  car  and  carrying  a  contact  device  at  its  free  end,  said  contact  arranged  to  bear 
against  said  conductor,  suitable  switching  devices  upon  tbe  track  traversed  by  the 
wheels  of  the  car,  and  corresponding  switches  on  the  suspended  conductor  located 
above  those  on  the  track  and  arranged  to  engage  the  contact  devices,  substantially 

*  M  described. 

7.  In  an  electric  railway,  the  combination  of  a  track  having  suitable  switches,  an 
electric  conductor  suspended  above  said  track  and  having  switches  located  above 
the  track-switches,  a  car  on  said  track  provided  with  a  swinging  arm  carrying  a 
contact-wheel  arranged  to  engage  the  suspended  conductor,  and  switches  at  a  point 
in  rear  of  the  front  wheels  of  the  car,  whereby  the  ooptact- wheel  is  directed  through 
the  proper  part  of  the  suspended  switch,  substantially  as  described. 

8.  In  an  electric  railway,  the  combination  of  a  switch  or  turn-out  on  the  track  and 
a  corresponding  one  on  the  overhead  line,  tbe  same  being  so  arranged  relatively  that 
tbe  car  will  reach  the  switch  or  turn-out  before  the  trolley  does,  substantially  as 
described. 

20.  In  an  electric  railway,  the  combination,  with  an  overhead  switch-plate  having 
depending  ribs,  but  open  at  its  extremities,  of  main  and  branch  conductors  extend- 
ing from  its  two  extremities,  respectively,  a  vehicle,  an  upwardly-pressed  contact- 
arm  attached  to  the  vehicle  and  tending  to  move  laterally  therewith,  and  a  track- 
switch  for  the  vehicle  located  so  as  to  operate  in  advance  of  the  conductor-switch. 

22.  In  an  electric  railway,  the  combination,  with  main  and  branch  conductors,  of  a 
vehicle,  a  contact-urm  thereon  having  vertidtl  and  lateral  spring-pressure,  a  switch- 
plate  for  the  conductors,  and  a  track-switch  for  the  vehicle  located  so  as  to  operate 
in  advance  of  the  conductor-switch,  whereby  the  lateral  tendency  of  the  contact 
device  at  the  branching  point  is  imparted  to  it  by  the  vehicle,  while  its  outer 
extremity  is  flexibly  guided  by  the  overhead  switch  from  main  to  branch  conductor. 

25.  In  a  branching  electric  railway,  the  combination  of  a  track-switch,  an  overhead 
coodactor-switch,  and  a  vehicle  having  a  rearwardly-extending  contact-arm,  whereby 
the  track-switch  will  operate  in  advance  of  the  conductor-switch. 

26.  In  a  branching  electric  railway,  the  combination,  with  a  vehicle,  of  a  track- 
switch,  an  overhead  conductor-switch,  and  a  contact-arm  extending  upward  from 
the  vehicle  to  the  conductor,  and  so  located  relatively  to  the  length  of  the  vehicle 
and  the  two  switches  that  the  lateral  movement  of  the  vehicle  will  give  a  corre- 
aponding  movement  of  the  contact  device  on  the  conductor-switch. 

27.  In  a  branching  electric  railway,  the  combination,  with  a  vehicle,  of  a  track- 
awitch.  a  contact  device  consisting  of  a  trailing  spring-pressed  arm  having  a  grooved 
contact-piece  embracing  the  conductor  and  guided  thereby,  the  said  arm  being 
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jointed  to  the  car  and  tending  to  move  laterally  therewith,  and  an  overliead  con- 
ductor-switch adapted  to  engage  the  contact-piece  and  whereby  the  extremity  of 
the  arm  is  flexibly  gaided  from  main  to  branch  conductor. 

The  parties  do  not  agree  as  to  the  grouping  of  some  of  these  claims; 
but  it  i.s  thought  that  the  above  arrangement  is  as  convenient  as  any. 

The  defenses  are  anticipation,  lack  of  patentability,  non-iiifringc 
ment,  and,  as  to  a  part  of  the  defendant's  cars,  estoppel  becaose  of  au 
alleged  license. 

COXB,  J.: 

The  patent  in  controversy  deals  with  a  comparatively  new  art. 
Electricity  has  so  completely  supplanted  horse-power  as  a  means  for 
propelling  street-cars  that  it  is  difficult  to  realize  that  only  about  ten 
years  have  passed  since  the  first  successful  electric  railroad  was 
installed.    At  the  present  time  there  are  more  than  five  hundred  roads 
in  operation,  employing  an  immense  army  of  workmen  and  a  vast 
amount  of  capital.    That  this  wonderful  result  was  accomplished  only 
after  innumerable  difficulties  and  obstacles  had  been  encountered  and 
overcome  is  manifest.    The  potentialities  of  the  art  attracted  a  large 
number  of  brilliant  and  ingenious  men,  who  for  more  than  a  decade 
have  been  laboring  to  make  electric  railroading  successful.    Even  after 
the  necessities  of  the  situation  had  evolved  the  fundamental  principle 
of  taking  the  electricity  from  an  overhead  conductor  the  difficulties  in 
finding  suitable  contact  and  switching  devices  for  a  long  time  prevented 
commercial  success,  and  the  solution  of  the  problem  taxed  the  inge- 
nuity of  a  large  number  of  inventors.    Although  the  electric  road  of 
to-day  is  a  composite  organism  to  which  many  ingenious  and  able  men 
have  contributed,  yet  it  cannot  be  denied  that  to.  Van  Depoele,  more 
than  to  any  other  man,  belongs  the  credit  of  having  made  it  a  practical 
working  success.    His  ex)ntributions  to  the  art  rapidly  supplanted  the 
crude  and  tentative  prior  structures  and  have  continued  in  use  until 
the  present  time.    No  one  can  read  this  record  without  being  impressed 
with  the  truth  of  this  proposition,  and,  this  being  so,  the  court  natu 
rally  approaches  this  controversy  in  liberal  spirit  and  with  an  inclina- 
tion to  give  the  inventor  the  full  fruits  of  his  invention.    If  there  be 
any  deviation  from  this  determination,  it  is  due  to  the  fact  that  he  has 
obscured  his  real  invention  in  a  multitude  of  fuliginous  and  attenuated 
claims,  many  of  which  can  only  be  distinguished  when  their  language 
is  subjected  to  the  most  searching  analysis.    He  has  particularly 
pointed  out  his  invention  in  the  description ;  but,  because  of  this  seem- 
ingly needless  verbosity,  he  has  claimed  it  indistinctly,  to  the  annoy- 
ance of  the  public,  and  especially  that  part  of  the  public  which  is  called 
upon  to  construe  the  patent.    A  fair  amount  of  tautology  and  reitera- 
tion is  prudent  and  permissible  in  the  claims  of  a  patent;  but  it  is 
hardly  conceivable  that  it  requires  thirty  five  claims  to  secure  a  com- 
paratively simple  mechanical  invention.    Where  the  patentee  has  taken 
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pains  to  cover  every  shadow  of  a  shade  in  his  claims,  the  range  of  con- 
struction is  limited  and  he  must  be  held  strictly  to  language  which  he 
has  adopted  with  such  painstaking  deliberation  and  exactness. 

(renerally  speaking,  the  patent  covers  devices  and  combinations  by 
which  electric  cars  are  run  automatically  upon  branches  and  turn  outs, 
the  motor  being  supplied  from  an  overhead  system  of  wires.  This  is 
done  by  a  trailing  underrunning  trolley  mounted  on  a  long  pivoted 
arm  sup(K)rted  on  the  top  of  the  car  and  pressed  up  against  the  wire 
by  a  spring  or  equivalent  device.  This  arm  has  sufficient  horizontal 
and  x)erpendicular  movement  to  adjust  itself  automatically  to  the  wire, 
although  the  wire  may  not  at  all  times  be  directly  above  the  center  of 
the  rails  or  suspended  at  the  same  distance  above  the  car.  The  con- 
ductor without  leaving  the  platform  of  the  car  has  full  control  of  the 
trolley.  The  other  important  device  used  by  the  inventor  is  an  over- 
head switch  so  mounted  on  the  wire  that  when  the  forward  wheels  of 
the  car  take  the  track-switch  a  trend  or  direction  is  given  to  the  trolley 
so  that  when  it  reaches  the  ove^rhead  switch  it  is  guided  to  the  proper 
branch  automatically  without  in  any  manner  disturbing  the  electric 
current  or  the  running  of  the  car.  In  this  way  a  system  is  produced 
which  is  well-nigh  perfect  in  its  essential  details.  That  it  was  neces- 
sary in  order  to  attain  this  result  to  surmount  many  difficulties  and 
solve  many  problems  might  almost  be  assumed  by  the  court;  but  it  is 
abundantly  proved  by  the  record. 

It  is  argued  by  the  defendant  that  the  patent  is  void  because  all  of 
the  inventions  claimed  therein,  except  claims  15,  16,  and  17,  which  are 
not  infringed,  are  covered  by  earlier  patents  to  Van  Depoele,  There  is 
no  dispute  as  to  the  law.  It  is  fundamental  that  two  patents  cannot 
be  granted  for  the  same  invention.  Where  two  patents  for  the  same 
invention  issue  to  the  same  person,  the  second  patent  is  void.  The 
Supreme  Court  in  Miller  v.  Manufacturing  Co.  (0.  D.,  1894, 147 ;  66  O.  G., 
845;  151  U.  S.  186;  14  Sup.  Ct.,  310,)  lays  down  no  new  rule  of  law. 
It  simply  adheres  to  the  old  rule,  which  is  well  stated  in  the  syllabus, 
as  follows : 

No  patent  can  iaaae  for  an  invention  actually  covered  by  a  former  patent,  especi- 
ally to  the  same  patentee,  altboagh  the  terms  of  the  claims  may  differ. 

The  second  patent,  in  snch  case,  although  containing  a  claim  broader  and  mure 
generical  in  its  character  than  the  specific  claims  contained  in  the  prior  patent,  is 
also  void. 

But  where  the  second  patent  covers  matters  described  in  the  prior  patent,  esseu- 
tislly  distinct  and  separable,  and  distinct  from  the  invention  covered  thereby,  and 
claims  made  thereunder,  its  validity  may  be  Hustained. 

The  question  here  is,  are  the  inventions  of  the  patent  in  suit  all  cov- 
ered by  prior  patents  to  Van  Depoelef  The  patent  chiefly  relied  upon 
by  the  defendant  is  No.  397,451,  dated  February  5, 1889,  for  improve- 
ments in  "overhead  contacts  and  switches."  The  application  was  filed 
November  12,  1888,  while  the  application  for  the  patent  in  suit  was 
H.  Doc.  354 9 
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pendiDg  in  the  Patent  Office,  the  original  application  being  filed  March 
12, 1887,  and  the  divisional  application  October  22, 1888.  At  line  9  of 
No.  397,451,  the  patentee  says: 

My  invention  relates  to  improvements  in  electric  railways,  and  includes  improve- 
ments upon  the  invention  forming  the  subject-matter  of  a  prior  application — 

viz.,  the  original  application  for  the  patent  in  suit.  It  is  manifest  on 
reading  this  patent  that  it  was  intended  to  secure  a  few  minor  improve 
ments  upon  the  broad  invention  then  pending  in  the  Patent  Office.  The 
public  was  given  due  and  formal  notice  of  this  intention.  No  one  was 
misled  or  injured.  The  claims  of  No.  397,451  are  wholly  insufficient  to 
secure  the  invention  of  No.  424,695.  An  infringer,  unless  he  used  the 
peculiar  contractions  and  guide  ribs  shown  in  the  former,  wouhl  esca[>e 
all  accountability  if  the  latter  is  held  invalid.  In  other  words,  it  is  the 
patent  in  suit  which  protects  the  basic  invention.  Destroy  this  and  the 
ii.ventor  is  despoiled  of  his  principal  contribution  to  the  art.  The 
substance  is  gone,  the  shadow  rema  ns.  A  court  of  equity  shouhl  be 
very  sure  of  its  premises  before  reaching  a  result  so  unjust,  so  ex>ntrary 
to  the  policy  of  our  Government,  so  dispiriting  to  inventors.  A  deci 
sion  hoUling  this  pate  it  invalid  would  simply  be  a  confiscation  of  Van 
Depoele's  property.  Why  should  he  be  thus  punished  t  What  equities 
demand  it?  He  made  a  valuable  invention  and  promptly  went  with  it 
to  the  Patent  Office.  Subsequently  he  made  what  he  thought  to  be 
imi)rovements  and  asked  for  a  patent  for  them  also.  He  could  not 
describe  his  improvements  without  referring  to  his  original  invention; 
but  he  did  all  in  his  power  to  inform  the  public  of  the  exact  situation. 
The  patent  for  the  improvements  was  issued  first,  and  because  the 
invention  was  thus,  in  a  sense,  disclosed  it  is  argued  that  it  is  lost.  In 
other  words,  the  proposition  is  that  Van  Depoele,  in  endeavoring  to 
secure  his  improvements  in  the  only  way  known  to  the  law,  has  for- 
feited his  right  to  the  main  invention.  The  Supreme  Court  had  no 
difficulty  in  reaching  the  decision  in  the  Miller  case,  because  upon  the 
peculiar  facts  there  disclosed  they  were  convinced  that  the  two  patents 
were  for  the  same  invention.  Here,  to  say  the  least,  there  is  grave 
doubt  whether  the  two  patents  are  for  the  same  invention.  If,  to  use 
the  hypothesis  of  the  Miller  case,  the  patents  had  been  granted  to  dif 
ferent  parties,  would  the  apparatus  and  combinations  of  the  i^atent  iu 
suit  infringe  the  restricted  claims  of  No.  397,451?  It  is  thought  not. 
The  patents  are  susceptible  of  the  construction  above  suggested — viz. 
that  ihe  patent  in  suit  is  for  the  broad  invention  and  that  No.  397,451 
is  for  improvements  in  minor  details  and  should  be  so  restricted.  This 
construction  gives  the  inventor  the  fruits  of  his  inventions,  but  nothing 
more,  and  fully  preserves  the  rights  of  the  public.  If  the  other  con- 
struction were  possible,  the  facts  are  such  that  there  is  every  reavson 
why  it  should  not  be  given.  What  is  said  of  No.  397,451  is  also  true 
of  Van  Depoele's  other  prior  patents. 

It  is  said  that  there  is  no  invention  in  the  claims  relating  to  the 
switching  apparatus,  because  the  patentee  has  simply  suspended,  face 
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downward,  the  well-known  form  of  railroad  switeh.  AssumiDg  that 
this  is  a  fair  statement  of  his  achievement,  it  does  not  follow  that  pat- 
entability is  wanting.  When  it  is  considered  that  he  was  dealing  with 
an  underrunning  system,  that  it  was  necessary  to  shift  the  trolley  not 
only  bnt  the  mysterious  current  which  the  trolley  carries,  and  that  he 
accomplished  this  result  automatically  when  others  failed,  it  is  not 
difficult  to  place  him  above  the  plane  of  the  mechanic.  As  was  said 
by  Mr.  Justice  Brown  in  Potts  c&  Go.  v.  Gr eager j  (0.  D.,  1896,  143;  70 
O.  G.,  494;  15  Sup.  Ct.,  194:) 

Bat  where  the  alleged  uovelty  consists  in  transferring  a  deyice  ft'om  one  branch 
of  indostry  to  another,  the  answer  depends  upon  a  variety  of  considetations.  In 
sach  cases  we  are  bound  to  inquire  into  the  remoteness  of  relationship  of  the  two 
industries;  what  alteratious  were  necessary  to  adapt  the  device  to  its  new  use,  and 
what  the  value  of  such  adaptation  has  been  to  the  new  industry.  If  the  new  use 
be  analogous  to  the  former  one,  the  Court  will  undoubtedly  be  disposed  to  construe 
the  patent  more  strictly,  and  to  require  clearer  proof  of  the  exercise  of  the  inventive 
faculty  in  adapting  it  to  the  new  use — particularly  if  the  device  be  one  of  minor 
importance  in  its  new  field  of  usefulness.  On  the  other  hand,  if  the  transfer  be  to 
a  branch  of  industry  but  remotely  allied  to  the  other,  and  the  effect  of  such  transfer 
has  been  to  supersede  other  methods  of  doing  the  same  work,  the  Court  will  look 
with  a  less  critical  eye  upon  the  means  employed  in  making  the  transfer. 

Doubtless  a  patentee  is  entitled  to  every  use  of  which  his  invention  is  susceptible, 
whether  such  use  be  known  or  unknown  to  him ;  but  the  person  who  has  taken  his 
device  and,  by  improvements  thereon,  has  adapted  it  to  a  different  industry,  may 
also  draw  to  himself  the  quality  of  inventor.     •     *     • 

Indeed,  it  often  requires  as  acut«  a  perception  of  the  relations  between  eause 
and  effect,  and  as  much  of  the  peculiar  intuitive  genius  which  is  a  characteristic 
of  great  inventors,  to  grasp  the  idea  that  a  device  used  in  one  art  may  be  made 
available  in  another,  as  would  be  necessary  to  create  the  device  de  novo.  And  this 
is  not  the  less  true  if,  after  the  thing  has  been  done,  it  appears  to  the  ordinary 
mind  so  simple  as  to  excite  wonder  that  it  was  not  thought  of  before.  The  apparent 
simplicity  of  a  new  device  often  leads  an  inexperienced  person  to  think  that  it 
would  have  occurred  to  any  one  familiar  with  the  subject;  but  the  decisive  answer 
is  that  with  dozens  and  perhaps  hundreds  of  others  laboring  in  the  same  field,  it  had 
never  occurred  to  any  one  before.  The  practiced  eye  of  an  ordinary  mechanic  may 
be  safely  trusted  to  see  what  ought  to  be  apparent  to  every  one. 

Agaiii,  in  Du  Bois  v.  Kirk  (C.  D.,  1895,  343;  71  O.  G.,  889;  16  Sup. 
Ct.,  729)  the  same  learned  judge  says: 

The  Kirk  invention  is  undoubtedly  a  very  simple  one,  and  it  may  seem  strange 
that  a  similar  method  of  relieving  the  pressure  nad  never  occurred  to  the  builders 
of  bear-trap  dams  before ;  but  the  fact  is  that  it  did  not,  and  that  it  was  not  one  of 
those  obvious  improvements  upon  what  had  gone  before,  which  would  suggest  itself 
to  an  ordinary  workman,  or  fall  within  the  definition  of  mere  mechanical  skill.  It 
was  in  fact  the  application  of  an  old  device  to  meet  a  novel  exigency,  and  to  sub- 
serve a  new  purpose.    That  it  is  a  useful  improvement  can  scarcely  be  doubted. 

The  defendant  argues  that  the  complainant  is  estopped  from  asking 
a  decree  against  six  cars  purchased  by  it  from  the  Sprague  Electric 
Railway  and  Motor  Company  in  1890,  for  the  reason  that  in  May,  1892, 
the  General  Electric  Company  acquired  a  controlling  interest  in  the 
stock  of  the  Sprague  Company  and  of  the  complainant.  The  theory  is 
that  the  General  Electric  Company  is  the  real  complainant  and,  as 
successor  to  the  Sprague  Company,  it  is  violating  its  obligation  to  the 
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defeDdant,  as  vendee  of  the  Spragae  Oonipaoy,  in  bringing  this  suit 
Even  if  the  complainant  had  given  the  defendant  a  license  in  May, 
1892,  it  would  seem  that  it  might  still  have  a  decree  for  an  accounting 
during  the  two  years  that  the  defendant  used  the  cars  without  any 
claim  of  right.  But  the  court  is  unable  to  discern  how  the  complain- 
ant's right  to  maintain  this  action  is  affected  by  the  proceedings 
alluded  to.  The  proposition  is  this,  that  one  who  purchases  a  patented 
machine  from  an  infringer  and  operates  it  unlawfully  for  a  term  of 
years  acquires  a  right  to  its  use  if  the  vender  and  owner  of  the  patent 
subsequently  enter  into  partnership.  The  complainant  is  a  legal  entity 
entitled  to  sue.  It  has  never  given  the  defendant  a  license  to  use  the 
cars  in  question,  either  express  or  implied.  The  delendant  never 
acquired  the  right  from  the  Sprague  Company,  for  that  company  had 
no  right  to  give.  How,  then,  did  the  defendant  get  the  right  to  infringe 
the  complainant's  patent  f  So  far  as  this  plea  is  concerned  the  defend- 
ant stands  a  naked  trespasser,  claiming  to  do  an  unlawful  act  because 
of  a  subsequent  arrangement  between  its  vender,  the  patent  owner, 
and  a  third  corporation,  to  which  it  was  in  no  way  a  party.  The  com- 
plainant has  done  no  act  to  deceive  or  mislead  the  defendant.  The 
latter  has  parted  with  nothing  and  lost  no  right,  relying  upon  com- 
plainant's declarations,  for  none  were  made.  If  the  complainant  had 
in  any  manner  induced  the  defendant  to  purchase  the  cars  in  question, 
intimating  that  they  did  not  infringe  the  Van  Depoele  patent,  the  situ- 
ation would  be  different,  but  as  it  is  the  case  seems  devoid  of  every 
element  of  estoppel.  The  decree  should  not,  of  course,  include  the  car 
purchased  of  the  complainant. 

The  defendant  owns  and  operates  an  electric  railway  at  Elmira.  The 
current  is  supplied  to  the  motor  of  the  cars  by  a  trailing  underrunning 
trolley  mounted  on  the  roof  of  the  car.  The  trolley  is  pressed  up  against 
the  wire  and  the  lateral  and  vertical  action  of  the  pole  is  controlled  by 
springs.  Two  forms  of  trolley  are  used,  known  as  the  ^'Anderson"  and 
the  ^^Nuttall."  Both  are  adjustable  from  the  car-platform  by  a  cord  in 
the  hands  of  the  conductor.  There  are  about  twelve  sheet  metal  pan- 
switches — t«n  so-called  '* Murray"  switches  and  two  so-called  ''General 
Electric"  switches — in  use  on  the  defendant's  road.  The  Murray 
switches  are  used  at  turn-outs,  the  others  at  branches.  They  are  so 
located  that — 

the  car  has  fully  passed  the  track-switch  hefore  the  trolley  enters  the  overhead 
switch. 

The  circuit  remains  unbroken  while  the  trolley  is  passing  through. 

It  remains  to  consider  the  claims  with  reference  to  the  question  of 
infringement. 

Claims  15, 16,  and  17  are  not  infringed.  One  of  the  elements  of  the 
claims  is  "  a  weighted  spring,"  or,  as  it  is  expressed  in  claim  16, 

a  vertically-moving  weight  connected  to  said  spring, 

and  in  claim  17 — 

a  oonneotion  extending  from  said  spring  and  provided  with  a  weight  at  its  lower  end. 
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The  fimctioQ  of  the  '^weight  H''  is  iK>inte(l  oat  with  care  in  the 
description.  The  defendant  does  not  use  this  weight  in  any  manner 
whatever,  and  consequently  does  not  infringe.  {MoClain  v.  Ortmayer^ 
C.  D.,1891,  532;  57  O.  G.,  1229;  141  U.S., 419;  12  Sup.Ot.,76;  Key- 
stone Bridge  Co.  v.  Phamix  Iron  Co.,  C.  D.,  1877, 384;  12  O.  G.,  980;  95 
U  S.,274.) 

I  fully  agree  with  the  defendant  that  several  of  the  remaining  claims 
are  for  the  same  subject-matter  and,  in  a  patentable  sense,  are  not  dis- 
tinguishable. To  attempt  to  differentiate  them  would,  in  the  language 
of  the  Miller  case, 

involve  the  drawing  of  distinctions  too  refined  for  the  practical  administration  of 
the  patent  law. 

The  counsel  for  the  complainant  admit  that  claims  9  to  14,  iuclusive, 
'^cover  substantially  the  same  ground."  Claims  9  and  10  are  so  neaily 
alike  that  the  dift'erence  is  only  a  verbal  one.  The  language  of  claims 
13  and  14  is  identical,  except  that  the  latter  adds  to  the  former  the 
words  '^and  depending  from."  What  the  significance  of  these  words 
is,  in  view  of  the  description  and  other  claims,  the  court  is  at  a  loss  to 
conjecture.  To  analyze  all  of  the  claims  involved,  or,  more  correctly 
speaking,  the  involved  claims,  and  attempt  to  point  out  their  dififereuces 
and  similarities,  would  extend  this  opinion  beyond  all  reasonable 
length.  As  the  brief  for  the  defendant  say^,  ^'  no  special  harm  can 
come  of  it''  where  several  claims  for  substantially  the  same  invention 
apx>ear  in  one  patent;  but,  on  the  other  hand,  the  issues  in  these  causes 
should  be  simplified  as  much  as  possible.  In  view  of  the  admitted 
similarity  of  the  claims  it  is  possible  that  the  complainant  should  be 
compelled  to  elect  which  of  them  it  will  rely  upon;  but  further  discus- 
sion of  the  matter  may  well  be  reserved  until  the  settlement  of  the 
decree.  • 

Of  the  claims  relating  to  the  construction  and  attachment  of  the  con- 
ductor-switch the  complainant's  counsel  regard  claim  2  as  the  leading 
one  in  the  group.  This  claim  is  very  broad;  but  it  must  be  construed 
in  the  light  of  the  specification  and  drawings,  and  so  construed  fairly 
secures  the  invention.  Claim  9  is  also  pointed  out  as  the  one  which 
best  secures  the  special  features  of  the  switch.  From  what  has  been 
already  said  of  the  defendant's  railway  it  is  manifest  that  these  claims 
have  been  infringed.  The  particulars  of  the  infringement  maybe  con- 
veniently left  to  the  master. 

Claims  4  and  20  are  pointed  out  by  complainant's  counsel  as  the 
leading  claims  in  the  group  relating  to  the  directive  action  of  the  track- 
switch.    Infringement  of  these  claims  is  satisfactorily  established. 

Whether  or  not  claims  5, 6,  and  7  are  infringed  it  seems  unnecessary 
now  to  determine. 

Of  the  claims  relating  to  the  centralizing-spring  the  complainant 
seems  to  rely  principally  upon  the  thirty-third  as  describing  with  the 
greatest  accuracy  the  patented  construction.  It  is  thought  that  this 
claim  is  infringed  by  the  "Anderson"  trolley,  which  is  given  a  central- 


134  DECISIONS  OP   U.  S.  COURTS   IN   PA^TENT   CASES. 

izing  tendency  by  springs  located  at  its  base,  but  not  by  the  "  Nuttall,'' 
which  has  no  spring  tending  to  restore  it  to  its  normal  central  position. 
It  follows  that  the  complainant  is  entitled  to  a  decree  for  an  injunc- 
tion and  an  accounting;  but,  as  the  defendant  has  succeeded  as  to 
some  of  the  claims,  the  decree  should  be  without  costs. 


[IT.  S.  Cironit  Coart  of  Appeals— Second  Cironit.] 

Union  Papeb  Bag  Machine  Company  and  Hollingsworth  & 

Whitney  Company  v.  Waterbury  et  ah 

Decided  October  22^  1895. 

74  O.  G.,  269. 

DitBRiNG — Manupacturk  OF  Papkr  Baos— REISSUE  No.  10,083 — Method — Proc- 
ess—Novelty— In  VAtiDrrY. 
Claim  1  of  reissued  Letters  Patent  No.  10,083,  to  Mark  L.  Deeriog,  for  a  process 
or  method  of  making  paper  bags,  granted  April  11,  1882,  examined  and  KtH^  in 
view  of  the  state  of  the  art,  as  shown  by  prior  use,  to  be  a  mechanical  and  not 
an  inventive  modification  of  pre-existing  methods,  and  therefore  invalid. 

Appeal  from  a  decree  of  the  United  States  Circuit  Court  for  the 
Southern  District  of  New  York. 

Mr.  Oeorge  Harding  and   Mr,  Francis   T.  Chambers  for  the  com- 
plainants. 
Mr.  Albert  H,  Walker  and  Mr.  Frederic  H.  Beits  for  the  defendants. 

Brown,  Circuit  Justice  and  Laoombe  and  Shipman  Circuit 
Judges. 

Shipman,  J.: 

This  suit  in  Equity  was  founded  upon  the  alleged  infringement  of 
Reissued  Letters  Patent  No.  10,083,  applied  for  November  29, 1881,  and 
granted  April  11, 1882,  to  the  Union  Paper  Bag  Machine  Company  as 
assignee  of  the  inventor,  Mark  L.  Deering,  for  improvements  in  the 
manufacture  of  paper  bags.  The  original  patent.  No.  227,350,  was 
applied  for  May  10, 1879,  and  was  granted  to  Deering  on  May  11, 1880. 
The  application  was  thrown  into  interference  with  an  application  of 
Leinbach  and  Wolle  for  the  same  invention,  who  subsequently  executed 
and  filed  in  the  Patent  OflSce  an  acknowledgment  of  Deering's  priority, 
upon  which  his  patent  issued.  A  contract  was  at  the  same  time  made 
between  these  three  persons  for  the  sale  of  the  patent  to  a  corporation 
which  Leinbach  and  Wolle  said  was  about  to  be  organized  under  the  name 
of  the  New  York  Paper  Bag  Machine  and  Manufacturing  Company. 

The  validity  of  the  Union  Company's  title  to  the  patent  was  assailed 
by  a  corporation  organized  in  December,  1884,  under  the  name  of  the 
New  York  Paper  Bag  Machine  and  Manufacturing  Company,  in  a  suit 
in  equity  against  the  assignee  in  the  Eastern  District  of  Pennsylvania, 
which  was  decided  in  favor  of  the  Union  Company,  and  its  title  is  not 
challenged  in  this  suit.    The  Hollingsworth  &  Whitney  Company  is  an 
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exclusive  licensee  to  make,  use,  and  sell  paper  bags  uuder  said  patent 
for  certain  territory,  which  includes  the  Southern  District  of  New  York. 
The  original  patent  contained  a  single  claim  for  a  process.    The 
reissued  patent  contained  two  claims,  as  follows: 

1.  The  herein-described  process  or  method  of  forming  paper  bags  by  making  in  a 
sheet  of  paper  or  blank  the  folds  B  aud  C,  then  pasting  together  the  two  sides 
A  A-,  forming  a  bellows-sided  body  or  tube  of  the  bag,  then  spreading  open  one  end 
of  said  boily  or  tube,  then  forming  the  inwardly-projecting  triangular  folds  H  H, 
Aide  laps,  G  G,  and  laps  I  J,  which  latter  are  secured  in  place  by  pasting  or  other- 
wise, substantially  as  described. 

2.  A  bag  consisting  of  a  bellows-sided  tube  having  a  satchel-bottom  and  inward 
triangular  folds,  which  form  part  of  its  two  sides  when  distended. 

The  first  claim  does  not  materially  differ  from  the  claim  of  the  origi- 
nal patent. 

The  cause  was  tried  before  Judge  Wallace,  who  decided  that  the 
second  claim  was  an  unwarrantable  enlargement  of  the  original  patent; 
that  the  first  claim  was  valid  and  had  been  infringed,  and  that  the 
nsnal  decree  for  an  injunction  and  an  accounting  should  issue  upon 
filing  a  proper  disclaimer  of  the  second  claim.  (39  Fed.  Rep.,  389.) 
This  disclaimer  was  filed.  The  defendants  then  brought  a  petition  for 
leave  to  file  a  bill  of  review,  for  the  purpose  of  introducing  newly- 
discovered  evidence,  and  an  order  was  granted  that  they  have  leave  to 
file  such  a  bill  and  introduce  their  new  evidence  and  that  the  injunction 
be  suspendeil  until  the  hearing  upon  the  bill  of  review.  A  volume  of 
new  testimony  was  thereupon  taken,  which  presented  a  new  case  on 
the  part  of  the  defendants.  Upon  the  hearing  before  Judge  Goxe  he 
vacated  the  former  decree  and  dismissed  the  complainants'  bill,  with- 
out costs,  upon  the  ground  that  upon  the  undisputed  state  of  the  art, 
as  shown  in  the  new  testimony,  the  Deering  improvement  was  not  a 
patentable  invention.  (58  Fed.  Rep.,  566.)  From  this  decree  the 
present  appeal  was  taken. 

By  the  process  or  method  described  in  the  Deering  patent  a  rectan- 
gular sheet  of  paper  becomes  by  successive  foldings  an<l  the  pasting  of 
adjoining  edges  a  paper  box  having  a  flat  bottom  of  rectangular  form 
and  open  top.    It — 

can  be  folded  into  a  flat  piece  of  paper  and  thas  a  large  namber  can  be  included  in  a 
bundle,  occupying  bat  a  small  space,  iu  a  convenient  form  for  transportation  and 
rcaily  for  immediate  use. 

The  grocer  takes  one  from  the  bundle,  and,  holding  it  by  its  open 
mouth,  "gives  it  a  flip  through  the  air,"  when,  distended  by  the  air, 
it  becomes  a  box  which  stands  upright  and  unsupported  upon  a  com- 
paratively firm  bottom.  The  patent  did  not  describe  any  automatic 
inechauism  for  the  manufacture  of  the  bags  and  none  existed;  but 
machinery  has  been  invented  with  great  ingenuity  by  which  Deering 
bags  have  been  produced  in  vast  quantities  with  great  cheapness  and 
have  become  a  universally-known  article. 

The  patented  method  consists  of  the  following  successive  operations: 
The  paper  is  folded  in  the  manner  necessary  to  form  a  flat  bellows 
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tube,  and  the  edges  which  form  the  lougitudinal  seam  of  the  tube  are 
pasted  together.  One  end  of  the  flat  tube  is  then  opened,  and  the 
portion  which  is  to  be  used  in  making  the  bottom  is  marked  by  a 
crease,  is  turned  up  at  right  angles  to  the  body  of  the  bag,  and  is  dis- 
tended. The  inwardly-turned  triangular  folds  and  side  laps  of  the 
bottom,  which  are  the  distinctive  features  of  the  Deering  bags,  are 
next  formed.  These  folds  are  formed  of  portions  of  the  material  of 
the  bellows  folds,  and  the  side  laps  are  formed  also  of  portions  of  the 
like  material  and  of  parts  of  the  flat  sides  of  the  bellows  folded  tube. 
The  two  triangular  laps  of  the  bottom  are  then  folded  over  and  pasted, 
and  thereby  the  folds  of  the  bottom  of  the  bag  are  secured.  This  proc- 
ess does  not  demand  a  support  or  former  within  the  bag-body  during 
the  course  of  manipulation. 

Turning  now  to  the  state  of  the  art  at  the  date  of  the  Deering  inven- 
tion in  1877,  the  bellows-folded  tube  and  square-bottomed  bag  had 
been  shown  in  the  machine  patent  to  Luther  C.  Crowell,  No.  123,812, 
dated  February  20, 1872,  and  the  satchel-bottom  bag  had  been  showu 
in  the  machine  patent  to  William  Webster,  No.  146,372,  dated  January 
13,  1874;  but  the  Wittkorn  bag  was  the  important  addition  to  the 
knowledge  in  regard  to  the  history  of  this  manufacture  which  the  ne^ 
proofs  furnished.  It  was  shown  that  Henry  Wittkorn,  a  paper-bag 
manufacturer  in  Philadelphia  from  April,  1873,  to  1887,  manufactured 
by  hand  and  sold  during  the  year  commencing  April  1, 1874,  paper 
bags  which  were  made  in  the  following  way :  A  rectangular  paper  tube 
was  folded  around  or  was  slip])ed  over  a  rectangular  wooden  block. 
Sometimes  the  tube  had  been  formed  into  a  bellows  tube  before  it  was 
placed  upon  the  block  and  sometimes  the  bellows  formation  was  made 
after  the  bag  was  completed.  One  end  of  the  tube,  being  the  end 
which  was  to  form  the  bottom  of  the  bag,  projected  above  the  edge  oi 
the  block — 

a  distance  eqaal  to  the  breadth  of  the  sides  of  the  tabe;  the  front  flap  was  then 
folded  down  on  the  end  of  the  block,  completely  covering  it,  and  the  side  flaps  weit 
at  the  same  time  doubled  over  into  triangular  flaps  of  double  thickness;  these  flape 
were  pressed  in  between  the  front  and  rear  flaps,  the  rear  flaps  being  at  the  sanu 
time  folded  down  upon  the  end  of  the  block  and  pasted  to  the  front  flap,  thns  com- 
pleting the  bag. 

They  were  afterward  collapsed  by  turning  the  bottom  against  the 
front  and  at  the  same  time  collapsing  the  tube  into  bellows  folds,  sc 
that  the  bags  became  flat  pieces  of  paper  which  were  easily  packed  iii 
bundles.  These  two  collapsing  operations  created  inward  triangulai 
folds  between  the  bottom  and  the  bellows-formed  sides.  The  manu 
facture  and  sale  of  bags  made  in  this  way  was  publicly  carried  on  as  s 
business  by  Wittkorn  and  his  workmen.  These  bags  were  distended  bj 
"a  flip  through  the  air,^  when  they  became  square-bottomed  rectangu 
lar  boxes.  Their  existence  as  an  article  of  manufacture  is  not  denied 
Samples  of  them  are  in  evidence.  Among  others,  a  sample  of  a  par 
ticular  style  of  hominy  bags  which  were  used  by  one  Kelly,  a  grocer, 
is  well-known  in  the  case  as  "Wittkorn's  Exhibit  No.  6.^'    In  this 
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description  of  the  Wittkorn  manufacture  mention  of  his  bag  with  a 
pasteboard  bottom  is  omitted  as  of  less  importance  than  the  bag 
represented  by  Exhibit  No.  5. 

.  Testimony  from  Wittkorn  and  Jasper  A.  Smith,  one  of  his  partners 
daring  the  year  ending  April  1, 1874,  was  introduced  for  the  purpose  of 
showing  that  before  1877  Wittkorn  used  other  methods  of  manufacture, 
one  at  least  of  which  closely  resembled  the  Deeriiig  process.  Testi- 
mony from  a  number  of  witnesses  was  also  offered  to  show  the  antici- 
pation of  Deering  by  one  John  T.  Besserer,  who  died  in  1879.  No 
sample  bag  known  to  have  been  made  by  either  of  these  methods  prior 
to  the  date  of  the  patented  invention  was  introduced  in  evidence.  The 
methods  si)oken  of  by  Smith  and  the  alleged  anticipation  by  Besserer 
are  not  established  with  suf&cient  strength,  and  Wittkorn's  testimony, 
taken  in  connection  with  the  surrounding  circumstances  and  probabili- 
ties, does  not  satisfy  the  mind  of  the  existence  of  a  perfected  invention 
at  the  time  of  which  he  speaks.  So  far  as  questions  of  fact  are  con- 
cerned, we  prefer  to  rest  upon  facts  the  existence  of  which  must  be 
admitted. 

The  prominent  question  which  presents  itself  at  the  outset  is  whether 
the  improved  method  of  manufacture  contained  the  necessary  requisite 
of  invention.  The  improvement  did  not  consist  in  the  use  of  a  bellows 
folded  tube,  nor  in  the  substitution  of  a  satchel-bottom  for  the  square 
bottom  of  the  Wittkorn  bag,  nor  in  the  fact  that  Deering  did  not  appar- 
eotly  use  a  block  or  former,  but  made  his  bags  when  the  tube  was  col- 
lapsed. The  Wittkorn  bag  had  a  firm  bottom  composed  of  six  folds. 
His  system  of  folding  was  liberal  in  its  use  of  paper,  and  a  system 
which  should  introduce  greater  economy  of  material,  if  consistent  with 
sufficient  strength  for  ordinary  practical  purposes,  would  be  an 
improvement.  This  improvement  Deering  presented  by  his  conjointly- 
made  triangular  folds  and  side  laps,  which  used  a  part  of  the  material 
of  the  bellows  folds,  economized  the  paper,  and  made  the  bottom  less 
bulky  than  when  these  triangular  folds  were  turned  in  by  the  turning 
over  of  the  bottom  and  the  flattening  of  the  tube. 

We  concur  with  Mr.  Edward  S.  Benwick,  the  complainant's  expert, 
^ho  says,  in  view  of  the  preceding  machine-made  bags  and  of  the  Witt- 
torn  bag,  that  the  distinguishing  feature  of  the  Deering  process  is — 

^hat  the  inwardly  triaogalar  folds  and  the  side  laps  adjacent  thereto  are  completely 
formed  by  a  conjoined  operation  simaltaneously  or  thereaboat  before  the  last  two 
l^ps  of  the  satchel-bottom  of  the  bag  are  made. 

Wa«  it  then  invention,  the  Wittkorn  system  being  obvious  to  the 
Public  and  the  successive  steps  by  which  it  produced  a  bag  ready  for 
the  market  being  known,  to  change  the  order  in  which  and  the  manner 
of  folding  by  which  the  triangular  folds  were  madef  Wittkorn's  were 
Uiade  after  the  bottom  was  closed  and  pasted  by  flattening  the  bellows 
ddes  and  turning  the  bottom.  Deering  formed  his  folds  and  side  laps 
by  a  conjoint  operation  before  the  last  two  laps  were  folded.  After  the 
Wittkorn  method  of  manufacture  had  been  in  public  use  it  could  not 
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need  inventive  genias  in  a  Rkilled  bag-maker  to  change  the  sequence  of 
operations  so  as  to  bend  inward  the  material  of  the  bellows  fold  as  soon 
as  the  tube  was  distended,  and  thus  economize  material. 

We  are  clearly  of  opinion  that  in  view  of  the  knowledge  which  the 
Wittkorn  bag  had  added  to  the  art  of  pai)erbag  manufacture  the 
Deering  process  was  a  mechanical  and  not  an  inventive  modification  of 
preexisting  methods. 

The  record  and  the  briefs  of  counsel  plentifully  presented  other  ques- 
tions of  Law  which  we  think  do  not,  in  view  of  the  character  of  the 
improvement,  demand  decision. 

The  point  was  made  by  the  complainants  that  sufficient  proof  was  not 
made  under  the  bill  of  review  that  the  Wittkorn  and  Besserer  defenses, 
were  m  fact,  newly  discovered  and  could  not  have  been  ascertained 
earlier  by  the  exercise  of  due  diligence.  We  concur  with  Judge  Coxe 
that  it  sufficiently  appears  that  the  evidence  was  not  only  discovered 
after  the  hearing  before  Judge  Wallace,  but  that  it  could  not  by  th^ 
exercise  of  ordinary  diligence  have  been  discovered  sooner. 

The  decree  of  the  Circuit  Court  dismissing  the  bill  without  costs  i» 
affirmed,  with  costs  of  this  court. 


[U.  S.  Circuit  Court— Northern  District  of  New  York.] 

E.  Bbment  &  Sons  v.  La  Dow. 

Decided  March  4,  1895, 

74  O.  G.,  271. 

1.  Contracts — Fraudulent  Representations— Extent  of  Patent  Rights. 

B  &,  Sons  and  L  entored  into  a  contract,  by  which  B  &  Sons  took  a  license 
under  L\s  patents,  existing  and  to  be  thereafter  granted,  for  harrows  like  a 
sample  furniuhed,  and  agreed  to  manufacture  certain  numbers  of  harrows  in  each 
year,  and  to  pay  L  certain  royalties  thereon.  After  manufacturing  the  harrows 
and  paying  the  royalties  for  some  time,  B  &  Sons  brought  suit  against  L  to 
Ret  aside  the  contract  on  the  ground  that  it  was  obtained  by  fraudulent  repre- 
sentations ou  L's  part  to  the  effect  that  his  patents  covered  an  entirely  new 
field  and  involved  an  entirely  new  principle.  In  such  suit  it  appeared  that  both 
parties,  at  the  time  the  contract  was  made,  were  familiar  with  patents  and  patent 
litigation,  and  especially  with  harrows  and  the  state  of  the  art  relating  thereto, 
and  were  persons  of  unusual  intelligence;  that  the  main  point  of  difference 
between  B  &  Sons  and  L  was  as  to  whether  L  had  represented  himself  to  be 
the  first  to  introduce  each  of  two  valuable  features  in  harrows,  or  to  be  the  first 
to  introduce  them  in  combination,  one  statement  being  false  and  the  other  true, 
and  the  falsity  of  the  former,  if  made,  being  easily  nscertainable ;  that  B  <&  Sous 
had  been  anxious  tu  make  the  contract,  had  sought  out  L,  and,  on  seeing  the 
harrow,  had  expressed  their  satisfaction  with  it  and  their  desire  to  obtain  a 
license;  that  B  &,  Sons  had  had  full  opportunity  to  examine  and  test  a  sample 
harrow,  and  to  investigate  the  state  of  the  art,  before  concluding  the  contract; 
and  that,  after  the  harrows  were  placed  on  the  market,  they  sold  readily  in  large 
numbers,  and  B  &  Sons  repeatedly  exi)ressed  their  satisfaction  with  them,  and 
were  not  molested  by  attempted  infringements.  HOd^  that  there  was  no  evidence 
of  fraudulent  misrepresentations  inducing  the  contract. 
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2.  Same — Ratification. 

It  further  appeared  that,  if  L  had  made  fraudulent  misrepresentatioDs,  the 
fact  must  probably  have  been  discloaed  to  B  &  Sous  within  a  few  months  after 
the  making  of  the  contract,  and  certainly  by  circumstances  which  occurred  about 
two  years  after  the  making  thereof,  but  that,  instead  of  rescinding  the  contract 
immediately,  B  &>  Sons  continued  to  manufacture  the  harrows,  and  to  assert,  in 
negotiations  with  a  third  party,  the  value  of  the  coutraot,  and  sold  it  to  such 
third  party  for  a  large  sum.  It  also  appeared  that,  in  an  action  by  L  for  royal- 
ties, B  «&  Sons  had  set  up  fraud  as  a  defense,  and,  upon  such  defense  being 
overruled,  had  obtained  a  reassignment  of  the  contract,  and  tendered  the  same 
back  to  L,  but  without  oflering  to  return  any  of  the  profits  made  under  the  con- 
tract. Held,  that  by  continuing  to  tjreat  the  contract  as  existing,  after  discover- 
ing the  supposed  fraud,  and  by  retaining  its  fmits,  B  &  Sons  ratified  such 
contract. 

STATEMENT  OP  THE  CASE 

This  was  a  suit  by  E.  Bement  &  Sons,  a  corporation,  against  Charles 
La  Dow  to  set  aside  a  contract  for  fraud.  The  cause  was  heard  on  the 
pleadings  and  proofs. 

• 

Mr,  Henry  J,  GooJcinham  for  the  complainant. 
Mr,  Alden  Chester  for  the  defendant. 

CoxE,  J.: 

On  the  22d  day  of  March,  1889,  the  parties  to  this  action  entered  into 
an  agreement,  which,  so  far  as  its  stipulations  affect  the  issues  in  this 
cause,  is  as  follows: 

AOBBBMBNT  OR  UCBN8B. 

Know  all  men  by  theie  presents : 

That  whereas,  C.  La  Dow,  of  Albany,  N.  Y.,  is  the  owner  of  a  large  number  of 
patents  on  spring-tooth  harrows,  and  Messrs.  K.  Bement  &  Sons,  of  Lansing,  Mich., 
tte  desirous  to  obtain  rights  to  manufacture  at  Lansing,  Mich.,  and  sell  throughout 
the  following  territory,  the  harrow  invented  by  said  La  Dow,  which  is  represented 
^y  the  sample  furnished  said  E.  Bement  &  Sons  by  La  Dow,  and  La  Dow  cousenting 
thereto,  therefore  this  agreement  witnesseth :  •  •  *  That  said  La  Dow  hereby 
grants  license  to  said  Bement  <Sr.  Sons  to  build  spring-tooth'harrows  (like  the  sample 
furnished  them  by  La  Dow)  at  Lansing,  Mich.,  under  La  Dow's  patent  of  March  11, 
1884,  for  the  territory  of  the  United  States,  except  the  counties  of  Albany,  Schoharie, 
Greene,  Delaware,  Schenectady,  Rensselaer,  and  Saratoga,  in  the  State  of  New  York, 
for  and  during  the  life  of  any  patent  now  granted,  or  that  may  be  granted  said 
La  Dow  which  relates  to  said  harrow,  upon  the  following  terms  and  conditions,  viz : 
La  Dow  grants  this  license  exclusive  under  said  patent  so  far  as  embodied  in  snid 
harrow,  and  also  under  patent  to  be  applied  for  on  said  harrow,  for  the  territory  of 
the  United  States,  excepting  the  territory  hereinbefore  reserved,  and  except  that 
La  Dow  reserves  the  right  to  license  others  within  the  territory  hereinbefore  granted 
said  Bement  &  Sons,  rights  to  use  his  inventions  of  fastening  teeth  directly  between 
'Apposing  parts  of  a  harrow-frame,  without  the  use  of  a  *'  clip  "  when  used  in  harrows, 
in  which  the  frame-bars  do  not  stand  edgewise  vertically ;  and  La  Dow  also  reserves 
the  right  to  use  said  invention  in  said  territory  in  such  style  harrows  as  the  '*None 
Such,'^now  made  by  McSherry  &Co.,  of  Dayton,  Ohio, upon  the  conditions  that  the 
^i(l  Bement  &  Sons  will  build  the  said  harrows  substantially  the  same  as  the  sample 
furnished  them  by  La  Dow,  and  in  a  substantial  and  workmanlike  manner  and  of 
good  finish,  painting  the  harrow-frames  red  and  the  teeth  black,  that  they  will 
thoroughly  advertise  and  push  the  sale  of  said  harrows  in  all  of  said  territory,  and 
Qw  their  best  endeavors  to  sell  as  many  of  them  in  each  year  as  possible,  and  to  pay 
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th^  Haid  La  Dow,  his  representntivos  or  assigns,  dnring  the  continnanco  of  this 
agreement  a  royalty  on  each  harrow  made  by  them,  as  follows :  Said  Bement  &  Sods 
agree  to  pay  royalty  on  not  less  than  two  thousand  (2,000)  of  said  harrows  for  the  year 
1889  at  a  royalty  of  fifty  cents  per  harrow,  payable  one-half  July  1,  1889,  and  one- 
half  December  31,  1889.  They  also  agree  to  build  and  pay  for  not  less  than  ten 
thousand  (10,000)  of  said  harrows  for  the  year  1890  and  to  build  and  pay  on  not  less 
than  ten  thousand  (10,000)  harrows  in  each  year  thereafter  during  the  four  years 
following,  viz:  The  years  1891,  1892,  1893,  and  1894,  and  to  pay  to  said  La  Dow  or 
assigns  a  royalty  of  fifty  cents  on  each  harrow  made  in  each  of  said  five  years  afore- 
said. The  royalty  year  to  begin  January  1st  in  each  year  and  the  royalty  to  be  paid 
as  follows:  Twenty-five  hundred  ($2,500.00)  dollars  of  the  amounts  specified  shall 
be  paid  on  July  let,  and  the  balance  of  twenty-five  hundred  ($2,500.00)  dollars 
together  with  royalty  on  any  excess  of  the  number  specified  shall  be  paid  on 
December  31st  of  each  year  beginning  July  1,  1890,  and  ending  December  31, 1894. 
*  *  *  Said  Bement  «&  Sons  may  bring  suits  against  infringers  at  their  own 
expense,  and  for  their  own  benefit,  except  that  La  Dow  shall  retain  his  equity  of 
fifty  cents  per  harrow  against  all  who  infringe  his  patent,  and  said  amount  shall  be 
paid  La  Dow  as  damages  out  of  any  money  collected  by  Bement  &  Sons  from 
infringers.  *  *  *  In  case  said  Bement  &  Sons  do  not  fulfill  the  terms  and  condi- 
tions of  this  contract.  La  Dow  may  declare  it  void  and  the  rights  hereby  conveyed 
shall  thereupon  revert  to  La  Dow  or  his  assigns.  Said  Bement  &  Sons  hereby  accept 
said  terms,  and  agree  to  faithfully  fulfill  their  part  of  the  same,  for  and  dnring  the 
time  named,  and  that  the  same  shall  be  binding  on  their  representatives,  successors 
or  assigns. 
In  witness  thereof,  the  parties  have  hereunto  set  their  hands  and  seals  this  22d 

day  of  March,  A.  D.  1889. 

Charles  La  Dow. 

£.  Bement  <&  Son8, 

By  A.  O.  Brmekt, 

Prendent, 

On  the  2d  day  of  September,  1889,  the  parties  entered  into  a  second 
agreement,  by  which  La  Dow  extended  the  license  to  the  counties 
excepted  from  the  original  agreement.  The  royalty  for  these  coanties 
was  fixed  at  $1  per  harrow  on  not  less  than  five  hundred  harrows 
annually. 

Briefly  stated,  there  was  a  contract  by  which  Bement  &  Sons  took  a 
license  under  La  Dow's  patents  existing  and  to  be  thereafter  granted 
for  harrows,  like  the  sample  furnished,  and  agreed  to  manufacture  not 
less  than  two  thousand  harrows  for  the  first  year  and  not  less  than  ten 
thousand  five  hundred  for  the  five  succeeding  years,  and  to  pay  La  Dow 
fifty  cents  royalty  for  each  harrow  sold  and  a  dollar  royalty  for  harrows 
sold  in  the  territory  specified  in  the  second  agreement.  The  complain- 
ants seek  to  set  aside  these  agreements  and  to  recover  $3,500  paid 
thereunder  by  them  to  the  defendant,  on  the  ground  that  they  were 
induced  by  fraudulent  representations  made  by  La  Dow  and  relied 
upon  by  them.  These  representations  are  alleged  to  be  in  substance 
as  follows :  Before  the  execution  of  the  agreements  La  Dow  stated  to 
the  complainants  that  he  was  well  acquainted  with  the  state  of  the  art 
relating  to  harrows;  that  his  inventions  involved  an  entirely  new  prin- 
ciple, viz.  that  of  grasping  the  harrow-teeth  edgewise,  and  also  a 
harrow-frame  of  zigzag  form;  that  liis  patents,  applications,  and  inven- 
tions were  very  valuable  and  covered  the  two  features  referred  to  and 
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the  entire  field ;  that  he  was  the  first  to  conceive  of  the  idea  of  holding 
the  teeth  edgewise;  that  his  inventions  covered  this  field  so  completely 
that  there  would  be  no  trouble  or  annoyance  by  other  parties;  that  the 
complainants,  if  they  took  the  license,  would  have  this  field  entirely  to 
themselves  so  far  as  the  two  features  of  elas])ing  the  teeth  by  the  edges 
and  the  frame  of  zigzag  form  were  concerned. 

The  defenses  are,  first,  that  no  fraudulent  representations  were  made; 
second,  that  complainants  with  full  knowledge  of  all  the  facts  relating 
to  the  alleged  fraudulent  representations  ratified  and  confirmed  the 
agreements;  third,  that  complainants  have  not  offered  to  restore  all 
that  they  have  received  under  the  agreements  and  are  not  entitled  to 
relief  until  they  do  this — restitution  is  now  impossible,  and,  fourth, 
that  the  judgment  in  the  action  at  law  in  which  La  Dow  recovered  in 
this  court  for  royalties  under  the  agreements  is  res  judicata  ui)on  the 
present  issues. 

The  law  applicable  to  controversies  of  this  kind  is  clearly  stated  in 
Development  Co.  v.  Silva  (125  U.  S.,  247 ;  8  Sup.  Ct,  881.)  The  Supreme 
Court  said : 

In  order  to  establiah  a  charge  of  this  character  the  complainant  must  show  by 
clear  and  decisive  proof,  first,  that  the  defendant  has  made  a  representation  in 
regard  to  a  material  fact;  secondly,  that  such  representation  is  false;  thirdly,  that 
such  representation  was  not  actually  believed  by  the  defendant,  on  reasonable 
grounds,  to  be  true;  fourthly,  that  it  was  made  with  intent  that  it  should  be  acted 
ou;  fifthly,  that  it  was  acted  on  by  the  complainant  to  his  damage;  and,  sixthly, 
tbat  in  so  acting  on  it  the  complainant  was  ignorant  of  its  falsity,  and  reasonably 
believed  it  to  be  trae.  The  first  of  the  foregoing  requisites  excludes  such  state- 
ments as  consist  merely  in  an  expression  of  an  opinion  or  judgment  honestly  enter- 
tained; and,  again,  (excepting  in  peculiar  cases,)  it  excludes  statements  by  the 
owner  and  vendor  of  property  in  respect  to  its  value. 

It  is  thought  that  the  third  of  these  propositions  should  be  qualified 
by  the  further  statement  that  if  the  defendant  conveys  the  impression 
tliatbe  has  actual  knowledge  of  the  existence  of  tbe  facts  when  he  is 
conscious  that  he  has  no  such  knowledge,  he  is  as  responsible  for  the 
injury  caused  by  such  representations  to  one  who  believes  and  acts 
upon  them  as  if  he  had  actual  knowledge  of  their  falsity.  ( Iron  Co.  v. 
Bamford,  150  U.  S.,  ^65^  6735  14  Sup.  Ct.,  219;  Marsh  v.  Falkery  40  N. 
T.,562.)  In  Slaughters^  Admr.  y.  Gerson  (13  WM.,  37d)  the  Supreme 
Court  said : 

Where  the  means  of  knowledge  are  at  hand  and  equally  available  to  both  parties, 
itiul  the  subject  of  purchase  is  alike  open  to  their  inspection,  if  tho  purchaser  does 
uot  avail  himself  of  these  means  and  op^iortunities,  he  will  not  be  heard  to  say  that 
^^  has  been  deceived  by  the  vendor's  misrepresentations.  If,  having  eyes,  he  will 
^♦>t  see  matters  directly  before  them,  where  no  concealment  is  made  or  attemptt^d, 
^e  will  not  be  entitled  to  favorable  consideration  when  he  complains  that  he  has 
suffered  from  his  own  voluntary  blindness,  and  been  misled  by  overconfidence  in  the 
sUtemenU  of  another.  {Famsworth  v.  Duffner,  140  U.  S.,  43;  12  Sup.  Ct.,  164;  Far- 
m\\  Chwrekill,  136  U.  S.,  609;  10  Sup.  Ct.,  771.) 

Mere  expressions  of  opinion  as  to  the  value  of  property  are  not 
actionable.    They  are  regarded  as  ''trade  talk"  which  every  man  of 
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intelligence  receives  cum  grano  salia,  (Gordon  v.  Butler ,  105  U.  8., 
553;  Mooney  v.  Miller,  102  Mass.,  217.)  In  Dillman  v.  Nddlekoffer, 
(119  111.,  567;  7X.  E.,  88:) 

The  defendant  represented  to  plaintiffs  that  said  improvements  were  his  own 
invention,  and  that  the  patents  issued  thereon  were  genuine  and  valid,  and  that 
they  did  not  conflict  with  or  inMn«]^e  upon  the  patents  or  inventions  of  any  one,  and 
particularly  those  controlled  by  the  Washburn  &,  Moeu  Manufacturing  Compaoy 
and  J.  L.  Ellwood  or  their  licensees. 

The  court  held  that  these  were  expressions  of  opinion  merely,  not 
actionable  in  a  court  of  equity  in  a  suit  for  recission.  (Reeves  v. 
Corning,  51  Fed.  Rep.,  774.)  These  principles  are  elementary  and  it  is 
unnecessary  to  nmltiply  authorities. 

The  fraudulent  representations  alleged  in  the  bill  and  state<l  iu  the 
proof  are  numerous  and  complicated;  but  it  will  be  seen  at  a  glance 
that  some  of  them  are  true,  others  mere  expressions  of  opinion,  and 
others  still  only  repetitions  of  what  had  previously  been  stated.    1  b&^ 
may  all  be  fairly  condensed  into  the  statement  that  the  defendant  mad  ^ 
the  false  representation  that  his  patents,  applications,  and  inventio 
covered  an  entirely  new  field  and  involved  an  entirely  new  principl 
namely,  that  of  grasping  the  teeth  edgewise — and  also  a  harrow-fran^K^e 
of  zigzag  form.    In  other  words,  the  defendant  represented  that  \^m^ 
was  the  inventor  of  a  zigzag  harrow-frame  and  the  principle  of  claspia 
the  teeth  edgewise.     Was  this  statement  made?    Was  it  false!    I) 
the  defendant  know  it  to  be  false  or  did  he  make  it  in  such  terms  as 
produce  the  belief  in  the  complainants'  minds  that  he  had  person 
knowledge  of  its  truth!    Did  the  defendant  make  it  with  intent 
deceive!    Did  the  complainants  believe  it  to  be  true  and  rely  on  it 
their  injury! 

In  approaching  the  consideration  of  these  questions  it  is  wise  at  ttr  -^® 
outset  to  have  in  mind  some  general  observations.    Imprimis,  this         ^^ 
not  a  controversy  between  a  meek,  innocent,  ignorant,  and  conlidin^cr:*? 
party  on  the  one  side  and  a  powerful,  overreaching,  shrewd,  and  unseri^  ^^' 
pulous  party  on  the  other.     It  is  not  a  dispute  between  the  lamb  an^:  ^^^ 
the  wolf.    These  parties  are  all  of  them  men  of  mature  age  and  moi^^^^® 
than  ordinary  intelligence.    The  complainants  for  many  years  had  bee^^'®*^ 
engaged  in  the  manufacture  of  agricultural  implements.     They  hwm  ^  ^'^^ 
manufactured  and  sold  spring-tooth  harrows,  and  they  were  familii^^  *^^^ 
with  patents  and  patent  litigation.    Three  days  before  the  first  licen^  ^  ^^ 
was  signed  one  of  the  complainants  had  received  a  patent  as  invento*^^^^'^ 
of  an  improvement  on  spring-tooth  harrows.     In  short,  it  would  be  di^  ^^^' 
ticult  to  find  parties  better  equipped  in  every  way  to  take  care  of  the  ^^^^ 
own  interests  in  a  bargain.    Again,  the  contracts  were  executory  fc      ^^ 
character.    They  were  to  last  from  March,  1889,  to  January,  189;- ^^'=^' 
During  the  five  years  and  more  that  the  licenses  had  to  run  a  fal^^^^ 
statement  regarding  the  patents  would  certainly  be  discovered.    Witr^^ 
the  field  full  of  rival  manufacturers  and  the  records  of  the  Patent  Offic:^^ 
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open  alike  to  all,  it  is  hardly  possible  that  five  years  could  have  rolled 
away  without  the  fraud  being  exposed.    Detection  was  almost  certain 
to  iollow.    Is  it  likely  that  an  intelligent  man  would  make  false  state- 
ments to  procure  the  signature  of  another  to  an  executory  contract 
when  long  before  the  benefit  could  be  reaped  by  him  his  fraud  would 
be  discovered  and  his  contract  voided!    It  should  also  be  borne  in 
raiud  that  no  property  is  so  uncertain  as  "patent  rights;''  no  property 
more  speculative  in  character  or  held  by  a  more  precarious  tenure.    An 
applicant  who  goes  into  the  Patent  OflBce  with  claims  expanded  to  cor- 
respond with  his  unbounded  faith  in  the  inv^ention  may  emerge  there- 
from with  a  shriveled  parchment  which  protects  only  that  which  any 
ingenious  infringer  can  evade.     Even  this  may  be  taken  irom  him  by 
the  courts.    Indeed,  it  is  only  after  a  patentee  has  ])assed  successfully 
the  ordeal  of  judicial  interpretation  that  he  can  speak  with  any  real 
certainty  as  to  the  scope  and  character  of  his  invention.     Especially  is 
this  ti  ue  of  patents  on  spring-tooth  harrows,  which  have  for  years  been 
the  subject  of  fierce  and  prolific  litigation.    Every  one  familiar  with 
patents  knows  this,  and  yet  there  is  no  class  of  people  so  apt  to  deal 
in  hyperbole  as  patentees  and  those  expert  in  patent  matters.    If  the 
gentlemen  whose  vocation  it  is  to  express  opinions  as  to  the  value  of 
patents  were  held  pecuniarily  responsible  for  every  ill-founded  state- 
ment, it  is  safe  to  infer  that  there  would  be  a  marked  contraction  either 
in  the  views  or  the  incomes  of  a  large  number  of  mechanical  experts. 
The  defendant  is  a  prolific  inventor  of  harrows  and  of  agricultural 
imi)jements  generally.    Although  it  is  highly  probable  that  he  took  an 
optimistic  view  of  his  invention  and  indulged  in  a  large  amount  of 
'^  trade  talk,"  the  court  cannot  believe  that  he  made  any  false  state- 
lOents  willfully  and  with  intent  to  injure  the  complainants.    A  careful 
study  of  the  record  leads  to  the  conclusion  that  the  complainants  must 
have  misunderstood  the  defendant:  that  every  presumption  is  against 
his  having  made  the  false  statements  before  allnded  to,  and  that  there 
Was  an  entire  absence  of  motive  for  the  perpetration  of  such  a  fraud. 
The  defendant  has  given  his  version  of  the  conversations  with  the  com 
plainants,  and  when  the  two  statements  are  placed  Side  by  side  it  will 
l>e  seen  how  little  they  differ  and  how  easily  the  complainants  might 
l^ave  misunderstood  the  defendant: 


Complainants^  version. 

Ue  said  that  bis  device  covered  two 

^^dical  featurcb  iu  spriug- tooth  harrowb, 

^^tie  of  which   consisted  of  the  plan  of 

folding  the  tooth  by  its  edges  instead  of 

Qatwise,  and  the  other  was  the  zigzng 

t'ranie.     That  his  inventions  of  hoUling 

the  tooth    by  edges   and  of  the   zigzag 

t'rame  wero  absolately  new  and  novel  nntl 

^'onld  not  bo  us»*d  by  anyliody  elseiu  any 

foiin  withont  infringing  his  patent. 


Defendant's  version, 

I  told  him  I  was  the  inventor  of  a  zig- 
zag frame  and  spring  tooth  combined; 
that  I  was  also  the  inventor  of  holding 
the  curved  (spring  tooth  directly  to  its 
zigzag  beams  without  the  intervention  of 
clips,  tooth-seats,  or  any  other  toggling 
device,  and  that  whoever  built  that  har- 
row would  not  be  liable  to  suits  for 
infringement  a8  were  all  who  were  asing 
clips,  curved  seats,  etc. 
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It  will  be  observed  that  the  main  difference  between  the  two  state- 
ments is  that  complainants  testify  that  La  Dow  said  he  was  the  first  to 
make  a  zigzag  frame  and  was  also  the  first  to  make  an  edgewise  clasp; 
while  he  testifies  that  he  said  he  was  the  first  to  make  a  zigzag  frame 
and  an  edgewise  clasp  in  combination;  and  yet  one  statement  is  false 
and  the  other  trae.  If  the  defendant  in  speaking  of  the  two  features 
of  his  invention  used  the  words  ^4n  combination"  there  was  no  fraud. 
That  the  complainants  are  mistaken  in  their  version  seems  probable 
from  the  following  additional  considerations: 

The  license  is  barren  of  anything  to  corroborate  the  complainants' 
theory.    It  recites  that  it  is  a  license  to  make  and  sell — 

the  harrow  invented  by  said  La  Dow,  which  is  represented  by  the  sample  famished 
said  £.  Bement  &  Sons  by  La  Dow. 

This  was  the  sample  '^  Steel  King"  which  complainants  had  fhll  oppor- 
tunity to  examine,  did  examine,  and  about  which  there  was  never  the 
slightest  concealment.  Farther  on  the  license  reserves  to  La  Dow  the 
right  to  give  others  the  right — 

to  use  his  invention  of  fastening  teeth  directly  between  opposing  parts  of  a  harrow 
frame  without  the  use  of  a  ''clip''  when  used  in  harrows  in  which  the  frame  bars  do 
not  stand  edgewise  vertically. 

About  the  time  of  the  first  license  both  parties  published  circulars 
setting  forth  the  peculiar  excellences  of  the  '*  Steel  King,^  and  neither 
states  what  the  complainants  now  assert;  on  the  contrary,  the  inven- 
tion is  described  in  conformity  with  the  present  contention  of  the  defj^ud- 
ant  as  follows  : 

This  harrow  has  no  ''clips,"  "  carved  seats,"  '' tooth- fasteners,"  nor  '*trap''  of  any 
kind,  but  is  a  thoroughly  practical,  common  sense,  every-day  and  every-year  harrow, 
having  its  teeth  attached  directly  between  opposing  sides  of  the  ft'ame  and  held  in 
any  desired  position  by  the  ribs  of  the  channel  steel  frame,  and  having  more  adjost- 
ments,  and  those  more  easily  made,  than  any  other  hurrow  in  the  world.  The  fea- 
ture of  attaching  the  tooth  to  the  frame  without  a  clip  is  of  the  greatest  importance. 
This  can  readily  be  seen  to  be  a  bed-rock  principle  in  harrows,  which  no  amount  of 
ingenuity  on  the  part  of  other  harrow  inventors  can  evade,  as  the  principle  mast 
necessarily  apply  to  any  manner  of  fastening  the  tooth  which  does  not  use  a  clip. 
The  importance  of  getting  rid  of  all  toggling  and  clips  is  a  self-evident  fact. 

Is  it  not  reasonable  to  believe  that  if  the  complainants  had  supposed 
that  they  controlled  broadly  the  principle  of  holding  harrow-teeth 
edgewise  and  also  the  zigzag  frame  as  separate  inventions,  they  would 
have  made  some  allusion  to  it  in  these  circulars  f  It  is  a  matter  of  com- 
mon knowledge  that  owners  of  patents  do  not  usually  understate  their 
inventions,  or  establish  their  own  reputation  for  diffidence  and  modesty, 
in  their  ** circulars  to  the  trade."  The  court  does  not  overlook  the  fact 
that  in  a  circular  put  out  by  complainants  some  months  later — in  Jan- 
nary,  1890 — a  statement  is  made  regarding  La  Dow's  right  to  the  broad 
principle  of  holding  the  teeth  edgewise  which  conflicts  with,  and,  to 
some  extent,  impairs  the  force  of  the  presumption  based  upon  the 
earlier  circulars.    But  it  taxes  human  credulity  too  far  to  believe  that 
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La  Dow  could  have  laid  claim  to  a  principle,  which,  when  broadly  con- 
sidered, was  one  of  the  oldest  and  best  known  in  the  harrow  art. 

It  should  also  be  remembered  that  the  complainants  sought  out  the 
defendant;  that  the  "  Steel  King"  was  only  shown  them  after  numerous 
other  harrows  had  been  examined,  and  that  from  the  moment  it  was 
seen  by  complainants'  president  he  expressed  his  entire  satisfaction  with 
it  and  appears  to  have  been  eager  and  anxious  to  conclude  an  arrange- 
ment. It  is  very  clear  that  before  La  Dow  went  to  Lansing  the  bargain 
had  been  practically  consummated  with  the  single  proviso  that  the 
harrow-frame  shown  at  Albany  was  to  be  expressed  to  Lansing  and  was 
to  please  all  of  the  complainants  when  received.  It  had  already  pleased 
oue  of  them.  They  were  earnestly  desirous  to  procure  the  right  to 
make  and  sell  the  "  Steel  King"  without  a  day's  delay.  It  was  not  nec- 
essary to  cajole  them  into  a  bargain  as  to  the  wisdom  of  which  they 
were  in  doubt.  It  needed  no  false«statements  to  induce  them  to  take  a 
license.  Had  there  been  any  wavering  or  reluctance  on  their  part  there 
would  be  more  plausibility  in  their  present  contention. 

It  remains  to  be  considered  whether  the  defendant  made  any  false 
statement  with  intent  that  it  should  be  acted  on  by  the  complainants 
and  whether  they  did  act  on  it  to  their  damage,  believing  it  to  be  true. 
The  following  propositions  must  be  conceded : 

First.  The  complainants  could  not  have  relied  upon  any  patent  granted 
to  La  Dow  subsequent  to  March  11, 1884,  and  prior  to  March  22,  1889, 
for  it  would  have  been  stated  in  the  contract. 

Second.  They  could  not  have  supposed  that  the  patents  of  March  11, 
1884,  covered  the  "Steel  King"  in  all  its  details,  because  they  were 
expressly  informed  by  La  Dow  that  the  ^*  Steel  King"  was  a  new  inven- 
tion which  had  been  kept  secret,  they  being  the  first  manufacturers 
who  had  seen  it,  and  that  it  was  to  be  secured  by  patents  subsequently 
grauted. 

Third.  The  complainants  had  every  possible  opportunity  to  examine 
and  test  the  sample  harrow  before  making  the  first  contract.  The 
defendant's  volume  of  patents  containing  a  vast  number  of  patents  for 
barrows,  including  his  own,  was  shown  to  and  left  with  the  complain- 
ants, certainly  before  the  second  contract  was  executed,  and  they  might 
have  examined  the  entire  art  as  there  set  out  had  they  seen  fit. 

Fourth.  The  patents  subsequently  granted  to  La  Dow  fully  covered 
the  "Steel  King." 

These  patents  must  be  assumed  to  be  valid  in  this  controversy  and 
it  cannot  be  successfully  denied  that  the  complainants  were  fully  pro- 
tected in  the  manufacture  and  sale  of  the  "  Steel  King."  No  one  else 
bad  attempted  to  make  it.  No  one  had  sued  the  complainants  for 
infringement. 

How,  then,  can  an  intent  to  defraud  be  imputed  to  the  defendant! 
How  can  it  be  said  that  the  complainants  relied  upon  false  representa- 
tions or  that  they  suffered  injury  by  so  doing!  As  before  stated,  what 
H.  Doc.  354 10 
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they  ardently  wanted  to  secure  was  the  right  to  make  and  sell  the 
"Steel  King."    They  secured  that  right.    They  made  the  harrow  with- 
out molestation.     Their  success,  considering  that  it  was  an  entirely 
new  tool,  was  phenomenaL    The  first  year  they  made  875  harrows,  the 
second  year  4,435,  the  third  5,617,  and  during  the  first  four  months  of 
1892,  prior  to  the  commencement  of  this  suit,  3,341,  or  over  ten  thou- 
sand for  1892,  if  the  same  proportion  continued  for  the  remainder  of 
the  year.    It  was  asserted  at  the  argument,  and  not  denied,  that  up  to 
that  time  a  harrow  subst^autially  the  same  in  all  respects  had  been  made 
by  the  complainants.    It  is  not  easy  to  perceive  what  more  could  have 
been  done  even  though  defendant  had  been  the  inventor  of  the  zigzag 
frame  and  also  of  the  edgewise  clasp  and  had  told  the  complainants  of 
it  before  they  made  the  contract.    There  were  no  complaints  at  any 
time  until  after  litigation  began  that  the  harrow  was  not  meeting  all 
the  complaiDauts'  anticipations.    It  certainly  was  a  success  and  almost 
justified  the  superlative  praise  lavished  upon  it  by  complainants.    Ib 
June,  1889,  they  wrote: 

It  looks  as  though  the  only  thing  in  the  market  beyond  oontroTersy  is  the  ''Steel 
King."    It  is  certainly  the  finest  looking  tool  we  have  ever  seen. 

In  May,  1890,  over  a  year  from  the  first  contract,  they  wrote  La 
Dow:  . 

We  have  not  yet  pnt  oat  a  tool  which  has  been  received  with  snoh  universal  satis- 
faction as  the  "  St^el  King.''  There  is  no  doubt  at  all  in  our  minds  but  that  it  will 
be  the  most  universally  used  tool  that  has  ever  been  put  on  the  market.  The  two 
manners  of  putting  iu  the  teeth  seem  to  make  it  all  that  even  the  most  critical 
farmer  requires. 

Even  after  the  complainants  had  been  sued  for  royalties  and  were 
ftilly  cognizant  of  all  the  facts  regarding  La  Dow's  invention,  their 
president  in  June,  1891,  argued  at  the  meeting  of  the  harrow  company— 

that  he  had  demonstrated  the  selling  qualities  of  his  harrows  and  he  believed  that 
he  had  the  best  harrow  on  the  market. 

These  statements  seem  wholly  inconsistent  with  the  theory  of  fraud. 
Indeed,  the  impression  produced  on  the  mind  of  the  court,  after  an 
examination  of  the  testimony  and  the  numerous  exhibits,  is  that  the 
contracts,  though  unilateral  in  some  respects,  and,  perhaps,  improvi- 
dent, were  nevertheless  agreements,  which,  if  carried  out  in  good  faith 
by  the  complainants,  would  have  brought  large  profits  to  both  parties. 
The  failure  to  do  this  is,  it  is  thought,  to  be  attributed  to  the  complain- 
ants' connection  with  the  National  Harrow  Company.    After  they  had 
joined  that  combination  and  the  licenses  had  ceased  to  be  of  special 
value,  they  sought  to  relieve  themselves  of  a  burdensome  obligation  by 
interposing  a  claim  which  would  never  have  been  heard  of  but  for  the 
changed  relations  of  the  parties. 

Although  the  complainants'  contention  has  been  presented  in  a  most 
able  and  persuasive  argument,  the  court  is  unable  to  accept  the  theory 
of  fraud.  Fraud  cannot  be  inferred;  it  must  be  proved;  and  even 
though  the  court  were  in  doubt  it  should  hesitate  long  before  striking 
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down  the  character  of  one  who  has  hitherto  led  an  upright  and  blame- 
less life. 

But  there  is  another  insuperable  barrier  in  the  complainants'  path. 
With  full  knowledge  of  the  facts  they  acquiesced  in  and  ratified  the  con- 
tracts.   It  is  a  fundamental  principle  of  equity  that  a  party  who  seeks 
to  avoid  a  contract  on  the  ground  of  fraud  must  disaffirm  it  at  the  ear- 
liest possible  moment  after  the  discovery  of  the  fraud.    He  cannot 
therealter  act  under  the  contract,  accept  its  benefits  himself,  or  deprive 
the  other  party  of  them,  and  repudiate  it  when  it  suits  his  convenience. 
He  cannot  reap  the  advantages  derived  from  the  contract  and  also  those 
derived  from  a  repudiation  of  the  contract.    He  must  elect  whether  he 
will  treat  the  contract  as  void»or  valid.    If  he  chooses  the  former,  he 
cauiiot  thereafter  deal  with  the  property  as  his  own  or  receive  any  con- 
sideration by  virtue  thereof.    He  must  restore  or  oflfer  to  restore  what- 
ever benefit  he  has  received.    If  he  does  not  do  so,  it  will  be  presumed 
that  he  is  satisfied  with  the  contract.    The  contract  must  be  treated  as 
if  it  had  never  been  made,  and  the  parries  placed,  as  far  as  possible,  in 
the  position  in  which  they  were  before  it  was  executed.    He  who  asks 
equity  must  do  equity.    It  is  not  doing  equity  for  a  party  to  keep  a 
contract  so  long  as  it  is  useful,  retain  everything  of  value  received 
thereunder,  and  repudiate  it  only  when  nothing  more  can  be  made  out 
of  it.    He  cannot  denounce  a  fraud  of  which  he  is  the  beneficiary.    A 
court  of  equity  will  not  deliver  its  judgment  into  hands  which  are 
tainted  with  the  gains  of  fraud.    Eegarding  this  rule  there  can  be  no 
doubt.    It  is  clearly  stated  by  Judge  Andrews  ih  Schiffer  v.  IHetz{{83 
X.  Y.,  300. )     On  page  307  he  says : 

The  plaintiff  was  entitled,  on  the  discoyery  of  the  fraud,  to  demand  a  rescission  of 
the  sale  and  conveyance,  and  the  restoration  of  the  money  and  securities  received 
by  the  defendant.  But  a  party  entitled  to  rescind  a  contract  for  fraud  may  deprive 
himself  of  this  remedy  by  acquiescence;  or  where  the  transaction  is  a  sale  of  prop- 
erty, by  his  dealing  with  the  property  as  owner  after  the  discovery  of  the  fraud.  A 
patty  claiming  to  rescind  a  contract  for  fraud  must  act  promptly  on  discovery  of 
the  fraud,  and  restore  or  offer  to  restore,  to  the  other  party  what  he  has  received 
under  it.  He  cannot  therefore  deal  with  the  other  party  on  the  footing  of  an  exist- 
ing contract,  or  with  the  property  acquired  under  it  as  his  own. 

^Vllen  a  party  desires  to  rescind  upon  the  ground  of  mistake  or  fraud,  he  must, 
npon  the  discovery  of  the  facts,  at  once  announce  his  purpose  and  adhere  to  it.  If  he 
be  silent,  and  continue  to  treat  the  property  as  his  own,  he  will  be  held  to  have 
waived  the  objection,  and  will  be  conclusively  bound  by  the  contract,  as  if  the  mis- 
take or  fraud  had  not  occurred.  He  is  not  permitted  to  play  fast  and  lose.  Delay 
and  vacillation  are  fatal  to  the  right  which  had  before  subsisted.  *  *  "  A  court ' 
of  equity  is  always  reluctant  to  rescind,  unless  the  parties  can  be  put  back  in  statu 
<[^o.  If  this  cannot  be  done,  it  will  give  such  relief  only  where  the  clearest  and 
strongest  equity  imperatively  demands  it.     (Grymea  y.  Sanders,  93  U.  S.  55, 62.) 

The  general  principle  is,  that  he  who  seeks  equity  must  do  equity ;  «that  the  party 

against  whom  relief  is  sought  ^hall  be  remitted  to  the  position  he  occupied  before 

the  transaction  complained  of.    The  court  proceeds  on  the  principle  that,  as  the 

transaction  ought  never  to  have  taken  place,  the  parties  are  to  be  placed  as  far  as 

possible  in  the  situation  in  which  they  would  have  stood  if  there  had  never  been  any 

such  transaction,     (yeblett  v.  Macfarland^  92  U.  S.,  101.) 
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As  soon  as  the  party  defrauded  discovers  the  fraud  he  must  act- 
that  is,  as  soon  as  he  has  knowledge  of  the  material  facts  which  show 
the  actual  perpetration  of  the  fraud.  He  cannot  excuse  his  inaction  by 
asserting  that  he  did  not  know  all  of  the  evidence  which  tends  to 
prove  the  main  fact.     {Bach  v.  Tuch  126  N.  Y.,  53;  26  N.  E.,  1019.) 

Professor  Pomeroy  states  t^e  ml©  as  follows : 

All  these  conBiderations  aa  to  the  nature  of  misrepresentations  reqaire  great  pnnc- 
tuality  and  promptness  of  action  by  the  deceived  party  upon  his  discovery  of  the 
fraud.  The  person  who  has  been  misled  is  required,  as  soou  as  he  learns  the  truth, 
with  all  reasonable  diligence  to  disaffirm  the  contract,  or  abandon  the  transaction, 
and  give  the  other  party  an  opportunity  of  rescinding  it,  and  of  restoring  both  of 
them  to  their  original  position.  He  is  not  allowed  to  go  on  and  derive  all  possible 
benefits  from  the  transaction,  and  then  claim  to  be  relieved  from  his  own  obligations 
by  a  rescission  or  a  refusal  to  perform  on  his  own  part.  If  after  discovering  the 
untruth  of  the  representation  he  conducts  himself  with  reference  to  the  transaction 
as  though  it  were  still  subsisting  and  binding,  he  thereby  waives  all  benefit  of  and 
relief  from  misrepresentations.     (Pom.  Eq.  Jur.,  sec.  897.) 

Judge  Story  says : 

In  ciises  of  alleged  fraud  in  the  sale  Of  property,  where  the  vendee  seeks  to  defend 
against  the  securities,  at  law,  or  have  them  set  aside  by  a  court  of  equity  on  the 
ground  of  fraud,  it  is  incumbent  upon  him  to  interpose  the  objection  at  the  earliest 
possible  moment;  and  if,  after  he  discovers  the  existence  of  the  facts,  which  were 
claimed  to  constitute  fraud,  he  continues  to  act  under  the  contract,  except  for  the 
mere  purpose  of  preserving  the  property  for  the  party  ultimately  entitled,  he  will 
be  held  to  have  affirmed  tha  contract,  with  full  knowledge  of  all  the  facts. 
(Story,  Eq.  Jur.,  sec.  1551.) 

In  a  case  quite  similar  to  the  case  at  bar,  involving  the  question  of 
fraudulent  representations  upon  the  sale  of  patents,  the  Supreme 
Court  of  Illinois  held  that — 

it  is  not  sufficient  to  allege  that  the  patents  are  infringements  upon  others,  and 
worthless,  without  showing  that  the  complainants  have  ceased  to  use  the  pateiltsor 
their  right  to  use  them  has  been  questioned.     {iJillman  v.  Nadlehoffer,  supra.) 

Delay  will  defeat  the  right  to  relief  if  the  fraud  was  known  to  the 
party  alleged  to  be  defrauded  or  ought  to  have  been  known  by  the 
exercise  of  ordinary  diligence.    After  knowledge  of  the  facts,  which  will 
enable  him  to  take  effectual  action,  he  must  disaffirm  the  contract  with 
reasonable  promptness.    He  cannot  willfully  shut  his  eyes  and  ears  to 
what  he  might  have  known  and  ought  to  have  known.    If,  after  knowl- 
edge which  would  enable  him  to  disaffirm,  he  deals  with  the  property 
as  his  own,  accepts  advantages  for  himself,  and  deprives  the  other 
party  of  the  advantages  of  ownership,  he  cannot  afterward  rescind. 
The  election  to  rescind  or  not  to  rescind,  once  made,  is  final  and  con- 
clusive.    {Mining  Co.  v.  Watrousj  9  C.  C.  A.,  415;  61  Fed.  Rep.,  163, 
186;  Scheftel  v.  Hays,  7  C.  C.  A.,  308;  58  Fed.  Rep.,  457;  Pence  v.  Lang- 
dony  99  U.  S.,  578;  Rugan  v.  Sabin,  3  C.  C.  A.,  578;  53  Fed.  Rep.,  415; 
Johnston  v.  Mining  Co.,  148  U.  S.,  360,  370;  13  Sup.  Ct.,  585.) 

Apply  the  rule  to  the  case  at  bar.  As  soon  as  complainants  knew  that 
the  contracts  had  been  obtained  by  fraudulent  representations  it  was 
their  duty  promptly  to  rescind  and  return,  or  offer  to  return,  the  con- 
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tracts  and  all  benefits  received  thereunder.    Assuming,  for  the  moment, 
that  fraudulent  r^resentations  were  made,  when  did  the  complainants 
learn  of  their  falsity!    The  Hench  and  Dromgold  harrow,  upon  which 
tbey  chiefly  rely  to  prove  the  fraud,  was  known  to  them  in  September, 
1889.    They  also  knew  that  Hench  and  Dromgold  claimed  to  have  a 
patent  covering  their  harrow.    This  was  but  six  months  after  the  first 
contract  and  less  than  a  month  after  the  second.     If  the  complainants 
had  taken  the  least  pains  to  follow  up  this  information,  they  would 
bave  learned  all  the  important  facts.    Instead  of  doing  so,  they  wrote 
to  the  defendant  and  were  informed  by  him  that  the  Hench  and  Drom- 
gold  i)atent  was  "very  weak."    They  say  they  relied  upon  the  defend- 
ant's assurances.    At  this  time  the  contract  could  have  been  rescinded 
without  serious  loss  to  the  defendant  and  it  may  well  be  doubted  whether 
the  complainants,  with  this  positive  information  before  them,  were  jus- 
tified in  closing  their  eyes  and  restiftg  in  child-like  confidence  uppn  the 
statements  of  the  one  man  in  all  the  world  who  would  be  least  likely  to 
give  them  the  desired  knowledge.    As  was  said  in  Scheftel  v.  Hays, 
(7  0.  C.  A.,  308;  58  Fed.  Rep.,  457;) 

The  yictim  of  a  fraud,  who  has  received  notice  enough  to  excite  his  attention  and 
put  him  on  his  guard,  cannot  evade  the  duty  of  speedy  and  diligent  inquiry  by 
merely  calling  on  the  chief  perpetrator,  whose  interest  it  is  to  conceal  the  facts,  to 
reiterate  or  prove  his  false  statements.  ""  *  *  A  diligent  inquiry  is  an  honest 
inquiry — one  reasonably  calculated  to  discover,  not  to  conceal  the  facts — and  an 
inquiry  of  the  perpetrator  of  the  fraud  alone  is  one  plainly  calculated  to  conceal 
them. 

From  the  autumn  of  1889  until  the  winter  of  1890  additional  infor- 
mation came  to  the  complainants  from  time  to  time  which,  upon  their 
theory,  was  well  calculated  to  put  them  upon  inquiry.    If,  however, 
they  still  slumbered,  the  letter  of  December  23,  1890,  from  the  counsel 
for  the  National  Harrow  Company,  must  have  been  a  rude  awakening, 
for  they  were  then  informed,  in  brief,  that  defendant's  patents  were 
valueless.    But  assume  that  even  this  blunt  declaration  did  not  require 
the  complainants  to  bestir  themselves  it  certainly  cannot  be  said  that 
there  was  any  excuse  for  inaction  after  June  18, 1891,  for  they  admit 
that  they  then  knew  the  substance  of  all  the  accusations  against  the 
La  Dow  patents.    This  was  two  years  and  three  months  from  the  date 
of  the  first  contract;  but  it  had  yet  three  and  a  half  years  to  run.    At 
that  time  there  was  a  meeting  of  the  National  Harrow  Company  for 
the  purpose  of  apportioning  its  stock  among  the  various  members.    A 
fierce  attack  was  made  upon  these  patents  and  substantially  every 
argument  was  made  against  them  that  is  now  advanced.     La  Dow  had 
commenced  a  suit  against  the  complainants  for  royalties,  the  relations 
between  them  were  strained,  and  every  consideration  called  upon  the 
eomplaiuants  if  they  intended  to  rescind  the  contracts  to  act  promptly. 
Instead  of  withdrawing  the  contracts  from  arbitration,  repudiating 
them  upon  the  spot,  and  denouncing  La  Dow  as  the  perpetrator  of  a 
fraud,  they  insisted  that  the  contracts  were  of  great  value  and  covered 
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the  most  useful  harrow  in  the  market.  The  arbitrators,  apparently, 
took  this  view,  for  the  complainants  were  awarded  $29,200  for  these 
contracts  and  an  interest  in  three  other  patents,  apparently  of  little 
value,  two  of  them  being  reissues — one  having  expired.  This  amount 
was  shortly  afterward  increased  to  $45,200  and  the  La  Dow  licenses, 
held  in  escrow,  were  delivered  to  the  Harrow  Company.  In  July,  1891, 
the  complainants  wrote  to  La  Dow : 

We  have  assniiied  full  reHponsibility  for  our  contracts  with  you — i.  c,  in  order  to 
preserve  peace  and  harmouy  with  the  National  Harrow  Co.,  we  finally  assumed  the 
contract  with  you  and  relieved  the  National  Harrow  Co.  from  their  agreements. 
[To  pay  royalties.] 

It  might  well  be  said,  under  the  authorities  cited,  that  here  was  an 
end  of  any  attempt  to  rescind  the  contracts.    With  full  knowledge  of 
the  fraud  the  complainants  sold  the  contracts  to  the  Uarrow  Company. 
But  this  is  not  all.    On  the  22d  ©f  October,  1891,  the  complainants 
served  their  answer  in  La  Dow's  suit  for  royalties.    The  defense  was 
fraud,  the  allegations  being  substantially  the  same  as  those  of  the 
present  bill.    It  was  not  possible  to  return  the  licenses  at  that  time  for 
they  were  held  by  the  Harrow  Company,  but  the  answer  contained  no 
offer  of  restitution  of  any  kind.    The  suit  was  tried  in  March.  1892, 
and  a  verdict  directed  for  La  Dow  on  the  ground  that  Bement  &  Sods 
could  not  avoid  a  contract  on  the  ground  of  fraud  which  they  had  sold 
for  a  valuable  consideration  to  a  third  party,  who  was  still  the  owner. 
After  this  trial  the  complainants  obtained  a  written  instrument,  siped 
by  the  president  and  secretary  of  the  Harrow  Company,  reassigning.the 
licenses  to  them.    Thereafter,  and  before  the  commencement  of  this 
suit,  in  April,  1892,  the  complainants  wrote  the  defendant  a  letter,  in 
which  they  offered  to  tender  back  the  licenses  "  and  all  rights  there- 
under."   This  was  the  lirst  and  only  tender.    It  was  made  three  years 
after  the  date  of  the  first  license  and  ten  months  after  the  complainants, 
with  admitted  knowledge  of  the  facts  constituting  the  fraud,  had  rati- 
fied the  licenses  by  selling  them.    It  was  then  too  late.    But  the  tender 
was  insufficient  for  other  reasons.    The  complainant*^  had  enjoyed  the 
sole  use  of  defendant's  patents  for  three  years,  they  had   sold  the 
licenses  for  a  large  sum,  $29,200  or  $45,200;  they  had  kept  on  manu 
facturing  the  "  Steel  King''  harrow  in  ever  increasing  numbers,  even 
up  to  the  commencement  of  this  suit;  they  had  received  annual  divi- 
dends upon  their  stock  in  the  Harrow  Company ;  but  they  did  not  tender 
to  the  defendant  dividends,  or  profits,  or  avails  of  the  sale,  or  offer  to 
indemnify  him  for  the  three  years  which  the  licenses  had  cut  ont  of 
each  of  his  patents.    They  kept  all  the  benefits  which  they  had  received 
firom  the  transaction  and  offered  nothing  in  return.    The  advantages 
received  from  the  defendant  were,  in  any  view,  of  great  value,  and 
these  it  was  incumbent  upon  them  to  give  up.    They  cannot  satisfy 
the  demands  of  equity  by  retaining  the  substance  and  returning  the 
shadow. 

The  court  does  not  overlook  the  attempt  to  show  that  the  award  of 
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$45,200  was,  in  part  at  least,  for  the  good  will  transferred  by  complain- 
ants to  the  Harrow  Company.  The  evidence,  oral  and  written,  i^,  how- 
ever, overwhelmingly  against  this  contention.  Although  something 
may  have  been  allowed  for  the  other  interests  alleged  to  have  been 
previously  transferred,  it  is  clear  that  the  award  was  based  principally 
upon  the  La  Dow  licenses  and  that  under  the  terms  of  the  arbitration 
the  question  of  good  will  could  not  have  been  considered.  The  assign- 
ment by  the  complainants  to  the  Harrow  Company  of  June  17,  1891, 
covers,  apparently,  only  the  La  Dow  licenses  and  patents,  and  there  is 
Dothing  to  show  that  any  argument  was  made  before  the  arbitrators 
based  upon  the  other  patents  owned  by  the  complainants.  The  amount 
received  is,  however,  not  material.  Beyond  question  the  complainants 
received  something  for  the  licenses  in  question  and  have  kept  it  to  the 
present  time.  For  the  reason,  then,  that  they  have  accepted  and 
retained  the  benefits  from  the  contracts  and  have  ifciled  to  disaffirm 
them,  after  full  knowledge  of  the  facts,  the  complainants  are  not  in.  a 
position  to  recover. 
It  follows  that  the  bill  must  be  dismissed. 


[U.  S.  Circuit  Court  of  Appoala— Ninth  Circuit.] 

Wall  et  al.  v.  Leck. 

Decided  February  4,  1S95, 
74  0.G.,377. 

1.  Process  of  Fumigating  Trees— Novelty  and  Invention. 

The  discovery  that  the  old  process  of  fumigatiug  plants  and  trees  by  hydio- 
cyauic-acid  gas,  after  covering  them  with  an  oiled  tent,  is  more  effective  in  the 
absence  of  the  actinic  rays  of  the  sun  gives  no  right  to  a  patent  for  the  use  of 
that  process  nt  night  or  in  cloudy  or  foggy  weather,  when  sach  rays  areexcladed 
by  the  processes  of  nature.  (C.  D.,  1894,  457 ;  68  O.  G.,  1273;  61  Fed.  Rep.,  291, 
followed. ) 

2.  Wall,  Jones,  and  Bishop — Process  of  Fumigating  Trees— Same. 

The  Wall,  Jones,  and  Bishop  patent.  No.  445,342,  for  a  process  of  famigating 
trees,  Held  void  on  its  face  for  want  of  patentable  invention.  (C.  D.,  1894,  457; 
68  O.  G.,  1273;  61  Fed.  Rep.,  291,  followed.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  California. 

Mr.  W,  F.  Henning  and  Mr.  H.  T.  Hazard  for  the  appellants. 
Mr.  Ray  Billingsley  for  the  appellee. 

STATEMENT   OF   THE   CASE. 

This  was  a  bill  by  W.  B.  Wall  and  others  against  Henry  Leck  for 
infringement  of  Letters  Patent  Xo.  445,342,  issued  January  27,  1891, 
to  W.  B.  Wall,  M.  S.  Jones,  and  A.  D.  Bishop,  for  a  process  for  fumi- 
gating tree.s  and  plants.    The  Circuit  Court  sustained  a  demurrer  to  the 
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bill  on  the  ground  that  the  patent  was  void  on  its  face  for  want  of  pa^ 
entabliB  novelty  and  invention.  (C.  D.,  1894,  457;  68  O.  G.,  1273;  61 
Fed.  Rep.,  -91.)    Complainants  appealed. 

Before  McKenna.  Gilbert,  and  Hawley,  Judges. 

Hawle Y,  J.  ; 

This  suit  was  brought  by  appellants  against  the  appellee  for  an 
alleged  infringement  of  Letters  Patent  No.  445,342,  issued  January  27, 
1891,  to  appellants,  for  a  process  of  fumigating  treestand  plants,  for  an 
accounting  of  profits  alleged  to  have  been  realized  by  the  appellee,  and 
for  an  injunction,  etc.  A  demurrer  was  interposed  to  the  bill  of  com 
p^laint  UDon  the  ground — 

that  it  appeareth  by  the  complainants'  own  showing  by  the  said  bill  that  they  are 
not  eutitlocl  in  a  court  of  equity  to  the  relief  prayed  for  by  the  bill  against  this 
defendant,  or  any  r^ef  touching  the  matters  contained  in  the  said  bill,  or  any  of 
such  matters. 

This  demurrer  was  sustained — 

the  court  being  of  opinion  that  the  patent  is  void  for  want  of  novelty  and  invention, 
and  that,  in  view  of  its  recitals  it  is  so  plainly  so  that  it  cannot  be  aided  by  evidence, 
it  should  be  so  declared  on  demurrer,  without  subjecting  the  parties  to  the  costs  of 
producing  ]>roof. 

Did  the  court  err  in  sustaining  the  demurrerf  Does  the  bill  state 
facts  sufficient  to  authorize  a  court  of  equity  to  grant  the  relief  prayed 
for!    The  bill  alleges,  among  other  things,  that  complainants — 

are  the  original  and  first  discoverers  and  inventors  of  a  new  and  useful  process  for 
the  fumigation  of  trees  and  other  plants,  which  consists  in  fumigating  with  hydro- 
cay  anic-acid  gas,  in  the  absence,  substantially,  of  the  actinic  rays  of  light;  that 
they  obtained  a  patent  from  the  United  States  Patent  Office  for  their  discovery, 
which  patented  process  had  not  been  known,  used,  or  published  prior  to  the  said  dis- 
covery and  application  of  your  orators;  *  *  *  that  the  said  fumigating  process 
of  your  orators  was  designed  to  destroy,  and  when  performed  in  the  manner  set  forth 
in  their  said  application  and  in  their  said  Letters  Patent  does  destroy,  the  scale- 
insectH  of  certain  destructive  species  or  varieties  commonly  infesting  or  living  on 
citrus  fruit-trees  and  other  plants,  and  effectively  rids  said  trees  and  x>lanta  (so fiimi- 
gated)  of  snch  insects,  so  as  to  greatly  benefit  said  trees  and  plants,  and  thereby 
produce  great  benefits  and  profits  to  the  owner  thereof,  and  when  so  used  does  uot 
injure  the  ]>lant  or  tree. 

These  averments  in  the  abstract,  independent  of  the  Letters  Patent, 
might  be  said  to  state  sufficient  facts  to  show  invention,  and  if  it  be 
true,  as  alleged,  that  complainants  discovered  and  invented  a  new  and 
useful  process  for  the  fumigation  of  trees,  etc.,  then  they  might,  under 
well-known  principles  of  the  patent  law,  be  entitled  to  maintain  the 
suit;  but  it  will  be  aoticed  that  the  averments  in  the  bill  fail  to  state 
speciljcally  what  the  "process"  which  they  discovered  is.    The  Letters 
Patent  are  not  annexed  to  the  bill;  but  an  exemplified  copy  thereot  is 
offered  to  be  and  was  produced  for  the  inspection  of  the  court.     We 
mnst  therefore  look  to  the  patent,  its  specification,  and  claim  in  order 
to  ascertain  the  character  of  the  "process"  which  complainants  allege 
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they  discovered  and  iu vented.    What  is  it!    The  application  for  the 
patent  declares  that — 

it  consists  in  fnmigating  the  plant  with  taodrocyanic-aoid  gas  in  the  absence  of  light. 

The  specification  declares  that — 

hydrocyanic-acid  gas  has  heretofore  been  employed  in  fumigating  trees ;  but  it  has 
not  been  considered  practicable,  for  the  reason  that  if  the  gas  Were  of  sufficient 
strength  to  destroy  the  insects  on  the  plant  it  also  injured  the  foliage  and  fruit.    We 
have  discovered  that  when  the  light  is  excluded  the  action  of  the  gas  is  more  elect- 
ive in  destroying  insect  life  and  at  the  same  time  becomes  harmless  to  plant  life 
nnless  used  excessively.     Our  process  differs  from  the  ordinary  process  of  fumigat- 
iogwith  hydrocyauic-acid  gas  only  in  that  we  exclude  the  light.     This  may  be  done 
by  means  of  the  oiled  tent  or  covering  ordinarily  used  for  such  fumigation,  provided 
the  fuDiigation  is  done  at  night.    If  the  work  is  done  in  the  day-tiuie,  the  covering 
noBt  be  HO  colored  as  to  exclude  the  actinic  rays  of  light;  but  we  do  not  believe  it 
possible  to  produce  satisfactory  results  with  any  colored  tent  in  bright  daylight. 

After  giving  this  specific  statement  of  their  discovery  they  declare 
that  what  they  claim  as  new,  and  desire  to  secure,  by  their  Letters 
Patent, 


The  process  set  forth  of  fumigating  plants  with   hydrocyanic-acid  gas  in  the 
absence,  substantially,  of  the  actinic  rays  of  light. 

The  argument  of  the  learned  counsel  for  appellants  exhibited  a 
degree  of  ingenuity  that  is  commendable  and  is  deserving  of  respect- 
fnl  consideration.  It  is  earnestly  contended  that  the  Circuit  Court  in 
sustaining  the  demurrer  failed  to  distinguish  between  a  ])rocess  and 
the  means  of  carrying  out  the  process;  between  a  mode  of  applica- 
tion or  condition  and  a  means  of  producing  that  condition;  between 
the  importance  of  the  absence  of  the  light  and  the  means  of  producing 
that  absence,  and  numerous  authorities  are  cited  which,  it  is  claimed, 
uphold  the  novelty  of  the  invention.  While  asserting  that  the  claim 
in  the  patent  is  a  sufficient  guaranty  that  it  was  not  night  no^  any  force 
of  nature  upon  which  appellants  obtained  the  patent,  and  contending 
that  it  was  for  a  discovery  that  by  employing  well  known  agents  under 
certain  conditions  success  would  result  where  failure  and  disaster  had 
previously  been  the  result,  it  is  frankly  admitted  that  the  specification 
in  the  patent  discloses  the  fiict  that  appellants  made  the  discovery  that 
hydrocyanic-acid  gas  may  be  used  successfully  in  the  absence  of  the 
actinic  rays  of  light.  This  was  the  only  discovery  which  was  claimed, 
and  the  argument  is,  to  quote  from  appellants'  t)rief — 

the  recommendation  or  direction  to  apply  this  gas  at  night  for  the  purpose  of  accom- 
plishmg  the  desired  result  is  but  the  pointing  out  of  a  way  or  mode  of  avoiding  the 
effect  of  an  element  or  force  which  it  had  now  been  discovered  had  theretofore  ren- 
dered fumigation  with  this  gas  impracticable. 

But  in  this  connection  we  are  brought  back  to  the  fact  that  appellants 
in  their  Letters  Patent  only  pointed  out  the  way  by  the  use  of  a  natural 
condition  of  nature's  laws.  They  did  not  invent  any  new  process, 
chemical  or  otherwise,  whereby  the  force  of  nature  was  to  be  controlled. 
They  invented  no  machine,  apparatus,  device,  or  process  to  exclude  the 
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actinic  or  otiier  rays  of  light.  It  is  trne  that  a  mode  was  pointed  out, 
but  not  approved,  to  so  color  the  tent  or  covering  as  to  exclude  the 
actinic  rays  of  light;  but  they  neither  invented  nor  discovered  any 
process,  texture,  or  coloring  that  would  sufficiently  accomplish  that 
purpose.  The  discovery  of  such  a  coloring  is  still  an  open  field  for  the 
genius  of  future  inventors.  Their  discovery,  which  is  conceded  to  be 
valuable  and  of  great  benefit,  was  that  the  old  process  of  fumigating 
tiees  by  means  of  an  oiled  tent  and  hydrocyanic-acid  gas,  both  of  which 
were  old  and  free  to  the  public,  could  be  made  successful  ^'provided 
the  fumigation  is  done  ab  night."  Such  a  discovery,  however  new  and 
valuable  it  may  be,  is  not  within  the  pale  of  patentable  inventions.  It 
does  not  come  within  any  of  the  principles  of  the  patent  law  or  any  of 
the  provisions  of  the  statute  relating  to  patents.  A  mere  naked  prin- 
ciple, a  law  of  nature,  or  property  of  matter  cannot  be  patented.  So 
long  as  the  principle  is  a  mere  item  of  knowledge,  and  sometimes  from 
its  nature  it  must  always  remam  such,  no  patent  can  be  held  valid, 
however  brilliant  and  useful  the  discovery  may  be.  (Merw.  Pat.  Inv., 
4,  73, 529;  1  Rob.  on  Pats.,  sec.  140;  Leroy  v.  Tatham,  14  How.,  156, 175.) 
As  was  said  by  Judge  Shipman  in  Morton  v.  Infirmary^  (2  Fish.  Pat 
Cas.,  320;  Fed.  Gas.,  No.  9,865:) 

In  its  naked,  ordinary  sense,  a  discovery  is  not  patentable.  A  discovery  of  a  new 
principle,  force,  or  law  operating,  or  which  can  be  made  to  operate,  on  matter,  will 
not  entitle  the  discoverer  to  a  patent.  It  is  only  where  the  explorer  has  gone  beyond 
the  mere  domain  of  discovery,  and  has  laid  hold  of  the  new  principle,  force,  or  law, 
and  connected  it  with  some  particular  medium  or  mechanical  contrivance  by  whioh 
or  through  which  it  acts  on  the  material  world,  that  he  can  secure  the  ezclnsive  con- 
trol of  it  under  the  patent  laws.  He  then  controls  his  discovery  through  the  means 
by  which  he  has  brought  it  into  practical  action,  or  their  equivalent  action.  Sever 
the  force  or  principle  discovered  from  the  means  or  mechanism  throagU  which  he 
has  bronght  it  into  the  domain  of  invention,  and  it  immediately  falls  out  of  that 
domain  and/bludes  his  grasp.    It  is  then  a  naked  discovery,  and  not  an  inventiou. 

An  artificial  force  is  a  natural  force  so  transformed  in  character  or 
energies  by  human  power  as  to  possess  new  capabilities  of  action.  This 
transformation  of  a  natural  force  into  a  force  practically  new  involves 
a  true  inventive  act.     (1  Eob.  on  Pats.,  sees.  92, 96, 99, 103.) 

Within  these  geueral  principles  many  cases  may  be  found  where 
patents  have  been  sustained  for  a  process,  art,  device,  or  machine  where 
all  the  elements  were  old,  provided  the  mode  of  application  is  new; 
but  in  all  of  the  numerous  oases  cited  by  appellants  to  sustain  this 
position  it  will  be  found  either  that  there  was  a  new  combination  of 
the  old  elements  or  that  something  was  added  thereto  or  taken  tliere- 
from  or  a  new  mode  was  invented  whereby  the  principle  that  was  dis- 
covered could  be  applied.  The  case  of  XeiUon  v.  Harford  (8  Mees.  & 
W.,  806;  1  Web.  Pat.  Gas.,  295)  furnishes  an  apt  illustration  of  the 
class  of  cases  where  a  principle  with  a  new  means  of  applying  it  con- 
stitutes the  basis  for  a  patent.  Neilson  in  1828  discovered  that  a  hot 
blast  of  air  thrown  into  a  furnace  was  more  effective  than  the  cold 
blast  which  had  been  previously  used.  ^  It  had  previously  been  sup- 
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• 

posed  that  the  colder  the  blast  the  hotter  the  fire,  because  it  had  been 
observed  or  discovered  that  the  furnace-fires  burned  better  in  winter 
than  in  summer.  The  supposition  that  the  cold  blast  was  better  than 
the  hot  blast  was  not  correct,  the  truth  being  that  the  furnace-fires 
burned  better  in  winter  because  the  air  was  drier,  not  because  it 
was  colder.  Neilsou  discovered  the  physical  law — the  real  truth — that 
a  hot  blast  is  more  efiective  than  a  cold  blast  in  a  furnace,  and  he 
invented  and  described  an  apparatus  for  making  use  of  this  discovery 
by  heating  the  air-blast  before  it  is  directed  into  the  furnace,  and 
thereby  brought  his  application  within  tbe  provisions  of  the  statute. 
Now,  if  Neilson  had  merely  announced  the  principle  that  a  hot  blast  is 
better  than  a  cold  blast  for  a  furnace  it  is  evident  that  he  would  not 
have  been  entitled  to  a  patent;  but  he  described  a  means  of  applying 
the  principle  by  interposing  a  chamber  or  receptacle  in  which  the  blast 
was  heated. by  a  separate  fire  before  it  was  thrown  into  the  furnace. 
If  appellants  had  followed  up  their  discovery  by  inventing  some  new 
process,  device,  or  apparatus  that  would  exclude  the  light,  they  would 
have  brought  themselves  within  the  principle  announced  in  the  Neilson 
case;  but  they  did  nothing  of  the  kind.  They  simply  discovered  a 
truth — that  the  fumigation  of  the  trees  and  plants  could  be  made  more 
effective  and  beneficial  by  using  it  in  the  old  way,  only  at  night  or  in 
cloudy  days  or  foggy  weather — at  any  time  when  the  actinic  rays  of 
light  were  absent  by  the  natural  condition  of  nature.  To  have  entitled 
them  to  a  patent  they  should  have  followed  up  their  valuable  discov- 
ery by  inventing  some  new  method  by  the  application  of  which  the 
deleterious  effect  of  the  actinic  rays  of  light  could  have  been  avoided. 
A  similar  distinction  between  the  Neilson  case  and  the  present  will 
be  found  in  all  the  cases.  Thus  in  Lawther  v.  Hamilton  (0.  D.,  1888, 
209;  42  O.  G.,  487;  124  U.  S.,  1 ;  8  Sup.  Ct.,  342)  a  patent  for  a  new  and 
improved  process  for  treating  oleaginous  seeds  was  upheld,  although 
all  the  instrumentalities  were  old.  The  only  thing  that  was  new  was 
the  mode  of  applying  the  old  instrrflnentalities.  The  process  of  extract- 
ing oil  from  flaxseed  was  formerly  accomplished  by  means  of  rollers 
and  muller- stones.  Lawther  discovered  by  actual  experiments  that  in 
crushing  the  seed  the  tearing  pulverizing  action  of  the  muller-stones 
was  injurious;  that  more  advantageous  results  were  obtained  by  dis- 
pensing with  the  use  of  the  muller-stones.  Although  the  machinery 
and  apparatus  had  all  been  used  before,  yet  Lawther  discovered  an 
improvement  in  the  process  by  altogether  omitting  one  of  the  steps  of 
the  former  process,  and  thereby  brought  himself  within  the  rule  which 
we  have  heretofore  announced.  McClurg  v.  Kingslandj  (I  How.,  202,) 
as  explained  in  Burr  v.  Duryee^  (1  Wall.,  568,)  furnishes  another  illus- 
tration of  the  rule.  A  workman  in  a  foundry  observed  in  pumping 
water  into  a  bucket  that  the  water,  entering  at  a  tangent  to  the  circle 
of  the  bucket,  acquired  a  circular  motion,  diminishing  when  it 
approached  the  center,  where  bits  of  straw  and  other  lighter  materials 
would  be  concentrated.    In  casting  iron  rolls  the  metal  required  to 
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have  this  rotary  motion  for  the  same  purpose.  This  effect  had  pre 
viously  been  produced  by  stirring  the  liquid  metal.  The  thought  all 
at  once  struck  the  mind  of  this  observer  that  the  application  of  this 
principle  or  law  of  nature  might  be  beneficially  made  to  the  casting  ot 
iron  rolls  by  merely  introducing  the  metal  at  the  bottom  of  the  mold 
at  a  tangent.    This  was  held  to  embrace — 

an  iiiveiitiou  of  a  new  improvement  in  the  art  of  casting  iron,  by  giving  an  angnlar 
direction  to  the  tube  wbich  conducts  the  metal  to  the  mold. 

In  these  and  other  kindred  cases  it  will  be  noticed  that  the  particular 
processes  used  to  extract,  modify,  control,  or  concentrate  the  natural 
agencies  constituted  the  invention.  The  invention  was  not  in  discov- 
ering them,  but  in  applying  them  to  useful  objects.  Is  it  not  evident 
without  further  reference  to  the  authorities  cited  by  appellants  that 
such  cases  do  not  support  appeHants'  contention?  Appellants  having 
ascertained  that  tlie  fumigation  of  trees  by  the  old  i)rocess,  when  the 
actinic  rays  of  light  were  present,  although  destructive  to  the  scale, 
was  nevertheless  injurious  to  the  trees,  in  the  field  of  their  investiga- 
tions and  experiments  made  the  discovery  tliat  if  it  was  used  when  the 
rays  of  light  were  absent  it  would  destroy  the  scale  or  other  insects 
without  having  any  deleterious  effect  upon  the  trees.  The  mode  of 
application  of  this  i)rocess  to  make  it  beneficial,  useful,  and  valuable, 
as  described  by  them,  was  by  utilizing  a  conditioner  force  of  nature  by 
using  the  process  at  night,  when  the  rays  of  light  were  absent.  They 
did  not  invent  the  darkness  of  night  or  the  cloudy  foggy  weather,  when 
the  process  could  be  safely  used,  nor  any  method  of  excluding  the  light 
except  by  the  natural  changes  in  the  condition  of  the  weather  or  of  the 
hours  of  night  as  distinguished  from  the  hours  of  day. 

In  the  fieUl  of  medical  science  and  invention  it  may  be,  if  it  hi\s  not 
already  been,  discovered  that  the  air  we  breathe  at  certain  hours  of  the 
day  is  more  beneficial  and  healthful  than  the  air  we  breathe  at  certain 
hours  of  the  night;  but  would  the  discovery  and  absolute  proof  of  this 
fact  entitle  the  original  discoverer  to  a  patent  for  the  exclusive  use  of 
the  air  at  the  beneficial  hours  of  day  and  invest  him  with  the  power 
and  authority,  under  the  shield  of  the  patent  law,  to  enjoin  each  and 
every  other  individual  from  utilizing  the  air  at  that  particular  time  of 
day  unless  he  is  paid  a  royalty  or  grants  a  license  for  such  use!  Some 
things  are  so  self-evident  as  not  to  require  any  proof  of  their  existence. 
No  natural  function  of  the  day  or  of  the  night,  of  the  sun  or  of  the  moon, 
is  patentable.  Tnese  natural  conditions  are  as  free  to  all  mankind  as  is 
the  air  we  breathe.  The  broad  canopy  of  heaven  can  be  used  in  the 
day-time  or  the  night-time,  and  at  all  times,  in  sunshine  or  in  darkness, 
by  everybody,  in  the  presence  or  the  absence  of  any  rays  of  light  or  any 
condition  of  the  atmosphere.  A  xirinciple,  considered  as  a  natural 
physical  force,  is  not  the  product  of  inventive  skill.  It  is  the  common 
property  of  all  mankind.  It  exists  in  nature  independently  of  human 
effort  and  can  neither  be  diminished  nor  increased  by  human  power. 
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Man  can  discover  and  employ  it ;  bat  his  employment  of  it  in  the  modes 
or  thron^h  the  instrumentalities  by  which  it  is  applied  in  nature  is  a 
mere  imitation  of  what  every  man  is  able  to  perceive  and  reproduce  as 
well  as  he.  All  endeavors  to  confine  it  to  himself  are  at  once  futile  and 
unjust.  It  exists  for  all  men  as  well  after  his  discovery  as  before.  The 
laws  necessarily  recognize  and  protect  this  right  and  do  not  permit  any 
man  to  exclusively  use  the  conditions  which  are  the  gifts  of  nature 
simply  because  he  was  the  first  one  to  discover  its  value.  !N^ot  until 
some  new  instrument  or  method  is  contrived  for  its  direction  toward 
ends  which  it  cannot  naturally  accomplish  does  his  creative  genius 
manifest  itself.  (1  Rob.  on  Pats.,  sec.  136  et  seq.;  Detmold  v.  Reeves^  1 
Fish.  Pat.  Gas.,  131;  Fed.  Cas.,  No.  3,831;  Morton  v.  Infirmary^  2 
Fish.  Pat.  Cas.,  320;  Fed.  Cas.,  No.  9,865;  Mortonh  Ancesthetic  Patent^ 
8  Op.  Attys.  Gen.,  269.)  The  court  did  not  err  in  sustaining  the 
demurrer. 
The  judgment  of  the  Circuit  Court  is  afi&rmed,  with  costs. 


[U.  S.  Cironit  Court  of  Appeals— Second  Circuit.] 

Beaoh  v.  Inman  Manufacturing  Company  et  al. 

Decided  December  2,  1895. 
74  0.G.,379. 

L  Beach— Machine  for  Attaching  Stays  to  the  Corners  op  Boxes— Reissue 
No.  11,167 — Claims  Broad— Validity— Infringement.. 
Claims  1, 2,  and  3  of  Letters  Patent  No.  11,167,  to*  F.  H.  Beach,  for  a  machine 
for  attaching  stays  to  the  comers  of  boxes,  reissued  May  26, 1891,  covering  the 
combinations  of  parts  broadly,  withoat  any  restriction  to  the  details  of  mechan- 
ical construction,  examined  and  Held  valid  and  infringed. 

2.  Same — Same — Same — Same — Novelty — Double  Use. 

Claims  1, 2,  and  3  of  Letters  Patent  No.  11,167,  to  F.  H.  Beach,  for  a  machine 
for  attaching  stays  to  the  comers  of  boxes,  reissued  May  26,  1891,  covering  the 
combinations  of  parts  broadly,  examined  and  Held  not  anticipated  by  a  machine 
for  pasting  address-labels  on  folded  newspapers,  though  the  addressing-machine 
could  easily  have  been  adapted  to  be  used  in  the  art  of  box  making.  ''  The 
Dennis  and  Yorke  machine  was  not  in  this  prior  art,  and  when  Beach  took  it 
from  another  art,  where  it  was  doing  different  work,  and  by  modification  adapted 
it  to  efficient  use  in  his  own  art,  and  thereby  gave  to  his  own  art  the  first  machine 
it  ever  had  which  ^could  do  work  necessary  to  be  done  and  always  theretofore 
done  by  hand,  he  made  an  invention  to  the  fruits  of  which  he  should  be  entitled.'' 

3.  Same — Same — Same — Infringement. 

Claims  4, 5,  and  7  of  Reissue  Jitters  Patent  No.  11,167,  to  F.  H.  Beach,  for  a 
maclyne  for  attaching  stays  to  the  corners  of  boxes,  reissued  May  26,  1891,  Held 
infringed  by  a  machine  differing  only  in  trivial  details. 

4.  Amendments  to  Appucation — Claims  Broadened — Enlargement  of  Inven- 

tion. 

An  amendment  to  an  application  to  state  an  obvious  use  or  modifioation  of  a 
machine  does  not  have  the  effect  of  stating  a  new  or  enlarged  invention. 
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5.  Marking  "Patented" — Injunction— Damaobs. 

The  contention  that  there  is  no  proof  of  public  notice  by  the  complainant  by 
marking  his  machines  relates  only  to  the  question  of  damages  and  does  not 
apply  to  an  injunction  proceeding. 

Mr.  Edmund  Wetmore^  Mr.  W.  A.  Redding^  and  Mr,  A.  W.  Kiddle  for 
the  appellants. 
Mr.  John  Dane,  Jr.,  for  the  appellee. 

STATEMENT   OF  THE  CASE. 

Tills  is  an  appeal  from  an  interlocutory  decree  of  the  Circuit  Court 
for  the  Northern  District  of  New  York,  November  13, 1894,  enjoining 
defendants-appellants  Horace  Inman,  John  Warner,  and  A.  A.  De 
Forest,  trading  together  as  copartners  under  the  name  of  "  Inman 
Manufacturing  Company,^  from  infringing  claims  1,  2,  3,  4,  5,  and  7  of 
complainant's  patent.  Reissue  No.  11,167,  dated  May  26,  1891,  for 
improvements  in  machines  for  attaching  stays  to  the  corners  of  boxes. 

Before  Wallace,  Lagombe,  and  Shipman,  Judges. 

Lacombe,  J.: 

The  complainant,  who  is  the  inventor,  filed  his  application  June  10, 
1885.  Interference  in  the  Patent  Oflftce  delayed  the  issue  of  the  patent 
(No.  447,225)  until  February  24,  1891.  The  reissue.  No.  11,167,  May 
26,  1891,  differs  from  the  original  only  by  the  correction  of  an  error  in 
the  drawings. 

The  specification  states  that — 

It  has  been  cuBtomary  heretofore  in  making  paper  or  straw-board  boxes  to  apply  a 
stay  or  fastening-strip  over  the  joints  at  the  comers  of  boxes,  which  strip  is  pasted 
down  on  the  outside  of  the  box  or  is  folded  over  the  edge  of  the  box  and  secured  by 
paste  both  outside  and  inside  of  the  corner,  and  such  work,  as  far  as  I  am  aware, 
has  hertoforo  beeu  done  by  hand. 

My  invention  relates  to  a  machine  for  doing  this  work. 

The  specification  then  goes  on  to  describe  the  machine  in  connection 
with vthe  drawings.  Its  essential  features  are  as  follows:  To  a  frame 
of  suitable  form  there  is  affixed  a  block  B,  having  two  oblique  faces  on 
its  upper  surface,  upon  which  the  inside  of  the  corner  of  the  box  is  to 
be  placed.  Above  this  block  B  there  is  located  a  vertically-reciprocating 
plunger  G,  with  a  die  at  its  end  having  divergent  faces  so  arranged  as 
to  engage  surface  to  surface  with  the  divergent  faces  of  the  block  when 
the  plunger  descends.  Thus  when  in  operation  the  block  fits  into  the 
inside  of  the  box-corner  and  the  plunger-die  fits  over  the  outside  of  the 
same.  Suitable  shafting,  cams,  guides,  etc.,  to  supply  and  regulate 
the  motion  of  the  various  parts  are  described.  The  stay-strip,  which 
is  paper  or  cloth  of  a  proper  width  wrapped  in  a  continuous  roll  upon 
a  reel  located  to  the  side  of  the  block  and  plunger,  is  fed  forward  and 
over  a  pasting- wheel.  The  forward  end  of  the  roll  of  stay-strip,  after 
passing  the  pasting  mechanism,  protrudes  transversely  to  the  box- 
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corner,  over  said  comer,  and  at  or  about  the  time  when  the  plunger 
descends  a  cutting  mechanism  shears  off  the  end  of  the  strip,  so  as  to 
leave  a  sufficient  length  of  stay-strip  upon  the  box-corner  subject  to 
the  action  of  the  affixing  mechanism.  When  this  short  stay-strip  is 
thus  placed  over  the  outside  of  the  box-corner,  the  engagement  of 
block  and  plunger-die  with  the  box-comer  interposed  between  applies 
the  pressure  necessary  to  secure  such  stay-strip  in  place.  In  the  draw- 
ings the  block  and  die  are  shown  with  faces  diverging  to  inclose  an 
angle  of  ninety  degi-ees,  and  are  thus  adapted  to  fit  the  rectangular 
corner  of  a  four- sided  box.  They  are  not,  however,  restricted  to  this 
precise  shape,  and  the  divergence  of  the  faces  may  be  changed  to  meet 
the  varying  angles  which  would  be  found  in  boxes  with  three  sides  or 
with  more  than  four  sides  and  still  be  clearly  within  the  patent.  The 
mechanism  to  fold  the  strip  over  the  edge  of  the  box  and  affix  it  to  the 
inside  of  the  corner  is  ftilly  described. 

The  block  B  is  shown  in  section  thus:  It  is  of  sufficient  length  to 
accommodate  the  width  of  stay-strip  to  be  affixed.  The  square-sided 
block  B  is  firmly  fixed  in  the  frame  A,  so  that  its  upwardly-projecting 
portion  displays  two  diverging  surfaces  of  the  proper  angle  to  fit  inside 
the  box-corner.  B  of  course  projects  forward  of  the  frame  A,  so  as  to 
allow  the  operator  to  place  the  box-corner  on  the  block  without  obstruc- 
tion by  the  frame.  In  its  top  is  cut  a  V-shaped  notch  h,  into  which  fits 
the  square-sided  angle  1.  When  the  anvil  is  in  place,  the  block  and 
anvil  fill  the  entire  inside  of  the  corner.  When  the  anvil  is  withdrawn, 
so  much  of  the  inside  surfaces  of  the  box  as  are  next  the  corner  are  free 
fi'om  contact  with  block  or  anvil  and  an  unobstructed  space  is  left  suffi- 
cient to  accommodate  the  tucked-in  part  of  the  stay-strip.  The  rest  of 
the  inside  surfaces  are  still  supported  by  the  block.  In  operation  the 
box-corner  is  so  placed  upon  the  block  that  when  the  cut-off  stay-strip 
fialls  upon  it  a  portion  of  the  strip  projects  inwardly  beyond  the  edges 
of  the  two  box  sides  which  make  up  the  corner.  In  the  rear  of  plunger 
G,  which,  it  will  be  remembered,  falls  upon  the  outside  surfaces  of  the 
box-comer,  there  is  a  secondary  plunger  reciprocating  vertically  and 
synchronously  with  plunger  G.  This  secondary  plunger  falls  not  upon 
the  box,  but  on  the  inwardly-projecting  portion  of  the  stay-strip  and 
bends  it  down.  Before  these  plungers  fall  the  anvil  I  has  been  moved 
out  of  the  V-shaped  notch  in  block  B,  and  it  slides  backward  and  entirely 
off  from  the  block.  As  soon  as  the  secondary  plunger  has  bent  down 
the  projecting  portion  of  the  stay-strip,  so  that  it  hangs  in  front  of  the 
entrance  to  the  empty  V-shaped  notch,  the  anvil  I  moves  forward  again 
into  place,  and  meeting  on  its  way  the  downwardly-hanging  free  edge 
of  stay-strip  pushes  it  forward  into  the  inside  of  the  box-corner,  smooth- 
ing it  down  as  would  the  finger  of  an  operator,  and  when  the  anvil  I  is 
once  again  in  place  and  both  inside  and  outside  of  the  box-comer  wholly 
in  contact  with  the  diverging  faces  of  anvil-block  and  plunger-die  a 
final  squeeze  fixes  the  short  pasted  stay-strip  firmly  in  place. 
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After  a  full  description  of  the  several  parts  of  the  machine  and  their 
mode  of  operation  (the  above  is  a  mere  brief  epitome  of  such  description) 
the  inventor  proceeds: 

In  many  boxes  the  stay  is  simply  pasted  against  the  exterior  snrface  of  the  box- 
comer  and  is  not  turned  in  or  over  the  ed^e  of  the  same,  in  which  citse  the  work  caa 
be  done  by  using  a  non-reciprocating  angular  lower  die  or  anvil  and  a  single  upper 
die  or  plunger.  In  such  case  the  form  B  will  obviously  not  be  necessary  as  a  part 
separate  from  the  die;  or,  in  other  words,  a  single  lower  die  or  form  will  take  the 
place  of  the  form  B  and  movable  lower  die  I. 

lu  some  cases  a  continuous  stay-strip  may  be  employed,  which  is  covered  or  coated 
with  dry  adhesive  material,  in  which  case  water  will  be  used  in  the  receptacle  J,  and 
the  roller  O  will  operate  to  moisten  the  strip  only. 

As  far  as  the  main  features  of  my  invention  are  conoemed,  forms  other  than  tho8« 
illustrated  of  the  several  parts  of  the  machine  may  be  employed  without  departar* 
from  my  invention — as,  for  instance^  in  place  of  the  particular  mechanisms  shown 
for  feeding  or  delivering  fastening  strips  or  stay-strips  to  and  between  the  clamping- 
dies,  or  for  applying  paste  or  glue  to  the  said  stay-strips,  other  forms  of  strip  feeding 
and  pasting  devices  may  be  used  in  practice  with  the  same  general  result  as  above 
described. 

The  claims  relied  on  are  these: 

1.  The  combination,  with  opposing  clamping-dies  having  diverging  working-faces, 
of  a  feeding  mechanism  constructed  to  deliver  stay -strips  between  said  clamping- 
dies,  and  a  pasting  mechanism  for  rendering  adheeive  the  stay-strips,  said  clamping- 
dies  being  constructed  to  co-opera  to  in  pressing  upon  interposed  box-comers  the 
adhesive  stay-strips,  substantially  as  described. 

2.  The  combination,  with  opposing  clamping-dies  having  diverging  working- faces, 
said  clamping-dies  being  arranged  to  co-operate  in  pressing  adhesive  fastening-strips 
upon  interposed  box-comers,  a  feeding  mechanism  constructed  'to  feed  forward  a 
continuous  fastening-strip,  and  a  cutter  for  severing  the  said  continuous  strip  into 
stay-strips  of  suitable  lengths,  substantially  as  described. 

3.  The  combination,  with  opposing  clamping-dies  having  diverging  working-faceS| 
said  clamping-dies  being  arranged  to  co-operate  in  pressing  an  adhesive  fastening- 
strip  upon  the  corner  of  an  interposed  box,  a  feeding  mechanism  constructed  to  feed 
between  the  dies  a  continuous  fastening-strip,  a  pasting  mechanism  for  applying 
adhesive  substance  to  the  strip,  and  a  cutter  for  severing  the  strip  into  stay-strips  of 
suitable  lengths,  substantially  as  described. 

4.  The  combination,  with  oppoKing  clamping-dies  having  diverging  working-faces, 
said  clamping-dies  being  constructed  to  co-operate  in  pressing  an  adhesive  fastening- 
strip  upon  an  interposed  box-corner,  of  a  movable  plunger  or  strip-bender  constructed 
to  bend  downwardly  or  inwardly  a  projecting  end  of  the  stay-strip,  that  one  of  the 
clamping-dies  which  engages  the  inner  surface  of  the  box-comer  being  movable  into 
and  out  of  its  usual  working  position,  whereby  it  may  engage  and  carry  inside  of  the 
box-corner  the  said  projecting  end  of  the  stay-strip,- substantially  as  described. 

5.  The  combination,  with  opposing  clamping-dies  having  diverging  working-faces, 
said  clamping-dies  being  constructed  to  co-operate  in  pressing  an  adhesive  fastening- 
strip  upon  an  interposed  box-corner,  of  a  movable  plunger  or  strip-bender  con- 
structed to  bend  downwardly  or  inwardly  a  projecting  end  of  the  stay -strip,  that  one 
of  said  clamping-dies  which  engages  the  inner  surface  of  the  box-corner  having  a 
reciprocatory  motion  in  a  direction  parallel  with  the  box-comer,  so  as  to  carry  inward 
and  press  against  the  inside  of  the  box-corner  the  said  projecting  end  of  the  stay- 
strip,  substantially  as  described. 

7.  The  combination,  with  opposing  clamping-dies  having  diverging  working-faces, 
said  clamping-dies  being  arranged  to  co-operate  in  pressing  an  adhesive  fastening- 
strip  upon  an  interposed  box-corner,  of  a  feeding  mechanism  constructed  to  feed 
forward  a  continuous  fastening-strip,  a  cutter  for  severing  the  strip  into  suitable 
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lengths,  and  a  movable  part  or  pliiDger  which  bends  downwardly  or  inwardly  the 
projecting  end  of  the  fasten  in  jl^. strip,  that  one  of  the  clamping-dies  which  engages 
the  inside  of  the  box-comer  being  constructed  to  reciprocate  in  a  direction  paralle 
with  the  box-corner,  substantially  as  described. 

These  six  claims  cover  two  distinct  sets  of  combinations,  the  first  set 
including  the  combinations  of  claims  1,  2,  and  3,  which  contain  no 
turning  in  features  and  contemplate  only  the  affixing  of  the  stay-strip 
to  the  outside  of  the  box-corner,  and  the  second  set  including  the  com- 
binations of  claims  4,  5,  and  7,  which  have  the  same  combinations  of 
claims  1,  2,  and  3,  with  the  added  element  of  the  turning-in  feature, 
and  contemplate  the  affixing  of  the  stay-strip  to  both  the  outside  and 
the  inside  of  the  box-corner.    The  elements  of  the  first  claim  are  the 
opposing   clamping-dies,   the  feeding    mechanism,  and    the  pasting 
mechanism.    The  second  claim  omits  the  pasting  mechanism  and  adds 
the  cutting  mechanism.    The  third  claim  is  substantially  a  combination 
of  all  the  elements  of  the  first  and  second. 

The  first  three  claims  are  broad  ones,  covering  the  particular  com- 
binations referred  to  without  any  restriction  to  the  details  of  mechanical 
construction,  and  defendants  concede  that  if  these  claims  are  to  be 
sustained  broadly  as  they  are  expressed  they  are  infringed.  As  to 
this  first  set,  therefore,  the  only  question  is  whether  in  view  of  the 
state  of  the  art  Beach  was  entitled  to  appropriate  as  broad  a  combina- 
tion as  he  ha«  set  forth  in  his  first  three  claims,  which  cover  every 
device  for  affixing  stay-strips  to  the  outside  of  box- corners  where  the 
operation  is  performed  by  the  combined  action  of  a  feeding  mechanism, 
a  cutting  mechanism,  and  a  pasting  mechanism,  in  combination  with 
any  opposing  clamping-dies  whose  faces  diverge. 

The  Circuit  Court  sustained  these  broad  claims,  and  we  concur  in  this 
decision.     It  is  hardly  necessary  to  add  anything  to  the  elaborate  dis- 
cussion of  this  part  of  the  case,  which  will  be  found  in  the  opinion  of 
the  learned  judge  who  heard  it  in  the  Circuit  Court.    Tie  patentee  indis- 
putably made  a  machine  which  did  work  that  theretofore  was  always 
done  by  hand.    It  is  undoubtedly  true  that  paper  strips  had  theretofore 
been  applied  to  boxes  by  machinery.     (See  Orr  and  Wright's  patents, 
and  also  Inman  and  Monroe's.)    And  the  strips  thus  applied  did  to  a 
greater  or  less  extent  operate  to  stay  the  corners.    They  comi)letely 
surrounded  the  boxes  to  which  they  were  applied,  and  the  machines 
are  spoken  of  in  the  record  as  ''covering-machines."    They  wound  the 
strip  of  adhesive  paper  around  the  box,  pressing  it  on  and  turning  over 
the  edge,  when  necessary,  by  means  of  a  roller.    But  despite  the  exist- 
CDce  of  the  covering-machines  paper-box  makers  still  continued  to  apply 
shorter  strips  to  the  comers  as  an  additional  stay  to  the  box.    Uoracc 
Inman,  one  of  the  defendants,  who  was  in  interference  with  the  pat- 
entee, claiming  to  have  himself  first  made  the  invention,  testilied  in 
such  interference  proceeding : 

I  got  my  covering-machine  rnuumg  and  found  that  I  needed  a  machine  i<H-  settini^ 
np  Cornells  of  boxes,  as  the  cover  needed  to  be  set  up  more  square  and  true  to  ];e 
covered  by  the  machine  than  it  did  to  be  covered  by  hand.     The  paper  being  put  on  by 

H.  Doc.  354 11 
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hand  iu  short  pieces,  could  be  adjusted  to  the  unequal  corners  of  hand  setting  up 
licttcr  thuu  long  continuous  pieces  away  around  the  box  could  be,  as  it  was  in  the 
c;i»o  of  machine-work.     By  ** setting  up"  I  mean  the  corner-stay  work. 

Certainly  the  state  of  the  art  exhibits  a  necessary  part  of  the  work 
of  l)Ox-making  as  done  by  hand,  with  no  machine  existing  in  the  art  to 
do  it.  That  machine  the  complainant  was  the  first  to  supply.  More 
over,  the  evidence  leaves  no  doubt  that  it  did  the  work  it  was  devised 
to  do.  Subsequent  improvements  have  made  it  do  that  work  better 
and  have  made  it  practicable  to  apply  stay-strips  to  more  varieties  of 
box  than  Beach's  original  machine  could  readily  handle;  but  that  is 
immaterial  when  it  is  shown,  as  it  has  been  here,  that  machines  made 
in  strict  conformity  to  the  patent  have  been  used  by  manufacturers  for 
years  in  doing  this  very  work  of  applying  short  stay  strips,  and  to  the 
satisfaction  of  the  users. 

So  far  as  the  record  shows  no  machine  presenting  the  complete  com- 
bination of  the  first  three  claims  existed  before  Beach's  invention, 
either  in  this  art  or  in  any  other.  The  nearest  approach  to  it  is  the 
Dennis  and  Yorke  machine,  which  pastes  address-labels  on  folded  news- 
papers. That  has  feed,  pasting,  and  cutting  mechanism  combined  with 
a  vertically-reciprocating  plunger  descending  with  a  flat  head  on  a  flat 
platen,  the  newspaper  being  interposed  between.  This  is  quite  a  close 
approach  to  the  machine  of  the  patent.  It  is  only  necessary  to  change 
the  flat  head  and  the  flat  platen  to  clamping-dies  with  diverging  faces 
and  to  make  the  machine  stronger  in  order  to  enable  it  to  fasten  stay- 
strips  to  box-covers.  That  is  shown  by  the  old  Dennis  and  Yorke 
machine  in  evidence,  which  has  been  thus  altered  and  does  such  work. 
If  this  Dennis  and  Yorke  machine  were  already  in  the  box-makers' art, 
if  some  one  prior  to  Beach  had  cut  away  part  of  its  framework,  had 
made  its  flat  platen  rigid  and  increased  its  power  and  employed  it  to 
aflix  adhesive  labels  to  the  tops  or  sides  of  boxes,  it  might  not  be  inven- 
tion merely  to  change  the  shape  of  the  dies  so  as  to  fit  into  and  over 
box-corners  and  there  apply  adhesive  strips;  but  no  one  had  done  this. 
The  Dennis  and  Y^orke  machine  was  not  in  this  prior  art,  and  when 
Beach  took  it  from  another  art,  where  it  was  doing  different  work,  and 
by  modification  adapted  it  to  efficient  use  in  his  own  art,  and  thereby 
gave  to  his  own  art  the  first  machine  it  ever  had  which  could  do  work 
necessary  to  be  done  and  always  theretofore  done  by  hand,  he  made  an 
invention  to  the  fruits  of  which  he  should  be  entitled. 

No  question  as  to  the  effect  of  the  reissue  was  argued  in  this  court. 
It  is  unnecessary,  therefore,  to  add  anything  to  the  opinion  of  the  Cir- 
cuit Court  on  that  point.  Nor  does  the  contention  of  the  defendants 
that  there  has  been  some  broadening  or  expansion  of  the  first  three 
claims  during  the  long  period  of  time  that  the  patentee  was  in  interfer- 
ence call  for  any  extended  discussion.  When  Beach  first  applied  for  a 
patent  in  June,  1885,  he  described  his  entire  machine,  and  each  of  the 
claims  he  submitted  then  covered  the  devices  for  turning  in  the  end  of 
the  stay-strip  under  the  edge  of  the  box.    He  filed  amendments  in 
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May^  1886,  in  which  he  added  to  the  specificatiou  the  statement  that 
where  the  stay  is  to  be  simply  pasted  down  over  the  corner  of  the  box 
and  is  not  to  be  turned  under  the  work  can  bo  done  by  his  machine  by. 
using  the  angular  form  and  one  plunger,  with  a  corresponding  angular 
notch.  This  was  self-evident  on  the  original  specification  and  draw- 
ings, and  the  statement  thus  added  to  the  specification  described  no 
new  or  enlarged  invention.  The  original  drawings  and  specifications 
suggest  the  claims  finally  made,  which  recognize  and  claim  the  two 
different  operations  of  outside  and  inside  application. 

The  second  set  of  claims,  4,  5,  and  7,  are  restricted  to  the  combina- 
tion already  described  for  affixing  the  stay-strip  to  the  outside,  with 
the  addition  of  the  devices  for  turning  in  the  end  of  the  strip.  The 
appellants  contend  that  these  claims  should  be  closely  confined  to  the 
particular  turning-in  device  shown  and  described  and  that  these  claims 
should  not  be  construed  to  cover  any  construction  which  does  not 
employ  the  lower  clamping-die  as  a  means  of  fastening  the  stay-strip 
upon  the  inside  of  the  box-corner  nor  to  cover  any  machine  in  which 
the  lower  clamping-die  does  not  perform  the — 

dual  function  of  pressing  the  stay-strip  against  the  inside  of  the  box-corner  in  addi- 
tion to  the  function  of  supporting  the  box-comer  while  the  stay-strip  is  beir.g 
pressed  npon  the  outside  of  the  box-corner. 

They  contend  that  said  claims  must  be  restricted  to  a  lower  die — 

which  i8  so  constructed  that  it  will  operate  with  the  other  parts  of  the  machine  at 
one'time,  in  its  usual  working  position,  to  support  the  box  corner  under  the  pressure 
of  the  plunger,  and  at  another  time  (having  first  been  withdrawn  from  under  the 
box-comer)  it  will  move  outward  again  into  the  notch  of  the  form  and  complete  the 
square  of  the  form  and  fasten  the  strip  upon  the  inside  of  the  box-corner. 

It  is  unnecessary  to  discuss  this  contention,  for  with  all  the  restric- 
tions thus  insisted  on  these  claims  cover  defendants'  device.    Instead 
of  withdrawing  the  whole  of  the  anvil  I,  defendants  withdraw  only 
such  portion  of  it  as  will  leave  sufficient  space  for  the  end  of  the  strip 
to  be  turned  in.    The  rest  of  the  anvil  is  rigid,  being  i)art  of  the  block 
itself.     When  the  movable  part  is  in  place,  it  and  the  ri^id  part 
together  make  up  the  anvil  of  the  patent  and  discharge  the  same  func- 
tion of  support  and  pressure.    This  movable  part  of  the  anvil  defend- 
ants connect  with  their  plunger  by  a  shaft,  the  shaft  and  movable 
portion  of  the  anvil  together  being  described  in  the  record  quite  aptly 
as  a  ^'tucking-finger."    When  it  is  withdrawn  from  the  notch,  it  swings 
back  in  the  arc  of  a  circle;  but  when,  after  being  withdrawn,  it  again 
advances  to  the  notch  it  moves,  as  the  model  shows,  in  precisely  the 
same  direction  as  does  the  horizontally-reciprocating  anvil  of  the  patent, 
hideed,  it  is  ax)X)arent  that  it  must  so  move  or  it  would  not  properly 
smooth  down  the  papei*  into  place.    It  is  only  while  it  is  moving  into 
position  or  is  resting  in  place  that  it  is  doing  any  work,  and  since  it 
does  that  work  in  the  same  way  and  in  the  same  line  of  motion  as  the 
device  of  the  patent  it  is  immaterial  that  when  it  is  not  doing  work  it 
moves  in  a  different  way  and  is  differently  actuated. 
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The  defendauts'  machine  bas  a  secondary  plunge  radapted  to  do  the 
same  work  as  complainant's  secondary  plunger  and  in  precisely  the 
§anie  way.  No  doubt  w^hen  the  box-corner  is  placed  on  the  lower  die 
in  one  way  this  secondary  plunger  will  hit  upon  the  box  instead  of  on 
tbe  projecting  edge  of  the  strip;  but  it  is  just  as  easy  to  place  the  box- 
corner  on  the  lower  die  so  that  the  secondary  plunger  w  ill  fall  upon 
and  bend  down  the  projecting  edge,  and  it  may  well  be  assumed  that 
such  will  be  tbe  ordinary  mode  of  using  it.  The  variances  from  com- 
plainant's turning- in  device  are  too  trivial  to  avoid  infringement  of  the 
fourth,  fifth,  and  seventh  claims. 

Infringement  by  the  defendants  Horace  Inman,  John  Warner,  and 
A.  A.  De  Forest,  composing  the  Inman  Manufacturing  Company,  is 
sufficiently  shown  in  the  record  before  this  court.  A  machine  known 
as  Xo.  308  was  sold  by  Inman  November  10, 1892.  It  is  substantially 
of  the  same  structure  as  the  model,  which  were  before  the  experts 
when  the  proofs  were  taken,  and  it  equally  infringes  the  claim  of  the 
patent.  The  appellants  say  that  this  (No.  308)  is  a  so-called  "Jaeger" 
machine.  There  is  uncontradicted  evidence  in  the  case  that  the  Jaegei 
machine  and  the  Inman  machine  are  one  and  the  same  thing,  and 
defendants  Horace  Inman  and  the  Inman  Manufacturing  Company 
expressly  admit  in  the  eleventh  paragraph  of  the  answer  that  the\ 
have  made  and  sold  and  are  making  and  selling  Jaeger  machines. 

The  contention  of  the  appellants  that  there  is  no  proof  that  com 
plainant  gave  public  notice  of  his  patent  by  marking  his  machines 
relates  only  to  the  questions  of  damages,  and  that  is  not  before  us  oo 
this  appeal. 

The  decree  of  the  Circuit  Court  is  affirmed,  with  costs. 


[U.  S.  Circnit  Court  of  Appeals— Sixth  Circuit.] 

Wells  v.  Curtis  et  al. 

Decided  February  5,  1895, 
74  O.  G.,  495. 

1.  Forbes— Screw-Cutting  Die— Infringement. 

LettA^rs  Patent  No.  253,91)6,  issued  February  21, 1882,  to  William  D.  Forbes,  foi 
an  improvement  in  sci'ew-cntting  dies,  construed  to  involve  only  the  specifi< 
devices  which  make  up  the  elements  of  the  combination,  and  Held  not  infringed 

2.  Supplying  Means— Afterthought— Non-Invention. 

If  the  idea  of  furnishing  an  element  to  a  device  was  not  present  to  the  mind  a 
the  time  the  thing  was  made,  but  was  an  afterthought  perceived  from  snbae 
qnent  experiences  or  scientific  inspection  and  analysis.  Held  that  there  is  m 
invention  in  thus  by  accident  supplying  the  means  of  a  function  not  contem 
plated. 

3.  Forbes  and  Curtis— Ratchet- Wrench— Invalid. 

Letters  Patent  No.  277,256,  issued  May  8,  1883,  to  William  D.  Forbes  and  Rod 
erick  P.  Curtis,  for  an  improvement  in  ratohet- wrenches,  conetraed  in  view  o 
the  prior  art  and  Held  to  be  invalid. 


DECISIONS   OF   U.  8.  COURTS   IN   PATENT   CASES.  165 

4.  Same— Obvious  Change — No  Invention. 

Where  the  chauge  was  required  in  eonsequeuce  of  the  defects  suggested,  and 
consisted  in  widening  a  pawl  of  a  ratchet-wheel  so  that  its  heel  would  rest  upon 
the  tooth  behind  it,  and,  as  the  tooth  is  straight  across  the  periphery  of  the 
wheel,  the  pawl  would  be  ])revented  from  turning,  this  being  a  mere  change  in 
form  of  a  part  of  the  combination  adopted  for  the  purpose  of  correcting  its 
occasionally  defective  action,  Held  to  be  a  modification  so  obvious  to  a  person 
skilled  in  that  subject  as  not  to  have  required  anything  more  than  the  ingenuity 
which  snob  a  person  might  be  expected  to  possess. 

Appeal,  from  the  Circuit  Court  of  the  United  States  for  the  Western 
Division  of  the  Northern  District  of  Ohio. 

Mr.  William  Webster  and  Messrs,  Thomas  &  Hietty  for  the  appellant. 
Mr.  Marris  W.  Seymour^  Mr.  Hoicard  H.  Knappj  and  Mr.  Almon  Hallj 
for  the  appellees. 

STATEMENT  OF   THE   CASE. 

This  was  a  bill  in  equity  by  Roderick  P.  Curtis  and  Louis  B.  Curtis 
against  Willett  C.  Wells  for  infringement  of  certain  patents.  The 
Circuit  Court  entered  a  decree  for  complainants  and  defendant  took  this 
appeal. 

The  bill  in  this  case  was  filed  by  the  appellees  to  restrain  the  appel- 
lant from  the  alleged  infringement  by  him  of  the  rights  secured  to 
William  D.  Forbes  by  Letters  Patent  No.  253,996,  bearing  date  Feb- 
ruary 21,  1882,  for  an  improvement  in  screw-cutting  dies;  and  also  of 
the  rights  secured  by  Letters  Patent  No.  277,256,  bearing  date  May  8, 
1883,  for  an  improvement  in  ratchet-wrenches,  issued  to  said  Forbes 
and  the  said  Roderick  P.  Curtis,  all  of  which  rights  it  is  alleged  have 
come  by  assignment  to  the  appellees.    The  bill  contains  the  prox)er 
averments,  showing  title  in  the  appellees;  alleges  that  the  inventions 
described  in  the  two  patents  are  susceptible  of  connected  use  in  operat- 
ing screw-cutting  dies;  and  further  alleges  that  the  appellant  infringes 
both  of  said  patents.    The  appellant  appeared  and  answered.    He 
denied  that  the  alleged  inventor  of  the  imi)rovementa  covered  by  said 
Letters  Patent  was  the  first  inventor  or  discoverer  thereof,  and  also 
denied  the  infringement  of  either  of  them.    As  anticipations  of  No. 
-03,096  he  set  forth  the  following  patents:  British  Patent  No.  1,765,  of 
1S73;  United  States  patent  to  Joshua  Heap,  No.  153,770,  dated  August 
^.  IST-i;  United  States  patent  to  Eoberts,  No.  158,314,  dated  December 
-K 1874;  United  States  patent  to  Eaton  and  Latham,  No.  179,540,  dated 
July  4, 1876;  and  as  an  anticipation  of  No.  227,256  he  sets  forth  United 
States  patent  to  Gates,  No.  198,291,  dated  December  18, 1877.    He  also 
added  a  clause  by  way  of  demurrer  on  the  ground  of  multifariousness, 
Ijut  th;it  has  been  abandoned.    A  replication  was  filed  and  proofs  were 
t.ikcn.     The  prior  patents  shown  by  the  evidence  are  the  patents  to 
Heap  and  Roberts  for  inventions  of  improvements  in  screw-cutting 
dies  and  the  patent  to  Gates  for  the  invention  of  imi)rovement8  in 
ratchet- wrenches. 


166  DECISIONS   OF    U.  S.  COURTS    IN    PATENT    CASES. 

The  inveution  claimed  by  Forbes  in  this  patent)  ^o.  253,996^  con- 
sisted of— 

The  combinatioD^  in  die-stocks,  of  the  ibllowing  elements,  namely :  first,  a  caHing, 
A,  adapted  to  be  seoiured  to  the  object  to  be  threaded ;  second,  a  threaded  die-carry- 
ing ring  having  teeth  on  its  periphery,  and  a  screw-thread  adapted  to  a  corresponding^ 
thread  in  the  casing;  and,  third,  an  elongated  pinion  having  teeth  adapted  to  those 
of  the  die-carrying  ring,  all  sabstantially  as  set  forth. 

In  his  specifications,  A  is  described  as  a  cylindrical  casing  provided 
with  a  bnb  iuto  which  and  into  the  casiug  is  introduced  the  pipe  to  be 
threaded,  the  pipe  being  secnred  in  the  hub  by  set-screws  or  otherwise. 
The  die-carrying  ring  is  described  as  threaded  externally  and  adapted 
to  an  internal  thread  of  the  casing,  and  having  teeth  on  its  periphery, 
the  screw-thread  being  cut  into  the  edges  of  these  teeth,  the  latter  run- 
ning parallel  with  the  axis  of  the  die-carrying  ring  and  extending  tlie 
whole  length  of  the  ring.    The  ring  is  thus  described  as  having  capac- 
ity for  being  moved  forward  and  backward  along  the  screw-thread 
inside  the  casiug  on  the  axial  line  of  the  pipe  to  be  threaded,  and  also  ot 
taking  rotary  movement  from  the  elongated  pinion  next  to  be  described. 
The  elongated  pinion  is  small  in  its  diameter,  and  is  located  in  a  cham 
ber  projected  outwardly  from  the  casing  and  parallel  therewith.    It 
runs  alqng  the  whole  length  of  the  casing,  and  has  teeth  adapted  to 
mesh  with  the  teeth  on  the  die-carrying  ring  and  long  enough  to  oper 
ate  upon  the  whole  length  of  the  ring  during  its  entire  travel  in  the 
operation  of  threading.    The  pinion  is  journaled  in  the  ends  of  the  pro- 
jection, and  at  one  end  extends  outside  of  the  latter,  so  as  to  receive 
the  handle  by  which  power  is  communicated  to  the  machine.    The  dies 
are  located  in  the  face  of  the  ring  perpendicularly  to  its  center  line  and 
adjustable  to  the  size  of  the  pipe  to  be  threaded.    There  is  also  pro- 
jected inside  the  casing,  from  the  end  at  which  the  hub  is  located,  a 
sleeve  or  hollow  cylinder,  somewhat  larger  in  its  inside  diameter  than 
the  inside  of  the  hub  and  long  enough  to  correspond  with  the  length 
of  travel  of  the  die-carrier  in  its  operation.    The  inside  of  the  die  car- 
rying ring  ^^fits  snugly,  but  so  as  to  slide  freely"  on  the  outside  of  this 
sleeve.    In  operation,  the  pipe  to  be  threaded  is  inserted  through  the 
hnb  and  through  the  ring  until  it  comes  to  the  dies,  the  ring  containing 
which  has  been  carried  back  to  the  rear  of  its  room.    The  pipe  is 
gripped  by  the  set-screws  or  other  like  device  in  the  hub.     On  turning 
the  handle  of  the  elongated  pinion  the  die-carrier  is  revolved,  and  is 
also  drawn  forward  upon  the  pipe  by  the  screw  on  its  periphery  lead- 
ing upon  the  screw  inside  the  casing.     In  this  way  the  dies  are  made  to 
engage  the  pipe,  and  the  operation  is  prolonged  until  a  sufficient  length 
of  the  pipe  is  threaded.    The  pitch  of  the  thread  cut  will  of  course  cor- 
respond with  the  pitch  of  the  thread  on  the  die-carrier.    The  patentee 
suggests,  as  a  modification  of  this  construction,  the  omission  of  the 
threading  on  the  inside  of  the  casing  and  the  screw-thread  on  the  edge 
of  the  teeth  at  the  periphery  of  the  die-carrying  ring,  and  accomplish- 
ing their  purpose  by  threading  the  outside  of  the  sleeve  projected  into 
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the  casing  and  making  a  corresponding  thread  upon  that  part  of  the 
die  carrying  ring  which  in  the  first  construction  slides  upon  the  sleeve. 
He  states  that  the  object  of  his  invention  is  to  make  a  die-stock  which 
can  be  used  to  advantage  and  with  facility  in  cutting  screw-threads 
on  pipes  of  large  diameter.  The  advantages  which  he  mentions  as 
peculiar  to  his  invention  are  that  his — 

improved  die-stock  is  weU  adapted  to  tbe  threadiug  of  large  pipes,  such  as  are  nsed 
ior  oil-wells^  owing  to  tlie  facility  with  which  the  die-carryiug  ring  can  be  rotated 
by  turning  the  elongated  pinion, 

and  that  it  does  away  with — 

»nj  necessity  for  gripping  the  pipe  in  a  vise  or  other  retaining  device,  for  the  thread- 
ing of  the  pipe  may  be  accomplished  while  it  is  simply  resting  on  any  support  which 
may  be  at  hand. 

In  the  Heap  patent,  No.  153,770,  dated  August  1, 1S74,  in  which  the 
invention  was  described  as  being  of  an  improved  machine  for  thread- 
ing tubes  and  bolts,  there  was  a  framing  A,  which  supported  tbe  die- 
carrying  ring  (called  a  "cutter-head")  and  its  shaft,  w'hich  were  inte- 
gral, in  a  journal,  which,  as  illustrated,  was  somewhat  larger  than  the 
object  to  be  threaded,  but  considerably  smaller  than  the  die-head.  The 
die  carrier  had  teeth  on  its  periphery  and  was  actuated  by  an  elongated 
pinion  running  parallel  with  the  movement  of  the  die-carrier  and 
lengthwise,  along  which  the  die-carrier  moved  when  in  operation. 
There  was  also  supported  by  the  frame  a  vise  which  held  the  object 
to  be  threaded  in  line  with  the  axis  of  the  die-head  and  shaft.  The 
general  method  of  operation  was  the  same  as  that  of  the  Forbes 
machine,  as  above  described,  and  the  construction  contained  all  the 
elements  of  the  latter,  except  that  it  had  no  casing  surrounding  the 
die-carrying  ring  and  shaft  other  than  the  box  or  cylindrical  portion  of 
the  frame  in  which  the  shaft  revolved.  The  Roberts  patent  was  simi- 
lar in  most  respects  to  that  of  the  Heap,  but  as  the  comparisons  made 
by  the  court  in  its  opinion  are  with  the  Heap  machine  it  is  not  deemed 
necessary  to  describe  that  of  Roberts. 

The  appellant  uses  a  machine  patented  by  himself  January  11, 1887, 
as  shown  by  Letters  Patent  No.  355,737,  with  a  modification  thereof 
involving  the  form  of  the  pinion.  This  machine  has  a  casing  surround- 
ing the  working  parts.  The  pinion  differs  from  the  elongated  pinion 
of  the  Forbes  patent.  In  the  Wells  patent  there  is  instead  a  small 
worm-gear  placed  transversely  across  the  end  of  the  casing,  and  this 
actuates  a  ring  having  a  corresponding  gear  revolving  within  the  cas- 
ing. In  the  modification  which  he  uses  there  is,  instead,  a  short  pinion 
placed  parallel  to  the  axis  of  the  die-carrier,  revolving  into  the  teeth 
on  the  ring  last  mentioned.  This  ring  carries  teeth  on  only  a  portion 
of  its  length,  the  other  portion  fitting  smoothly  to  the  inside  of  the 
casing.  The  ring  is  stationary  as  respects  longitudinal  motion,  but 
revolves  freely  within  the  casing,  and  is  much  shorter  than  the  member 
called  the  "die-carrying  ring''  in  the  Forbes  patent.  On  the  inside  of 
the  ring  and  running  lengthwise  of  it  are  short  tongues  or  splines. 
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which  fit  into  grooves  ruuniDg  lengthwise  of  the  surface  of  the  die- 
carrier.  The  die-carrier  has  a  hollow  shaft  leading  upon  a  sleeve  by 
screw-threads  on  each  in  much  the  same  manner  as  in  the  modified 
form  of  the  Forbes  ])atent,  as  above  described.  Thus  when  rotary 
motion  is  communicated  to  the  die-carrier  by  the  splines  on  the  inside 
of  the  ring  its  shaft' is  screwed  upon  the  sleeve,  and  the  die  carrier 
slides  lengthwise  on  the  splines  of  the  ring,  engages  the  object  to  be 
threaded,  and  performs  the  operation.  There  is  a  vise  to  hold  the  pipe^ 
as  in  the  other  machines. 

The  Forbes  ratchet- wrench.  Patent  No.  277,256:  This  puri>orts  to  be 
an  invention  for  the  improvement  of  ratchet- wrenches,  the  object  being, 
as  stated  by  the  patentee,  to  construct  a  cheap  and  comi)act  reversible 
wrench  which  can  be  readily  changed  from  a  right  to  a  left  handed 
wrench.  It  consists  of  a  combination,  in  a  casing,  of  a  ratchet-wheel 
having  an  opening  in  its  center  to  receive  and  engage  the  head  of  the 
thing  to  be  turned  and  a  reversible  pawl  beveled  on  the  rear  edge,  of 

m 

such  width  relatively  to  the  distance  between  the  teeth  of  the  wheel  as 
that  it  is  guided  thereby  and  prevented  from  accidental  reversal  and 
held  down  into  the  teeth  of  the  wheel  by  a  spiral  spring  surrounding 
its  stem,  together  with  a  cap  through  which  the  stem  projects  and  offers 
a  thumb-piece,  by  which  the  pawl  can  be  drawn  up  against  the  spring 
out  of  engagement  with  the  wheel  and  reversed.  The  casing  has  sock- 
ets at  each  end  for  the  reception  of  the  handles  by  which  the  wrench  is 
turned.  The  result  is  a  wrench  which  can  be  turned  continurnisly 
either  way  without  removing  it  from  the  thing  which  is  turned  thereby. 
The  court  below  sustained  both  of  the  Forbes  patents  and  entered  a 
decree  for  the  complainants. 

Before  Lurton,  Barr,  and  Severens,  Judges. 

Severbns,  District  Judge,  having  stated  the  case  as  above,  delivered 
the  opinion  of  the  Court. 

The  advantage  claimed  for  the  Forbes  patent  is  that  the  cylindrical 
casing  performs  the  function  in  the  combination  of  furnishing  a  bear- 
ing for  the  die-carrying  ring,  and  thereby  more  rigidly  holding  the  die 
ring  to  a  right  line  in  its  forward  movement  upon  the  material  on  which 
it  operates.    It  is  claimed  that  this  was  a  weak  point  in  former  machines. 
It  is  material  to  observe  that  the  invention  claimed  is  not  of  the  specific 
device  in  providing  the  casing  as  a  bearing  for  the  ring,  but  is  of  the 
combination  of  certain  described  elements,  of  which  that  is  one.    This 
amounts  to  a  disclaimer  of  anything  new  in  that  element,  so  far  as  this 
patent  is  concerned,  whatever  might  be  its  value  as  the  ground  of  an 
independent  application.    That  feature  must  therefore  be  treated  as 
old.     {The  Corn-Planter  Patent,  6  O.  G.,  392;  23  Wall.,  181,  224;  Miller 
V.  Brass  Co.,  G.  D.,  1882,  49;  21  O.  G.,  201;  104  U.  S.,  350;  Eoicell  v. 
LhuUay,  O.  D.,  1885,  210;  31  O.  G.,  120;  113  U.  S.,  97;  5  Sup.  Ct.,  507.) 

But^  indeed,  it  is  well  known  that  it  was  a  familiar  device  in  machines. 
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It  existed  in  the  cylinder  of  the  steam-engine,  in  the  cylindrical  guide 
for  the  cross-head,  in  the  pump,  and  in  the  tubular  guides  for  drills 
moviug  directly  or  spirally  through  them.    There  had  previously  existed 
devices  for  accomplishing  the  same  results  as  those  contemplated  by 
Forbes  by  similar  methods. .  In  the  Heap  machine  was  a  clamp  or  vise* 
to  hold  the  object  to  be  threaded,  a  die-carrying  ring  having  a  shaft 
integral  with  it,  the  latter  carrying  a  screw-thread  which  cocjperated 
with  a  corresponding  thread  in  the  casing  attached  to  the  frame,  to 
actuate  the  die  in  its  forward  movement  when  cutting  the  thread,  and 
an  elongated  pinion  working  into  cogs  on  the  periphery  of  the  die- 
carrying  ring  during  every  part  of  the  travel  of  the  ring  in  performing 
the  work  of  threading.    The  casing  in  which  the  shaft  of  the  ring 
turned  was  sufficient,  to  some  extent  at  least,  to  hold  the  die-carrying 
ring  in  alinement  with  the  object  to  be  threaded  and  resist  any  lateral 
thrust  oi^  twist  of  the  parts  from  their  alinement  during  the  operation. 
The  Heap  machine  included  all  the  elements  of  the  Forbes  combination, 
unless  it  be  that  the  casing  in  the  latter  performed  a  new  function. 

Much  is  said  in  the  testimony  and  in  the  briefs  of  the  casing  as 
circumferentially  joumaling  the  die-ring,  and  thus  contributing  an 
additional  function  to  the  combination.  But  it  is  difficult  to  find  any 
indication  in  the  claim,  as  explained  by  the  specifications,  of  the  dis- 
covery of  anything  new  or  peculiar  in  that  direction,  or  that  the  pat 
entee  intended  the  casing  to  perform  any  such  function.  And  while  it 
is  true  that  the  patentee  is  not  required  to  point  out  and  describe  in 
express  language  what  h*e  has  invented  that  is  new,  or  the  principle  of 
his  invention,  and  that  it  is  sufficient  if  they  can  be  gathered  by  impli- 
cation from  what  is  set  forth,  yet  the  implication  ought  to  be  clear,  so 
that  it  may  not  be  left  in  obscurity  and  doubt  whether  the  patentee 
has  in  reality  invented  and  produced  something  new.  If  nothing 
appears,  either  by  express  declaration  or  reasonably  clear  imx)lication, 
to  show  that  the  patentee  has  made  some  new  and  valuable  discovery, 
has  thrown  a  light  into  a  place  which  before  was  dark,  and  illuminated 
what  was  inert,  there  is  nothing  in  the  patent  law  to  give  him  any 
standing.    (1  Rob.  on  Pats.,  sec.  79.) 

In  his  specifications  Forbes  says  nothing  of  journaling  his  die-carry- 
ing ring  by  the  casing,  which  seems  singular  if  he  had  such  an  idea  in 
his  mind,  for  confessedly  it  was  the  only  new  thing  in  his  invention,  as 
he  now  claims  it.  Such  a  circumstance  was  noticed  and  commented 
on  in  Union  Edge  Setter  Co.  v.  Keith,  (C.  D.,  1891,  340;  55  O.  G.,  285; 
139  U.  S.,  630,  539;  11  Sup.  Ct.,  621,)  where  counsel  for  the  plaintiff 
endeavored  by  argument  to  prove  that  their  combination  performed  a 
function  not  set  forth  in  the  patent.  In  Ball  and  Socket  Fastener  Co. 
V. Kraetzer  (C.  D.,  1893, 64G;  65  O.  G.,  1591 ;  150  U.  S.,  Ill;  14  Sup.  Ot., 
48)  the  suit  was  for  the  infringement  of  a  patent  for  the  socket  member 
of  a  ball-and-socket  glovefastener.  The  patent  was  for  a  combination, 
the  elensents  of  which  were  described.    The  plaintiff's  counsel  con- 
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tended  that  there  was  a  pecaliar  advantage  in  the  means  specified  by 
him  not  mentioned  in  the  patent.  As  to  this,  it  was  said  (O.  D.  1893, 
650;  150  U.  8.,  116,  and  14  Sup.  Ct.,  48): 

If  this  feature  be  au  advantage,  as  uow  claimed,  it  is  strange  that  no  aUnsioo  is 
made  to  it  in  the  specifications. 

Then,  after  pointing  out  that  the  patentee  had  stated  what  his  pur 
pose  was  and  the  advantage  in  making  the  structure  in  that  form,  the 
opinion  of  the  Court  goes  on  to  say: 

This  would  indicate  that  the  advantage  uow  claimed  of  a  tighter  compression  of 
the  leather  was  not  originally  within  the  contemplation  of  the  patentee,  but  is  an 
aftei'thought ; 

and  that  feature  was  laid  out  of  the  further  consideration  of  the  case. 
In  speaking  of  the  advantages  claimed  for  his  improved  die-stock,  he 
says  it —  *  ^ 

is  well  adapted  to  the  threadiug  of  large  pipes,  such  as  are  used  for  oil-wells,  owing 
to  the  facility  with  which  the  die-carrying  ring  can  be  rotated  by  turning  the  elon- 
gated pinion. 

And  again  he  says : 

AnothtT  advantage  is  the  operation  of  my  improved  die-stock  without  gripping 
the  pipe  in  a  vise  or  other  retaining  device,  for  the  threading  of  the  pipe  maybe 
accomplished  while  it  is  simply  resting  on  any  support  which  may  be  at  hand. 

If  the  idea  of  furnishing  a  circumferential  journal  to  the  die-carrying 
ring  was  not  present  to  his  mind,  but  is  an  afterthought  perceived  from 
subsequent  experience  or  scientific  inspection  jind  analysis,  it  is  obvious 
that  there  was  no  invention  in  thus  by  accident,  as  it  were,  supplying 
the  means  of  a  function  not  contemplated.  The  most  significant  indi- 
cation that  the  idea  now  attributed  to  the  patentee  was  present  in  bis 
mind  is  the  fact  that  in  his  specifications  he  describes  the  die-carrying 
ring  as  having  a  thread  upon  its  perii^hery  cooperating  with  a  screw- 
thread  on  the  inside  of  the  casing,  and  the  drawings  also  show  the  nec- 
essary contact  between  the  two  members  for  that  purpose.  But  in 
another  part  of  his  specifications,  suggesting  a  modification  thereof, 
he  entirely  dispenses  with  this  feature  of  his  combination,  and  trans 
fers  it  to  the  inside  of  the  ring  and  the  outside  of  the  sleeve  projected 
from  the  casing;  thus  showing  that  the  bringing  of  the  ring  ami 
casing  in  contact  was  useful  in  one  only  of  the  forms  suggested,  and 
therefore  not  an  essential  feature.  {Biisell  Trimmer  Co.  v.  Sterens, 
C.  D.,  1890,  586;  53  ().  G.,  2014;  137  IJ.  S.,  423,  435;  11  Sup.  Ct.,  15<».) 

And,  inasmuch  as  in  both  forms  there  must  be  dose  contact  between 
the  sleeve  and  the  part  of  the  ring  operating  aa  a  shaft  in  order  to 
answer  the  specifications,  it  seems  (juite  as  probable,  to  say  the  kast, 
that  the  patentee  intended  the  journaling  to  be  there  as  that  he 
intended  it  to  be  upon  the  casing.  It  may  be  that  he  had  it  in  mind 
that  the  adoption  of  a  cylindrical  form  would  give  the  frame  more 
strength,  as  compared  with  its  weight,  in  order  to  meet  what  he  says 
was  the  object  and  an  advantage  of  his  invention — namely,  a  machine 
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for  threading  large  pipes,  and  capable  of  being  used  where  any  sup- 
port was  at  hand,  apparently  contemplating  a  use  out  of  the  shop  and 
where  it  would  be  carried  about.  However,  this  is  conjecture  merely, 
and  is  not  what  is  claimed  for  it.  But,  assuming  this  function  to  have 
been  contemplated,  it  seems  difficult  to  hold  that,  in  view  of  the  prior* 
iuveutions  and  constructions  in  this  art,  there  was  any  such  invention 
in  the  provision  of  this  casing  as  a  bearing  for  the  die-carrying  ring 
and  its  shaft  (for  that  is  what  the  prolongation  of  the  ring  really  is)  as 
to  be  worthy  to  be  put  upon  the  plane  of  new  and  valuable  discoveries, 
recognized  by  the  patent  law.  It  is  sufficient  to  compare  it  with  the 
Heap  patent,  already  mentioned,  to  show  in  what  Forbes' improvement 
consisted.  A  machine  constructed  upon  that  patent  i>osse8sed  every 
element  of  the  Forbes  patent,  unless  it  be  the  casing  journaling  the 
die-carrying  ring. 

It  is  not  shown  that  any  difficulty  existed  in  the  die-carrying  ring 
and  shaft  in  the  Heap  machine,  owing  to  the  inefficiency  of  the  pro- 
vision therein  for  counteracting  or  resisting  the  effect  of  lateral  rack 
or  torsion  incidental  to  its  work,  and  from  an  inspection  of  the  model 
shown  us  we  see  nothing,  having  regard  to  the  nature  of  the  work  it  is 
designed  for,  which  indicates  with  probability  that  such  inefficiency 
did  in  fact  exist.  But,  if  any  defect  of  that  kind  existed,  it  would 
seem  that  any  skilled  mechanic  trained  in  the  art  of  such  mechanism 
ought  promptly  to  have  seen  the  manifest  ways  for  providing  a  remedy; 
that  is,  by  making  the  shaft  longer,  by  making  it  larger,  oi*  providing 
a  rest  or  bearing  for  the  other  end  of  the  shaft  or  of  the  integral 
member  of  which  it  formed  a  part,  and,  if  a  bearing,  that  it  should  be 
circumferential,  in  order  to  meet  the  indicated  requirements.  It  is 
elementary  in  the  law  upon  this  subject  that  this  is  not  invention.  He 
simply  enlarged  the  shaft,  which,  of  course,  enlarged  the  "casing^'  or 
^'bearing,"  by  whatever  name  called,  and  lengthened  the  casing  so  as 
to  take  in  the  whole,  instead  of  a  part,  of  the  shaft  member.  That 
which  in  the  patent  is  called  a  "die-carrying  ring"  is  that,  and  no 
more.  At  one  end  is  the  ring,  which  occupies  a  part  only  of  its  length. 
The  other  part  is  essentially  a  shaft,  and  performs  the  same  office  as 
the  shaft  in  the  earlier  patents.  This  was  merely  an  enlargement  and 
extension  of  the  means  already  provided  for  accomplishing  the  same 
functions.  It  matters  not  that  the  means  might  have  been  so  feeble  or 
inade(inate  as  to  only  imperfectly  perform  their  duty;  the  mere  exten- 
sion of  those  means  in  size  or  number,  or  change  of  form,  would  not,  in 
tlie  absence  of  special  circumstances,  make  the  improvement  produced 
thereby  patentable. 

It  is  a  mere  difl'ereuce  in  dt'gree;  a  currying  forward  of  an  old  iilea;  a  result  per- 
h.'ipH  more  perfect  than  had  heretofore  heen  attained,  but  not  rising  to  the  dignity 
of  invention — 

to  use  the  language  of  Mr.  Justice  Brown  in    Wright  v.  Ynenglingy 
C.  T).,  1894,  560;  G9  O.  G.,  639;  155  U.  S.,  47;  15  Sup.  Ct.,  1. 
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To  apply  another  test:  Suppose  the  Heap  patent  had  succeeded  that 
of  Forbes,  and  the  question  were  whether  a  machine  constructed  under 
it  infringed  the  latter.    The  other  elements  bein^  present,  the  coDtro- 
versy  would  turn  upon  the  inquiry  whether  the  stripping  away  of  the 
cylindrical  bearing  from  the  head  of  the  die-ring  member  of  the  com 
bination,  while  retaining  it  upon  the  shaft  which  is  part  of  that 
member,  relieved  it  from  the  charge  of  infringement.    We  do  not 
doubt  that  the  plaintiff  in  such  a  controversy  would  urge  that  such  a 
difference  was  an  evasion;  that  what  the  defendant  had  done  was 
merely  to  weaken  and  cut  down  the  bearing  of  the  die-carrying  member, 
leaving  it  efficient  enough  for  light  work,  but  still  operating  in  the 
combination  to  perform  the  same  function  as  the  cylindrical  bearing  iu 
the  Forbes  patent  extended  along  the  whole  of  that  member;  and  it 
would  seem  to  us  that  such  a  contention  would  rest  on  stronger  reasons 
than  those  which  are  here  urged  to  support  the  identity  of  the  other 
members  of  the  combination,  upon  the  question  of  infringement,  here- 
after to  be  considered.     If  the  charge  of  infringement  could  be  sus- 
tained in  the  case  we  have  supposed,  it  shows  that  the  Heap  machine 
was  an  anticipation  of  the  Forbes  patent.     (Peters  v.  Manufaciur' 
ing  Co.,  C.  D.,  1889,  473;  47  O.  G.,  1072;  129  U.  S.,  530;  9  Sup.  Ct, 
389;  Knapp  v.  Moras,  C.  D.,  1893,  651;  65  O.  G.,  1593;  loO  U.  S.,  221: 
14  Sup.  Ct.,  81;   Miller  v.  Manufacturing   Co.,  C.  D.,  1894,  147:  Oi) 
O.  G.,  845;  151  U.  S.,  186;   14  Sup.  Ct.,  310.)     For  these  reasons  it 
seems  to  us  doubtful  whether  the  Forbes  die-stock  patent  can  be 
sustained. 

But,  if  the  patent  is  sustainable,  we  should  think  the  Wells  machine 
is  not  an  infringement  of  it.    It  is  obvious  that  the  former  would  stand 
on  narrow  grounds,  and  involve  the  specific  devices  which  make  up 
the  elements  of  the  combination.    It  is  contended  that  Forbes'  was  a 
primary  invention.    But  it  follows  from  what  we  have  said  that  we  are 
of  opinion  that  there  is  no  ground  for  any  such  contention.     The  pro- 
fessed object  of  the  patentee  was  to  make  an  improvement  on  existing 
machines  employed  for  the  same  purpose,  and  the  only  advance  upon 
existing  machines  was,  at  most,  adding  an  element  of  doubtful  original- 
ity.   In  view  of  prior  inventions  in  this  kind  of  mechanism,  Forbes 
cannot  be  deemed  ''  a  pioneer  in  the  art,"  and  therefore  cannot  invoke 
the  doctrine  of  equivalents,   as  the  courts  apply  that  doctrine  to 
primary  inventions,  so  as  to  include  all  forms  of  devices  which  operate 
to  perform  the  same  .functions  or  accomplish  the  same  result.    (Miller 
V.  Manufacturing  Co.,  C.  D.,  1894,  147;  GG  O.  G.,  845;  151  U.  S.,  186, 
207;  14  Sup.  Ct.,  310.) 

The  small  pinion  of  the  Forbes  patent,  elongated  to  mesh  with  the 
teeth  on  the  periphery  of  the  die-carrying  ring  throughout  its  travel, 
is  not  found  in  the  Wells  machine,  and  it  is  clear  that  neither  the  worm- 
gear  nor  the  small  pinion  which  has  been  added  to  the  Wells  machine 
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to  actaate  the  stationary  ring  (having  reference  to  the  longitudinal 
movement  of  the  latter)  can  be  regarded  as  its  eqaivalent  within  the 
rule  applicable  to  patents  not  representing  primary  inventions.    Hav- 
ing described  the  elongated  pinion  and  claimed  it  according  to  the 
description  as  au  element  in  his  combination,  neither  he  nor  his  assignee 
can  now  claim  that  the  description  is  immaterial,  and  that  any  kind  of 
pinion  is  embraced  in  his  claim,  ( Wrigh  t  v.  Yueiiglingy  C.  D.,  1894, 5G0 ;  69 
0.  G.,  639;  155  U.  S.,  47;   15  Sup.  Ct.,  1,)  although^  as  was  said  in 
respect  to  a  similar  contention  in  that  case,  it  might  be  different  if  the 
patent  had  been  a  primary  one.    This  the  appellees  substantially 
admit;  but  they  claim  that  the  small  pinion  and  the  grooves  in  the 
periphery  of  the  die-ring,  which  provide  for  movement  on  the  line  of 
its  axis  in  the  Wells  machine,  make  up  an  eqaivalent  for  the  elongated 
pinion  in  the  Forbes  patent.    The  facts  compel  the  appellees  to  take 
that  iK)sition.    It  is  obvious,  however,  that  it  cannot  be  maintained. 
The  respective  elements  do  not  operate  in  the  two  machines  in  the  same 
vay.    To  admit  the  equivalency  of  the  single  device  in  the  one  element 
in  one  machine  with  the  compound  device  found  partly  in  one  element 
and  partly  in  another  of  the  other  machine  would  be  to  extend  the  doc- 
trine beyond  its  recognized  limits  in  this  class  of  inventions.    But  there 
is  also  a  marked  difference  in  the  construction  and  operation  of  the  die- 
carrying  rings.    In  the  Wells  machine  the  ring  which  is  actuated  in  its 
rotary  movement  by  the  teeth  of  the  pinion  remains  fixed  at  one  sta- 
tion, and  does  not  advance  during  the  operation.    The  die-carrying 
ring  Ls  located  within  it,  and  slides  on  the  tongues  of  the  outer  ring, 
forward  to  the  work.    The  tooth-gear,  as  before  remarked,  does  not 
advance  with  it.    It  is  true  that  the  die-carrying  ring  is  actuated  by 
the  outer  one,  but  so  is  every  part  of  the  machine  by  the  initial  force. 
The  most  that  can  be  said  is  that  the  die-carrier  and  its  attachments  in 
the  Wells  machine  are  similar  in  some  respects,  but  not  in  all,  to  that 
in  the  Forbes  patent.    But  it  is  not  the  ring  described  in  the  latter,  and 
operates  in  a  different  way. 

In  the  case  of  Wright  v.  Yuengling,  above  cited,  the  patent  on  which 
the  bill  was  founded  was  for  an  improvement  in  frames  for  steam- 
engines,  and  one  of  the  claims  was  for  the  combination  of  a  steam- 
cylinder  head,  a  guiding-cylinder  for  the  cross-head,  and  a  semicircular 
connecting-piece  between  the  first  two  elements.  The  connecting-piece 
▼as  open  at  the  top  like  a  trough,  and  afforded  access  to  the  stuffing- 
box  of  the  cylinder.  The  defendant's  device  contained  the  first  two 
elements,  but  his  connecting-piece  consisted  of  a  prolongation  of  the 
guiding-cylinder,  oval  openings  being  provided  in  the  sides  of  the  pro- 
longated part.  It  was  contended  that  this  prolongation  of  the  guiding- 
Q'linder  was  an  equivalent  of  the  connecting-piece  of  the  first  patent. 
fint  it  was  held  that  while  the  defendant's  construction  afforded  a 
&cility  of  access  to  the  working  parts,  not,  however,  equal  with  that 
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of  the  complaiuant'B,  yet  that  the  latter,  having  made  his  connecting- 
piece  as  described  by  him  an  essential  element  of  his  combination,  was 
not  at  liberty  to  say  that  a  device  which  dispensed  with  it  was  an 
infringement,  even  if  it  accomplished  the  same  purpose  in  an  equally 
effective  manner;  and  this  was  so  held,  notwithstanding  that  in  place 
of  the  dispensed  connecting  piece  there  was  substituted  the  prolonga- 
tion of  the  guiding-cylinder.    In  the  case  of  Ball  and  Socket  Fastener 
Co.  V.  Kraetzer^  (C.  D.,  1893,  646 ;  65  O.  G.,  1591 ;  150  U.  S.,  Ill ;  14  Sup. 
Ct.,  48,)  above  cited,  one  of  the  combination  claims  included  as  an  ele 
ment  a  socket  having  an  elastic  mouth  which  received  the  knob  of  the 
other  part  of  the  fastening  and  held  it.     The  defendant's  structure, 
which  it  was  claimed  infringed  it,  consisted  of  a  socket  which  per 
formed  the  same  function  of  receiving  and  holding  the  knob;  but 
instead  of  having  its  mouth  elastic  had  a  split  ring  located  in  a  circu- 
lar cavity  just  within  the  lips  of  the  socket,  which  ring,  being  elastic, 
received  and  held  the  knob,  but  was  itself  supported  and  held  in  place 
by  the  circular  cavity  built  in  the  mouth  of  the  socket.    But  it  was 
held  that  this  was  a  different  construction  from  that  of  the  one  first 
mentioned,  operating  in  a  different  manner,  and  so  was  not  an  infriuge 
ment.    On  such  a  question  and  in  similar  circumstances  it  was  said 
by  Judge  Acheson  in  Johnson  Co.  v.  Steel  Works,  (50  Fed.  Rep.,  90, 
95:) 

The  scope  of  the  claim  must,  ou  well  settled  principles,  be  limited  to  the  specific 
forms  of  construction  shown  and  described  by  the  patentee. 

And  since  all  the  elements  are  treated  as  old,  it  matters  not  in  which 
one  of  them  the  variation  exists,  if  the  difference  is  not  merely  colora- 
ble, which,  as  we  have  shown,  is  not  the  case  here.  Indeed,  we  think 
there,  is  quite  as  much  difference  between  the  defendant's  machine,  in 
either  form,  and  that  of  Forbes,  as  there  is  between  the  latter  and  pre- 
vious constructions,  and  quite  as  much  of  an  approach  toward  what 
might  be  called  "invention." 

,  This  is  not  the  case  of  an  integral  thing  made  in  parts,  and  then 
combined  so  as  to  constitute  but  one  integer,  operating  in  the  same 
way  as  if  constructed  as  a  unit.    In  this  connection  it  is  necessary  to 
observe  the  wide  distinction  which  prevails  between  inventions  of  spe 
cific  devices  and  inventions  of  combinations.    In  the  former  a  much 
wider  range  of  equivalents  is  recognized.    In  the  latter  the  range  is 
limited,  and  an  element  is  not  an  equivalent  unless  it  is  substantially 
the  same  thing  as  the  patentee  has  described,  operating  in  the  same 
way.    1  Hob.  on  Pats.,  sec.  254,  and  cases  there  cited.    We  do  not  say 
what  the  result  might  be  if  the  patentee  makes  his  description  of  the 
elements  of  his  combination  broad  enough  to  include  in  each  or  any  of 
them  any  kind  of  mechanism  adapted  to  produce  the  same  result  as  a 
step  in  the  operation.    In  Phoenix  Coaster  Co.  v.  Spiegel,  (0.  D.,  1890, 266; 
50  O.  G.,  1591;  133  U.  S.  360,  368;  10  Sup.  Ct.,  409,)  it  was  said  by 
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Mr.  Justice  Blatchford  of  the  Martin  combiaatioa  patent  for  furniture 

casters: 

In  ?iew  of  the  state  of  the  art,  as  shown  hy  the  various  patents  put  in  evidence, 
the  words,  ''the  rocker-formed  collar  bearing,  or  its  mechanical  equivalent/'  in  the 
claim  of  the  Martin  patent,  cannot  embrace  all  modes  of  affording  vertical  support 
between  the  floor-wheel  housing  and  the  furniture-plate,  whereby  lateral  oscillation 
of  snch  housing  is  permitted;  and  those  words  must  be  restricted  to  such  a  bearing 
resting  on  a  collar  beneath  the  floor- wheel  housing,  as  is  shown  in  the  Martin  patent. 

Bat  such  a  question  is  not  before  us,  and  we  take  the  claim  as  we 
find  it. 

The  ratchet- wrench  patent,  No.  277,256:   The  answer  denies  that 

Forbes  was  the  original  inventor  of  his  alleged   improvements  in 

rat<;liet-wrenches,  and  sets  out  that  they  were  anticipated  by  the  Gates 

patent.  No.  198,291,  of  five  years'  earlier  date.    In  the  course  of  intro- 

daciog  testimony  the  defendant  introduced  a  patent  to  one  Gallagher, 

Xo.  137,432,  dated  April  1,  1873,  against  the  complainants'  objectiou 

that  it  was  not  pleaded  by  the  answer;  but  as  the  Gates  patent  included 

substantially  the  features  of  the  Gallagher  patent  which  are  relevant 

here,  it  is  not  material  to  consider  the  latter.    The  state  of  the  art  was 

such  at  the  date  of  Forbes'  invention  that,  as  shown  by  his  exi)ert,  Mr. 

Smith,  his  claim  must  bo  narrowed  so  as  to  cover  only  the  feature  of  a 

pawl  constructed  of  such  width  relatively  to  the  distance  between  the 

cogs  of  the  ratchet-wheel  that  it  cannot  be  turned  without  being  first 

withdrawn  from  engagement  with  the  wheel.     In  the  Gates  patent 

there  was  a  reversible  pawl  beveled  on  the  rear  of  its  edge  used  for  the 

8ame  purpose,  which,  like  the  pawl  in  the  Forbes  patent,  trailed  back 

over  the  teeth  when  the  lever  was  reversed  to  take  a  new  hold,  but  the 

expert  says  it  was  free  to  turn  without  disengagement  from  the  wheel, 

and  he  testifies  that — 

the  advantage  of  the  Forbes  construction  is  that  there  can  be  no  accidental  reversal 
of  the  pawl,  and  this  is  not  true  of  Gate8\ 

And  the  sum  of  the  matter  is  that,  if  the  supposed  improvement  was 
required  in  consequence  of  the  defect  suggested,  it  consists  of  widening 
the  pawl  so  that  its  heel  will  rest  upon  the  tooth  behind  it,  and,  as  the 
tooth  is  straight  across  the  periphery  of  the  wheel,  the  pawl  would  be 
prevented  from  turning.  This  was  a  mere  change  in  the  form  of  a  part 
of  the  combination  adopted  for  the  purpose  of  correcting  its  occasion- 
ally defective  action — a  modification  so  obvious  to  a  person  skilled  in 
Uiat  subject  as  not  to  have  required  anything  more  than  the  ingenuity 
which  such  a  person  might  be  expected  to  possess.  We  think  it  would 
be  a  misnomer  to  call  this  *' invention,"  and  that  the  patent  therefor 
eanuot  be  sustained. 

For  the  reasons  stated  we  are  of  opinion  that  the  decree  of  the  court 
below  should  be  reversed,  and  the  case  remanded,  with  directions  to 
ilismiss  the  bill. 
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[U.  S.  Circuit  Coart  of  Appeals— Fourth  Circuit.] 

Dashiell  v.  Grosvenor  et  ah 

Decided  February  5,  1895, 
74  O.  G.,  500. 

1.  Patents  fok  Inventions— -Right  of  Government  to  Use  Patented  Di 

The  couseut  of  the  owner  of  a  patented  device  is  not  positively  necess 
order  to  enable  the  United  States  to  use  the  invention  described  in  the  I 
Patent,  particularly  in  cases  where  it  relates  to  the  mode  of  construct 
implements  of  warfare  required  by  the  Government. 

2.  Same — Suit  to  Restrain  Infringbmknt. 

The  patentee  of  an  improvement  in  breech-loading  cannon  brought  suit  i 
an  officer  of  the  United  States  Navy  connected  with  the  Bureau  of  Or 
and  having  charge  of  the  manufacture  of  cannon  at  a  navy-yard  for  an  i 
infringement  of  his  patent,  praying  not  only  for  an  accounting  and  da 
but  for  an  injunction  restraining  defendant  and  all  persons  acting  un* 
authority  from  making  the  cannon  alleged  to  infringe  complainant's  ; 
Held  that  the  sait  was,  in  substance,  one  to  prevent  the  making  of 
loading  cannon  of  a  certain  character  at  the  navy-^ard,  and  that  public 
and  the  rights  of  the  Government  would  not  permit  such  a  suit  to  be  main 
(62  Fed.  Rep.,  584,  reversed.) 

3.  Equity— Bill  Charging  Fraud- Decree  on  other  Grounds. 

A  court  of  equity  will  not  grant  a  decree  on  another  ground  where 
charges  actual  fraud  as  the  ground  for  relief  and  the  fraud  is  not  prove 
J'ed.  Rep.,  584,  reversed.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  D 
of  Maryland. 

Mr.  S.  F.  rhillipSy  (of  Phillips  and  McKenney^)  special  ass 
United  States  attorney,  Mr.  William  JET.  Stayton  and  Mr.  F.  D.  1 
ney  for  the  appellant. 

Mr.  William  A.  Jenner  and  Mr.  William  G.  Wilson  for  the  app 

The  Court  stated  the  case  as  follows : 

This  is  an  appeal  from  a  decree  rendered  in  the  Circuit  Court  < 
United  States  for  the  District  of  Maryland  in  the  chancery  cai 
James  B.  M.  Grosvenor  and  others  against  Robert  B.  Dashic 
which  it  was  adjudged  that  Letters  Patent  No.  425,584,  grani 
Samuel  Seabury,  dated  April  15,  1890,  for  improvement  in  b 
loading  cannon,  are  valid,  and  that  the  same  have  been  infring 
Robert  B.  Dashiell;  also,  that  said  Seabury  and  his  assigns  r< 
from  said  defendant  certain  profits  and  damages  and  that  a  per 
injunction  be  issued.     (G2  Fed.  Rep.,  584.). 

It  is  claimed  in  the  bill,  which  was  filed  on  the  25th  of  July 
that  Seabury  was  the  inventor  and  patentee,  and  that  he  assigns 
tain  interests  in  the  Letters  Patent  to  his  cocomplainants,  wh 
him  then  owned  the  entire  right  and  title  to  the  invention;  tl 
defendant,  well  knowing  the  premises,  has  wrongfully,  unlawful! 
injuriously,  with  intent  to  derive  profits  therefrom  and  to  depriv 
plainants  of  the  royalties  to  which  they  were   entitled,  cons 
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combined,  and  confederated  with  William  M.  Folger  and  other  persons 
and  infringed  upon  the  rights  of  the  owners  of  said  patent  by  making 
aud  asing  and  causing  and  authorizing  others  to  make  and  use  a  large 
number  of  breech-loading  cannon  embodying  the  inventions  described 
and  claimed  in  and  secured  by  said  Letters  Patent  without  any  author- 
ity from  said  owners  so  to  do,  whereby  defendant  has  realized  large 
profits,  to  the  loss  and  injury  of  the  patentee  and  his  assignees;  that 
at  the  time  of  the  infringement  charged  the  defendant  was  an  officer 
of  the  United  States  Navy,  holding  the  rank  of  ensign,  and  was  con- 
nected with  the  Bureau  of  Ordnance  of  the  Navy  Department,  of 
which  Commodore  William  M.  Folger  was  then  and  still  is  in  charge, 
having  control  and  supervision  of  the  manufacture  thereat,  under  the 
direction  of  said  Bureau,  of  cannon  for  the  use  of  the  Navy  of  the 
United  States,  particularly  at  the  United  States  navy  yard  at  Wash- 
ington, in  the  District  of  Columbia;  that  shortly  after  said  Letters 
Patent  were  issued  to  Seabury  he  exhibited  a  model  of  the  invention, 
together  with  drawings  relating  to  the  same,  to  said  Commodore  Fol- 
ger at  his  of&ce  in  the  Navy  Department  at  Washington,  his  purpose 
being  to  procure  a  trial  of  the  device  mentioned,  and,  in  case  it  proved 
successful,  its  adoption  by  the  Navy  Department,  and  that  the  said  Fol- 
ger requested  him  to  furnish  his  said  Bureau  with  working  drawings 
by  which  the  Department'  would  be  able  to  construct  a  breech-loading 
cannon  embodying  such  invention,  which  Seabury  proceeded  to  do, 
and  delivered  the  same  to  Folger;  that  afterward  the  defendant,  mak- 
ing use  of  the  information  and  drawings  so  provided,  which  it  is 
charged  were  given  him  by  Folger  for  that  express  purpose,  undertook 
to  construct  and  devise  a  design  substantially  the  same  as  that  so 
invented  by  Seabury,  changing  the  form  of  certain  parts,  so  as  to  evade 
the  charge  of  infringement;  that  defendant,  in  pursuance  of  this  pur- 
pose, did  contrive  a  design  and  make  drawings  of  the  same,  which  he 
famished  to  Folger,  who  thereupon,  with  the  consent,  cooperation, 
and  aid  of  defendant,  proceeded  to  construct  and  make  trial  of  a  breech- 
loading  cannon  in  conformity  with  the  design  of  defendant,  embodying 
8abstantially  the  Seabury  invention,  with  immaterial  changes  in  the 
detail  thereof  purposely  designed  to  evade  the  charge  of  infringement 
and  intended  to  defraud  Seabury  and  his  assigns  of  their  rights  under 
the  said  Letters  Patent;  that  a  test  of  the  same  proving  successful,  by 
reason  of  the  great  merit  of  the  Seabuiy  invention  embodied  therein, 
a  large  number  of  breech-loading  cannon  were  constructed  at  siiiil 
Washington  navy-yard  according  to  such  design,  under  the  procure- 
ment of  the  defendant  and  with  his  consent,  as  the  pretended  inventor 
of  the  design,  as  well  as  in  pursuance  of  the  conspiracy,  combination, 
and  confederacy  of  said  Folger  with  the  defendant;  that  a  large  num- 
ber of  such  cannon  are  now  in  process  of  construction  at  said  navy- 
yard  under  such  consent  and  authority  and  in  pursuance  of  such 
conspiracy  and  confederacy;  that  such  infringement  was  conducted  by 
H.  Doc.  354 12 
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defendant  and  Folger  in  a  secret  manner  and  was  intentionally  kept 
from  the  knowledge  of  tbe  complainants  nntil  it  reached  snch  dimen- 
sions that  concealment  was  no  longer  possible;  that  such  acts  worked 
a  great  fraud  on  Seabary  and  his  assigns,  as  they  were  intended  to  do^ 
and  that  defendant  will  continue  to  make  and  use  and  cause  others  to 
make  and  use  breech-loading  cannon  under  the  invention  secured  by 
said  Letters  Patent,  and  thereby  cause  irreparable  injury  to  plaintiffs, 
unless  restrained  by  writ  of  injunction. 

The  prayer  of  the  bill  is  that  defendant  may  be  comi)elled  to  account 
for  and  pay  to  plaintiffs  the  income  and  profits  so  unlawfully  obtained, 
together  with  damages  and  costs,  and  that  he  be  perpetually  enjoined 
and  restrained,  as  also  his  clerks,  servants,  employes,  agents,  attorneys, 
and  all  persons  acting  under  his  authority,  from  making  and  using  or 
causing  to  be  made  and  used  breech-loading  cannon  embodying  tbe 
Seabnry  invention,  and  for  such  further  relief  as  may  in  the  premises 
be  just  and  proper. 

The  defendant  answered,  denying  all  the  charges  of  fraud,  and 
particularly  the  allegations  as  to  the  conspiracy  and  confederation 
with  the  Chief  of  the  Bureau  of  Ordnance  of  the  Navy  Department 
He  also  denied  that  Seabury  was  the  true,  original,  and  first  inventor 
of  the  improvement  set  forth  in  his  Letters  Patent.  The  answer  admits 
that  the  defendant  is  a  naval  officer  conn'ected  with  the  Bureau  of 
Ordnance  and  that  Commodore .  Folger  is  the  Chief  of  said  Bureau; 
that  the  defendant  has  been  under  the  orders  of  such  Chief  while  he 
was  engaged  in  the  manufacture  of  the  cannon  alluded  to  in  the  bill; 
that  in  December,  1889,  the  defendant  told  Folger  that  he  was  design- 
ing a  rapid-fire  gun,  and  that  he  completed  his  plans  and  drawings  for 
a  model  of  the  same  in  April,  1890  ;  that  in  September,  1890,  he  was 
placed  in  charge  of  the  "proving  grounds"  at  Indian  Head,  in  Mary- 
land, where  he  has  since  been,  but  that  he  has  had  nothing  to  do  witb 
the  manufacture  or  sale  of  the  cannon  alluded  to,  except  to  test  them 
as  to  structural  weakness,  facility  of  operation,  rapidity  and  precision 
of  fire,  and  their  efficiency  and  safety;  that  in  August,  1890,  he  exhib- 
ited a  model  of  his  invention  to  Commodore  Folger,  who  asked  him  to 
prepare  working  drawings  for  a  four-inch  rapid-fire  gun,  which  he  did, 
sending  them  to  the  Bureau  in  September,  1890  ;  that  breech-loading 
cannon  have  been  constructed  at  the  navy-yard  at  Washington 
embodying  an  invention  patented  to  him  on  the  9th  day  of  February, 
1892,  but  that  they  were  manufactured  under  the  orders,  supervision, 
and  authority  of  Commodore  Folger  and  the  officers  of  said  navy-yard. 
Other  matters  are  set  forth  in  the  answer,  but  will  not  be  referred  to, 
as  from  our  view  of  the  case  they  are  immaterial. 

A  great  number  of  witnesses  were  examined  relative  to  the  patents 
in  controversy,  to  the  state  of  the  art  to  which  they  belong,  and  to  the 
manufacturing  of  breech-loading  cannon  at  the  Washington  navy  yard, 
the  contract  relating  to  the  use  of  defendant's  invention,  and  tbe 
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royaity  to  be  paid  him  by  the  Navy  Department  for  the  right  to  use  the 
same. 

The  ease  came  on  to  be  heard,  and  on  the  19th  day  of  July,  1894,  a 
decree  was  entered  in  the  court  below  (62  Fed.  Kep.,  5S4)  adjudging  the 
Seabury  patent  to  be  valid  in  law ;  that  the  defendant  had  infringed 
npon  the  same;  that  complainants  recover  of  him  the  x>rofits  made  by 
bimon  account  of  such  infringement;  that  an  account  be  stated  show- 
ing the  number  of  breech-loading  cannon  made  and  caused  by  defend- 
ant to  be  made  embodying  the  invention  described  in'the  Seabury  patent 
and  the  gains  and  profits  defendant  had  received  from  his  infringement 
of  the  same,  together  with  the  damages  complainants  have  sustained 
thereby,  and  thata  perpetual  injunction  be  issued  against  the  defendant 
restraining  him,  his  agents,  clerks,  servants,  and  all  persons  claiming 
or  holding  under  him  from  making,  using,  or  selling,  or  in  any  manner 
disposing  of  or  authorizing  others  to  make,  use,  and  sell  breech-loading 
cannon  embracing  the  invention  or  improvements  described  in  the  Sea- 
bary  patent.  From  this  decree  an  appeal  was  prayed  for  and  allowed, 
the  petition  for  the  appeal  and  the  assignments  of  error  being  filed  and 
prosecuted  by  counsel  acting  under  an  order  of  appointment  and  instruc- 
tions from  the  Attorney-General  of  the  United  States,  as  well  as  by 
counsel  for  defendant  below. 

Before  Goff,  Simonton,  and  Brawlky,  Judges. 

OoFF,  c7.,  (after  stating  the  facts  as  above) : 

We  think  that  the  pleading  and  proofs  of  this  cause  clearly  demon- 
strate that  this  is  in  substance,  if  not  in  form,  a  proceeding  the  object  of 
which  is  to  prevent  the  making  of  breech-loading  cannon  of  a  certain 
character  and  by  a  particular  device  at  the  navy-yard  of  the  United 
States  in  the  city  of  Washington,  District  of  Columbia,  by  those  offi- 
cially in  charge  thereof,  representing  the  Government  of  the  United 
States;  and,  also,  it  is  clearly  shown  that  the  injunction  granted  by  the 
court  below  will  in  eflfect  prohibit  the  officers  so  in  charge  of  said  navy- 
yard  from  manufacturing  such  cannon  for  use  on  the  vessels  of  "war  of 
the  United  States,  as  provided  for  under  the  provisions  of  existing  leg- 
islation, the  reason  for  such  prohibition  being  that  in  so  making  breech- 
loading  cannon  said  officers  are  infringing  on  the  rights  granted  to  Sam- 
uel Seabury  by  Letters  Patent  No.  425,584,  dated  April  15, 1890. 

Should  a  suit  instituted  under  such  circumstances  and  with  such  inten- 
tion be  sustained?  Do  not  public  policy  and  the  rights  of  the  Govern- 
ment  in  its  sovereign  capacity  require  that  parties  feeling  themselves 
aggrieved  on  account  of  matters  relating  to  such  transactions  as  we 
have  alluded  to — to  such  circumstances  as  are  set  forth  by  the  evidence 
taken  and  filed  in  this  case — should  be  compelled  to  seek  relief  and 
compensation,  if  so  entitled,  by  proceeding  in  another  manner  and  before 
another  tribunal,  and  that  the  courts  should  not  use  tlieir  writs  of 
injunction  so  as  to  retard  and  embarrass  the  Government  in  the  prose- 
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cutioii  of  work  the  product  of  which  is  absolutely  essential  to  the  pub- 
lic welfare  and  the  national  defense  ?  We  think  that  the  conseut  of  the 
owner  of  a  patented  device,  while  it  is  desirable  and  should  be  obtained, 
if  it  conveniently  and  reasonably  can,  is  not  positively  necessary  in 
order  to  enable  the  United  States  to  use  the  invention  described  in  the 
Letters  Patent,  particularly  in  cases  where  it  relates  to  the  mode  of  con- 
struction of  implements  of  warfare  required  by  the  Government  and 
indispensable  to  the  armament  of  its  vessels  of  war.  Such  right  to 
take  and  use  the  property  of  the  citizen  for  Government  purposes  is 
indisputable — an  inborn  element  of  sovereign  power  essential  to  the 
independence  and  peri)etuity  of  the  nation. 

The  Constitution  of  the  United  States  provides  that  Congress  shall 
have  the  power  to  raise  and  support  armies  and  to  provide  and  main- 
tain a  navy.    By  virtue  thereof  the  Congress  has  appropriated  and 
caused  to  be  expended  large  sums  of  money  for  such  purposes,  and  for 
the  manufacture  of  arms,  the  construction  of  ships  of  war,  and  the 
establishment  of  navy-yards,  including  the  one  at  Washington,  where 
the  breech-loading  cannon  mentioned  in  complainant's  bill  have  been 
and  are  now  being  manufactured.    Under  recent  acts  of  Congress 
millions  of  dollars  have  been  expended  through  the  Navy  Department 
in  the  pui*chase  and  manufacture  of  the  armor- plate  and  armament 
required  for  the  ships  of  war  lately  constructed  and  now  in  x)roces8  of 
building  and  in  the  procurement  and  installation  of  the  improved 
machinery  for  use  in  the  breech-mechanism  shop  at  said  Washington 
navy- yard  for  the  purpose  of  constructing  cannon  of  the  charactex 
referred  to  in  the  bill.    It  is  evident  from  the  legislation  by  Congress 
on  this  subiect  and  the  action  of  the  of&cials  of  the  Government  there- 
under that  it  was  and  is  the  intention  of  the  United  States  to  cause  to 
be  manufactured  for  national  purposes  breech-loading  cannon  of  the 
most  approved  and  scientific  design,  utilizing  such  plans  and  inventions 
as  would  best  secure  the  result  desired,  and  making  in  those  cases 
where  the  right  to  use  a  patented  device  had  not  been  secured  jast 
compensation  to  the  owner  thereof  in  the  manner  usual  under  such  cir- 
cumstances.   After  careful  investigation,  involving  the  examiuation  of 
many  designs,  drawings,  and  innovations,  with  the  aid  of  models  and 
experiments,  the  Chief  of  the  Bureau  of  Ordnance  formulated  his  i)lans, 
selected  and  adopted  the  devices  and  inventions  he  deemed  best,  and 
commenced  the  making  of  the  breech-loading  cannon,  as  he  was  author- 
ized and  directed  by  the  Congress  to  do,  employing  in  connection  with 
such  work  the  defendant  in  this  case.     If  the  invention  claimed  by 
complainants  is  being  used  and  infringed  by  those  so  representing  the 
United  States,  then  the  owners  of  the  same  can  recover  just  compensa- 
tion for  such  use  and  infringement  from  the  Government  by  suit  in  the 
Court  of  Claims  or  by  means  of  an  appropriation  for  that  pur|K>se  made 
by  Congress  on  application  made  to  that  body. 

The  fifth  amendment  to  the  Constitution  of  the  United  States  con- 
tains the  provision  that  private  property  shall  not  be  taken  for  public 
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use  without  just  compensation,  and  this  we  must  consider  as  an  implied 
assertion  that  on  making  such  compensation  it  may  be  so  taken.  It 
will  be  noted  that  this  is  not  a  restriction  of  the  x)ower  to  take  private 
projierty  for  public  use,  but  that  it  is  a  requirement  that  when  such  prop- 
erty is  so  taken  just  compensation  shall  be  made  therefor  to  the'owner. 
That  incident  of  sovereignty — the  right  to  take — ^belonging  to  every 
independent  government  is  not  disturbed,  nor  is  the  manner  in  which 
such  right  is  to  be  exercised  or  the  mode  by  which  the  proper  compen- 
sation is  to  be  ascertained  and  paid  set  forth.  And  because  Congress 
has  provided  by  statutes  a  procedure  for  the  condemnation  of  private 
property  required  for  public  purposes  in  certain  instances,  and  not  in 
others,  we  are  not  therefore  to  infer  that  the  power  to  take  does  not 
exist  as  to  the  other  matters;  nor  should  we  construe  such  legislation 
as  a  limitation  of  that  power  relative  to  other  cases  of  like  character 
not  embraced  in  such  enactments.  In  other  words,  the  non-user  of  a 
power  is  not  to  be  used  to  disprove  its  existence. 

The  title  the  individual  citizen  has  to  his  property  is  good  as  against 
all  other  citizens;  but  it  must  yield  to  the  necessity  of  the  Government 
and  submit  to  the  social  requirements  and  rights  of  the  general  public; 
and  this  right  of  the  Government  to  protect  itself  and  defend  its  own 
is  not  to  be  controlled  by  any  other  power,  nor  is  it  to  depend  on  the 
consent  of  any  person,  company,  or  corporation.  The  only  restriction, 
as  we  have  already  remarked,  is  the  constitutional  requirement  that 
jast  compensation  shall  be  made  to  the  owner  for  property  so  taken. 
The  proper  mode  of  proceeding  in  order  to  secure  compensation  for  pri- 
vate property  taken  for  public  use  without  the  consent  of  the  owner 
and  in  the  absence  of  legal  action  for  condemnation  has  received  judi- 
cial consideration,  the  Supreme  Court  of  the  United  States  having  at 
different  times  plainly  indicated  the  same,  particularly  in  cases  where 
the  Government  has  used  an  invention  without  the  i>ermission  of  the 
owner  of  the  Letters  Patent  protecting  the  same.  (Kohl  v.  U,  S,j  91 
U.  8.,  367,  374;  James  v.  Campbell,  C.  D.,  1882,  67;  21  O.  G.,  337;  104 
U.  S.,  356;  U.  S.  v.  Great  Falls  Manufg.  Co.^  112  U.  S.,  645, 656;  5  Sup. 
Ct,  306;  Hollister  Y.Benedict  A\  B.  Manufg.  Co.,  113  U.  S.,  59;  5  Sup. 
Ct,  717;  U.  S.  V.  Palmer,  128  U.  S.,  202;  9  Sup.  Ct.,  104;  also  the  fol- 
lowing cases  in  the  Court  of  Claims:  Schillingerh  Ca^e,  24  Ct.  CI.,  278, 
298;  GilVs  CasCy  25  Ct.  CI.,  415;  Berdan's  Case,  26  Ct.  CI.,  48.) 

We  do  not  think  that  contending  patentees,  striving  between  them- 
selves and  those  interested  with  them  as  to  the  validity  of  their  respec- 
tive Letters  Patent,  should  be  permitted  to  close  the  arsenals,  ordnance 
shops,  and  navy-yards  of  the  United  States  by  injunctions  issuing  out 
of  their  litigation,  thereby  frustrating  the  designs  of  the  Government, 
rendering  inoperative  the  legislation  of  Congress  germane  thereto,  and 
causing  great  loss  of  the  public  funds  appropriated  by  Congress  in 
execution  of  the  same.  It  is  true  that  the  United  States  is  not  made  a 
party  to  this  action :  but  it  is  also  true  that  it  is  disclosed  by  the  plead- 
ings and  evidence  that  the  cannon  the  further  making  of  which  it  is 
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the  object  of  this  suit  to  enjoin  are  now  being  manufactured  at  the 
nav3'-yard  of  the  United  States  at  Washington,  by  the  employes  of  that 
establishment,  under  the  direction  of  the  Chief  of  Ordnance  of  the 
Navy  Department;  and  it  is  apparent  that  such  an  observance  of  the 
injunction  granted  by  the  court  below  as  should  be  shown  by  those  to 
whom  it  is  directed  and  as  must  necessarily  be  required  by  the  conrts 
while  it  is  of  force  and  effect  will  close  said  navy- yard,  so  far,  at  lea«t, 
as  the  manufacture  of  breech-loading  cannon  is  concerned,  and  thereby 
prevent  the  enforcement  of  certain  laws  of  the  United  States  the  con- 
summation of  which  is  of  national  importance. 

Independent  of  the  questions  we  have  been  considering  there  is 
another  reason  why,  on  the  case  as  made  in  the  record  before  us,  the 
plaintiii's  below  are  not  entitled  to  a  decree  in  their  favor.    Their  bill 
of  complaint  as  drawn  rests  upon  the  allegations  of  fraud  contaioed 
therein,  and  it  must  stand  or  fall  as  the  testimony  establishes  or  faSHA 
to  sustain  such  charges.    The  positive  assertion  of  fraud  pamoates 
the  entire  bill — it  is  the  warp  and  woof  of  its  structure — depending  on 
the  combination,  conspiracy,  and  confederation  of  the  defendant  and 
William  M.  Folger,  as  Chief  of  the  Bureau  of  Ordnance,  to  use  the 
invention  of  Seabury  and  deprive  the  patentee  and  his  assignees  of  the 
benefits  and  royalties  claimed  to  be  secured  to  them  by  the  Ijetter8 
Patent  referred  to.    A  court  of  equity  will  not  grant  a  decree  ou  another 
ground  where  the  bill  charges  actual  fraud  as  the  ground  of  relief  and 
the  fraud  is  not  proven.    We  find  that  there  is  au  utter  failure  to  sas 
tain  the  allegations  of  fraudulent  conspiracy  and  confederation  charged 
in  the  bill.    It  is  shown  that  Commodore  Folger  in  his  endeavor  to 
secure  the  most  useful  and  scientific  plans  and  devices  by  which  to 
construct  the  breech-loading  cannon  directed  by  the  Congress  to  be 
made,  the  manufacture  of  which  was  committed  to  him,  did  advise  with 
the  plaintiff  Seabury  and  did  request  of  him  his  plans  and  drawings, 
and,  also,  that  he  did  the  same  with  the  defendant,  as  well  as  with 
others;  and,  also,  it  is  shown  that  Folger  believed  that  the  plans  of  the 
defendant  were  best  adapted  to  the  object  desired  to  be  secured  by  the 
Government,  and  that  he  agreed  to  pay  a  certain  sum  for  the  use  of 
the  same,  under  the  impression  that  the  defendant  was  the  inventor 
and  patentee  of  the  design  so  selected;  but  there  was  no  intention  to 
deprive  the  true  owner  of  his  right  to  demand  and  recover  just  com- 
pensation for  the  said  taking  and  using,  and  it  would  not  have  availed 
had  such  intent  existed,  for  the  legal  owner  could  have  recovered,  even 
though  another  had  by  mistake  or  fraud  been  paid. 

The  charges  of  fraud  have  been  made  either  under  au  entire  miscon- 
ception of  the  facts  or  with  a  recklessness  that,  at  least,  is  not  com- 
mendable and  should  not  be  encouraged  by  an  endeavor  on  the  part  of 
this  Court  to  relieve  the  complainants  of  the  embarrassment  (caused 
thereby  by  holding  that  they  are  entitled  to  a  decree  founded  on  some 
general  ground  of  equity  jurisdiction,  not  specially  pleaded  but  sup- 
posed to  be  included  in  the  prayer  for  general  relief.    While  equity 
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will  alwi^s  relieve  those  who  suffer  from  acts  of  fraud,  it  has  also  always 
required  that  those  who  seek  its  jurisdictiou  ou  that  account  shall,  after 
baling  carefully  scrutinized  the  cause  of  complaint,  most  clearly  formu- 
late the  allegations  of  the  same,  and  then  that  they  shall  fully  prove 
that  which  th^  have  so  alleged.  We  do  not  deem  it  essential  to  discuss 
this  matter,  elementary  as  it  is  in  character,  but  we  refer  to  the  follow- 
ing cases,  in  which  the  subject  is  fully  considered:  Montesquieu  v. 
Sandys,  (18  Ves.,  302;)  Price  v.  Berrington,  (7  Eug.  Law  &  Eq.,  260,) 
in  which  case  Lord  Truro  says: 

When  the  bill  sets  up  a  case  of  actual  fraud,  and  makes  that  the  ground  of  the 
prayer  for  relief,  the  plaintift*  is  not  entitled  to  a  decree  by  establishing  some  one  or 
more  of  the  facts,  quite  independent  of  fraud,  but  which  might  of  themselves  create 
a  case  under  a  totally  distinct  head  of  equity  from  that  which  would  be  ap]>licable  to 
the  case  of  fraud  originally  stated. 

Wilde  V.  OibsoHj  (1  H.  L.  Cas.,  020;)  Glasscott  v.  Lang,  (2  Phil.  Ch., 
310;)  Curson  v.  Behc  or  thy,  (22  Eng.  Law  &  Eq.,  1;)  Tillinghast  v. 
Ckaniplin,  (4  E.  I.,  173,)  in  which  case  the  court  use^  the  following 
language: 

In  almost  all  these  cases  it  will  be  found  that  the  objection  to  relief  was  not  that 
the  bill  did  not  contain  allegations  sufficient  to  afford  a  basis  for  the  inferior  or 
secondary  relief  upon  which  the  plaintiff  wished  to  full  back,  but  that,  having 
mingled  with  those  allegations  imputations  of  personal  corruption  or  actual  ftaad, 
he  had  pointed  his  bill  only  to  relief  upon  this  higher  ground,  and  mnst  therefore 
saooeed  upon  that  groand,  or  not  at  all. 

Fisher  v.  Boody,  (1  Curt.,  206;  Fed.  Cas.  No.  4,814; )  Eyre  v.  Potter, 
(15  How.,  42,)  in  which  the  Supreme  Court  of  the  United  States  cite 
with  approval  the  case  of  Price  v.  Berrington,  supra. 

The  decree  complained  of  will  be  reversed,  and  the  case  will  be 
remanded,  with  instructions  to  dismiss  the  bill. 


[Court  of  Appeals  of  the  DUtrict  uf  Columbift.] 

NOBTHALL  V.  BEBNABDIN. 

Decided  January  6,  1896. 

74  O.  G.,  655. 
Intkrfkuenck — Pkiority. 

The  decision  of  the  Commissioner  of  Patents  awarding  priority  of  invention 
to  Beruardin  reversed.  {Northall  v.  Painter  v.  Bernardiny  C.  D.,  1895,  10;  71 
O.  G.,  1159.) 

Mr,  Win,  H,  Oudgel  for  the  appellants. 
Messrs,  Butterworth  i£r  Dowell  for  the  appellees. 

ShePABD,  J.  : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  involving  the  following  issue  : 

A  metallic  bottle-sealing  cap  having  its  lower  edge  adapted  to  be  pressed  into 
eoutact  with  a  locking-shonlder,  and  provided  above  the  said  edge  with  aoircom- 
fierential,  outwardly-projecting  rib  or  bead  for  engagement  by  the  removing-tool. 
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There  were  three  parties  to  the  original  proceeding — Alfred  L.  Ber- 
nardin,  William  H.  Northall,  and  William  Painter. 

The  Primary  Examiner  awarded  priority  of  invention  to  Northall, 
and  upon  appeal  to  the  Examiners-in-Ghief  the  decision  was  affirmed 
The  appeal  was  then  taken  to  the  Commissioner,  who  reversed  the 
Examiner's  decision  and  awarded  priority  to  Bernardin.  !N^orthall 
alone  has  appealed  from  that  decision,  and  th#^  (;laim  of  Painter  is 
therefore  no  longer  matter  of  consideratioti. 

Application  for  patents  were  filed  by  the  parties  in  the  following 
order  of  time:  Bernardin,  July  21,  1892;  Painter,  January  16,  1893; 
Northall,  March  31, 1893. 

The  record  contains  a  great  mass  of  conflicting  evidence,  from  which 
we  are  to  determine  wlio  is  entitled  to  priority,  or,  rather,  as  between 
the  two  parties  left  to  the  controversy,  who  is  the  inventor,  for  one 
thing  which  is  very  plain  from  the  record  is  that  as  between  Bernardin 
and  Northall  this  is  not  a  case  of  two  independent  inventors  who, 
working  in  ignorance  of  eacli  other's  discoveries,  have  exploited  the 
same  idea. 

Bernardin  claims  to  have  conceived  the  idea  in  February,  1892.  He 
was  then,  and  had  for  some  years  been,  the  president  of  the  Bernardin 
Bottle  Cap  Company.  In  and  before  1891  this  corporation,  whose  place 
of  business  was  Evansville,  Ind.,  had  been  engaged  in  the  manufacture 
of  bottle-sealing  devices,  the  leading  one  of  which  consisted  of  a  tin 
cap  for  the  mouth  of  the  bottle,  with  a  collar  which  fastened  abont  its 
neck  and  was  connected  by  strips  with  the  cap.  In  February,  1892, 
Bernardin  learned  of  a  cap  manufactured  in  Baltimore  that  was  made 
in  a  single  piece  and  was  much  simpler  than  the  one  made  by  his 
company.  This  was  made  to  press  down  about  the  shoulder  or  rim  of 
the  bottleneck,  and  its  edges  were  corrugated,  so  as  to  make  a  pro- 
jecting edge  or  flange  for  its  easy  removal.  This  discovery  alanned 
Bernardin,  and  he  began  to  consider  improvements  that  might  be  made 
in  such  devices.  There  is  no  doubt  that  he  considered  two  of  tbese 
seriously  and  went  to  Washington  to  apply  for  patents  about  April  16, 
1892.  One  was  a  cap  with  corrugated  edges  which  were  to  fit  similar 
corrugations  in  a  bottle  made  for  the  purpose,  and  the  other  was  made 
with  perforations  in  which  a  tool  could  be  inserted  for  removal.  He 
was  informed  by  his  attorney  that  these  devices  were  probably-  not 
patentable.  They  were  also  expensive  to  make  and  did  not  sufficiently 
overcome  the  difliculty  of  removal.  He  was  very  much  discouraged 
and  returned  home.  The  great  object  in  view  was  a  cap,  inexpensive 
to  make,  that  would  be  a  perfect  seal  and  at  the  same  time  easily 
removable  without  injury  to  the  bottle. 

Bernardin  claims  that  he  had  also  conceived  the  idea  of  the  cap  in 
issue,  with  the  bead  or  rim  at  tlie  top,  in  February,  1892,  and  had  dis- 
cussed it,  as  well  as  the  others,  with  Northall,'  who  was  the  superin- 
tendent of  the  machine-shop  of  the  Bottle  Cap  Company.     He  says 
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that  be  made  a  rough  sketch  of  the  one  with  the  bead  and  that  North- 
all  preferred  it  to  the  others;  but  he  (Bemardin)  thought  it  would  be 
too  expensive  to  make.    When  he  returned  discouraged  the  matter 
was  taken  up  again,  and  he  suggested  to  Northall  a  simpler  way  of 
pressing  on  the  bead  or  rim  and  directed  him  to  make  tools  for  the 
experiment.     Proving  satisfactory,  he  had  some  of  the  caps  made,  and 
weot  to  Washington  in  July,  1892,  and  filed  his  application  for  a  patent. 
Northall  was  a  skilled  mechanic  and  had  been  in  the  service  of  the 
Bottle  Cap  Company  for  about  eight  years.    He  claims  that  the  idea 
of  making  a  cap  with  a  bead  was  suggested  to  him  by  the  rim  found  on 
metallic  cartridges,  and  was  matured  December  19,  1891,  on  which  day 
lie  made  a  drawing  of  the  same,  with  a  tool  to  be  used  in  removing  it, 
and  disclosed  it  to  a  number  of  persons.    He  admits  that  he  knew  of 
the  two  devices  of  Bernardin  before  referred  to  and  of  his  trip  to  W^ash- 
ington  concerning  patents  for  them,  and  says  that  before  Bernardin's 
return  he,  having  no  confidence  in  the  efficacy  of  those  inventions, 
mentioned  his  own  invention  of  the  cap  in  issue  to  a  fellow  workman 
and  to  the  treasurer  of  the  Bernardin  Company.    These  persons  say 
that  he  did  so,  but  that  he  referred  to  his  invention  as  having  been 
made  the  night  before.    He  also  says  that  he  showed  his  drawing  to 
Bernardin  on  his  return,  who  was  pleased  with  it  and  ordered  the  caps 
to  be  made  and  tested,  but  afterward  informed  him  it  was  not  patent- 
able.   In  part  explanation  of  his  conduct  in  taking  no  steps  himself  to 
apply  for  a  patent  he  claims  to  have  been  too  poor  to  undertake  it  and 
to  have  been  willing  for  the  Bernardin  Company  to  do  so,  expecting, 
however,  to  have  an  interest  in  it.    He  says  that  he  was  dependent 
npon  his  position  with  the  company,  which  paid  him  $100  per  month, 
and  let  the  matter  proceed  until  some  time  in  August,  1892,  when  he 
saw  from  copies  of  papers  in  the  Patent  Of&ce  shown  him  by  Bemardin 
that  the  application  was  made  in  the  latter's  name.    He  undertakes  to 
explain  his  subsequent  inaction  by  the  fear  he  had  of  losing  his  place, 
by  his  ignorance  of  the  law  in  such  matters  which  caused  him  to  think 
that  he  was  too  late,  and,  to  some  slight  extent,  by  hopes  that  he  would 
be  given  an  interest  in  the  new  corporation  forming  and  formed  to 
exploit  the  invention.    There  are,  too,  some  other  circumstances  grow- 
ing out  of  his  connection  with  the  Crown,  Cork  and  Seal  Co.,  of  Balti- 
more, assignee  of  Painter,  and  also  holder  of  an  option  upon  his  (North- 
all's)  claim  herein  in  the  event  of  his  success,  that  tend  in  some  degree 
to  affect  the  integrity  of  his  claim. 

On  the  other  hand,  Bernardin's  conduct  is  surrounded  by  some  cir- 
cumstances that  tend  to  impair  the  strength  and  weight  of  his  claim, 
notwithstanding  the  diligence  with  which  he  has  prosecuted  it  since 
April,  1892.  According  to  his  own  statement  he  made  no  disclosure 
of  his  invention  of  the  disputed  cap  to  any  one  except  Northall  until 
his  return  from  Washington  about  the  last  of  April,  1892.  It  seems 
clear  that  he  did  not  mention  it  to  his  Washington  attorneys.  Munn  & 
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Co.,  when  they  discoaraged  him  as  regards  the  patentability  of  the 
first  two  devices  on  which  he  filed  applications.  He  has  produced  uo 
sketch  or  drawing  made  prior  to  the  application  for  patent.  He  under- 
takes to  account  for  the  neglect  of  this  invention  by  saying  that  he  had 
deemed  it  impracticable  because  of  the  difficulty  and  expense  that  he 
apprehended  in  making  the  bead  or  rim. 

There  is  an  irreconcilable  confiict  between  the  statements  of  Bernar- 
din  on  one  side  and  of  Northall  on  the  other.  Fortunately  it  is  not 
necessary  to  analyze  these,  weighing  circumstance  against  circumatance 
and  setting  off  inference  against  inference  in  order  to  determine  wliich 
of  them  is  most  entitled  to  belief. 

In  our  opinion  the  case  must  turn  upon  the  truth  or  falsity  of  North- 
all^s  statement  that  he  made  the  drawing,  which  fully  discloses  this 
invention,  on  December  19,  1801.     If  he  made  the  drawing  on  that 
date  he  is  the  inventor.     He  has  produced  a  piece  of  paper,  with  the 
drawing  on  it,  with  that  date  written  upon  it  with  a  pencil.     He  says 
that,  having  been  at  work  on  the  invention  for  some  time,  he  coinpleted 
his  plan  and  made  the  drawing  on  that  day,  wliich  was  Saturday ;  that 
he  went  to  the  saloon  of  Frank  Haas  after  sapper  and  engaged  with 
several  acquaintances  in  a  game  of  cards,  as  he  had  often  done  before; 
that  he  lost  each  game  and  his  companions  began  to  make  sport  of 
him,  saying  that  he  had  lost  his  skill  through  having  neglected  the 
game  so  long;  that  he  said  he  had  been  working  at  a  thing  that  would 
make  him  rich,  and  asked  for  a  piece  of  paper  to  show  tbeni  what  he 
had  been  doing  while  absent.    There  was  no  paper;  but  some  one 
handed  him  a  cardboard  '^  oyster-sign  ^  wliich  Haas  had  over  his  Imieh- 
counter,  and,  turning  it  over,  he  made  a  rough  sketch  on  the  back  of  his 
bottle-cap  and  tool  for  removing  it.    This  statement  is  corrobcnuted  hy 
Fjrauk  Haas,  the  saloon-keeper ;  McDowell  and  Zeigler,  draymen ;  Heidt, 
a  school -janitor;  Oslage,  a  grocer  and  Wagner,  a  horseshoer,  who  wore 
all  present.    These  witnesses  are  all  positive  that  it  occurred  on  Satur- 
day night  before  Christmas — December  19,  1891 — and  accoont  reason- 
ably for  their  ability  to  fix  the  precise  date.    Haas  said  that  he  pat  the 
sign  away  at  the  end  of  the  oyster  season,  and  found  and  produced  it 
after  the  controversy  arose.    These  witnesses  appear  to  be  intelligent 
laboring  and  business  men  and  to  have  no  pecuniary  interest  in  the 
result  of  the  controversy.    They  had  lived  long  in  Evansville,  .were 
well  known,  and  no  witness  was  offered  to  impeach  their  credibility. 
They  have  either  spoken  the  truth  or  been  guilty  of  willful  falsehood. 
There  is  no  room  for  mistake. 

Again,  Northall  is  corroborated  by  two  other  intelligent,  disinter- 
ested, and  apparently  truthful  witnesses.  Henry  B.  Polsdorfer,  who  is  a 
manufacturer  of  washboards,  wooden  ware,  etc.,  and  a  trained  mechanic, 
says  that  he  knew  Northall  well,  and  that  they  and  their  wives  were 
intimate  friends.  Being  interested  in  machinery  and  inventions,  he 
fic^quently  conversed  with  Northall  upon  such  subjeets.    He  says  that 
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Northall  showed  him  his  drawing  of  the  bottle  cap  in  issue  at  }iis 
house  in  Evansville,  and  explained  it  fally  ^^  between  the  middle  and 
latter  part  of  December,  1891."  He  recognized  the  drawing  when  pro- 
duced, and  remembered  that  it  had  December  on  it,  but  did  not  remem- 
ber the  day  of  the  month.  Mary  E.  Polsdorfer  testified  to  hearing  the 
conversation  and  seeing  the  drawing  also.  She  remembered  that  it 
was  jnst  before  Christmas,  because  she  had  gone  to  Mrs.  NorthalFs  to 
join  her  in  making  some  slipper-cases  tor  presents,  and  her  husband 
had  gone  with  her.  We  find  no  reasonable  ground  for  supposing  that 
any  of  the  foregoing  witnesses  have  confounded  the  Christmas  of  1892 
with  that  of  1891,  as  suggested. 

The  only  direct  attempt  to  break  the  force  of  all  this  corroborating 
evidence  is  by  the  charge  that  the  date  of  this  important  drawing  has 
been  changed.  It  is  charged  that  the  date  as  it  now  appears  has  been 
written  over  an  erasure,  and  both  the  original  and  an  enlarged  photo- 
graphic copy  have  been  offered  for  an  inspection  in  support  of  the 
charge.  If  it  could  be  shown  that  this  date  has  been  tampered  with, 
the  fact  would  discredit  NorthalPs  whole  case,  and  for  that  reason  and 
because  the  dec;ision  of  the  Commissioner  is  founded  largely  on  that 
belief  we  have  given  the  original  and  copy  as  close  and  careiiil  scrutiny 
as  possible  with  the  aid  of  simple  microscopes  of  considerable  magni- 
fying x)ower. 

No  witnesses  were  called  to  inspect  the  writings  and  testify  as  to  the 
results  of  the  observation. 

With  the  greatest  distrust  of  our  own  capacity  ui  the  matter,  we  are 
nevertheless  compelled  to  rely  upon  our  own  inspection  and  to  form  our 
own  opinion  unaided. 

That  the  drawing  and  the  date  both  may  have  been  traced  over 
erasures  of  other  things  is  not  at  all  improbable.  There  was  some  con- 
flict between  Bernardin  and  Northall  in  regard  to  the  time  and  place 
that  the  drawing-paper  itself  had  been  obtained.  Northall  testified 
without  reference  to  this  charge,  which  had  not  then  been  made  or  inti- 
mated, that  the  drawing  was  made  on  a  piece  cut  from  a  sheet  of  old 
paper  that  he  had  brought  with  him  to  Evausville  from  his  eastern 
home  and  had  had  sketches  on  it,  which  he  ^^  rubbed  out"  before  putting 
this  one  on. 

A  pencil-mark  is  pointed  out  just  beneath — that  is,  a  little  lower 
down  the  page — a  letter  in  the  word  ^*  December,"  which  the  Commis- 
sioner thought  was  '*  the  lower  loop  of  a  letter."  This  loop  is  plainly 
visible  to  the  naked  eye.  In  fact,  it  appears  even  fresher  than  the 
writing  above  it  and  shows  no  sign  of  attempt  at  erasure.  If  it  be  part 
of  an  erasure,  made  for  the  purpose  of  falsifying  the  date,  it  seems 
strange  that  it  should  have  been  left  when  such  great  care  was  had  in 
the  complete  erasure  of  the  remainder.  Conjecture  founded  on  a  cir- 
cumstance of  that  kind  is  not  sufficient  to  discredit  the  testimony  of 
positive  witnesses. 
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Our  atteutioD  was  called  on  the  argument  to  another  alleged  indica- 
tion of  fraudulent  alteration  of  the  date,  which  seems  not  to  have  been 
suggested  to  the  Examiners  or  the  Commissioner.    It  is  claimed  that 
the  photographic  copy  discloses  the  figure  ''3"  in  proximity  to  the  **P 
in  ^^ISOl"  of  the  date.    Our  conclusion  is,  after  examination,  that  this 
also  is  a  mistaken  conjecture.    What  would  be  the  result,  however,  if 
it  be  conceded  that  there  is  the  tracing  of  the  figure  "3,'^  as  claimed^ 
The  conjecture  that  the  original  date  was  1893  instead  of  1891  is  incou* 
sistent  with  all  the  established  facts  of  the  case  and  unreasonable  in 
any  view  that  may  be  taken  of  Korthall's  conduct. 

If  Northall  did  not  invent  the  cap,  as  claimed,  he  must  have  con- 
ceived the  idea  of  claiming  Bernardin's  invention  as  his  own  as  early 
as  April,  1892.  The  caps  were  first  made  soon  after  that  date,  and 
Northall  had  notice  of  Bernardin's  application  for  the  patent  as  early 
as  the  summer  of  1892.  The  invention  was  subject  of  local  newspaper 
comment  in  September,  1892.  Now  if  he  prepared  the  drawing  as  part 
of  his  plan  to  defraud  Beruardin  he  surely  would  not  have  given  it  a 
date  in  the  year  1893  or  any  other  later  than  February,  1892,  when, 
according  to  Beruardin,  the  knowledge  of  the  invention  was  first  com- 
municated to  him.  Preparing  it  to  antedate  Beruardin,  he  would  na^ 
urally  have  assigned  his  pretended  invention  to  the  year  1891.  A 
change  in  the  month  of  that  year  might  have  become  imi>ortant,  bat 
not  so  with  the  year.  After  much  consideration  we  can  come  to  no 
other  conclusion  than  that  the  apx)ellant,  Northall,  is  entitled  to 
priority. 

The  decision  ai)pealed  from  will  therefore  be  reversed  and  the  pro- 
ceedings and  decision  certified  to  the  Commissioner  of  the  Patent 
Office,  as  provided  by  law.    It  is  so  ordered. 


[Court  of  AppeaU  of  the  District  of  Colnmbia.] 

Caety  r.  Kellogg. 

Decided  January  Sf  1896. 

74  O.G.,  a57. 

Interference — Abandoned  Application — Conception — Priority. 

Carty  filed  an  application  April  20, 1885,  which  became  abandoned  October  21, 
1887.  He.  filed  another  original  application  November  17,  1887.  Kellogg  filed 
an  original  application  July  30,  1887.  Held  that  Carty's  abandoned  application 
is  only  evidence  of  conception;  that,  his  excuse  for  want  of  diligence  in  prose- 
cuting his  claim  being  weak,  Kellogg,  who  first  constructively  reduced  to  prac- 
tice by  filing  an  application,  is  entitled  to  award  of  priority. 

Messrs,  Barton  <k  Brown  for  the  appellant. 

MesHrs.  Baldwin^  Davidson  dt  Wright  for  the  appellee. 
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SHEPARD,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents  in 
an  interference  proceeding,  wherein  the  issue  in  controversy  is  defined 
as  follows: 

1.  A  metallic-circait  telephone-line  extending  in  two  branches  or  limbs  from  a  sub- 
scribers station  to  the  central  office,  one  of  saiil  branches  or  limbs  being  open  at  the 
iwiti-hboard  and  the  other  branch  including  the  spring  and  contact  of  a  spring-jack 
i^witch  and  a  test-battery,  and  extending  from  the  test-battery  to  ground,  in  combi- 
nation with  switching  devices  at  the  central  office  to  disconnect  the  groonded  limb 
of  said  line  fi'om  the  test-batterv  and  to  unite  said  metallic  circuit  with  another  tele- 
phone-line  for  conversation. 

2.  In  a  telephone-exchange  system,  a  metallic-oirouit  subscriber's  line  normally 
disconnected  from  the  ground  at  the  subscriber's  station,  in  combination  with  a 
calliiig-generator  in  the  circuit  of  said  line  at  the  subscriber's  station,  and  a  switch 
cooperating  with  the  normally-open  ground  to  close  the  same  while  the  generator 
is  being  operated. 

'6.  In  a  metallic-circuit  exchange  system,  a  subscriber's  line  normally  disconnected 
from  the  ground  at  the  subscriber's  station  and  normally  connected  with  the  ground 
wire  or  connection  at  the  central  office  and  a  calling-annunciator  in  said  ground 
wire  or  connection,  in  combination  with  a  calling-generator  at  the  subscriber's  sta- 
tion in  the  circuit  of  said  line,  a  ground  wire  or  connection  at  the  subscriber's 
station  normally  open  to  the  line-switching  devices  or  means  at  the  central  office  to 
temporarily  disconnect  said  line  from  said  ground  wire  or  connection  at  the  central 
office  and  connect  it  with  another  wire  for  conversation,  and  switching  devices  or 
means  at  the  subscriber's  station  to  temporarily  connect  said  line  with  said  ground 
wire  or  connection  at  the  subscriber's  station  while  the  generator  is  being  operated 
with  the  generator  between  the  ground  connection  iind  the  calling-annunciator. 

4.  In  a  telephone-exchange  system,  a  metallic  circuit  line  normally  disconnected 
from  the  ground  at  the  subscriber's  station,  a  ground  wire  or  connection  at  the  cen- 
tral office,  a  battery  in  said  ground  wire  or  connection,  and  a  switch  at  the  central 
office  having  three  contact-pieces,  two  of  which  are  normally  in  contact  with  each 
other  and  are  not  in  contact  with  the  third  piece,  one  of  said  pieces  which  are  nor- 
mally in  contact  being  connected  to  said  ground  wire  or  connection  with  the  battery 
between  it  and  the  ground,  the  other  of  said  pieces  being  connected  to  one  side  or 
branch  of  said  metallic-circuit  line,  and  the  other  side  or  branch  of  said  line  being 
connected  to  said  third  contact-piece,  in  combination  with  a  double  switch-plug 
having  two  insulated  contact- pieces  adapted  to  be  inserted  into  said  switch,  and 
when  inserted  to  disconnect  the  contact-pieces  of  the  switch  which  are  normally  in 
Contact  and  connect  the  two  contact- pieces  which  are  cf)nn<.'cted  to  the  two  sides  or 
branches  of  the  line  to  the  two  insulated  pieces  of  the  plug,  (one  piece  of  the  plug  to 
one  piece  of  the  switch  and  the  other  piece  of  the  plug  to  the  other  piece  of  the 
twitch,)  a  test- receiving  instrument  at  the  central  office,  and  switch- testing  devices 
or  means  whereby  an  operator  may  at  will  connect  said  instrument,  grounded  on  one 
side,  on  its  other  side  to  said  third  contact-piece  connected  to  said  open  end  of  the 

line. 

5.  In  a  telephone-exchange  system,  a  metallic-circuit  line  normally  disconnected 
from  the  ground  at  the  subscriber's  station,  one  side  or  branch  of  which  line  is  nor- 
mally connected  to  a  ground  wire  or  connection  at  the  central  office  and  the  other 
iide  or  branch  of  which  is  open  at  the  central  f)ffice,  and  a  battery  and  a  calling- 
tnnanciator  in  said  ground  wire  or  connection,  in  combination  with  a  calling-gen- 
trator  at  tlie  subscriber's  station  in  said  lino,  means  for  grounding  said  line  at  the 
labacriber's  station  when  the  generator  is  being  operated  with  the  generator  between 
that  ground  connection  and  the  office  ground,  a  test-receiving  instrument,  and 
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switch-testing  devices  or  means  whereby  an  operator  may  at  will  connect  said 
instrument,  grounded  on  one  side,  on  its  other  side  to  said  op6n  end  of  the  line. 

6.  In  a  multiple-switchboard  system,  the  combination  with  a  metallic-circuit  tele- 
phone-line extending  to  switches  at  the  several  boards,  of  a  branch  to  ground  adapted 
to  be  connected  to  one  limb  thereof,  a  battery  in  circuit  with  said  line,  and  a  grounded 
operator's  testing  set  adapted  to  be  connected  with  the  line,  whereby  a  test  may  be 
made  at  any  board  to  determine  whether  the  line  is  busy. 

The  subject-matter  of  the  ioveDtion  is  the  same  in  each  claim  and  the 
sole  question  is  as  to  priority.  The  first  application  involving  the  claim 
was  filed  in  the  Patent  Office  by  the  appellant,  John  J.  Carty,  on  April 
20, 1885.  On  June  10,  1885,  official  notice  was  given  him  to  the  effect 
that  his  application  was  defective  in  certain  particulars  therein  pointed 
out  and  that  in  certain  parts  it  was  not  fully  understood.  He  was 
referred  also  to  certain  other  claims  shown  in  existing  patents  aud 
required  to  furnish  an  additional  drawing  showing  his  several  devices 
in  combination  in  order  that  the  circuits  might  be  more  readily  traced. 
These  requirements  were  never  complied  with,  though  on  October  2, 
1885,  some  immaterial  amendments  were  submitted.  He  was  immedi- 
ately notified  that  his  case  awaited  action  as  indicated  in  the  former 
communication.  No  further  action  was  had,  and  by  operation  of  law- 
two  years  having  expired  since  the  last  official  action — the  application 
became  abandoned  October  21, 1887.  Kellogg's  original  application  was 
filed  July  30, 1887,  and  duly  prosecuted  to  the  issuance  of  patent,  July 
31,  1888. 

Carty  did  not  undertake  to  revive  his  original  application,  as  be 
might  have  done  by  showing  that  his  delay  was  unavoidable.  (B.  S., 
sec.  4894;  Rule  172.)  Instead,  he  filed  the  application  now  in  contro- 
versy as  an  original  one  on  November  17, 1887.  Several  of  the  claims 
then  made  were  rejected  January  7, 1888,  and  objections  were  made  to 
the  specification  and  drawings  in  certain  particulars.  On  January  20, 
1888,  he  was  informed  of  certain  references.  No  further  action  was 
taken  by  Carty  until  October  3, 1 889,  when  he  filed  an  elaborate  amend- 
ment.   In  his  letter  accompanying  the  same  he  says: 

I  have  inserted  foarteeD  additional  claims,  the  la8t  seven  being  identically  the 
claims  issued,  to  Kellogg,  No.  388, 886,  which  has  not  heretofore  been  cite<l  as  a  refer- 
ence by  the  Office. 

He  asked  also  that  an  interference  be  declared  with  the  patent  of 
Kellogg,  which,  as  we  have  seen,  bad  issued  July  31, 1888.  Objections 
were  made  to  the  amended  application  November  8,  1889,  which  were 
followed  by  another  amendment  February  13,  1890.  One  of  the  claims 
as  thus  amended  was  rejected  and  certain  other  objections  commnni- 
cated  February  21,  1890.  The  next  proceeding  in  the  Patent  Office 
was  an  application  by  Kellogg  for  reissue,  filed  July  22,  1890.  The 
first  step  taken  by  Carty  after  the  last  communication  above  men- 
tioned was  to  file  a  brief  notice  December  2, 1891,  directing  the  erasure 
of  the  rejected  claim  and  the  renumbering  of  his  remaining  claims 
consecutively.    His  case  was  then  taken  up  for  reconsideration,  and 
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on  December  14, 1891,  he  was  notified  of  objections  to  certain  of  his 
claims  and  that  the  remainder  would  be  allowed,  subject  to  an  inter- 
ference with  the  original  patent  of  Kellogg.  He  did  nothing  more 
until  November  4,  1893,  when  he  filed  a  lengthy  amendment,  which 
Fas  followed  November  20, 1893,  by  another  notice  of  incompleteness. 
He  amended  with  promptness  after  this  last  notice,  and  the  interference 
was  then  formerly  declared. 

Kellogg  has  introduced  no  evidence,  and  relies  upon  his  patent  of 
1888  and  the  application  therefor  for  the  date  of  his  invention  and 
reduction  to  practice.  Priority  of  conception  must  be  recognized  in 
Carty  under  and  by  virtue  of  the  disclosure  made  in  his  original  appli- 
cation of  April  20, 1885.  It  remains  for  him,  however,  to  show  a  reduc- 
tioQ  to  practice  antedating  the  constructive  reduction  of  Kellogg 
through  his  original  application  upon  which  patent  issued.  The  testi- 
mony of  Carty  himself  (and  he  had  no  other  witness)  fails  to  show  an 
actual  reduction  to  practice.  He  was  the  manager  or  engineer  of  an 
"express  telephone  system"  in  Boston  when  he  conceived  the  inven- 
tion, and  in  connection  therewith  he  says : 

I  arranged  a  switchboard  so  as  to  employ  some  of  the  features  which  are  made  use 
of  in  m3'  inventiou. 

A  C4)mplete  test  was  not  made,  nor  was  it  possible  with  the  aforesaid 
system. 

Failing  in  proof  of  actual  reduction,  Carty  is  forced  to  rely  upon 
constructive  reduction  to  practice,  and,  in  order  to  antedate  Kellogg, 
be  claims  it  by  virtue  of  his  abandoned  application  of  1885.  It  seems 
to  be  a  reasonable  and  well-established  principle,  conformed  to  in  the 
practice  of  the  Patent  Office,  that  an  abandoned  application  cannot 
be  so  considered.  {Hien  v.  Pungy  G:  D.,  1894, 92;  C8  O.  G.,  657.)  Hav- 
ing lapsed,  it  becomes  inoperative  for  any  purxK>se,  save  as  evidence  of 
the  date  of  conception,  and  to  that  extent  it  has  already  been  consid- 
ered! and  its  weight  admitted. 

Without  seriously  contending  against  the  soundness  of  the  general 
role,  counsel  for  Carty  claim  that  there  are  certain  equities  in  his  case 
which  entitle  it  to  be  considered  as  an  exception.  These  are,  first,  that 
the  lapse  was  caused  through  having  to  change  his  attorneys,  and, 
second,  that  by  mistake  of  the  Examiners  of  the  Patent  Office,  or  by 
their  inadvertence,  no  reference  was  made  to  the  pending  application 
of  Kellogg  in  the  same  subject-matter,  and  he  was  therefore  in  complete 
ignorance  of  that  conflicting  claim.  The  lapse  of  the  application — its 
legal  abandonment — was  worked  by  the  express  command  of  the  statute 
and  cannot  be  relieved  against  in  any  other  way  than  by  a  direct 
proceeding  for  the  purpose.  Tbe  statute  provides  that  for  failure  to 
prosecute  a  claim  within  two  years  after  any  action  therein,  of  which 
notice  has  been  given,  it  shall  be  regarded  as  abandoned — 

ttlesA  it  be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents  that  such 
delay  was  nnavoidable.     (B.  S.,  seo.  4894;  Rule  172,  Patent  Office.) 
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The  only  way  in  which  the  bar  can  be  raised  or  avoided  is  provided 
in  the  statute  itself,  and  is  exclusive.  An  application  to  revive  must 
be  directed  to  the  Commissioner  in  the  first  instance,  accompanied  by 
the  evidence  to  show  that  the  delay  was  really  unavoidable.  Carty 
made  no  attempt  to  revive,  but  accepted  the  abandonment  of  his  first 
application  as  final  and  conclusive.  The  excuses  now  oflfered  for  his 
want  of  diligence  in  the  prosecution  of  his  claim  are  rather  weak;  but 
were  they  of  a  nature  to  appeal  strongly  to  a  court  of  equity  they 
could  not  be  considered  or  made  the  basis  of  relief  in  a  collateral  pro- 
ceeding. It  follows  that  as  Kellogg's  original  application,  upon  which 
his  i^atent  issued,  was  a  constructive  reduction  to  practice  the  Commis- 
sioner did  not  err  in  awarding  priority  to  him.  The  decision  appealed  * 
from  is  affirmed,  and  the  proceedings  and  decision  herein  will  be  certified 
to  the  Commissioner  of  Patents,  as  provided  by  law. 


[U.  S.  Circuit  Court— Western  District  of  PennsylTauia.] 

Richardson  et  al  v.  Campbell  &  Smith. 

Decided  January  ^y  1896. 
74  O.  G.,  807. 

1.  De  Long — G arm  knt- Hook — Infringed. 

Claim  of  Letters  Patent  No.  462,473,  granted  November  3,  1891,  to  De  Loog 
et  al.,  for  a  garment-hook,  construed  and  held  to  be  infringed. 

2.  De  Long — Brosnan — Garment-hook— -Priority  of  Invention. 

As  between  De  Long,  who  filed  an  application  April  2, 1891,  and  obtained,  on 
November  3,  1891,  Patent  No.  462,473,  for  a  garment-hook,  and  Brosnan,  wbu 
filed  August  28,1891,  and  obtained  Patent  No.  501,320,  dated  July  11, 1893, also 
for  a  garment-hook,  the  testimony  shows  the  former  to  be  the  prior  inventor. 

Messrs.  Strawbridge  &  Taylor  and  Mr.  Bradbury  Bedell^  solicitors  and 
counsel  for  complainants,  {Mr.  Frederick  P.  Fish^  Mr.  Jos.  C.  Frakyj 
and  Mr.  John  G.  Johnson^  of  counsel  for  complainants.) 

Mr.  Allan  Webster  and  Mr,  William  L.  Pierce^  solicitors  and  counsel 
for  defendants. 

ACHESON,  J.  : 

The  defendants  are  charged  with  the  infringment  of  the  first  claim 
of  Letters  Patent  No.  462,473,  dated  November  3, 1891,  and  granted  to 
Agnes  A.  C.  Eichardson,  Jane  E.  De  Long,  and  Ida  De  Long,  assignees 
of  the  inventor,  Frank  E.  De  Long,  upon  an  application  filed  April  2, 
1891.    This  claim  is  as  follows : 

1.  A  garment-hook  consisting  of  a  shank,  a  hook  proper,  and  u  tongue  continuous 
of  each  other,  said  tongue  beiug  looped  and  noruially  closing  the  space  between  the 
shank  aud  hook  proper  and  having  its  free  end  returned  to  the  rear  of  the  shank, 
substantially  as  described. 
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The  inveutor  states  the  object  of  the  inventioD  thus: 

My  inTention  couBisto  of  a  garment-hook  of  the  order  of  those  known  in  ttie  class 
of  hooks  and  eyes,  the  same  being  constraoted  of  front  and  back  portions  and  the 
jaw,  which  projects  from  a  central  part,  so  as  to  close  the  hook  for  preventing  im- 
proper disconnection  of  the  eye. 

We  do  not  understand  the  defendants  to  insist  that  the  hook  in 
question  lacks  patentability.  Indeed,. such  a  defense  would  be  incon- 
sistent with  the  defendants'  position  with  respect  to  the  Brosnan 
patent,  No.  501,320,  under  which  they  claim  to  manufacture.  More- 
over, the  presumption  of  patentability  arising  from  the  grant  of  the 
patent  in  suit  has  not  been  rebutted.  On  the  contrary,  there  is  affirm- 
ative proof,  coming  as  well  from  the  side  of  the  defendants  as  from 
that  of  the  plaintiffs,  to  show  that  the  De  Long  hook  here  involved  is 
patentably  new  and  useful. 

Two  defenses  only  have  been  pressed — namely,  first,  non-infringe- 
ment, and,  second,  that  Cornelius  J.  Brosnan,  to  whom  were  issued 
Letters  Patent  No.  501,320,  datiBd  July  11, 1893,  and  granted  upon  an 
application  filed  August '28, 1891,  was  the  prior  inventor  of  a  hook 
embodying  the  invention  here  in  controversy.  These  defenses  we  will 
DOW  consider,  taking  up,  however,  first  the  question  of  priority  of  inven- 
tion as  between  De  Long  and  Brosnan. 

Now,  the  De  Long  patent  in  suit  is  earlier  than  the  Brosnan  patent, 
both  as  regards  the  date  of  application  and  the  date  of  issue.  Upon  the 
question  of  priority  of  invention,  then,  we  start  with  a  strong  presump- 
tion in  favor  of  De  Long.  To  overthrow  that  presumption,  not  only  is 
the  burden  of  proof  upon  the  defendants,  but  the  evidence  to  support 
the  defense  must  be  clear  and  free  from  reasonable  doubt.  {Cantrell 
V.  Wallick,  CD.,  1886,  207;  35  O.  G.,  871;  117  U.  S.,  689,  695;  The 
Barbed  Wire  Patent^  C.  D.,  1892,  299;  58  O.  G.,  1556;  143  U.  S.,  275, 
284.)    Bearing  in  mind  this  rule,  we  turn  to  the  evidence. 

The  defendants  called  and  examined  Cornelius  J.  Brosnan  to  show 
that  he  devised  and  made  the  hook  described  in  his  above-recited 
patent  a  few  days  after  December  23, 1887,  and  a  number  of  witnesses 
called  by  the  defendants  have  testified  in  corroboration  of  Brosnan. 
These  witnesses  respectively  state  that  a  specimen  of  the  hook  was 
shown  to  them  in  the  early  part  of  the  year  1888  by  Brosnan  or  by  one 
Wilkins,  to  whom  it  is  alleged  Brosnan  had  given  several  of  the  hooks. 
Most  of  these  witnesses,  however,  saw  the  hook  casually  and  only  /or 
a  few  moments.  All  of  them  testified  six  or  seven  years  after  the  event. 
According  to  Brosnan's  story,  he  made  at  that  time  five  hooks  only. 
Not  one  of  these  hooks  has  been  produced.  Kone  of  them  were  pre- 
served. It  would  seem  that  all  these  hooks  were  considerably  larger 
ftan  those  commonly  used.  It  is  not  shown  that  any  of  them  was  ever 
practically  tested  upon  a  garment.  The  defendants  have  not  produced 
aoy  hook  of  the  kind  here  in  question  made  by  Brosnan  prior  to  the 
date  of  the  application  for  his  Patent  No.  501,320. 
H.  Doc.  354 13 
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It  is  part  of  the  defendants'  case  that  immediately  upon  the  making 
of  this  hook  in  December,  1887,  Brosuan  recognized  its  utility  and  pat- 
entability. He  had  substantial  i>ecuniary  means  at  that  time.  Yet,  as 
we  have  seen,  his  application  for  a  patent  for  this  hook  was  not  made 
until  August  28,  1891.  In  the  meantime,  on  March  29,  1890,  Brosnan 
applied  for  a  patent  for  a  garment  hook  made  of  sheet  metal,  and  on 
May  14, 1890,  the  patent  was  allowed.  Brosnan  admits  that  in  the  year 
1888  he  made  a  sheet-metal  hook,  which,  he  states,  he  afterwards  modi- 
fied. Now,  on  June  17, 1890,  Brosnan  wrote  a  letter  to  the  Penn  But- 
ton Company,  composed  of  the  plaintiffs,  inclosing  a  sample  of  his 
sheet-metal  hook,  which  sample  is  an  exhibit  in  this  case.  That  letter, 
we  think,  has  great  significance,  and  we  here  quoie  it  at  length: 

"New  York,  June  17, 1890. 
''Dear  Sirs:  Inclosed  find  sample  of  our  new  Hook  &,  Eye  which  is  a  rough 
sample.     We  ar  now  getting  ready  for  market,  but  as  you  have  a  saifty  and  now  in 
market  perhaps  I  could  make  some  arrangements  with  you  in  pushing  mine  or  sell 
the  same    it  is  for  sale. 

"Yours  truly,  "C.  J.  Brosnan, 

*'  Springfield f  Ma$9, 
*'Our  patent  is  alowed  and  will  be  ishued  soon.  '*C.  J.  B." 

It  is  very  certain  that  the  new  •*  Hook  &  Eye"  here  spoken  of  and 
offered  for  sale  by  Brosnan,  and  which,  he  states,  ^'  we  ar  now  getting 
ready  for  market,''  was  his  sheet-metal  hook.  In  the  face  of  this  letter, 
then,  can  it  be  credited  that  Brosnan  had  previonsly  perfected  the 
wire  hook  for  which  he  subsequently  sought  and  obtained  a  patent! 

Again,  as  part  of  their  rebuttal  case  the  plaintiffs  put  in  evidence 
the  file- wrapper  and  its  contents  in  interference  proceedings  in  the 
Patent  Office  upon  Brosnan^s  application  for  Letters  Patent  No.  501,320. 
There  Brosnan  was  put  in  interference  with  three  other  different  appli- 
cants, and  he  filed  three  successive,  preliminary  statements,  dated  and 
sworn  to,  respectively,  on  March  4,  1892,  on  January  2, 1893,  and  on 
May  15,  1893.  In  each  of  these  preliminary  statements  Brosnan 
swore — 

that  he  conceived  of  the  Invention  involved  in  this  interference  between  December 
1,  1889,  and  the  last  of  April,  1890. 

In  the  first  of  these  interferences  Brosnan's  deposition  was  taken  on 
August  2, 1892,  and  in  that  dei)osition  he  testified  that  he  ^<  conceived^ 
of  the  invention  between  December  1, 1889,  and  the  last  of  April,  1890, 
and  that  his — 
besl  knowledge  of  the  date  is  that  it  was  the  latter  part  of  that  period. 

He  further  testified  that  his  attention  was  first  directed  to  the  subject 
of  garment-hooks  having  the  tongue  or  bill  normally  closed  sometime 
in  1889;  that  on  March  29, 1890,  he  filed  an  application  for  a  patent  for 
a  sheet-metal  hook  having  a  closing  member  under  the  bill,  and  that  a 
patent  therefor  was  allowed  May  14, 1890,  but  that  he  never  had  the 
patent  issued,  and,  being  asked  why  not,  he  answered : 

In  the  meantime  I  foand  that  this  wire  hook,  sach  as  in  this  interference,  was 
going  to  be  so  much  better  that  I  gave  up  the  idea  of  the  sheet  metal  and  turned 
my  attention  entirely  to  the  wire  hook. 
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Taking  Brosnan's  explanation  for  not  taking  out  his  allowed  patent 
in  connection  with  his  above-quoted  letter  of  June  17,  1890,  is  it  not 
perfectly  clear  that  at  the  date  of  that  letter  he  had  not  yet  produced 
the  wire  hook,  the  subject  of  his  application  of  August  28,  1891! 

it  is  quite  impossible  to  reconcile  Brosnan's  testimony  and  the  testi- 
mony of  his  witnesses  in  this  case  with  his  sworn  statements  and 
testimony  in  the  interference  proceedings;  nor  is  it  a  satisfactory 
explanation  of  the  discrepancies  that  Brosnan's  memory  was  at  fault 
with  respect  to  the  date  of  his  invention  until  he  was  set  right  by  the 
better  recollection  of  his  witnesses. 

The  testimony  of  some  of  the  defendants'  witnesses  is  open  to  serious 
suspicion.  As  a  whole,  it  is  unsatisfactory  and  unreliable.  In  the 
important  matter  of  dates  the  witnesses  really  speak  from  mere  recollec- 
tion, for  the  several  collateral  events  to  which  they  respectively  refer 
have  no  natural  connection  with  the  main  fact  of  which  they  speak.  If 
the  witnesses  saw  any  hook  in  the  year  1888,  we  are  convinced  that  it 
was  the  metal  hook  which  Brosnan  states  he  devised  in  that  year.  The 
testimony  of  the  witnesses  might  thus  be  rationally  explained  consist- 
ently with  their  truthfulness. 

Just  here  it  is  worthy  of  note  that  on  June  4,  1892,  Brosnan  wrote  a 
letter  to  the  plaintiffs,  stating  that  he  had  an  application  for  a  patent 
fop  a  hook  pending,  and  inclosing  a  sample  thereof,  and  offering  to  sell 
his  invention.    The  opening  sentence  of  that  letter  is  in  these  words: 

You  will  find  inclosed  sample  of  Hook  &  Eye  which  I  have  applyed  for  patent 
about  a  year  ngo,  and  if  yon  recollect  I  mailed  yon  one  aboat  two  years  ago  and 
offered  it  to  vou. 

If  this  letter  was  penned  in  good  iaith,  it  is  manifest  that  Brosnan 
himself  was  confounding  his  two  hooks,  for  undoubtedly  what  he  had 
previonsly  mailed  to  the  plaintiffs  was  a  sample  of  his  metal  hook. 

The  defendants,  it  will  be  perceived,  deliberately  took  the  position 
that  the  date  of  Brosnan's  invention  was  in  December,  1887,  and  in 
making  defense  all  their  i)roof8  were  in  support  of  that  proposition. 
They  did  not  examine  any  of  the  three  witnesses  who  had  testified  in 
behalf  of  Brosnan  in  the  interference  proceedings  in  support  of  the  then 
alleged  date  of  his  invention — namely,  the  vSpring  of  1890.  The  sugges- 
tion that  by  offering  the  contents  of  the  file- wrapper  the  plaintiffs  made 
the  depositions  of  Brosnan's  witnesses  contained  therein  evidence  gen- 
erally here  cannot  be  accepted.  Those  depositions  were  not  specifically 
offered  at  all,  and  clearly  the  only  legitimate  purposeof  the  offer  of  the 
contents  of  the  file- wrapper  was  to  contradict  Brosnan  and  discredit  the 
testimony  of  his  witnesses  as  to  alleged  transactions  in  1888.  (Clow  v. 
Baker,  36  Fed.  Kep.,  692;  IStonemeiz,  etc.,' (Jo.  v.  Broicn  Folding  Co.,  C  D., 
1893,  478;  64  O.  G.,  1135;  57  Fed.  Rep.,  601,  604.)  IS^evertheless,  upon 
the  false  assumption  that  the  plaintiffs  had  made  these  depositions  part 
of  their  case  generally,  the  defendants  called  the  three  interference  wit- 
nesses in  surrebuttal,  and,  under  objections,  interrogated  them  with 
respect  to  their  depositions.    The  evidence  thus  introduced  was  not 
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sarrebattal,  aiid  tbe  objections  tbereto  were  well  taken.  If  it  could  be 
regarded  as  properly  in  tbe  record,  it  would  not  belp  the  defendants' 
case.  The  answers  of  these  three  witnesses  throughout  their  so-called 
^^  surrebuttal  examination  ^  impress  us  as  unsatisfactory. 

We  do  not  deem  it  necessary  to  determine  whether  or  not  the  plain- 
tiffs have  succeeded  in  carrying  the  date  of  De  Long's  invention  back 
of  the  date  of  his  application — viz.,  April  2,  1891 — for,  assuming  this  to 
be  the  true  date  of  his  invention,  still,  in  our  judgment,  upon  the  ques- 
tion of  priority  the  decision  must  be  in  favor  of  the  plaintiffs  under  all 
the  proofs. 

We  now  pass  to  the  consideration  of  the  defense  of  non-infringement 

The  solution  of  the  question  of  infringement  depends  upon  the  con- 
struction to  be  given  to  the  first  claim  of  the  patent  in  suit.  The  pat- 
ent drawing  shows  a  third  receiving-e^e  which  is  particularly  mentioned 
in  the  specification  and  is  specifically  called  for  in  both  the  second  and 
third  claims  of  the  patent  as  a  component  of  the  device  therein  claimed. 
It  may  be  assumed  that  this  was  the  inventor's  preferred  form.  The 
third  eye,  however,  is  not  essential  for  the  desired  purpose,  and  it  is  not 
called  for  in  and  by  the  first  claim.  Therefore  we  do  not  feel  at  \i\>eTty 
to  import  this  feature  into  that  claim.  To  do  that  would  be  materially 
to  change  the  patent  as  granted  and  accepted. 

In  the  described  hook  of  the  plaintiffs'  patent  the  tongue- wire  rons 
out  straight  and  returns  humped,  whereas  in  the  defendants'  book  it 
runs  out  humped  and  comes  back  straight.  In  other  words,  the  defend- 
ants have  reversed  the  positions  of  the  straight  and  curved  portions  of 
De  Long's  loop.  No  different  result  is  thereby  secured,  and  the  defend- 
ants' loop  as  thus  formed  is  literally  within  the  terms  of  the  claim- 
said  tongue  being  looped  and  uormally  closing  the  space  between  the  shank  and 
hook  proper. 

Certainly  this  purely  formal  change  does  not  avoid  infringement 
{Devlin  v.  Paynter,  C.  D.,  1894,  656;  69  O.  G.,  1365;  12  C.  C.  A.) 
•  To  sustain  this  defense,  however,  most  stress  is  laid  ui)on  the  words— 

and  having  its  free  end  returned  to  the  rear  of  the  shank. 

The  defendants  insist  that  under  this  language — 

the  free  end  of  the  tongue- wire  must  be  carried  back  behind  the  securing-eyes. 

To  adopt  this  construction,  the  claim  must  be  read  as  if  it  called  for 
the  return  of  the  free  end  of  the  tongue- wire  to  the  far  end  of  the  shank, 
or  its  extreme  rear;  but  the  claim  does  not  specify  the  extreme  rear  of 
the  shank,  and  there  is  no  warrant  for  introducing  that  qualifying 
word  into  the  claim.    It  is  not  necessary  to  carry  the  free  end  of  the 
tongue-wire  back  to  the  extreme  rear  of  the  shank  in  order  to  accom- 
plish the  beneficial  object  of  the  invention.    The  construction  thus 
contended  for  is  not  only  uncalled  for  by  the  words  of  the  claim,  but  it 
would  render  the  claim  entirely  valueless,  for  to  escape  infringement  it 
would  only  be  necessary  to  stop  the  rearward  return  of  the  firee  end  of 
the  tongue-wire  at  any  point  short  of  the  extreme  rear  end  of  the  shauk. 
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We  are  not  able  to  adopt  this  narrow  and  destructiYe  constmction  of 
the  claim,  and,  rejecting  it,  we  must  hold  the  defendants'  hook  to  be  an 
infringement  of  the  first  claim  of  the  patent. 

It  will  be  perceived  that  this  conclusion  by  no  means  involves  the 
broadening  of  the  claim.  We  do  not  depart  from  the  fair  sense  of  the 
terms  employed.  We  conform  to  the  rule  authoritatively  prescribed  in 
Kline  v.  Russell,  (19  Wall.,  433, 466,)  where  it  is  said: 

The  Court  should  proceed  in  a  liberal  spirit,  so  as  to  sustain  the  patent  and  the 
eoDttruction  claimed  by  the  patentee  himself,  if  this  can  be  done  consistently  with 
the  language  which  he  has  employed. 

Let  a  decree  be  drawn  in  favor  of  the  plaintiffs. 


[U.  S.  Circuit  Courts  Western  Bittriot  of  Pennsylvaiiia.] 

American  Dunlop  Tibe  Company  r.  Erie  Rubber  Company. 

Decided  January  SSy  189'*, 
74  0.G.,963. 

1.  Limitation  of  Claims — Statement  of  Best  Method. 

A  Rtatement  in  the  specification  that  in  the  best  methods  of  applying  their 
invention  the  patentees  use  a  supplemental  device  there  described  is  not  to  be 
read,  a8  a  limitation,  into  a  claim  which  contains  no  reference  to  it,  especially 
vhen  the  significance  of  its  omission  is  emphasized  by  its  incorporation  into  a 
subsequent  claim. 

2.  Invention— -Infringement— Pneumatic  Tire  for  Vehicles. 

The  Brown  and  Stillman  patent,  No.  488,494,  for  a  pneumatic  tire  containing  an 
inflatable  tube  and  made  inextensible  eircnmferentially  by  means  of  circumfer- 
ential reinforcements  along  two  lines  within  the  edges  and  above  the  bottom  of 
the  groove,  whereby  the  tire  is  made  to  seat  itQelf  on  inflation  and  the  necessity 
for  mechanical  connection  witli  the  rim  is  obviated,  conptrned  as  to  the  first 
claim,  which  is  Held  to  show  patentable  invention  and  to  be  infringed  by  the 
Moomy  patent,  No.  513,617. 

Messrs.  Duncan  dc  Page  for  the  complainant. 
Messrs.  Hallock  &  Lord  for  the  defendant. 

BUFFINGTON,  J.: 

The  American  Dunlop  Tire  Company  file  a  bill  against  the  Erie 
Knbber  Company  for  alleged  infringement  of  the  first  claim  of  Letters 
latent  No.  488,494,  (now  owned  by  complainant,)  which  was  applied  for 
•lune  20,  1891,  and  issued  December  20, 1892,  to  Alexander  T.  Brown 
and  George  F.  Stillman.  The  subject-matter  of  that  patent  and  of  the 
present  bill  is  a  pneumatic  tire,  which  is  so  named  from  the  fact  that  it 
is  inflated  with  air  to  form  a  cushion  which  lessens  jars  in  passing  over 
uneven  surfaces.  In  bicycles  iron  tires  were  first  used.  Later  came 
solid  rubber  ones,  and  these  in  time  were  succeeded  by  the  pneumatics. 
Prior  to  the  patent  in  suit  these  latter  were  of  two  general  kinds — 
"ho8e-pii>e^  tires,  or  endless  tubes  of  canvas  or  india-rubber,  usually 
cemented  to  the  rim,  and  "double  tubes,"  which  consisted  of  an  inflata- 
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ble  tabe  within  an  outer  non-expansible  shoe  or  covering  divided  longi- 
tudinally and  having  its  edges  detachably  connect>ed  in  some  way  with 
the  rim  of  the  wheel.    By  using  this  outer  shoe  there  was  less  liability 
of  puncturing  the  interior  air- tube;  but  when  this  was  done  it  was  a 
matter  of  difficulty  and  expense  to  reach  the  latter  to  repair  it,  the 
outer  oue  being  either  mechanically  secured  or  cemented  to  the  rim. 
This  difficulty  was  in  a  measure  overcome  by  what  are  known  as 
"clincher-tires,"  where  the  edges  of  the  shoe  and  the  rims  of  the  wheel 
were  adapted  to  dovetail  or  interlock  with  a  hook-joint  when  air-pressure 
was  applied  to  the  inner  tube.     This  style  of  tire  is  shown  in  the  Jeffery 
patent,  No.  454,115,  of  June  16, 1891,  for  a  wheel-tire  (record,  page  430.) 
The  alinement  of  tires  was  also  a  matter  of  difficulty  and  expense.    To 
obtain  and  maintain  perfect  alinement,  the  tire  must  be  kept  from 
lateral  motion  in  the  rim.    To  tix  the  cover  in  place  before  inflation 
required  accuracy  of  adjustment  in  the  various  parts,  and  the  absence 
of  such  accuracy  resulted  in  a  distorted  tire  when  the  tube  was  inflated. 
In  the  clincher  type,  rims  with  grooves  were  generally  used,  and  the 
tires  were  alined  in  them  by  various  forms  of  clamping  devices.    The^ 
difficulties  were  largely  overcome  by  the  patent  in  suit.     By  a  device 
at  once  simple  and  efifective  easy  access  is  had  to  the  inner  tube  and 
automatic  alinement  also  secured.    In  it  we  have  an  exteriorly-grooved 
rim  witb  divergent  flanges  and  an  outer  shoe  confining  an  inflatable 
tube,  seated  partly  within  the  grooved  rim  and  made  non-extensible 
circumferentially  (preferably  by  endless  wire  in  its  edges)  along  two 
lines  on  opposite  sides  within  the  edges,  but  above  the  bottom  of  the 
groove.    When  the  inner  tube  is  inflated,  the  shoe  moves  upwardly  and 
outwardly  until  a  line  is  reached  on  the  rim  of  a  circumference  eqaal  to 
the  non-extensible  circumference  of  the  shoe,  at  which  line  on  the  rim 
the  shoe  seats  itself,  and  is  there  kept  by  internal  air-pressure,    it  is 
thus  seen  that  no  permanent  connection  is  needed  between  the  rim  aud 
shoe,  and  when  the  tube  is  deflated  the  shoe  may  be  readily  removed 
from  the  rim  by  a  process  similar  to  unbuttoning  if  the  circumference 
of  the  non-extensible  wires  be  prox)erly  proportioned  to  that  of  the 
flange  of  the  rim.    In  the  best  method  of  applying  the  principle,  as 
stated  in  the  patent,  the  patentees  made  use  of  an  intermediate  '^sup- 
plemental groove,"  "offset,"  or  "shoulder,"  "up  into  or  onto  which"  the 
wires  are  forced  by  air-pressure,  and  there  seated  and  retained.    These 
grooves  are  not  specified  in  the  claim  now  before  us,  nor  are  they  used 
in  either  complainant's  or  respondent's  device,  as  practice  has  shown 
they  are  not  essential.    The  first  claim — the  only  one  on  which  we  are 
asked  to  pass — is : 

in  combination  with  an  exteriorly  grooved  rim  having  divergent  side  edges 
or  flanges,  a  tire  comprising,  or  confiniiig,  an  inflatable  tube,  seated  and  contained 
partly  within  the  grooved  rim,  and  made  ri^ifid  or  inextensible  circumferentially 
along  two  lines  lying  within  the  groove  below  the  ed^es  but  above  the  deepest  pj»rt 
of  the  same  by  means  of  circnmferential  reifil'oreeuients  secured  to  or  incorporated 
with  it.  and  adapted  to  be  held  in  place  in  the  rim  by  the  action  of  the  internal  air 
pressure. 
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The  general  form  of  tire  quickly  came  into  common  nse.  The  proofs 
show  they  were  first  used  in  the  latter  part  of  1892,  and  that  in  the  first 
few  months  of  1893  thirty  thousand  of  the  Dunlop  detachable  form  were 
sold  by  the  American  company  and  one  hundred  and  fifty  thousand 
pairs  by  the  English  branches.  Tires  constructed  on  this  principle  do 
away  with  all  permanent  connections  between  rim  and  shoe,  are  capable 
of  being  quickly  slipped  on  or  ofl"  the  rim  without  the  use  of  any  mechan- 
ical appliances,  and  during  process  of  inflation  in  a  measure  automati- 
cally aline  themselves.  We  are  of  opinion  that  the  difficulties  overcome 
by  the  patentees  and  the  advance  they  made  over  former  methods  are 
such  as  stamj)  their  device  as  of  a  meritorious  character.  Conceding, 
for  present  purposes,  that  the  separate  elements  which  the  patentees 
combined  had  been  known  before,  yet  it  must  be  granted  they  so  united 
them  and  placed  them  in  such  new  relations  as  to  produce  a  novel  and 
Qseful  result.     Indeed,  the  respondent's  expert  himsi*lf  says: 

In  considering  the  question  of  novelty,  I  find,  by  an  examination  of  the  state  of 
tbe  art  as  revealed  by  tlie  patents  which  are  exhibits  in  this  case,  that  the  older 
inventors  did  not  seem  to  have  thought  of  the  idea  of  holding  the  edges  of  a  pneu- 
matic tire  of  the  U-shaped  pattern  in  the  groove  of  a  rim,  except  by  the  application 
of  some  adjustable  elam])ing  device;  because  the  edges  of  the  tin;  must  be  stretched 
in  passing  it  over  the  flanges  of  the  rim  to  place  it  in  position.  So  far  as  I  know, 
Brown  and  Stillman  were  the  first  to  conceive  of  a  construction  of  tire  and  rim  pro- 
Tided  with  supplemental  side  grooves  whose  diameter,  relatively  to  the  diameter  of 
a  deeper  central  groove  and  the  diameter  of  the  flanges,  is  such  that  a  tire,  the  edges 
of  which  are  permanently  reinforced,  and  have  a  diameter  corresponding  to  the  sup- 
piemen  t.il  grooves,  is  capable  of  being  removed  from  the  rim  and  replaced  again 
without  disturbing  or  adjusting  the  reinforcement  of  the  edges. 

We  next  inquire,  does  the  respondent's  device  infringe  this  claim  T 
In  it  we  find  an  exteriorly-grooved  rim  with  divergent  side  flanges, 
shaped  thus:  \-y^y  and  not  having  supplemental  grooves.  An  inner 
inflatable  tube  is  used  and  an  outer  shoe  the  outer  edges  of  which  have 
lips  or  flaps  which  fold  back  upon  the  main  shoe.  At  the  juncture  of 
the  shoe  side  and  each  flap  is  a  circular  hollow  or  pocket  adapted  to 
receive  several  laps  of  a  stout  linen  cord  or  binder.  This  cord  is  pro- 
vided with  knots  and  is  tightly  wrapped  when  the  tire  is  deflated,  each 
lap  overlapping  the  preceding  one,  and  the  cords  being  twisted  and 
intertwined  at  the  final  and  sometimes  at  the  preceding  laps.  When 
the  shoe  and  lip  are  in  close  contact  from  inflation,  a  closed  circular 
bioder-recess  is  formed,  the  shoulder  or  upper  segment  of  which  is  part 
of  the  flap.  Patent  No.  513,617,  issued  January  30,  1894,  to  Joseph  G. 
Moomy,  for  pneumatic  tires,  in  accordance  with  which  this  device  is 
made,  thus  alludes  to  the  binder  and  its  workings: 

The  flaps  are  made  of  gradually  increasing  thickness  from  the  seat  of  the  binder  out- 
ward, so  that  when  the  flap  is  in  place,  the  circumference  of  its  upper  edge  incresises 
from  the  seat  toward  the  outer  edge.  This  makes  the  flap  triangularly  shaped, 
where  the  rim  used  is  as  shown  in  Fig  1,  the  sides  being  on  the  rim  and  the  flange, 
and  the  longest  triangular  side  of  the  flap  uppermost.  With  this  construction,  the 
binder,  as  the  tire  is  inflated,  slides  or  rolls  up  on  this  increasing  thickness  or  cir- 
cumference of  the  flap  so  that  whatever  slack  or  give  there  is  to  the  biiiiler  is  taken 
up.  and  the  flap  as  a  whole  is  held  tightly  in  ])lace.     This  feature  is  clearly  shown 
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in  Fig  1,  the  right  side  showing  the  position  of  the  binder  when  first  pat  in  place 
before  the  tire  is  inflated,  and  the  left  side  of  the  figure  showing  the  position  assumed 
when  the  tire  is  inflated.  •  *  •  The  annular  shoulder,  h',  on  the  upper  side  of 
the  flap  forms  the  upper  wall  of  the  binder  recess^  h^,  and  stops  this  slipping  or  roll- 
ing movement  at  the  greatest  diagonal  thickness  of  the  flap.  *  *  *  In  this  con- 
struction (Fig.  3)  the  gradually  increasing  circumference  toward  the  outer  edge  of 
the  flap  is  given  to  the  flap  by  the  shape  of  the  rim.  From  this  it  will  be  seen  that 
the  essential  property  of  this  feature  is  that  the  upper  side  of  the  flap  should  gradu- 
ally increase  in  circumference  from  the  seat  on  which  the  binder  is  placed  while  the 
tire  is  deflated,  toward  the  outer  edge  of  the  flap,  so  that  the  binder  can  roll  or  slip 
up  on  the  flaring  surface  of  the  flap  so  as  to  take  up  the  giye  or  slack. 

The  respondent  alleges  there  is  no  infringement  in  this  device;  that 
the  supplemental  groove  described  in  the  Brown  and  Stillman  patent 
is  not  found  in  its  device;  that  it  does  not  use  the  endless  bands  of 
that  patent;  that  its  shoe  cannot  be  taken  from  the  rim  without  taking 
off  the  binder,  and  that  this  is  one  of  the  essential  features  disclosed 
by  complainant's  invention,  and  that  its  binder  clamps  the  shoe  to  the 
rim,  does  not  perform  the  function  of  complainant's  endless  bands,  and 
is  not  a  mechanical  equivalent  thereof.  It  is  clear  to  us  from  the 
proofs  and  our  own  observation  that  when  the  inner  tube  of  a  double- 
tube  tire  is  inflated  the  rim  forms  a  permanent  base  and  the  pressure 
on  the  outer  shoe  is  exerted  upwardly  and  outwardly.  The  resultant 
of  these  two  pressures  finds  vent  in  the  tire  blowing  off  at  the  flange 
of  the  rim  or  is  overcome  by  some  countervailing  pressure  from  the  rim 
or  base  of  countei  force.  It  follows  from  this  that  where  the  edge  of 
the  shoe  is  made  inextensible  circumferentially  the  air-pressure  will 
keep  moving  it  upwardly  and  outwardly  until  its  inextensible  circum- 
ference finds  its  corresponding  counter  circumference  on  a  permanent 
base,  and  there  it  will  seat  and  adjust  itself — that  is,  where  a  corre- 
sponding line  or  circumference  is  reached  on  the  divergent  iiange  of  the 
exteriorly.grooved  rim.  This  being  the  case,  it  follows  that  the  pres- 
ence or  absence  of  a  supplemental  or  intermediate  groove  becomes  a 
matter  of  indifference,  so  far  as  seating  is  concerned,  in  applying  the 
principle  disclosed  by  the  patent.  If  the  shoulder  of  the  wSupplemeDtal 
groove  is  of  greater  diameter  than  the  supplemental- groove  depression, 
it  is  clear  the  shoe  will  not  seat  itself  in  such  depression  when  it  has 
already  been  carried  over  the  larger  circumference  of  the  shoulder,  but 
will  continue  its  movement  until  it  reaches  its  corresponding  counter 
inextensible  cintumference  farther  out  and  up  on  the  diverging  flange. 
It  seemed  to  the  patentees  the  best  results  were  had  by  the  use  of  a 
supplemental  groove  or  seat;  but  the  mechanical  application  of  the 
principle  disclosed  by  their  patent  showed  that  such  groove  was  not 
essential,  and  unless  such  a  limitation  was  carried  into  their  claims  it 
is  clear  they  should  not  be  clogged  with  it  from  the  suggestion  of  its 
use  made  in  the  specification.  In  point  of  fact  there  is  no  such  limita- 
tion in  the  first  claim,  and  the  presence  of  such  limitation  in  the  third 
further  emphasizes  the  significance  of  its  absence  from  the  first.  It  is 
to  be  noted,  too,  that  while  it  is  mentioned  in  the  specification  as  being 
used  in  the  suggested  form  of  applying  the  principle,  yet  it  is  not  even 
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referred  to  when   ^'the  chief  characteristics"  of  the  invention   are 
snmmed  up  as  follows : 

The  improYement  subject  of  our  application  and  by  which  this  object  is  realized 
involves  as  its  chief  characteristics — Arst,  an  exteriorly  grooved  rim  with  divergent 
side  edges  or  flanges,  and  second  a  tire  comprising,  or  confining,  an  inflatable  tube, 
seated  and  contained  partly  within  the  grooved  rim,  and  made  rigid  or  non- extensi- 
ble circnmferentially  along  two  lines  on  opposite  sides  which  lie  within  the  groove, 
below  the  edges  bnt  ^bove  the  bottom  or  deepest  part  of  the  same. 

It  is  clear  to  us  that  the  element  of  a  sapplemental  groove  is  neither 
expressly  nor  impliedly  incorporated  in  the  claim  now  being  considered. 
The  same  reasoning  applies  to  the  contention  that  the  patent  of  com- 
plainant only  covers  a  device  where  the  shoe  can  be  taken  from  the 
rim  without  unfastening  the  binder.  It  is  true  that  in  speaking  of  the 
suggested  form  ot  application  the  specification  says : 

It  further  obviates  the  use  of  tightening  appliances  or  accessories  other  than  those 
nqnired  for  inflation;  or  any  manipulation  of  the  same  in  the  operation  of  apply- 
ing the  tire  to,  or  removing  it  from,  the  rim.  *  *  *  These  bands  2  are  of  greater 
diameter  than  the  wheel  rim  at  the  bottom  of  the  groove  therein,  and  of  less  diame- 
ter than  the  side  edges  of  the  rioi.  »  »  •  The  distance  between  the  bottom  of  the 
grooves  in  which  the  one  part  of  the  tire  is  already  contained  and  the  outer  edge  of 
th«  diametrically  opposite  part  of  the  rim,  is  less  than  the  internal  diameter  of  the 
wire  reinforced  edges  of  the  tire.  "^  *  *  We  prefer  that  that  the  bands  be  welded 
to  be  continuous  or  that  the  ends  thereof  be  connected  by  suitable  means  so  that 
the  tire  may  be  adjusted  to  tin;  proper  flt  upon  the  rim,  but  not  to  housed  in  remov- 
ing the  tire  from  or  attaching  it  to  the  rim,  and  in  the  claim  in  which  these  bands 
are  referred  to  as  endless  bands  we  do  not  limit  ourselves  to  a  welded  band  but 
regard  as  within  our  invention  a  band  the  ends  of  which  are  connected  in  any 
manner. 

Conceding  that  these  in  themselves  would  be  limitations  in  the 
respects  contended  for  and  granting  (what  is  by  no  means  clearly 
established  by  the  proof)  that  the  cords  in  respondent's  device,  as  ordi- 
narily used,  were  so  tightly  wrapped  as  to  prevent  the  shoe  being 
removed  when  the  tire  was  deflated,  yet  the  fact  still  i^emains  that, 
while  such  limitation  is  found  in  the  fourth  claim,  it  is  not  in  the  first, 
and  we  are  of  opinion  that  such  limitation  cannot  be  carried  into  it  by 
implication. 

As  we  have  seen,  the  mechanical  clamping  of  the  shoe  to  the  rim 
was  one  of  the  difficulties  existing  before  the  complainant's  patent.    It 
is  contended  the  cord  of  the  respondent's  device  clamps  the  shoe  to 
the  rim  and  that  such  device  belongs  to  the  general  type  of  tires  of 
that  kind  in  use  before  complainant's  patent.    It  must  be  remembered 
that  the  practical  object  of  any  kind  of  attachment  between  shoe 
and  rim  is  to  have  it  perform  that  function  when  the  tire  is  inflated 
and  in  use.    The  severe  lateral  strains  to  which  it  is  subjected  in  mak- 
ing sharp  turns  and  its  liability  to  "creeping"  or  having  the  rim  turn 
within  the  shoe  make  its  condition  at  the  time  of  inflation  the  test  of 
successful  function  capacity.     In  other  words,  it  is  a  question  of  ulti- 
mate rather  than  initial  function.    The  test  is  not  what  function  does 
the  cord  or  binder  perform  with  a  deflated,' but  with  an  inflated,  tire. 
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Conceding  for  present  purposes  (what  is  at  best  left  nncertaiu  by 
the  proofs)  that  the  cords  of  respondent's  device  can  be  wound  tight 
enough  to  secure  it  fixedly  to  the  tire,  it  is  evident  that  as  inflation 
proceeds  the  cord  does  not  retain  its  initial  position.    The  statements 
quoted  from  the  Moomy  patent  and  others  that  are  not  cited  concede 
what  is  indeed  apparent — namely,  the  stretching  and  slack  of  the  cord, 
its  tendency  to  roll,  (which  is  the  upward  and  outward  movement  under 
increased  pressure,)  this  rolling  and  distention  of  the  cord  being  finally 
limited  by  the  frictional  contact  of  its  parts  and  the  pinch  of  the  flap 
and  shoe,  and  its  finally  finding  ^4ts  true  position  on  the  flap"  (aud 
therefore  on  the  rim)  "as  the  tire  i^  inflated."    Such  being  the  facts, 
and  we  see  no  way  of  avoiding  them,  it  is  manifest  that  at  the  proper 
time  of  functional  test  of  the  cords  of  respondent's  device  produce 
the  same  results  as  complainant^s  endless  bands  in  substantially  the 
same  way.    The  slack  or  give  in  the  cords  has  been  taken  up ;  they  have 
reached  the  limit  of  expansion;  they  have  become,  for  the  time  being, 
for  their  functional  purpose,  endless  bands,  and  are  inextensible  cir- 
cumferentially,  and  a  permanent  position  of  the  parts  is  maintained 
by  internal  air-pressure.    To  use  the  language  of  the  claim  in  qiies 
tion,  they  have  made  the  shoe  inextensible  circumferentially  aloug 
two  lines  lying  within   the  groove  below  the  edges,  but  above  the 
deepest  part  of  the  same,  by  means  of  their  circumferential  reinforce 
ment,  incorporated  with  the  shoe,  and  all  adapted  to  be  held  in  place 
in  the  rim  by  the  action  of  internal  air-pressure.    That  its  device 
may  be  an  improvement  upon  respondent's;  that  the  cord  may  have 
additional  functions  to  the  one  just  noted,  and  that  its  device  may 
disclose  a  further  advance  than  complainant's,  might,  for  present  pur- 
poses, be  conceded ;  yet  even  these  facts  would  not  tree  the  respondent 
trom  the  claim  of  the  dominant  patent. 

To  oar  mind  infringement  has  been  clearly  established  of  the  first 
claim,  and  a  proper  decree  must  issue  in  favor  of  the  complainant  aud 
against  the  respondent. 


[U.  S.  Circiiit  Court— Northern  District  of  Ohio,  Eastern  Division.] 

Bobbins  et  al.  v.  Duebeb  Watch  Case  Manufacturing  Company 

et  al. 

Decided  December  S,  1896, 

74  O.  G.,  965. 

1.  Colby — Watch-Pendant — Valid  and  Infringed. 

The  patent  of  Caleb  K.  Colby,  dated  October  23,  1883,  No.  287,001,  for  an 
improvement  in  watch-pendants,  Held  valid  and  its  first  claim  infringed  by  tbe 
watchcases  manufaotared  apd  sold  by  the  Diieber  Watch  Case  Manufaoturing 
Company. 

2.  Public  Appreciation  Evidence  of  Invention. 

Extensive  recognition  by  the  public,  large  sales,  aud  the  fact  that  the  mana. 
facturers  have  generally  taken  license  under  the  patent  are  poteuti'al  facts  largely 
inflnencing  the  judgment  of  the  court-. 
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3.  Infringement  by  Improved  DE\acE. 

A  device  is  none  the  less  au  infringement  beoanse  it  contains  an  improvement 
upon  the  patented  invention. 

4.  Former  Decisions  Cited. 

Winans  ▼.  Denmeadj  (15  How.,  343,)  cited,  approved,  and  followed. 

Messrs.  Prindle  db  Russell  and  Mr.  Lysander  Hill  for  the  complainants. 
Mr,  Chns.  R,  Miller  and  Mr.  M.  D.  Leggett  for  the  defendants. 

Ricks,  J.: 

This  is  a  suit  for  an  injunction  restraining  the  defendants  from 
infringing  a  patent  issued  to  Caleb  K.  Colby  on  tbe  23d  of  October, 
1883,  being  Patent  No.  287,001,  for  an  improvement  in  watch-pendants. 
Tbe  prayer  of  the  bill  is  also  for  an  account  of  profits  and  damages  for 
the  defendants'  infringement  from  February  13,  1891,  to  the  present 
time. 

The  defense  is,  first,  that  the  patent  is  invalid,  and,  second,  that 
the  claim  is  not  infringed.  The  defendants  seem  to  rely  entirely  upon 
tlie  prior  patents  to  sustain  the  defense  of  invalidity,  and  in  support  of 
the  defense  of  non-infringement  they  show  the  state  of  the  art  before 
Colby's  invention,  claiming  that  Colby's  claim  was  limited  by  pro- 
ceedings in  the  Patent  Office,  and  relying,  further,  upon  certain  differ- 
ences in  construction  between  the  Colby  device  and  the  defendants' 
watchcase. 

Only  the  first  claim  is  involved  in  this  issue.  That  claim  reads  as 
follows : 

1.  The  combination,  in  a  stem-winding  watch,  of  the  tubular  stem,  a  key  mounted 
to  rotate  in  said  ntem  and  to  project  into  the  movement  and  engage  the  winding- 
arbor,  as  shown,  a  spring  attached  to  one  of  these  parts  and  arranged  to  engage  the 
uther  part  to  form  a  latch  device,  as  shown,  and  the  said  winding-arbor,  all  arranged 
substantially  as  and  for  the  purposes  set  forth. 

The  evidence  sustains  the  averments  of  the  bill  as  to  the  title  of  com- 
plainants to  the  patent,  and  no  controversy  exists  on  this  point.  The 
defendants  at  one  time  acted  under  a  license  from  the  complainants, 
dated  July  9, 1885,  which  license  was  revoked  February  13, 1891,  by 
the  complainants,  alleging  as  a  cause  that  the  licensees  had  failed  to 
make  certain  reports  within  the  time  provided  for  by  the  terms  of  the 
license. 

The  invention  is  very  simply  and  tersely  stated  by  Mr.  Dayton,  an 
expert  witness  for  the  complainants,  in  the  following  language: 

The  invention  relates  to  the  class  of  watches  known  as  stem-winding  watches,  or, 
in  other  words,  to  watches  in  which  a  key  or  stem-arbor  passes  through  the  hollow 
stem  of  the  case  into  engagement  with  the  winding-arbor  of  the  watch -movement, 
so  that  by  the  rotation  of  the  key  the  watch  may  be  wound.  By  a  longitudinal 
movement  of  said  key  within  the  stem  the  key  may  be  retracted  from  engagement 
with  the  winding-arbor  of  the  movement,  either  completely  or  suflSciently  to  allow 
the  movement  to  be  easily  lifted  out  of  the  case  or  inserted  therein. 

The  nature  of  the  invention  consiHts  in  providing  a  spring-latch  within  the  case- 
stem  by  which  the  key  and  stem  may  bo  latched  to  each  other  in  such  manner  that 
the  key  will  be  yieldingly  hehl  by  such  latch  in  its  inner  portion,  the  latch,  however. 
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allowing  the  key  to  be  retracted  as  above  stated.  As  the  patent  states  the  iDTen- 
tlon,  after  describing  the  numerous  forms  which  may  be  given  it,  '^  the  essential 
feature  of  all  is  the  elastic  or  spring  latch  attachment  of  the  stem  B  with  the  keyC, 
whereby  the  latter  is  free  to  rotate,  bat  is  prevented  from  being  moved  longitudi- 
nally, except  by  special  effort/' 

The  state  of  the  art  showed  that  steady  progress  had  been  made  in 
the  construction  of  both  wateb-inovements  and  watchcases  from  the 
earliest  and  first  form  of  the  watch,  which  was  the  old-fashioned  one 
in  which  a  pocket-key  was  used  to  adjust  the  setting-movement  and  to 
wind  the  watch.  Then  came  the  old  pendant-set  watch,  then  the  lever- 
set  watch,  and  then  the  modern  Church  pendant-set  watch.  At  the 
time  of  the  Colby  invention  the  lever-set  watch  was  the  favorite  one  in 
the  market.  The  lever-set  watches  had  their  faults.  Not  only  was  the 
lever  independent  from  the  tubular  stem,  but  it  was  so  connected  with 
the  movement  of  the  watch  that  it  prevented  the  latter  from  being 
taken  out  of  the  case  without  the  use  of  some  mechanical  devices. 
The  Colby  invention  not  only  provided  for  putting  into  effect  the  wind- 
ing engagement  without  any  independent  appliance,  but  also  by  a  little 
independent  physical  eftbrt  retracted  the  rotary  key  or  arbor  from  the 
winding  engagement  and  put  it  into  relation  with  the  setting-move- 
ment. While  the  rotary  key  was  in  this  position  the  works  were  capa- 
ble of  being  removed  from  the  case  without  taking  to  pieces  any 
portion  of  the  movement  or  case. 

In  the  old  pendant- set  wat(ih  in  use  before  the  Colby  invention  the 
stem-arbor  consisted  of  one  solid  piece  extending  from  the  thumb-piece 
at  the  outer  edge  of  the  stem  into  the  interior  of  the  movement.  It 
there  connected  with  a  shifting  device,  which  put  it  into  connection 
with  the  winding  engagement  by  pressing  the  shift  inward  and  into 
the  setting  engagement  by  pulling  it  out;  but  tlie  objection  to  this 
device  was  that  the  movement  could  not  be  taken  out  of  the  case  with- 
out taking  to  pieces  some  portion  of  it  or  some  portion  of  the  case. 

Since  Colby's  invention  the  modern  Church  pendant-set  watch  came 
into  use,  which  is  so  constructed  that  the  movement  goes  automatically 
into  the  setting  engagement  whenever  the  stem  arbor  in  the  Colby  case 
is  pulled  out.  This  dispensed  with  any  shiftable  element  in  the  move- 
ment and  made  it  possible  to  avoid  the  long  stem-arbor  by  using  a 
short  one,  so  that  the  movement  could  be  readily  lifted  out  of  the  case, 
as  before  stated.  The  Colby  invention  seems  to  have  suggested  the 
Church  invention  in  pendant-set  watches,  for  the  two  together  have 
practically  revolutionized  the  art  and  superseded  all  other  cases  aad 
movements.  The  great  step  in  the  Colby  invention,  in  my  judgment, 
was  that  it  dispensed  with  the  use  of  all  locks,  pins,  set-screws,  and 
other  means  that  had  been  used  in  ptior  patents  to  make  it  possible  to 
have  the  stem -arbor  so  short  that  the  works  could  easily  be  removed 
from  the  case.  All  these  locks,  devices,  and  pins,  while  seeming  to  be 
improvements,  did  not  meet  the  public  expectation.  The  whole  device 
in  the  Colby  invention  for  securing  the  stem-arbor  in  secure  position 
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was  placed  within  the  stem.  It  was  a  neat,  cheap,  and  effective  device. 
By  me^uis  of  lateral  spring-pressure  this  stem-arbor  was  held  in  posi- 
tion within  the  stem,  so  as  to  both  rotate  and  submit  to  being  either 
pushed  or  palled  into  the  position  necessary  to  do  its  work.  This 
device  related  to  the  case.  The  improvement  claimed  is  wholly  within 
the  stem  and  the  case.  This  invention  therefore  relates  to  pendants 
aud  watchcases.  A  watchcase  is  a  separate  article  of  manufacture 
from  the  watch-movement.  Colby  was  evidently  endeavoring  to  per- 
fect the  watchcase  by  making  one  which  would,  without  reference  to 
the  form  or  construction  of  the  movement,  furnish  a  desirable  and 
ingenious  case.  To  look  for  an  anticipation,  therefore,  we  must  look 
to  inventions  in  relation  to  watchcases. 

Mr.  Knight,  the  defendants'  expert,  divides  the  patents  relied  upon 
by  the  defense  into  four  groups,  as  representing  four  different  classes 
of  devices.  The  first  group  embraces  some  thirteen  patents,  and  Mr. 
Enight  says  they — 

all  or  nearly  all  refer  to  winding-keys  in  the  stem,  which  are  moved  longitudinally 
for  the  purpose  of  shifting  the  connections  from  the  winding  to  the  hand-setting 
position,  or  vice  versa. 

He  claimed  they  showed  the  particular  improvements  ]>ointed  out  in 
claim  1  of  the  Colby  patent. 

To  this  general  statement  Mr.  Dayton,  the  complainants'  expert,  dis- 
sents for  the  following  reason,  which  seems  to  me  very  satisfactory  and 
persuasive: 

The  principal  and  sufficent  reason  for  such  dissent  is  that  not  a  single  one  of  the 
foregoing  list  of  patents  has  a  spring-latch  device  within  the  stem  for  engaging  the 
stem  with  the  longitudinal  movable  stem-arbor  or  key,  either  as  shown  in  the  Colby 
patent  or  in  any  other  way,  form  or  arrangement  whatever.  Some  of  them  have  even 
no  latch  device  of  any  kind  anywhere,  bat  snch  of  them  as  have  latch  devices  for 
holding  the  stem-arbor  or  key  at  either  extreme  of  its  movement  have  sach  latoh 
devices  in  the  movement,  and  not  in  the  case,  or  in  the  stem  of  the  case. 

He  then  proceeds  to  explain  each  of  the  patents  separately  to  sustain 
this  general  proposition,  and  I  think  he  is  well  supported  in  his  con- 
clusion by  his  reference  to  the  patents. 

The  second  group  of  patents  mentioued  by  Mr.  Knight  comprises  the 
two  Fitch  patents,  the  Brez,  Lange,  Smith  and  Folsom,  and  Hilleck 
l>atents.    Of  these  patents  Mr.  Knight  says  they — 

disclose  the  combination  in  a  stem-winding  watch  of  a  tabular  stem  and  a  key 
nionnted  to  rotate  in  said  stem,  and  having  longitudinal  movements  therein  for  the 
purpose  stated  in  the  Colby  patent,  namely,  to  facilitate  the  release  or  the  remove- 
ment  of  the  movement  from  the  case,  or  show  special  provision  to  facilitate  the 
detachment  or  separation  of  the  key  in  the  stem  and  winding-arbor  in  the  move- 
ment, BO  that  the  movement  may  be  readily  taken  oat. 

But  it  is  to  be  noted  that  Mr.  Knight  does  not  pretend  that  he  finds 
in  either  .of  these  patents  a  spring-latch  or  any  kind  of  a  latch  connect- 
ing the  stem  to  the  stem-arbor  or  key,  and  Mr.  Dayton  insists  that  it 
is  a  fact  that  neither  of  said  patents  show  such  a  device  or  any  device 
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for  that  parx)OS6.    Inasmuch  as  this  is  one  of  the  chief  elements  of  the 
Colby  device  it  follows,  I  think,  as  Mr.  Dayton  well  reasons,  that  neither 
of  these  prior  patents  contains  the  improvements  of  the  Colby  patent 
The  third  group  of  patents  mentioned  by  Mr.  Knight — 

illnstrate  devices  desired  to  facilitate  the  insertion  and  removement  of  the  move- 
ment in  and  from  the  case  withoat  necessarily  providing  for  the  separation  at 
precisely  the  same  point  described  in  complainants'  patent — that  is,  between  the 
stem-key  proper  and  the  arbor  or  pinion  of  the  movement  with  which  it  operates. 

In  this  class  lie  recites  and  includes  the  Eisen,  Blauer,  and  Gontard 
patents.  Mr.  Dayton  examines  each  of  these  patents  and  I  think 
clearly  shows  that  they  have  no  bearing  on  the  Colby  invention.  In 
the  Eisen  patent  it  is  necessary  in  order  to  take  the  movement  out  of 
the  watchcase  that  it  should  be  taken  apart.  The  movable  stem-arbor 
key  in  the  Blauer  patent  is  not  connected  with  the  stem  by  a  spring  latch 
or  by  any  other  sort  of  a  latch.  In  the  Gontard  patent  no  longitudinal 
movement  is  shown  with  reference  to  the  stern-arbor  whatever. 

The  fourth  and  last  group  of  patents  cited  by  Mr.  Knight  comprises 
the  Fisher  and  Lucas,  Humbert,  Dueber,  (1876,)  Bourgeois  and  Jacky^ 
Hamann,  Dueber,  (1875,)  and  Jacot  patents.  Mr.  Dayton  says  that 
neither  of  these  patents  shows  a  watch  of  even  the  class  to  which  the 
Colby  patent  relates;  that  neither  watch  in  the  above  lists  of  defendants^ 
patent  exhibits  shows  a  stem- winding  watch. 

On  the  contrary,  every  one  of  them  refers  to  the  old-fashioned  style  of  watch  in 
which  a  separate  key,  that  might  be  carried  in  the  vest-pocket,  was  in8ert«<l  through 
a  hole  in  the  back  cap  of  the  watchcase  to  engage  the  mainspring-arbor.  The  key 
had  to  be  applied  to  the  mainspring-arltor  by  hand,  as  well  as  to  be  tarned  by  hand, 
and  after  the  watch  was  wound  the  key  was  removed  by  hand  and  put  into  the  vest- 
pocket,  and  there  carried  until  the  watch  again  recjuired  winding.  *  *  *  In  each 
one  of  said  prior  paten t-s  it  was  proposed  to  pocket  this  winding  and  setting  kej 
temporarily  and  removably  within  the  stem  of  the  watchcase,  instead  of  in  the  vest- 
pocket  of  one's  clothes,  and  this  was  a  useful  expedient. 

Mr.  Dayton  then  explains  the  patents  further  at  length  and  finds  five 
structural  diflfeiences  between  these  old  devices  and  the  Colby  invention 
in  suit.    To  these  five  structural  diflTerences  he  adds — 

that  the  key  of  the  old  devices  referred  to,  not  being  used  to  rotate  and  wind  tbe 
watch  while  pocketed  in  the  case  stem,  does  not  protrude  into  the  case  beyond  the 
inner  surface  of  tlie  case-rim,  and  is  not  then  engaged  with  the  watch -movement, 
and  this  difference  involves  the  vital  difference  to  which  I  first  alluded,  viz :  that  said 
old  device  does  not  belong  to  the  class  of  stem-winding  watches  at  all,  to  which  tJie 
Colby  invention  exclusively  belongs. 

1  have  read  Mr.  Dayton's  deposition  with  a  great  deal  of  care,  and  I 
think  he  has  demonstrated,  so  far  as  these  four  groups  of  patents  are 
concerned,  that  they  did  not  anticipate  the  Colby  invention.  I  think 
that  the  Colby  device  involved  invention  and  that  his  patent  is  vahd. 
I  reach  this  conclusion  not  only  because  Mr.  Dayton  seems  to  have 
made  it  very  clear  in  his  deposition,  but  from  certain  other  facts  which 
stand  out  and  must  always  have  great  influence  with  courts  in  passing 
upon  such  patents.  In  the  first  place,  the  defendant  was  for  a  long 
time  a  licensee  of  the  complainants.    It  thereby  at  the  time  the  license 
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was  taken  clearly  recognized  the  validity  and  value  of  the  complainants' 
patent  and  invention.  This  license  was  not  voluntarily  relinquished, 
but  was  revoked  because  of  the  defendant's  failure  to  comply  with  its 
conditions,  so  that  it  cannot  be  said  that  it  gave  up  its  license  under 
this  patent  because  it  was  satisfied  it  was  of  no  further  value.  I  do 
not  refer  to  this  fact  as  in  any  way  impairing  the  defendants'  right  to 
.setup  the  defense  relied  upon  in  its  answer,  but  as  indicating  what  the 
judgment  of  its  officers  and  advisers  was  as  to  thie  value  of  this  inven- 
tion during  the  time  it  was  a  licensee. 

Another  potent  fact  is  the  very  general  recognition  of  the  value  of 
this  invention  when  it  was  first  made  public.  The  proof  shows  that 
over  one  million  cases  were  made  and  sold  per  annum.  Still  another 
important  fact  is  that  all  other  large  manufacturers  of  cases,  except 
the  defendants,  are  licensees  of  the  complainants.  These,  I  say,  have 
been  potential  facts  and  have  largely  influenced  me  in  reaching  the 
conclusion  that  the  complainants'  patent  is  valid. 

Do  the  defendants  infringe!  The  question  of  infringement  seems 
very  plain.  The  defendants'  expert  seems  to  rely  largely  upon  the 
assumption  of  the  prior  art  and  that  amendments  made  in  the  Patent 
Office  so  far  restricted  complainants'  first  claim  that  the  key  of  any 
infringing  device  must  be  retractable  entirely  out  of  the  movement,  so 
as  to  permit  the  latter  to  be  vertically  taken  out  of  the  case,  and  that 
the  latch-spring  must  be  fastened  to  the  key  or  to  the  stem  by  exactly 
the  form  of  attaching  device— namely,  rivets  or  clamps,  or  whateveris 
variously  shown  in  the  patent.  He  further  acts  upon  the  assumption 
that  the  defendants'  latch-spring  is  not  attached  either  to  the  stem  or 
to  the  key.  I  have  examined  the  file  wrapper  and  contents  of  the 
patent  and  do  not  think  that  a  fair  construction  of  it  limits  the  com- 
plainants' claim  as  counsel  for  the  defendants  contend.  It  seems  clear 
to  me  that  in  the  defendants'  watch  the  latch-spring  is  attached  to  the 
stem.  Mr.  Knight  claims  that  the  rotatability  of  this  spring  is  an 
advantage;  but,  as  Mr.  Dayton  well  says,  this  does  not  change  the  fact 
that  the  latch-spring  is  attached  to  the  stem.  He  insists  that  it  is 
rotatably  attached  to  the  stem.  He  further  insists  that  this  attaching 
device  in  the  defendants'  ca«e — 

doee  exactly  what  the  attaching  device  does  in  the  Colby  patent,  namely,  holds  the 
spring  from  movement  endwise  of  the  stem,  so  that  it  in  turn  may  hold  the  key  from 
longitudinal  movement.  The  fact  that  the  defendant  has  introduced  a  new  advan- 
tage or  utility,  so  long  as  he  retains  the  essential  construction  and  the  mode  of  oper- 
ation, and  retains  all  the  results  and  advantages  aimed  at  in  the  patent,  and  does 
this  by  the  same  means,  it  does  not,  in  my  understanding,  lessen  the  subjection  of 
his  device  to  the  claim. 

Mr.  Dayton  in  his  first  deposition,  in  giving  it  as  his  opinion  that — 

complainants'  exhibit  defendant's  watchcjise  clearly  contains  the  invention  set  forth 
in  the  Colby  patent, 

exhibited  a  drawing  or  sketch  of  the  defendant's  watchcase,  which,  it 
seems  to  me,  with  his  explanation,  clearly  shows  an  infringement,  and 
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makes  it  clear  to  me  that  the  defendants'  watchcase  falls  exactly  and 
clearly  within  the  statement  of  the  Colby  patent  that — 

the  essential  features  of  all  is  the  elastic  or  spring  latch  attachment  of  the  stem  B 
with  the  key  C,  whereby  the  latter  is  free  to  rotate,  but  is  prevented  from  being 
moved  longitudinally,  except  by  a  8x>ecial  effort. 

In  the  case  of  Winans  v.  Denmead^  (15  How.,  343,)  the  Supreme 
Court  said : 

Where  form  and  substance  are  inseparable,  it  is  enough  to  look  at  form  only. 
When  they  are  separable,  where  the  whole  substance  of  the  invention  may  be 
copied,  in  a  different  form,  it  is  the  duty  of  courts  and  juries  to  look  through  the 
form  for  the  substance  of  the  invention — for  that  which  entitled  the  inventor  to  bis 
patent,  and  which  the  patent  was  designed  to  secure.  Where  that  is  found,  it  is  an 
infringement;  and  it  is  not  a  defense  that  it  is  embodied  in  forms  not  described  and 
in  terms  not  claimed  by  the  patentee. 

I  think  this  rule  applicable  to  this  case — that  the  defendants'  device 
embodies  that  which  entitled  the  inventor  to  his  patent  and  which  the 
patent  was  designed  to  secure,  and  it  is  therefore  an  infringement 

There  may  be  a  decree  for  the  complainants  and  the  usual  refereoce. 


[U.  S.  Cirouit  Coart— Nortbern  District  of  niinois.] 

Whitbly  V.  Fadnee  et  al 

Decided  December  16,  1895, 
74  O.  G.,  968. 

1.  Whitely  —  Exercising    Apparatus  — No.    418,257.    Claims — Aggregation- 

NovKLTY— Invention. 

Claim  1  of  Letters  Patent  No.  418,257,  to  A.  A.  Whitely,  for  elastic-cord  exet- 
cising  apparatus,  issued  December  31,  1889,  Held  not  a  mere  agf^regation  of  old 
devices  and  functions,  a^d  that  the  apparatus  having  elastic-cord  was  patentable 
over  apparatus  having  non-elastic  cords  and  weights  and  apparatus  having 
springs  or  short  elastic  substitutes  therefor. 

2.  Same— Same — Infringement,  Rule  of. 

Claim  1  of  Letters  Patent  to  A.  A.  Whitely,  No.  418,257,  for  an  elasUo-cord 
exercising  apparatus,  issued  December  31, 1889,  Held  infringed.    ''  The  funcikon, 
utility,  or  result  of  defendant's  apparatus  is  contained  in  that  of  complainant 
*     *     *    An  infringement  is  not  avoided  because  the  infringing  device  is  better, 
more  useful,  and  more  acceptable  to  the  public  than  that  of  the  patent  infringed, 
nor,  on  the  other  hand,  because  the  infringing  device  by  some  colorable  varia- 
tion or  expedient  merely  impairs  or  narrows  the  function  and  usefulness  of  the 
device  infringed." 

Mr,  Francis  W,  Parker  aud  Mr,  Edward  D.  Cooke  for  the  complamant 
Mr.  Frank  D.  Thomason  and  Messrs.  Dyrenforth  &  Dyrenforth  for  the 
defendants. 

Show  ALTER,  J.: 

This  is  a  bill  to  enjoin  an  alleged  infringement  of  the  first  claim  of 
Letters  Patent  No.  418,257,  dated  December  31, 1889,  for  an  invention 
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lelating  to  elastic-cord  exercising  apparatus.    Said  claim  is  in  the  fol- 
lowing words : 

As  an  exercising  apparatus,  a  oord  elastic  throughout  its  entire  length,  having 
pollays  thereon  over  which  the  elastic  cord  travels,  and  hooks  to  which  said  pulleys 
are  adapted  to  be  secured. 

It  is  said  that  this  is  an  aggregation,  not  a  patentable  combination. 
Apart  firom  the  exceptional  convenience  of  this  apparatus  as  an  exer- 
ciser, its  adaptation  to  the  strength  of  whatever  person  may  happen  to 
use  it,  and  its  adjustment  to  muscular  movement  in  indefinite  variety, 
the  special  function  or  result  seems  to  be  resistence  to  muscular  contrac- 
tion, which  is  approximately  uniform  while  such  movement  continues, 
but  gradual — that  is  to  say,  without  jerk  or  wrench — at  the  inception 
of  such  movement.  By  means  of  the  pulleys  the  cord  is  given  the 
requisite  length,  while  the  friction  over  the  pulleys  is  also  invcdved  to 
some  extent  in  the  result  named.  I  cannot  say  that  said  result  is  not 
the  joint  product  of  the  combination,  and  in  that  sense  new. 

As  contrasted  with  apparatus  wherein  weights  ai^e  lifted  by  non- 
elastic  cords  running  over  pulleys,  that  in  suit  does  not  oppose — ^at 
least  so  as  to  cause  any  wrench,  jerk,  or  undersirable  efifect — the  initial 
muscular  movement,  and  it  adapts  itself  during  the  continuance  of  such 
Diovement  to  the  strength  of  the  person  using  it.  This,  I  take  it,  may 
be  deemed  a  distinction  of  function^a  difference  in  kind  rather  than 
in  degree. 

As  contrasted  with  apparatus  wherein  the  means  of  resistance  is  a 
spring  or  short  elastic  substitute  therefor,  to  which  handles  may  be 
directly  attached  or  non-elastic  cords  running  over  pulleys,  that  in  suit 
opposes  the  movement  or  muscular  contraction  with  a  resistance  which 
is  approximately  uniform.  The  special  function  of  the  spring  or  elastic 
substitute  therefor  as  used  prior  to  this  patent  was  rapidly-increasing 
resistance  as  the  muscles  contracted  and  while  the  movement  caused 
by  such  contraction  progressed.  I  think  this  difference  may  also  be 
considered  one  of  function  rather  than  of  degree.  The  subsequent  pat- 
ent to  Pickles  and  the  refusal  of  the  Patent  Office  to  grant  a- patent  to 
this  defendant  seems  in  line  with  the  distinctions  here  made. 

The  evidence  shows  acceptance  and  use  of  complainant's  apparatus 
by  the  public  to  a  degree  which  is  noteworthy  as  indicating  a  new  and 
useful  instrumentality — a  new  result  through  means  not  obvious  or 
merely  suggested  by  structures  of  the  same  general  class  previously  in 
use. 

1  am  not  able  to  say  that  the  prima  facie  validity  of  this  patent  is 
overcome  by  the  showing  of  this  record;  nor  is  the  evidence  as  to 
anticipation  by  Graves  clear  and  satibfEhctory.  What  he  did  was  seem- 
ingly experimental.  The  distinctive  ideas  of  this  patent  were  appar- 
ently not  present  in  his  mind  or  suggested  by  whatever  it  was  he  made. 

By  driving  a  pin  through  the  middle  of  the  cord  into  the  lower  or 
central  pulley  of  complainant's  exerciser,  so  as  to  stop  the  play  over 
H.  Doc.  354 U 


210  DECISIONS   OP   U.  8.  COURTS   IN   PATENT   CASES. 

that  pulley,  we  have  substantially  the  exerciser  of  defendant.  If 
two  pulleys  widely  separated  be  substituted  for  the  one  lower  central 
pulley  in  complainant's  apparatus  and  the  cord  be  pinned  to  each  of 
these,  we  would  a^ain  have  substantially  the  apparatus  made  by 
defendant.  In  either  case  defendant's  apparatus  would  be  ^'a  cord 
elastic  throughout  its  entire  length  having  pulleys  thereon  " — namely, 
the  two  upper  pulleys — "over  which  the  elastic  cord  travels."  The 
function  of  complainant's  apparatus  in  large  part  is  not  dependent  on 
the  play  over  the  lower  pulley,  the  cord  at  that  point  remaining  sta- 
tionary. In  other  words,  the  function,  utility,  or  result  of  defendant's 
apparatus  is  contained  in  that  of  complainant.  It  makes  no  differeuce 
that  defendant  has  chosen  to  cut  the  cord  at  the  lower  pulley  and  then 
secured  the  two  ends.  He  might  as  well  have  pinned  it  to  the  pulley 
without  cutting  it.  An  infringement  is  not  avoided  because  the  infring- 
ing device  is  better,  more  useful,  and  more  acceptable  to  the  pahlic 
than  that  of  the  patent  infringed,  nor,  on  the  other  hand,  because  the 
infringing  device  by  some  colorable  variation  or  expedient  merely 
impairs  or  narrows  the  function  and  usefrilness  of  the  device  infrioged. 
The  injunction  may  issue  as  prayed. 


[Sapreme  Coart  of  the  United  States.] 

Belknap  et  aL  v.  Schild. 

Decided  February  5,  1896. 
74  O.  G.,  1121. 

1.  Schild— Cai880N-Gatk— Valid— IKFRINGKD— Injunction  Refused. 

Letters  Patent  No.  287,178,  granted  October  23,  1883,  to  George  Schild,  for  «i 
improvement  in  caisson-gates,  Held  to  be  yalid  and  infringed,  bnt  iojimotioD 
refused. 

2.  Same— Same— Infringement  by  the  United  States— Suing. 

The  United  States  have  no  more  right  than  any  private  person  to  nse  a  pat- 
ented invention  without  license  of  the  patentee  or  making  compensation  to  him, 
bnt  they  cannot  be  impleaded  in  a  judicial  tribunal  except  so  far  as  they  h&ve 
consented  to  be  sued. 

3.  Same— Same— Same— Officers  of  the  United  States. 

The  United  States  having,  by  act  of  Congress,  consented  to  be  sued  upon  theii 
contracts,  may  accordingly  be  sued  by  a  patentee  for  their  use  of  his  invention 
under  a  contract  made  with  him  by  the  United  States  or  their  authorized  officers- 

4.  Same— Same— Same. 

But  the  United  States  have  not  consented  to  be  liable  to  suits  founded  in  tort 
for  wrongs  done  by  one  of  their  officers,  though  in  the  discharge  of  his  official 
duties.  They  are  therefore  not  liable  to  a  suit  for  an  infringement  of  a  patent, 
that  being  an  action  sounding  in  tort. 

5.  Same— Same — Same. 

A  public  officer  is  not  personally  liable  on  a  contract  made  by  him  in  the  line 
of  his  duty  and  on  account  of  the  United  States  and  enuring  to  their  benefit  and 
not  to  his  own ;  but  he  is  personally  liable  to  be  saed  for  his  own  infringement 
of  a  patent. 
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6.  Infringing  Device— Property  op  the  United  States— Use  by  Officers- 

Party  TO  Suit. 
Where  the  infriDging  device  was  the  property  of  the  United  States  and  held 
and  nsed  by  them  for  the  public  benefit  through  officers,  the  United  States  were 
an  indispensable  party  to  the  suit  to  enable  the  court  to  grant  the  relief  sought. 

7.  Infringement— Benefits,  to  Whom  Accruing — Recovering  Profits. 

''In  a  suit  in  eqaity  for  the  infringement  of  a  patent,  the  ground  upon  which 
profits  are  recovered  is  that  they  are  the  benefits  which  have  accrued  to  the 
defendants  from  their  wrongful  use  of  the  plaintiff's  invention,  and  for  which 
they  are  liable,  ex  aequo  et  bono^  to  the  like  extent  as  a  trustee  would  be  who  had 
used  the  trust  property  for  his  own  advantage.  The  defendants,  in  any  such 
suit,  are  therefore  liable  to  account  for  such  profits  only  as  have  accrued  to 
themselves  from  the  use  of  the  invention,  and  not  for  those  which  have  accrued 
to  another,  and  in  which  they  have  no  participation." 

8.  Dissenting  Opinion. 

Mr.  Justice  Harlan  did  not  concur  in  the  disposition  which  was  made  of  the 
case. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  California. 

Mr.  Holmes  Conrad  for  the  appellants. 

Mr,  M,  M.  Estee,  Mr.  W.  W.  Dudley^  Mr.  L.  T.  Michen^r,  and  Mr.  J. 
H.  Miller  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  in  equity,  filed  January  20, 1887,  in  the  Circuit  Court 
of  the  United  States  for  the  Northern  District  of  California,  by  George 
Schild  against  George  E.  Belknap,  Joseph  Feaster,  Christopher  O. 
Wolcott,  and  Jesse  Diamond,  for  an  infringement  of  Letters  Patent 
granted  by  the  United  States  to  the  plaintiff  on  October  23, 1883,  No. 
287,178,  for  an  improvement  in  caisson -gates. 

The  bill  alleged  that  the  defendants,  with  full  knowledge  and  in 
violation  of  the  plaintiflTs  exclusive  right,  manufactured  and  used,  and 
iutended  to  continue  to  use,  such  caisson-gates  in  the  State  of  California; 
and  that  he  had  brought  an  action  in  the  same  court  against  the  Union 
Iron  Works  of  San  Francisco,  and  on  the  trial  of  that  action,  and,  after 
he  had  waived  other  than  nominal  damages,  recovered  a  verdict  in 
the  sum  of  one  dollar,  in  August,  1886,  and  the  validity  of  his  patent 
and  the  fact  of  infringement  were  thereby  established. 

The  bill  prayed  that  the  defendants  be  decreed  to  account  for  and 
pay  over  to  the  plaintiff  all  such  gains  and  profits  as  had  or  might  have 
accrued  to  them  from  purchasing  or  making  or  using  such  improved 
caisson-gates;  that  any  further  damages  sustained  by  the  plaintiff  by 
reason  of  the  defendants'  infringement  be  assessed  and  ordered  to  be 
paid ;  that  the  defendants  be  restrained  by  injunction  from  making  or 
using  caisson-gates  containing  the  patented  improvement;  that  the 
caisson-gates,  containing  that  improvement,  and  so  manufactured,  or 
purchased  or  in  any  manner  obtained  by  the  defendants,  and  now  in 
their  possession,  be  destroyed  or  delivered  up  to  the  plaintiff;  and  for 
farther  relief 
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The  defendants  filed  a  plea  to  the  whole  bill,  (called  in  the  record  a 
^^plea  in  abatement,")  alleging  that  the  court  <^  ought  not  to  take  cog- 
nizance of  or  sustain  the  aforesaid  action,''  for  that  the  defendant 
Belknap  was  a  commodore  in  the  United  States  Navy,  and  commandant 
of  the  United  States  navy-yard  at  Mare  Island,  California;  that  the 
defendants  Wolcott,  Feaster,  and  Diamond  were,  respectively,  a  civil 
engineer  in  the  Navy,  an  assistant  naval  constructor  in  the  Navy,  and 
an  employ^  of  the  United  States  at  Mare  Island;  that  the  only  caisson- 
gate  which  either  of  the  defendants  had  any  relation  with,  control  over, 
or  use  of,  within  the  State  of  California,  was  one  constaructed,  mann- 
(actured  and  used  by  the  Oovernment  of  the  United  States  and  for 
their  use  and  benefit  at  the  navy-yard  at  Mare  Island,  and  was  there 
built  by  the  Union  Iron  Works,  in  pursuance  of  plans  and  sx>ecification8 
furnished  by  the  Bureau  of  Yards  and  Docks,  a  board  in  the  naval 
service  of  the  United  States,  and  was  delivered  by  the  Union  Iron 
Works  to  the  United  States,  and  used  by  the  United  States  in  the  dry- 
dock  of  that  navy-yard;  and  that  neither  the  defendants,  nor  either  of 
them,  made  or  constructed  the  caisson-gate  in  question,  or  used  it  for 
their  own  use  and  benefit,  or  ever  had,  or  pretended  to  have,  any  inter- 
est in  or  claim  upon  it;  but  that  they  only  operated  and  used  it  as  the 
officers,  servants  and  employes  of  the  United  States,  as  a  part  of  the 
navy-yard,  and  for  public  uses  of  the  United  States,  in  the  exercise  of 
their  sovereign  and  constitutional  powers. 

The  Attorney-General  of  the  United  States,  appearing  for  this  pur- 
pose only,  filed  a  suggestion,  (called  in  the  record  a  ^^plea  to  the  juris- 
diction,") in  which  he  stated  that  the  caisson-gate  in  question  was 
planned  and  constructed  by  the  United  States,  and  ever  since  its  con- 
struction had  been  in  the  possession,  control  and  use  of  the  United 
States  at  the  navy-yard  at  Mare  Island,  and  was  operated  at  the  dry- 
dock  in  the  navy-yard  for  naval  purposes  and  the  public  defense,  in  the 
building  and  repairing  of  ships  for  the  Navy  of  the  United  States; 
that  the  United  States,  through  their  officers  and  agents,  charged  with 
the  possession,  control  and  operation  of  that  navy-yard,  had  at  all 
times  been  in  possession,  control  and  operation  of  the  caisson-gate  as 
public  property  of  the  United  States,  for  public  uses,  in  the  exercise  of 
their  sovereign  and  constitutional  powers;  and  that  the  defendants, 
and  each  of  them,  never  had  anything  to  do  with  the  construction,  use 
or  operation  of  the  gate,  or  made  any  claim  of  right,  title,  possession, 
control  or  use  of  it,  other  than  as  officers  and  agents  of  the  United 
States,  and  in  obedience  to  orders  of  the  naval  department  of  the  Gov- 
ernment; and  therefore — 

withont  submitting  the  rights  of  the  United  States  to  the  jnrisdiotion  of  the  court, 
but  insiBtiug  that  the  court  has  no  jurisdiction  of  the  controversy,  for  that  the  said 
caisson-gate  and  its  use  now  is  and  at  all  times  has  been  the  property  of  the  United 
States — 

moved  that  the  bill  be  dismissed,  and  all  proceedings  stayed  and  set 
aside. 


INCISIONS  OF  U.  8.  COURTS  IN   PATENT   CASES.  213 

The  case  having  been  submitted  to  the  court  upon  the  plea  of  the 
defendants,  and  the  suggestion  of  the  Attorney-General,  both  were 
overruled. 

The  defendmts,  Belknap,  Feaster,  Woleott,  and  Diamond,  then  filed 
an  answer,  admitting  the  grant  of  the  Letters  Patent,  denying  the 
infringement,  setting  forth  affirmatively  the  matters  stated  in  their 
former  plea,  and  alleging  that  neither  these  defendants  nor  the  United 
States  were  parties  to  the  action  brought  by  the  plaintiff  against  the 
Union  Iron  Works,  or  estopped  by  the  judgment  therein. 

A  general  replication  was  filed ;  and  evidence  was  taken,  by  which 
it  appeared  that  the  validity  of  the  plaintiff's  patent,  and  its  infringe- 
ment by  the  defendants,  were  subjects  of  conflicting  testimony;  that 
Mare  Island  and  the  works  and  dock  thereon,  including  the  caisson-gate, 
belonged  to  the  United  States,  and  were  held  and  occupied  for  them  by 
their  officers  and  employes;  that  the  defendants  respectively  held  the 
positions  stated  in  their  former  plea  and  had  no  interest  in  the  caisson- 
gate,  and  nothing  to  do  with  it  beyond  operating  it  under  the  direction 
of  the  United  States;  that  the  gate  was  built  in  1884,  without  any 
agreement  or  license  of  the  plaintiff,  by  the  Unicm  Iron  Works  under  its 
contract  with  the  United  States,  and  according  to  plans  and  specifica- 
tions furnished  by  the  Bureau  of  Yards  and  Docks,  and  Woleott  simply 
inspected  the  materials  and  workmanship,  as  the  work  progressed,  to 
see  if  they  were  according  to  the  contract;  and  that  the  gate  had  since 
been  used  by  the  United  States,  as  part  of  the  dock  in  the  navy-yard 
aforesaid. 

After  a  hearing  upon  pleadings  and  proofs,  the  court  made  an  inter- 
locutory decree,  adji\dging  that  the  patent  was  valid,  and  had  been 
infringed  by  the  defendants;  referring  the  case  to  a  master  to  take  an 
account  of  th^  number  of  caisson-gates  made  or  used  by  the  defend- 
ants, or  either  of  them,  in  violation  of  the  patent,  and  also  of  the  gains, 
profits  and  advantages,  arising  or  accruing  to  the  defendants  or  either 
of  them,  and  of  the  damages  sustained  by  the  plaintiff;  and  ordering 
a  perpetual  ii^unctlou  against  the  defSendants  and  each  of  them — 

and  their  and  each  of  their  agents,  senrants,  clerks,  and  workmen,  and  all  persons 
claiming  or  holding  under  or  throngh  them  or  either  of  them. 

The  master  reported  that  one  caisson-gate  to  the  dock  in  the  navy- 
yard  at  Mare  Island,  for  the  making  and  using  of  which  the  defendants 
had  been  adjudged  to  have  infringed  the  plaintiff^s  patent,  had  been 
made  upon  plans  furnished  by  the  plaintiff  and  modified  by  the  Gov- 
ernment officials,  and  put  in  use  in  1884 ;  that  the  cost  of  this  gate 
was  $60,000,  and  the  cost  of  the  cheax)est  practicable  gate,  constructed 
on  any  other  plan  known  to  the  defendants,  would  be  at  least  $100,000, 
and  therefore  the  gains,  profits  and  advantages,  which  had  arisen  and 
acomed  to  the  defendants  ftom  infringing  the  plaintiff's  patent, 
amounted  to  $40,000 ;.  and  that  no  damages,  in  addition  to  such  gains, 
profits  and  advantages,  had  been  proved. 

The  court  overruled  exceptions  taken  by   the  defendants  to   the 
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master's  report,  coufirmed  his  report,  and  entered  a  final  decree  for 
the  plaintiff  for  the  sum  of  $40,000,  with  interest  and  costs.  The 
defendants  appealed  to  this  Court. 

Mr.  Justice  Gbat,  after  stating  the  case,  delivered  the  opinion  of 
the  Court. 

A  recapitulation  of  the  principles  heretofore  affirmed  by  this  Court, 
touching  the  liability  of  the  United  States,  and  of  their  officers  and 
agents,  to  suit  in  the  judicial  tribunals,  will  go  far  toward  disposing  of 
this  case. 

It  should  be  premised  that  our  law  differs  from  that  of  England  as 
to  the  right  of  the  Government  to  use,  without  compensation,  an  inven- 
tion for  which  it  has  granted  Letters  Patent. 

In  England,  the  grant  of  a  patent  for  an  invention  is  considered  as 
simply  an  exercise  of  the  royal  prerogative,  and  not  to  be  construed  as 
precluding  the  Crown  from  using  the  invention  at  its  pleasure;  and 
therefore  a  petition  of  right  cannot  be  maintained  against  the  Crown 
for  using  a  i)ateuted  invention;  although  a  private  person  or  corpora- 
tion, that  has  contracted  to  supply  the  Government  with  articles 
embodying  the  invention,  may  be  sued  for  infringement  of  the  patent 
{Feather  v.  The  Queen,  6  B.  &  S.,  257 ;  Dixon  v.  London  Small  Arms  Co,, 
L.  K.  10  Q.  B.,  130,  and  1  App.  Cas.,  632.) 

But,  in  this  country.  Letters  Patent  for  inventions  are  not  granted 
in  the  exercise  of  prerogative,  or  as  a  matter  of  favor,  but  under  arti- 
cle 1,  section  8,  of  the  Constitution  of  the  United  States,  which  gives 
Congress  power — 

to  promote  the  progress  of  science  and  iisefhl  arts,  by  securing  for  limited  terms  to 
authors  and  inventors  the  exclusive  right  to  their  respective  writings  and  dis- 
coveries. 

The  patent  act  provides  that  every  patent  shall  contain  a  grant  to 
the  patentee,  his  heirs  and  assigns,  for  a  certain  term  of  years,  of— 

the  exclusive  right  to  make,  use  and  vend  the  invention  or  discovery  throoghout  the 
United  States.     (R.  S.,  4884.) 

And  this  Court  has  repeatedly  and  uniformly  declared  that  the 
United  States  have  no  more  right  than  any  private  person  to  use  a 
patented  invention  without  license  of  the  patentee  or  making  com- 
pensation to  him.  {United  States  v.  Burns,  12  Wall.,  246,  252;  Cam- 
meyer  v.  Newton,  C.  D.,  1877, 182;  11  O.  G.,  287;  94  U.  S.,  225,  235; 
James  v.  Campbell,  C.  D.,  1882,  67;  21  O.  G.,  337;  104  U.  8.,  356,  358; 
Hollistery,  Benedict  Manufacturing  Co.,  113  U.  S.,  59,  67;  United  States 
V.  Palmer,  128  U.  S.,  262,  270-272.) 

The  United  States,  however,  like  all  sovereigns,  cannot  be  impleaded 
in  a  judicial  tribunal,  except  so  far  as  they  have  consented  to  be  sued. 
This  doctrine  has  been  affirmed  by  this  Court  in  cases  too  numerous  to 
be  cited;  and  was  clearly  stated  by  Mr.  Justice  Field,  delivering  judg 
ment  in  the  case  of  The  Siren,  as  follows : 

It  is  a  familiar  doctrine  of  the  common  law,  that  the  sovereign  cannot  be  sued  in 
his  own  courts  without  his  consent.    The  doctrine  rests  upon  reasons  of  public 
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policy ;  the  inconvenience  and  danger  which  would  follow  from  any  different  rule. 
It  is  obvious  that  the  public  service  would  be  hindered,  and  the  public  safety  endan- 
gered, if  the  supreme  authority  could  be  subjected  to  suit  at  the  instance  of  every 
citizen,  and  consequently  controlled  in  the  use  and  disposition  of  the  means  required 
for  the  proper  administration  of  the  government.  The  exemption  from  direct  suit 
is,  therefore,  without  exception.  This  doctrine  of  the  common  law  is  equally  applica- 
ble to  the  supreme  authority  of  the  nation,  the  United  States.  They  cannot  be  sub- 
jected to  legal  proceedings,  at  law  or  in  equity,  without  their  consent;  and  whoever 
institutes  such  proceedings  must  bring  his  case  within  the  authority  of  some  act  of 
Congress.  Such  is  the  language  of  this  Court  in  United  States  v.  Clarke^  (8  Pet.,  444.) 
The  same  exemption  from  judicial  process  extends  to  the  property  of  the  United 
States,  and  for  the  same  reasons.  As  justly  observed  by  the  learned  judge  who  tried 
this  case,  there  is  no  distinction  between  suits  against  the  Government  directly,  and 
suits  against  its  property.    (7  Wall.,  152-154.) 

So  mach  of  this  statement  as  regards  salts  against  the  United  States, 
or  against  their  property,  was  repeated  by  the  present  Chief  Jastice  in 
the  recent  case  of  Stanley  v.  Schwalby^  (147  U.  S.,  508, 512.) 

It  necessarily  follows  that,  unless  expressly  permitted  by  act  of  Con- 
gress, no  injunction  can  be  granted  against  the  United  States.  ( United 
States  V.  McLemorej  4  How.,  286;  Hill  v.  United  States^  9  How.,  386; 
Case  V.  Terrelly  11  Wall.,  199.) 

.  The  United  States,  by  successive  acts  of  Congress,  have  consented 
to  be  sued  upon  their  contracts,  either  in  the  Court  of  Claims,  or  in  a 
circuit  or  district  court  of  the  United  States.  (Acta  of  February  24, 
1855,  ch.  122,  sec.  1,  10  Stats.,  612;  March  3,  1863,  ch.  92,  sec.  2,  12 
Stats.,  765;  Eev.  Stats.,  sec.  1059;  act  of  March  3, 1887,  ch.  359,  sees. 
1,  2,  24  Stats.,  605;  United  States  v.  Jones^  131  U.  S.,  1, 15, 16.)  The 
United  States  may  accordingly  be  sued  by  a  patentee  for  their  use  of 
his  invention  under  a  contract  made  with  him  by  the  United  States  or 
by  their  authorized  officers.  (United  States  v.  Burns,  12  Wall.,  246; 
United  States  v.  Palmer,  127  U.  S.,  272;  United  States  v.  Berdan  po., 
156  U.  S.,  652.) 

But  the  United  States  have  not  consented  to  be  Kable  to  suits, 
founded  in  tort,  for  wrongs  done  by  their  officers,  though  in  the  dis- 
charge of  their  official  duties.  {Oibbons  v.  United  States,  8  Wall.,  269; 
Morgan  v.  United  States,  14  Wall.,  531,  634:  Langford  v.  United  States, 
101  U.  S.,  341 ;  United  States  v.  Jones,  131  U.  S.,  1, 16, 18;  German  Bank 
V.  UniUd  States,  148  U.  S.,  573,  679,  580;  Hill  v.  UniUd  States,  149 
U.  S.,  593.)  The  United  States,  therefore,  are  not  liable  to  a  suit 
for  an  infringement  of  a  patent,  that  being  an  action  sounding  in  tort. 
(SchUlinger  v.  United  States,  C.  D.,  1894,  658;  69  O.  G.,  1505;  155  U.  S., 
163;   United  States  v.  Berdan  Co.,  156  U.  S.,  552.) 

A  public  officer  is  not  personally  liable  on  a  contract,  although  under 
his  own  hand  and  seal,  made  by  him  in  the  line  of  his  duty,  by  legal 
authority,  and  on  account  of  the  Government,  and  enuring  to  its  benefit, 
and  not  to  his  own.  (Hodgson  v.  Dexter,  1  Cranch,  345.  See,  also, 
Macbeath  v.  Haldimand,  1  T.  R.,  172;  Unwin  v.  Wolseley,  1  T.  R.,  674; 
Palmer  v.  Hutchinson,  6  App.  Cas.,  619.) 

But  the  exemption  of  the  United  States  from  judicial  process  does 
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not  protect  their  officers  and  agents,  civil  or  military,  in  time  of  peace, 
from  being  personally  liable  to  an  action  of  tort  by  a  private  person 
whose  rights  of  property  they  have  wrongfully  invaded  or  injured, 
even  by  authority  of  the  United  States.  (Little  v.  Barremej  2  Graneb, 
169;  Bates  v.  Glarkj  95  U.  8.,  204.)  Such  officers  or  agents,  although 
acting  under  order  of  the  United  States,  are  therefore  x)ersonally  liable 
to  be  sued  for  their  own  infringement  of  a  patent.  {Cammeyer  y.  New- 
tOHj  0.  D.,  1877, 182 ;  11 0.  G.,  287 ;  94  U.  S.,  225, 235.  See,  also,  Feather 
V.  The  Queen,  6  B.  &  S.,  257,  297 ;  Vavasseur  v.  Krupp,  9  Ch.  D.,  351, 
365,  358.) 

The  extent  to  which  officers  or  agents  of  the  Government  may  be 
restrained  by  injunction  from  doing  unlawful  acts  to  the  prejudice  of 
private  rights  is  illustrated  by  the  decisions  of  this  Court  regarding 
injunctions  from  the  courts  of  the  United  States  to  officers  and  agents 
of  a  State,  which,  by  the  Oonstitution  of  the  United  States,  is  as  exempt 
as  the  United  States  are  from  private  suit.  {HaiM  v.  LonUianay  134 
U.  S.,  1.) 

In  a  suit  to  which  the  State  is  neither  formally  or  really  a  party, 
its  officers,  although  acting  by  its  order  and  for  its  benefit,  may  be 
restrained  by  injunction,  when  the  remedy  at  law  is  inadequate,  from  • 
doing  positive  acts,  for  which  they  are  personally  and  individually  lia- 
ble, taking  or  injuring  the  plaintift's  property,  contrary  to  a  plain  offi- 
cial duty  requiring  no  exercise  of  discretion,  and  in  violation  of  the 
Constitution  or  laws  of  the  United  States.  (Osbomy.  Bank  of  United 
States,  9  Wheat.,  738,  868,  871 ;  Board  of  Liquidation  v.  McOomb,  92 
U.  S.,  531,  541;  Allen  v.  Baltimore  &  Ohio  Bailroady  114  U.  B.,  311; 
Pennoyer  v.  McConnaughy,  140  U.  8.,  1.) 

But  no  injunction  can  be  issued  against  officers  of  a  State,  to  restrain 
or  control  the  use  of  property  already  in  the  possession  of  the  State,  or 
money  in  its  treasury  when  the  suit  is  commenced;  or  to  comx)elthe 
State  to  perform  its  obligations;  or  where  the  State  has  otherwise  such 
an  interest  in  the  object  of  the  suit  as  to  be  a  necessary  party.  (Louisi- 
ana V.  Jumel,  and  Elliott  v.  Wiltz,  107  U.  S.,  711,  720-728;  Cunning- 
ham V.  Macon  &  Brunswick  Railroad,  109  U.  S.,  446,  454-457;  Hagooi 
V.  Sothern,  117  U.  S.,  52,  70;  In  re  Ayers,  123  U.  S.,  443;  Iforth  Caro- 
lina V.  Temple,  134  U.  S.,  22;  McGahey  v.  Virginia,  135  U.  S.,  662,684) 

In  support  of  the  decree  below,  much  reliance  was  placed  upon 
United  States  v.  Lee,  (106  U.  S.,  196;)  Stanley  v.  Sohwalhy,  (147  U.  8., 
508;)  and  The  Virginia  Coupon  Cases,  (114  U.  S.,  269.) 

In  United  States  v  Lee,  the  decision  of  the  Court,  speaking  by  Mr.  Jas- 
tice  Miller,  was  that  the  owner  of  land  held  and  occupied  by  the  United 
States  for  public  uses,  but  under  a  defective  title,  might  maintain, 
against  the  officers  in  possession  of  the  land  under  authority  of  the 
United  States,  an  action  of  ejectment,  notwithstanding  the  interjiosition 
of  the  Attorney-General  in  behalf  of  the  United  States. 
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A  year  afterward  Mr.  Justice  Miller,  a^iu  delivering  tlie  opinion  of 
the  Court,  after  mentioning  a  different  class  of  cases,  said: 

Another  class  of  cases  is  where  an  iDdividual  is  sued  in  tort  for  some  act  injnrioos 
to  another  in  regard  to  person  or  property,  to  which  his  defense  is  that  he  has  acted 
nndet  the  orders  of  the  Govemment.  In  these  oases  he  is  not  sued  as,  or  heoanse  he 
is,  the  ofleet  of  the  Gkyratnoient,  bnt  as  an  indivldnal,  and  the  court  is  not  ousted  of 
jurisdiction  beeauae  he  asserts  authority  as  soch  officer.  To  make  out  his  defense 
he  must  show  that  bis  authority  was  sufficient  in  law  to  protect  him. 

After  oiting  several  cases  to  this  point,  he  added : 

-  To  this  class  belongs  also  the  reeent  case  of  Untied  Statm  v.  Xee,  (106  U.  S.,  196,) 
for  the  action  of  ejectment  in  that  case  is,  in  its  essential  character,  an  action  of 
trespass,  with  the  power  in  the  Court  to  restore  the  possession  to  the  plaintiff  as 
part  of  the  judgment.  And  the  defendants  Strong  and  Kaufman,  being  sued  indl- 
▼idually  as  trespassers,  set  up  their  authority  as  officers  of  the  United  States,  which 
this  Court  held  t^  be  unlawful,  and  therefore  insufficient  as  a  defense.  The  judg- 
ment in  that  case  did  not  conoldde  the  United  States,  as  the  opinion  oarefally  stated, 
bal  held  the  offioen  liable  as  unauthorized  trespassers,  and  turned  them  out  of 
their  unlawful  possession.  {Cunningham  v.  ifooon  ^  Brun$wiok  Bailroady  109  U.  S., 
446,452.) 

This  statement  of  the  decision  in  United  States  v.  Lee  was  repeated 
in  Stanley  v.  Sckwalby^  in  which  the  point  decided  was  that  the  statate 
of  limitations,  or  adverse  possession,  might  be  pleaded  in  defense  of  an 
action  of  trespass  to  try  title  against  offices  of  the  United  States. 
(147  U.  S.,  608,  618.) 

In  Cunningham  v.  Macon  &  Brunswick  Railroad^  above  cited,  a  bill 
in  equity  to  foreclose  a  second  mortgage  of  a  railroad,  and  to  set  aside 
as  invalid  a  sale  and  conveyance  of  the  road  to  the  State  of  Georgia 
under  a  foreclosure  of  the  first  mortgage,  was  filed  by  holders  of  bonds 
secured  by  the  second  mortgage  against  the  governor  and  the  treasurer 
of  tiie  State,  as  well  as  i^ainst  the  railroad  company  and  its  directors; 
and  was  ordered  to  be  dismissed  for  want  of  jurisdiction,  because,  as 
was  said  in  the  opinion — 

it  may  be  aocopted  as  a  point  of  departure  unquestioned,  that  neither  a  State  nor 
the  United  Stat-es  can  be  sued  as  defendant  in  any  court  in  this  country  without 
their  consent,  except  in  the  limited  class  of  cases  in  which  a  State  may  be  made  a 
party  in  the  Supreme  Court  of  the  United  States  by  virtue  of  the  original  jurisdic- 
tion conferred  on  this  court  by  the  Constitution.  This  principle  is  conceded  in  all 
the  cases,  and  wheiiever  it  can  be  clearly  seen  that  the  State  is  an  indispensable 
party  to  enable  the  Court,  according  to  the  rules  which  govern  its  procedure,  to 
grant  the  relief  sought,  it  will  refuse  to  take  Jurisdiction. 

In  the  case  now  under  consideration,  the  State  of  Qeorgia  is  an  indispensable 
party.  It  is  in  fact  the  only  proper  defendant  in  the  case.  No  one  sued  has  any 
personi^l  interest  in  the  matter,  or  any  official  authority  to  grant  the  relief  asked. 
No  foreclosure  suit  can  be  sustained  without  the  State,  because  she  has  the  legal 
title  to  the  property,  and  the  purchaser  under  a  foreclosure  decree  would  get  no  title 
in  the  absence  of  the  State.  The  State  is  in  the  actual  possession  of  the  property, 
and  the  Court  can  deliver  no  possession  to  the  purchaser.  The  entire  interest  adverse 
to  plaintiff  in  this  suit  is  the  interest  of  the  State  of  Georgia  in  the  property,  of 
which  she  has  both  the  title  and  possession.    (109  U.  S.,  451,  457.) 
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In  the  cases  cited  by  the  appellee,  reported  under  the  head  of  The 
Virginia  Coupon  CaseSj  (114  U.  8.,  269,)  where  a  collector  of  taxes  due 
to  the  State  of  Virginia  refused  to  receive  coupons  of  the  State 
tendered  in  payment  of  such  a  tax,  because  forbidden  to  do  so  by  a 
statute  of  the  State,  which  was  unconstitutional  and  void  as  impainng 
the  obligation  of  the  contract  made  by  the  State  with  the  holders  of 
such  coupons  in  the  statute  under  which  they  were  issued,  the  Court, 
speaking  by  Mr.  Justice  Matthews,  held  that  the  collector  was  liable 
to  an  action  of  detinue,  or  of  trespass,  for  distraining  personal  property 
for  non-payment  of  the  tax;  or,  where  the  remedy  at  law  was  inade- 
quate, might  be  restrained  by  injunction  from  making  the  distraint 
{Poindexter  v.  Oreenhowy  114  U.  S.,  270;  Chaffin  v.  Taylor y  114  U.  S., 
309;  Allen  v.  Baltimore  dk  Ohio  Railroad^  114  U.  S.,  311.) 

But  where  the  Circuit  Court  of  the  United  States,  at  the  suit  of  one 
who  had  tendered  such  coupons  in  payment  of  his  taxes,  issued  an 
injunction  against  the  attorney-general  and  other  attorneys  of  the 
State  of  Virginia  to  restrain  them  from  bringing  any  action  in  behalf 
of  the  State  to  recover  such  taxes,  and,  upon  their  bringing  such 
actions,  committed  them  for  contempt  in  disobeying  the  injunction, 
they  were  discharged  by  this  Court  on  writs  of  habeas  corpus.  Mr. 
Justice  Matthews,  again  delivering  its  opinion,  and  fully  reviewing  the 
previous  cases,  said  that  from  the  decision  in  Cunningham  v.  Ifooon  & 
Brunswick  Railroad,  above  cited — 

tbe  inference  is,  that  where  it  is  manifest,  upon  the  face  of  the  record,  that  the 
defendants  haye  no  individaal  interest  in  tbe  controversy,  and  that  the  relief  sought 
against  them  is  only  in  their  official  capacity  as  representatives  of  the  State,  which 
alone  is  to  be  affected  by  the  Judgment  or  decree,  the  question  then  arising,  whether 
the  suit  is  not  substantially  a  suit  against  the  State,  is  one  of  jurisdiction; 

and  added  that  actions  had  been  sustained  against  officers  acting  in 
behalf  of  a  State — 

only  in  those  instances  where  the  act  complained  of,  considered  apart  from  the 
official  authority  alleged  as  to  its  justification,  and  as  the  personal  act  of  the  individ- 
ual defendant,  constituted  a  violation  of  right  for  which  the  plaintiff  was  entitled  to 
a  remedy  at  law  or  in  equity  against  the  wrong-doer  in  his  individual  character; 

and  that  the  eleventh  amendment  of  the  Constitution,  declaring  that— 

the  judicial  power  of  the  United  States  shall  not  be  construed  to  extend  to  any  suit 
in  law  or  equity,  commenced  or  prosecuted  against  one  of  the  United  States  by 
citizens  of  another  State,  or  by  citizens  or  subjects  of  any  foreign  State — 

must  be  held — 

to  cover,  not  only  suits  brought  against  a  State  by  name,  but  those  also  against  its 
officers,  agents  and  representatives,  where  the  State,  though  not  named  as  such,  is, 
nevertheless,  the  only  real  party  against  which  alone  in  fact  the  relief  is  asked,  and 
against  which  the  judgment  or  decree  effectively  operates; 

and  therefore  concluded  that  the  suit  in  which  the  injunction  was 
granted  was  in  substance  and  in  law  a  suit  against  the  State  of  Vir- 
ginia, and  consequently  the  circuit  court  was  without  jurisdiction  to 
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entertaiii  it,  the  order  of  injanction  and  the  commitments  for  contempt 
were  nnll  and  void,  and  the  imprisonment  of  the  officers  was  without 
authority  of  law.    {In  re  Ayera,  123  U.  S.,  443, 489, 502, 506, 507.) 

When  the  matter  of  the  Virginia  coupons  was  last  brought  before 
this  Court,  Mr.  Justice  Bradley,  delivering  its  unanimous  opinion, 
summed  up,  as  the  result  of  the  previous  decisions,  so  far  as  concerns 
the  subject  now  under  consideration — 

that  no  proceedings  can  be  instituted  by  any  holder  of  said  bonds  or  conpons 
against  the  Commonwealth  of  Virginia^  either  directly  by  snit  against  the  Common- 
wealth by  name,  or  indirectly  against  her  executive  officers  to  control  them  in  the 
exercise  of  their  official  fnnctions  as  agents  of  the  State ; 

but  that  any  holder — 

who  tenders  such  coupons  in  payment  of  taxes,  debts,  dues  and  demands  due  from 
him  to  the  State,  and  continues  to  hold  himself  ready  to  tender  the  same  in  payment 
thereof,  is  entitled  to  be  free  from  molestation  in  person  or  goods  on  account  of  such 
taxes,  debts,  dues  or  demands,  and  may  vindicate  such  right  in  all  lawful  modes  of 
redress — by  suit  to  recover  his  property,  by  snit  against  the  officer  to  recover  dam> 
ages  for  taking  it,  by  injunction  to  prevent  such  taking  where  it  would  be  attended 
with  irremediable  injury,  or  by  a  defense  to  a  suit  brought  against  him  for  his  taxes 
or  the  other  claims  standing  against  him.     {MoGahey  v.  Virginiay  135  U.  S.,  662, 684.) 

And  this  summary  was  repeated  and  approved  in  Pennoyer  v. 
McConnaughy^  (140  U.  S.,  1, 15.) 

It  only  remains  to  apply  the  principles  established  by  the  former 
decisions  to  this  suit  under  the  patent  act  of  the  United  States. 

That  act  not  only  provides  that — 

damages  for  the  infringement  of  any  patent  may  be  recovered  by  action  on  the  case; 

but  also  provides  that — 

the  several  con  its  vested  with  jurisdiction  of  cases  arising  under  the  patent  laws 
shall  have  power  to  grant  injunctions,  according  to  the  course  and  principles  of 
courts  of  equity,  to  prevent  the  violation  of  any  right  secured  by  patent,  on  such 
terms  as  the  court  may  deem  reasonable ;  and  upon  a  decree  being  rendered  in  any 
snch  case  for  an  infringement,  the  complainant  shall  be  entitled  to  recover,  in  addi- 
tion to  the  profits  to  be  accounted  for  by  the  defendant,  the  damages  the  com- 
plainant has  sustained  thereby ;  and  the  court  shall  assess  the  same,  or  cause  the 
same  to  be  assessed  under  its  direction.     (R.  S.,  4919, 4921.) 

This  bill  in  equity  was  filed  by  the  owner  of  Letters  Patent  for 
an  improvement  in  caisson-gates^  and  alleged  that  the  defendants 
ioMnged  the  patent  by  manufacturing  and  using  such  gates.  The 
defendants  filed  a  plea  to  the  whole  bill,  and  the  Attorney-General  in 
behalf  of  the  United  States  filed  a  suggestion,  the  single  ground  of 
each  of  which  was  that  the  only  caisson-gate  that  the  defendants  had 
any  relation  with  was  not  made  by  them,  and  was  not  used  by  them 
for  their  own  benefit,  but  was  made  and  used  by  the  United  States  in 
a  dry-dock  at  a  navy-yard,  and  the  defendants  only  operated  and 
used  it  as  officers,  servants  and  employes  of  the  United  States.  The 
fact  so  pleaded  and  suggested  could  not,  consistently  with  the  pre- 
viouB  decisions,  above  cited,  prevent  the  defendants  from  being  held 
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liable  to  the  patentee  for  their  own  infringement  of  his  patent.  There 
was  no  error,  therefore,  in  oyerraling  the  plea  of  the  defendants,  and 
the  suggestion  of  the  Attorney-General. 

But  the  Gircait  Court  erred  in  awarding  an  injunction  against  tbe 
defendant!^. 

As  this  Gourt,  when  deciding  that  things  manufiEMstured  under  Letters 
Patent  of  the  United  States  were  subject  to  be  taxed  by  a  State  like 
other  property,  said : 

The  right  of  property  Id  the  physical  snbstance,  which  is  the  frait  of  the  diacoTory, 
is  altogether  distinct  from  the  right  in  the  discovery  itself.  (PatUnrson  v.  Kentmekgy 
97U.  S.,  501,  506.) 

Title  in  the  thing  manufactured  does  not  give  the  right  to  use  the 
patented  invention ;  no  more  does  the  patent  right  in  the  invention  give 
title  in  the  thing  made  in  violation  of  the  patent. 

In  an  English  case,  quite  analogous  to  the  case  at  bar,  where  shells, 
bought  and  owned  by  a  foreign  sovereign,  were  brought  to  England  to 
be  put  on  board  his  ships  of  war,  the  court  of  appeal  held  that  his 
agents,  if  they  used  the  shells  in  England  in  infringement  of  an  English 
patent,  might  be  liable  in  damages  to  the  patentee,  but  that  the  court 
could  not  restrain  the  delivery  of  the  shells  to  the  sovereign  to  whom 
they  belonged.  Lord  Justice  Brett  said :  ^'  The  patent  law  has  nothing 
to  do  with  property ; "  and  Lord  Justice  Gotton  expressed  the  same  idea 
more  fully,  as  follows : 

The  property  in  articles  which  are  made  in  violation  of  a  patent  is,  notwithstand- 
ing the  privilege  of  the  patentee,  in  the  infringer  if  he  wonld  otherwise  have  the 
property  in  them.  The  court,  in  a  suit  to  restrain  the  infringement  of  a  patent,  does 
not  proceed  on  the  footing  that  the  defendant  proved  to  have  infringed  has  no  prop- 
erty in  the  articles;  but,  assuming  the  property  to  be  in  him,  it  prevents  the  use  of 
those  articles,  either  by  removing  that  which  constitutes  the  infringement,  or  by 
ordering,  if  necessary,  a  destruction  of  the  articles  so  as  to  prevent  them  from  being 
used  in  derogation  of  the  plaintiff's  rights,  and  does  this  as  the  most  effectual  mode 
of  protecting  the  plaintiff's  rights — not  on  the  footing  that  there  is  no  property  in 
the  defendant.  The  court  cannot  proceed  to  give  that  relief,  and  interfere  with  the 
articles,  unless  it  has  before  it  the  person  entitled  to  the  articles  in  questioB,  and 
has  as  against  this  person  power  to  adjudicate  that  the  articles  are  made  or  nsedin 
infiringement  of  the  plaintiff's  rights.    (  Fava8$eur  v.  Krupp,  9  Ch.  D.,  S51,  358,  360.) 

In  the  present  case,  the  caisson-gate  was  a  part  of  the  dry-dock  in  a 
navy-yard  of  the  United  States,  was  constructed  and  put  in  place  by 
the  United  States,  and  was  the  property  of  the  United  States,  and  held 
and  used  by  the  United  States  for  the  public  benefit  If  the  gate  was 
made  in  infringement  of  the  plaintiff's  patent,  that  did  not  prevent  the 
title  in  the  gate  from  vesting  in  the  United  States.  The  United  States, 
then,  had  both  the  title  and  the  possession  of  the  property.  The  United 
States  could  not  hold  or  use  it,  except  through  officers  and  agents. 
Although  this  suit  was  not  brought  against  the  United  States  by  name, 
but  against  their  officers  and  agents  only,  nevertheless,  so  far  as  tbte 
bill  prayed  for  an  injunction,  and  for  the  destruction  of  the  gate  in 
question,  the  defendants  had  no  individual  interest  in  the  controversy; 
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the  entire  interest  adverse  to  the  plaintiff  was  the  interest  of  the  United 
States  in  property  of  which  the  United  States  had  both  the  title  and 
the  possession;  the  United  States  were  the  only  real  party,  against 
whom  alone  in  fact  the  relief  was  asked,  and  against  whom  the  decree 
would efifectively  operate;  the  plaintiff  sought  to  control  the  def^dants 
in  their  official  capacity,  and  in  the  exercise  of  their  official  functions, 
as  representatives  and  agents  of  the  United  States,  and  thereby  to 
defeat  the  use  by  the  United  States  of  property  owned  and  used  by  the 
United  States  for  the  common  defense  and  general  welfare;  and  there- 
fore the  United  States  were  an  indispensable  party  to  enable  the  court, 
according  to  the  rules  which  govern  its  procedure,  to  grant  the  relief 
sought;  and  the  suit  could  not  be  maintained  without  violating  the 
principles  affirmed  in  the  long  series  of  decisions  of  this  Court,  above 
cited. 

There  was  also  error  in  the  final  decree  awarding  profits  to  the  plain- 
tiff as  against  the  defendants. 

In  a  suit  in  equity  for  the  infringemenc  of  a  patent,  the  ground  upon 
which  profits  are  recovered  is  that  they  are  the  benefits  which  have 
accrued  to  the  defendants  from  their  wrongful  use  of  the  plaintiff's 
invention,  and  for  which  they  are  liable,  ex  cbequo  et  bonoy  to  the  like 
extent  as  a  trustee  would  be  who  had  used  the  trust  property  for  his 
own  advantage.  The  defendants,  in  any  such  suit,  are  therefore  liable 
to  account  for  such  profits  only  as  have  accrued  to  themselves  from  the 
use  of  the  invention,  and  not  for  those  which  have  accrued  to  another, 
and  in  which  they  have  no  participation.  {Elizabeth  v.  Pavement  Co.^ 
97  U.  S.,  126, 138-140;  Boot  v.  Railway  Co.,  C.  D.,  1882, 167;  21  O.  G., 
1112;  105  U.  S.,  189 ;  Tilghman  v.  Proctor,  C.  D.,  1888, 363 ;  43  O.  G.,  628; 
125  U.  S.,  136,  144-148 ;  Keystone  Co.  v.  Adams,  G.  D.,  1894, 141 ;  66  O.  G., 
654;  151  U.  S.,  139,  147;  Coupe  v.  Royer,  G.  D.,  1895,  163;  70  G.  G., 
779;  155  U.  S.,  565,  583.) 

Ill  the  leading  case  of  Elizabeth  v.  Pavement  Co.,  a  suit  in  equity  for 
the  infringement  of  a  patent  for  an  improvement  in  wooden  pavements 
was  brought  against  a  city,  as  well  as  against  the  contractor  who  had 
laid  down  the  pavements.  It  being  shown  that  the  city  had  made  no 
profits  from  the  use  of  the  invention,  but  that  the  contractor  had,  this 
Court  held  that  profits  could  be  recovered  against  the  contracior  only, 
iind  not  against  the  city.  Mr.  Justice  Bradley,  in  delivering  judgment, 
Kaid: 

One  thing  maj  be  affirmed  with  reasonable  confidence^  that  if  an  infringer  of  a 
fsktsnt  has  realized  no  profit  from  the  use  of  the  invention,  he  cannot  be  called  upon 
to  respond  for  profits ;  the  patentee,  in  such  case,  is  left  to  his  remedy  for  damages. 

(97U.  8.,  138.) 

In  the  case  at  bar,  there  was  no  evidence  that  the  defendants  them- 
selves had  made  any  profits  whatever  from  the  use  of  the  plaintift'^s 
invention;  but  the  only  gains,  profits,  and  adn^antages,  upon  which  the 
report  of  the  master  and  the  decree  of  the  court  were  based,  were  those 
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which  had  accraed  to  the  United  States  flrom  the  saving  in  the  cost  of 
the  gate;  and  the  master  found  that  no  damages,  in  addition  to  such 
gains,  profits,  and  advantages,  had  been  proved. 

The  necessary  result  is  that,  even  if  the  validity  of  the  patent  and 
its  infringement  by  the  defendants  are  assumed,  the  plaintiff,  upon  this 
record,  is  not  entitled  to  an  injuction,  to  profits,  or  to  damages. 

The  finding  of  the  master,  that  no  damages,  in  addition  to  profits, 
had  been  proved,  does  not  indeed  necessarily  imply  that  the  plaintiff 
had  not  sustained  damages,  independent  of  any  profits.  But  no  ground 
for  equitable  relief,  by  injunction,  by  account  of  profits,  or  otherwise, 
being  shown,  the  proper  remedy  of  the  plaintiff  against  the  defendants 
for  such  damages  is  by  action  at  law.  {Elizabeth  v.  Pavement  Co.y  and 
Root  V.  Railway  Co.,  above  cited.) 

The  question  whether  the  United  States  might  be  liable,  in  a  suit 
against  them  in  the  Court  of  Claims,  or  other  court  of  concurrent  juris- 
diction, as  upon  a  contract,  for  their  use  of  the  caisson-gate,  if  au 
infringement  of  the  plaintiff's  patent,  does  not  arise,  and  cannot  be 
decided,  in  this  case. 

In  order  that  the  rights  of  all  parties  interested  in  the  controversy 
may  be  preserved,  the  entry  in  this  case  will  be :  Decree  of  the  Girctiit 
Court  reversedj  and  ca^se  remanded  to  that  court  with  directions  to  dismiss 
the  billy  without  prejudice  to  an  action  at  luw  against  the  defendants^  or 
to  a  suit  against  the  United  States, 

Mr.  Justice  Peokham,  not  having  been  a  member  of  the  Court  wheu 
this  case  was  argued,  took  no  part  in  the  decision. 


DISSENTING  OPINION. 

Mr.  Justice  Hablan  dissenting. 

I  am  unable  to  concur  in  the  disposition  which  has  been  made  of  this 
case. 

As  stated  in  the  opinion  of  the  majority,  this  Court  has  frequently 
held  that  the  United  States  has  no  more  right  than  any  private  person 
to  use  a  patented  invention  without  license  of  the  patentee  or  without 
making  or  securing  compensation  to  him.  It  is  not  claimed  that  the 
defendants  used  the  plaintiff's  patent  under  a  license  from  him,  or  that 
compensation  or  provision  for  compensation  has  been  made.  The  Grov- 
ernment  is,  therefore,  under  an  implied  obligation  to  com])ensate  the 
plaintiff.  That  obligation  arises  from  the  Constitution,  which  declare 
that  private  property  shall  not  be  taken  for  public  use  without  just  com- 
pensation. Upon  this  point  the  Court  in  United  States  v.  Great  Falls 
Mfg.  Oo.  (112  U.  S.,  645,  657)  said: 

Such  an  implication  being  consistent  with  the  constitutional  duty  of  the  Govem- 
ment,  as  well  as  with  common  Justice,  the  claimant's  cause  of  action  is  one  that 
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ariBeft  oat  of  implied  contract,  within  the  meaning  of  the  statute  which  confers  jur- 
isdiction upon  the  Court  of  Claims  of  actions  founded  ''  upon  any  contract,  expressed 
or  implied,  with  the  Government  of  the  United  States." 

The  same  principle  was  recognized  in  Great  Falls  Mfg,  Co.  v. 
Attorney- General^  (124  U.  S.,  581,  697;)  United  States  v.  Alexander 
(148  U.  S.,  186,  191,)  and  Schillinger  v.  United  States,  (C.  D.,  1894,  658; 
69  O.  G.,  15a5;  155  U.  S.,  163, 174,  175.)  In  this  view— the  defendants 
being  public  officers  who  derive  no  personal  advantage  from  the  use  by 
the  Government  of  the  plaintiflPs  invention — the  prayer  for  an  injunc- 
tion might  well  have  been  denied  upon  the  ground  that  there  was  an 
adequate  and  complete  remedy  by  a  suit  against  the  United  States  as 
upon  implied  contract.  But  the  Court  does  not  proceed  distinctly  on 
that  ground. 

If  the  plaintiff  cannot  sue  the  United  States  to  recover  compensation 
for  the  use  of  his  invention,  actually  appropriated  by  the  Government 
for  public  use,  then  the  only  adequate  remedy  for  him  would  be  an 
injunction  against  the  individual  officers,  who  are  proceeding  without 
his  license,  and  without  any  provision  having  been  made  for  his  being 
compensated.  This  must  be  so,  unless  the  Court  is  prepared  to  hold 
that  there  is  no  remedy,  under  the  Constitution,  for  the  protection  of 
private  rights  against  illegal  invasion  by  officers  of  the  Government. 
In  United  States  v.  Lee  (106  U.  S.,  196)  this  Court  said  that  when  the 
citizen — 

in  one  of  the  courts  of  competent  Jurisdiction^  has  established  his  right  of  property, 
there  is  no  reason  why  deference  to  any  person,  natural  or  artificial,  not  even  the 
United  States,  should  present  him  from  using  the  means  which  the  law  gives  him 
for  the  protection  and  enforcement  of  that  right ; 

that— 

no  man  in  this  country  is  so  high  that  he  is  above  the  law ;  no  officer  of  the  law  may 
set  that  law  at  defiance  with  impunity ;  aU  the  officers  of  the  Government,  from  the 
highest  to  the  lowest,  are  creatures  of  the  law,  and  are  bound  to  obey  it. 

If  the  United  States  may  appropriate  to  public  use  the  invention  of 
a  patentee,  without  his  consent,  and  without  liability  to  suit,  as  upon 
implied  contract,  for  the  value  of  the  use  of  such  invention;  if,  as  the 
Court  holds,  a  public  officer  acting  only  in  the  interest  of  the  public,  is 
not  individually  liable  for  gains,  profits  and  advantages  that  may 
accrue  to  the  United  States  from  such  use;  and  if  the  officer  who  thus 
violates  the  rights  of  the  patentee  cannot  be  restrained  by  injunction, 
then  the  Government  may  well  be  regarded  as  organized  robbery  so 
£Eir  as  the  rights  of  patentees  are  concerned. 

Instead  of  leaving  open  the  question  whether  the  United  States  was 
liable  to  suit,  as  upon  implied  contract,  the  prayer  for  injunction,  if 
denied,  should  have  been  denied  upon  the  ground,  and  only  upon  the 
ground,  that  the  plaintiff  had  a  complete  and  adequate  remedy  by  a 
Btiit  against  the  Government. 
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[U.  S.  Circuit  CJoart— District  of  Connecticnt.] 

Allington  &  CuBTis  Manupactubing  Company  et  al.  v.  Lynch 

et  al. 

Decided  January  8, 1896. 
74  O.  G.,  1126. 

1.  MORSK— Holt— DUST-COLLKCTOR  —  IWFRIKGBMENT  —  Prim .TMfKARY    Injxtngtiok. 

InfringemeDt  of  olaims  1,  2,  and  3  of  Letters  Patent  No.  403,362,  cl&iinB  1  and 
2  of  No.  403,363,  and  claim  4  of  No.  403,770,  to  OrviUe  M.  Morse,  and  claim  4  of 
Letters  Patent  No.  409,465,  to  Noah  W.  Holt,  for  improvement  in  dnst-colleotore, 
being  proved,  the  preliminary  injunction  asked  for  is  granted. 

2.  New  Trial — New  Evidence — Burden  upon  Dependant. 

Where  the  claims  of  a  patent  had  been  adjudicated  adversely  to  defendants 
and  at  another  trial  the  sole  defense  relied  npon  by  them  was  new  evidence  of 
anticipation,  the  burden  is  npon  them  to  support  the  defense  by  such  proof  as 
would  convince  the  court  that  had  it  been  presented  upon  the  former  trial  it 
would  probably  have  led  to  a  different  conclusion. 

Mr.  GJiarles  K.  Offield  and  Mr.  Albert  H.  Walker  for  the  eomplainants. 
Messrs,  Parkinson  &  Parkinson  and  Mr,  Edmund  Wetmore  lor  the 
defendants. 

TOWNSEND,  J,: 

The  complainants  herein  ask  for  a  preliminary  injunction  against  the 
infringement  of  the  following  claims  of  the  following  patents — namely, 
claims  1,  2,  and  3  of  No.  403,362;  claims  1  and  2  of  }io.  403,363;  claim 
4  of  No.  403,770,  and  claim  4  of  No.  409,465.  These  patents  cover 
improvements  in  dust-collectors,  and  all  of  them  were  granted  in  1889. 

Title  in  complainants  and  infringement  are  proved.  The  validity  (rf 
these  claims  was  sustained  by  Judge  Grosscup  in  April,  1894,  after  a 
protracted  and  thorough  hearing.  {Knickerbocker  Co,  v.  Rogers j  G.  D., 
1894,  337;  67  O.  G.,  1448;  61  Fed.  Eep.,  297.) 

The  sole  defense  relied  upon  at  this  hearing  is  certain  new  evidence  of 
anticipation.  A  portion  of  this  new  evidence  was  made  the  basis  of  a 
motion  to  Judge  Grosscup  for  a  reargument,  which  motian  was  denied. 
The  burden  is  upon  the  defendants  to  support  this  affirmative  defense 
by  such  cogent  and  conclusive  proof  as  to  convince  this  court  that  if  it 
had  been  presented  upon  the  former  hearing  it  would  x>robably  have 
led  to  a  different  conclusion.  In  several  cases  the  courts  have  held 
that  such  defense  must  be  established  beyond  a  reasonable  doubt 
(Accumulator  Co,v,  Storage  Co., 53  Fed.  Eep.,  800;  Edison  Electric  Light 
Co.  V.  Beaton  Electric  Co,j  54  Fed.  Rep.,  679;  Edison  Electric  Light  Co, 
V.  Electric  Mfg,  Co.y  57  Fed.  Bep.,  616, 1393;  Electric  Mfg.  Oo.  v.  Edison 
Electric  Light  Co.,  61  Fed.  Eep.,  834, 1894;  Philadelphia  Trust  Co.  v. 
Edison  Electric  Light  Co.,  65  Fed.  Eep.  553, 1895.)  The  new  evidence 
submitted  fails  to  meet  the  requirements  of  said  rule.  It  is  presented 
generally  under  the  head  of  the  Post  &  Company,  Dueber,  and  Wooster 
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defenses  by  depositions  and  affidavits  tending  to  sliow  that  prior  to 
the  patented  inventions  anticipating  collectors  or  separators  had  been 
coiistracted  and  operated  in  certain  factories  and  mills. 

The  principal  witness  for  the  defendants  is  Thomas  Lee,  the  maker  of 
the  infringing  apparatus  in  this  case,  and  who  is  defending  this  suit. 
He  claims  that  the  separators  constructed  by  him  prior  to  1889  for  Post 
&  Company's  buffing  and  polishing  rooms  and  for  the  Dueber  Watch 
Case  Manufacturing  Company  contained  substantially  all  of  said  pat- 
ented improvements.  It  is  admitted  that  if  his  statements  are  true  the 
claims  in  suit  are  void;  but  it  appears  that  although  during  the  years 
1888,  1889,  and  1890  said  Lee  bought  patented  dust-collectors  from  the 
complainant  herein  he  never  stated  that  he  had  any  knowledge  of  such 
a  collector  as  he  now  claims  he  made  in  1879  and  1882;  he  did  not 
apply  for  a  patent  therefor ;  he  made  no  other  similar  collectors  between 
1882  and  1887,  and  that  said  Post  &  Company's  collector  was  used  only 
for  about  a  year  and  was  not  removed  to  or  duplicated  in  their  new  fac- 
tory. Furthermore,  Lee  contradicts  himself  in  his  various  affidavits, 
and  his  testimony  is  unsupported  except  by  oral  evidence.  It  is  con- 
tradicted by  the  affidavits  of  the  assistant  superintendent  of  said  fac- 
tory and  by  workmen  employed  in  running  said  buffing  and  polishing 
machines,  and  the  then  president,  secretary,  and  others  stated  that  they 
had  no  knowledge  of  the  existence  of  any  such  collector;  and  although 
some  of  these  witnesses  have  since  made  affidavits  qualifying  in  some 
resx>ect8  their  prior  statements  it  is  at  least  not  clear  from  a  considera- 
tion of  the  whole  evidence  that  defendants  have  proved  the  existence 
of  an  anticipating  device  in  the  Post  &  Company  factory. 

The  Dueber  collector  was  abandoned  within  a  year.  Defendants' 
expert  only  contended  that  it  anticipated  the  claims  of  Patent  No. 
403,362.  The  evidence  submitted  does  not  satisfactorily  show  that  it 
so  embodied  the  construction  of  the  patent  in  suit  as  to  perform  its 
functions.    The  same  may  be  said  of  the  Wooster  separator. 

In  view  of  the  conclusions  reached  I  have  refrained  from  discussing 
the  construction  of  these  devices  ftirther  than  has  seemed  necessary  in 
order  to  determine  whether  they  are  sufficient  to  relieve  the  defendants 
from  a  preliminary  injunction  under  the  rule. 

It  is  further  claimed  that  complainant  has  been  guilty  of  laches  in 
failing  to  prosecute  a  certain  other  suit  on  said  patents  brought  in  1891 
ia  the  Circuit  Court  for  the  Southern  District  of  Ohio  and  now  pend- 
ing therein,  which  is  defended  by  said  Lee;  but  the  defendant  therein 
only  used  a  single  dust-collector,  the  character  of  which  is  disputed, 
and  have  discontiiiued  its  use,  while  these  defendants  are  engaged  in 
the  business  of  selling  and  installing  infringing  collectors  nianufac- 
tured  by  said  Lee,  who  defends  this  suit.    It  does  not  appear  that  since 
the  decision  of  Judge  Grosscup  sustaining  the  patents  in  suit  there 
Las  been  any  unreasonable  delay  in  instituting  this  suit  or  in  asking 
for  this  preliminary  injunction. 
H.  Doc.  354 15 
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In  these  circumstaDces  I  think  the  complainants  have  the  right  to 
ask  for  this  relief  in  this  court  upon  these  adjudicated  patents  irre- 
spective of  the  condition  of  the  other  pending  suit. 

The  motion  is  granted. 


[U.  S.  Circuit  Coart— Eastern  District  of  Penniiylvania.] 

EosE  V.  HmsH  &  Bbotheh. 

Decided  January  24 y  1890. 
74  O.  G.,  1127. 

1.  Rose — Tubular  Umbrella-Stick— Invalid. 

Claims  1  and  2  of  Letters  Patent  No.  504,944,  granted  September  12, 1893,  to 
John  Rose,  for  a  tnbular  umbrella-stiok,  construed  and  Held  to  be  invalid. 

2.  Same — Umbrella -Case— Not  Infringed. 

Letters  Patent  No.  504,945,  granted  September  12,  1893,  to  Jobn  Rose,  for  an 
umbrella-case.  Held  not  to  be  infringed. 

Mr.  Henry  E,  Ever  ding  and  Mr,  A.  8.  L.  Shields  for  the  complainant. 
Messrs,  Strawhridge  c£*  Taylor  for  the  defendants. 

Dallas,  J.: 

The  defendants  are  charged  with  infringement  of  two  patents  which 
were  issued  to  the  plaintiff  upon  September  12, 1893.  Their  subjects 
matter  are  capable  of  conjoint  nse,  and  are,  in  fact,  conjointly  used. 
Therefore  this  single  suit  for  the  alleged  infringement  of  both  of  them 
is  not  multifarious;  but  it  is  necessary  to  consider  them  separately. 

First.  No  604,944  contains  four  claims.  Those  involved  in  this  case 
are  as  follows : 

1.  A  tubular  metal  stick  for  umbrellas  or  parasoln,  said  stick  being  drawn  down 
near  one  end  so  that  the  tubular  end  portion  of  the  stick  is  reduced  in  diameter flDd 
increased  in  thickness  as  compared  with  the  body  of  the  stick,  snbstantialljr  a< 
specified. 

2.  The  combination  of  the  tubular  metal  stick  drawn  down  near  one  end  so  that 
the  tubular  end  portion  of  the  stick  is  of  less  diameter  than  the  body,  with  the 
notch  applied  to  said  reduced  tubular  portion  of  the  stick,  and  the  ribs  hung  to  the 
Dotch  and  fitted  snugly  to  the  enlarged  body  of  the  stick,  substantially  as  speoififH^- 

It  may,  upon  the  proofs,  be  confidently  said  that  metal  tubes  were 
old,  that  drawing  them  down  at  one  end  was  not  new,  and  that  the 
ordinary  and  probably  inevitable  result  of  that  operation  has  always 
been  to  reduce  their  diameter,  and  incidentally  to  thicken  the  walls  of 
the  reduced  portion.    Consequently  if  there  was  patentable  novelty  in 
the  device  of  the  first  claim  it  must  have  been  due  to  the  use  oradapta 
tion  of  such  a  tube  for  an  umbrella-stick.    Irrespective  of  the  several 
patents  which  have  been  adduced  by  the  defendants,  which  it  is  not 
necessary  to  consider,  it  may  be  assumed,  without  so  deciding,  that 
the  specific  metal  tubes  described  in  the  patent  were  first  applied  to 
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umbrellas  or  parasols  by  the  patentee^  but,  coucediug  that  the  idea  of 
so  applying  thetn  was  his,  and  was  a  good  one,  still  in  carrying  it  out 
he  invented  nothing.  All  that  he  did  was  to  transfer  a  well-known 
thing  from  other  branches  of  industry.  It  is  true  that  those  other 
indastries  are  not  analogous  to  umbrella- making;  but  it  is  also  true 
that,  at  le^t  as  to  some  of  the  instances  testified  to,  metallic  tubes 
were  commercially  well  known  which  were  substantially  identical  with 
those  of  the  patent  and  which  required  not  even  the  exercise  of  mechan- 
ical ingenuity  to  adapt  them  to  the  new  use.  This  claim,  being  essen- 
tially for  a  form  of  metal  tube  which  was  old,  is  not  aided  by  calling 
that  tube  a  "  stick"  and  by  suggesting  its  employment  as  the  supporting- 
rod  of  an  umbrella  or  parasol. 

The  second  claim  falls  with  the  first.  The  complainant's  brief  admits 
that^ 

if  claim  I  i4  invalid,  then  claim  2  of  necessity  is  void. 

Second.  Of  Patent  No.  504,945  the  only  claim  in  question  is  as  follows : 

I.  The  within  described  umbrella-case,  the  same  consisting  of  a  tube  of  leather 
alitted  and  provided  with  fastening  devices  at  the  upper  end  and  having  at  the 
lower  end  an  internal  socket  extending  throughout  the  length  of  the  projecting  end 
of  the  umbrella-sticky  and  fitting  snugly  thereto,  and  a  ferrule  applied  to  the  lower 
end  of  said  stick,  substantially  as  specified. 

Umbrella-cases  consisting  of  a  tube  of  leather  slitted  and  provided 
with  faistenings  at  the  upper  end  were  unquestionably  old.  The  only 
novel  feature  of  the  device  claimed  is  its  internal  socket,  and  this,  with- 
out according  to  the  claim  a  breadth  of  construction  to  which  it  is  not 
entitled,  the  defendants  cannot  be  found  to  have  appropriated.  The 
statement  that  there  is  "  a  ferrule  applied  to  the  lower  end  of  said  stick" 
is,  in  the  absence  of  explanation,  meaningless.  Upon  the  argument  the 
learned  counsel  for  the  complainant  suggested  that  there  should  be 
substituted  for  the  language  used  the  words — 

and  in  addition  to  a  ferrnle  on  the  stick,  a  ferrule  on  the  case. 

Nothing,  however,  respecting  an  umbrella-stick  can  thus  be  imported 
iuto  a  claim  for  an  umbrella-case.  Still,  I  do  think  it  fair  and,  perhaps, 
not  inadmissible  to  substitute  for  the  word  "  stick  "  the  word  "  case," 
and  the  phrase  will  accordingly  be  so  read  in  order  to  render  it,  with 
tbe  least  possible  change,  consistent  with  the  context  and  expressive 
of  the  manifest  intent  of  the  draftsman.  We  have,  then,  a  socket  at 
the  lower  end  of  the  case,  which  is  described  as  being  internal  and 
extending  throughout  the  length  of  the  projecting  end  of  the  umbrella- 
stick  and  fitting  snugly  thereto,  and  as  having  a  ferrule  applied  to 
the  lower  end  of  said  case.  Such  is  the  complainant's  device.  The 
respondents'  contrivance  is  different  in  that  it  does  not  at  all  consist  of 
I  socket  within  the  case.  They  place  a  "  false  tip  "  upon  the  projecting 
3nd  of  their  umbrella-stick,  and  by  so  doing  they  render  any  socket 
within  the  case  unnecessary.    The  plain tiff''s  socket  in  the  case  and  the 
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defendants'  false  tip  to  the  umbrella  attain  the  same  end.  They  both 
cause  the  lower  end  of  the  case,  when  it  is  in  use,  to  be  completely 
filled,  and  so  to  have,  as  a  whole,  the  desired  appearance  of  a  walking- 
stick  ;  but  the  means  employed  are  not  identical.  The  patented  arrange- 
inent  provides  for  uniformity  of  outline  where  the  diameter  of  the 
protruding  end  of  the  umbrella-stick  is  less  than  that  of  the  leather 
cover;  but  by  the  alleged  iufringement  that  result  is  accomplished  by 
making  the  end  of  the  stick  of  the  umbrella  itself  so  large  as  to  fill  a 
cover  which  is  not  pro\'ided  with  any  socket  whatever.  In  short,  the 
defendants  do  not  need  the  plaiutiflTs  case.  One  of  the  old  style 
answers  their  purpose,  and  they  use  no  other.  It  is  possible  that  if 
false  tips  had  never  before  been  used  the  defendants'  resort  to  them 
might  have  justified  the  imputation  that  their  employment  amounted 
to  nothing  but  a  mere  reversal  of  parts  and  an  attempt  to  avoid  respou 
sibility  for  infringement  by  changing  the  form  while  still  adopting  the 
principle  of  a  patented  invention ;  but  the  evidence  respecting  the  prior 
state  of  the  art  requires  that  Rose  should  be  limited,  as  against  these 
defendants,  to  the  specific  construction  which  he  has  described  and 
claimed.  False  tips  were  well  known  long  before  his  patent  was  issued, 
audit  did  not  and  could  not  confer  upon  him  any  right  to  prevent  their 
use  by  any  one,  though  they  should  be  made  of  such  size  and  shape  as 
to  conform  them  to  the  contour  of  an  ordinary  umbrella-case. 
The  bill  is  dismissed,  with  i^osts. 


[U.  8.  Circuit  Court— Western  District  of  North  Carolina.] 

Cabteb  Machine  Company  v.   P.  H.  Hanes  &  Co. 

Decided  October  31,  1895. 
74  O.  G.,  1277. 

1.  King — Machine  for  Flavoring  Tobac(!0— Invalid— Lack  of  Useful  Resclt. 

Letters  Patent  No.  494,960,  issued  April  4,  1893,  to  James  M.  King,  for  »n 
improvemeut  in  machine  for  flavoring  tobacco,  Held  to  be  invalid  for  the  want 
of  nseful  novelty  and  practical  benefit  in  accomplishing  a  new  and  valnable 
result  or  an  old  result  in  a  better  and  cheaper  way. 

2.  Abandonment — Benefit  of  Doubt  in  Granting  Patent— Invalidity. 

Where  it  appeared  that  the  device  had  never  been  manufactured  for  sale  and 
use,  but  had  been  abandoned.  Held  that  the  device  was  not  patentable  and  a 
patent  granted  after  previous  rejection  of  the  application,  and  only  granted  to 
give  applicaut  the  benefit  of  a  doubt,  was  Invalid. 

3.  Mechanical  Equivalents— Definition. 

As  a  general  definition  a  mechanical  equivalent  that  may  be  properly  substi- 
tuted for  an  omitted  mechanical  element,  device,  or  agency  in  a  patented  mftchine 
is  one  that  performs  the  same  function  by  applying  the  same  force  to  the  same 
object  through  the  same  mode  and  means  of  application.    As  api>lied  to  a  com- 
bination of  old  elements  it  is  special  in  its  significance  and  materially  narrower 
in  its  range  than  when  applied  to  an  iu  vent  ion  consisting  of  a  new  device  or  au 
entirely  new  machine. 
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I.  Samr— Abandonment  of  One  Device — Substituting  Another— Infringe- 
ment. 
Ad  inventor  of  a  machine  consisting  of  a  new  combination  of  old  elements, 
which  is  shown  by  experiment  to  be  valueless  and  impracticable  for  the  purpose 
intended,  cannot,  after  obtaining  a  patent  therefor,  abandon  his  specifically- 
described  novel  invention  and  substitute  as  a  mechanical  equivalent  the  methods 
of  old  machines  which  he  claimed  to  have  improved  upon  and  sue  as  infringers 
persons  who  employed  the  old  device  in  the  old  way. 

').  Same— Construction  of  as  Applied  to  Improvements. 

Mere  improvers  in  combinations  of  old  elemeuts  and  ingredients  should  be 
limited  by  a  strict  construction  of  their  patents,  so  as  to  leave  the  unappropri- 
ated field  of  art  open  to  other  improvers,  that  they  may  be  encouraged  to  exer- 
cise their  industry  and  inventive  genius. 

).  Machine — Combination  of  Elements — Omitting  Element — Infringement. 
A  machine  is  a  concrete  thing,  being  an  entirety  of  cooperating  elements  and 
agencies.  When  it  consists  of  a  combination  of  old  elements  and  devices,  the 
leaving  out  of  one  of  the  essential  elements  of  the  combination  destroys  the 
identity  of  the  combination,  and  a  person  cannot  be  sued  as  an  infringer  who 
uses  a  machine  in  which  a  material  part  of  the  combination  patent  is  omitted. 

J.  Judicial  Notice- Things  of  Common  Knowledge. 

The  court  has  a  legal  right  and  it  is  its  duty  to  take  judicial  notice  of  such 
matters  of  science,  art,  and  mechanism  and  things  of  common  knowledge  as  are 
involved  in  cases  brought  before  it  for  determination. 

Messrs,  Perkins  &  Harris  for  the  coinplainaiit,  (Mr,  W,  J).  Baldwin, 
)f  counsel). 

Messrs.  Mason j  Femrick  d:  Laicrence,  Mr.  W,  W,  Fuller y  Messrs.  Wat- 
wn  &  BuxtoUj  and  Messrs.  Olenn  <1*  Manly  for  the  defendants. 

Dick,  J,  : 

The  complainant  is  conceded  to  be  the  duly-constituted  assignee  of 
CTnit^ed  States  Patent  No.  494,9G0,  issued  to  James  M.  King  on  the  4th 
lay  of  April,  1893.  This  suit  in  equity  has  been  brought  by  complain- 
ant against  defendants  to  obtain  an  injunction  and  recover  damages  for 
in  alleged  infringement  of  the  said  patent,  now  owned  and  controlled 
>y  complainant. 

On  the  29th  day  of  May,  1891,  the  assignor,  James  M.  King,  filed  an 
application  for  this  patent  for  the  improvement  in  tobacco-flavoring 
machines,  as  described  in  claim  and  specification  attached  to  his  appli- 
^tion.  The  claim  and  specifications  set  forth  a  detailed  and  particular 
lescription  of  the  machine,  accompanied  by  drawings  showing  from 
hree  points  of  view  the  particular  construction  of  his  machine  and  its 
[leans  and  manner  of  oi>eration. 

The  applicant  thus  gave  notice  to  the  Patent  OflBce  and  the  intelli- 
ent  public  interested  in  mechanism  that  he  claimed  only  an  iraprove- 
lent  in  a  combination  of  old  and  well-known  elements  that  were 
mployed  in  different  arrangement  in  previous  patents  then  existing  or 
xpired.  His  descriptions  were  so  express  and  distinct  that  their 
leaning  and  scope  could  not  be  misunderstood  by  any  one  at  all 
imiliar  with  the  combination  and  operation  of  similar  machines.    His 
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applicatiou  was  rejected  by  the  Patent  Office  August  12, 1891,  because 
of  anticipatiou  by  certain  previous  patents  enumerated  by  the  regular 
Examiner  of  Patent  Office.  Amendments  were  made  to  application 
September  5, 1891,  and  again  December  3,  1892,  after  which  Letters 
Patent  No.  494,960  were  granted  to  applicant  on  April  4, 1893,  after 
frequent  and  persistent  efforts,  with  representations — 

that  $4,000  has  already  been  expended  by  the  owner  of  this  invention  in  buUdiiig 
and  developing  the  mechanism  covered  by  claim,  and  the  success  of  the  combination 
has  been  such  that  others  are  copying  it  quite  extensively — 

and  upon  the  following  earnest  and  specific  request: 

All  applicant  asks  is  to  be  given  the  benefit  of  the  doubt  according  to  the  rule  laid 
down  by  the  Commissioner  of  Patents  in  numerous  cases. 

Before  the  patent  was  granted  there  were  interference  proceedings 
between  J.  C.  Frost  and  J.  M.  King,  and  upon  the  voluntary  concession 
of  Frost  and  the  urgent  request  of  King;  a  decision  was  rendered  iu 
favor  of  King,  and  Patent  No.  494,960  was  granted  and  issued.  It 
appears  that  Frost  had  made  application  for  a  patent  and  was  tlie 
inventor  and  manufacturer  of  the  machine  which  he  had  i^reviously  sold 
to  defendants,  and  which  is  alleged  in  this  suit  to  be  an  infringeueut 
upon  the  King  machine. 

The  decision  of  the  Patent  Office  made  upon  such  representatious, 
under  such  eircuuistances,  and  after  such  long  hesitation  and  delay, 
may  well  be  subject  to  review  in  a  court  of  equity  when  the  patenta 
bility  of  the  invention  and  combination,  the  validity  of  the  patent,  and 
tlie  question  of  infringement  have  become  matters  of  controversy  in  a 
pending  suit  between  litigant  parties,  and  should  only  be  recognized 
and  observed  when  fully  sustained  by  the  evidence  in  the  cause  and  tlie 
well-settled  principles  of  equity.  The  decision  of  the  Patent  Office 
relied  upon  by  complainant  is  certainly  not  conclusive  against  the 
defendants,  who  were  in  no  sense  parties  or  privies  to  the  controversy 
in  which  the  decision  was  rendered. 

Other  suits  similar  to  the  one  now  before  the  court  have  been  brouglit 
by  the  complainant  against  other  defendants,  and  by  agreement  of 
counsel  they  are  to  be  determined  by  the  decree  in  this  cause.  The 
counsel  on  both  sides  have  enlightened  the  court  by  able  and  exhaust- 
ive oral  arguments  upon  the  many  questions  of  law  and  fact  that  they 
deemed  involved,  and  they  have  filed  elaborate  printed  briefs  restating 
argument,  calling  my  attention  to  material  parts  of  evidence,  and  citing 
numerous  authorities.  Models  of  the  respective  machines  have  been 
furnished  as  exhibits,  and  with  the  intelligent  exx>lanations  of  counsel 
and  the  testimony  of  several  expert  witnesses  the  court  has  been  able 
by  inspection  to  understand  the  purpose  and  manner  of  operation  of 
said  machines  and  determine  the  matters  in  controversy  between  com- 
plainant and  defendants. 

In  this  opinion  I  will  not  make  citation  of  many  authorities,  as  the 
questions  of  law  involved  have  been  decided  in  numerous  cases  which 
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can  be  readily  found  in  digest  of  reports  and  in  the  conveniently- 
arranged  indexes  of  text- writers. ' 

The  Hiachine  employed  by  defendants  is  identical  with  that  machine 
which  the  complainant  claims  to  have  the  exclusive  right  to  make  and 
sell  uuder  the  monopoly  grants  by  the  King  patent.  If  the  complain- 
ant has  such  exclusive  right,  then  there  is  a  clearly-established  infringe- 
ment by  defendants,  and  the  complainant  is  entitled  to  the  full  relief 
sought  in  its  bill. 

The  defendants  insist  by  way  of  defense — 

First.  That  King's  invention  and  combination  were  not  patentable 
because  anticipated  by  several  previous  patents — to  wit,  Smith  and 
Messenger  patent  No.  172,666,  January  25,  1876;  reissued  June  27, 
1876,  reissue  Patent  No.  7,195;  also.  Smith  and  Messenger  patent,  No. 
187,187,  February  6,  1877 ;  the  Bjick  patent.  No.  195,878,  October  9, 
1877;  the  Coleman  patent;  the  Appleby  patent;  the  Justus  patent, 
and  the  Coker  patent. 

Second.  That  the  King  patent  for  invention,  combination,  and 
improvement  as  set  forth  in  claim,  specification,  and  drawings,  and  prac- 
tically exhibited  by  model  offered  in  evidence,  has  been  proved  by 
experiment  to  be  impractical,  useless,  and  worthless,  and  therefore  void ; 
that  complainant  has  abandoned  the  use,  manufacture,  and  sale  of 
machines  constructed  in  conformity  to  the  claim,  specification,  and 
drawings  of  the  King  patent,  and  has  without  any  just  claim  of  right 
in  law  substituted  as  an  entirety  the  Frost  machine  employed  by  defend- 
ants, upon  the  ground  that  it  is  a  mechanical  equivalent  of  the  machine 
[lescribed  in  the  King  patent;  that  the  previous  patents  above  referred 
to  show  that  at  the  time  of  the  grant  of  the  King  patent  the  mechanical 
elements  and  devices  embraced  in  the  King  patent  were  well  known  to 
the  art  and  were  employed  in  similar  combination  and  arrangement  for 
similar  purposes,  the  only  difference  being  the  specific  and  peculiar 
manner  of  construction,  arrangement,  and  application  of  old  devices 
ilescribed  by  King  in  his  claim,  specification,  and  drawings  as  consti- 
tuting the  essence  of  his  invention  and  improvement.  They  insist  with 
much  reason,  force,  and  authority  that  the  doctrine  of  mechanical  equiv- 
alents does  not  apply  to  a  patent  for  an  unusual  and  peculiar  combina- 
tion of  old  elements  often  used  in  other  combinations  in  similar  but  not 
exact  arrangements  and  the  different  arrangements  claimed  specifically 
as  a  novelty  of  useful  invention.* 

The  counsel  of  defendants  further  insisted  that  King  at  the  time  of 
Ws  apphcation  well  knew  the  state  of  the  art  in  relation  to  tobacco- 
casing  machines;  that  there  was  one  previous  patent  in  which  the 
machines  were  fed  by  hand-labor  through  the  rear  perforated  end  of  an 
inclined  cylinder  carrying  the  tobacco  forward  by  force  of  gravity  and 
•evolving  motion  to  the  place  wb^-the  material,  properly  prepared, 
•eceived  the  flavoring-spray  from  a  nozzle  in  front  of  the  outlet  of  the 
ylinder ;  that  there  was  another  patented  machine  of  a  similar  charac- 
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ter  in  which  the  spray -nozzle  was  located  inside  of  the  entrance  end  of 
the  cylinder;  that  he  well  knew  that  he  could  not  obtain  a  patent  if  he 
only  arranged  and  applied  these  old  devices  to  produce  the  same  result 
by  same  methods,  dififering  only  in  degree  of  efficiency,  and  that  he 
must  arrange  a  combination  of  these  old»elements  which  would  produce 
new  and  useful  results  or  old  results  in  a  better  and  cheaper  manner; 
that  his  evident  intention  was  to  produce  an  improvement  by  the 
organization  of  pld  elements  for  a  new  use  and  new  material  with  bet- 
ter manner  of  operation,  and  that  he  had  no  expectation  that  he  could 
remedy  defects  in  his  machine,  if  demonstrated  by  experiment  to  be 
impracticable  and  useless,  by  mechanical  equivalents  taken  from  the 
machines  which  he  claimed  to  have  so  much  improved  upon  as  to  be 
entitled  to  a  patent;  that  he  certainly  believed  that  a  hopper  with  auto 
matic  action  to  supply  a  machine  with  tobacco  was  a  novelty  and  an 
improvement  upon  the  old  method  of  feeding  by  hand4abor,  as  used  in 
previous  machines,  and  that  his  specifically-described  nozzle  located 
within  the  drum  was  a  far  better  method  of  spraying  tobacco  than  the 
spray-nozzle  employed  in  other  machines;  that  King's  firm  belief  in 
the  novel  and  useful  oi^ration  of  his  machine  was  not  founded  on  mere 
conjecture  and  theory,  as  the  complainant's  evidence  shows  that  ui 
1891,  before  obtaining  a  patent,  he  illustrated  the  novelty  and  utihty 
of  his  invention  by  a  half-sized  working  model  made  in  exact  accord 
ance  with  the  specification  and  drawings  in  his  application  for  a  patent, 
and  the  same  was  used  successfully  in  Danville,  Va.,  and  so  great  was 
his  confidence  in  the  novelty  and  utility  of  his  peculiarly-constructed 
machine  that  he  expended  S4,000  in  building  and  developing  the 
machine  covered  by  his  claim,  and  the  success  of  the  combination  it 
embraced  had  been  such  that  others  were  copying  it  quite  extensively; 
that  such  facts  and  circumstances  were  brought  about  by  King  after  full 
consideration  and  with  the  persistent  purpose  of  evjiding  all  previous 
j)atented  combinations  that  were  in  the  way  of  his  obtaining  a  patent. 
The  counsel  of  defendants  therefore  urgently  insist  that  the  princi- 
ples of  reason,  law,  and  common  justice  require  that  King  be  strictly 
confined  in  a  court  of  equity,  when  he  seeks  to  enforce  rights  under  a 
patent,  to  the  express  limitations  imposed  by  himself  when  apx^lying  for 
a  patent  for  a  machine  of  his  peculiar  combination  and  construction. 
It  is  concealed  that  the  King  machine  is  not  a  pioneer  invention,  and  is 
claimed  only  as  an  improvement  upon  previous  machines  employing 
similar  devices,  elements,  and  combinations.    The  claim  set  forth  in  the 
application  for  the  King  patent,  and  specifically  described  in  specifica- 
tion illustrated  by  drawings,  is  as  follows: 

The  combination  in  a  tobacco  flavoring  macbine^  of  a  rotary  flaring  drum  provided 
with  driving  mechanism,  a  feed  hopper  emptying  into  the  nmaUer  end  of  the  dmm, 
and  a  fipraying  device  located  within  the  drum,  whereby  tlie  tobacco  is  sprayed  and 
the  leaves  separated  as  they  pass  through  the  drum,  substantially  as  described. 

The  concluding  phrase  in  the  claim  is  an  express  and  self  imposed 
limitation  which  restricted  the  patentee  to  the  peculiar  and  specific 
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coiubination  of  the  several  old  elements  and  parts  of  which  his  machine 
was  composed  and  which  he  had'tested  by  experiment. 

The  chief  and  obvious  diflFerence  of  the  King:  machine  from  previously 
employed  machines  is  a  hopper  in  the  lower  end  of  which  is  situated  a 
feed-roller  mounted  upon  a  revolving  shaft  intended  by  automatic 
action  to  supply  the  machine  with  material  through  a  spout  passing  into 
the  flaring  spray-drum. 

The  s6(!ond  obvious  and  specific  dift'erence  is  a  flaring  or  funnel-shaped 
drum  with  radial  arms  or  spokes  extending  from  a  central  revolving 
shaft  and  secured  at  their  outer  ends  to  the  inside  of  the  drum  near  the 
rear  end  and  in  front  of  the  feeding-spout  of  the  hopi>er. 

The  third  obvious  and  specific  diflFerence  is  a  spray-nozzle  located 
within  the  drum  on  a  line  with  the  driving-shaft,  with  a  semicircular 
series  of  orifices  through  which  the  flavoring-liquid  passes  downward 
and  sidewise  upon  the  tobacco  agitated  and  opened  by  the  revolving 
motion  and  appropriate  devices  within  the  spray-drum.  These  orifices 
of  the  spray-nozzle  are  closed  by  a  flap- valve  which  is  held  down  upon 
its  seat  by  a  spring  to  which  it  is  secured,  and  is  opened  automatically 
by  force  of  the  liquid  in  the  spray-pipe  when  the  machine  is  in  opera- 
tion. All  of  these  elements,  devices,  and  agencies  are  operated  by 
means  of  mechanical  appliances,  ^*  substantially  as  described." 

The  hopper  is  a  very  old  device  in  mechanism,  and  was  originally 
employed  to  feed  grain-mills  by  automatic  action.  It  was  a  very  useful 
invention,  as  it  supplied  mechanical  action  to  supersede  hand-labor. 
King  fixed  the  meaning  of  the  term  "  hopper"  in  his  application  for  a 
patent  for  combination  and  improvement  upon  old  hand-fed  machines 
for  casing  tobacco  by  describing  and  applying  it  as  *' automatic  feeding 
device."  If  the  word  "  hopper  "  has  the  extensive  signification  claimed 
by  the  counsel  and  expert  witness  of  complainant,  it  will  extend  to  any 
kind  of  means  and  devices  for  feeding  grain-mills  or  other  kinds  of  mills, 
and  to  all  kinds  of  apertures  to  receptacles  for  storing  grain  or  loose 
substances,  whether  by  mechanical  agency  or  hand-labor.  It  will 
embrace  many  things  new  and  old  and  make  the  rude  primary  methods 
of  supply  to  machines  equivalent  to  improved  methods  which  have  been 
invented  and  practically  applied  in  the  progress  of  the  arts. 

There  was  some  novelty  in  the  conception  of  King  that  an  automatic 

hopper  could  be  beneficially  employed  for  feeding  a  casing-machine 

with  leaf-tobacco,  as  it  was  the  application  of  an  old  device  to  a  new 

ase  and  new  materials;  but  experiment  has  shown  that  such  device  for 

anch  purpose  is  utterly  valueless  and  impracticable.    Surely  the  inven 

tor  of  such  new  use  of  an  old  device  cannot  after  obtaining  a  patent 

abandon  his  specifically-described  novel  invention  and  substitute  as 

a  mechanical  equivalent  the  methods  of  the  old  machines  which  he 

claimed  to  have  improved  upon,  and  sue  as  infringers  persons  who 

employed  the  old  device  in  the  old  way. 

The  conical  cylinder  is  an  old  device  in  the  arts,  but  in  the  claims 
and  specification  of  the  King  patent  it  has  the  novelty  of  axial  arms 


234  DECISIONS    OF    U.  8.  COURTS    IN    PATENT    CASES. 

or  spokes  radiating  from  the  interior  driving-shaft  in  the  rear  part  of 
the  Haring  drain  in  front  of  the  feed-spput  of  the  hopper.  This  novelty 
of  arrangement  is  evidently  calculated  to  obstruct  and  tangle  the  kaf 
tobacco  as  it  passes  from  the  feed-spout  into  the  spraying-chamber  of 
the  drum,  thus  in  some  degree  defeating  the  satisfactory  accomplish- 
nient  of  the  result  intended  and  achieved  by  previous  machines. 

The  spray-nozzle  is  an  old  device  in  the  arts,  but  it  has  some  novelty 
in  its  peculiar  location  and  manner  of  operation  in  the  King  machine, 
which  is  by  no  means  an  improvement  upon  similar  methods  employed 
in  other  old  machines.  It  is  obvious  that  a  considerable  portion  of  the 
spray  would  not  reach  the  tobacco  in  the  place  to  which  it  is  carried  by 
the  revolving  motion  of  the  machine.  If  this  spray-nozzle  with  its 
peculiar  construction  and  manner  of  operation  was  placed  outside  and 
in  front  of  the  drum,  all  of  the  spray  would  be  wasted. 

From  consideration  of  the  description  of  the  King  machine  set  forth 
in  his  claims,  specification,  and  drawings  and  practically  illustrated  by 
the  model  exhibited  in  evidence,  together  with  the  well-estabUshed 
fact  that  this  peculiar  machine  has  never  been  manufactured  for  sale 
and  use,  but  has  been  abandoned  by  complainant,  the  court  needs  not 
the  assistance  of  the  testimony  of  the  expert  witnesses  in  reaching  the 
conclusion  that  such  a  combination  of  old  elements  and  devices  was 
not  patentable,  and  the  patent  granted  after  previous  rejection  of 
application,  and  only  granted  to  give  applicant  the  benefit  of  a  doubt, 
was  invalid.  The  patent  is  not  invalid  upon  the  ground  of  a  want  of 
novelty — for  it  has  some  novelty  of  conception  and  arrangement— but 
for  the  want  of  useful  novelty  and  practical  benefit  in  the  art  in  accom- 
plishing a  new  and  valuable  result  or  an  old  result  in  a  better  and 
cheaper  manner.  It  does  not  and  cannot  be  made  to  accomplish  the 
result  predicted  by  the  means  described  in  the  claims  and  specification* 

I  have  looked  at  the  machine  involved  in  this  controversy  from  a 
standpoint  different  from  that  occupied  by  the  counsel  and  expert  wit 
nesses  of  complainant.    They  have  looked  at  the  machine  at  present 
manufactured  and  claimed  by  the  complainant.    1  have  looked  at  the 
machine  which  King  had  an  exclusive  right  under  his  patent  to  manu 
facture  and  sell,  as  represented  in  the  model  constructed  in  accordance 
with  description  which  he  expressly  made  in  his  specification  and  draw- 
ings filed  in  Patent  Office.    They  insist  that  a  wise  and  long- established 
public  policy  allows  improvers  as  well  as  inventors  reasonable  construc- 
tion of  their  claims  and  specifications  and  a  liberal  application  of  the 
often-applied  doctrine  of  equivalents  to  remedy  mere  deficiencies  in 
their  inventions. 

I  am  of  opinion  that  well-settled  principles  ot  law,  reason,  and  com- 
mon justice  require  that  mere  improvers  in  combinations  of  old  elements 
and  ingredients  should  be  limited  by  a  strict  construction  of  their 
descriptive  claims  and  specifications,  so  as  to  leave  the  unappropriated 
field  of  art  open  to  other  improvers,  that  they  may  be  encouraged  to 
exercise  their  industry  and  inventiv(»  genius.    A  judge  has  a  legal 
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right  and  it  is  his  duty  to  take  judicial  notice  of  such  matters  of  sci- 
ence, art  and  mechanism  and  things  of  common  knowledge  as  are 
involved  in  cases  brought  before  him  for  determination.  [Brown  v. 
Viper,  C.  D.,  1876,  404;  10  O.  G.,  417;  91  U.  S.,  37-42.) 

I  am  fully  aware  of  the  value  of  the  testimony  of  expert  witnesses  in 
matters  of  science  and  art,  and  a  Judge  may  well  consider  and  be  gov- 
erned by  such  evidence  in  matters  of  complexity,  obscurity,  and  doubt; 
but  there  are  some  cases  where  facts  are  so  plain,  simple,  obvious,  and 
convincing  to  any  rational  mind  that  common  sense  and  ordinary 
knowledge  are  all-sufficient  to  arrive  at  a  just  and  correct  opinion.  The 
expert  witnesses  on  both  sides  have  shown  considerable  intelligence 
and  familiar  knowledge  of  the  technicalities  of  the  Patent  Office.  1 
have  read  their  testimony  and  considered  their  respective  opportuni- 
ties of  acquiring  knowledge,  their  relation  to  the  parties,  their  induce- 
ments for  partiality  or  impartiality,  and  the  reasons  which  they  have 
assigned  for  their  opinions,  and  I  think  that  there  is  a  decided  prepon- 
derance of  evidence  in  favor  of  the  defendants  and  the  views  which  I 
entertain. 

I  will  not  further  express  my  views  as  to  the  patentability  of  the 
King  machine  and  the  invalidity  of  his  patent,  but  will  confine  the 
subsequent  part  of  this  opinion  to  the  question  of  infringement  and  the 
doctrines  of  mechanical  equivalents  chiefly  relied  upon  by  the  counsel 
of  amiplainants  in  their  arguments  and  briefs.    They  insisted  with 
earnest  confidence  that  the  patentee  and  his  duly-constituted  assignee 
had  the  legal  right  to  omit  a  constituent  element  of  their  patented 
machine  and  substitute  any  well  known  element  or  device  that  would 
accomplish  the  result  claimed  and  intended  by  substantially  the  same 
means  and  in  similar  manner  of  operation.    They  properly  insisted  that 
the  doctrine  of  equivalents  applied  to  inventions  for  combination 
improvements.     There  have  been  numerous  decisions  in  the  Supreme 
Court  and  the  circuit  courts  of  the  United  States  upon  this  subject  in 
which  there  appears  to  be  some  diversity,  confusion,  and  conflict  which 
in  many  cases  may  be  explained  and  reconciled  by  considering  the  pecu- 
liar facts  and  circumstances  involved  in  each  particular  case.     I  will 
confine  my  opinion  in  this  case  to  well-settled  principles  and  definitions. 
As  a  general  definition  a  mechanical  equivalent  that  may  be  prop- 
erly substituted  for  an  omitted  mechanical  element,  device,  or  agency 
in  a  patented  machine  is  one  that  performs  the  same  function  by 
applying  the  same  force  to  the  same  object  through  the  same  mode 
and  means  of  application.    In  a  combination  patent  for  improvement 
only  in  the  arrangement  and  application  of  old  ingredients  the  pat- 
entee is  not  entitled  to  invoke  broadly  the  doctrine  of  mechanical 
equivalents  so  as  to  cover  a  device  not  specifically  included  in  his 
claim  and  specification.    The  term  ^'equivalent"  as  applied  to  a  ^^^}' 
nation  of  old  elements  is  special  in  its  signification  and  materially  dif. 
rerent  from  what  is  meant  when  the  term  is  applied  to  an  inventioix 
consisting  of  a  new  device  or  an  entirely  new  machine. 
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The  assignee  of  the  patentee  in  this  case  cannot  be  allowed  to  invoEe 
the  broad  doctrine  of  eqaivalents  liberally  extended  to  usefhl  primary 
inventions  so  as  to  include  all  forms  of  devices  and  adjustments  which 
operate  to  perform  the  same  functions  and  accomplish  the  same  result 
{Miller  v.  Eagle  Man.  Co.,  C.  D.,  1894,  147;  GG  O.  G.,  845;  151  U.S., 
186-207.) 

The  argument  used  in  this  case  to  show  iniringement  assumes  that 
every  combination  of  devices  in  a  machine  which  is  used  to  produce 
the  same  effect  is  necessarily  an  equivalent  for  any  other  combination 
used  for  the  same  purpose.  This  is  a  very  erroneous  conception  of  the 
meaning  of  the  term  "  equivalent.''    {Burr  v.  Duryee,  1  Wall.,  531-573.) 

In  a  combination  patent  for  an  improvement  of  labor-saving  machines 
in  which  an  old  device  is  claimed  and  applied  so  as  to  be  automatic  in 
its  operation  no  equivalent  can  be  lawfully  substituted  by  the  patentee 
for  such  specific  device  omitted  in  his  combination  unless  it  be  a  well 
known  mechanical  automatic  device.  Mere  hand-labor  controlled  by 
the  eye  cannot  be  substituted  as  an  equivalent  by  an  improver  who 
claimed  and  obtained  his  patent  as  an  improvement  in  device  and  com- 
bination to  be  operated  by  mechanical  force  applied  in  specific  arrange 
ment.  (1  Eob.  on  Pats.,  sec.  254;  Brown  v.  DaviSy  C.  D.,  1886,  69;  34 
O.  G.,  435;  116  U.  S.,  237-249.) 

I  think  1  am  fully  warranted  by  reason,  justice,  and  authority  in  say- 
ing that  complainant  greatly  exceeded  the  legal  scope  of  the  King 
patent  when  it  totally  abandoned  the  specific  and  peculiar  construction 
and  arrangement  of  the  King  machine  and  adopted  as  an  entirety 
another  machine  which  substantially  employed  the  elements,  devices, 
combination,  and  arrangement  of  old  machines  constructed  under  pre 
vious  expired  patents. 

The  Frost  machine  adopted  by  complainant  as  a  mechanical  equiva 
lent  was  not  patentable,  as  it  consists  only  of  an  aggregation  of  old 
elements  and  devices,  differing  in  detail  of  combination  and  applica 
tion,  but  operating  substantially  as  the  Smith  and  Messenger  machine, 
which  belonged  to  the  public  after  the  expiration  of  their  patent.  The 
Frost  machine  merely  carried  forward  the  original  thought  with  a 
change  only  in  form,  proportion,  and  degree,  doing  the  same  thing  in 
the  same  way  by  substantially  the  same  means  with  better  results. 
(Davits  V.  SchicartZy  153  U.  S.,  621.) 

A  machine  of  old  combination  that  works  well  and  accomplishes 
results  intended  and  desired  cannot  be  substituted  as  a  mechanical 
equivalent  for  a  patented  machine  that  will  not  and  cannot  be  made  to 
work,  and  is  therefore  impracticable  and  worthless.  The  law  of  patents 
afibrds  no  x^rotection  to  a  patented  machine  that  has  been  proved  by 
experiment  to  be  useless  and  valueless.  The  owner  of  such  a  machine 
cannot  sustain  a  suit  for  infringement  against  a  person  who  employs 
the  same  old  elements  and  devices  so  differently  combined  and  arranged 
as  to  operate  successfully  in  accomplishing  the  result  intended  by  the 
worthless  machine. 
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I  will  now  refer  to  a  few  cases  in  the  Supreme  Court  Reports  to  show 
iie  trend  of  decisions  on  the  subject  of  combination  patents  for 
improv^ement  m  mechanism,  and  exhibiting  a  de(nded,  continuous,  and 
increasing  inclination  of  the  Court  to  hold  mere  improvers  in  mechanism 
to  a  rigid  compliance  with  the  claims,  specifications,  drawings,  and 
mcHlels  used  in  their  applications  for  the  privileges  conferred  by  a 
patent. 

In  Bnri'  V.  Duryee  (1  Wall.,  531)  the  doctrine  so  clearly  announced  in 
McCormick  v.  Talcott  (20  How.,  405)  is  fully  atlirmed. 

If  the  invention  claimed  he  itself  but  an  improvement  on  a  known  machine  by 
mere  change  of  form  or  combination  of  parts,  the  patentee  cunnot  treat  another  as 
an  infringer  who  has  im))roved  the  original  machine  by  use  of  a  diftcrent  form  or 
combination  performing  the  same  functions.  The  iuA'entorof  the  first  improvement 
cannot  invoke  the  doctrine  of  equivalents  to  suppress  all  other  improvomonts  whicli 
are  not  colorable  invasions  of  the  first. 

Every  man  has  a  right  to  make  an  improvement  in  a  machine  and 
evade  a  previous  patent,  provided  he  does  not  invade  the  rights  of  a 
patentee.  He  must  not  embody  the  same  or  substantially  the  same 
devices  or  combination  of  devices  which  constitute  the  peculiar  char- 
acteristic of  the  previous  invention. 

In  Sargent  v.  Hall  Safe  cO  Lock  Co.  (C.  D.,  1885,  251 ;  31  O.  G.,  (>()1; 
lU  r.  S.,  fy'-l-Sii)  the  following  language  is  employed: 

In  patents  for  combinations  in  mechanism,  limitations  and  provisos  iinposed  by  the 
inventor,  especially  snch  as  were  introduced  into  an  application  after  it  had  been 
persistently  rejected,  mast  be  strictly  construed  against  the  inventor  and  in  favor 
of  the  public,  and  looked  upon  in  the  nature  of  disclaimers.    As  was  said  in  Fay  r. 
Conlesman  (C.  D.,  1S83,  474;  25  O.  G.,  1277;  109  U.  S.,  408,420:  *'In  such  a  claim,  if 
the  patentee  specifies  any  eleihent  as  entering  into  the  combination,  either  directly 
V  the  language  of  the  claim  or  by  such  a  reference  to  the  descriptive  part  of  the 
^ecifications  as  carries  such  element  into  the  claim,  he  makes  such  element  mate- 
Hal  to  the  combination,  and  the  court  cannot  declare  it  to  be  immaterial.    It  is  his 
province  to  make  his  own  claim  and  his  privilege  to  restrict  it.     If  it  be  a  claim  to 
ft  combination  and  be  restricted  to  specified  elements,  all  must  be  regarded  as  mate- 
rial, leaving  open  only  the  question  whether  an  omitted  part  is  supplied  by  an 
Equivalent  device  or  instrumentality .'' 

These  principles  of  law  are  fully  sustained  by  authorities  cited,  and 
they  have  been  reaffirmed  by  more  recent  decisions  in  United  States 
Courts.  (  WHght  v.  Yuengling,  0.  D.,  1894,  560;  69  O.  G.,  639;  155  U. 
S.,  47;  Coupe  v.  RoyeVj  0.  D.,  1895,  163;  70  O.  G.,  779;  155  IT.  S.,  565; 
The  Boiler  Mill  Patent,  C.  I).,  1895,  195;  70  O.  G.,  1065;  156  U.  S., 
260;  Black  Diamond  Co.  v.  Excelsior  Co.,  C.  D.,  1895,  267;  70  O.  G., 
1797;  156  U.  S.,  611;  Stirrat  v.  Exeehior  Man.  Co.,  0.  D.,  1894,  341;  07 
0.»G.,  1450;  61  Fed.  Rep.,  980;  Wells  v.  Curtis.,  ante,  164;  74  O.  G.,  495; 
56  Fed.  Eep.,  618.) 

In  the  light  of  these  and  many  other  authorities  I  am  of  opinion  that 
the  complainant  had  no  right  to  abandon  in  toto  the  machine  authorized 
to  be  constructed  under  the  King  patent  and  substitute  as  a  mechanical 
Bquivalent  the  Frost  machine  constructed  upon  a  different  combina- 
tion and  arrangement  far  more  useful,  valuable,  and  salable,  and  hold 
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as  infriugers  the  defeudants  and  other  manufacturers  who  had  par- 
chased  for  valuable  consideration  the  said  machine  and  were  using  the 
same  before  the  King  patent  was  granted.  {Ehy  v.  Kinfj,  C.  D.,  1895, 
380;  71  O.  G.,  1454;  158  U.  S.,  366-374.) 

Independent  of  the  numerous  authorities  upon  the  subject  I  am  of 
opinion  that  the  suggestions  of  common  sense,  the  dictates  of  reason 
and  principles  of  common  justice  and  equity  would  warrant  me  in 
deciding  in  this  case  that  a  useful  and  valuable  machine  consisting  of 
an  aggregation  and  arrangement  of  old  and  well-known  elements  and 
devices  previously  employed  in  machines  constructed  under  expired 
patents,  does  not  infringe  upon  the  rights  of  a  patentee  who  has  a 
machine  constructed  in  accordance  with  his  claims  and  specification 
which  will  not  and  cannot  be  made  to  operate  practically  and  useftillj' 
in  the  manner  and  form  designed,  and  accomplish  the  purposes  for 
which  it  was  intended. 

The  doctrine  of  a  rigid  construction  of  claim  and  specification  in  a 
combination  machine  is  especially  applicable  in  this  case,  where  the 
rights  to  the  patent  were  regarded  by  applicant  and  the  Patent  Office 
as  a  matter  of  doubt,  and  this  doubt  was  produced  by  the  peculiar  and 
characteristic  features  of  the  machine  specifically  described  for  the  par 
pose  of  distinguishing  it  from  other  previous  and  similar  machines. 

I  will  now  briefly  consider  some  special  matters  referred  to  in  the 
pleadings  and  arguments,  and  insisted  on  by  defendants  as  showing 
the  merits  of  innocent  purchasers  for  value,  and  that  in  using  their 
rightfully-acquired  machine  they  had  no  purpose  of  invading  the  rights 
of  complainant.  They  purchased  their  machine  from  Frost  when  he 
was  making  application  for  a  patent.  If  he  had  obtained  a  pateot, 
they  would  have  been  entitled  to  use  their  machine  nnder  such  patent 
As  no  patent  was  obtained,  they  held  their  machine  as  a  piece  of  per- 
sonal property  purchased  from  the  former  owner. 

The  only  relations  existing  between  defendants  and  Frost  were  those 
of  vendor  and  vendee.  As  Frost  was  vendor  and  manufacturer,  there 
was  an  implied  warranty  of  title,  and  also  of  the  fitness  of  the  machine 
for  the  purpose  represented  and  desired.  They  were  not  parties  to  the 
interference  proceedings  between  Frost  and  King  in  the  Patent  Office 
and  were  in  no  respect  bound  or  estopped  by  Frost's  concession.  They 
claim  the  personal  right  to  employ  in  their  business  their  purchased 
machine,  which  is  only  a  substantial  equivalent  of  the  Smith  and  Mes- 
senger machine,  which  by  expiration  of  patent  has  become  open  to  the 
use  of  the  public. 

A  casual  inspection  and  comparison  of  the  models  of  the  respectNe 
machines  of  complainant  and  defendants  clearly  show  that  defendants 
have  not  appropriated  any  element,  device,  or  arrangement  invented 
by  patentee  or  claimed  to  be  improved  by  his  mechanical  knowledge 
and  skill.  If  the  King  machine  was  of  such  a  character  as  to  be 
patentable  and  his  patent  was  not  void  for  want  of  novelty  and  utility^ 
it  is  composed  of  three  distinctive  and  distinguishing  features.    A 
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machine  is  a  concrete  thing,  being  an  entirety  of  coiiperating  elements 
and  agencies.  When  it  consists  of  a  combination  of  old  elements  and 
devices,  the  leaving  out  of  one  of  the  essential  elements  of  the  combina- 
tion destroys  the  identity  of  the  combination,  and  a  person  cannot  be 
sued  as  an  infringer  who  uses  a  machine  in  which  a  material  part  of 
the  combination  patent  is  omitted. 

The  reasonable  and  just  doctrine  is  well  settled  that  when  a  patent 
has  been  obtained  for  a  combination  after  the  patentee  has  availed  him- 
self of  all  the  knowledge  derivable  from  a  series  of  existing  devices  of 
a  similar  character  the  claim  must  be  restricted  to  the  precise  form  and 
arrangement  of  parts  described  in  specifications.  Such  a  patent  is  an 
entirety,  and  all  the  parts  of  the  combination  must  be  used  in  order  to 
constitute  an  infringement.  {Roenierw  Peddiej  C.  D.,  1889,  686;  49 
O.  G.,  2151;  133  U.  S.,  313-317;  J.  L.  Mott  Iron  Works  v.  Standard 
Man.  Co.,  53  Fed.  Rep.,  C.  C.  A.,  819.) 

The  patent  law  wisely  and  properly  requires  an  applicant  for  a  patent 
to  particularly  point  out  and  distinctly  claim  the  part,  improvementj  or 
combination  he  claims  as  his  invention  or  discovery  to  secure  to  him  all 
to  which  he  is  entitled  and  to  apprise  other  improvers  what  is  still  open 
to  them.  The  claim  is  his  self-imposed  limit  of  the  right  he  desires  to 
secure  and  cannot  be  expanded  by  a  liberal  construction  of  claim  and 
8i)ecification  in  a  suit  for  infringement.  {McClain  v.  Ortmayer,  C.  D., 
1891,  532;  57  O.  G.,  1129;  141  U.  S.,  419-424.) 

The  patentee  in  his  description  distinctly  claimed  an  autx)matic  feed- 
hopper  and  a  peculiar  spray  device  located  within  the  spray-drnni. 
The  defendants  have  dispensed  with  the  automatic  feed-hoi)per  and  use 
a  diflferent  spray  device  located  outside  of  spray  drum,  and  therefore 
do  not  infringe  the  peculiar  combination  and  entire  machine  of  i)atenree. 
On  this  subject  it  is  sufficient  for  me  to  refer  to  what  I  have  heretofore 
said — the  defendant's  machine  has  a  combination  and  arrangement 
that  works  well  and  satisfactory,  while  the  patented  machine  is  practi- 
cally inoperative  and  worthless  and  has  been  abandoned  by  its  owner. 

There  are  some  singular  facts  and  circumstances  in  the  dealings 
and  relations  of  J.  C.  Frost  and  tT.  M.  King  in  their  interference  pro- 
ceedings in  the  Pat-ent  Office  and  their  subsequent  connection  with 
complainant. 

Frost  manufactured  and  sold  his  machine  to  defendants  and  other 
tobacco  manufacturers  before  the  date  of  the  King  patent.  In  such 
machine  the  spray  device  was  located  outside  and  near  the  front  of  the 
spray-drum,  as  now  represented  by  model  of  defendants'  machine.  In 
the  interference  proceedings  Frost  claimed  the  spray  device  as  located 
within  the  drum.  He  conceded  priority  of  invention,  and  King  obtained 
a  patent.  In  a  few  days  the  complainant  became  the  owner  of  such 
patent  and  sometime  afterward  purchased  patterns  of  Frost. 

The  complainant  had  previously  purchased  the  Smith  and  Messenger 
patent,  which  was  about  to  expire,  and  frequently  insisted  that  said 
patent  was  infringed  by  the  Frost  machine.    Such  machine  was  only 
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ail  improved  equivalent  of  the  Smith  and  Messenger  machine  and  was 
not  patentable.  The  peculiar  and  distinctive  combination  of  the  King 
machine  obtained  a  patent  after  doubt  overcome  by  persistent  efforts. 
The  complainant  then  substituted  the  Frost  machine  as  a  mechauic;il 
equivalent  of  the  King  machine,  and  thus  the  Smith  and  Messenger 
machine  of  an  expired  patent  was  virtually  taken  from  the  public  and 
placed  under  the  protection  of  the  King  patent.  These  singular  facts 
and  circumstances  were  referred  to  in  the  answer  of  defendants  and 
were  commented  upon  by  counsel  with  some  severity. 

As  neither  party  to  this  suit  took  the  deiK)8ition  of  Frost  and  gave 
him  opportunity  of  explanation,  I  may  well  suppose  that  counsel  on 
both  sides  regarded  his  testimony  as  either  dangerous  or  immaterial. 
The  testimony  would  have  been  immaterial  as  to  the  facts  directly 
involved,  and  could  only  be  considered  in  the  light  of  some  w^ell  known 
maxims  that  are  recognized  and  observed  by  a  chancellor  when  deter- 
mining the  merits  of  a  case  of  complainant  seeking  relief  in  a  court  of 
equity  and  good  conscience. 

I  am  aware  of  the  fact  that  I  have  made  several  repetitions  of  legal 
principle  in  this  opinion ;  but  I  deemed  such  course  necessary  to  meet  the 
various  phases  of  the  case  presented  in  the  pleadings  and  voluminous 
proofs  and  in  the  able  arguments  and  elaborate  briefs  of  counsel. 
After  full  consideration  I  am  very  decidedly  of  opinion  that  the  weight 
of  evidence  and  the  equitable  principles  involved  are  on  the  side  of 
defendants. 

Let  a  decree  be  drawn  dismissing  complainant's  bill  with  costs. 


(I'.  S.  ('irruit  Court — Southeni  District  of  New  York.] 

Illinois  Steel  Company  r.  Kilmer  Manufacturing  Co3IPA5»y 

etaL 

Decided  December  9,  isn't, 
74  O.  G.,  1282. 

1.  garrf/rr  —  rolllng-mill      plant  —  validity  —  narrow     constrlttiox  — 

Infringement. 
If  the  combinatioii  of  details  of  improved  construction  of  the  rolliug-miH 
plant  covered  by  Letters  Patent  No.  289,524,  dated  December  4,  1883,  .ind  >'»• 
319,694,  dated  June  9,  1885,  granted  to  William  Garrett,  in  view  of  its  utility 
may  be  the  subject  of  a  valid  patent,  yet  it  caunot  be  given  such  a  broad  con- 
Htruction  as  to  embrace  the  plant  of  the  defendants. 

2.  Same — Earlier  and  Later  Patents — Infringement. 

The  grant  of  a  later  patent  to  defendants  for  a  machine  designed  to  accom- 
plish the  same  result  as  that  of  the  patents  in. suit  raises  the  presumption  tbat 
there  is  a  su1)Btantial  difference  between  them  and  that  the  later  is  not  au 
infringement  of  the  earlier  patents. 

Mr,  John  R.  Bennett  and  Mr.  E.  Parmalee  Prentice  for  the  complaiuaiit. 
Mr,  Edmund  Wetmore  and  Mr,  W,  H,  Singleton  for  the  defendants. 
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WBBBNI),  J..* 

Dbis  is  a  final  hearing  on  a  bill  alleging  infringement  of  Patents  ]^o. 
1^24,  dated  December  4, 1883,  and  No.  319,694,  dated  Jane  9, 1885, 
mted  to  William  Garrett,  assignor  to  complainant,  for  improvements 
FoUingmill  plants, 
the  object  of  the  invention  of  the  first  patent — 

0  produce  an  improved  plant  for  working  blooniB  and  billets  and  reducing  them 
irirea  or  rods  at  a  single  heat  and  reeling  them  as  delivered  from  the  rolls. 

rhe  patentee  admits  that  what  he  proposed  to  do  had  been  previously 

DC,  but  ^'not  with  practical  and  commercial  saccess." 

rhe  claims  aa  to  which  infringement  is  alleged  are  as  follows: 

.  A  roUlng-mill  plant  for  rolling  wire  rods  directly  from  blooms,  having  in  com- 
lation  a  billet- train,  B,  a  rod  train,  C  C,  and  an  intermediate  train,  D,  the  rolls  of 
ich  latter  are  arranged  in  or  approximately  in  line  with  the  last  pair  or  delivery- 
Is  of  the  billet-train  and  the  first  pair  or  receiving-rolls  of  the  rod-train,  substan- 
Hy  as  set  forth. 

I.  The  tiiree  trains  B,  D,  and  C  C,  relatively  arranged  snbstantiaUy  as  set  forth, 
ereby  ^aoe  is  left  for  the  working  of  the  bloom  back  and  forth  throagh  the  rolls 
the  train  B,  except  the  last  one,  and  from  this  one  directly  to  the  rolls  of  train  D, 

1  thence  to  the  first  pair  of  rolls  of  train  C  C,  substantially  as  set  forth. 

L  The  roH-train  D,  arranged  with  its  rolls  in  or  approximately  in  line  with  the 
t  or  delivery  rolls  of  train  B  and  the  first  or  receiving  rolls  of  train  C  C,  in  com- 
latioA  with  said  rolls  B  and  C  C,  and  with  the  trough  6,  or  other  suitable  means, 
described,  whereby  provision  is  made  for  turning  the  bar  or  billet  intermediate 
>ween  said  trains  B  and  D,  substantially  as  set  forth. 

r.  A  plant  for  heating  the  ordinary  blooms  of  commerce  and  rolling  and  reducing 
)m  to  rods  at  a  single  heat,  and  reeling  the  rods  so  produced,  consisting  of  one  or 
re  furnaces,  A,  billet- train  B,  intermediate  train,  D,  rod-train  C  C,  and  one  or  more 
k,  B  By  relatively  arranged  substantially  as  set  forth. 

rhe  defiNises  are  lack  of  patentable  novelty  and  non-infringement. 
The  alleged  invention  relates  to  the  machines  and  processes  employed 
wire-rod  rollingmiUs.    In  these  mills  by  means  of  a  series  of  rolls 
isses  of  wire  known  as  <<  blooms  "  are  successively  drawn  or  rednced 
billets  or  small  bars,  wire  rods,  and  wire. 

At  the  date  of  the  alleged  invention  of  tlie  Earlier  patent  in  suit  there 
5re  three  types  of  such  mills,  known,  respectively,  as  the  "Belgian," 
e  "  continuous"  system,  and  the  "  semioontinuous"  system.  Each  of 
ese  systems  used  trains  of  rolls  revolving  at  a  constantly-increasing 
te  of  i^)eed,  constituting  a  billet  train  for  the  reduction  of  billets  to 
is  and  a  rod-train  for  the  reduction  of  rods  to  wire.  In  the  Belgian 
11  the  rolls  of  the  billet-train  and  of  the  rod-train,  respectively,  are 
ranged  side  by  side  and  one  train  is  off  atone  side  of  the  other  train. 
le  billets  in  the  Belgian  mills  were  first  passed  back  and  forth  through 
d  rolls  of  the  billet-train,  and  then,  being  converted  into  rods,  were 
rried  into  loops  through  the  rolls  of  the  rod-train.  In  the  continu- 
us  system  a  series  of  rolls  were  so  arranged  that  the  bites  of  the  sev- 
il  rolls  were  all  in  the  same  line,  and  the  entire  system  was  continuous 
d  was  run  with  a  constantly-increasing  reduction,  so  that  the  metal 
H.  Doc.  354 16 
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entering  the  first  rolls  as  a  billet  passed  at  a  single  heat  oat  of  the  last 
rolls  in  a  rod  of  the  desired  size.  The  semicontinuous  mill  was  made 
up  of  a  combination  of  some  of  the  features  of  each  of  the  other  systems. 

Numerous  patents,  especially  No.  227,737,  granted  May  18, 1880,  to 
H.  B.  Comer,  and  practical  rolling-mill  plants  show  constructions 
embodying  in  various  forms  the  general  features  of  the  alleged  inven- 
tion of  the  patents  in  suit,  including  the  blend  of  speed  of  the  varions 
rolls,  the  direct  feed,  and  the  feed  by  looping  in  the  rod- train.  It  is 
unnecessary  to  consider  them  in  detaiL  The  prior  state  of  the  art  is 
such  as  to  deprive  Oarrett  of  all  foundation  for  any  claim  as  a  primary 
inventor.  The  utmost  that  it  would  be  permissible  to  concede  to  him 
would  be  a  claim  for  useful  improvements  in  the  line  of  the  existing 
art  whereby  the  capacity  of  such  mills  was  extended  to  larger  blooms 
and  the  output  was  increased. 

The  complainant  claims  that  Garrett  was  not  only  the  first  inventor 
of  a  system  whereby  a  larger  billet  than  had  before  been  used  was 
reduced  to  a  rod,  but  that  by  means  of  a  pair  of  intermediate  roUs 
arranged  in  a  certain  way  and  having  a  certain  rate  of  reduction  he 
avoided  the  danger  of  buckling  of  the  wire,  dispensed  with  the  services 
of  an  extra  man,  and  provided  for  the  rolling  of  several  billets  at  the 
same  time. 

I  am  unable  to  find  in  the  patent  any  statement  or  claim  on  the  part 
of  the  patentee  that  he  was  the  inventor  of  this  so  called  '^blending of 
speed  "  or  that  thereby  he  accomplished  these  results.  This  graduated 
reduction  or  blending  of  speed  is  an  inevitable  feature  in  the  constrac* 
tion  of  every  rolling-mill  plant. 

It  appears  from  the  file- wrapper  that  the  patentee  originally  filed  an 
application  for  an  entire  mill,  which  was  rejected.  In  this  rejection  he 
acquiesced.  Some  months  later,  having  abandoned  the  broad  inven- 
tion, be  filed  the  specifications  of  the  patents  in  suit,  in  which  he  prac- 
tically limited  himself  to  a  particular  method  of  uniting  the  billet  and 
rod  trains.  Mr.  George  H.  Christy,  attorney  for  Garrett,  wrote  a  letter 
to  the  Commissioner  of  Patents  pointing  out  the  difi'erence  between  the 
Garrett  device  and  that  of  the  English  patent  which  had  been  cited  as 
a  reference,  in  which  he  says  that  the  English  patent  does  not  propose 
to  do  the  work  which  applicant  proposes;  that  applicant  starts  with  a 
bloom,  makes  a  billet  by  the  use  of  the  billet-train  B,  works  it  into  a 
rod  form  by  an  intermediate  train  of  rolls  D,  and  adds: 

And  through  the  facility  which  he  thas  secnres  of  going  from  B  to  C,  (the  rod- 
trainO  and  in  doing  so  of  working  the  billet  into  a  rod,  he  is  enabled  to  accomplisb 
the  end  in  view  without  reheating.  The  train  D  is  practically  a  bridge  between  B 
and  C  and  between  the  billet  form  and  the  rod  form.  •  *  «"  The  snccess  of  the 
invention  depends  upon  the  presence  of  the  intermediate  rolls  D  in  line  or  approxi- 
mately in  line  with  the  last  pass  of  the  billet-rolls  B  and  the  first  pass  of  the  rod- 
rolls  C.  The  rolls  D  thus  niTanged  bring  B  and  C  into  a  new  and  co-operative  com- 
bination and  for  the  first  time  in  the  history  of  the  art  render  it  practicable  to  work 
a  four-inch  bloom  into  a  No.  4  rod  without  reheating. 
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Counsel  for  complainant  claims  that  the  Garrett  invention  consisted 
in  a  combination  of  the  billet  and  rod  trains  by  means  of  one  or  more 
direct  feeds  between  two  or  more  pairs  of  rolls,  it  not  being  essential 
that  they  should  follow  each  other,  and  it  being  immaterial  where  they 
were  located,  provided  they  were  far  enough  apart  to  carry  the  rods 
and  pass  them  from  one  pair  of  rolls  to  the  other. 

Whether  the  patentee  did  or  did  not  originate  this  idea,  and  whether, 
if  he  did,  it  involved  invention,  is  immaterial.  It  is  clear  from  the  file- 
wrapper  and  the  patent  itself  that  he  explicitly  limited  himself  to  a 
direct  feed  from  one  pass  of  the  billet  train  into  a  pair  of  rolls  and  a 
direct  line  of  feed  from  said  pair  of  rolls  to  the  rod-train,  both  being  in 
a  direct  line  and  in  the  same  direction  of  feed,  whereby  he  obtained 
certain  advantages  in  speed  and  location,  which  increased  the  output 
of  the  plant. 

In  his  original  application  Garrett  said  it  made  no  difference  how 
many  rolls  there  were  in  either  the  billet,  intermediate,  or  rod  train ;  but 
in  the  final  specification,  when  he  found  it  necessary  to  get  rid  of  the 
prior  art,  he  limited  himself  to  one  pair  of  rolls  in  the  intermediate 
train  and  specifically  stated  that  he  did  not  limit  himself  as  to  the 
number  of  pairs  of  rolls  in  the  billet  or  rod  trains.  As  to  the  necessity 
of  the  location  of  pairs  of  rolls  in  a  line  with  each  other  there  is  much 
dispute.  The  patentee  constantly  refers  to  their  location  as  ^<in  or 
approximately  in  a  common  line  of  feed."  He  explains  the  meaning  of 
this  description  or  expression,  however,  in  the  specification,  where, 
referring  to  the  drawing,  which  shows  three  pairs  of  rolls  arranged  in 
a  direct  line,  he  says: 

The  delivery-pair  of  rolls  n^  of  the  train  B  and  the  single  pair  of  rolls  m  of  the 
train  D,  it  is  observed,  are  in  or  approximately  in  a  common  line  of  feed,  so  that  the 
tjTOQgh  or  conductor  h  may  guide  or  conduct  the  bar  directly  from  one  to  the  other. 

That  the  "  common  line  of  feed"  means  directly  from  one  to  the  other 
in  a  straight  line  further  appears  from  the  statement  of  the  inventor  in 
the  specification  as  to  the  preferred  form  of  his  device.    The  complain- 
ant says  that  the  preferred  form  is  inoperative.    It  is  clear  that  it  was 
old  or  did  not  involve  invention  and  that  it  does  not  embody  the  blend 
of  speed  claimed  to  be  covered  by  the  patent.    In  this  preferred  and 
Qsaal  construction  the  patentee  so  arranged  the  distance  between  the 
last  pass  of  the  billet-train  and  the  intermediate  train  that  the  bar  might 
be  taken  out  of  the  billet-train  by  the  workman  and  turned  upon  its 
edge  and  fed  into  the  intermediate  train ;  but  in  order  thus  to  perform 
this  function  of  a  mere  feed-train  the  intermediate  train  must  be  in  a 
straight  line  with  both  the  other  trains. 

It  is  unnecessary  to  consider  the  second  patent.  Mr.  Brevoort,  com- 
plainant's expert,  practically  admitted  that  whatever  of  novelty  or 
invention  is  claimed  therein  is  found  in  the  first  patent  in  suit,  and  he 
was  not  called  upon  rebuttal  to  contradict  defendant's  contentions  in 
regard  to  second  patent. 
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1^  mill  of  the  defendant  eorporaticm  was  built  nnder  Patent  No. 
440^963,  granted  to  Irving  A.  Kilmer  iNovember  1^,  1890.  The  grant  of 
this  later  patent  for  a  machine  designed  to  aocomplish  the  same  result 
as  that  of  the  patents  in  snit  raises  the  presumption  that  there  is  a  mib- 
stantial  difBBrenoe  between  them  and  that  the  latter  is  not  an  infringe- 
ment of  the  earlier  patents.  (American  Nicholson  Pavement  Co.  y.  (Htn 
of  EUzti^>€ikj  4  Fish  Pat.  Oa0.,  189 ;  Boyd  v.  JanesffiUe  Hap  Tool  Oo^ 
0.  D.,  1896, 376;  71  O.  G.,  1315;  168  U.  8.,  260;  JTey  v.Ney  Mfg.  Co.,  09 
Fed.  Eep.,  405.) 

It  is  stipulated  that  its  ooositraction  and  operaticm  are  as  follows: 

The  defendants,  the  Kilmer  Manufacturing  Company,  employ  a  rod-mill  consiit- 
ing  of  Buitahle  Aimaoee,  a  billet-train  of  three-high  rolls  ronning  at  aboat  ninety 
TBTolations  pw  mioate  through  which  the  billet  is  passed  end  to  end  six  times;  Ibe 
bar  is  then  square  in  cross-section  and  fed  by  a  repeater  into  a  pair  of  two-high  rolk 
of  inoreased  diameter  running  at  the  same  speed,  from  which  it  emergee  oval  in 
cross-section,  is  given  a  quarter  turn  and  passes  into  a  trough,  through  which  it 
passes  without  alteration,  in  approximately  a  straight  line,  to  a  pair  of  two  high  rolh 
in  a  side  train,  from  which  the  rod  emerges  square  in  oross-section.  At  this  point, 
each  new  end  emerges,  a  catcher  outs  off  the  imperfect  end  of  the  bar  or  rod,  sod 
introduces  the  out  end  into  a  second  pair  of  two-high  roUs  in  the  side  train.  Tbe 
two  pairs  of  rolls  in  the  side  train  run  at  about  one  hundred  and  twenty-eight  revo- 
lutions a  minute.  From  this  last  pair  of  rolls  of  the  side  train,  after  a  quarter- 
turn  of  the  bar  has  been  had,  a  practically  straight  guide  conducts  it  in  approxi- 
mately a  straight  line  to  the  first  pair  of  five  pairs  of  two-high  rolls  constituting  a 
section  of  the  rod-train  running  at  about  three  hundred  and  twenty  revolutions  per 
minute  and  firom  the  first  of  tbe  next  succeeding  pairs  changing  from  square  to  oral 
cross-section  at  each  pass.  From  the  last  pair  of  rolls  of  the  first  section  of  the  rod- 
train  the  rod  passes  to  the  first  pair  of  four  pairs  of  two-high  rolls  constituting  the 
final  section  of  the  rod-train,  running  about  five  hundred  andtwentyreyolutions  per 
minute,  and  firom  thence  through  the  succeeding  pairs,  changing  from  squaie  to 
oval  at  each  pass,  and  firom  the  last  pair  of  rolls  to  the  reels  where  it  is  pot  intoeoil 
form.  Bepeaters  are  used  in  the  two  sections  of  the  red-tcain  vdiere  the  rod  emergfs 
square  in  croes-section.  The  billets  operated  upon  range  from  two  to  four  inches 
square,  weigh  one  hundred  to  one  hundred  and  twenty -five  pounds  each,  and  are 
reduced  to  rods  of  from  two  to  five  gage  at  a  single  heat ;  the  gage  used  does  not  vary 
f^om  the  American  standard  wire  gage  more  than  one-quarter  size.  A  repeater  was 
employed,  as  stated  in  the  testimony  of  Mr.  Irving  A.  Kilmer,  for  a  short  period  on 
the  square  side  of  the  side  train,  but  was  disooutinoed,  as  set  forth  in  aaid  testimeny. 

The  process  is  continuous  in  the  sense  that  no  stoppage  to  feed  tak^s  place  which 
renders  reheating  necessary,  the  rod  being  continually  in  motion.  The  number  of 
rods  in  the  mill  is  usually  one«  but  sometimes  two. 

In  this  construction  the  two  trains  of  rolls  are  not  in  a  direct  or  com- 
mon line  of  feed.  The  lines  of  feed  are  in  opposite  directions.  There 
must  be  a  reversal  of  metal  from  the  common  line  of  feed  of  the  last 
pair  of  rolls  or  pass  of  the  billet-train  and  the  first  pair  of  ndls  or  pass 
of  the  side  train  to  the  common  line  of  feed  of  the  second  pair  of  rolls 
or  pafis  of  the  side  ti-ain  and  the  first  pair  of  rolls  or  pass  of  the  rod 
train.  Nor  does  the  side  train  of  the  Kilmer  mill  act  either  as  a  bridge 
or  a  feed  for  the  passage  of  the  bar  between  the  billet-train  and  rod- 
train,  as  in  complainant's  patent.  I  conclude  that  there  is  no  InMnge- 
ment.    It  was  contended  that  these  differences  in  construction  and 
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operation  were  immaterial  and  that  defendant's  devices  were  the  equiv- 
alents of  those  of  complainant;  but  a  consideration  of  the  state  of  the 
prior  arty  the  file- wrapper  of  the  patent  in  sait,  and  the  explicit  lan- 
gaage  of  the  x)atent  itself  showed  that  it  was  old  to  so  combine  two 
trains  that  a  billet  conld  be  passed  through  at  a  single  heating;  that 
there  was  no  novelty  in  delivering  a  rod  after  certain  passes  into  a 
trough  and  carrying  it  for  a  considerable  distance  and  turning  it  into 
the  next  train ;  that  there  was  no  novelty  either  in  a  direct  feed  to  avoid 
buckling,  or  in  the  avoidance  of  a  long  loop  by  a  trough,  or  in  blending 
of  speeds,  or  in  multiple  rollers,  and  that  there  was  no  claim  in  the 
patent  of  any  novelty  in  reducing  a  four- inch  billet  at  a  single  heat. 
Tbey  show,  farther,  that  the  patentee  in  his  effort  to  get  rid  of  the  prior 
art  limited  himself  to  the  precise  method  of  uniting  the  two  parts  of  the 
tiain  illustrated,  described,  and  claimed  by  him.  If,  therefore,  this 
combination  oi  details  of  improved  construction,  in  view  of  its  utility, 
may  be  the  subject  of  a  valid  patent,  yet  in  no  event  can  it  be  given 
such  a  broad  construction  as  to  embrace  the  plant  of  the  defendants. 
Let  a  decree  be  entered  dismissing  the  bill. . 


[IT.  8.  Cironit  Coart  of  ApfMte— Third  Glronii.] 

PiTTSBUBG  WlB£  OOMPANY  et  al.  V.  EGBERTS  €i  (U.     BOBEBTS  et  ol. 

V.  PlTTSBUBO   WlKB  COMPANY  et  al. 

Decided  January  SO,  1896, 

74  O.  G.,  1441. 

1.  ROBKRTS — ROD-MlLL—AXTICIPA'nON — INVALID. 

Claim  1  of  Letters  Patent  No.  392,865,  issued  November  6,  1S88,  to  Heary  Rob- 
erts, for  an  improvement  in  rod-mills,  conRtmed  in  view  of  the  prior  art  and 
Held  to  be  invalid. 

2.  Sams — Samb — Combinatiox — Validity— Inprinobment. 

Claim  4  of  the  same  patoit  constnied  to  be  for  a  valid  combination  and  Held 
to  be  infringed. 

Appeal  from  the  Gircait  Court  of  the  United  States  for  tiie  Western 
District  of  Pennsylvania. 

Before  Dallas,  Butler,  and  Wales,  Jud^i^es. 

Mr.  Thomas  W.  Bakewell  and  Mr.  John  R.  Bennett  for  Roberts  et  al 
Mr.  8.  A.  Duncan  and  Mr.  W.  H.  Van  Steenbergh  for  the  Pittsburg 
Wire  Company  et  aU 

Wales,  J.: 

The  Pittsburg  Wire  Company  and  Thomas  W.  Fitch,  president,  were 
sued  by  Henry  Eoberts,  George  T.  Oliver,  and  Andrew  J.  Day  for  an 
alleged  inMngement  of  the  first,  third,  fourth,  and  sixth  claims  of 
Letters  Patent  No.  392,3^5,  dated  November  6, 1888,  granted  to  Henry 
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Eoberts,  and  which  were  subsequently  acquired,  through  mesne  assign- 
ments, by  the  defendants. 

On  the  hearing  on  bill,  answer,  and  proofs  the  Circuit  Court  decided 
the  first  and  third  claims  to  be  invalid  and  that  the  sixth  claim  had  not 
been  infringed.  The  fourth  claim  was  sustained,  and  the  defendants 
were  enjoined  from  infringing  the  same.  Both  parties  have  appealed— 
the  defendants  from  so  much  of  the  decree  as  sustains  the  validity  of 
the  fourth  claim  and  the  complainants  from  that  part  of  the  decree 
which  dispiisses  the  bill  as  to  the  first  claim.  The  patent  in  dispute 
relates  to  an  improvement  in  rod-mills  by  which  metallic  rods  are 
passed  through  a  train  of  finishing-rolls  preparatory  to  their  being 
drawn  into  wires.  The  specification  describes  in  part  the  improvement 
as  follows : 

In  roUiug  metal  rods  in  a  mill  as  now  commonly  practiced  it  is  cnstomaTy  to 
employ  a  series  of  trains  of  rolls  set  in  line  with  each  other  and  to  pass  the  metal 
back  and  forth  between  these  rolls.     As  the  nyetal  is  reduced  in  diameter  aad 
increased  iu  lengthy  there  is  always  difficulty  in  controlling  it  and  preventing  it 
from  kinking;  especially  so  when  it  is  attempted  to  roll  more  than  one  rod  at  a  time 
in  a  single  mill.    For  this  purpose  it  has  been  usual  to  employ  boys,  who  stand  with 
hooks  opposite  to  the  rolls  and  guide  the  elongating  met^l  loop  with  a  view  of  pre- 
venting it  ft'om  kinking  or  injuring  the  workmen.    The  work  of  these  boys  is  very 
dangerous  and  requires  the  closest  attention,  and  therefore  the  wages  paid  them 
are  quite  high.     Besides  this,  the  least  neglect  on  their  part  is  apt  to  cause  the 
kinking  of  the  rod,  and  when  this  happens  the  delay  in  its  passage  through  the  mill 
chills  the  metal  and  unfits  it  for  use,  necessitating  the  cutting  of  it  into  pieces  for 
scrap. 

The  object  of  my  invention  is  to  diminish  these  evils  and  to  provide  means  for 
guiding  the  metal  loop  as  the  rod  is  passing  from  one  set  of  rolls  to  the  next. 

To  this  end  it  consists,  mainly,  in  the  combination,  with  two  sets  of  rolls  arranged 
on  different  lines  of  feed,  of  an  inclifted  mill-floor  common  to  said  rolls,  whettier  the 
same  be  used  either  with  or  without  an  overfeed  regulator  leading  from  the  rolls  to 
the  inclined  floor  of  the  mill,  or  with  or  without  a  gnide  arranged  on  the  floor, as 
shown  by  me  in  the  drawings,  and  the  inclination  of  th<^  floor  being  in  a  direction 
transversely  to  the  axes  of  the  rolls  and  being  such  that  as  the  metal  loop  elongates 
it  shall  be  forced  by  the  action  of  the  primary  rolls  away  f^om  the  rolls  down  the 
inclined  floor,  on  which  it  travels  freely,  thus  preventing  kinking  and  lessening  the 
labor  necessary  to  be  employed  in  guiding  it. 

The  claims  involved  in  these  appeals  read  as  follows : 

I.  In  a  wire-rod  mill,  the  combination,  with  the  main  mill-floor  having  an  inclined 
surface  which  extends  in  a  plane  transversely  to  the  rolls,  substantially  as  described, 
of  a  series  of  rolls  arranged  on  different  lines  of  feed,  whereby  the  propelling  force 
of  the  rolls  and  the  gravity  of  the  loop  are  utilized  to  cause  the  loop  to  travel  freely 
over  the  floor,  substantially  as  and  for  the  purposes  specified. 

4.  In  a  wire-rod  mill,  the  combination,  with  the  main  mill-floor  having  an  inclined 
surface  extending  in  a  plane  transversely  to  the  rolls,  substantially  as  described,  of 
a  series  of  rolls  arranged  on  different  lines  of  feed,  whereby  the  propelling  force  of 
the  rolls  and  the  gravity  of  the  loop  are  utilized  to  cause  the  loop  to  travel  freely 
over  the  floor,  and  a  guide  extending  along  the  said  inclined  main  floor  transversely 
to  the  delivery  side  of  the  primary  rolls  and  adapted  to  guide  the  primary  branch  of 
the  loop,  substantially  as  and  for  the  purposes  specified. 

The  defenses  are  anticipation,  lack  of  patentable  novelty,  non-infringe- 
ment, and  fraud  on  the  part  of  the  patentee  in  obtaining  his  patent 
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The  application  for  the  patent  was  filed  on  May  12, 1888,  and  to  prove 
anticipation  the  defendants  produced,  first,  a  German  treatise  entitled 
"  Das  Eisenhiittenwesen,"  by  Prof.  Joseph  von  Ehren worth,  published 
in  Leipsic,  Germany,  in  the  year  1885;  second,  the  McGallip  patent, 
No.  331,516,  of  December  1,  1885,  and,  third,  the  Lenox  patents,  No. 
351,836,  of  November  2, 1886,  and  No.  351,840,  of  the  same  date.  The 
German  publication  contains  the  drawing  and  description  of  a  mill  at 
Domnarfvet,  Sweden,  from  which  it  appears  that — 

the  cast-iron  floors  on  both  sides  of  these  rolling-mills  are  inclined,  and  between 
every  two  sets  of  rolls  there  are  provided  horizontal  steps  S',  rounded  toward  the 
outside.  By  this  arrangement  the  hooker  boys  are  done  away  with,  since  the  wire 
loop,  in  consequence  of  the  inclination  of  the  floor  itself,  draws  or  bonds  outward, 
and  thereby  is  perfectly  conducted  or  guided  by  the  steps.  But  it  is  easy  to  under> 
stand  that  this  arrangement  is  practically  only  applicable  where  the  rolls  (calibers) 
are  arranged  in  one  line  in  the  pairs  of  standers  (rolls)  following  one  another.  It 
gives  besides  the  advantages  of  a  saving  of  labor  to  the  process  of  rolling,  a  finished 
aspect.     (Translation.) 

Mr.  Kennedy,  the  complainants'  expert,  in  speaking  of  the  operation 
of  this  mill,  testifies  on  cross-examination  as  follows: 

X  Q.  172.  Please  refer  to  the  German  publication  which  is  in  evidence  in  this  case, 
and  state  whether  that  describes  a  rolling-mill  in  which  loops  are  to  be  formed  in 
the  process  of  making  the  rod. — A.  It  does. 

X  Q.  173.  State  whether  it  shows  a  series  of  rolls  arranged  on  different  lines  of 
feed. — A.  It  does. 

X  Q.  174.  Does  it  also  show  an  inclined  surface  which  extends  in  a  plane  trans- 
versely to  the  rolls! — A.  Yes. 

X  Q.  175.  Is  the  construction  such  that  the  propelling  force  of  the  rolls  and  the 
gravity  of  the  loop  are  combined  to  canse  the  loop  to  travel  down  the  incline  t — A. 
Yes. 

X  Q.  176.  What  do  you  find  set  forth  in  that  Grerman  publication  as  to  the  object 
of  the  construction  there  described? — A.  It  says  that  the  nooker  boys  are  done  away 
with,  and  it  also  gives  to  the  process  of  rolling  a  finished  aspect. 

X  Q.  177.  Don't  you  think  that  the  construction  of  mill  which  is  shown  in  this 
German  publication,  taken  in  connection  with  the  description  of  the  same  contained 
in  said  work,  would  naturally  have  suggested  tcva  rod-mill  man  on  reading  the  same, 
at  the  date  of  the  said  publication,  the  combination  of  rolls  arranged  on  different 
lines  of  feed,  and  an  inclined  floor  common  to  said  rolls,  for  the  purpose  of  facili- 
tating the  movements  of  the  loops  and  also  for  dispensing  with  or  lightening  the 
jabor  of  the  hooker- boys  t — A.  I  think  it  wonld. 

This  testimony  from  the  complainants'  own  expert  wonld  seem  to  be 
conclasive  of  the  question  of  anticipation  so  far  as  it  relates  to  claim  1; 
but  we  are  also  referred  to  other  patents  which  are  alleged  to  be  antic- 
ipatory of  this  claim. 

The  McCallip  patent,  No.  331,616,  of  December,  1886,  is  for  an  "over- 
feed-regnlator  for  rolling-mills,"  and  consists  of  an  inclined  floor  in 
front  of  two  adjacent  pairs  of  rolls  which  are  placed  end  to  end.  In 
front  of  the  rolls  is  located  a  semicircular  guide  C,  called  a  "  repeater." 
The  inclined  floor  is  placed  in  front  of  this  repeater,  so  as  to  receive  the 
loop  formed  by  the  overfeed  of  the  rod.  The  overfeed  is  only  another 
name  for  the  loop  which  is  formed  by  the  second  pair  of  rolls  running 
at  a  slower  rate  of  speed  than  the  first  pair  and  which  causes  the  loop 
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to  fiow  over  the  repeater  and  to  elongate.    The  object  of  the  regulator 
is  to  take  care  of  the  overfeed.    The  language  of  the  ^ecification  is: 

The  object  of  my  invention  is  to  provide  certain  improved  means  for  aatomaticaHy 
keeping  from  tangling  the  loop  of  working  metal  which  forms  between  two  stands 
of  rolls,  and  is  technically  known  as  **  overfeed. '' 

The  inclined  floor  has  a  vertical  flange  at  each  of  its  sides  and  is 
provided  on  its  upper  face  with  a  series  of  steps  or  caps,  (marked  b,) 
which  are  of  such  dimensions  as  to  leave  spaces  between  their  two 
ends  and  the  lateral  flanges  of  the  floor.  The  patent  provides  for  the 
spacing  of  these  caps  so  as  to  correspond  with  the  length  of  the  loop 
which  is  to  be  formed  thus : 

At  a  suitable  distance  from  the  first  cap,  as  may  be  determined  in  any  given  case, 
the  loop  passes  over  the  second  cap  with  like  effect  as  in  the  first  instance,  and  so  on 
throoghoat  the  series  of  caps,  according  to  the  length  of  the  loop. 

The  McCallip  construction  is  similar  to  that  of  the  Roberts  patent  in 
that  in  each  the  propelling  force  of  the  rolls,  the  gravity  of  the  loop, 
and  the  inclined  floor  are  made  use  of  to  prevent  the  loop  from  kinkiDg. 

Next  in  order  of  time  follow  the  Lenox  patents,  Nos.  351,836  and 
351,840,  of  November  2, 1886.  In  these  the  rolls  are  arranged  in  a  con- 
tinuous line  instead  of  end  to  end,  as  in  the  Eoberts  patent,  and  the 
successive  rolls  are  run  at  an  increased  rate  of  speed,  in  order  to  com- 
plete the  process  of  rolling  in  one  heating;  but  to  avoid  an  excess  of 
speed  at  the  last  pass  it  was  found  necessary  to  reduce  it  at  some  point, 
and  this  is  done  by  separating  the  primary  rolls  by  a  considerable  space 
from  the  secondary  ones  and  by  speeding  the  first  secondary  lower  than 
the  last  primary.  The  rods  are  made  to  pass  from  the  primary  loUfl 
through  a  double-guided  channel  and  enter  the  bite  of  the  secondary 
slower -running  rolls.  The  effect  of  this  is  that  the  rods,  being  checked 
in  their  passage  from  one  set  of  rolls  to  the  other,  are  forced  from  the 
channels  by  the  propulsive  force  of  the  primary  rolls  and  form  lateral 
loops  or  overfeeds,  which  are  provided  for  by  an  inclined  table  on  each 
side  of  the  double-guided  channel,  and  over  which  the  loops  spread. 
In  his  second  patent  Lenox  uses  a  different  form  of  guide-channel 
with  an  inclined  table  on  one  side  of  it  instead  of  on  both  sides,  bat 
the  overfeed  is  provided  for  by  similar  means  to  those  employed  in  the 
first  patent.  The  proofs  place  it  beyond  all  doubt  that  Roberts  was  not 
the  original  inventor  of  the  combination  described  in  claim  1. 

The  fourth  claim  is  also  for  a  combination ;  but  it  is  of  a  different 
character  from  the  one  we  have  been  considering  in  the  respect  that  it 
contains  an  additional  element  to  those  of  claim  1,  namely: 

a  gnide  extending  along  the  said  inclined  main  floor  transversely  to  the  d^very  side 
of  the  primary  rolls  and  adapted  to  gnide  the  primary  branch  of  the  loop. 

This  additional  feature,  however,  was  old,  as  it  is  plainly  to  be  seen 
in  the  Lenox  patents  and  is  suggested  in  the  McGallip  patent,  and  the 
question  is  whether  by  its  union  with  the  other  two  it  makes  claim  4  a 
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pcttentaMe  oombiBaticMi.  Tbe  new  combination  makes  nse  of  the  pro- 
pulsive force  of  the  primary  rolls,  of  the  gravity  of  the  loop,  of  the 
indined  floor,  and  of  the  guide.  Prior  to  the  adoption  of  this  method 
of  rolling  rods  the  operation  had  been  attended  with  much  danger  to 
the  hooker-boys,  and  only  one  or  two  rods  could  be  passed  through  the 
rolls  at  the  same  time.  Formerly  it  was  necessary  for  the  hooker-boys 
to  seize  the  loop  as  soon  as  it  was  formed  in  front  of  the  rolls  and  run 
with  it  down  the  floor  to  prevent  its  tangling  or  kinking,  making  the 
^nployment  a  very  hazardous  one  and  often  resulting  in  serious  per- 
scmal  injuries  and  occadonally  in  a  fatal  accident.  Now  by  the  use  of 
the  Boberts  combination  only  a  few  hooker-boys  are  required.  Their 
work  is  no  longer  extra  dangerous,  and  by  the  improved  process  four 
or  five  and  even  six  rods  can  pass  through  the  rolls  at  once,  the  several 
loops  traveling  down  the  guide  at  the  same  time  without  tangling,  with 
the  general  result  that  the  expenses  of  rolling  are  greatly  reduced  and 
the  outpat  of  the  mill  is  largely  increased. 

The  objection  to  the  validity  of  claim  4,  and  which  is  chiefly  relied 
on,  is  that  it  contains  nothing  more  than  an  aggregation  or  a  double 
use  of  old  devices.  This  is  the  common  defense  in  cases  like  the  pres- 
ent one;  but  the  valuable  results  secured  by  the  Eoberts  combination 
are  not  the  sum  of  the  independent  action  of  its  separate  elements 
which  for  the  first  time  have  been  brought  together  and  united  in  such 
a  manner  that  by  their  joint  operation  they  produce  a  new  and  useful 
result  which  is  a  great  advance  in  the  art  and  manufacture  of  rod- 
rolling.  The  inclined  floor  has  been  used  alone  with  moderate  success 
in  preventing  kinking  of  the  loop  as  it  passed  from  the  delivery-rolls, 
and  thus  ^^  lessening  the  labor  necessary  to  be  employed  in  guiding  it.^ 
The  guide  has  also  been  applied  to  a  level  floor  without  obtaining  the 
desired  effect,  and  it  was  reserved  for  Boberts  to  unite  these  two  devices 
with  the  propulsive  force  of  the  rolls  and  the  gravity  of  the  loops  and 
by  their  joint  action  and  cooperation  to  achieve  a  decided  improve- 
ment. Experiments  had  been  previously  made  by  Eoberts  and  by 
others  who  were  engaged  in  the  same  business  to  provide  for  the  dis- 
position of  the  loops,  to  reduce  the  danger  attending  their  formation, 
and  to  save  the  waste  of  material  consequent  upon  their  tangling,  and 
he  was  the  first  to  make  the  combination  described  in  claim  4.  We 
have  not  overlooked  the  contention  that  the  guide-channel  shown  in  the 
McGallip  patent,  No.  331,516,  is  substantially  the  same  as  that  shown 
in  the  patent  of  Eoberts.  The  McGallip  guide  is  not  a  continuous  one. 
It  is  used  on  the  square  side  of  the  mill  and  is  adapted  for  the  spreading 
of  the  loop  over  the  side  of  the  caps.  It  is  also  designed  for  a  mill  in 
which  only  one  rod  is  rolled  at  a  time,  and  would  be  not  only  useless 
where  several  rods  are  passed  through  the  rolls  at  once  on  the  delivery 
side,  but  also  dangerous  to  the  workmen.  The  doctrine  relating  to 
patentable  combinations  is  well  stated  in  Webster  Loom  Co.  v.  Higgins, 
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(C.  D.,  1882,  285;  21  O.  G.,  2031;  105  XJ.  8.,  591,)  where  the  Supreme 
Court,  by  Mr.  Justice  Bradley,  says : 

At  this  point  we  are  constrained  to  say  that  we  cannot  yield  onr  assent  to  the 
argument  that  the  combination  of  the  different  parts  of  elements  for  attaining  the 
object  in  view  was  so  obvious  as  to  merit  no  title  to  invention.  Now  that  it  has 
succeeded;  it  may  seem  very  plain  to  any  one  that  he  could  have  done  as  well.  This 
is  often  the  case  with  inventions  of  the  greatest  merit.  It  may  be  laid  down  as  a 
general  rule,  though  perhaps  not  an  invariable  one,  that  if  a  new  combination  and 
arrangement  of  known  elements  produce  a  new  and  beneficial  result,  never  attained 
beforci  it  is  evidence  of  invention.  It  was  certainly  a  new  and  useful  result  to  make 
a  loom  produce  fifty  yards  a  day  when  it  never  before  had  produced  more  than  forty, 
and  we  think  that  the  combination  of  elements  by  which  this  was  effected,  even  if 
those  elements  were  separately  known  before,  was  invention  sufficient  to  form  the 
basis  of  a  patent. 

We  thiuk  that  the  combination  of  claim  4  comes  clearly  within  the 
role  above  stated. 

Under  the  allegation  of  fraud  in  the  procurement  of  his  patent  the 
specific  charge  against  Eoberts  is  that  at  the  time  of  making  his  apph- 
cation  he  did  not  believe  himself  to  be  the  original  and  first  inventor  of 
the  combination  described  in  claim  1.  To  prove  this  charge  evidence 
was  produced  to  show  that  in  1885  Eoberts  visited  the  Bewsey  mill  at 
Warrington,  England,  and  there  saw  in  actual  operation  the  combina- 
tion of  rolls  and  inclined  floor  which  constitute  the  principal  features 
of  the  claim.  Without  entering  on  a  full  discussion  of  the  testimony, 
it  is  sufficient  to  say  that  it  falls  far  short  of  satisfactory  proof  of  the 
charge.  It  appears  that  Mr.  Eoberts  while  stopping  in  Manchester  in 
the  month  of  September,  1885,  accompanied  a  friend  to  Warrington, 
and  was  there  taken  through  the  Bewsey  mill  by  Mr.  Morris,  the  super- 
intendent, who  swears  that  Eoberts  had  every  opportunity  of  seeing 
and  that  he.  must  have  seen  the  inclined  floor  placed  in  front  of  the 
rolls,  both  of  which  were  then  in  operation.  Mr.  Bleckley,  the  manag- 
ing director  of  the  company  owning  the  mill,  did  not  see  Mr.  Eoberts 
on  the  occasion  of  the  latter's  visit,  but  corroborates  Mr.  Morris  to  the 
extent  of  saying  that  no  one  entering  the  mill  could  have  failed  to  see 
the  inclined  floor  unless  he  was  blind.  Eoberts  shortly  after  his  first 
visit  to  the  mill  made  a  second  one  and  was  again  shown  over  it  by  Mr. 
Morris.  On  neither  occasion  was  any  reference  made  to  the  slanting 
floor,  and  Eoberts  positively  denies  that  he  noticed  it,  his  attention 
having  been  directed,  as  he  says,  to  the  fine  adjustment  of  the  rolls  and 
to  the  vertical  repeaters,  which  were  new  to  him  and  attracted  his 
interest.  He  also  states  that  he  was  not  on  the  oval  side  of  the  rolls, 
from  which,  it  is  said,  the  slanting  floor  extended,  and  Mr.  Morris 
admits  that  a  very  imperfect  view  of  the  floor  could  be  had  from  the 
square  side.  The  latter,  however,  asserts  that  Eoberts  was  on  the  bal- 
cony or  bridge  which  covers  about  one-third  of  the  slanting  or  sub  floor, 
and  could  have  seen  it  from  that  point.  Mr.  Eoberts  further  states 
that  he  was  in  the  Bewsey  rod-mill  for  a  very  few  minutes  at  each  of 
his  visits.    Mr.  Garrett  saw  the  Bewsey  mill  in  1883,  and  again  in  1890, 
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withont  observing  tbe  presence  of  an  inclined  floor,  and  Mr.  Poole,  a 
practical  workman  in  rod-mills,  says  that  the  inclined  floor  in  that  mill 
could  not  well  be  seen  without  standing  in  front  of  the  delivery-rolls  or 
going  under  the  bridge.  There  are  some  discrepancies  in  the  testimony 
of  Morris  and  Bleckley,  which  may  be  accounted  for  from  the  fact  that 
their  depositions  were  taken  nearly  eight  years  after  the  occurrence  of 
tbe  events  to  which  they  testify,  and  when  the  accuracy  of  their  recol- 
lection might  be  to  some  degree  impaired.  There  are  other  circum- 
stances which  make  the  truth  of  this  serious  charge  still  less  probable. 
Mr.  Eoberts,  after  his  return  from  England  in  the  autumn  of  1885,  con- 
tinued his  experiments  for  making  improvements  in  rod-mills  for  more 
than  two  years  before  applying  for  the  patent  in  suit,  and  at  about  the 
same  time — to  wit,  May  4, 1888 — he  also  obtained  British  Letters  Pat- 
ent for  the  same  invention  which  is  described  in  claim  1.  It  would  be 
altogether  unreasonable  and  dangerous  on  such  evidence  to  find 
Roberts  guilty  of  this  serious  charge. 

The  refusal  of  the  Circuit  Court  of  leave  to  the  defendants  to  take 
further  proof  is  assigned  for  error;  but  this  assignment  has  not  been 
seriously  pressed  by  counsel.  The  rebuttal  proofs  in  the  case  had  been 
closed,  and  leave  was  denied  on  the  ground  of  lack  of  due  diligence  and 
because  it  was  not  clear  that  the  new  evidence  was  material.  The  dis- 
position of  the  motion  was,  however,  in  the  discretion  of  the  court,  and 
in  general  such  motions  are  not  appealable.  ( Steines  v.  Franklin  Oountyj 
14  Wall.,  22.) 
The  decree  of  the  Circuit  Court  is  affirmed.' 


[U.  S.  Circuit  Conn  of  Appeals— Third  Circuit.] 

Erie  Eubbeb  Company  v.  American  Dunlop  Tibe  Company. 

Decided  July  S2,  1896. 

74  O.  G.,  1443. 

^-     Brown  and  Stillman — Pneumatic  Whkel-Tire — Limited  Construction  of 

CuLiM — N  ON- Infringement. 

Claim  1  of  Letters  Patent  No.  488,494,  granted  December  20, 1892,  to  Alexander 

T.  Brown  and  George  F.  Stillman,  for  an  improvement  in  inflatable  or  pneumatic 

whe^l-tires  for  cycles  and  other  vehicles  restricted  within  the  limitations  imposed 

by  the  Patent  Office  and  accepted  by  the  applicant  and  Held  not  to  be  infringed. 

*      Infringement— Combination— Use  of  Elements — Equivalents. 

Where  a  patent  is  for  a  combination,  to  support  a  charge  of  infringement  it 
must  be  shown  that  the  infringer  has  used  substantially  the  same  combination, 
including  every  one  of  the  elements  thereof  or  a  mechanical  equivalent  lur  any 
one  that  has  been  omitted. 

'^-  Doctrine  of  Equivalents — Specific  Devices — Combinations. 

In  applying  the  doctrine  of  equivalents  a  distinction  is  made  between  inven- 
tions of  specific  devices  and  those  of  combinations.  In  a  simple  invention  the 
range  of  equivalents  is  much  wider  than  in  a  combination.  In  the  former  a 
chanj^o  which  would  be  held  to  be  a  substitution  of  equivalents  may  in  the  latter 
be  considered  to  be  an  introduction  of  a  new  idea  of  means. 
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Appeal  from  the  Gircait  Court  of  the  United  States  for  the  Westeni 
District  of  PeoBsylvania. 

Mr.  Horace  Pettit  and  Mr,  R.  C.  Lord  for  the  appellant. 
Mr.  P.  W.  Pdge  and  Mr.  8.  A.  Duncan  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  by  the  American  Danlop  Tire  Company  against  the 
Erie  Bubber  Company  for  alleged  infringement  of  a  patent  relating  to 
pneumatic  bicycle-tires.  In  the  Circuit  Court  the  patent  was  held  valid 
and  infringed  as  to  the  claim  in  issue,  and  a  decree  was  entered  accord- 
ingly. {Antej  197;  74  O.  O.,  963;  66  Fed.  Sep.,  558.)  Defendant 
appeals. 

Before  Acheson,  Dallas,  and  Wales,  Judges. 

Wales,  J.  : 

1 
This  is  a  suit  for  the  infringement  of  the  first  claim  of  Letters  Pat-       I 

ent  Ko.  488,494,  dated  December  20, 1892,  and  issued  to  Alexander  T. 
Brown  and  George  F.  Stillman,  for  an  improvement  in  inflatable  or 
pneumatic  wheel-tires  for  cycles  and  other  vehicles.  The  American 
Dunlop  Tire  Company,  the  complainant,  by  virtue  of  certain  mesne 
assignments  became  the  owner  of  the  patent  and  obtained  an  interloc- 
utory decree  iu  the  Circuit  Court  against  the  Erie  Rubber  Company,  the 
defendant,  which  has  brought  this  appeal. 
The  specification  of  the  patent  declares  that — 

the  primary  object  of  the  invention  is  to  provide  a  tire  which|  while  possesaing  tlr^ 
reeiliency  and  life  of  what  are  technically  known  as  true,  or  high  grade,  pneomatie^^^ 
may  he  readily  and  easily  detached  from  or  applied  to  the  rim  of  a  wheel. 

The  chief  characteristics  of  the  improvement  are  described  to 


X   1 


first,  an  exteriorly  grooved  rim  with  divergent  side  edges  or  flanges,  and  second 
tire  comprising,  or  confining,  an  inflatable  to  be,  seated  and  contained  partly  withii 
the  grooved  rim,  and  made  rigid  or  non-extensible  oiroumferentially  along  two  lin< 
on  opposite  sides  which  lie  within  the  groove,  below  the  edges  bat  above  the  botton^^^ 
or  deepest  part  of  the  same. 

In  the  practical  carrying  oat  of  oar  invention  we  secure  the  beet  results  by  attach-  -^^' 
ing  to  or  incorporating  with  the  tire  two  metallic  wires  6r  bands  endless  or  bavin^^^^^ 
connected  ends,  and  combining  snoh  f^  tire  with  a  peripherally  grooved  rim  bavin^^^^ 
in  each  divergent  side  or  flange  and  above  the  bottom  or  deepest  part  of  the  groov^^   ^ 
a  supplemental  groove  or  an  ofiset  or  shoalder  ap  into  or  onto  which  the  wires  o^  ^^ 
bands  are  forced  by  the  air  pressure  when  the  tire  is  inflated  and  wh^re  they  ar^^^^ 
seated  and  retained  by  that  pressure.    A  tire  thus  constructed  requires  no  perma-    -«"' 
nent  connection  of  any  description  between  it  and  the  rim,  as  the  internal  air  pres^  ^ 
sure  alone  is  amply  sufficient  to  maintain  it  in  position  thereon.    It  further  obvial 
the  use  of  tightening  appliances  or  accessories  other  than  those  required  for  infli 
tion ;  or  any  manipulation  of  the  same  in  the  operation  of  applying  the  tire  to, 
removing  it  fi:om,  the  rim. 

The  accompanying  figure,  representing  a  cross-section  of  tiie  patented 
combination  and  reproduced  from  the  drawings  of  the  patent,  illustrates 
the  invention  in  the  preferred  form,  as  above  described. 
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B  18  the  inner  tobe;  0,  the  outer  cover  with  wires  2  2  iu  its  edges;  A, 
tie  rhn,  and  1 1  the  supplemental  grooves  or  shoulders. 


The  first  claim  reads  thns  : 

1.  In  combination  with  an  exteriorly  grooved  rim  having  divergent  aide  edges  or 
iangee,  a  tire  comprising,  or  confining,  an  inflatable  tnbe,  seated  and  contained 
tartly  within  the  grooved  rim,  and  made  rigid  or  inextensihle  circomferentially 
Jong  two  lines  lying  within  the  groove  below  the  edges  but  above  the  deepest  part 
if  the  same  by  means  of  circnmferential  reinforcements  secured  to  or  incorporated 
rith  ity  and  adapted  to  be  held  in  place  in  the  rim  by  the  action  of  the  internal  air 
)re0sare. 

The  alleged  infringing  device  is  manofactnred  and  sold  by  the  defend- 
mt  under  a  license  from  Joseph  G.  Moomy,  to  whom  Letters  Patent 
5fo.  613,617,  dated  January  30, 1894,  were  issued  for  improvements  in 
)neumatic  tires,  the  specification  whereof  states : 

More  specifically  my  invention  has  relation  to  the  fastening  of  the  tire  to  the  rim  of 
he  wheel,  and  particnlarly  to  that  class  of  tires  iiaving  flaps  on  their  inner  periph- 
liea  on  which  a  binder  is  placed,  binding  them  to  the  rim  of  the  wheel. 

The  Moomy  tire  is  shown  in  the  following  drawing,  representing  a 
ransvaree  section. 


In  this  cut,  1  marks  the  rim;  2,  the  tire;  3,  a  string  or  cord  binder 
trapped  several  times  around  the  wheel  and  binding  the  tire  firmly 
ipon  the  rim;  4,  the  inflatable  tube. 

The  defenses  are,  first,  that  the  first  claim  is  invalid,  or,  if  valid,  can 
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have  no  scope  beyond  the  stracture  shown  in  the  drawings  and 
described  in  the  original  specification,  and,  second,  non-infringement 
By  reference  to  the  file  wrapper  and  contents  it  appears  that  the 
original  application  of  Brown  and  Stillman,  filed  June  20, 1891,  was  for 
the  invention  of  new  and  useful  improvements  in  tires-  for  vehicles,  of 
which  the  specification — 

taken  in  connection  with  the  accompanying  drawings,  is  a  full,  clear,  and  exact 
description. 

The  specification  further  states : 

Onr  invention  consists  of  the  several  novel  featares  of  construction  and  operation 
hereinafter  described,  and  which  are  specifically  set  forth  in  the  claims  hereto 
annexed. 

The  claims  for  the  supplemental  grooves,  when  first  made,  were 
rejected  by  the  Examiner  on  the  ground  that  the  prior  patents  of  Har- 
ris and  Du  Bois — 

show  solid  tires  held  in  place'  on  the  rim  by  the  lateral  shoulders  and  wires,  and  a 
the  same  means  as  employed  by  applicants. 

The  first  specification  and  claims  having  been  canceled  entire,  others 
were  substituted  by  the  applicants,  which,  however,  retained  the  "aux- 
iliary, concaved  flanges,"  and  these  substitutions  were  also  amended  on 
additional  objections  from  the  Examiner.  On  the  third  amendment  two 
claims  were  added,  for — 

the  combination  with  the  rim,  having  side  cavities,  of  a  flexible  tire,  etc. 

The  fourth  amendment  was  for 


wheel-rim  having  a  central,  peripheral  groove,  and  a  supplemental  groove,  of 
increased  diameter,  at  each  side  of  the  said  central  groove,  in  combination  with  ft 
pneumatic  tire  having  its  expansible  tube  disposed  in  said  central  groove,  and  a  wire 
annnlus  secured  to  each  edge  of  the  tire-casing,  and  disposed  in  said  supplemental 
grooves  in  the  manner  described. 

It  is  conceded  that  this  device  was  novel  and  entitled  to  the  pro- 
tection of  a  patent;  but  it  will  be  observed  that  the  patent  is  for  a 
combination,  and  to  support  the  charge  of  infringement  against  the 
defendant  it  must  be  shown  that  it  has  made  use  substantially  of  the 
same  combination,  including  every  one  of  the  elements  thereof,  or  a 
mechanical  equivalent  for  any  one  that  has  been  omitted.  It  will  also 
be  noticed  that  the  defendant  does  not  use  the  supplemental  grooves, 
and  it  is  admitted  that  if  those  grooves  are,  constructively  or  by  impli- 
cation, included  in  the  first  claim  there  is  no  infringement.  On  thjs 
point  the  issue  between  the  parties  is  distinctly  made.  The  complain- 
ant contends  that  the  first  claim  covers  a  rim  without  the  supplemental 
grooves,  and  the  defendant  insists  that  this  construction  would  extend 
the  claim  beyond  the  scope  of  the  original  application  and  in  opposi- 
tion to  the  express  limitation  contained  in  the  correspondence  of  the 
applicants  with  the  Patent  Office  and  render  it  invalid.  The  original 
application  of  Brown  and  Stillman  was  for  a  tire  iu  combination  with 
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wheel  having  a  grooved  rim  with  sapplemental  grooves,  and  the 
^ompanying  drawings  illustrate  a  rim  of  that  description  and  no 
her.  The  sjiecification  and  claims  underwent  several  modifications 
id  amendments  on  references  to  other  patents,  but  the  drawings 
mained  unchanged;  nor  was  any  claim  made  or  intimation  given 
at  the  supplemental  grooves  could  be  dispensed  with  until  the  final 
uendment  of  December  1, 1892,  when  for  the  first  time  claim  1  as  it 
»w  appears  was  made  and  allowed,  and  a  clause  was  interpolated  in 
e  specification  corresponding  therewith.  Before  this,  on  March  18, 
>92,  the  Examiner  having  pointed  out  that  the  Jefirey  patent  con- 
ined  a  tire  having  <*  endless  bands  embedded  in  its  edges,"  the  claims 
6re  so  amended  as  to  specify  the  supplemental  grooves  as  a  feature  of 
e  claims  and  thereby  avoid  the  Jefirey  interference.  Additionally, 
is  not  denied  that  the  complainant  has  never  put  on  the  market  for 
Ae  a  single  patented  structure  without  the  supplemental  grooves.  On 
ay  24, 1892,  an  interference  was  adjudged  between  Brown  and  Still- 
an  and  prior  patentees  on  the  following  issue: 

A  wheel-rim  having  a  central,  peripheral  groove,  and  a  supplemental  groove,  of 
creased  diameter,  at  each  side  of  said  central  groove  in  combination  with  a  pneu- 
fttic  tire  having  its  expansible  tabe  disposed  in  said  central  groove,  a  wire  annulus 
cared  in  each  edge  of  the  tire-oasiug,  and  disposed  in  said  central  groove. 

A  compromise  having  been  effected  by  a  consolidation  of  the  interests 
'  the  parties  to  the  interference,  the  application,  filed  June  20, 1891, 
as  allowed  and  the  patent  in  suit  was  issued. 

It  is  objected,  and,  we  think,  with  much  force,  that  if  claim  1  is  not 
stricted  to  a  rim  with  side  grooves  the  patent  will  be  enlarged  beyond 
e  scope  of  the  original  application,  which  is  alone  supported  by  the 
quired  oath,  and  thereby  rendered  invalid.  This  contention  is  sup- 
►rted  by  reason  and  authority.  Thus  in  De  La  Vergne  Bottle  dh  Seal 
h  V.  Valentine  Blatz  Brewing  Co.  (14  0.  0.  A.,  77;  66  Fed.  Rep.,  771) 
e  Court  said : 

[t  is  true  that  the  lang^ffge  of  the  specification  and  the  claim  of  the  patent  is  dif- 
rent,  in  this  respect,  from  that  first  nsed  in  the  application,  but  the  correspondence 
Qtained  in  the  file-wrapper  discloses  no  purpose-  to  change  the  character  or  scope 
the  invention  in  this  particular. 

The  claim  of  the  patent  must  be  restricted  within  the  limitation 
iposed  by  the  Patent  Office  and  accepted  by  the  applicant.  {Eagleton 
anufg.  Co.  v.  West,  Bradley  &  Cary  Manufg.  Co.,  C.  D.,  1884,  261;  27 
.  G.,  1237;  111  U.  8.,  490;  4  Sup.  Ct.,  593;  De  La  Vergne  Refrigerating 
achine  Co.  v.  Featheratone,  C.  D.,  1893, 181 ;  62  O.  G.,  741 ;  147  U.  S., 
(9;  J3  Sup.  Ot.,  283;  Snow  v.  Railway  Co.^  C.  D.,  1883,  482;  25  O.  G., 
«0;  121  U.  S.,  617;  7  Sup.  Ot.,  1343;  Crawford  v.  Heysinger,  0.  D., 
«8, 185;  42  O.  G.,  197;  123  U.  S.,  589;  8  Sup.  Ot.,  399;  Consolidated 
lectric  Light  Co.  v.  McKeesport  Light  Co.,  0.  D.,  1889,  657 ;  49  O.  G., 
^;  40  Fed.  Rep.,  21.)  The  fact  that  the  third  claim  of  the  Brown 
id  Stillman  patent  covers  a  rim  having  the  supplemental  grooves  does 
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not  remove  the  self-impofsed  limitations  of  the  x>i^tentee8  and  permit 
snch  a  constriiction  of  the  first  claim  a8  would  prohibit  the  use  by  the 
defendant  of  a  rim  not  having  the  aide  grooves.  The  infringement  <rf 
the  first  claim  only  being  at  issue,  the  remaining  claims  are  out  of  the 
present  controversy.  We  do  not  widh,  however,  to  be  understood  as 
expressing  a  definite  conclusion  on  this  branch  of  the  case.  It  is  suf- 
ficient to  say  that  it  is  worthy  of  serious  consideration. 

The  first  claim  makes  no  reference  to  tbe  supplemental  grooves;  but 
in  view  of  the  correspondence  attending  the  passage  of  the  case 
through  the  Patent  Office  it  becomes  important  to  ascertain  wiiether 
the  pateutees  ever  meant  to  claim  a  rim  not  having  the  supplemental 
grooves,  and,  if  such  was  their  meaning,  whether  it  would  be  within  tiie 
soopeof  the  patent;  but  admitting  the  construction  of  the  first  claim 
to  be  that  given  to  it  by  the  court  below,  namely — 

that  the  elements  of  a  sapplemental  groove  is  neither  expressly  nor  impliedly  incor- 
porated in  the  claim  now  being  considered — 

we  are  fully  convinced,  after  a  careful  examination  of  the  proofs,  includ- 
ing the  history  of  the  prior  state  of  the  art,  that  the  defendant  is  fi^ 
from  the  charge  of  infringement.  The  patent  in  suit  is  for  a  combination 
and  not  for  a  pioneer  device.  All  of  the  elements  of  the  combination 
were  old,  excepting  the  mode  of  fastening  the  tire  on  and  of  removing 
it  from  the  rim,  and  this  is  accomplished  by  the  particular  arrangement 
of  reinfDrcing  the  edges  of  the  tire,  so  that  when  fully  infiated  it  will 
be— 

seated  and  contained  partly  within  the  grooved  rim,  and  made  rigid  or  non-extensible 
circnmferentially  along  two  lines  «  *  «  below  the  edges  but  above  the  bottom 
or  deepest  part  of  the  same. 

The  specification  states  the  primary  object  of  the  invention  to  be- 
to  provide  a  tire  which  •  «  •  may  be  readily  and  easily  detached  from  or  applied 
to  the  rim  of  a  wheel.  *  *  *  A  tire  thus  constructed  requires  no  permanent  con- 
nection of  any  description  between  it  and  the  rim,  as  the  internal  air-pressnre  alone 
is  amply  sufficient  to  maintain  it  in  positiMi  thereon.  It  farther  obviates  the  use  of 
tightening  applianoes  or  accessories  other  than  those  required  for  inflation  or  any 
manipulation  of  the  same  in  th^  operation  of  a{»plying  the  tire  to,  or  removing  it 
f^om,  the  rim. 

Prior  to  the  date  of  the  Brown  and  Stillman  patent  three  different 
modes  of  applying  and  retaining  a  pneumatic  tire  on  a  wheel  had  been 
in  use,  which  may  be  classified  as  follows: 

First.  Those  in  which  the  tire  consists  of  an  endless  tube  of  canvas 
and  rubber  usually,  but  not  always,  containing  an  inner  inflatable  air- 
tube,  and  permanently  secured  within  the  grooves  of  the  rim  by  cement 
or  otherwise,  and  known  as  **  hose- pipe  tires." 

Second.  Those  in  which  the  edges  of  the  shoe  or  cover  engage  the 
side  flanges  of  the  rim  by  a  hook  or  dovetailed  formation  and  are  held 
in  place  by  the  force  of  the  internal  air-pressure,  and  are  known  as 
'*  clincher-tires."  '  To  this  class  belong  Jeflrey's  patent  and  Bartlett's 
patent,  (defendant's  exhibits). 
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Third.  Those  wherein  the  edges  of  the  shoe  or  cover  are  bound  to  the 
rim  by  some  form  of  binder  or  clamping  means,  which  must  be  manip- 
ulated in  the  operation  of  applying  the  tire  to  or  removing  it  from  the 
rim.  To  this  class  belong  several  patents  which  are  contained  in 
defendant's  exhibits,  including  the  Rice  patent  of  April  19, 1892. 

The  application  of  Bice  was  filed  May  8, 1891,  and  the  object  of  his 
invention,  as  set  forth  in  the  specification,  was  to — 

prodace  an  effective  means  for  Beooring  tbe  tire  to  the  rim  of  th6  wheel;  and  it  oon- 
nstM  in  a  wheel  having  a  rim  conetmcted  with  an  annnlar  central  bearing  surface 
for  the  tire,  and  with  an  annnlar  groove  at  each  side  of  s&id  bearing-snrface,  com- 
bined with  a  tire  arraQij^  in  said  central  i>ortion  of  the  rim,  with  a  flexible  jacket 
Borronnding  the  tire;  the  Jacket  constructed  with  circamfereutial  pockets  at  its 
edges,  and  wires  through  the  said  pockets,  provided  with  means  for  contracting  said 
wires  into  the  said  annnlar  grooves  at  the  sides  of  the  bed  of  the  tire,  and  whereby 
the  said  jacket  thus  secured  to  the  rim  incloses  and  secures  the  tire  upon  the  rim. 

The  first  difference  to  be  noted  between  the  Brown  and  Stillman  tire 
and  the  defendant's  tire  is  that  the  latter  is  not  retained  upon  the  rim 
by  the  internal  air-pressure  alone,  but  belongs  to  the  third  class  of  tires 
just  described,  and,  secondly,  that  the  tires  of  this  class  cannot  be 
removed  from  the  rim  without  loosening  the  binders,  and  this  distin- 
^shes  them  from  the  Brown  and  Stillman  tire,  which  is  kept  in  place 
upon  the  rim  by  air-pressure  alone  and  is  readily  removed  by  the  defla- 
tion of  the  air-tube.    Again,  Brown  and  Stillman  in  their  correspond- 
ence with  the  Patent  OflSce,  in  avoidance  of  objections  which  were  made 
by  the  Examiner  on  reference  to  the  prior  patents,  repeatedly  limit 
their  claims  to — 

A  tire  having  endless  bands  embedded  in  the  edges  thereof.    Applicants'  bands — 

they  say — 

ve  embedded  in  the  edges  of  tire,  and  do  not  require  tighteuing. 

Distinguishing  their  invention  from  that  of  a  prior  patent,  they  call 
attention  to  the  fact  that  the  bands  of  the  latter — 

are  not  embedded  in  the  tire^  and  that  applicants'  bands  ure  not  recxuired  to  be 
reduced  in  diameter. 

Their  specification  states  : 

We  prefer  that  the  bands  be  welded  to  be  continuous  or  that  the  ends  thereof  1h) 
connected  by  suitable  means  so  that  the  tire  may  be  adjustetl  to  the  proper  fit  upon 
the  rim,  but  not  to  be  used  in  removing  the  tire  from  or  attaching  it  to  the  rim. 

Notwithstanding  these  limitations  and  the  marked  differences  between 
the  complainant's  tire  and  that  of  the  defendant,  the  court  below  was 
of  the  opinion  that — 

the  cords  of  the  respondent's  deyice  produce  the  same  results  as  complainant's  end- 
less bands,  in  substantially  the  same  way. 

In  other  words,  the  multiple  cord- wrappings  of  the  Moomy  tire  are 
held  to  be  the  equivalents  of  the  wire-edged  tire  of  the  patent  in  suit. 
Practioally  the  same  result  may  be  efiected  by  each  of  these  tires;  but 
H.  Doc.  354 17 
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the  means  by  which  the  result  is  effected  are,  in  our  opinion,  entirely  dif- 
ferent, the  one  tire  being  held  in  place  by  air-pressure  alone,  while  the 
other  requires  the  addition  of  the  binding-cords  to  keep  it  on  the  rim. 
The  edges  of  one  are  permanently  reinforced  by  the  embedded  wires. 
The  edges  of  the  other  are  of  a  different  formation  and  are  applied  to  and 
detached  from  the  rim  in  a  different  manner.  The  one  is  not  the  equiv- 
alent of  the  other,  although  the  ultimate  function  of  each  may  be  the 
same  in  the  sense  that  all  pneumatic  tires  when  attached  to  the  rim  in 
any  way  act  as  elastic  cushions  in  promoting  the  comfort  of  those  who 
use  them. 

And  here  it  may  be  remarked  that  in  applying  the  doctrine  of 
equivalents  a  distinction  is  made  between  inventions  of  specific 
devices  and  inventions  of  combinations.  In  a  simple  invention  the 
range  of  equivalents  is  much  wider  than  in  a  combination.  lu  the 
former  a  change  which  would  be  held  to  be  a  substitution  of  equiva- 
lents may  in  the  latter  be  considered  to  be  an  introduction  of  a  new 
idea  of  means.  Therefore  it  is  said,  with  reference  to  such  elements  in 
any  combination  as  constitute  its  subordinate  means,  no  other  elements 
can  be  equivalent  unless  they  are  equivalent  inventions — that  is,  unless 
they  not  merely  perform  the  same  functions,  but  perform  them  by 
applying  the  same  force  to  the  same  object  through  tbe  same  mode  of 
application.  (1  Rob.  on  Pats.,  254;  Wells  v.  CurtiSj  ante^  164;  74 
O.  G.,  495;  13  C.  C.  A.,  494;  66  Fed.  Rep.,  318.)  It  is  only  when  an 
invention  is  broad  and  primary  in  its  character  and  the  mechanical 
functions  performed  by  the  machine  are,  as  a  whole,  entirely  new  that 
the  courts  are  disposed  to  make  the  range  of  equivalents  correspond- 
ingly broad.  [Miller  v.  Manufacturing  Co.^  C.  D.,  1894, 147;  66  0.  G., 
845;  151  U.  8.,  207;  14  Sup.  6t.,  310.) 

The  improvement  made  by  Brown  and  Stillman  was  for  a  new  mode 
of  attaching  to  and  removing  the  tire  from  the  rim,  and  their  invention 
is  not  so  much  one  of  a  result  or  effect  as  it  is  of  a  particular  arrange 
ment  of  parts  by  which  the  result  or  effect  may  be  obtained.    The  ele- 
ments of  the  combination  are  old,  with  the  exception  of  a  tire  which  is 
held  upon  the  rim  by  the  conjoint  action  of  the  inextensible  rigid  bands 
embedded  in  the  edge  of  the  tire  and  the  outward  action  of  the  inter- 
nal air-pressure  and  which  can  be  applied  to  or  removed  from  the  rim 
without  disconnecting  the  ends  of  the  reinforcing- wires.    The  defend- 
ant's tire  is  of  a  different  character  from  that  of  the  complainant,  both 
in  the  mode  of  its  application  to  and  of  its  removal  from  the  rim  and 
in  the  manner  in  which  it  is  secured  and  held  in  place  on  the  rim. 
These  differences,  if  there  were  no  others,  arc  sufficient  to  exempt  the 
defendant  from  the  charge  of  infringement.     The  defendant's  tire, 
indeed,  more  closely  resembles  that  of  the  Rice  patent,  and,  so  far  as 
relates  to  the  mode  of  fastening  the  tire  to  the  rim,  belongs  to  the 
third  class  of  pneumatic  tires  described  above.    It  is  clear  to  even  an 
unskilled  observer  that  in  the  methods  of  putting  on  and  taking  off 
the  tire  the  defendant's  contrivance  is  entirely  dissimilar  to  that  of  the 
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Brown  and  Stillman  patent,  which  are  declared  to  be  the  primary 
objects  of  their  invention  and  which  are  admitted  to  be  a  decided 
improvement;  but  it  is  only  an  improvement,  and,  in  the  view  we 
have  taken  of  the  facts  established  by  the  proofs  in  the  cause,  we  do 
not  see  that  the  defendant  has  in  any  respect  invaded  the  complainant's 
rights. 

We  are  therefore  of  the  opinion  that  the  decree  of  the  court  below 
should  be  reversed  and  the  cause  remanded,  with  directions  to  dismiss 
the  bill. 


[I'.  S.  Circuit  Court-District  of  Counccticnt.] 

National   Machine   Company  v.  Wheeler  &  Wilson   Manu- 
facturing Company. 

Decided  January  11,  1896. 
74  O.  G.,  1588. 

1.  OsTKRHOUT — Machine  fok  Ci:tting  and   Stitching  Buttonholes— Va lid- 

In  fiungkment. 
Letters  Patent  No.  447,791,  for  a  machine  for  cutting  and  stitching  button- 
holes, granted  March  10,  1891,  to  James  B.  Osterhont,  construed  in  connection 
with  the  prior  art  and  held  to  be  valid  and  infringed  as  to  claims  21  and  22. 

2.  Two  Applications— Generic  and  Specific  Inventions— Delay  in  Patent 

Office — Different  Dates  of  Issue — Validity. 
When  a  prior  ap]()lication  for  a  generic  invention  has  been  delayed  iu  the 
Patent  Office  without  the  fault  of  the  applicant,  the  grant  of  a  subsequent 
patent  for  a  specific,  distinct,  and  separate  improvement  upon  the  principal 
invention  will  not  invalidate  a  patent  subsequently  issued  upon  the  original 
application.  (MiUer  v.  Eagle  Mfg.  Co.,  CD.,  1894,  147;  66  O.  G.,  845;  151  U.  S., 
186;  ThomBon-Houston  JSlectrio  Co.  v.  Winchester  Ave.  R.  R.  Co.,  C.  D.,  1895,  788; 
73  O.  G.,  2155.) 

3.  Interference — Object  of — Res  Adjudicata — Other  Questions  than  Pri- 

ority. 
The  object  of  an  interference  proceeding  in  the  Patent  Office  is  to  determine 
liriority,  not  patentability;  and  while  the  decision  in  such  proceedings  may  be 
ree  adjudicata  as  to  this  question  it  does  not  preclude  a  defendant  in  an  equity 
proceeding  from  raising  other  questions  not  in  issue  in  said  proceeding^. 

Mr,  Edwin  H.  Brown  and  Mr,  James  G.  Chapin  for  the  complainaiit. 
Mr.  James  H.  Lange  and  Mr.  Livingston  Oifford  for  the  defendant. 

TowNSEND,  J.: 

At  this  final  liearing  apon  a  bill  iu  eqaity  complainant  prays  for  an 
injunction  and  accoanting,  alleging  infringement  of  Letters  Patent 
No.  447,791,  granted  March  10, 1891,  to  James  B.  Osterhont,  assignor 
to  complainant. 

The  record  in  this  very  complicated  case  has  the  refreshing  merit 
of  exclusion  of  irrelevant  matter  and  inclusion  of  all  necessary  evi 
dence.    The  questions  at  issue  have  been  exhaustively  presented  in 
admirable  briefs  and  by  lucid  and  thorough  oral  arguments. 
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The  patented  device  is  for  an  improvement  in  machines  for  cutting 
and  stitching  buttonholes.    The  specification  states  that: 

One  general  object  of  this  invention  is  to  provide  button-hole  sewing  machiiMs 
with  practically  snocessfnl  catting  mechanisms  which  diaU  aatomatically  cat  a 
button-hole  only  when  the  machine  is  stitching  a  predetennined  portion,  part^  or 
point  in  the  periphery  of  the  button-hole. 

The  patent  covers  a  novel  machine  comprising  patentable  improve- 
ments upon  previously-existing  devices,  whereby  new  and  useful  results 
were  produced. 

The  defense  is  denial  of  infringement. 

Prior  to  the  invention  embodied  in  the  patent  in  suit,  and  in  certain 
patents  relied  upon  by  defendant,  notably  that  to  Egge  in  1885,  no 
practical  automatic  buttonhole  attachments  for  sewing-machines  had 
been  devised  which  would  both  stitch  and  cut  the  buttonhole  aato- 
matically. The  problem  presented  was  to  provide  a  cutter  which 
should  not  only  automatically  cut  by  a  single  stroke  at  the  proper 
time  and  in  the  proper  place,  but  should  be  prevented  from  thereafter 
continuing  the  cutting  operation.  Defendant  admits  that  Osterhoat 
so  far  solved  this  problem  by  an  inventive  act  that  his  device  was 
capable  of  practical  operation  in  the  hands  of  an  expert  operator;  and 
defendant  further  admits  that  the  patents  upon  which  it  relies  and 
under  which  it  manufactures  depend  for  their  operation  upon  a  finger 
or  pin  on  a  feed- wheel,  such  as  is  found  in  complainant's  patent;  bnt 
he  denies  infringement  on  the  ground  that  this  finger  was  well  known 
in  the  prior  art,  that  the  claims  in  suit  do  not  cover  it  except  in  com- 
bination with  other  elements  not  used  by  deflendant,  and,  further, 
because  defendant's  machine  shows  invention  by  the  solution  of  the 
problem  presented  upon  a  different  principle,  producing  the  stune 
results  in  a  different  way.  The  construction  of  defendant's  machine  is 
practically  identical  with  that  covered  by  Patent  No.  438,655,  granted 
October  21, 1890,  to  Tebbetts  and  Doggett,  for  Automatically  Cutting 
Buttonholes  on  Sewing-Machines. 

Defendant  claims  that  the  Osterhout  patent  is  for  an  improvement 
ui)on  the  type  of  cutters  known  as  "  step-by-step  cutters,^  in  which  a 
knife  is  operated  at  each  alternate  descent  of  the  needle,  but  that  the 
Tebbetts  and  Doggett  patent  is  for  an  independent  single-plunger 
cutter  which  can  operate  only  once  in  any  event. 

Defendant  further  claims  that  Patent  No.  345,419,  granted  to  Fred- 
erick Egge  July  13, 1886,  for  an  Attachment  for  Stitching  and  Cutting 
Buttonholes  shows  such  a  solution  of  the  problem  presented  as  deprives 
Osterhout  of  any  claim  to  any  device  or  construction  except  the  specific 
construction  described  and  claimed  in  his  patent.  This  subject  will  be 
discussed  later. 

Buttonhole-machines  of  the  class  in  question  comprise  a  stitch- 
forming  mechanism,  a  work-moving  mechanism,  and  a  cutting  mech- 
anism.   This  litigation  is  concerned  with  the  latter  mechanism  only. 
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In  this  is  inciuded  a  catter,  a  cutter-carrier  moving  relatively  to  tlie 
plane  of  the  work,  a  depressor  to  force  the  cutter  through  the  fabric, 
and  a  cutter-con troUer  to  cause  the  engagement  of  the  cutter-carrier 
and  depressor. 
The  claims  alleged  to  have  been  infringed  are  the  following: 

1.  lu  a  button-hole  sewing-maohiney  the  combination,  with  its  stitoh-forming  and 
work-moving  meohanisms,  of  a  work-cutter  and  its  carrier  normally  elevated,  a 
depressor  which  ordinarily  does  not  depress  the  cutter-carrier  and  cutter,  a  cutter- 
controller  connected  to  and  moving  with  the  said  work -moving  mechanism,  and 
connections  between  the  said  cutter-controller,  cutter-carrier,  and  depressor,  whereb}^ 
thelatter  is  temporarily  caused  to  depress  the  cutter-carrier  and  cutter,  substantially 
as  set  forth. 

2.  In  a  button-hole  sewing-machine,  the  combination,  with  its  stitch-forming  and 
work-moving  mechanisms,  of  a  work-cutter  and  its  carrier  normally  elevated,  a 
depressor  which  is  operated  by  the  needle- actuating  mechanism  of  the  sewing- 
machine,  and  which  ordinarily  does  not  depress  the  cutter-oarrier  and  cutter,  a  cut- 
ter-controller connected  to  and  moving  with  the  said  work-moving  mechanism,  nnd 
connections  between  the  said  cutter-controller,  cutter-carrier,  and  depressor,  whereby 
the  latter  is  temporarily  caused  to  depress  the  cutter-carrier  and  cutter,  substantially 
as  set  forth. 

4.  In  a  bntton-hole  sewingrmachine,  the  combination,  with  its  stitch-formiug 
meohaDism,  work-clamps,  and  mechanism  including  a  rotary  feed  device  for  operat- 
ing the  work-clamp,  of  a  work-cutter  and  its  carrier  normally  elevated,  a  deprespor 
which  ordinarily  does  not  depress  the  cutter-carrier  and  cutter,  a  cutter-controller 
connected  to  and  rotating  with  the  said  rotary  feed  device,  and  connections  between 
the  said  cntter-controUer,  cutter-carrier,  and  depressor,  whereby  the  said  depressor  is 
temporarily  caused  to  depress  the  cutter-carrier  and  cutter,  substantially  as  set  fortli. 

5.  In  a  batton-hoie  sewing-machine,  the  combination,  with  a  stitch-forming 
mechanism,  a  work-clamp,  and  mechanism  including  a  rotary  feed  device  for  operat- 
ing the  work-clamp,  of  a  work -cutter  and  its  carrier  normally  elevated,  a  depressor 
operated  by  the  needle-actuating  mechanism  of  the  sewing-machine,  a  cutter-control- 
ler connected  to  and  rotating  with  the  said  rotary  feed  device,  and  connections 
between  the  said  cutter-controller,  cutter-carrier,  and  depressor,  whereby  the  cutter- 
earrier  and  cutter  are  temporarily  depressed  by  the  said  depressor,  substantially  as 
set  forth. 

7.  In  a  bntton-hole  sewing-machine,  the  combination,  with  a  stitch-forming 
mechanism,  a  work-clamp,  and  mechanism  for  operating  the  work- clamp,  of  a  depres- 
sor operated  by  the  actuating  mechanism  of  the  sewing-machine,  a  work-cutter,  its 
earrier,  means  to  elevate  the  cutter-carrier,  and  means  to  support  it  when  elevated 
and  disconnected  from  said  depressor,  a  cutter-controller  connected  to  and  nK>ving 
with  the  mechanism  for  operating  the  work-clamp,  and  connections  between  the  said 
cutter-controller,  cutter-carrier,  and  depressor,  whereby  the  cutter-carrier  is  tem- 
porarily connected  with  and  depressed  by  the  said  depressor  and  is  thereupon 
elevated  and  disconnected  from  the  depressor,  substantially  as  described. 

15.  In  a  button-hole  sewing-machine,  the  combination,  with  a  stitch-forming 
mechanism,  a  work-clamp,  and  mechanism  for  operating  the  work-clamp,  of  a  out- 
ter-curier  normally  elevated,  and  an  attached  cutter  of  suitable  length  to  cut  a 
button-hole  at  one  insertion,  a  depressor  operated  by  actuating  mechanism  of  the 
sewing-machine,  a  cutter-controller  connected  to  and  moving  with  the  mechanism 
for  operating  the  work-clamp,  and  connections  between  the  said  cutter-controller, 
entter-oarrier,  and  depressor,  the  same  being  constructed  and  arranged  so  as  to 
cause  the  cutter-carrier  and  cutter  to  be  depressed  by  the  said  depressor  to  cut  a  but- 
ton-hole when  the  sewing-machine  is  stitching  at  or  near  one  end  part  of  one  side  of 
the  button-hole,  substantially  as  set  forth. 
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21.  In  »  macbiue  for  Htitching  botton-holcs,  the  coinbiDation,  with  a  stitch-form- 
inc  uiechanisni,  a  work-clamp,  and  mechauism  for  operating  the  latter,  of  a  cotter, 
a  cutter  carrier  or  bar,  a  depressor  operated  by  the  needle-bar-actnating  meehan- 
ism  a  cam  or  device  rotating  in  unison  with  the  clamp-operating  cam  or  disk,  and 
connections  between  the  said  rotating  cam  or  device  and  depressor,  whereby  the 
cntter  is  thrown  into  action. 

22.  Ill  a  machine  for  stitching  button-holes,  the  combination,  with  a  stitch-form- 
ing mechanism,  a  work-clamp,  and  mechanism  for  operating  the  latter,  of  a  cutter- 
bar  sliding  vertically  in  the  head  of  the  machine  and  entirely  disconnected  from  the 
ncedle-bar  thereof,  a  cutter  of  suitable  length  to  cut  an  entire  button-hole  at  a  sin- 
gle stroke,  a  slotted  throat-plate  through  which  the  said  cutter  can  descend,  a 
depressor  operated  by  the  needle-bar-actuating  mechanism  to  cause  a  descent  of  the 
cutter-bar  and  cntter  as  a  button-hole  is  being  completed,  a  cam  or  device  rotating 
in  unison  with  the  feed  cam  or  disk  for  the  clamp,  and  connections  between  the  said 
rotating  cam  or  device  and  depressor,  whereby  the  latter  is  thrown  into  action  to 
operate  the  cutter. 

28.  The  combination,  with  a  button-hole  sewing-machine,  of  a  cutter,  a  cntter- 
carrier,  a  cam  f^om  which  motion  is  transmitted  to  the  cutter-carrier  to  depress  the 
cntter,  and  mechanism  whereby  the  depression  of  the  cutter  from  the  cam  will  be 
produced  but  once  and  after  the  stitching  of  the  greater  part  of  a  Imtton-hole, 
substantially  as  specified. 

The  iDvention  claimed  in  this  patent  consists  of  a  cutter  normally  ele- 
vated and  out  of  engagement  with  the  other  parts  of  said  machine, 
but  which  may  be  so  connected  with  the  work  moving  and  feeding 
mechanism  that  at  the  appropriate  time  in  the  stitching  of  the  button 
hole  it  is  caused  to  be  positively  and  unyieldingly  operated  by  the 
needle-actuating  mechanism  of  the  machine  so  as  to  cut  the  button- 
hole, and  immediately  thereupon  to  be  again  disengaged  and  returned 
to  its  normal  position. 

In  the  stitch-forming  mechanism  of  this  class  of  machines  the  needle 
does  not  move  over  the  cloth,  but  reciprocates  constantly  in  one  i)Osi- 
tion,  while  the  work-moving  mechanism  imparts  to  the  fabric  a  jogging 
movement  for  each  stitch  aud  a  progressive  feed  movement,  whereby 
the  cloth  is  so  moved  as  to  produce  the  required  buttonhole. 

A  question  which  has  been  much  discussed  is  whether  the  com- 
plainant's cutter-controller,  as  claimed,  covers  only  a  controller  which 
necessarily  controls  the  cutting  during  the  entire  period  from  the  time 
when  it  is  automatically  put  into  engagement  until  the  cutting  opera- 
tion is  terminated,  or  whether  it  may  also  cover  merely  the  means 
whereby  it  is  put  into  engagement,  without  reference  to  the  length  of 
the  engagement.  The  accompanying  illustrations  will  serve  to  show 
the  distinction  between  the  two  machines. 

Complainant's  lettered  exhibit,  "  Wheeler  and  Wilson  machine  with 
Osterhout  device.  No.  2,"  also  shows  the  buttonhole  cutter  of  the  patent 
in  suit.  P  of  the  patent  drawings  represents  the  cutter-controller,  a 
laterally-projecting  finger  attached  by  means  of  screws  to  the  feed- 
wheel  disk  F,  arranged  to  be  operated  by  means  of  teeth  in  said  wheel 
engaging  a  ratchet  or  pawl,  motion  to  which  is  imparted  by  the  motion 
of  the  main  shaft  of  the  machine.  As  this  disk  revolves,  it  brings  the 
projecting  point  of  the  cutter-controller  into  engagement  with  a  verticiU 
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T  ou  the  arm  L  of  a  lever,  vhich  so  moves  the  arm  L'  of  said  levei-, 
ig  by  means  of  Muges  apOQ  the  vertical  cutter-cairier  I,  as  to  cause 
:att«r-bar  to  slightly  rotate  and  to  bring  the  clutch  J  ou  the  cntter- 
ei-  and  the  dutch  J'  on  the  needle-carrier  A  into  engagement, 
eapou  the  downward  movement  of  the  oeedle-arm  depresses  the 
ir  carrier  and  the  cutter  passes  through  the  fabric.  Upon  the 
ird  movement  of  the  needle-carrier  a  spring  causes  tlie  clutches 
1  disengaged,  and  another  spring  K  upon  the  cutter-carrier  elevates 
tntter. 


e  defendant's  machine  is  constructed  substantially  in  accordance 
the  Tebbetts  and  Doggett  patent.  The  drawing  on  Sheet  1  of 
patent  shows  said  cutter  in  operative  combination  with  a  Wheeler 
'''Uson  battouhole-sewing  machine.  It  also  comprises  a  circular 
wheel  attached  to  a  Wheeler  &  Wilson  machine,  and  having  a 
ally-projecting  finger  or  controller  like  that  of  the  patent  in  suit, 
ited  in  the  same  way.  As  the  feed-wheel  revolves,  a  pin  on  said 
r  strikes  an  arm  of  a  bell-crank  lever,  causing  said  lever  to  slightly 
«  and  bring  a  latch  into  engagement  with  a  catch  on  a  collar  on  a 
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ueedle-bar  rocker- shaft.    This  latch  is  fastened  by  meaDS  of  screws  to 
a  cntter-bar  rocker-shaft.    At  the  extremity  of  said  cutter-bar  rocker- 
shaft  is  an  arm  which  operates  the  catter-carrier.    On  said  cutter-bar 
rocker-shaft  is  a  collar  with  a  projection  or  finger  thereon.    The  upper 
short  arm  of  said  bell-crank  lever  is  pressed  against  said  finger  when 
the  lower  arm  is  brought  into  engagement  with  the  controller  or  finger 
on  the  feed-wheel,  thus  causing  a  slight  rotary  movement  of  the  cutter- 
bar  rocker-shaft,  sufficient  to  bring  the  latch  into  engagement,  as  above 
stated,  with  the  catch  on  the  collar  carried  by  the  needle-bar  rocker- 
shaft.    The  rotary  movement  of  the  needle-bar  rocker-shaft,  communi- 
cated by  said  engagement  to  the  cutter-bar  rocker-shaft,  causes  a  jaw 
or  clutch  at  the  extremity  of  said  arm,  connected  with  and  ox>erated 
by  said  cutter-bar  rocker-shaft,  to  descend,  and  in  descending  to  depress 
a  finger  with  which  it  is  in  engagement  on  the  cutter- carrier,  and  thus 
to  depress  the  cutter  which  cuts  the  buttonhole.    While  the  cutter  is 
thus  being  depressed  the  movement  of  said  cutter-bar  rocker-shaft 
causes  a  releasing  snail-shaped  cam  thereon  to  press  against  the  top  of 
said  bell-crank  lever,  thus  releasing  the  arm  of  said  lever  from  engage- 
ment with  the  controller  on  the  feed-wheel.    Defendant  claims  that 
this  releasing  operation   accomplishes  what  the  patentees  of  said 
machine  state  as  the  main  object  of  their  invention — a  single  automatic 
descent  of  the  cutter  and  the  prevention  of  further  descents  by  means 
of  a  device  independent  of  the  needle- bar.    When  the  cutting  opera- 
tion is  completed,  a  spring  on  the  cutter-bar  rocker-shaft  elevates  the 
cutter. 

A  comparison  of  the  two  machines  shows  that  each  has  a  circular 
feed-wheel  disk  operated  in  the  same  way  by  the  feed- wheel  mechanism 
and  provided  with  a  projecting  pin  which  at  a  certain  point  contacts 
with  a  lever  which  causes  a  cutter-carrier  to  engage  with  a  needle- 
carrier  by  means  of  a  clutch,  the  lever  in  one  device  acting  directly 
upon  the  cutter-carrier  and  causing  it  to  contact  and  engage  with  the 
needle-carrier,  and  in  the  other  device  through  the  intervention  of  an 
interposed  cutter-bar  rocker-shaft  engaging  with  a  needle  bar  rocker- 
shaft  by  means  of  collars  and  clutches  thereon.  In  each  case  the  cutter- 
bar  and  needle-bar  are  normally  disconnected;  in  each  case  the  move- 
ment of  the  needle-aetnating  mechanism  causes  the  descent  of  the 
cutter-carrier;  in  each  case  it  is  positively  and  unyieldingly  actuated 
at  a  given  point ;  in  each  it  is  normally  elevated  by  a  spring.  The  prior 
art  does  not  show  this  construction  or  any  such  combination. 

Prior  to  the  invention  of  the  patent  in  suit,  fingers  or  projections  on 
the  feed- wheel  had  been  used  to  bring  some  independent  or  auxiliary 
device  into  operation  at  a  predetermined  point.  Thus  in  Patent  No. 
303,453,  granted  to  F.  W.  Ostrom  August  12, 1884,  a  pin  on  the  feed- 
wheel  released  certain  cording  mechanism,  so  that  it  was  operated  by 
a  spring,  and  also  released  certain  brake  mechanism.  This  device  did 
not  cut.  While  it  set  a  train  of  mechanism  in  motion,  it  did  not  throw 
it  out  of  operation. 
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In  Patent  No.  240,646,  granted  April  20, 1881,  to  Jobn  Reece  for  an 
automatic  battouhole  stitching  and  cutting  machine,  a  cutter- actuating 
cam  on  the  feed- wheel,  acting  upon  the  cutter-lever,  caused  the  depressor 
of  the  cutter  to  cut  the  fabric  and  thereafter  permitted  its  release.  This 
device  was  combined  with  a  sewing-machine  having  two  needles,  one  to 
make  the  edge-stitch  and  the  other  the  depth-stitch,  so  that  there  was 
no  jogging  movement  therein,  and  it  furnished  no  suggestion  for  adap- 
tation to  machines  having  such  movement. 

Ostrom  patent.  No.  303,454,  is  for  a  buttonhole-cutter  operated  by 
hand.    It  was  incapable  of  automatic  operation. 

Allen  patent,  No.  246,859,  September  13, 1881,  is  for  an  attachment 
for  trimming  the  edges  of  fabrics.  The  trimmer  descends  and  cuts  at 
each  descent  of  the  needle,  thus  illustrating  the  step-bystep  cutter, 
as  compared  with  the  single- stroke  cutter.  Its  operation  is  controlled 
by  hand,  and  while  it  might  be  used  in  a  two-needle  machine  it  is  not 
adapted  for  use  in  a  machine  having  a  jogging  motion. 

Patent  No.  337,273,  granted  March  2, 1886,  to  J.  W.  Luf  kin,  sliows  a 
cutter  in  which  an  arm  operating  upon  the  cutter-lever  every  second  time 
that  the  needle  descends  causes  it  to  cut  the  buttonhole  during  the 
operation  of  the  stitching,  but  only  at  the  time  when  the  needle  is  mak- 
ing the  edge-stitch.  It  differs  from  the  stitching  mechanism  here  in 
controversy  in  that,  while  in  the  latter  the  cutter  is  brought  into  opera- 
tion by  means  of  a  finger  on  the  clamp  feed  mechanism  and  only 
descends  at  a  certain  predetermined  portion  of  the  stitching  operation, 
the  Lufkin  machine  operates  step  by  step  and  continuously  by  alter- 
nate descents  during  the  entire  stitching  period,  is  actuated  from  a  cam 
in  the  main  driving  mechanism  of  the  machine,  and  is  not  provided 
with  any  means  for  determining  the  cutting  operation. 

These  machines  do  not  anticipate  the  combination  of  the  patent  in 
suit.  They  show  that  there  existed  in  the  prior  art  of  buttonhole- 
stitching  machines  hand  and  automatically  operating  cutting  attach- 
ments, and  that  fingers  similar  to  that  of  the  patent  in  suit  for  starting 
the  various  operations  at  a  definite  time  were  well  known,  and  that  con- 
trolling devices  limited  in  adaptability  and  scope  had  been  constructed. 
They  serve  to  illustrate  the  problem  then  presented  in  the  art — namely, 
in  a  machine  imparting  a  jogging  motion  to  the  work  how  to  connect  a 
finger  on  a  feed- wheel  with  a  cutter-bar  so  that  at  a  predetermined  time 
the  cutter-bar  would  be  automatically  thrown  into  such  position  that 
upon  actuation  of  a  depressor  the  cutter-bar  would  descend  and  cut  a 
buttonhole-slit  and  would  thereafter  be  automatically  prevented  from 
continuing  such  cutting  operation. 

In  Patent  No.  301,974,  granted  July  15, 1884,  to  Arthur  Felber,  the 
cutter-carrier  is  mounted  upon  the  needle-carrier  and  connected  there- 
with by  a  spring  which  acts  as  a  depressor.  The  cutter-carrier  moves 
up  and  down  with  the  needle.  The  needle  has  a  jogging  movement 
relatively  to  the  cloth.  When  the  needle  descends  at  a  certain  portion 
of  the  stitching  operation  to  make  an  edge-stitch,  the  spring-actuated 
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mere  smaBh-block  agaiust  which  the  cutter-carrier  necessarily  smashes  at  every 
AMceut  of  the  ueedle-bar  daring  the  stitching  of  the  whole  of  one  side  of  the 
button-hole. 

X  concur  with  the  expert,  Quimby,  in  his  statement  as  to  said 
machine  which  is  as  follows : 

There  is  no  disclosure  or  suggestion  in  the  Felber  patent  of  a  cutter  controller 
moving  with  the  work  feeding  mochanism,  a  cutter  carrier  and  depressor,  and, 
between  the  cutter-carrier,  depressor  and  cutter-controller,  a  train  of  connections 
susceptible  of  being  so  affected  by  the  cutter  controller  as  to  bring  about  a  single 
actuation  of  the  cutter  at  any  i^rescribed  stage  in  the  stitching  of  the  buttonhole; 
nor  is  there  in  the  Felber  x^^tent  any  suggestion  or  disclosure  of  the  employment  of 
a  wide  cutter  to  cut  the  buttonhole-slit  at  one  stroke.  Hence  the  Felber  patent 
does  not  show  or  disclose  the  invention  of  said  claims  of  the  pat-ent  in  suit. 

Much  testimony  has  been  taken  upon  the  question  whether  one  Egge 
or  Osterhout  was  the  prior  inventor  of  an  automatic  buttonhole  cutter. 

The  evidence  as  to  the  original  Egge  machine  of  1879  for  stitching 
buttonholes  and  as  to  the  cutter  mechanism  attempted  to  be  used  there- 
with is  not  directly  material,  as  the  proposed  cutter  attachment  never 
went  into  practical  use  and  was  a  mere  abandoned  experiment,  and 
also  because  Egge  has  failed  to  show  reasonable  diligence  in  reduciug 
to  practice  or  any  excuse  for  his  long  delay.  He  admits  that  he  knew 
of  no  sewing-machine  head  on  which  this  cutter  attachment  could  be 
used;  that  he  left  it  out  of  his  application  for  a  patent  for  the  auto- 
matic buttonhole-stitching  device;  that  in  his  crude  suggestion  of  a 
cutter  capable  of  being  used  therein  he  stated  that  he  preferred  to  cut 
the  buttonhole  in  the  usual  manner  after  it  was  made,  and  that  he 
never  attempted  to  introduce  or  sell  or  reproduce  said  cutting  mechan- 
ism ;  but  in  January  of  1885  Egge  again  began  experiments  in  the 
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construction  of  a  buttonhole  stitching  and  cutting  machine,  and  in  the 
latter  part  of  February,  1885,  he  constructed  and  operated  a  practical 
machine  containing  a  cutting  mechanism,  for  which  on  July  13,  1890, 
he  obtained  Patent  No.  345,419. 

The  machine  feeds  at  every  vibration  of  the  needle-bar,  and  a  hig  or 
trip  on  the  feed-bar,  contacting  with  or  pressing  against  the  cross-piece, 
keeps  the  cutter  elevated  until  after  one  side  of  the  stitch  and  the 
barring-stitchings  are  completed.  Then  as  the  feed-bar  commences  to 
move  backward  said  lug  permits  certain  pawls  to  come  into  vertical 
alinement,  and  the  cutter  is  depressed  by  the  upward  movement  of 
said  cross-piece.  The  operator  then  shifts  the  feed-plate  to  make  the 
barring- stitches,  and  thereby  determines  the  cutting  operation. 

It  will  thus  be  seen  that  the  Egge  1885  machine  was  not  strictly  an 
automatic  cutter  as  applied  to  the  then  existing  machines.  Irrespec- 
tive of  the  objections  to  its  practical  operation,  it  was  constructed  upon 
a  different  principle  from  that  embodied  in  the  device  of  the  patent  in 
suit.  It  did  not  comprise  a  rotary  cutter-controller  nor  any  device 
capable  of  automatically  cutting  a  buttonhole- slit  by  a  single  stroke  of 
the  cutter  at  a  predetermined  point  in  the  sewing  operation.  The 
mechanism  for  forming  the  complete  buttonhole  was  necessarily  shifted 
by  hand.  The  machine  of  the  Egge  patent,  therefore,  is  so  differenti- 
ated from  that  of  the  patent  in  suit  that  at  most,  if  it  be  prior  in  con- 
ception and  reduction  to  practice,  it  can  only  affect  the  claim  of  the 
patent  in  suit  as  a  pioneer  patent.  This  review  practically  covers  the 
devices  introduced  as  anticipations,  which  are  earlier  than  the  inven- 
tion of  the  patent  in  suit  and  the  Egge  1885  machine.  An  examination 
of  the  patents  and  models  and  a  consideration  of  the  expert  evidence 
and  of  the  arguments  of  counsel  have  failed  to  satisfy  me  that  any  of 
the  devices  materially  detract  from  the  evidence  of  inventive  skill 
shown  in  the  Osterhout  patent.  Some  of  the  machines  were  failures,' 
others  worked  imperfectly.  The  Felber  and  Egge  devices,  which  gave 
the  best  results,  were  constructed  and  operated  upon  principles  which 
led  away  from  rather  than  toward  the  fundamental  invention  of  the 
patent  in  suit. 

In  December,  1884,  Osterhout,  the  patentee  of  the  patent  in  suit, 
commenced  to  reduce  to  practice  a  cutter  attachment,  which  he  claims 
to  have  conceived  and  disclosed  as  early  as  1881.  He  claims  that  he 
completed  the  first  machine  in  the  latter  part  of  February,  1885,  and 
that  he  completed  a  second  machine  in  March,  1885.  Thus  it  will  be 
seen  that  each  of  these  inventors,  Osterhout  and  Egge,  claims  to  have 
reduced  his  conception  to  practice  at  the  same  time.  It  has  already 
been  shown  that  Egge's  earlier  experiments  were  abandoned.  I  do  not 
feel  satisfied  as  to  which  of  these  inventors  is  entitled  to  priority  j  but 
in  view  of  the  radical  differences  between  the  Egge  and  Osterhout  con- 
structions already  stated  and  in  view  of  the  decision  of  the  Patent 
Office  as  to  Tebbetts  and  Doggett  this  evidence  is  not  very  material. 
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In  this  art,  as  already  stated,  two  kiuds  of  cutters  are  reoognized^ 
first,  the  step-by-step  cutter;  second,  the  single-stroke  catter.  In  the 
former  a  small  knife  is  used,  and  the  cutting  is  effected  by  imparting 
several  distinct  movements  to  the  cutter.  In  the  single-stroke  cutter 
a  knife  of  the  size  required  to  cut  the  particular  buttonhole  is  used, 
and  only  a  single  cut  is  necessary. 

The  defendant  claims  that  Osterhout  first  attempted  to  use  the  prin- 
ciple of  the  single-stroke  cutter,  and  afterward  abandoned  it,  and  hav- 
ing got  the  idea  of  using  the  step-by-step  cutter  from  the  subsequent 
inventions  of  other  persons  he  finally  secured  a  patent  upon  the  prin- 
ciple of  an  automatic  step-by-step  cutter,  while  the  defendant's  patentees 
were  the  first  inventors  of  a  machine  covering  the  principles  of  the 
single-stroke  cutter  arranged  to  operate  automatically. 

I  think  defendant  has  failed  to  prove  this  point.  While  the  conflict- 
ing evidence  cannot  be  satisfactorily  reconciled,  it  is  sufficiently  shown 
that  Osterhout  was  engaged  in  attempts  to  develop  both  the  single- 
stroke  and  the  multiple  cutter,  and  that  he  finally  claimed  both  forms 
of  his  invention  in  the  original  application  for  the  patent  in  suit.  He 
says: 

In  applying  my  invention  to  varions  button -hole  sewing  machines  I  have  the  cntieri 
long  enough  to  cut  the  whole  length  of  a  button-hole  at  one  stroke  or  at  a  few  strokes 
and  the  cutter  controller  or  cam  part  P  so  short  and  the  part  e  of  the  bar  or  lever  L 
so  narrow  as  to  cause  the  cntter-carrier  to  be  engaged  with  and  depressed  by  tlie 
needle-carrier  only  once  or  a  few  times  while  the  cam  P  is  passing  the  part  0,  or  I  have 
the  cutter  of  any  desired  less  length  and  the  parts  e  and  P,  or  one  of  them,  of  corre- 
sponding greater  extent,  as  illustrated  by  the  drawings,  so  that  the  cntter-carrier 
will  be  engaged  with  and  depressed  by  the  needle-carrier  a  greater  number  of  times 
to  progressively  cut  the  work  while  the  part  P  is  passing  the  part  e. 

In  Figs.  33,  49,  53,  and  57  the  cutter  i  is  long  enough  to  cut  the  whole  length  of  » 
moderately-short  button -hole  atone  stroke,  and  such  a  long  cutter  can  be  secured  to 
and  used  with  each  cutter  carrier  shown  in  the  other  figures.  When  such  a  long 
cutter  is  used,  the  part  e  of  the  bar  or  lever  L  and  the  cam  or  part  P  should  each  be 
reduced  to  a  suitable  size  or  tooth. 

But  in  further  support  of  this  contention  the  defendant  claims  that 
three  things  are  essential  to  the  operation  of  the  Osterhout  device, 
namely — the  to-aiid-fro  or  jogging  motion  of  the  feed- wheel  mechanism 
to  put  the  cutter-carrier  into  engagement  with  the  depressor  on  the 
needle-carrier  when  the  goods  are  in  the  edge-stitch  position ;  the  rotary 
movement  of  the  feed- wheel  disk  to  regulate  the  length  of  engagement 
of  the  controller  with  the  lever  and  to  determine  the  cutting  operation, 
and,  as  involved  therein,  the  surface  contact  of  said  controller  relative 
to  the  length  of  each  feed  movement. 

By  a  series  of  operations,  upon  the  argument,  counsel  for  defendant 
demonstrated  that  its  machine  did  not  use  said  jogging  motion  at  all  in 
connection  with  the  action  of  the  cutter-operating  mechanism  and 
only  used  the  rotary  motion  to  start  the  cutter  device  by  a  pin,  and  did 
not  depend  upon  any  contact-surface  to  determine  the  cutting  operation. 
They  further  show  that  the  original  Osterhout  device  was  so  constructed 
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that  in  practical  operation  it  sometimes  cut  beyond  the  buttonhole 
They  claim  that  in  the  revolution  of  the  feed-wheel  it  is  impossible  to 
80  practically  control  its  operation  that  the  parts  shall  always  be  auto- 
matically put  in  engagement  at  a  predetermined  point  and  the  cutter- 
controller  operate  in  the  same  relative  position,  because  the  controller, 
being  mounted  upon  theoloth -clamp-actuating  mechanism,  depends  upon 
the  movement  of  sai4  parts  for  its  operation.  In  defendant's  device, 
the  operation  of  the  cutter  not  being  dependent  upon  the  cloth-clamp- 
actuating  mechanism,  it  is  claimed  that  the  element  of  uncertainty  as 
to  catting  does  not  enter  into  the  operation  of  its  cutter-controller.  Of 
coarse  this  evidence,  although  it  may  show  an  improvement  upon 
complainant's  device,  would  not  for  that  reason  relieve  defendant  from 
the  charge  of  infringement;  but  these  facts  are  relevant,  as  tending  to 
show  that  the  means  employed  in  the  two  machines  for  effecting  the 
termination  of  the  cutting  are  different.  In  each  machine  there  is  a 
jogging  and  a  rotary  movement.  In  each  the  effect  of  the  rotaly  move- 
ment is  to  effect  the  engagement  of  the  controller  with  the  cutter. 
Each  machine  starts  the  cutting  operation  in  the  same  way.  If  the 
correctness  of  the  defendant's  contention  as  to  differences  of  operation 
be  assumed,  it  does  not  meet  the  evidence  that  the  original  application 
described  an  operative  device  actuated  by  a  cam  working  in  harmony 
with  the  progressive  movement  of  the  work-carrier,  and  not  necessarily 
limited  to  a  construction  dependent  upon  the  combined  rotary  and 
jogging  motion  for  causing  a  depression. 

It  is  further  claimed  by  counsel  for  defendant  that  in  the  train  of 
mechanism  between  the  operation  of  the  sewing  machine  and  the  cutter- 
controller  a  frictional  element  essential  to  the  operation  of  complain- 
ant's machine  caused  a  slip,  by  reason  of  the  friction-driving  device  on 
the  feed- wheel,  and  necessitated  a  rearrangement  of  the  relative  posi- 
tion of  the  parts  in  order  to  prevent  an  additional  cutting  operation. 
I  do  not  understand  why  in  this  respect  there  is  any  difference  in  the 
operation  of  the  two  machines,  and  I  therefore  do  not  give  any  weight 
to  this  latter  claim. 

Complainant  argues  that  its  original  device,  which  was  confessedly 
an  operative  machine,  is  not  limited  to  a  controller  which  controls  the 
operation  of  the  device  throughout  the  cutting  operation,  but  that,  as 
is  shown  by  claims  21  and  22,  it  also  covers  a  device  for  automatically 
starting  the  cutter.  The  original  application  covere<l  a  construction 
whereby  the  cutter  might  be  put  in  engagement  independently  of  the 
jogging  motion;  and  complainant  forcibly  contends  that  inasmuch  as 
claims  21  and  22  of  the  patent  refer  only  to  using  the  cutter-controller 
as  a  starter,  and  as  the  defendant  also  uses  the  cutter-controller  as  a 
starter,  it  has  infringed  said  claims  considered  as  a  subcombination  of 
the  general  combinations  covered  by  the  other  claims.  An  essential 
difference  between  these  two  claims  and  the  others  here  in  suit  is  that 
the  latter  are  limited  to  a  construction  moving  uiK)n  the  clamp-feed 
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mechanism  or  located  on  the  rotary  feed- wheel,  while  the  former  cover 
broadly  a  construction  actuated  by  a  cam  or  device  rotating  in  nni- 
son  with  the  clamp-operating  cam  or  disk  for  throwing  the  cutter  or 
depressor  into  action. 

While  it  is  true  that  the  device  of  defendant  is  so  confitmcted  that 
it  is  not  dependent  upon  the  jogging  motion  of  the  feed- wheel  mechan- 
ism for  the  determination  of  the  number  of  strokes  of  the  cutter,  and 
while  it  is  true  that  the  complainant's  device  is  thus  dependent,  yet 
the  specifications  do  not  necessarily  describe  a  controller  which  thus 
determines  the  engagement,  or,  if  they  do,  they  also  describe  a  pin  on 
the  feed-wheel  which  operates,  as  aforesaid,  to  start  such  engagement, 
and  the  claims  21  and  22  cover  the  finger  device  used  merely  as  a 
starter  and  nothing  more.  They  do  not  claim  or  refer  to  any  control 
thereafter.  I  think  defendant,  by  means  of  its  modified  or  added 
devices,  may  have  constructed  a  better  machine  than  that  of  complain- 
ant, and  the  later  Osterhout  and  Hallenbeck  construction  confirms  this 
view;  but  from  a  comparison  of  the  two  machines  it  appears  thatiu 
the  features  which  are  common  the  defendant  has  appropriated  devices 
first  conceived  and  created  by  Osterhout  and  unlike  anything  in  the 
prior  art. 

The  features  comprised  in  claims  21  and  22  of  a  normally-elevated  cnt- 
ter  positively  connected  with  and  unyieldingly  actuated  and  depressed 
at  a  certain  time  by  a  depressor  operated  through  or  by  means  of  the 
needle-bar- actuating  mechanism,  and  a  cam  or  device  operating  or 
rotating  in  unison  with  the  feed-cam,  whereby  the  cutter  is  thrown  into 
action,  are  found  both  in  complainant's  and  defendant's  machine.  If, 
therefore,  it  be  necessary  to  limit  certain  claims  of  the  patent  to  a  cut- 
ter-controller which  determines  the  duration  of  the  cutting  i)eriod,  as  is 
claimed  by  defendant,  yet  inasmuch  as  the  specification  describes, 
and  claims  21  and  22  broadly  cover,  such  combination  used  as  a 
starter  and  nothing  more,  I  think  these  claims  are  infringed  by 
defendant.  These  claims  were  put  in  interference  with  the  Tebbetts  and 
Doggett  patent,  and  the  applicants  for  the  latter  made  default,  where- 
upon the  Patent  Office  awarded  said  claims  priority  over  Tebbetts  and 
Doggett.  Counsel  for  complainant  argues  that  defendant  thereby 
conceded  patentability  of  its  invention,  and  that  defendant's  patent 
infringed  said  claims.  I  do  not  so  understand  the  law.  The  object  of 
the  interference  proceedings  is  to  determine  priority,  not  patentability; 
and  while  the  decision  in  interference  proceedings  may  be  res  adjudicata 
as  to  this  question  it  does  not  preclude  defendant  from  raising  other 
questions  not  in  issue  in  said  proceedings.  {Holliday  v.  Pwkhardtj  29  Fed. 
Rep.,  853;  Christie  y.SeyholdjG.  D.,  1893, 516;  64O.G.,1650;  6JJ.  S.  App., 
520;  Electric  Ry.  Co.  v.  Jamaica  dt  B.  R.  Co.,  C.  D.,  1894,  406;  68  O.  G., 
769;  61  Fed.  Rep.,  655;  Reece  Button- Hole  Mch.  Co.  v.  Olobe  Button  Hole 
Mch.  Co  ,  C.  D.,  1894,  360;  67  O.  G.,  1720;  61  Fed.  Rep.,  958.)  But  the 
decision  of  the  Patent  Office  effectually  disposes  of  defendant's  claims 
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of  priority  so  far  as  they  are  based  upon  the  Tebbetts  and  Doggett 
patent.  Claims  21  and  22  were  originally  drawn  by  counsel  for  defend- 
ant as  part  of  the  Tebbetts  and  Doggett  application.  The  Patent  Office 
adopted  them  as  a  basis  for  interference  with  the  patent  in  suit.  All 
the  prior  patents,  except  the  Ostrom  corder  patent,  were  cited  as  refer- 
ences in  said  interference.  Defendant's  counsel  did  not  move  to  dis- 
solve, but  defaulted  and  acquiesced  in  the  decision  of  the  Patent  Office 
awarding  priority  of  invention  to  Osterhout.  The  Osterhout  and  Teb- 
betts and  Doggett  machines  are  the  only  practical  buttonhole  stitching 
and  catting  machines  now  in  practical  operation,  except  the  Beece 
machine,  which  is  not  relevant  in  this  connection,  owing  to  its  totally 
different  construction. 

The  considerations  already  suggested  apply  to  defendant's  argument 
that  the  application  was  improperly  enlarged  during  its  pendency  in 
the  Patent  Office.  That  the  invention  infringed  by  defendant  was  dis- 
closed in  the  original  application  and  covered  in  its  claims,  and  that  it 
was  not  limited  to  a  dependence  upon  the  jogging  movement,  is  clear 
from  the  language  thereof.  That  claims  21  and  22  were  not  inserted  to 
subordinate  defendant's  prior  machine  has  been  adjudicated  by  the 
Patent  Office.  It  has  not  been  proved  that  Egge  was  prior  to  Oster- 
hout. Irrespective  of  the  fact  that  his  machine  was  defective  and  non- 
automatic,  its  construction  was  so  unlike  the  combination  covere<l  by 
claims  21  and  22  that  there  was  manifestly  no  enlargement  to  cover  it; 
but  in  further  support  of  the  defense  of  non-infringement  of  any  of  the 
claims  defendant  contends  that  the  original  Osterhout  application  con- 
templated a  cutter  actuated  only  when  the  finger  is  thrown  into  coac- 
tion  with  its  follower;  that  the  snail-cam  on  defendant's  device  positively 
throws  its  vertical  rocker-shaft  out  of  engagement  with  the  starting- 
pin  as  soon  as  the  cutting  operation  is  set  in  motion ;  that  Osterhout 
in  his  patent  says :  "  I  control  by  a  controller  on  the  feed-wheel,"  while 
Tebbetts  and  Doggett  say — 

we  do  not  control  by  a  controller  on  the  feed- wheel,  but  merely  push  the  button  so 
as  to  put  the  controller  in  engagement  with  the  train  of  operative  mechanism  and 
snbseqnent  operation,  and  eliminate  all  control  from  the  pin  or  controller  on  said 
wheel; 

that  in  the  present  operative  machine  of  complainant  it  has  been  obliged 
to  take  away  the  control  of  the  cutting  operation  from  the  controller, 
in  order  to  get  the  best  results,  and  that  although  a  machine  can  be 
devised  which  shall  be  operative,  as  already  stated,  in  the  hands  of  an 
expert  or  skilled  ox>erator,  when  constructed  on  the  principle  of  the 
original  Osterhout  machine,  yet  that  it  requires  such  nice  adjustments 
as  not  to  be  capable  of  use  in  the  ordinary  factory,  as  shown  by  the 
patent  granted  to  said  Osterhout  and  one  Hallenbeck  as  joint  inventors, 
and,  finally,  counsel  for  defendant  insists  that  if  the  claims  of  the  pat- 
ent in  suit  are  to  be  so  broadly  construed  as  to  make  defendant's 
machine  an  infringement  they  also  cover  the  invention  in  said  prior 
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X)ateiit  to  Osterbout  and  Halleubeck,  and  that  therefore  within  the  rule 
laid  down  in  Miller  v.  Eagle  Mfg.  Go.  (C.  D.,  1894,  147;  66  O.  G.,  845; 
151  n.  S.,  186)  the  patent  in  salt  is  void,  becaase  the  invention  therein 
claimed  has  been  shown,  described,  and  claimed  in  said  Patent  No. 
402,610,  granted  to  said  Osterhout  and  Hallenback  May  7,  1889.  But 
while  it  may  be  true  that  the  cutter  is  actuated  only  when  the  finger  is 
thrown  into  engagement  with  its  follower,  said  finger  does  not  deter- 
mine the  period  of  any  one  engagement  of  the  cutter-bar  and  depressor, 
but  only  the  number  of  engagements,  as  already  stated.  The  same 
function  is  performed  by  defendant's  snail-cam.  As  this  is  a  diflfereut 
mechanical  construction,  I  think  its  substitution  supports  the  defense 
as  to  all  the  claims  except  Nos.  21  and  22.  The  same  may  be  said  as  to 
the  above  language  used  by  the  respective  patentees. 

The  machines  now  used  by  complainant  are  manufactured  in  aocord- 
ance  with  said  Osterhout  and  Halleubeck  patent.  This  has  a  lug  or 
controller,  called  in  the  patent  a  ^Hrip,"  which  is  similar  to  the  con- 
troller of  the  original  Osterhout  machine;  but  when  said  lug  engages 
with  said  lever  it  causes  another  vertical  lever  to  rock  and  permit  a 
parallel  bar  to  ^igage  with  an  oscillating  stud  or  follower  for  the  pur- 
pose of  connecting  the  two  members  of  the  clutch  device  upon  the 
needle-bar  and  cutter-bar,  respectively.  Thereupon  the  descent  of  the 
needle-bar  causes  a  descent  of  the  cutter.  The  backward  movement  of 
the  switch-cam  on  the  main  shaft  causes  a  movement  of  the  parallel 
bar,  which  disengages  the  clutch,  and  thus  the  bar  is  caused  to  ride  up 
an  incliue  of  an  auxiliary  lever  attached  to  said  vertical  lever,  thus 
positively  preventing  any  further  connection  with  or  operation  of  the 
cutter.  When  the  lug  on  the  feed- wheel  disk  passes  out  of  engagement 
with  the  primary  lever,  the  vertical  lever  assumes  its  normal  positioo. 

Assuming  that  complainant's  original  device  was  somewhat  defective, 
yet  it  is  admitted  that  it  was  cApable  of  continuous  successful  practical 
operation.  Osterhout  and  Halleubeck  have  made  improvements  on  it 
in  one  way  and  have  obtained  a  patent  therefor.  Tebbetts  and  Dog- 
gett  have  made  and  patented  other  improvements ;  but  notwithstanding 
the  doubts  cast  upon  some  of  Osterhout's  early  experiments  the  evi- 
dence strongly  confirms  the  view  that  he  first  discloses  the  combination 
and  certain  valuable  features  thereof  described  in  his  original  applica- 
tion. So  far  as  said  combination  is  concerned  I  concur  with  complain- 
ant's expert  in  his  statement  that — 

It  18  clear  from  the  records  of  both  parties  that  Osterhout  was  the  first  man  to  pro- 
duce a  buttouhole  stitching  and  cutting  machine  which  had  a  cutter  normaUy  ele- 
vated aud  out  of  use;  a  depressor  for  positively  and  unyieldingly  forcing  the  cutter 
through  the  work ;  a  controller  for  effecting  the  engagement  of  the  depressor  with 
the  cutter-carrier,  and  connections  intermediate  the  controller  and  the  cntter-carritf 
for  engaging  the  latter  with  the  depressor. 

The  distinctive  features  of  the  Osterhout  and  Halleubeck  machine, 
already  stated,  show  that  it  embodies  specific  and  distinct  devices 
adapted  to  carry  out  the  generic  invention  of  the  patent  in  suit  in  cer- 
tain special  classes  of  machines. 
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lu  Miller  v.  Eagle  Co.,  supra,  it  appears  from  the  opinion  of  the  court 
and  the  disclaimer  of  the  patent  that  the  coart  had  before  it  a  compar- 
atively narrow  and  limited  invention,  and  it  found  that  the  entire 
invention,  including  the  part  or  function  claimed  in  the  second  patent, 
was  described  and  claimed  in  the  first  patent.    The  Court  says: 

The  broad  idea  soaght  to  be  reserved  is  embodied  in  identically  the  same  mechan- 
ical device  constituting  the  invention  and  covered  by  the  first  patent. 

The  question  of  identity  of  invention  depends  upon  the  scope  of  the 
claims.  Mr.  Walker,  in  the  last  edition  of  his  work  on  patents,  tersely 
and  accurately  states  the  rule  dedncible  from  the  Miller  v.  Eagle  Co. 
case  and  applicable  herein,  as  follows : 

Claims  are  coextensive  which  specify  the  same  combination,  of  the  same  namber, 
of  the  same  parts  with  the  same  features,  though  the  functions  which  are  mentioned 
in  the  claims  are  not  coextensive.  That  was  held  to  be  the  character  of  the  respec- 
tive claims  of  two  patents  to  the  same  inventor,  in  the  case  of  Miller  v.  Eagle  Co,, 
and  therefore  the  second  of  these  patents  was  held  to  have  been  granted  for  the  same 
invention  as  the  first,  and  to  be  void.  But  two  claims  are  not  coextensive  which 
specify  different  combinations  of  parts  of  a  process,  machine,  or  manufacture,  even 
where  some  of  those  parts  are  in  each  of  the  combinations. 

The  inventions  here  claimed  are  distinct  and  are  distinctly  patentable; 
but  defendant  ftirther  urges  that  the  effect  of  sustaining  these  claims 
would  be  to  prolong  the  monopoly  of  the  Osterhout  and  Halleubeck 
patent  beyond  the  statutory  period  of  seventeen  years. 

In  several  recent  cases  in  this  court  in  which  Miller  v.  Ea{ile  Co,  has 
been  cited,  this  argument  has  been  pressed  as  a  ground  for  extending 
the  scope  of  said  case  beyond  the  actual  decision  of  the  court,  and  for 
declaring  a  new  interpretation  of  the  law.  But  this  would  not  only  be 
violative  of  the  express  declaration  of  the  Supreme  Court  that  its 
decision  therein  was  in  accordance  with  the  rule  settled  by  its  previous 
decisions,  but  such  a  construction  would  amount  to  judicial  legislation. 
It  is  not  the  duty  of  the  court  to  thus  change  the  law,  but  only  to  inter- 
pret it  as  it  exists.  {Bate  Refrigerating  Co.  v.  Sulzberger,  O.  D.,  1895, 
233;  70  O.  G.,  1633;  157  U.  8.,  1.) 

The  same  questions  as  are  involved  herein  were  carefully  considered 
by  me  in  the  case  of  Thomson- Houston  El.  Co.  v.  Winchester  Ave.  Bail- 
road  Co.  (0.  D.,  1895,  788;  73  O.  G.,  2155.)  The  material  facts  bearing 
on  tliis  issue  are  practically  the  same,  except  that  in  that  case  both 
patents  were  granted  to  the  same  inventor.  The  application  for  the 
patent  in  suit  herein  was  filed  in  December,  1885.  While  this  applica- 
tion was  delayed  by  interferences,  the  Osterhout  and  Halleubeck  appli- 
cation was  filed.  Even  if  it  be  admitted,  as  defendant  contends,  that 
the  same  rules  are  applicable  in  the  present  case,  where  the  subsequent 
patent  issued  to  joint  inventors,  I  see  no  reason  to  modify  the  following 
language  of  my  former  opinion : 

This  patent  for  this  specific  combination  adapteil  and  claimed  only  for  this  specific 

purpose,  applied  for  October  22, 1888,  after  the  original  application  had  been  allowed, 

but  before  the  patent  thereon  was  granted,  was  earlier  in  the  date  of  issue.    The 

original  application  was  delayed  by  interference  proceedings  in  the  Patent  Office. 

H.  Doc.  354 18 
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Whatever  may  be  the  rule  as  to  caBes  where  the  application  for  the  generic  patent 
was  filed  subsequent  to  the  application  for  the  specific  patent,  I  do  not  think  the 
patentee  shonld  be  deprived  of  his  broad  patent  where  the  application  for  such  patent 
was  made  first  and  was  delayed  in  the  Patent  Office  throng^h  no  fanlt  of  the  inventor. 
Such  a  ruling  would  be  a  reproach  to  the  law. 

It  is  not  necessary  for  the  decision  of  this  case  to  extend  the  princi- 
ple of  said  decision  in  said  case  of  Thomson- Homton  El.  Co.  v.  Winches- 
ter Ave.  Railroad  Company — namely,  that  when  a  prior  application  for 
a  generic  patent  has  been  delayed  in  the  Patent  Office  without  the  fiAult 
of  the  applicant  the  grant  of  a  sabsequent  patent  for  a  specific,  dis- 
tinct, and  separate  improvement  npon  the  principal  patent  will  not 
invalidate  a  patent  subsequently  issued  upon  the  original  application. 

Let  a  decree  be  entered  for  an  injunction  and  accounting  as  to  claims 
21  and  22  of  the  patent  in  suit. 


[Supreme  Court  of  the  United  States.] 

Durham  v,  Seymour,  Commissioner  of  Patents. 

Decided  March  2j  1896, 

74  O.  G.,  1731. 

Appeal  to  Supreme  Court  from  Court  of  Appeals— Application  for  Patent- 
Money  Value— Jurisdiction. 
The  Sapreme  Coart  of  the  United  States  will  not  take  Jarisdiction  on  appeal 
of  applications  for  patents  in  view  of  the  provisions  in  relation  to  appeals  from 
the  Circuit  Conrts  of  Appeals  under  the  act  of  March  3, 1891,  as  the  right  to  apply 
for  a  patent  and  the  invention  cannot  be  regarded  for  jurisdictional  purposes  as 
in  itself  property  or  a  right  of  property  having  an  actual  value  susceptible  of 
estimation  in  money. 

Appeal  from  the  Court  of  Appeals  for  the  District  of  Columbia. 

Mr,  Don  M.  Dickinson  and  Mr,  J,  Nota  McQill  for  the  appellant. 
Mr,  Levin  H,  Campbell  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  brought  by  Caleb  W.  Durham,  under  the  provisions 
of  section  4915  of  the  Revised  Statutes,  in  the  Supreme  Court  of  the 
District  of  Columbia,  to  obtain  a  decree  authorizing  the  Commissioner 
of  Patents  to  issue  a  patent  to  him  for  an  improved  drainage  appa 
ratus  for  buildings.  The  Supreme  Court  adjudged  on  the  evidence 
that  Durham  was  not  entitled  to  a  decree,  and  dismissed  the  bill,  where- 
upon he  carried  the  case  by  appeal  to  the  Court  of  Appeals  for  the 
District  of  Columbia,  and  that  court  affirmed  the  decision  of  the  court 
below.  From  this  decree  an  appeal  was  taken  to  this  Court,  and  a 
motion  was  made  to  dismiss  the  appeal  for  want  of  jurisdiction. 

Section  4915  is  as  follows: 

Whenever  a  patent  on  application  is  refused,  either  by  the  Commissioner  of 
Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia  upon  appeal  from  the 
Commissioner^  the  applicant  may  have  remedy  by  bill  in  equity;  and  the  court 
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having  cognizance  thereof,  on  notice  to  adverse  parties  and  other  due  proceedings 
had,  may  adjudge  that  such  applicant  is  entitled,  according  to  law,  to  receive  a 
patent  for  his  invention,  as  specified  in  his  claim,  or  for  any  part  thereof,  as  the  facts 
in  the  case  may  appear.  And  such  adjudication,  if  it  be  in  favor  of  the  right  of  the 
applicant,  shall  authorize  the  Commissioner  to  issue  such  patent  on  the  applicant 
filing  in  the  Patent  Office  a  copy  of  the  adjudication,  and  otherwise  complying 
with  the  requirements  of  law.  In  all  cases,  where  there  is  no  opposing  party,  a  copy 
of  the  bill  shall  be  served  on  the  Commissioner ;  and  all  the  expenses  of  the  proceed- 
ing shall  be  paid  by  the  applicant,  whether  the  final  decision  is  in  his  favor  or  not. 

Section  8  of  the  act  establishing  the  Uourt  of  Ax)peal8  of  the  District 
of  Columbia  and  for  other  purposes,  approved  February  9, 1893.  ^27 
Stats.,  434,  eh.  74,)  provides: 

Sec.  8.  That  any  final  judgment  or  decree  of  the  said  Court  of  Appeals  may  be 
re-examined  and  affirmed,  reversed,  or  modified  by  the  Supreme  Court  of  the  United 
States,  upon  writ  of  error  or  appeal,  in  all  causes  in  which  the  matter  in  dispute, 
exclusive  of  costs,  shall  exceed  the  sum  of  five  thousand  doUars,  in  the  same  manner 
and  under  the  same  regulations  as  heretofore  provided  for  in  cases  of  writs  of  error 
on  judgments  or  appeals  from  decrees  rendered  in  the  Supremo  Court  of  the  District 
of  Columbia;  and  also  in  cases,  without  regard  to  the  sum  or  valno  of  the  matter  in 
dispute,  wherein  is  involved  the  validity  of  any  patent  or  copyright,  or  in  which  is 
drawn  in  question  the  validity  of  a  treaty  or  statute  of  or  an  authority  exercised 
under  the  United  States. 

The  act  of  March  3, 1885,  (23  Stats.,  443,  ch.  355,)  reads  thus: 

That  no  appeal  or  writ  of  error  shall  hereafter  be  allowed  from  any  judgment  or 
decree  in  any  suit  at  law  or  in  equity  in  the  Supreme  Court  of  the  District  of  Colum- 
bia, or  in  the  supreme  court  of  any  of  the  Territories  of  the  United  States,  unless  the 
matter  in  dispute,  exclusive  of  costs,  shall  exceed  the  sum  of  five  thousand  dollars. 

Sec.  2.  That  the  preceding  section  shall  not  apply  to  any  case  wherein  is  involved 
the  validity  of  any  patent  or  copyright,  or  in  which  is  drawn  in  question  the  validity 
of  a  treaty  or  statute  of  or  an  authority  exercised  under  the  United  States ;  but  in  all 
such  cases  an  appeal  or  writ  of  error  may  be  brought  without  regard  to  the  sum  or 
value  in  dispute. 

Mr.  Chief-Justice  Fullbu  delivered  the  opinion  of  the  Court. 

Appeals  to  this  Court  from  the  Court  of  Appeals  of  the  District  of 
Columbia  are  governed  by  section  8  of  the  act  of  February  9, 1893.  It 
is  essential  to  our  jurisdiction  that  it  should  appear  that  the  matter  in 
dispute  in  the  courts  below  was  money  to  an  amount  exceeding  five 
thousand  dollars  exclusive  of  costs,  or  some  right,  the  value  of  which 
could  be  ascertained  in  money  and  exceeded  that  sum ;  or  that  the 
validity  of  a  patent  or  copyright  was  involved;  or  that  the  validity  of 
a  treaty  or  statute  of  or  an  authority  exercised  under  the  United  States 
was  drawn  in  question.  {South  Carolina  v.  Seymour j  C.  D.,  1894,  318; 
67  O.  G.,  1191;  153  U.  8.,  353,  and  cases  cited.) 

The  question  here  was  whether  Durham  was — 

entitled,  according  to  law,  to  receive  a  patent  for  his  invention,  as  specihed  in  his 
claim,  or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear. 

What  Durham  sought  was  to  obtain  an  adjudication  authorizing  the 
Commissioner  of  Patents  to  issue  a  patent  to  him,  and  the  matter  in 
dispute  was  whether  Durham  was  entitled  to  a  patent  as  for  a  patentable 
invention. 
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Durham  had  presented  his  application  for  a  patent,  filed  in  dae  form, 
to  the  Commissioner  of  Patents  in  accordance  with  section  4888  of  the 
Eevised  Statutes,  which  application  was  rejected  by  the  Commissioner, 
and  thereupon  he  appealed  to  the  Supreme  Court  of  the  District  of 
Columbia  in  general  term,  which  affirmed  the  decision  of  the  Commis- 
sioner. He  then  filed  this  bill  in  equity  in  accordance  with  section  4915 
of  the  Bevised  Statutes,  and  although,  as  remarked  by  Mr.  Justice 
Blatchford,  in  Qandy  v.  Jfarfrfe,  (C.  D.,  1887,  413;  39  O.  G..  1423;  122 
U.  S.,  432,  439,)  it- 
is  a  suit  according  to  the  ordinary  course  of  equity  practice  and  procedure,  and  is 
not  a  technical  appeal  from  the  Patent  Office,  nor  confined  to  the  case  as  made  in  the 
record  of  that  Office,  but  is  prepared  and  heard  upon  all  competent  eyidenoe  adduced 
upon  the  whole  merits,  yet  the  proceeding  is,  in  fact,  and  necessarily  a  part  of  the 
application  for  the  patent. 

Considered  in  this  light  it  is  clear  that  the  validity  of  a  patent  was 
not  involved.  And  we  may  add  that  it  appears  to  us  to  be  quite  incon- 
sistent with  the  intention  of  Congress  for  this  Court  to  take  jurisdiction 
on  appeal  of  applications  for  patents  in  view  of  the  provisions  in  rela- 
tion to  appeals  from  the  Circuit  Courts  of  Appeals  under  the  act  of 
March  3, 1891.  (26  Stats.,  826,  ch.  617;  UniUd  States  v.  Telephone  Co., 
159  U.S.,  548.) 

The  matter  in  dispute  was  not  money,  and  the  only  remaining  inquiry 
is  whether  it  was  a  right  capable  of  being  ascertained  in  money  and 
appearing  to  be  of  the  requisite  pecuniary  value! 

The  answer  to  this  inquiry  requires  the  application  of  the  settled  and 
necessary  principle  that  the  matter  in  dispute  is,  as  was  said  by  Mr. 
Justice  Feld  in  Lee  v.  Watson^  (1  Wall.,  337,  339)— 

the  subject  of  the  litigation — the  matter  for  which  the  suit  is  brought — 

and  that  matter  here  was  the  issue  of  a  patent,  that  is,  an  application  to 
the  courts  below  to  hold  the  alleged  invention  patentable  and  authorize 
a  patent  to  be  issued. 
It  is  true  that — 

the  discoverer  of  a  new  and  useftil  improvement  is  vested  by  law  with  an  inchoate 
right  to  its  exclasive  use,  which  he  may  perfect  und  make  absolute  by  proceeding  in 
the  manner  which  the  law  requires, 

and  that  an  assignment  may,  under  circumstances,  be  made  which  will 
operate  upon  the  perfect  legal  title  which  the  discoverer  had  a  law- 
ful right  to  obtain,  as  well  as  upon  the  imperfect  and  inchoate  interest 
which  he  may  actually  possess.    ( OoAfler  v.  Wilder^  10  How.,  477, 493.) 

So  rights  growing  out  of  an  invention  may  be  sold,  whether  the  sale 
in  any  case  carries  with  it  anything  of  value  or  not.  {Hammond  v. 
Mason  c&  Hamlin  Co.,  92  U.  S.,  724,  728.)    But— 

until  the  patent  is  issued  there  is  no  property  right  in  it,  that  is,  no  saoh  right  as 
the  inventor  can  enforce.  At  all  events  there  is  no  power  over  its  use,  which  is  one 
of  the  elements  of  the  right  of  property  in  any  thiug  capable  of  ownership.  {Monk 
V.  NichoU,  C.  D.,  1889,  263;  46  O.  G.,  239;  128  U.  S.,  605,  612;  Broxtm  v.  Dueheane,  19 
How.,  193.) 
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Tbe  light  to  apply  for  a  patent  was  being  availed  of  in  this  proceed- 
ing and  the  invention  cannot  be  regarded  for  jurisdictional  purposes 
as  in  itself  property  or  a  right  of  property  having  an  actual  value 
susceptible  of  estimation  in  money. 

Whether  the  alleged  invention  were  patentable  or  not  was  the  ques- 
tion,  and  that  question  had  no  relation  to  its  value  in  money.  If  the 
invention  were  not  patentable,  Durham  had  suffered  no  loss;  if  the 
invention  were  patentable,  it  was  not  material  whether  it  had  or  had 
not  a  money  value. 

The  bill,  properly  enough,  does  not  allege  that  any  sum  of  money  was 
in  dispute,  although  there  are  averments  that  the  value  of  the  inven- 
tion is  generally  recognized,  and  that  sundry  persons  are  deriving 
large  profits  in  making  the  device  sought  to  be  patented.  Evidence  of 
that  kind,  though  not  controlling,  is  sometimes  introduced  in  suits  on 
patents  as  indicative  of  invention  in  the  production  of  new  and  bene- 
ficial results,  but  it  is  not  relevant  here,  nor  are  the  affidavits  presented 
on  the  question  of  value  if  the  patent  were  granted.  The  matter  in 
dispute  must  have  actual  value,  and  that  cannot  be  supplied  by  specu- 
lation on  tbe  x>08sibility  that,  in  a  given  case,  an  invention  might  be 
held  patentable. 

In  Sparrmc  v.  Strang  (3  Wall.,  9'7)  jurisdiction  was  sustained  on  the 
ground  that  a  mining  claim  acquired  under  mining  rules  and  customs 
recognized  by  the  laws  of  the  Territory  of  Nevada,  though  the  land 
where  it  existed  had  never  been  surveyed  and  brought  into  market, 
might  be  the  subject  of  estimate  in  money;  that  the  claim  might  per- 
haps have  existed  under  the  former  Governments  of  Spain  or  Mexico, 
and  that,  moreover,  mining  interests  apart  from  fee  simple  rights  in  the 
sou,  existed,  before  the  act  of  Congress  of  February  27, 1805,  under  the 
implied  sanction  of  the  Federal  Government.    The  distinction  between 
that  case  and  the  one  before  us  is  obvious. 

We  are  of  opinion  that  the  matter  in  dispute  in  this  case  was  not 
capable  of  being  valued  in  money,  and  that  the  appeal  must  be  dis- 
missed. 

It  is  suggested  that  jurisdiction  was  entertained  iu  Oandy  v.  MarbU^ 
(CD.,  1887, 413;  39  0.G.,1423;  122  U.  S., 432,)  Hill  Y.  booster,  (G.^, 
1800,  230;  60  O.  G.,  660;  132  U.  S.,  693,)  and  Morgan  v.  DanieU,  (C.  13., 
1894,  286;  67  O.  G.,  811;  163  U.  8.,  120,)  to  the  contrary  of  the  <^^^<J^^- 
sion  at  which  we  have  arrived.    But  Morgan  v.  Daniels  and  Hill  v. 
Wooster  were  appeals  from  circuit  courts  taken  before  the  passage  of 
the  judiciary  act  of  March  3, 1891,  and  when  section  699  of  the  Kevised 
Statutes  was  in  force,  which  allowed  appeals  from  those  coima  ^re- 
spective  of  the  sum  or  value  of  the  matter  in  dispute  m  cases    touclimg 
patent  rights,^  and  while  we  admit  that  a  patent  right  does  not  ^x\skt 
whUe  the  proceeding  to  obtain  it  is  pending,  yet  we  thmK  ^J^^Tic\x  a 
proceeding  constituted  a  case  touching  patent  rights  witmn  aect^^^  ^^^^ 
And  Oandy  v.  Marble  was  an  appeal  from  the  ^^^^^^^'T^  ^t  t\if; 

District  of  Columbia  taken  before  the  passage  ot  tne  x   ^H:t^t£Vl  "^ 
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1885,  and  when  the  final  decrees  of  that  court  could  be  revised  by  this 
Coart  on  appeal  in  the  same  manner  and  under  the  same  regulations  as 
decrees  of  circuit  courts.     (R.  S.,  sec.  705;  R.  S.  D.  C,  sec.  84G.) 
Appeal  dismissed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Yates  v.  Huson. 

Decided  rehrimnj  18,  1S9G. 
74  O.  G.,  1732. 

1.  Interference— Reduction  to  Practice— Diugenck. 

HusoU)  being  the  Ant  to  conceive  the  invention  and  was  using  reasonable  dili- 
gence in  adapting  and  perfecting  the  same  at  the  time  of  Yates^s  conception,  most 
prevail  as  against  Yates,  although  Huson  failed  to  reduce  to  practice  until  after 
Yates  had  filed  his  application  for  patent. 

2.  Same— Diugence— Construction  of  Statute. 

The  words  of  the  law  '*  was  using  reasonable  diligence''  refer  to  the  very  time 
of  the  second  conception.  Tlie  prior  conoeiver  to  show  that  his  diligeDce  only 
began  with  the  time  of  the  second  conception  would  not  be  sufficient;  but  all 
that  is  necessary  is  that  the  first  conceiver  shall  have  begun  and  prosecuted  with 
diligence  the  work  of  adapting  and  perfecting  his  invention  before  the  date  of 
his  rival's  conception. 

3.  Same— Same- Circumstances  Govterning. 

While  it  is  required  that  the  first  conceiver  shall  prosecute  his  labors  in  redoo- 
ing  to  practice  with  reasonable  diligence,  that  diligence,  however,  is  a  matter  to 
be  determined  by  the  special  circumstances  of  the  particular  case. 

4.  Same — Same — Reduction     Before     Application— Section     4920,     Revisbp 

Statutes. 
While  the  general  policy  of  the  law  (sec.  4920,  R.  S.)  is  to  require  diligence  in 
adapting  and  perfecting  inventions  on  the  part  of  those  who  wait  and  work  to 
that  end,  yet  it  is  to  at  the  same  time  encourage  those  efforts  to  such  a  degree 
as  that  their  merits  and  value  might  be  practically  tested  before  application  for 
patent. 

5.  Same— Same — Obtaining  Patent  "Surreptitiously  or  Unjustly"— Appu- 

cation  Before  Reduction. 
An  independent  inventor  ignorant  of  another's  prior  conception  and  diligent 
efforts  in  reducing  to  actual  practice  has  the  right  to  file  an  application  without 
testing  the  practicability  of  his  invention  and  to  prosecute  the  same  to  the  issue 
of  a  patent,  and  it  could  not  be  said  that  he  had  obtained  the  same  surrepti- 
tiously or  by  unfair  practices ;  but  it  does  not  follow  that  he  can  retain  an  advan- 
tage so  obtained  when  it  is  made  to  appear  intrinsically  unjust. 

6.  Same— '^Sukueptitiously"    or    ** Unjustly"    in    Section    4920,    Revised 

Statutes. 
The  meaning  of  the  words  "surreptitiously"  or  "unjustly"  in  section  4920, 
Revised  Statutes,  and  prior  statutes  discussed. 

Messrs.  Daytouj  Poole  <f?  Brown  for  the  appellant. 
Mr.  L.  W.  SoMthgate  for  the  appellee. 
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Shepard,  J. : 

First.  This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  (C.  D.,  1895, 45;  72  O.  G.,  1201;)  in  an  interference  proceeding 
>etween  parties  daimiDg  the  same  invention  in  a  mechanical  movement 
ipplied  in  the  more  speedy  and  efficient  working  of  printing-presses. 

The  first  application  for  a  patent  was  filed  by  Yates  November  9, 
L891,  accompanied  by  drawings  disclosing  his  invention,  and  a  patent 
sras  issued  to  him  March  22, 1892.  Kine  days  after  the  grant  of  this 
latent — viz.,  March  31,  1892 — Huson  filed  his  application  for  practi- 
3ally  the  same  invention.  Pending  this  application,  on  July  25, 1892, 
fates  filed  an  application  for  a  reissue. 

The  interference  was  declared  in  the  Patent  OfBce  November  5, 1892, 
IS  involving  the  following  sabject-matter,  and  the  issue  has  been  joined 
hereon: 

In  a  mechanical  movement,  the  combination  with  the  reciprocating  bed  or  mem- 
ber, of  a  controlling  member  adapted  to  be  periodically  connected  to  the  bed  to 
ontrol  the  motion  thereof,  and  means  for  imparting  a  positive  to-and-fro  motion  to 
his  controlling  uiember. 

Priority  has  been  awarded  to  Huson  on  the  hearing  before  each  tribu- 
lal  of  the  Patent  Office — viz.,  the  Primary  Examiner,  the  Examiners- 
n-Chief,  and  the  Commissioner. 

Second.  We  do  not  find  it  necessary  to  review  the  lengthy  reportTJf 
he  evidence  set  forth  in  the  record,  because  there  is  now  little  or  no 
»ntroversy  between  the  parties  as  to  the  important  facts  established 
hereby.  The  decision  must  turn  upon  questions  of  law.  Before  pro- 
ceeding to  these  it  will  be  necessary  to  state  some  of  the  important 
'acts  which  are  found  or  conceded  to  exist: 

1.  Huson  was  the  first  to  conceive  the  invention. 

2.  Yates  has  never  reduced  the  invention  to  actual  practice;  but  his 
kpx)lication  for  patent  must  be  taken  as  the  legal  equivalent  thereof. 

3.  Huson  at  the  time  of  Yates's  conception  was  using  reasonable  dil- 
gence  in  adapting  and  perfecting  the  invention  which  resulted  in  the 
instruction  and  successful  operation  of  a  press  worked  by  his  move- 
nent.  Success  achieved,  he  filed  his  application  nine  days  after  the 
)atent  had  been  issued  to  Yates. 

Third.  The  general  question  to  be  deci<led  is  thus  submitted  by  the 
kppellant : 

Huson,  having  failed  to  reduce  his  conception  to  practice  until  after  Yates  had  filed 
lis  application  for  patent  fully  illustrating  and  describing  an  operative  embodimeut 
if  the  invention,  can  he  now  prevail  as  against  Yates  and  defeat  the  patent  of  the 
atterf 

His  contention  hereunder  embraces  three  propositions  that  may  be 
tated  as  follows: 

1.  Huson  cannot  prevail  in  this  contest  unless  able  to  establish  facts 
ufiicient  to  defeat  the  patent  of  Yates  in  an  action  for  infringement 
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2.  To  defeat  the  patent  the  invention  of  Huson  must  have  preceded 
that  of  the  patentee — 

in  the  sense  that  it  was  embraced  in  such  practioal  form  as  demonstrated  its  open- 
tiveness  prior  to  its  redaction  to  practice  by  the  patentee. 

3.  To  avail  himself  of  the  appropriate  ground  of  defense  provided  in 
actions  of  infringement,  Huson  must  show  that  Yates  has  ^^  unjustly 
and  craftily,  covertly  or  by  stealth  "  obtained  a  patent  for  that  which 
was  known  by  him  to  have  been  the  inventive  conception  of  Huson. 
The  ground  of  defense  here  referred  to  is  the  second  in  the  order  named 
in  the  statute  and  is — 

that  he  had  snrreptitioasly,  or  unjustly,  obtained  the  patent  for  that  which  was  in 
fact  invented  by  another  who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same.    (R.  S.,  sec.  4920.) 

The  first  of  the  foregoing  propositions  is  conceded.  The  second  may 
be  treated,  in  so  far  as  this  case  is  concerned,  as  embraced  in  the  third, 
which  is  the  one  ui>on  which  the  decision  must  turn. 

Before  proceeding  to  the  consideration  of  the  important  question 
involved  in  that  proposition  it  is  proi>er  to  allude  to  another  point  that 
has  been  made  in  the  case.  An  attempt  was  made  to  show  that  Yates 
was  not  an  inventor  at  all,  but  that  he  had  obtained  his  knowledge  from 
AIL  inspection  of  the  model  made  by  Huson  and  an  explanation  of  the 
same  by  him.  Laying  aside  the  direct  testimony  of  the  parties,  there 
is  some  evidence  tending  to  sustain  the  charge;  but  found  as  it  is  in 
depositions  taken  without  strict  regard  to  the  rules  of  evidence  it  is  not 
of  that  conclusive  character  which  would  compel  us  to  find  that  Yates 
had  in  fact  appropriated  the  conception  of  Huson. 

Beturning  now  to  the  main  question,  we  are  constrained  to  say  that, 
notwithstanding  the  very  able  and  ingenious  argument  in  support  of 
appellant's  contention,  we  have  not  been  convinced  of  its  soundness. 

In  the  first  place,  the  construction  claimed  for  the  second  notice  of 
defense  in  section  4920  would  have  the  effect  to  crowd  the  Patent  Office 
with  applications  for  x)atents  for  hasty,  crude,  and  incomplete  inven- 
tions, whereas  the  general  policy  of  the  law  is  or  would  seem  to  be,  while 
iiequiring  diligence  in  adapting  and  perfecting  inventions  on  the  part 
of  those  who  wait  and  work  to  that  end,  to  at  the  same  time  encourage 
those  efforts  to  such  a  degree  as  that  their  merits  and  value  might  be 
practically  tested  before  application  for  patent.    {Agaicam  Go,  v.  Jordan, 
7  WaU.,  683, 607 ;  Hubel  v.  DicJc^  C.  D.,  1886,  362  j  36  O.  G.,  939 ;  28  Fed. 
Rep.,  132, 140;  Reed  v.  OutUr^  1  Story,  590, 600.) 

In  the  second  place,  the  argument  is  founded  on  the  word  "  surrep- 
titiously,^ taken  in  its  usual  signification,  and  completely  ignores  the 
alternative  word  "unjustly,"  that  follows  immediately  after. 

The  former  word  was  first  used  in  the  fifth  section  of  the  act  of  1790, 
which  provides  a  way  to  repeal  patents  "obtained  surreptitiously  or 
upon  false  suggestion,"  (1  U.  8.  Stats.,  Ill,)  and  this  was  repeated  in 
the  tenth  section  of  the  act  of  1793.    {Id.,  p.  323.)    Section  6  of  the 
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last-uamed  act  defines  certain  defenses  in  actions  for  infringemeut  of 
Bfhich  notice  must  be  given  substantially  as  follows :  tliat  the  descrip- 
tion of  the  patentee  was  deceptively  made;  that  it  was  not  originally 
liscoyered  by  the  patentee,  but  had  been  in  use  or  described  in  some 
public  work  anterior  to  the  supposed  discovery  of  the  patentee^  or 
that — 

ti^had  aarreptitioasly  obtained  a  patent  for  the  discovery  of  another  person. 

The  act  of  1836  (5  U.  S.  Stats.,  117, 123)  changed  this  last  into  what 
is  now  the  second  notice  of  defense  in  section  4920,  Revised  Statutes, 
that  reads  as  follows : 

That  he  had  sarreptitiously  or  unjnstly  obtained  the  patent  for  that  which  was  in 
fact  invented  by  another  who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same. 

A  learned  author's  view  of  the  history  of  this  transposition  of  the 
word  "surreptitiously''  is  that  the  word  has  thereby — 

lost  its  former  significance  and  become  the  equivalent  of  ui^nstly,  (3  Rob.  on  Pats., 
lec.  960,  note  1)— 

because — 

DO  fraud  or  deceit  is  necessary  to  render  void  a  patent  obtained  by  a  later  true 
inventor  when  the  first  inventor  is  complying  with  obligation  of  diligence  imposed 
apon  him  by  the  law. 

Whether  that  view  of  the  change  wrought  in  the  meaning  of  the 
word  "surreptitiously"  be  correct  or  not,  it  seems  clear  to  us  that  in 
the  careful  recasting  of  the  notices  of  defense  the  word  "unjustly"  was 
not  added  carelessly  or  without  a  special  purpose. 

The  words  are  not  synonymous,  and  though  "unjustly"  may  include 
the  idea  of  a  thing  done  fraudulently  and  secretly  as  well,  its  ordinary 
meaning  is,  contrary  to  justice  or  that  which  is  right.  If  Yates  had 
stolen  the  invention,  or  any  material  and  substantial  part  thereof,  from 
Hoson,  the  latter  would  be  fully  protected  under  the  terms  of  the  fourth 
notice  of  defense. 

Now,  assuming  that  Huson,  being  the  first  inventor,  had  prosecuted 
with  diligence  and  had  also  filed  his  application  before  Yates's  patent 
issued,  it  is  too  plain  for  argument  that  an  interference  declared 
between  applications  must  have  been  decided  in  Huson's  favor.  The 
patent  having  issued,  however,  before  Huson  made  application,  is  the 
situation  so  completely  changed  that  Huson  must  lose  his  just  right 
unless  he  can  show  that  Yates,  knowing  he  was  the  first  inventor  and 
that  he  intended  as  soon  as  his  invention  might  be  perfected  to  apply 
for  a  patent,  stole  into  the  Patent  Office,  and,  by  actual  fraud,  obtained 
that  to  which  he  knew  he  had  no  just  claim  T  We  think  not  Assum- 
ing that  Yates  was  a  true  independent  inventor,  utterly  ignorant  of 
HuBon's  prior  conception  and  diligent  efforts  to  reduce  to  actual  prac- 
tice, he  had  the  right  to  file  his  application  without  having  tested  the 
practicability  of  his  invention  or  in  any  way  reduced  it  to  practice  and 
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secute  the  same  to  the  issue  of  patent,  and  it  could  not  be  said 
c  had  obtained  the  same  surreptitiously  or  by  unfair  practices; 
does  not  follow  as  a  necessary  consequence  that  he  can  retain  an 
bage  so  obtained  when  it  is  made  to  appear  intrinsically  unjust 
*mit  him  to  do  so  would,  in  our  opinion,  violate  the  spirit  of  the 
T,  as  we  have  said  before,  the  law  tolerates  at  least,  if  it  does 
courage,  delay  on  the  part  of  inventors  in  order  that  they  m^y 
b  their  inventions  and  obtain  reasonable  evidence  of  their  merits, 
at  is  required  is  that  they  shall  prosecute  their  labors  with  rea- 
e  diligence,  and  that  diligence  is  a  matter  to  be  determined  by 
»ecial  circumstances  of  the  particular  case.  If,  then,  the  law 
«  an  inventor  to  adapt  and  perfect  his  invention  before  applying 
[)atent,  and  while  he  was  using  reasonable  diligence  in  so  doing 
T  and  subsequent  inventor  hurried  into  the  OflSce  without  hav- 
kde  a  model,  much  less  a  machine  capable  of  work,  and  thereby, 
gh  without  fraudulent  intent,  obtained  the  patent,  would  it  not 
heless  have  been — 

f  obtained  for  that  which  was  in  fact  invented  by  another  who  waa  using 
ble  diligence  in  adapting  and  perfecting  the  samef 

think  so,  clearly,  and  must  therefore  so  hold, 
conclusion  at  which  we  have  arrived  is  in  accord  with  what  we 
itaud  to  be  the  doctrine  deducible  from  a  number  of  decisions, 
iS  the  support  of  learned  ^vriters  on  the  patent  law.  {Reed  v. 
,  1  Story,  690,  600;  White  v.  Allen,  2  Fish.,  440,  446;  Hubel  v. 
D.  D.,  1886,  362;  36  O.  G.,  939;  28  Fed.  Rep.,  132,  139;  Oox  v. 
f,  1  Biss.,  362;  Ellithorpe  v.  RoherUonj  4  Blatchf.,  307,  310;  Curt 
bs.,  sees.  396,  397;  3  Rob.  on  Pats.,  sees.  960  and  995.) 
rth.  It  remains  now  to  consider  the  last  question  to  be  decided, 
have  already  said,  and  it  is  unnecessary  to  review  the  evidence 
ding  the  conclusion,  that  at  the  date  of  Yates's  conception  Huson 
id  for  sometime  had  been  using  reasonable  diligence  in  adapting 
)rfecting  the  invention.  This  was  continued  to  actual  reduction 
stice,  manufacture,  and  sale  of  a  press  worked  by  the  movement, 
ilminated  in  the  application  for  patent  upon  which  this  interfer- 
as  been  declared. 

J  now  claimed  that  Huson  conceived  the  invention  in  18S3,  and 
fcfter  eight  years  of  inactivity,  took  it  up  again  in  April,  1891,  and 
^hich  time  his  diligence  dates.  Upon  this  it  is  contended  that  the 
ice  contemplated  by  the  statute  must  begin  with  the  original 
)tion  and  continue  until  reduction  to  practice,  actual  or  construe- 
,nd  that  its  continuity  once  broken  and  subsequent  renewal  is  of 
kil,  although  it  may  clearly  precede  the  date  of  the  rival  cl^m- 
conception. 

lere  vague  or  general  idea  of  a  device  or  mechanism  to  supply  a 
le  want  or  of  a  desirable  improvement  in  an  existing  machine  is 
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not  inTontion.  The  idea  must  be  developed  until  the  mental  process 
shall  have  been  completed  and  brought  to  the  point  where  reduction  to 
practice  can  begin.    (1  Eob.  on  Pats.,  sec.  376,  et  seq.) 

Tested  by  this  general  rule,  it  might  well  be  held  that  Huson  did  not 
conceive  the  invention  in  conti'oversy  until  April,  1891.  The  only  evi- 
dence tending  to  establish  the  earlier  date  is  found  in  his  preliminnry 
statement  that  he  says  he  conceived  the  invention  in  1883,  made  a  rough 
sketch,  and  explained  it  to  others.  Testifying,  he  said  that  having  seen 
a  sketch  of  a  patent  to  one  Larkin  he  made  a  rough  sketch  of  his  inven- 
tion on  a  common  pad,  which,  after  being  shown  to  two  fellow  work- 
men, was  thrown  into  the  waste-basket;  that  he  recently  inquired  of 
those  men  and  found  they  had  entirely  forgotten  the  occurrence,  and 
that  nothing  more  was  done  until  April,  1891,  when  he  made  a  sketch 
embodying  his  idea,  with  some  departure  from  the  first  one.  About  that 
time  the  necessity  for  an  improvement  in  the  speed  of  printing-presses 
had  become  an  urgent  one  to  the  manufacturers  by  whom  he  was 
employed. 

If  Huson  had  to  rely  upon  that  evidence  to  antedate  the  conception 
of  Yates,  it  would  clearly  be  insufficient;  but  treating  his  preliminary 
statement  as  representing  his  pleading  in  the  case,  which  in  a  certain 
sense  it  is,  and  taking  the  allegation  of  conception  therein  broadly 
made  as  true  it  becomes  necessary  to  determine  whether  he  must  lose 
his  right  to  the  invention  because  of  his  evident  lack  of  diligence 
between  1883  and  1891. 

In  our  opinion  all  that  is  necessary  in  the  case  of  the  prior  inventor 
is  that  he  shall  have  begun  and  prosecuted  with  diligence  the  work  of 
adapting  and  perfecting  his  invention  before  the  date  of  his  rival's 
conception. 

The  words  of  the  law  '*was  using  reasonable  diligence"  refer  to  the 
very  time  of  the  second  conception.  To  show  that  his  diligence  only 
began  with  that  date  would  not  be  sufficient;  but  we  see  no  good 
reason  why  he  should  be  compelled  to  extend  it  back  to  the  date  of  his 
original  conception  unless  he  desires  for  other  jiurposes  to  connect 
himself  therewith. 

While  it  is  to  the  interest  of  the  public  and  in  accordance  with  the 
general  policy  of  the  patent  law  that  inventions  should  be  developed 
and  brought  into  use  with  reasonable  speed,  we  cannot  think  that  the 
law  contemplates  the  forfeiture  of  the  inchoate  right  of  property  which 
it  recognizes  in  a  person  who  may  have  conceived  an  invention  simply 
because  he  has  not  been  diligent  to  reduce  it  to  practice.  The  just 
and,  as  we  think,  sole  penalty  that  he  must  pay  for  his  inactivity  is 
the  loss  of  his  inchoate  right  in  favor  of  a  subsequent  and  bona  fide 
inventor  who,  having  entered  the  unoccupied  field,  shall  have  reduced 
his  conception  to  practice. 

One  may  have  a  conception  of  what  may  prove  to  be  a  useful  and 
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valuable  iuventioii  and  yet  fail  to  follow  it  np  from  want  of  time  or 
means  or  because  unconscious  of  the  importance  of  the  discovery  and 
of  its  probable  commercial  value  then  or  in  the  future.  Subsequently 
time  and  means  may  be  at  his  disposal  and  with  favorable  opportunity 
bring  the  idea  into  mind  again^  and  through  advances  in  the  art  and 
changed  conditions  generally  the  utility  and  commercial  value  of  the 
invention  may  suddenly  be  revealed  to  him.  If  he  then  begins  and 
continues  with  reasonable  diligence  to  adapt  and  i)erfect  his  invention, 
we  can  see  no  sound  or  just  reason  why  he  should  not  be  permitted  to 
rest  his  claim  of  diligence  upon  the  date  of  his  own  second  conception, 
so  to  speak,  in  a  contest  with  another  who,  stimulated  by  the  same 
suddenly  apparent  promise  of  profit,  has  since  conceived  the  same 
invention. 

This  view  has  apparently  prevailed  for  some  years  in  the  practice  of 
the  Patent  Office  and  was  asserted  in  the  opinion  of  the  Commissioner 
in  this  case.  In  the  case  of  Christie  v.  Seybold  (0.  D.,  1891, 18 ;  54  O.  G., 
957, 962)  Mr.  Commissioner  Mitchell,  after  an  exhaustive  review  of  the 
decisions  of  the  courts  and  of  former  Commissioners,  sums  up  his  con- 
clusions as  follows: 

A  reyiew  of  all  the  cases  in  conneotion  with  the  langaage  of  the  statute  satisfies 
me  that  if  the  first  person  to  conceive  would  prevail  over  his  rival,  who  has  first 
reduced  the  invention  to  practice,  he  must  show  that  he  was  using  reaaonable  dili- 
gence in  adapting  and  perfecting  the  invention  when  his  competitor  entered  the 
field.  He  must  show  that  his  diligence  antedates  the  inceptive  invention  of  bis 
rival  if  he  would  prevail  over  him,  and  he  must  show  that  his  diligence  extends 
back  to  his  own  conception  if  ho  would  carry  his  invention  back  to  the  date  of  that 
conception.  Cases  exist  where  the  first  person  to  conceive  is  not  entitled  to  be 
accredited  with  diligence  extending  back  to  his  actual  date  of  conception.  In  such 
cases  it  is  probably  only  material  to  inquire  whether  the  diligence  which  the  statute 
calls  for  antedates  the  inceptive  invention  of  the  person  first  to  reduce  to  practice. 
But  it  is  material  and  necessary  that  the  diligence  antedate  the  independent  con- 
ception of  the  rival  inventor  as  otherwise  no  injustice  would  be  done  by  recognizing 
the  case  as  coming  within  the  general  rule  that  the  first  to  reduce  to  practice  is  the 
first  inventor. 

In  the  same  case^  coming  before  the  Court  of  Appeals  of  the  Sixth 
Circuit  on  a  bill  in  equity  to  compel  the  issuance  of  a  patent  under 
section  4915,  Eevised  Statutes,  the  opinion  of  the  Commissioner  was 
referred  to  with  general  approval,  although  this  question,  it  must  be 
admitted,  was  not  involved.  {Christie  v.  Seybold^  C.  D.,  1893,  515;  64 
O.  G.,  1650;  55  Fed.  Rep.,  69,  76.) 

Without  further  discussion,  our  conclusion  is  that  there  is  no  error 
in  the  proceedings  and  that  the  decision  appealed  from  must  be 
affirmed. 

It  is  so  ordered,  and  the  proceedings  here  will  be  certified  to  the 
Commissioner  of  Patents,  as  required  by  law. 
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[Court  of  Appeals  of  the  District  of  ColumbiA.] 

La  Flare  v.  Chase. 

Decided  February  17, 1896. 
74  O.  G.,  1735. 

1.  Intkrfkrence — Patentee  and  Applicant— Priority. 

Chase  having  failed  to  prove  couception  and  redaction  to  practice,  although 
he  has  a  patent  granted  prior  to  La  Flare's  filing  date,  cannot  prevail  over 
La  Flare,  who  conceived  and  reduced  to  practice  prior  to  the  filing  of  Chase's 
application. 

2.  Same— Conception— Abandonment. 

If  Chase  had  the  germ  of  the  idea  in  1883  and  did  not  reduce  to  practice  until 
1891  and  did  nothing  daring  the  intervening  years,  Reld  that  the  idea  had  been 
forgotten  and  abandoned. 

Messrs.  Mundayy  Evarts  cC?  AdcocJc  for  the  appellant. 
Messrs.  Raymond  &  Omohundro  for  the  appellee. 

Morris,  J.; 

This  is  an  appeal  from  the  decision  of  the  Oommissioner  of  Patents 
in  a  case  of  interference.    (O.  D.,  1895,  32;  72  O.  G.,  741.) 

The  issue  of  invention,  which  constitutes  the  subject-matter  of  inter- 
ference, is  the  following : 

The  packing  for  a  door,  consisting  of  a  rigid  strip  faced  with  yielding  material, 
springs  at  the  back  of  said  strip,  said  strip  and  springs  being  located  in  a  recess  at 
the  meeting  edge  of  the  door  and  jamb,  and  a  strip  of  canvas  or  like  flexible  mate- 
rial covering  over  said  recess. 

With  reference  to  the  character  and  purpose  of  the  invention  and 
the  situation  of  the  contestants  we  copy  from  the  opinion  of  the  Com- 
missioner the  following  clear,  terse,  and  accurate  statement: 

The  inference  is  between  an  application  and  a  patent.  The  invention  is  a  spring- 
packing  to  be  nsed  on  a  door  or  jamb  of  a  refrigorator-car  for  the  purpose  of  closely 
packing  the  joints.  Prior  to  the  making  of  this  invention  refrigerator-car  doors 
were  packed  with  felt  or  the  like  material ;  but  owing  to  th^  alternations  of  damp- 
ness and  dryness,  on  the  one  hand,  they  became  so  swollen  that  it  was  difficult  to 
open  them  without  the  usu  of  crow-bars  or  sledges,  and  frequently  the  packing 
would  become  so  compressed  by  the  swelling  of  the  door  as  to  entirely  lose  its  elas- 
ticity. On  the  other  hand,  the  doors  became  so  shrunken  as  to  leave  cracks  in  the 
joints  of  the  doors  or  jambs,  through  which  would  readily  pass  strong  currents  of 
air,  to  which  the  cars  were  subject  while  in  transit.  To  remedy  these  defects  in  the 
old  construction  of  refrigerator-car  doors  this  invention  was  made. 

At  the  time  the  invention  was  reduced  to  practice  both  parties  to  this  interference 
were  employed  by  the  Chicago,  Boston  and  Liverpool  Company  at  Elsdon,  111.,  Chase 
as  superintendent  and  La  Flare  as  general  foreman.  This  company  was  engaged  in 
repairing  and  reconstructing  old  refrigerator-cars  and  building  new  ones.  Chase  came 
to  Elsdon  iu  the  employ  of  the  company  in  March,  1891.  La  Flare  was  in  the  employ 
of  the  company  several  years  prior  to  this,  first  as  engineer,  then  as  foreman  of  the 
wood-shop,  and  finally  as  general  foreman.  Wells  and  Patch,  witnesses  for  La  Flare, 
are  also  employes  of  the  company,  the  former  as  foreman  of  the  wood  shop  and  the 
other  as  repairer.  These  positions  they  held  at  the  time  the  invention  was  put  into 
practice. 
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Chase  claims  to  have  conceived  the  invention  in  Jane  of  1883,  to 
have  explained  it  to  others  in  the  same  month  and  year,  and  to  have 
reduced  it  to  practice  in  the  month  of  May  of  1891  in  the  shops  of  the 
company  which  employed  them,  at  Elsdon,  in  the  city  of  Chicago.  He 
applied  for  a  patent  on  April  30, 1892,  and  the  patent  was  issued  to 
him  on  August  2,  1892. 

La  Flare  claims  to  have  conceived  the  invention  in  February  of  1890, 
to  have  made  a  drawing  of  his  invention  and  explained  it  to  others  in 
September  of  1890,  and  to  have  reduced  it  to  practice  in  the  months  of 
July  and  August  of  1891  in  the  same  shops  in  which  Chase  claims  to 
have  reduced  the  invention  to  practice,  the  act  of  reduction  referred 
to  by  both  parties  being,  in  fact,  the  same  act. 

Upon  the  testimony  in  the  case  the  Examiner  of  Interferences 
adjudged  the  priority  of  invention  to  belong  to  La  Flare,  and  his  deci- 
sion was  affirmed  by  the  Board  of  £xaminers4n-Chief ;  but  upon  appeal 
to  the  Commissioner  of  Patents  the  decision  of  the  Examiner  and  of 
the  Board  of  Examiners-in-Chief  was  reversed  and  priority  of  inven- 
tion was  awarded  to  Chase.  From  the  decision  of  the  Commissioner 
La  Flare  has  appealed  to  this  court. 

Inasmuch  as  Chase,  the  appellee,  has  a  patent  for  the  invention,  in 
accordance  with  the  well-established  rules  of  law  in  such  cases  it 
undoubtedly  gives  him  prima  facie  right  and  title  and  imposes  upon  the 
appellant  the  burden  of  showing  beyond  a  reasonable  doubt  that  he, 
the  appellant,  and  not  the  appellee,  is  justly  to  be  regarded  as  the  true 
original  and  first  inventor,  and  this  would  seem  to  be  a  rather  difficalt 
position  for  the  appellant,  since  the  tribunals  of  the  Patent  Office  are 
at  variance  upon  the  subject,  two  having  sustained  the  appellant  and 
one  the  appellee,  and  it  might  well  be  inferred,  therefore,  that  the  ques- 
tion of  priority  was  not  free  from  reasonable  doubt,  and  consequently 
that  the  appellee  could  be  left  in  the  undisturbed  possession  of  the 
patent  which  he  had  procured^  but  the  force  of  this  position,  as  will 
be  apparent,  must  be  greatly  modified  in  this  case  by  the  peculiar 
circumstauces. 

Prima  facie  the  rival  claims  of  the  parties  would  seem  to  show  a  case 
of  two  independent  inventors  proceeding  upon  the  same  lines  toward 
the  realization  of  the  same  idea  occurring  to  them  separately  without 
knowledge  of  each  other  or  any  connection  between  them,  wherem, 
however,  the  appellee.  Chase,  would  appear  to  b^  in  all  respects  prior 
to  his  opponent  in  point  of  time;  but  the  testimony  discloses  a  differ- 
ent and  more  complex  situation.  The  parties,  for  a  time  at  least,  were 
not  without  knowledge  of  each  other.  On  the  contrary,  they  were 
brought  into  close  relation  with  each  other  during  the  year  in  which  the 
invention  is  stated  by  both  to  have  been  reduced  to  practice.  They 
were  both  in  the  employment  of  the  same  company  and  in  communica- 
tion with  each  other  with  regard  to  the  subject-matter  of  the  invention, 
and  there  was  cooperation  by  both  in  the  acts  which  are  claimed  by 
each  to  be  the  reduction  of  the  idea  to  practice. 
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The  claim  of  Chase  is  that  he  conceived  the  idea  of  the  iiiyention 
about  June  1, 1883,  in  the  city  of  Boston,  where  he  was  then  residing, 
induced  thereto  by  the  fact  that  at  the  time  his  house-refrigerator  was 
worn  out  and  needed  repair  and  that  one  day,  as  he  was  standing  in 
the  street,  he  noticed  a  refrigerator  on  the  sidewalk  which  excited  his 
curiosity  and  set  him  to  thinking.  The  idea  then  occurred  to  him,  as  he 
states,  to  put  a  packing  around  the  door  of  the  refrigerator  and  on  the 
face  of  the  packing  a  cover  with  a  spring  and  soft  cushion  that  would 
insure  a  close  contact.  He  says  that  on  June  19, 1883,  he  explained 
his  idea  to  a  plumber,  one  John  O.  Kelson,  whom  he  had  employed 
to  make  a  new  tank  for  his  worn-out  refrigerator,  and  that  the  expla- 
nation was  made  with  the  aid  of  a  sketch  drawn  on  the  back  of  a  bill 
which  the  plumber  had  presented  for  the  work  done  by  him  on  the 
refrigerator.  The  date  of  the  sketch  he  fixes  by  the  date  of  the  bill; 
otherwise  the  sketch  was  without  date.  He  did  not,  however,  embody 
the  idea  in  his  refrigerator,  and  it  is  not  apparent  why  he  explained 
the  idea  at  that  time  to  the  plumber,  for  it  does  not  seem  that  it  was 
then  sought  to  make  any  use  whatever  of  it.  In  fact,  it  does  not 
appear  that  the  appellant  ever  thought  of  his  idea  again,  if  he  ever 
had  it,  until  after  he  went  to  Elsdon  and  entered  the  service  of  the 
Chicago,  Boston,  and  Liverpool  Company,  as  superintendent,  on  or 
about  March  1, 1891. 

The  sketch  was  thrown  aside  and  apparently  forgotten,  and  Chase 
did  not  find  it  again  until  December  of  1893,  a  few  days  after  the  receipt 
by  him  of  the  notice  of  contest  in  this  case  and  upward  of  ten  years 
after  it  had  been  thrown  aside.  He  then  discovered  it  in  his  house  in 
Boston,  where  it  had  remained  during  all  these  years. 

Of  this  sketch  Chase  and  the  plumber,  !N"elson,  were  the  only  wit- 
nesses. The  latter,  although  he  had  never  seen  it  again  from  the  day 
on  wliich  it  was  first  exhibited  to  him  by  Chase  at  the  house  of  the 
appellant  in  Boston  on  June  19, 1883,  until  the  day  before  he  was 
called  to  give  his  testimony  in  regard  to  it  at  Chicago,  (April  7, 1894,) 
and  had  no  interest  whatever  in  it  or  in  the  subject-matter,  did  not 
hesitate  to  testify,  with  a  truly  marvelous  and  most  astonishing  mem- 
ory to  a  recollection  of  its  most  minute  details. 

It  was  the  business  of  the  Chicago,  Boston,  and  Liverpool  Company 
to  construct  and  repair  refrigerator-cars;  and  Chase  states  that  after 
his  entrance  into  the  service  of  that  company  his  idea  recurred  to  him 
and  he  recollected  the  sketch  that  he  had  made,  although  he  did  not 
then  remember  that  the  sketch  was  in  existence.  There  was  no  devel- 
opment, however,  of  the  idea  until  July  2, 1891,  when,  as  the  appellee 
says,  having  made  a  sketch  of  the  change  in  the  construction  of  a  car- 
door  and  door-jamb  which  he  desired  to  be  made  in  order  to  carry  into 
effect  the  idea  of  a  spring-packing  as  it  had  occurred  to  him  in  connec- 
tion with  his  house-refrigerator  in  Boston^  he  took  this  new  sketch  to 
La  Flare,  whom  he  found  at  the  time  with  Wells  in  the  office  of  the 
latter,  and  there  he  explained  to  both  of  them  what  he  desired  to  be 
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done.  Chase's  accouut  of  this  interview,  which  differs  very  materially 
from  that  given  by  La  Flare  and  Wells,  is  as  follows : 

After  exph^ining  the  idea,  Mr.  Wells,  who  was  staDcLing  at  my  left,  tamed  to  Mr. 
La  Flare,  who  was  standing  at  my  right,  and  said:  ''He  has  got  onto  our  spring- 
packing.''  They  then  told  me  that  the  idea  was  not  a  new  one  to  them;  they  had 
thought  of  it  before  and  had  tried  to  have  Mr.  Whitehoose,  when  he  was  superin- 
tendent of  the  company,  preceding  me,  pat  the  appliance  on.  We  discussed  the 
idea,  talking  over  the  question  of  the  springs,  among  other  parts,  with  the  idea  of 
their  presenting  to  me  any  objections  or  obstacles  that  might  occur  to  them  in  the 
operation.  Mr.  La  Flare's  idea  at  the  time  was  to  use  a  flat  spring  similar  to  the 
one  in  the  sketch  which  I  have  shown  of  my  first  conoeption  of  it,  instead  of  a  coil- 
spring,  which  I  wanted  used.  I  did  not  consent  to  this,  stating  that  it  would  be 
more  expensive  to  prepare  for  the  spring  by  cutting  a  groove  than  by  boring  a  hole 
for  a  coil-spring.  As  a  result  of  this  conversation,  I  told  them  to  go  ahead  and  pre- 
pare a  car  for  this  packing. 

Immediately  after  this  interview,  and  on  the  same  day,  Chase  left 
Elsdon  for  Boston,  where  his  home  and  family  still  were,  taking  urith 
him  the  sketch  which  he  states  he  had  shown  to  La  Flare  and  Walk 
The  history  of  this  sketch,  which  seems  to  be  of  considerable  impor- 
tance in  the  case,  is  that  it  was  prepared  by  Chase  a  short  time  before 
the  interview  of  July  2, 1891,  and  jyossibly  on  the  same  day;  that  Chase 
took  it  to  Boston  with  him  on  that  day  and  left  it  at  his  house  thercj 
that  although  he  was  in  Boston  on  two  other  occasions  between  this 
time  and  the  29th  of  August  he  seems  to  have  made  no  use  of  the 
sketch  there,  but  that  on  a  visit  to  Boston  between  August  29  and 
September  14  of  1891  he  used  it  with  a  mechanical  draftsman  of  that 
city  who  was  preparing  some  drawings  for  him,  and  that  he  then 
brought  it  back  with  him  to  Elsdon.    It  is  proper  here  to  say  that  La 
Flare  and  Wells  deny  very  emphatically  that  the  sketch  produced  in 
testimony  by  Chase  was  the  one  that  was  exhibited  by  him  to  them  on 
July  2, 1891. 

After  their  interview  with  Chase,  La  Flare  and  Wells  proceeded 
forthwith  to  fit  up  with  the  device  in  question  a  car,  IS^o.  7,501,  of 
the  ^National  Dispatch  Line  of  refrigerator-cars  then  in  the  shops  of  the 
company,  and  the  device  proved  a  success.  This  was  in  July  and 
August,  1891,  and  was  confessedly  the  first  reduction  to  practice  by 
any  one.  Subsequently  numerous  other  cars  were  fitted  up  with  the 
appliance. 

This  is  the  account  of  the  transaction  given  by  Chase  in  his  testi- 
mony. It  does  not  conform  to  his  preliminary  statement  filed  in  the 
Patent  Office  upon  the  declaration  of  the  interference.  In  this  pre- 
liminary statement,  even  as  amended — for  he  had  occasion  to  amend 
it — ^he  swore — 

that  on  or  abont  May  1, 1891,  he  commenced  the  constraction  of  foil-sized  working 
refrigerator  apparatus  embodying  said  invention,  and  that  during  the  month  of 
May,  1891,  and  at  various  times  thereafter,  the  said  invention  was  embodied  in  fall- 
sized  working  refrigerator  apparatuH,- and  the  said  invention  was  successfully 
operated  during  the  month  of  May,  1891,  and  thereafter,  in  the  city  of  Chicago,  $aA 
elsewhere. 
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When  upon  CFoss-examinatlon  his  attention  was  directed  to  the 
inconsistency  between  this  amended  preliminary  statement  and  his 
testimony  to  the  effect  that  there  was  no  attempt  to  reduce  the  inven- 
tion to  practice  before  July  2, 1891,  his  explanation  was  wholly  unsatis- 
factory, and  the  inconsistency  between  his  statement  and  his  testimony 
remains  unexplained. 

On  April  30, 1892,  Chase  applied  for  a  patent  for  the  invention,  and 
obtained  it  on  August  2, 1892.  La  Flare  knew  nothing  of  his  applica- 
tion or  of  the  issue  of  the  patent  until  the  lapse  of  two  months  there- 
after. After  about  five  months  after  he  had  become  acquainted  with 
the  fact  that  a  patent  had  been  issued  to  Chase  he  made  the  application 
for  himself  out  of  which  these  proceedings  have  resulted. 

The  story  of  La  Flare,  which  is  corroborated  in  every  essential  par- 
ticular by  Wells,  his  associate  in  the  works,  and  by  three  other  appar- 
ently disinterested  witnesses,  is  to  this  effect :  He  says  that  he  conceived 
the  idea  of  the  invention  about  February  1,  1890;  that  about  Septem- 
ber 1, 1890,  he  explained  it  and  exhibited  drawings  of  the  device  to 
Wells  and  others,  and  that  it  was  reduced  to  practice  in  the  mouths  of 
July  and  August  of  1891.  He  says  that  in  May  or  June  of  1891  he 
explained  his  invention  to  Chase  and  showed  him  drawings  of  it,  which 
were  afterward  burned  with  some  rubbish;  that  he  had  previously, 
without  effect,  solicited  from  Whitehouse,  the  predecessor  of  Chase,  per- 
mission to  apply  the  idea;  that  upon  the  explanation  of  the  idea  to  him 
Chase  expressed  satisfaction,  but  said  little,  but  that  ultimately,  about 
the  beginning  of  July  of  1891,  he  obtained  permission  from  Chase  to 
test  the  idea  upon  a  car.  No.  7,501,  of  the  National  Dispatch  Line,  then 
in  the  shops  of  the  company  for  repair,  upon  which  it  was  applied  with 
success. 

La  Flare  and  Wells  differ  as  to  the  date  of  the  interview  between 
them  and  Chase,  which  the  latter  testifies  to  have  been  on  July  2, 1891, 
and  wherein  the  direction  or  permission  was  given  to  test  the  inven- 
tion. La  Flare  says  that  it  was  in  the  latter  part.  Wells  in  the  early 
part,  of  July,  1891 ;  but  their  account  of  what  happened  at  the  inter- 
view is  the  same  in  substance.  Both  testify  that  the  drawing  or  sketch 
exhibited  by  Chase  on  that  occasion  was  not  the  sketch  which  he  pro- 
duced in  evidence  as  having  then  been  executed  by  him,  but  was  merely 
a  sketch  for  a  lip-door;  that  after  they  had  talked  about  the  subject  of 
lip-doors  Chase  said  to  La  Flare,  "Now,  about  that  spring-packing;'' 
that  Wells  then  produced  a  sketch  which  he  had- made  of  La  Flare's 
idea,  with  the  remark  to  La  Flare  that  he  (La  Flare)  had  put  Chase 
onto  their  spring- packing;  that  the  subject  of  spring-packing  was  then 
fully  discussed,  and  that  Chase  finally  said: 

Go  ahead,  boys,  and  get  oat  a  set  of  doors,  and  I  will  look  at  them  when  I  get  back 
[from  BoetoD.] 

And  La  Flare  and  Wells  then  proceeded  to  apply  the  invention. 
There  was  also  testimony  to  show  that  Chase  had  spoken  of  the  inven- 
tion as  La  Flare's  idea,  as  well  as  testimony  in  contravention  of  this. 
H.  Doc.  354 19 
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We  feel  ourselves  constrained  wholly  to  discredit  the  story  of  the 
appellee,  Chase.  His  preliminary  statement,  which  should  have  been 
made  and  which  we  must  presume  was  made  with  due  care  and  delib- 
eration, is  undeniably  false  in  the  essential  statement  of  the  time  when 
his  alleged  invention  was  reduced  to  practice.  There  was  no  justifica- 
tion for  that  statement.  He  had  already  procured  his  patent  and  he 
should  have  known  the  true  data  upon  which  that  patent  was  based. 
He  had  in  his  possession  the  memoranda  upon  which  he  fixed  the  date 
of  the  interview  (July  2, 1891)  at  which,  as  he  claims,  he  communicated 
his  invention  to  La  Flare  and  Wells  and  directed  them  to  reduce  it  to 
practice,  and  with  the  knowledge  in  his  possession  to  be  derived  from 
those  memoranda,  if  he  did  not  have  it  otherwise,  it  was  recklessness 
or  worse  for  him  to  aver  under  oath  that  he  had  made  in  May  the  redac- 
tion to  practice  which  his  own  testimony  shows  conclusively  could  oot 
have  been  made  until  after  July  2.  If  we  were  to  apply  the  maxim 
faUnis  in  unofalsus  in  omnibttSj  we  might  stop  here  and  resolve  the  case 
at  once  against  the  appellee. 

But  there  is  another  remarkable  feature  of  this  case,  the  marvelons 
testimony  of  the  witness  Nelson,  who  is  able  after  the  lapse  of  eleven 
years  to  remember  the  minutest  details  of  the  drawing  or  casual  sketch 
of  a  matter  in  which  he  never  had  an  interest  of  any  kind  and  where 
there  does  not  appear  to  have  been  anything  to  excite  an  unusual  effort 
of  memory.  Such  phenomenal  recollection  of  details  as  he  manifests  is 
not  an  impossibility,  but  it  is  extremely  improbable,  and  in  the  absence 
of  explanation  of  some  kind  we  are  compelled  to  disregard  such 
testimony. 

If  the  appellee  had  in  the  year  1883  the  germ  of  the  idea  which  was 
reduced  to  practice  in  the  shops  at  Elsdon  in  1891,  and  there  is  some 
reason  to  question  whether  the  idea  was  the  same,  it  is  very  evident 
that  nothing  practical  came  of  it  during  the  intervening  years  and  that 
it  had  been  relegated  to  the  shadowy  realms  of  forgotten  thoughts. 
Was  the  idea  revived  again  at  Elsdon  T  There  is  no  proof  whatever 
that  it  was  revived,  if  at  all,  before  July  2, 1891,  and  the  proof  is  ample 
that  La  Flare  had  conceived  the  idea  long  before  that,  had  explained 
it  and  exhibited  designs  of  it  to  others,  and  had  solicited  permission  to 
put  his  idea  to  the  test  of  practical  experiment.  When  on  July  2, 1891, 
Chase  communicated  his  idea,  as  he  claims,  to  La  Flare  and  Wells,  he 
admits  that  they  were  familiar  with  it,  and  yet  he  had  not  disclosed  it 
to  them  or  to  any  one  else  at  Elsdon  or  to  any  mortal  man  other  than  his 
witness  Nelson  at  Boston  in  1883.  When  they  expressed  to  him  their 
familiarity  with  the  idea,  he  asked  no  question  and  sought  no  explana- 
tion, as  would  naturally  have  been  done  on  such  an  occasion.  His 
conduct  in  taking  away  the  sketch,  as  he  says  he  did,  to  his  house  in 
Boston  is  not  without  liability  to  suspicion.  If  the  idea  was  that  of 
Ohase  and  the  sketch  was  intended  to  be  the  guide  of  those  to  whom 
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e  gave  directions  for  its  redaction  to  practice,  it  should  bave  been  left 
I  the  shops  and  not  taken  away.  The  explanation  for  taking  it  to 
oston,  which  was,  as  it  is  claimed,  to  have  some  drawings  made  from 
;,  for  what  purpose  it  does  not  appear,  is  not  satisfactory.  If  it  was 
esigned  to  submit  it  to  a  draftsman,  it  is  not  explained  why  it  was 
ot  done  at  the  appellee's  first  visit  to  Boston  after  July  2,  1891.  The 
hole  course  of  the  appellee  with  regard  to  his  alleged  invention  is 
ecnliarly  open  to  suspicion,  while,  on  the  other  hand,  the  conduct  of 
le  appellant  seems  to  have  been  straightforward  throughout. 
We  think  that  the  testimony  fully  and  completely  establishes  the 
hct  that  if  the  appellee  conceived  the  idea  of  the  invention  in  contro- 
ersy  in  the  year  1883  it  was  abandoned  by  him  and  never  reduced  to 
ractice,  and  that  if  it  was  again  revived  by  him  in  1891,  which  we 
3gard  as  not  established  by  the  testimony,  he  had  been  anticipated  by 
le  prior  conception  of  the  appellant  in  1890  and  his  disclosure  of  it  to 
3veral  credible  witnesses.  In  our  opinion  the  testimony  is  ample  to 
[low  that  the  interview  of  July  2, 1891,  had  reference  to  the  idea  and 
ie  invention  of  La  Flare  and  that  the  reduction  to  practice  thereafter 
as  the  embodiment  of  La  Flare's  idea  and  should  be  held  to  inure  to 
is  benefit. 

We  must  conclude  that  there  was  error  in  the  decision  of  the  Com- 
lissiouer  of  Patents  in  this  case,  and  we  concur  with  the  conclusions 
rged  by  the  Examiner  of  Interferences  and  the  Board  of  Examiners- 
i-Chief  to  the  effect  that  the  applicant,  La  Flare,  is  entitled  to  priority 
f  invention.  We  shall  therefore  reverse  the  decision  and  direct  a  cer- 
Ificate  of  the  proceedings  in  this  court  and  of  this  decision  to  be  returned 
I)  the  Commissioner  of  Patents,  to  be  entered  of  record  in  the  Patent 
Office,  as  the  law  directs. 


[U.  S.  Cirouit  Court— DiBtriot  of  MMsaohaMttsJ 

OoDMAN  et  al.  V.  Amia. 

DeMed  November  14y  1895, 

74  O.  G.,  1738. 

Shurtleff — Atobiizer—Iivvalid. 

Claims  1  and  2  of  Letters  Patent  No.  447,064,  granted  February  24,  1891,  to 
Asahel  M.  Shnrtleff,  for  an  improvement  Jn  atomizers,  reviewed  in  connection 
with  the  prior  art  and  Held  not  to  cover  a  patentable  invention.* 

Invention — Analogous  Use. 

A  claim  that  an  older  device  was  not  designed  for  the  particular  use  to  which 
a  new  device  is  peculiarly  adapted  is  no  answer  to  the  fact  that  the  older  device 
would  perform  the  same  functions. 

Mr.  James  H.  Lange  for  the  complainants. 
Mr,  Arthur  v.  Briesen  for  the  defendant. 
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Aldbich,  J.: 

In  this  cause  the  complainants  stand  on  the  first  and  second  claims 
of  their  patent,  which  are: 

1.  In  an  atomizer,  a  vial  and  a  cap  or  stopper,  combined  with  a  nozzle  Becuied 
directly  to  said  cap  or  stopper  and  adapted  to  be  applied  in  the  nostrils  and  in  open 
commnnication  with  the  interior  of  said  vial,  a  liquid-tube  extending  down  into  the 
vial,  atomi zing-orifices  contained  within  said  nozzle,  and  an  air-tube  provided  with 
an  air-forcing  device,  all  constructed  and  arranged  to  operate  substantially  as 
described. 

2.  In  an  atomizer,  a  vial  and  cap  or  stopper  therefor  having  its  top  formed  with  a 
seat  for  the  nozzle,  combined  with  a  liquid  and  air  tube,  atomizing-orifices  in  said 
tubes,  and  a  nozzle  fittiug  said  seat,  substantially  as  described. 

The  device  which  the  complainants  say  amounts  to  patentable  inven- 
tion consists  in  securing  known  atomizing  parts  directly  to  a  cap  or 
cover  of  a  vial  and  adapting  the  whole  for  use  as  an  atomizer  for  throw- 
ing spray  into  the  nostrils. 

It  would  seem  that  the  functions  and  ideas  embodied  in  the  complain- 
ants' atomizer,  aside  from  the  rigid  attachment,  were  all  known  in  the 
prior  art,  and  especially  disclosed  in  the  German  patent  of  1886  known 
as  the  "Osterwald  patent"  and  the  American  patent  of  1881  knownas 
the  "  Heine  patent."  This  being  so,  the  combination  which  results  from 
securing  the  various  parts  directly  to  the  cap  or  cover  of  the  vial  was 
not,  under  the  doctrine  of  Consolidated  Elec.  Mfg.  Co.  v.  JSoltzer,  (CD., 
1895,  476;  72  O.  G.,  415;  67  Fed.  Rep.,  907,)  patentable  invention. 

The  claim  of  the  complainants  that  the  older  atomizers  were  not 
designed  for  the  particular  use  to  which  their  device  is  peculiarly  iidapted 
is  no  answer  (Potts  v.  Creager,  C.  D.,  1895, 143 ;  70  O.  G.,  495 ;  15:>  P.  S., 
697,  606)  to  the  fact  that  the  older  devices  would  perform  the  same 
functions.  This  doctrine  was  recently  applied  to  Wright  &  Coltmi  Vfirt- 
Cloth  Co.  Y.  Clinton  Wire-Cloth  Co.  by  the  Circuit  Court  of  Api^ealsfor 
this  circuit.     (0.  D.,  1895,  519;  72  O.  G.,  1046;  67  Fed.  Rep.,  790,  792.) 

It  follows,  therefore,  that  the  bill  must  be  dismissed,  with  costs,  and 
it  is  so  ordered. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

SHELLABEBGER  V.  SOMMEB  et  al. 

D*icided  February  3,  1896. 

74  O.  G.,  1897. 

1.  Interference — Shellaberger— Sommer— Wire  Fence — Priortfy. 

Shellaberger  having  prored  reduction  to  practice  in  the  spring  of  1888  is 
awarded  priority  of  invention  over  Sommer,  whose  earliest  conception  is  Sep- 
tember, 1888,  and  redaction  to  practice  1890. 

2.  Same— Failure  to  Produce  Sketches,  Etc. 

While  the  failure  to  produce  the  original  sketches,  specimens  of  the  device 
made,  or  the  machine  upon  which  it  was  made  is  always  the  subject  of  adverse 
criticism,  yet  it  may  be  so  explained  that  priority  may  be  awarded  to  the  party 
who  does  not  produce  such  evidence  to  show  reduction  to  practice. 
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Appeal  from  the  Commissioner  of  Patents. 

Messrs,  Offield^  Towle  &  Linthioum,  Messrs.  R.  8.  &  A.  P.  Lacy^  and 
Mr.  Charles  E.  Brock  for  the  appellant. 
Mr.  H.  H.  Bliss  and  Mr.  W.  V.  Tefft  for  the  appellees. 

AlvBY,  J. : 

This  is  an  appeal  brought  into  this  court  from  the  Patent  Offtce  from 
a  decision  of  the  Commissioner  of  Patents  made  upon  an  appeal  to  him 
in  a  case  of  interference.  (C.  D.,  1894,  74;  68  O.  G.,  633.)  The  inter- 
ference declared  was  between  the  claim  of  Shellaberger,  the  present 
appellant,  and  that  of  Peter  Sommer,  John  Sommer,  and  Peter  W. 
Sommer  as  to  the  priority  of  invention  of  a  certain  improvement  in  the 
make  and  structure  of  a  wire  fence. 

The  issue  of  interference  as  declared  is  as  follows: 

a  wire  strip  consisting  of  border* strands  and  a  parallel  intermediate  strand  or. 
strands  which  are  connected  by  interposed  zigzag  mesh-wires  at  their  angles  by 
coils  engaging  corresponding  coils  in  the  strands,  the  intersection  of  two  mesh-wires 
with  the  intermediate  strand  being  arranged  alternately  at  regalar  intervals. 

For  the  trial  of  this  issue  there  was  a  considerable  volume  of  evidence 
produced  and  several  exhibits  filed.  Upon  careful  examination  the 
Examiner  of  Interferences,  and,  on  appeal,  the  Examinersin-Chief, 
concluded  and  held  that  the  device  or  invention  in  controversy  was 
fully  shown  to  have  been  made  and  reduced  to  practice  by  Shellaberger, 
the  present  appellant,  in  the  spring  of  1888,  and  consequently  that  he 
was  entitled  to  priority  of  invention  over  the  Sommers,  the  present 
appellees,  whose  earliest  claim  of  conception  was  in  1889.  On  appeal 
to  the  Commissioner  of  Patents  in  person  these  concurrent  rulings  were 
reversed  upon  the  supposed  ground  that  there  was  a  failure  of  proof 
that  any  fence-strip  of  the  kind  in  question  was  made  earlier  than  that 
made  by  the  Sommers,  and  therefore  priority  of  invention  was  awarded 
to  them. 

The  question  involved  is  purely  one  of  fact,  and  it  largely  depends 
for  its  proper  solution  upon  the  credit  that  may  be  given  to  the  wit- 
nesses produced  on  the  part  of  Shellaberger.  The  testimony  of  those 
witnesses  was  not  deemed  credible  by  the  Commissioner  of  Patents, 
though  there  is  nothing  in  the  case  that  would  appear  to  be  sufficient 
in  any  direct  way  to  impeach  the  varacity  of  the  witnesses  testifying 
for  Shellaberger. 

The  application  of  Shellaberger  was  filed  in  the  Patent  Office  on  the 
14th  of  August,  1891,  and  that  of  Peter  Sommer,  John  Sommer,  and 
Peter  W.  Sommer  was  filed  April  24,  1890.  In  the  preliminary  state- 
ment of  Shellaberger  for  declaration  of  interference  it  is  alleged  that 
he,  Shellaberger — 

conceived  the  invention  set  forth  in  the  declaration  of  interference  on  or  ahout  the 
15th  of  Octoher,  1887;  that  on  or  about  the  1st  day  of  January,  1888,  he  made  draw- 
ings of  the  invention;  that  on  or  about  the  15th  of  January,  1888,  he  first  explained 
and  exhibited  the  invention  to  others,  and  that  he  made  a  model,  showing  such 
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invention,  on  or  abont  the  15t'i  of  Jannary,  1888;  that  on  or  about  the  15th  of  Jan 
nary,  1888,  he  commenced  a  series  of  experiments,  aided  by  mechanics  skilled  in  the 
construction  of  machinery,  with  a  view  to  the  erection  of  machinery  to  manufaoton 
the  strip  embodying  his  invention;  that  the  first  attempt  to  erect  sach  a  machine 
proved  nnsuccessfal,  and  that  he  continued  to  experiment  until  the  10th  of  Julj, 
1891,  when  he  commenced  the  erection  of  a  machine  which  proved  successful;  that 
on  or  about  the  15th  of  December,  1888,  he  reduced  his  invention  to  practice;  and 
that,  having  demonstrated  that  the  strip  embodying  the  invention  could  be  succem- 
fully  manufactured,  he  applied  for  a  patent  on  his  invention  of  the  date  aboTe 
mentioned. 

He  farther  states  that  since  December,  1891,  three  machines  have 
been  employed  in  the  manafactore  of  the  invention.  This  statement  is 
made  under  oath  by  Sbellaberger. 

As  was  properly  said  by  the  Examiner  of  Interferences,  the  issne  framed 
relates  solely  to  the  fence  itself  and  not  to  any  machine  for  making  it 
If  it  be  true  that  Sbellaberger  made  the  fence  described  in  the  issue  in 
1888,  it  is  quite  immaterial  how  he  made  it,  whether  by  hand-power  or 
by  a  machine;  and  if  he  and  his  witnesses  are  to  be  believed  there 
remains  no  reasonable  ground  for  doubt  that  he  did  make  such  fence 
at  that  time. 

In  the  preliminary  statement  of  the  Sommers,  made  under  oath,  it  is 
alleged — 

that  they  jointly  conceived  the  invention  set  forth  in  the  declaration  of  interfeience 
on  or  about  the  1st  day  of  September,  1888;  that  they  made  drawings  of  the  inven- 
tion on  or  about  October  15,  1889;  that  on  or  about  December  1, 1889,  theyfiret 
explained  the  invention  to  others ;  that  no  model  of  the  invention  in  issue  has  been 
made ;  that  they  reduced  to  practice,  or,  in  other  words,  made  the  fence  on  or  about 
March  20,  1890,  and  that  they  have  since  manufactured  the  fence  for  use  and  sale. 

It  would  appear,  therefore,  according  to  the  allegations  of  the  par- 
ties, that  Sbellaberger  was  the  first  to  conceive  the  invention  in  issue, 
the  first  to  make  a  drawing  and  to  make  an  explanation  of  the  inven- 
tion to  others,  while  the  Sommers  were  the  first  to  manufacture  the 
article  for  commercial  use  and  sale  and  the  first  to  apply  to  the  Patent 
Office  for  a  patent  for  the  invention,  and  but  for  the  claim  and  case 
made  by  Sbellaberger  there  could  be  no  doubt  of  the  right  of  the  Som- 
mers to  receive  a  patent  for  the  invention  in  Is^ue  upon  the  proof  fur- 
nished by  them ;  but  upon  this  issue  of  interference,  to  be  successful, 
they  must  overcome  the  evidence  produced  by  Sbellaberger  as  to 
priority  of  invention  and  reduction  to  practice. 

The  testimony  produced  on  the  part  of  Sbellaberger  appears  to  be  of 
such  circumstantial  nature  and  supported  by  so  many  unimpe-ached 
witnesses  that  it  is  difficult  to  question  its  truthfulness  and  reliability. 
Including  Sbellaberger  himself,  there  are  no  less  than  five  witnesses 
who  support  the  allegation  of  priority  of  invention  and  the  fact  of 
reduction  to  practice  by  Sbellaberger  before  conception  by  the  Som- 
mers. The  witnesses  who  prove  these  material  facts  are  Sbellaberger 
himself,  his  son,  Edward  Shellaberger,  Milligan,  Clarke,  and  Hall,  and 
they  all  lind  tlie  fullest  possible  means  of  knowledge  and  speak  in  the 
most  positive  and  unqualified  terms. 
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Shellaberger,  the  appellant,  in  his  own  testimony  states  the  circum- 
cnnist^iuces  of  the  invention  and  the  manner  in  which  it  was  reduced 
to  practice.    He  says — 

that  his  first  conception  of  the  fence  in  issue  was  sometime  in  October,  1887,  while 
traveling  in  Missonri ;  that  upon  his  return  to  Beaver  Falls,  in  January,  1888,  he 
made  sketches  embodying  his  idea,  and,  with  the  assistance  of  his  son,  made  samples 
by  hand;  that  he  then  requested  his  sou  to  get  up  an  attachment  for  a  machine 
already  built  by  him,  so  thathisnew  invention  could  be  manufactured  upon  it;  that 
in  March  or  April  the  machine  was  provided  with  the  proper  attachment,  and  some 
five  hundred  feet  of  fencing  made  upon  it;  that  this  amount  was  not  all  in  one  piece 
or  made  all  at  onetime;  that,  as  the  machine  did  not  work  satisfactorily,  a  good 
many  short  pieces  were  made ;  that  his  design  and  intent  at  that  time  was  not  to 
manufacture  for  the  market,  but  to  perfect  and  construct  a  machine  to  make  the 
itrip  in  snch  quantities  as  to  make  it  a  commercial  success. 

He  also  testifies  that,  in  the  spring  of  1888,  of  the  wire  made  by  him 
and  embraced  in  the  present  issue  there  was  a  piece  about  a  rod  and  a 
half  long  strung  upon  posts  in  the  yard  of  the  shops  of  the  Hartman 
Steel  Company,  where  he  was  employed,  in  order  to  test  it. 

Edward  Shellaberger,  the  son,  was  superintendent  of  the  fence 
department  in  the  works  of  the  Hartman  Steel  Company  in  the  early 
part  of  the  year  1888,  where  his  father  was  employed,  and  he  corrob- 
orates fully  the  testimony  of  his  father.    He  says : 

In  the  early  part  of  January,  1888,  immediately  after  my  father's  return  from  a 
western  trip,  he  caUed  my  attention  to  some  sketches  of  a  wire  fence  that  he  had 
conceived  while  on  his  visit.  About  the  same  time  or  a  few  days  after  he  twisted  np 
some  of  his  fencing  by  hand,  which  was  probably  the  middle  of  January,  1888,  and 
some  time  in  the  latter  part  of  January  or  fore  part  of  February  he  made  an  attach- 
ment for  him  to  weave  this  fencing  by  hand.  This  attachment  was  placed  on  the 
old  picket-machine,  and  I  think  was  ready  to  operate  some  time  in  February  or  the 
fore  part  of  March,  1888.  After  we  had  made  a  few  pieces  of  this  fencing  on  this 
attachment,  we  stretched  np  a  short  piece  on  the  posts  outside  of  the  factory  build- 
ing. We  built  a  machine  in  the  summer  of  1891  for  the  purpose  of  manufncturing 
this  fencing  for  the  market,  but  as  we  did  not  get  our  factory  built  until  the  spring 
of  1892,  there  was  none  of  this  fencing  manufactured  and  actually  sold  nntil  the 
spring  of  1892. 

And  this  testimony  of  both  father  and  son  is  fully  corroborated  by 
the  testimony  of  the  witness  Milligan,  who  was  also  employed  in  the 
Hartman  Steel  Works  at  the  time  of  the  invention  and  reduction  to 
practice  by  Shellaberger.    Milligan  in  his  testimony  says — 

that  from  November  25,  1886,  nntil  about  July  1,  1888,  he  was  in  the  employ  of  the 
Hartman  Steel  Company,  at  Beaver  Falls,  Pa.;  that  some  time  in  January,  1888, 
Shellaberger  showed  and  exhibited  to  him  in  the  fence  department  of  said  company, 
as  his  own  invention,  a  fence-strip  similar  in  construction  to  that  shown  in  a  piece 
of  fencing  offere<l  in  evidence  as  ''Shellaberger's  exhibit  strip  ;^'  that  in  March  or 
April  following  he  saw  a  strip  of  perhaps  a  rod  in  length  of  the  same  construction 
stretched  upon  posts,  just  outside  of  the  factory  building  of  the  Hartman  Company, 
for  the  purpose  of  testing  it,  &nd  that  it  remained  stretched  for  three  or  four  days. 

He  further  states — 

that  at  di£ferent  times  during  the  year  1888  he  made  strips  of  this  fencing,  and 
thinks  that  he  made  as  much  as  five  hundred  feet  of  it  altogether;  that  Shellaberger 
made,  perhaps,  as  much  more ;  but  what  became  of  it  he  is  nnable  to  teU ;  that  the 
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greater  part  made  was  capable  of  being  put  to  actual  practical  use  as  a  fteld-fanoe 
and  that  the  object  in  making  it  at  different  times  was  for  the  purpose,  as  he  believes, 
of  getting  the  strip  more  perfect;  that  what  he  made  was  constructed  on  a  machine 
which  Shellabergcr  brought  with  him  from  Ohio  when  he  came  to  Beaver  Falls,  it 
having  been  altered  and  improved  for  that  purpose. 

In  support  of  the  wituesses  whose  testimony  has  been  quoted  we 
have  the  evidence  of  Clarke  and  Hall,  who  give  positive  evidence  of 
facts  which,  if  believed,  establish  beyond  doubt  both  the  invention  by 
Shellabergcr  and  the  reduction  of  the  invention  to  practice  as  early  as 
February  or  March,  1888. 

The  whole  case  then  turns  upon  the  question  whether  these  five 
wituesses,  who  swear  to  positive  affirmative  facts,  are  entitled  to  credit 
and  should  be  believed  as  against  the  negative  evidence  produced  on 
the  part  of  the  Sommers,  tending,  it  may  be,  to  produce  doubt  as  to 
the  invention  of  Shellabergcr  and  the  reduction  of  the  invention  to 
practice  by  him.  We  discover  nothing  in  the  case  that  will  justify  this 
court  in  discrediting  these  witnesses  or  that  leads  to  the  conclusion  that 
they  have  conspired  to  fabricate  and  to  support  by  their  testimony  the 
case  of  Shellabergcr  as  against  that  alleged  by  the  Sommers.  The 
testimony  mostly  relied  upon  to  throw  doubt  upon  the  case  of  Shella- 
bergcr is  that  by  which  an  attempt  is  made  to  show  that  the  alleged 
invention  of  Shellabergcr  was  but  a  surreptitious  appropriation  of  the 
prior  invention  of  the  Sommers;  but  such  an  imputation  would  seem  to 
be  entirely  without  foundation  in  the  proof.  It  is  not  supported  by  any 
positive  proof  in  the  case  and  there  is  no  such  state  of  circumstances 
shown  as  would  justify  the  inference  that  Shellaberger's  claim  had  such 
dishonest  origin.  If  his  witnesses  are  believed,  they  completely  repel 
all  such  imputation. 

It  is  also  urged  as  a  circumstance  calculated  to  throw  discredit  upon 
the  claim  of  Shellabergcr  that  he  did  not  preserve  and  has  not  produced 
the  original  drawings,  specimens  of  the  strips  of  fence,  or  the  machine 
upon  which  it  was  made,  and  there  is  certainly  considerable  force  in  the 
objection ;  but  the  explanation  for  the  failure  to  supply  this  evidence 
as  given  by  Shellabergcr  is  that  the  mere  sketches  were  not  regarded 
as  of  any  particular  value,  and  therefore  not  preserved,  and  that  the 
strips  were  lost  and  the  machine  was  dismembered  and  applied  to  other 
uses.  While  the  absence  of  such  evidence  is  always  the  subject  of 
adverse  criticism,  yet  the  failure  to  produce  may  be  explained,  and  in 
this  case  we  think  the  explanation  sufficient. 

Whether  the  invention  was  reduced  to  practice  by  Shellabergcr,  as 
alleged  by  him,  the  evidence  would  seem  to  leave  no  room  for  reasona- 
ble doubt  that  the  invention  was  reduced  to  practice  in  the  spring  of 
1888.  The  evidence  shows  that  some  of  the.  strips  made  were  capable 
of  being  put  to  actual  practical  use  on  a  field-fence,  and,  that  being 
proved,  further  evidence  of  reduction  to  practice  would  not  be  required. 
Nor  has  there  been  any  such  delay  in  making  the  application  to  the 
Patent  Office  as  should  preclude  Shellabergcr  of  his  right  of  priority 
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of  invention  and  a  patent  therefor.  In  explanation  of  the  delay  he 
says  that  he  was  without  means  and  that  his  design  at  the  time  was 
not  to  manufacture  for  the  market,  but  to  construct  and  perfect  a 
machine  to  make  the  strip  in  such  quantities  as  to  make  it  a  commer- 
cial success,  and  hence  he  delayed  the  application  to  the  Patent  Office. 
There  has  been  no  such  public  use  of  the  invention  as  to  defeat  the 
application  for  a  patent. 

The  decision  of  the  Commissioner  of  Patents  must  be  reversed,  and 
the  proceedings  and  decision  of  this  court  will  be  certified  to  the  Com- 
missioner of  Patents,  to  be  entered  of  record  in  the  Patent  Office,  as 
directe<l  by  the  statute. 

Decision  reversed  and  proceedings  remanded. 


[U.  S.  Circuit  Court— Sontheru  District  of  Iowa,  Centra]  Division.] 

Doze  v.  Smith. 

Decided  December  IS,  1893, 

74  O.  G..  1899. 

Campbell — Device  for  Watering  Stock— Novelty— Infringement. 

Claim  4  of  Letters  Patent  No.  221,031,  granted  October  28,  1879,  to  John  8. 
Campbell,  for  improvements  in  devices  for  watering  stock,  Held  to  be  for  a  novel 
combination,  bnt  not  infringed. 

Bill  in  equity  by  J.  B.  Doze  against  Alpheus  Smith  for  infringement 
of  ^  patent  for  a  watering  trough  for  stock. 

Messrs,  Cummins  &  Wright  and  Messrs,  Hart  &  Boston  for  the  com- 
plainant. 

Messrs,  Steele  cfc*  Livingston  and  Messrs,  Read  &  Read  for  the  defendant. 

WOOLSON,  J,: 

Complainant  is  the  assignee  for  certain  counties  in  the  State  of  Iowa, 
by  virtue  of  various  assignments,  of  Letters  Patent  No.  221,031,  for  an 
"improvement  in  devices  for  watering  stock,"  granted  October  28, 
1879,  to  John  S.  Campbell.  The  infringement  compLained  of  consists 
in  the  use  by  respondent  upon  his  farm  of  a  hydrant  for  watering 
stock.  It  is  not  alleged  tbat  respondent  is  infringing  by  manufactur- 
ing or  selling.  The  Letters  Patent  contain  five  claims;  but  the  bill 
expressly  excludes  the  first  and  fifth  claims,  and  upon  the  hearing 
counsel  for  complainfint  waived  all  except  the  fourth  claim  of  patent 
(in  this  hearing)  and  announced  to  the  court  that  complainant  would 
rely  only  on  the  fourth  claim,  as  stated  in  the  Letters  Patent. 

The  specification  of  the  Letters  Patent  substantially  describes  the 
"improvements  in  devices  for  watering  stock"  as  consisting  in  a  water- 
ing-trough having  an  automatic  valve  mechanism,  a  central  chamber 
80  placed,  above  this  valve  mechanism  as  that  by  removing  the  cover  of 
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this  chamber,  which  has  au  open  bottom,  the  yalve  may  be  easily  man- 
ipalated  and  the  float  which  operates  the  valve  mechanism  thereby 
permitted  to  move  in  a  higher  or  lower  plane,  thus  controlling  the 
inflow  of  water  to  a  lesser  or  greater  height  in  the  troagh,'a8  desired. 
The  trongh  has  at  either  end  and  at  such  distance  from  the  central 
chamber  as  may  be  desired  a  top  opening,  on  and  around  which  a 
"drinking-cap"  is  fitted.  Between  these  caps  and  the  central  chamber 
a  ^'horizontal  partition,"  as  the  patent  terms  it,  is  set  into  the  top  of 
the  trough  and  extends  from  the  drinkingcap  to  the  central  chamber, 
on  each  side  of  the  chamber,  so  that  as  the  water  is  taken  from  the 
drinking-cap  by  stock  drinking  thereat  the  water  from  the  central  cham- 
ber moves  toward  the  cap  and  the  cap  is  refilled,  thus  keeping  the  caps 
constantly  supplied  with  water,  which  rises  above  the  horizontal  parti- 
tion. This  partition  is  shown  by  the  figures  and  specification  to  have 
its  surface  on  a  level  with  the  top  of  the  watering-trough.  An  outer 
curb  may  be  used,  surrounding  the  trough,  and  incline  partitions 
extend  transversely  from  side  of  cap  nearest  chamber  to  the  top  of  the 
chamber,  so  that  between  these  partition-inclines  and  the  central 
chamber,  and  also  between  the  trough  (except  at  the  drinking-caps) 
and  the  outside  curb,  packing  may  be  placed,  for  the  purpose  of  pro- 
tecting the  water  in  the  trough  from  extremes  of  temperature.  The 
fourth  claim  in  said  Letters  Patent  is  as  follows: 

4.  In  a  device  for  watering  stock,  the  combination,  with  a  troagh  having  a  drink- 
ing cap  fitted  on  its  top,  of  valve-feed  mechanism  and  an  open«bottom  chamber 
located  over  the  latter,  together  with  a  horizontal  partition  fitted  in  the  top  of  the 
trongh  between  said  drinking  cap  and  chamber,  whereby  air  is  prevented  from 
entering  the  bottom  of  the  latter,  substantially  as  set  forth. 

Upon  the  hearing  counsel  for  complainant  concisely  stated  the  prin- 
ciple involved  in  this  claim  as  being  the  water  seal  caused  by  this 
horizontal  partition  between  the  drinking  cap  and  chamber,  whereby 
there  was  openly  exposed  to  the  air  only  the  small  space  or  surface  of 
water  within  the  drinkingcap,  and  thereby  the  air  was  prevented  from 
reaching  the  water  within  the  central  chamber,  and  as  this  chamber 
and  the  trough  were  surrounded  with  packing  the  water  in  the  cham- 
ber was  kept  at  a  temperature  above  freezing,  so  that,  according  to  the 
recognized  laws  pertaining  thereto,  as  the  water  at  the  surface  of  the 
drinking-cap  became  chilled  by  contact  with  the  air  this  chilled  surface- 
water  would  descend  and  the  water  from  the  central  chamber  be  drawn 
toward  and  into  the  cap,  thus  producing  a  current  or  movement  in  the 
water,  and  thereby  preventing  or  lessening  possibility  of  freezing. 

The  answer  sets  forth  a  number  of  grounds  of  defense;  but  on  the 
hearing  counsel  for  respondent  announced  that  they  would  rely  upon 
but  two  defenses,  viz:  first,  want  of  novelty,  and,  second,  that  the 
device  used  by  respondent  (his  hydrant  for  watering  stock)  did  not 
infringe  upon  complainant's  patented  invention.   • 

As  to  the  defense  of  the  want  of  novelty,  I  find  against  respondent 
It  would  serve  no  useful  purpose  to  attempt  to  state  in 'detail  the 
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grounds  for  this  finding.  A  portion  of  the  evidence  submitted  as  to 
want  of  novelty  was  received  subject  to  complainant's  well-grounded 
objections  as  without  basis  therefor  laid  in  the  pleadings;  and  as  to 
the  evidence,  for  whose  introduction  the  answer  furnishes  the  required 
foundation,  I  find  that  it  does  not  sustain  the  allegation  of  want  of 
novelty.  The  hydrant  or  "device  for  watering  stock"  made  and  used 
by  the  respondent  was  introduced  in  evidence  by  two  models  thereof, 
one  furnished  by  complainant  and  the  other  by  respondent.  I  do  not 
find  any  substantial  difiference  between  these  models  when  considered 
with  relation  to  the  Letters  Patent.  These  models  show  that  respond- 
ent's hydrant  has  a  central  chamber  with  open  bottom,  placed  over  a 
rude  valve  mechanism ;  that  this  chamber  rests  upon  a  drinking-trough, 
into  which  the  ends  of  the  chamber  (reaching  from  side  to  side  and 
completely  across  the  trough)  project  perhaps  a  half,  or  slightly  more, 
of  the  depth  of  the  trough.  This  trough  contains  no  "  horizontsJ  parti- 
tion" set  into  it.  Instead,  this  trough  from  chamber  to  drinking-space 
is  covered  over  upon  its  surface,  as  a  side  of  a  box  would  be  covered. 
Neither  has  this  trough  "drinking-caps  fitted  on  its  top."  Instead, 
there  is  placed  about  the  drinking-space,  on  three  of  its  sides,  (the 
fourth  side — toward  stock,  when  drinking — being  open,)  a  board  or 
partial  curb,  whose  only  purpose  or  office  seems  to  be  to  prevent  the 
packing  which  surrounds  the  trough  from  falling  or  being  pushed  in 
the  water  in  the  drinking-space.  An  outer  curb  is  used  with  the  trough 
very  similar  in  construction  and  manner  of  use  to  the  out'Cr  curb  with 
with  complainant's  hydrant,  and  which  serves  here,  as  there,  to  confine 
the  packing  around  the  trough,  and  additionally,  perhaps,  to  serve  as 
a  wind-break. 

Manifestly  respondent  has  not  used  the  exact  counterpart  of  the 
hydrant  described  in  this  claim  of  complainant's  patent.  Is  his  hydrant 
the  equivalent  therefor  f  Since  this  fourth  claim  is  for  a  combination, 
it  becomes  material  to  inquire  whether  in  any  essential  particulars 
wherein  it  differs  from  the  patented  invention  respondent's  hydrant  con- 
tains the  equivalent,  so  as  to  become  an  infringement.  This  fourth  claim 
of  the  patent  includes  a  combination  of  the  following  particulars :  first, 
a  trough  having,  second,  a  drinking-cap  fitted  on  its  top;  third,  valve- 
feed  mechanism;  fourth,  open-bottom  chamber  located  over  this  mech- 
anism ;  together  with,  fifth,  a  horizontal  partition  fitted  on  top  of  trough, 
between  drinking-cap  and  chamber.  Bespondent's  hydrant  contains 
the  first,  third,  and  fourth  of  these  particulars.  It  does  not  contain  the 
second  and  fifth.  It  does  not  have  a  "drinking-cap  fitted  on  the  top" 
of  the  trough.  As  illustrated  in  the  model  presented  in  evidence,  and 
as  described  in  his  Letters  Patent,  the  drinking-cap  in  the  patented 
invention  is  a  curb  completely  surrounding  the  drinking-space  and 
tightly  fitted  on  top  of  the  trough,  and  so  fitted  thereon  as  that  when 
the  hydrant  is  in  complete  working  order  the  water  rises  into  and 
remains  within  this  curb  or.  cap  and  at  the  same  level  or  height  above 
the  bottom  or  under  surface  of  the  horizontal  partition  as  the  water 
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stands  the  central  chamber;  bat  in  respondent's  hydrant  the  drink- 
ingcap,  if  such  it  may  be  called,  has  a  curb  only  upon  its  three  sides, 
leaving  the  fourth  side  without  curb,  and  this  curb  will  not  retain  water 
within  its  sides;  but,  instead,  whenever  the  water  rises  to  the  under 
surface  of  the  cover  of  the  trough,  instead  of  being  confined  within  the 
drinking  cap  it  escapes  through  or  over  the  uncurbed  side  of  the  trough 
or  drinking-space.  Again,  respondent's  hydrant  contains  no  horizontal 
partition.  Instead,  this  trough  is  simply  covered  over,  and  on  its  sur- 
face, at  the  place  where  complainant  inserts  into  the  trough  his  horizon- 
tal partition.  That  this  cover  is  not  the  equivalent  of  this  partition  is 
plainly  seen  when  the  action  of  the  hydrant  is  examined.  By  the  inser- 
tion of  this  partition  the  height  or  depth  of  the  trough  where  partition 
is  inserted  is  decreased  to  the  extent  of  the  thickness  of  the  partition, 
so  that  there  is  always  between  the  drinking  cap  and  central  chamber 
a  body  of  water  completely  filling  the  trough  for  this  entire  distance, 
whereas  it  is  practically  impossible  thus  to  fill  the  trough  under  the 
cover  in  respondent's  hydrant,  for  as  soon  as  the  trough  is  filled  with 
water — that  is,  even  though  the  trough  is  set  to  an  exact  level — any 
further  water  run  into  the  trough  cannot  be  retained,  but  will  discharge 
through  the  uncurbed  sides  of  the  drinking-space;  and  unless  the 
trough  is  set  at  a  mathematically  exact  level  the  water  will  never  fill 
the  trough — can  never  fill  the  trough  to  the  bottom  side  or  surface  of 
the  cover.  In  practice  it  is  safe  to  say  the  trough  will  never  thus  be 
filled,  and  the  liability  and  probability  of  the  water  beginning  to  dis- 
charge from  the  trough  before  the  trough  is  thus  filled  is  very  great, 
and  thus  what  is  the  perfect  water  seal  in  complainant's  hydrant  is 
practically  impossible  in  respondent's  hydrant. 

But  complainant  contends  that  by  the  projection  of  the  ends  of  the 
central  chamber  in  respondent's  hydrant  into  the  trough  the  function 
of  complainant's  invention  is  performed,  and  in  substantially  the  same 
manner  as  in  the  patented  invention,  and  that  therefore  these  projected 
ends  serve  as  and  are  an  equivalent  for  the  horizontal  partition.  To 
this  contention  defendant  responds  that  these  projected  ends  in  his 
hydrant  do  not  fit  accurately  to  the  sides  of  the  trough,  having  from  a 
half-inch  to  a  quarter-inch  space  between  them  and  the  sides  of  the 
trough,  whereby  the  air  has  free  passage  from  the  drinking- places  into 
the  central  chamber.  The  evidence  shows  that  these  spaces  do  exist,' 
as  claimed ;  but  the  evidence  further  shows  that  these  spaces  are  owing 
to  the  defective  material  used  and  were  not  so  intended;  that  the  lum 
ber  used  was  warped,  so  that  in  making  the  hydrant  respondent  was 
not  able  to  draw  the  sides  of  the  trough  up  to  these  projecting  ends. 
It  will  not  be  seriously  claimed  that  these  unintentional  deviations, 
resulting  merely  from  the  defective  material  or  workmanship  used, 
would  remove  this  hydrant  out  of  the  line  of  infringement,  if  infringe- 
ment would  otherwise  exist.  Fig.  1,  attached  to  Letters  Patent,  shows 
this  horizontal  partition  to  have  a  lug  or  projection  on  its  lower  surface 
and  across  each  end.    No  statement  of  this  fact  appears  in  the  specifi- 
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cation;  nor  does  the  same  appear  in  the  claim,  as  stated  in  the  letters; 
so  that  these  projecting  chamber  ends  cannot  be  said  to  be  an  infringe- 
ment in  that  respect.  If  now  we  examine  the  operation  of  the  patented 
hydrant,  we  will  find  that  these  ends  are  not  the  equivalent  of  the  hor- 
izontal partition. 

In  the  patented  hydrant,  when  in  complete  operation,  the  water  rises 
in  the  drinking-caps  above  this  horizontal  partition  to  snch  a  height 
therein  as  to  be  on  a  level  with  the  water  in  the  central  chamber;  but 
this  level  is  always  above  the  bottom  of  this  horizontal  partition. 
Thus,  as  heretofore  stated,  a  perfect  water  seal  is  formed  from  drinking- 
caps  to  central  chamber,  and  completely  filling  the  trough,  and  exclud- 
ing the  air  from  cap  to  chamber.  Thereby  is  interposed  between  the 
chilled  water,  at  the  exi)osed  surface  in  the  drinking-caps  and  the  cen- 
tral chamber,  this  body  of  water,  protected  by  outer  packing  of  trough, 
and  extending  along  and  to  the  full  depth  of  the  trough  under  this 
horizontal  partition,  and  thus  the  function  of  this  hydrant — protecting 
water  in  central  chamber  by  water  seal — is  accomplished,  the  water  seal 
being  the  body  of  water  described.  In  defendant's  hydrant,  when  in 
complete  working  order,  this  water  seal  is  impossible.  The  entire  sur- 
face of  the  drinking-space  is  exposed  to  the  air.  Besides,  from  drinking- 
space  to  central  chamber  the  water  is  directly  exposed  to  the  air  at  its 
surface  along  the  entire  distance  and  position  where  in  the  patented 
invention  is  situated  the  water  seal.  The  water  in  the  drinking-space 
in  respondent's  hydrant  can  never  rise  above  the  bottom  of  the  cover 
of  trough,  while  the  water  in  drinking-cap  of  patented  invention  rises 
above  and  remains  above  bottom  of  horizontal  partition.   * 

The  evidence  shows  that  the  water  in  the  patented  hydrant,  as  would 
naturally  be  expected  under  the  circumstances,  rarely  freezes,  while 
the  liability  of  the  water  in  respondent's  hydrant  to  freeze,  even  in 
moderately  cold  weather,  is  very  great.  Therefore,  as  above  stated, 
this  water  seal  is  impossible  in  respondent's  hydrant,  and  no  equiva- 
lent therein  appears  for  the  horizontal  partition,  which  is  one  of  the 
essential  elements  or  particulars  entering  into  the  combination  claimed 
in  complainant's  Letters  Patent. 

It  follows  from  the  foregoing  that  respondent's  hydrant  does  not 
infringe  on  the  patented  invention.  Let  decree  be  entered  dismissing 
the  bill,  at  complainant's  cost. 


REHEARING. 

Decided  June  18,  1894, 
WOOLSON,  J,  : 

The  court  herein  having  found  for  defendant,  plaintiff  applied  for  a 
rehearing,  and  the  case  has  been  reargued  by  counsel  for  plaintiff  and 
for  defendant.  In  the  light  of  this  reargument  I  must  modify  so  much 
of  the  opinion  rendered  on  former  hearing  as  treats  of  the  drinking-cap 
of  the  i)atented  invention.    In  the  former  opinion,  Hied  herein,  this  cap 
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is  considered  as  being  so  connected  with  or  fastened  to  the  body  of  the 
trough  as  to  be  water-tight,  so  that  the  water  would  rise  in  this  cap  to 
a  level  higher  than  the  top  of  the  horizontal  partition.  Plaintiff  has 
exhibited  in  working  operation  a  model  of  his  patented  "  stock-hydrant" 
or  drinki\ig-trough.  This'demonstrates  the  incorrectness  of  the  former 
decision  on  this  point.  The  phrase  used  in  the  Letters  Patent  is  unfor- 
tunate, so  far  as  expressing  the  use  of  this  cap  is  concerned.  In  fact, 
what  is  called  in  the  Letters  Patent  a  '<  drinking-cap'^  is  not  a  cap  at 
all.  The  sides  which  form  what  is  miscalled  a  "cap"  are  used  solely  to 
prevent  the  material  which  is  used  as  packing  about  the  trough  from 
falling  into  the  water  in  the  trough;  so  that  the  Letters  Patent  should 
have  spoken  of  these  places  as  drinking  spaces  or  places,  rather  than 
drinking-caps.  Without  an  inspection  of  the  patented  invention  in 
operation  a  person  reading  the  Letters  Patent  and  applying  the  specifi 
cation  and  claims  to  the  illustrations  therein  given  would  naturally,  if 
not  necessarily,  regard  these  caps  as  intended  to  contain  water. 

The  point  yet  remains,  as  decided  in  the  former  decision,  as  to  the 
horizontal  partition,  which  in  the  Letters  Patent  constitutes  an  essen- 
tial feature  of  the  combination  and  claim  therein  described.  Plaintiff 
insists  that  this  horizontal  partition  finds  its  mechanical  equivalent  in 
the  side  walls  of  the  central  chamber  of  defendant's  drinking-trough, 
and  that  therefore  defendant  has  infringed  on  the  Letters  Patent  held 
by  plaintiff.  After  carefully  considering  the  arguments  presented  by 
counsel  and  the  cases  cited  by  him  I  am  not  able  to  regard  this  claim 
as  sustained  by  the  evidence.  The  case  of  Stirrat  v.  Manufacturing 
Co.,  (C.  D.,  1894, 341 ;  67  O.  G.,  1450;  10  O.  C.  A.,  216 ;  61  Fed.  Rep.,  980,) 
decided  by  the  United  States  Circuit  Court  of  Appeals  for  the  Eighth 
Circuit  at  its  May,  1894,  term,  while  not  on  all  fours  with  the  case  at 
bar,  presents  some  points  of  useful  analogy.  In  that  case  the  water- 
heating  device  consisted  of  the  combination  of  a  hollow  long  center 
plate  of  stove,  etc.,  with  a  supply-pipe,  etc.  The  device  claimed  as 
infringing  consisted  of  the  combination  of  a  solid  long  center  plate 
of  stove,  etc.,  fastened  to  a  water-box,  etc.,  with  a  supply-pipe,  etc. 
After  considering  the  state  of  the  art  at  the  time  of  issue  of  the  Let- 
ters Patent  and  distinguishing  between  a  pioneer  invention  in  a  certain 
line  and  one  which  merely  improves  on  devices  or  mechanisms  which 
have  been  in  use,  (a  reasoning  v^hich  might  be  largely  and  well  applied 
in  case  at  bar,)  Judge  Sanborn,  voicing  the  opinion  of  the  court,  says: 

The  claim  of  a  specific  combination  or  device  in  a  patent  is  a  rennnoiation  of  every 
claim  to  any  other  combinations  or  devices  for  performing  the  same  functions  that 
are  apparent  from  the  face  of  the  patent  and  are  not  colorable  evasions  of  the  com- 
bination or  device  claimed.  The  statute  requires  the  inventor  to  "  particularly  point 
out  and  distinctly  claim  the  part,  improvement,  or  combination  which  he  claims  as 
his  discovery."    (R.  S.,  sec.  4888.) 

When,  under  this  statute,  the  inventor  has  done  this,  he  has  thereby  disclaimed 
and  dedicated  to  the  public  all  other  improvements  and  combinations  apparent  from 
his  specification  and  claims  that  are  not  evasions  of  the  device  and  combination 
he  claims  as  his  own.  The  claims  of  his  patent  limit  bis  exclusive  privileges,  and 
his  specifications  may  be  referred  to  to  explain  and  to  restrict,  but  never  to  expand, 
them. 
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And  the  opinion  thereupon  proceeds  with  its  clear  and  forcible  rea- 
soning, as  applied  to  the  evidence  introda(;ed  in  the  case  and  the  status 
of  the  patent  with  regard  to  the  state  of  the  art  at  date  of  its  issuance, 
and  closes  with  the  declaration  that — 

wh«n  [the  patentee]  made  his  inyention,  there  was  no  patentable  novelty  in  a  com- 
bination of  a  water- box  bolted  to  the  long  center  with  the  supply  and  ed notion 
pipes  nsed  by  appellee,  and  this  fact  and  the  ppecitic  limitation  he  imposed  upon 
himself  in  his  claims  have  forced  ns  to  the  conclusion  that  his  patent  was  properly 
restricted  by  the  coart  below  to  the  special  featnre  of  construction  he  described  and 
claimed,  viz.,  the  hollow  lonji^  center  through  which  the  water  was  caused  to  pass, 
in  combination  with  the  connecting- pipes. 

The  reasoning  of  the  case  cited  is  specially  applicable  to  the  case  at 
bar,  especially  to  the  horizontal  partition,  which — 

specific  limitations  the  patentee  had  imposed  upon  himself  in  his  claims. 

Because  of  the  press  of  other  matters  requiring  present  attention  I 
am  unable  to  present  at  length  the  reasons  impelling  me  to  this  conclu- 
sion, but  must  content  myself  with  the  reference  to  the  case  just  cited, 
and  with  adhering  to  the  former  decision  reached,  and  that  decree  be 
herein  entered  dismissing  the  bill.  To  all  of  which  at  the  time  plaintifif 
duly  excepted.  And  plaintiff  U  given  sixty  days  from  this  date  in 
which  to  have  signed  and  filed  bill  of  exceptions  and  such  certificate  of 
evidence  as  plaintiff  may  be  advised. 


[U.  S.  Circoit  Court— Southern  District  of  New  York.] 

Amebioan  Tubing  and  Webbing  Company  v.  Nicholls  et  al. 

Decided  December  19, 1895, 

75  O.  G.,  183. 

1.  Caldwell — Mods  op  Attaching  Tips  to  Flkxiblb  Tubing  for  Gas — Invalid — 

Prior  Use. 

Letters  Patent  No.  480,247,  granted  Angost  9,  1892,  to  Alfred  Caldwell,  for 
improvements  in  the  mode  of  attaching  tips  to  flexible  tubing  for  gas.  Held  to  be 
invalid  on  the  groand  of  prior  use. 

2.  Witnesses— Impeaching— Uncontradicted  Testimony. 

When  the  coart  takes  the  responsibility  of  branding  as  unworthy  of  belief  the 
oncontradicted  testimony  of  reputable  witnesses,  it  should  have  some  reason  to 
advance  for  a  course  so  unprecedented. 

Final  hearing  in  equity. 

Mr.  H.  Alberiua  West  and  Mr.  Wilmarth  H.  Thurston  for  the  com- 
plainant. 

Mr.  Arthur  v.  Briesen  and  Mr,  Harry  M.  Turk  for  the  defendants. 

STATEMENT   OF   THE   CASE. 

This  action  is  for  infringement  founded  u[)on  Letters  Patent  No. 
480,247,  granted  August  9,  1892,  to  Alfred  Caldwell,  for  improvements 
in  the  mode  of  attaching  tips  to  flexible  tubing  for  gas.  The  patent  is 
owned  by  the  complainant. 
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The  specification  says: 

My  invention  is  Qiore  partioolarly  designed  to  be  nsed  in  connection  with  a  flexi- 
ble gas-tnbing  having  an  interior  spiral  wire  supporting  the  same,  althongh  it  may 
be  used  with  good  efifect  in  tubing  in  the  construction  of  which  such  spiral  wire  is 
not  employed. 

The  object  of  my  invention  is  to  make  a  more  complete  and  perfect  union  between 
the  tubing  and  the  tip  or  socket  by  which  it  is  attached  to  the  stove,  drop-light,  or 
source  of  supply  and  at  the  same  time  permit  the  parts  to  be  more  quickly  and  easily 
united. 

The  flexible  tubing  now  in  use  (February,  1892)  is  attached  to  the  tip  or  socket 
referred  to  by  placing  the  small  end  of  the  same  within  the  end  of  the  tubing  and 
then  winding  with  thread  or  fine  wire  to  retain  the  connection  of  the  two  parts  and 
prevent  the  escape  of  the  gas.  This  method  of  attachment  requires  much  time 
and  care  and  cannot  always  be  relied  upon  to  make  a  perfectly-tight  joint. 

The  specification  farther  states,  in  substance,  that  the  joint  is  made 
by  placing  the  cap  over  the  end  of  the  flexible  tabe.  The  hollow  shauk 
is  then  screwed  in.  The  interior  of  the  tube  is  spirally  wound  with 
wire,  which  engages  with  the  screw-threads  on  the  shank,  and  thus  the 
parts  become  so  firmly  united  that  they  cannot  be  separated. 

The  relative  diameters  of  the  screw-shank,  the  cap,  and  the  tube  are 
such  that  the  introduction  of  the  shank  into  the  tube  expands  the  tube 
within  the  cap  to  an  extent  sufficient  to  form  a  perfectly-tight  joint  and 
prevent  the  escape  of  gas.  The  connection  is  made  in  a  moment,  and  no 
special  care  is  required  to  secure  a  tight  joint. 

Tubing  which  is  not  provided  witli  an  interior  spiral  wire  may  be  used 
with  fairly  good  results,  although  the  attachment  of  the  parts  will  not 
be  as  perfect  as  when  the  tubing  is  provided  with  the  interior  wire. 

The  claims  are  as  follows: 

1.  The  combination,  with  a  flexible  tube  having  a  coiled  wire  lining  upon  its  inte- 
rior, of  a  cap  upon  the  end  of  the  tube,  the  outer  end  of  which  is  contracted  and 
provided  with  a  short  cylindrical  portion  of  a  diameter  slightly  greater  than  the 
interior  diameter  of  the  lining  of  the  tube,  substantially  as  set  forth. 

2.  The  combination,  with  a  tip  or  sooket  having  a  screw-threaded  shank,  of  a  tube 
having  a  coiled- wire  lining  upon  its  interior  and  a  cap  upon  its  exterior,  the  outer 
end  of  said  cap  being  reduced  and  provided  with  a  sho^t  cylindrical  portion  of  a 
diameter  slightly  greater  than  the  interior  diameter  of  the  lining  and  adapted  to 
ongage  with  the  end  of  the  wire  lining  at  one  end  and  with  a  shoulder  upon  the  end 
of  the  tip  at  the  other  end,  the  exterior  diameter  of  the  shank  of  the  tip  being 
slightly  greater  than  the  interior  diameter  of  the  lining,  substantially  as  set  forth. 

The  defenses  are  lack  of  invention  and  anticipation  by  vaiious  patents 
and  by  the  prior  use  of  the  defendant,  Mark  M.  Kicholls. 
Infringement  is  proved  beyond  a  doubt. 

OoxE,  J.  : 

The  principal  feature  of  the  invention  consists  in  the  substitution  of 
the  metallic  cap  for  the  old  method  of  winding  the  end  of  the  tubing 
with  fine  wire  and  twine.  If  this  had  been  done  by  others  prior  to  1892, 
nothing  remained  to  be  patented  by  Caldwell. 
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The  defendant's  gas-stove  (Exhibit  No.  12)  contains  all  the  valuable 
features  of  the  claims.  It  differs  from  the  exhibits  embodying  the 
patented  device,  as  it  is  understood  by  the  complainant,  in  minor  and 
unimportant  details  only.  The  question,  therefore,  and  the  crucial  ques- 
tion, is  whether  the  defendant,  Mark  M.  Nicholls,  made  the  patented 
structure  prior  to  February  24,  1892. 

It  is  unnecessary  to  discuss  the  details  of  the  testimony  further  than 
to  say  that  Nicholls  swears  that  he  made  and  sold  tubing  having  the 
patented  improvement  eight  years  and  more  before  the  date  of  the 
application  for  the  Caldwell  patent,  and  continued  to  do  so  for  several 
years.  A  specimen  which  has  been  in  his  possession  and  in  use  in  his 
family  since  1887  was  produced.  The  testimony  bearing  on  this  prior 
use  was  approached  with  the  disposition  to  reject  it  if  it  contained  any 
evidence  of  having  been  manufactured;  but  after  having  read  it  with 
careful  scrutiny  the  court  is  compelled  to  the  conclusion  that  it  is 
worthy  of  belief.  The  reasons  which  lead  to  this  conclusion  are  briefly 
as  follows : 

First,  Nicholls  is  corroborated  by  his  wife,  Shaw,  Flanders,  and 
Hindelang.  Their  evidence  is  uncontradicted,  except,  perhaps,  as  to  a 
few  unimportant  collateral  issues. 

Second.  In  order  to  And  with  the  complainant  upon  this  issue,  it  is 
necessary  to  convict  at  least  three  of  these  witnesses  of  perjury  and 
conspiracy.  There  is  nothing  to  warrant  such  a  finding.  In  order  to 
reach  it  the  court  must  arbitrarily  discard  the  testimony  of  five  unim- 
peached  witnesses  and  substitute  mere  conjecture  therefor.  In  other 
words,  the  court  must  reject  facts  based  upon  proof  for  suspicions 
based  upon  the  imagination  of  counsel. 

Third.  There  'S  nothing  in  the  past  history  of  Nicholls  and  his  wife 
to  indicate  that  they  would  be  guilty  of  fabricating  a  fictitious  exhibit 
and  supporting  it  by  wholesale  perjury.  So  far  as  their  history  is  dis- 
closed in  this  record  they  were  respectable,  hard-working,  and  honest 
people.  That  in  middle  life,  with  their  children  growing  up  around 
them,  they  should  suddenly  develop  a  proficiency  in  crime  which  would 
be  rare  even  among  professional  law-breakers  is  surely  not  to  be 
presumed. 

Fourth.  Shaw,  Flanders,  and  Hindelang  are  disinterested  witnesses. 
What  motive  they  could  have  in  swearing  to  the  gas-stove  construc- 
tion and  similar  tubing  if  in  fact  no  such  structures  existed  it  is  impos- 
sible to  conceive. 

Fifth.  This  is  not  the  case  of  a  single  witness  swearing  to  a  structure 
which  he  has  not  seen  for  a  quarter  of  a  century.  All  of  the  important 
events  occurred  less  than  nine  years  and  some  less  than  four  years 
prior  to  the  taking  of  the  testimony.  Neither  is  it  a  case  of  unaided 
memory.  The  structure  itself  is  produced  which  for  eight  years  had 
been  in  the  possession  of  the  defendant  and  in  use  at  frequent  inter- 
H.  Doc.  354 ^20 
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vals  daring  that  i)eriod  by  members  of  his  family.  As  to  the  other 
witnesses,  their  recollection  is  refreshed  and  aided  by  a  namber  of  cor- 
roborating facts  and  circumstances  abont  which  there  is  no  question. 

Sixth.  There  is  nothing  inherently  improbable  in  the  defendant's 
proof.    Kicholls  was  a  manufacturer  of  tubing  during  all  the  time  in 

question.  He  was  a  man  of  more  than  ordinary  capacity.  He  was 
himself  an  inventor,  and  in  1883  received  a  patent  for  improvements  in 
flexible  tubing.  The  "Little  Giant "  gas-stove  is  a  verity;  so  is  the 
"Scovil  tip."  The  former  was  purchased  by  Mrs.  Nicholls  of  Shaw  at 
the  American  Institute  Fair  in  1887  or  1888.  Scovil  tips  were  at  the 
same  time  sold  in  large  quantities  by  the  E.  P.  Gleason  Manufacturing 
Company.  There  is  nothing  extraordinary  in  the  fact  that  an  ingen- 
ious manufacturer  of  tubing,  with  a  cap  ready  at  his  hand,  should  place 
it  on  the  end  of  the  tube  to  conceal  and  strengthen  the  joint.  It  was 
a  natural  thing  to  do.  Nicholls  says  he  made  a  large  quantity  of  tub- 
ing thus  constructed  and  sold  it  to  a  number  of  well-known  dealers, 
whose  names  he  gives.    No  one  contradicts  this  testimony. 

Seventh.  The  complainant's  cbunsel  lay  stress  upon  the  fact  that 
this  prior  use  was  not  pleaded  in  the  answer  as  originally  filed,  bat 
appeared  afterward  in  the  form  of  an  amendment.  It  is  argued  that 
this  is  a  suspicious  circumstance.  It  certainly  is;  but  its  force  is  con- 
siderably broken  by  the  testimony  of  the  patentee,  who  says  that  he 
had  a  conversation  with  Nicholls  prior  to  the  suit  and  about  six  months 
after  the  patent  was  granted,  and  that  Nicholls  then  told  him  that  he 
had  made  the  patented  tip  several  years  before  the  date  of  the  patents 
This  testimony  tends  to  sustain  the  defendant's  theory  that  the  defense 
was  omitted  through  the  inadvertence  of  his  counsel,  the  lawyer  first 
employed  by  him  not  being  a  specialist  in  patent  law. 

Eighth.  The  other  reasons  advanced  by  the  complainant  for  disre- 
garding defendant's  testimony  have  been  fully  considered.  Some  of 
these  criticisms  are  cogent  and  ingenious  and  have  been  worked  out 
with  great  care  and  diligence.  They  are  not  sufficient,  however,  to 
outweigh  the  reasons  here  given  for  accepting  the  testimony.  Of  course 
discrepancies  and  contradictions  exist.  They  always  do.  No  more  of 
this  appears  than  is  usual  where  five  witnesses  testify  from  different 
points  of  view  regarding  events  which  occurred  several  years  before. 
Taken  as  a  whole  the  testimony  carries  the  conviction  that  it  is  true. 
To  reject  it  wholly  would  be  doing  a  number  of  persons,  apparently 
honest,  a  gross  injustice.  When  the  court  takes  the  responsibility  of 
branding  as  unworthy  of  belief  the  uncontradicted  testimony  of  five 
reputable  witnesses  it  should  have  some  reason  to  advance  for  a  course 
so  unprecedented.    No  adequate  reason  is  suggested. 

It  follows  that  the  bill  must  be  dismissed. 
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[U.  S.  Circait  Court— Western  District  of  Pennsylvania.] 

Welkbr  V.  Welleb  et  aU 

Decided  February  13, 1896. 
75  O.  G.,  185. 

1.  Welkkr— Fabtenino  for  Tablk-Legs— Not  Infringed. 

Claim  3  of  Letters  Patent  No.  480,536,  granted  Augast  9, 1892,  to  Lonis  Welker, 
for  a  fastening  for  table-legs,  examined  in  view  of  the  prior  advance  in  the*  art  and 
also  in  view  of  proceedings  in  the  Patent  Office,  in  which  the  applicant  in  effect 
disclaimed  originality  in  a  strnctnre  of  the  reference,  and  Held  to  be  incapable  of 
expansion  to  cover  constmctions  which  do  not  embody  the  elements  of  said 
claim. 

2.  Same — Same— Design  Patent— Void. 

Design  Patent  No.  22,997,  granted  Jannary  2, 1894,  to  Lonis  Welker,  for  a  table- 
leg,  in  view  of  the  nse  of  a  table-leg  of  substantially  the  same  design  by  the 
respondents  prior  to  its  invention  by  the  complainant,  Held  to  be  void  for  want 
of  patentable  novelty. 

3.  Designs— Identity. 

Where  two  designs  are  in  their  prominent  features  identical  and  their  sole  dif- 
ference lies  in  the  fact  that  the  protuberance  of  one  has  a  small  nut  on  the  end 
and  the  other  has  none,  the  difference  is  not  of  such  material  character  as  to  afford 
gronnd  for  the  grant  of  a  design  patent. 

Mr.  John  O.  Reading  and  Mr,  Frank  L,  Dyer  for  the  complainant. 
Mr.  8.  P.  McCandlesSj  Mr.  H,  0.  ParaanSj  and  Messrs.  G.  D.  &  W.  lU 
Davis  for  the  defendants. 

BUFFINGTON,  J.  : 

This  suit  is  brought  by  Louis  Welker  against  H.  M.  Weller  and  Will- 
iam Decker  for  alleged  infringement  of  Letters  Patent  No.  480,536, 
granted  August  9, 1892,  for  a  fastening  for  table-legs,  and  also  for  the 
infringement  of  Letters  Patent  for  a  design  for  a  table-leg,  No.  22,997, 
granted  January  2, 1894,  to  said  Welker. 

As  touching  the  first  patent,  infringement  of  the  third  claim  is 
alleged,  which  is  as  follows: 

3.  In  a  knockdown  table,  the  combination  of  the  frame  having  its  side  pieces  pro- 
vided with  the  longitudinal  segmental  kerfs  or  grooves,  arranged  as  described,  the 
comer-piece  or  brace  having  its  chamfered  ends  provided  with  the  tenons  secured  in 
the  grooves  or  kerfs,  the  solid  head-leg  fitted  against  the  imperforate  ends  of  the  side 
pieces,  and  the  screw-bolt  secured  in  the  head  of  the  leg  and  having  a  nut  bearing 
against  the  comer-piece  or  brace,  substantially  as  described. 

The  defenses  alleged  are  noninfringement,  prior  use,  and  lack  of 
patentability.  The  subject  of  dispute  is  what  is  known  in  the  furniture 
trade  as  a  <^  knockdown  table."  For  convenience  of  shipping  and 
handling  tables  are  constructed  with  adjustable  legs  placed  therein 
and  the  whole  crated  and  shipped.  The  legs  are  not  attached  until 
they  reach  the  dealer.  In  this  way  freight  is  saved  and  damage  to  the 
tables  avoided,  while  the  adjustable  legs  make  it  possible  to  use  such 
tables  in  flats  and  houses  with  narrow  halls  into  which  the  same  table 
with  non-a^jnstable  legs  could  not  be  carried. 
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Decided  advance  in  the  art  had  been  made  before  Welker's  patent 
It  is  not  necessary  to  refer  to  all  of  it  in  detail.  The  examples  selected 
are  suflftcient  to  show  the  comparatively  narrow  field  for  advance  left 
when  Welker  entered  the  field.  Prior  thereto  we  find  in  knockdown 
tables  a  corner-brace  connecting  the  side  rails  and  connection  of  these 
parts  made  with  an  adjastable  leg  by  a  wood-screw  which  passed 
througli  a  hole  in  the  corner-brace  and  was  screwed  into  the  leg  or  by 
a  lag-screw  which  had  a  nut-head  instead  of  the  flat  screw-head  of  the 
wood  screw.  The  objection  to  this  method  was  that  when  the  table 
was  taken  apart  the  screw  had  to  be  taken  completely  out  of  the  leg, 
and  when  this  was  done  a  few  timCvS  the  hole  became  enlarged  and  the 
tables  ceased  to  be  rigid  and  firm.  This  objection  was  in  part  obviated 
by  the  St.  John  construction,  in  which  an  opening  c»f  keyhole  shape 
was  made  in  the  cross-brace  of  sufficient  size  at  the  lower  end  to  permit 
the  nut  of  the  lag-screw  to  slip  through.  When  this  was  done,  the  leg 
was  pushed  upward  to  its  proper  place  and  a  rigid  connection  made  by 
turning  the  nut.  By  this  method  the  screw  was  only  given  a  few  tarns 
and  it  was  not  necessary  to  remove  it  entirely  from  the  table-leg.  The 
next  advance  showed  a  method  in  which  there  was  no  abrasion  of  the 
leg  whatever.  In  it  the  interior  corner  of  the  leg  was  slotted,  so  as  to 
permit  an  iron  hook  to  slip  down  and  engage  with  an  iron  cross-piece 
in  the  slot.  The  outer  end  of  the  hook  was  threaded,  passed  through 
a  hole  in  the  corner-brace,  and  by  means  of  a  nut  with  washer  the  parts 
were  drawn  into  rigid  connection,  the  ends  of  the  rails  seating  them- 
selves in  bevels  on  the  sides  of  the  legs.  Tliis  method  was  embodied 
in  Goedeke's  patent,  No.  456,377,  of  July  21, 1891.  Subsequent  to  this 
complainant  conceived  the  idea  of  permanently  placing  a  rigidly-con- 
necting hanger-bolt  in  the  leg  itself  and  also  of  attaching  the  comer- 
brace  to  the  side  rails  by  a  peculiar  form  of  joint.  A  hanger-bolt  has 
a  wood-screw  thread  at  one  end  and  a  mit-thread  at  the  other.  It  will 
be  noted  that  tlie  idea  of  threading  the  exterior  end  of  the  connecting 
bolt  and  forming  a  rigid  connection  by  a  nut  was  not  original  with 
complainant,  and  his  advance  in  this  respect  was  simply  in  making  the 
connecting  pin  primarily  rigid  as  opposed  to  Goedeke's  attaching  a 
hooked  bolt  to  a  crosspin  in  the  leg-slot. 

The  third  claim  originally  made  was: 

In  a  table,  the  combination  with  side  pieces,  a  comer- block,  and  a  leg,  of  a  screw- 
bolt  rigid  with  the  leg  and  passing  through  the  corner-piece,  and  a  nut  fitted  on  the 
screw-bolt,  substantially  as  described. 

This  claim,  which  was  clearly  broad  enough  to  cover  defendants' 
device,  was  rejected  on  the  Goedeke  patent,  and  because  the  lag-screw 
was  common  in  furniture,  and  in  the  subsequent  proceedings  the  appU- 
cant  in  effect  disclaimed  originality  in  the  lag-screw  itself,  saying: 

Applicant  regards  it  as  important  to  use  a  bolt  having  a  lag-screw  at  one  end  to 
rigidly  fasten  the-  bolt  in  a  solid  leg  and  with  a  metal  nut  thread  on  its  other  end; 
the  bolt  is  not  claimed  j>er  ae,  but  the  organization  of  the  several  parts  is  new. 
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In  all  the  claims  finally  granted  there  was  a  limitation  of  loDgita- 
dinal  segmental  kerfs  and  tenons  secured  in  the  kerfs  or  grooves.  In 
view  of  these  proceedings  in  the  Patent  Office  and  of  the  prior  advance 
in  the  art  it  is  manifest  the  claim  shoald  not  be  expanded  to  cover  con- 
structions which  do  not  embody  the  elements  of  ^Mongitndinal  seg- 
mental kerfs  ^  and  '^  tenons  secured  in  the  grooves  or  kerfs  "  and  in  which 
the  joint  employed  was  another  and  well-known  prior  form  of  construc- 
tion. Indeed,  such  a  construction  would  be  fatal  to  the  patent.  The 
claim  being  thus  construed,  it  is  clear  the  respondents'  device  does  not 
infringe. 

The  question  still  remains,  can  the  bill  be  sustained  upon  the  design 
patent  for  a  table-leg  t  On  November  29, 1893,  the  complainant  applied 
for  a  design  patent  for  a  table-leg,  which  was  granted  January  2, 1894. 

The  leading  features  in  my  design — 

the  specification  recites — 

oonaists  of  a  table-leg  with  an  npper  end  of  a  generally  square  shape  with  one  of  its 
comers  beveled  off,  and  with  a  projection  protradiug  from  the  beveled  comer. 

He  had  on  December  2,  1891,  applied  for  a  mechanical  patent  for  a 
fastening  for  leg  tables  which  in  substance  showed  in  combination  the 
form  of  leg  embodied  in  the  design  patent.  The  complainant  testifies 
that  he  made  his  invention  in  the  latter  part  of  the  summer  of  1891  and 
began  manufacturing  the  tables  in  the  fall  or  the  latter  part  of  the 
summer  of  1891. 

Conceding  for  present  purposes  that  a  table-leg  which  had  been 
embodied  in  combination  in  a  mechanical  x)atent  issued  before  the 
present  application  was  made  which  is  not  in  itself  an  article  of  com- 
merce and  which  when  used  in  a  table,  so  far  as  the  "  projection  protrud- 
ing from  the  beveled  comer"  is  concerned,  is  wholly  hidden  from  view 
and  in  no  way  appeals  to  the  eye,  conceding,  we  say,  that  it  can  be 
subject  of  a  design  patent,  and  conceding  that  a  design  patent  could 
issue  on  an  application  made  November  29, 1893,  for  a  design  which  by 
the  applicant's  admission  had  been  perfected  more  than  two  years 
previously  and  had  been  publicly  used  and  manufactured  in  the  fall  or 
latter  part  of  the  summer  of  1891,  the  question  still  remains  whether 
there  was  any  novelty  in  the  design  shown.  On  this  point  the  issue  is 
with  the  respondents. 

Exhibit  G,  introduced  by  complainant  and  admitted  by  him  to  have 
been  manufactured  by  respondents  before  the  device  in  suit,  shows  a 
table- leg  with  an  upper  end  of  a  generally  square  shape,  with  one  of  its 
comers  beveled  and  a  projection  protruding  from  such  beveled  corner. 
The  only  difference  between  it  and  the  design-patent  device  is  that 
Exhibit  O  has  a  fixed  nut  on  the  end  of  the  projection.  Such  being  the 
case,  there  certainly  was  no  patentable  novelty  in  dispensing  with  the 
nut. 

Where  the  two  designs  are  in  their  prominent  features  identical,  as 
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they  are  here,  and  their  sole  difference  lies  in  that  the  protaberanceof 
one  has  a  small  nnt  at  the  end  and  the  other  has  none,  the  difference  is 
not  of  sach  material  character  as  to  afford  groand  for  the  grant  of  a 
design  patent. 

We  are  therefore  of  opinion  the  design  patent  is  void  for  want  of 
patentable  novelty. 

Let  a  decree  dismissing  the  bill  be  drawn. 


[U.  S.  Ciroait  Court— Northern  District  of  New  York.] 

Edison  Electric  Light  Oompany  v.  Electric  Engineering  and 

Supply  Company. 

Decided  February  S7, 1896. 
75  O.  G..  186. 

Bergmann— Socket  for  Incandescent  Electric  Lamps — Limited  Construc- 
tion— Non-Infringement. 
Letters  Patent  No.  311,100,  granted  January  20, 1885,  to  Sigmand  Bergmann, 
for  sockets  for  incandescent  electric  lamps,  covers  simply  improvements  upon 
the  prior  art  in  matters  of  detail  only  and  must  be  confined  strictly  to  what  hu 
been  described  and  shown,  and  with  this  limited  construction  the  defendant 
does  not  infringe.  , 

Final  hearing  in  equity. 

Mr.  Charles  S.  Mitchell  and  Mr.  Richard  N.  Dyer  for  the  complainant 
Mr.  Alfred  Wilkinson  for  the  defendant. 

STATEMENT  OF  THE  CASE. 

The  patent,  No.  311,100,  on  which  this  action  is  founded  was 
granted  to  Sigmand  Bergmann  January  20, 1885,  for  improvements  in 
sockets  for  incandescent  electric  lamps.  The  improvements  relate  to 
sockets  designed  to  receive  lamps  whose  terminals  are  a  screw-threaded 
ring  and  a  plate  on  the  base  of  the  lamp.  The  object  was  to  provide  a 
compact  socket  having  few  parts,  a  small  amount  of  insulating  material, 
and  a  simple  circuit-controller. 

The  specification  says,  among  other  things: 

A  is  a  disk  of  insulating  material.  I  prefer  to  nse  a  non-combnstible  and  non-car- 
bonizable  material,  such  as  lava.  This  is  desirable  in  a  socket  of  this  character, 
because  the  contacts  and  terminals  are  placed  close  together  in  a  small  space,  so  that 
there  may  sometimes  be  danger  of  a  short  circuit  between  them,  and  also  circuit  is 
continually  being  made  and  broken  by  the  socket-key,  in  some  cases  causing  consid- 
erable spark. 

The  socket,  constructed  as  described,  is  of  a  neat  appearance,  is  very  compact,  hsL< 
no  useless  mass  of  insulating  material,  being  merely  a  metal  skeleton  with  jast 
enough  insulation  to  separate  the  terminals,  all  the  circuit  connections  being  car- 
ried by  the  single  insulating-disk  instead  of  being  divided  among  two  or  more  iusn- 
lating  portions,  as  heretofore.    The  circuit-controller  making  and  breaking  circuit 
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upon  the  lamp-tip  employs  fewer  parts  and  is  simpler  in  construction  than  any  here- 
tofore used,  while  it  is  very  efficient  in  operation,  and  the  whole  may  be  put 
together  or  taken  apart  with  great  readiness,  the  partt)  being  easily  separable. 

As  stated  by  the  patentee,  the  socket  is  compact  and  simple.  It  is 
of  the  usaal  tyx>e  and  differs  from  those  which  |)receded  it  in  matters 
of  detail  only.  No  minute  or  extended  description  is  necessary.  The 
socket  will  be  readily  understood  by  reading  the  above  excerpts  in  con- 
nection with  the  claims.    The  claims  involved  are  as  follows: 

1.  In  a  socket  for  an  electric  lamp,  the  combination  of  two  circuit  terminals,  one  a 
sleeve  adapted  to  make  contact  with  the  band  or  riug  terminal,  the  other  a  spring 
movable  into  and  out  of  contact  with  the  bottom  terminal  of  the  lamp,  substantially 
as  set  forth. 

3.  In  a  socket  for  an  electric  lamp,  the  combination,  with  a  disk  of  insulating 
material,  of  a  contact-sleeve  for  making  contact  with  the  band  or  ring  terminal  of 
the  lamp,  a  contact-piece  for  making  contact  with  the  bottom  terminal  of  the  lamp, 
and  two  terminals  for  the  circuit  wires  leading  to  the  socket,  all  said  socket  con- 
tacts and  terminals  being  carried  by  the  said  insulating-disk,  substantially  as  set 
forth. 

4.  In  a  socket  for  an  electric  lamp  having  two  terminals  for  making  connection 
with  corresponding  lamp  terminals,  the  combination  of  a  metal  supporting  portion 
and  a  disk  of  insulating  material  carried  thereby  and  carrying  all  the  terminals  and 
contacts  of  the  socket,  substantially  as  set  forth. 

9.  The  combination,  with  a  contact-spring,  substantially  of  the  form  described,  of 
a  separate  turning-key  bearing  against  said  spring,  whereby  it  may  be  forced 
upward  to  make  contact,  substantially  as  set  forth. 

13.  In  a  socket  for  electric  lamps,  the  insulating-body  which  supports  the  termi- 
nals or  connections,  formed  of  non-combustible  material,  substantially  as  set  forth. 

Claims  1  and  9  relate  to  the  circuit-controller,  the  others  to  the 
insulating-disk. 

The  defense  is  that  these  claims,  if  valid,  must  be  limited  to  the  pre- 
cise construction  shown,  and,  as  so  limited,  the  defendant  does  not 
infringe. 

GoxE,  J. : 

It  is  unnecessary  to  discuss  at  length  the  many  questions  presented 
by  the  elaborate  record  and  briefs,  for  the  reason  that  when  subjected 
to  analysis  it  must  be  found  that  Bergmann's  claim  to  invention  rests 
upon  two  narrow  foundations — first,  the  character  of  the  insulation, 
and,  second,  the  form  of  the  circuit  controller  or  key.  Unless  invention 
can  be  found  in  these  two  features  it  can  be  found  nowhere. 

The  use  of  incombustible  insulating  material  in  this  art  was  very  old. 
Soapstone,  glass,  and  plaster-of-paris  had  been  used,  and  porcelain  had 
been  suggested  by  Gordon  in  1880.    The  patentee  says : 

I  prefer  to  use  a  non-combustible  and  non-carbonizable  material,  such  as  lava. 

The  character  of  the  insulation  is  left  optional,  the  patentee  merely 
expressing  a  preference  for  material  having  the  characteristics  of  lava. 
He  does  not  claim  lava  or  any  other  material  specifically. 

Assuming  that  he  discovered  lava  as  applied  to  this  art  and  that  its 
substitution  for  tbe  materials  previously  used  constituted  invention, 
and,  assuming,  further,  that  the  claims  can  be  limited  to  lava,  it  is  not 
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easy  to  see  upon  what  principle  he  acquired  a  monopoly  of  porcelain, 
whicli  is  the  material  used  by  the  defendant.  Especially  is  this  tnie 
when  it  is  remembered  that  Bergmann  did  not  use  porcelain  until  two 
years  after  the  date  of  his  patent,  although,  as  above  stated,  its  use  was 
suggested  by  Gordon  five  years  prior  to  that  date. 

An  examination  of  this  record  must  convince  the  impartial  reader 
that  the  use  of  non-combustible  insulating  material  in  this  and  analo- 
gous situations  was  not  new  with  Bergmann  and  that  its  advantages 
were  recognized  by  a  number  of  electricians  long  prior  to  the  date  of 
his  patent. 

If  the  disk  claims  are  construed  broadly  as  covering  all  kinds  of  non- 
combustible  insulating  materials,  they  are  clearly  void,  because  non- 
combustible  material  had  been  used  in  similar  combinations,  and  if 
these  claims  are  limited  to  lava  the  defendant  does  not  iiilringe  for  the 
reason  that  it  uses  porcelain  and  not  lava. 

If  the  court  were  dealing  with  a  foundation  patent,  it  is  not  unlikely 
that  porcelain  would  be  regarded  as  an  equivalent  for  lava  in  the  same 
way  that  soapstone  and  glass,  broadly  speaking,  might  be  so  regarded; 
but,  aa  will  be  seen  hereiiiaft^er,  Bergmann  is  not  entitled  to  the  benefit 
of  the  doctrine  of  equivalents.  He  was  the  first  to  use  lava.  It  would 
seem  from  the  record  that  no  one  cares  to  dispute  his  right  to  its  excla- 
sive  use.  Lava  is  not  the  commercially-successful  insulating  material 
of  to-day;  porcelain  is.  To  give  Bergmann  a  monopoly  of  porcelain 
and  all  similar  substances  because  he  was  the  first  to  adopt  a  material 
which  no  electrician  wishes  to  use  at  the  present  time  would  not  only 
do  injustice  to  the  defendant,  but  to  all  others  who  have  made  or  are 
endeavoring  to  make  improvements  in  this  art. 

Circuit-breakers  in  the  sockets  of  incandescent  lamps  were  old  at  the 
date  of  the  patent  in  suit  One  of  these  was  before  the  court  in  Schuyler 
Electric  Co.  v.  Electric  Engineering  and  Supply  Co.j  (0.  D.,  1895,  703; 
73  O.  G.,  1419 ;  62  Fed.  Rep.,  588 ;  6Q  Fed.  Rep.,  313.)  It  was  there  held 
that  as  early  as  1881  a  claim  for  such  a  device  must  be  limited  to  the 
precise  mechanism  shown  and  described.  Since  that  date  and  prior  to 
the  date  of  Bergmann's  application  key  circuit-controllers  operating  in 
a  great  variety  of  ways  were  devised  by  a  number  of  electricians,  includ- 
ing Bergmann  himself.  It  is  not,  of  course,  pretended  that  a  circuit- 
controller  located  in  a  lamp  socket  was  new  with  Bergmann.  All  that 
is  claimed  for  his  key  is  that  it  is  simpler  and  better  than  those  which 
preceded  it.    The  specification  says: 

The  oirouit-controUer  making  and  breaking  circuit  npon  the  lamp-tip  employs 
fewer  parts  and  is  simpler  in  oonstmction  than  any  heretofore  ased. 

In  short,  as  to  both  branches  of  the  controversy,  it  is  perfectly  obvi 
ous  that  Bergmann  was  in  no  sense  a  pioneer.    Unquestionably  he 
produced  a  simple,  compact,  durable,  and  efficient  socket;  but  the  art 
did  not  begin  with  him  and  it  ought  not  to  be  held  to  end  with  him. 
He  has  originated  no  new  principle  of  operation.    He  has  produced  no 
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new  result.  He  improved  upon  existing  structures.  Other  inventors 
should  be  permitted  to  do  the  same.  With  the  exception  of  claim  13, 
which  it  would  seem  is  too  broad  to  be  upheld  upon  any  rational  theory, 
the  claims  in  question  may  be  sastained  if  confined  to  the  precise 
structures  described  and  shown.  They  cannot,  however,  be  held  to 
suppress  improvements  which  differ  from  Bergmann  as  essentially  as 
he  differs  firom  the  prior  art. 

When  it  is  remembered  that  in  1884  and  1885  all  experimenters  along 
this  line  had  to  deal  with  a  well-known  lamp  and  an  almost  equally 
well-known  form  of  socket,  which  of  necessity  was  required  to  conform 
to  the  changes  made  from  time  to  time  in  the  lamp-base,  it  is  plain  that 
the  area  of  action  was  necessarily  circumscribed.  For  years  both  lamp 
and  socket  have  been  of  a  conventional  type.  Admitting  that  the 
material  of  the  disk  and  the  details  of  the  key  construction  were  new, 
is  it  not  manifest  that  the  assembling  of  these  well-known  elements  in 
an  old  form  of  socket  to  receive  an  old  key  form  of  lamp  did  not  involve 
any  high  order  of  inventive  skill  and  that  the  combinations  thus  formed 
must  be  restricted  to  the  mechanism  shown  f 

The  defendant's  sockets  of  course  resemble  the  Bergmann  socket,  as 
they  do  all  the  sockets  in  use;  but  they  resemble  it  only  in  points  which 
are  common  to  all.  Those  features  of  construction  which  were  new  with 
Bergmann  the  defendant  does  not  use.  The  defendant's  sockets  are 
made  under  patents  granted  to  Jesse  L.  Hinds  in  1891.  The  insulating- 
disk  is  porcelain  instead  of  lava.  The  circuitcontroUer  is  different  in 
many  essential  particulars.  Bergmann's  key  is  insulated  at  its  tip, 
moves  forward  and  back  in  the  arc  of  a  circle  of  about  ninety  degrees, 
has  a  slow  break,  unless  care  is  used,  and  is  provided  with  a  metal 
handpiece. 

The  defendant's  key  has  a  porcelain  handpiece,  the  key  proper  being 
in  the  circuit.  It  operates  with  a  cam  action  and  can  be  turned  in 
either  direction  an  indefinite  number  of  times.  There  is  no  possibility 
of  turning  the  key  the  wrong  way,  as  in  the  patented  device,  and  the 
circuit  is  broken  by  an  instantaneous  separation  of  the  parts. 

The  defendant  does  not  have  the  key-sleeve,  and  its  insulating-disk 
differs  from  the  disk  of  the  patent  in  structure  and  operation. 

The  Thomson-Houston  socket  of  the  defendant  does  not  have  the 
sleeve-terminal  of  the  first  claim,  but  a  screw-threaded  plug,  which, 
though  making  mechanical  and  electrical  connection,  can  in  no  true 
sense  be  termed  a  sleeve. 

Many  other  points  of  differences  might  be  pointed  out  were  it  neces- 
sary to  do  so,  but  it  is  not. 

To  pursue  the  discussion  further  would  only  lead  to  inconsequent 
findings  as  to  matters  of  detail  without  useful  result.  If  the  broad 
construction  contended  for  by  the  complainant  were  permissible,  the 
defendant  would  unquestionably  infringe;  but  with  the  limited  con- 
struction made  necessary  by  the  prior  art  and  by  the  language  of  the 
patent  it  is  equally  manifest  that  the  defendant  does  not  infringe. 
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Upon  the  whole  case  the  coart  is  satisfied  that  Bergmann  was  simply 
an  improver  upon  the  prior  art  in  matters  of  detail  only  and  that  he 
must  be  confined  strictly  to  what  he  had  described  and  shown. 

Hinds  was  also  an  improver,  and  in  usiDg  the  socket  covered  by  the 
Hinds  patents  the  defendant  does  not  trespass  on  any  territory  belong- 
ing to  Bergmann.  There  are  many  points  of  similarity  between  Hinds 
and  Bergmann,  but  they  are  features  free  to  both.  The  features  which 
were  new  with  Bergmann  the  defendant  does  not  use. 

The  bill  is  dismissed. 


[IT.  S.  Cironit  Coart— Eastern  District  of  New  York.] 

TAGLIABUE  V,   SONDERMANN. 

Decided  May  14, 1895, 

75  O.  G.,  188. 

1.  Taoliabub — Strinoe — Anticipation. 

Letters  Patent  No.  325,132,  granted  Angost  25,  1885,  to  Charles  J.  Tagliabne, 
for  a  syringe  in  which  the  piston  is  made  expansible  without  being  removed  by 
having  the  piston-rod  threaded  and  working  in  a  jam-nut  which  is  held  station- 
ary for  tightening  the  screw  and  expanding  the  piston  by  being  drawn  into  and 
held  by  a  socket  in  the  cylinder-head,  is  anticipated  by  a  piston-packing  for 
pumps. 

2.  Infringement— Analogous  Use— Syringe— Pump.  • 

Where  the  elements  of  a  syringe  are  found  operating  together  in  a  pnmp  in  tiie 
same  way  as  in  the  syringe  and  for  the  same  purpose.  Held  that,  a  syringe  being 
a  kind  of  pump,  the  uses  of  the  elements  in  each  are  closely  analogous.  The  dif- 
ference, if  any,  is  only  in  size,  which  does  not,  however,  affect  the  relation  or 
operation  of  the  elements. 

Messrs,  Welch  &  Daniels  and  Mr.  John  Henry  Hull  for  the  complainant. 
Mr.  Arthur  v,  Briesen  for  the  defendant. 

Wheeler,  J.: 

This  suit  is  brought  upon  Patent  No.325,132y  dated  August  25, 1885^ 
and  granted  to  the  plaintiff  for  a  syringe  in  which  the  piston  is  made 
expansible  without  being  removed  by  having  the  piston-rod  threaded 
and  working  in  a  jam-nut  which  is  held  stationary  for  tightening  the 
screw  and  expanding  the  piston  by  being  drawn  into  and  held  by  a 
socket  in  the  cylinder-head.    The  claims  are  for : 

1.  In  combination  with  the  screw -threaded  piston-rod,  the  expansible  piston,  and 
the  jam-nut  fitted  on  the  piston-rod  to  act  on  the  piston,  the  cylinder-head  having 
the  axial  passage  for  the  piston-rod  provided  with  a  socket  to  receive  the  jam-nut 
and  hold  it  stationary  in  the  rotation  of  the  piston-rod,  substantially  as  showii  and 
described. 

2.  The  screw-threaded  piston-rod,  the  expansible  piston,  and  the  jam-nat  arranged 
on  the  piston-rod  to  act  on  the  piston,  and  constructed  in  form  of  a  tapering  polygon, 
in  combination  with  the  cylinder-head  having  the  axial  passage  for  the  piston-rod, 
provided  with  a  socket  of  corresponding  form  to  the  jam-nut  to  receive  the  latter 
and  hold  it  stationary  in  the  rotation  of  the  piston-rod,  substantially  as  described^ 
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Among  others,  Patent  No.  261,026,  dated  July  11, 1882,  and  granted 
to  Philip  A.  Myers  for  a  piston-packing  for  pumps,  is  set  up  as  an  antici- 
pation.   In  it  the  patentee  describes  the  operation  of  the  parts  thus : 

In  pumps  of  this  class  it  is  inconvenient  to  take  out  the  piston  from  the  cylinder 
'when  it  needs  readjustment.  I  have  therefore  devised  simple  means  for  effecting 
this  adjustment  while  the  piston  remains  in  the  cylinder.  This  I  accomplish  hy 
forming  on  the  upper  end  of  the  cylinder  in  which  the  piston  works  a  socket  in  line 
with  the  piston-rod,  this  socket  heing  polygonal  or  otherwise  shaped  to  fit  the 
upper  nut  when  the  piston  is  drawn  up.  In  order,  therefore,  to  tighten  the  nuts  and 
increase  the  pressure  upon  the  ruhber  or  other  expansible  disk,  it  is  only  necessary 
to  draw  up  the  piston  until  the  upper  nut  enters  the  cavity  or  recess  or  socket,  when 
it  is  held  while  the  piston-rod  is  turned.  As  the  piston-rod  is  turned  it  passes 
through  the  upper  nut,  all  below  said  upper  nut  turning  with  the  rod.  This  forces 
down  the  upper  nut  and  presses  the  lower  into  the  rubber  disk,  thereby  expanding 
the  rubber  and  the  bushing  or  packing  without  removing  the  piston  from  the 
cylinder. 

The  second  claim  is  for: 

2.  The  combination  of  the  cylinder,  the  piston-rod  and  piston,  the  packing,  and 
the  expansible  disk  within  the  packing,  and  the  socket  fixed  to  the  upper  end  of  the 
cylinder,  adapted  to  receive  the  upper  nut,  and  to  turn  it  down  to  compress  said 
packing,  as  set  forth. 

Here  are  all  the  elements  of  the  plaintiff's  claims  operating  together 
in  a  pump  in  the  same  way  as  in  his  syringe,  and  for  the  same  purpose. 
A  syringe  is  a  kind  of  pump,  and  these  uses  are  not  only  analogous, 
bat  closely  so,  for  the  expansible  piston  is  expanded  in  each  and  works 
precisely  as  in  the  other.  The  difference,  if  any,  is  only  in  size;  but 
this  does  not  affect  the  relation  or  operation  of  the  parts.  As  machines, 
they  appear  to  be  the  same. 

The  plaintiff*  seems  to  have  been  an  original  but  not  the  first  inventor 
of  this  invention.    For  want  of  that  priority  his  patent  fails. 

Let  a  decree  be  entered  dismissing  the  bill. 


[U.  S.  Circuit  Court  of  Appeals— Seventh  Circuit.] 

Thomson- lIousTON    Electric   Company  v.  Western   Electric 

Company  et  al. 

Decided  March  5,  2896. 

75  O.  G.,  347. 

1.  Comparing  Patents. 

In  comparing  patents,  in  order  to  ascertain  whether  they  cover  the  same  or 
different  inventions,  not  only  the  face  of  the  patents  but  also  evidence  concern- 
ing the  constrnction  and  operation  of  devices  made  in  alleged  exemplification 
of  the  patented  devices  should  be  considered. 

2.  Identity — Infringement. 

Mere  change  of  proportion  is  not  sufficient  to  avoid  a  charge  of  infringement, 
and  is  not  therefore  saffloient  to  establish  difference  of  invention. 
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3.  Same— Mode  of  Operation. 

The  omission  of  a  part  whose  presence  or  ahsence  does  not  affect,  eesentiallj, 
the  mode  of  operation  nor  determine  whether  a  particular  apparatas  exemplifies 
one  patent  or  the  other  is  of  no  significance. 

4.  Diversity — Results. 

Distinctly  different  results  perceived  and  understood  by  the  mere  practical  use 
of  the  devices  of  different  patents  constitute  a  fair  and  liberal  test  for  diversity 
of  invention. 

On  Petition  for  a  rehearing. 

Before  Woods,  Jenkins,  and  Showalteb,  Judges. 

Mr.  Frederick  P.  Fish,  Mr.  R.  S.  Taylor,  Mr.  George  B.  Blodgettj  and 
Messrs.  Offieldj  Towle  &  Linthicum  for  the  appellant. 
Messrs.  Barton  <&  Brown  for  the  appellees. 

Woods,  t7.,  delivered  the  opinion  of  the  Court. 

The  objections  made  to  the  opinion  T)f  the  court  in  this  case  will  be 
considered  briefly,  though  some  of  them  can  be  of  but  little  importance, 
because  directed  to  matters  which  were  expressly  waived  when  the  ten 
propositions  of  counsel  for  appellant  were  assumed  to  be  true.  The 
essential  question  is  whether  on  that  assumption  a  consistent  and 
proper  conclusion  was  reached. 

The  statement  in  the  opinion  that  the  second  patent  does  not  specify — 

in  just  what  feature  of  the  construction  or  of  the  mode  of  use  the  novelty  and  utility 
entitled  to  be  called  invention  were  supposed  by  the  patentees  to  be  found — 

has  been  misapprehended.  No  reference  to  the  requirements  of  section 
4888  of  the  Eevised  Statutes  was  intended.  In  the  first  paragraph  of 
the  statement  of  the  case  it  had  been  said  that  the  controversy  turns 
mainly  upon  a  comparison  of  the  patent  in  suit  with  the  earlier  letters, 
Xo.  223,659,  and  in  order  to  make  that  comparison  the  court  was  seeking 
an  exact  and  undisputed  statement  of  the — 

improved  construction  and  mode  of  use  of  the  apparatus  employed  in  Patent  No. 
223,659— 

in  which  the  patentees  supposed  their  second  invention  to  consist,  and, 
not  finding  what  was  desired  in  the  specification  of 'the  patent,  quoted 
from  their  brief  the  statements  which  counsel  had  found  it  convenient, 
if  not  necessary,  to  make  in  aid  of  their  discussion  of  the  question, 
which  the  court,  as  best  it  could,  was  endeavoring  first  to  state  and 
then  to  solve.  There  had  been  no  suggestion  that  the  claims  of  the 
second  patent  did  not  meet  the  requirements  of  the  statute,  and  it  was 
not  in  the  thought  of  the  court  to  question  their  validity  on  that  ground. 
It  is  now  contended  that  in  comparing  the  two  patents  only  the  face 
of  the  letters,  and  not  the  evidence  concerning  the  construction  and 
operation  of  devices  made  in  alleged  exemplification  of  the  patented 
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devices,  shonld  be  considered.  Accordingly  the  suggestion  in  oar 
opinion  concerning  the  first  patent  that — 

it  does  not  seem,  to  follow,  neceasaril}^  that  no  current  was  intended  to  pass  through 
the  controller-magnet  A  except  current  resulting  from  the  difference  of  potential 
between  snccessire  segments  at  the  moment  when  the  forward  one  passes  from  under 
the  main  brush — 

is  denied,  and  quotations  are  made  of  parts  of  the  specification  and  of 
the  first,  fifth,  and  seventh  claims  of  the  patent  to  show  that — 

in  every  part  of  the  patent  from  beginning  to  end,  the  patentees  have  affirmed  over 
aud  over,  by  argument  and  by  inference,  that  the  current  which  flows  in  the  acces- 
sory circuit  is  that  due  to  the  difference  of  potential  between  the  successive  segments 
as  they  pass  from  under  the  main  brush, 

and  so  it  is  assumed  to  be  unquestionable — 

that  Patent  No.  223,659  describes,  on  its  face,  an  apparatus  in  which  an  accessory 
collector  takes  up  the  current  due  to  difference  betwe<'n  the  potential  of  the  leaving 
segment  and  the  one  under  the  main  brush,  but  no  other — 

and  that — 

the  two  patents  described  devices  which  differ  palpably  in  their  mechanism  and 
in  the  principles  and  modes  of  operation  attributed  to  them  in  the  patents. 

The  clause  ^<  attributed  to  them  in  the  patents''  is  italicized  in  the 
briefs,  and,  as  stated,  means  that  it  must  be  determined  whether  the  two 
patents  cover  different  devices  and  inventions  by  a  mere  reading  of  the 
specifications  and  claims  unaided  by  the  proofs,  however  satisfactory, 
of  the  actual  operation  of  devices  constructed  in  illustration  of  either 
patent,  or,  as  it  is  elsewhere  expressed,  the  intention  is  "  to  hold  the 
discussion  where  it  belongs — to  the  patents  as  they  read."  To  this 
mode  of  discussion  section  4888  is  pertinent.  It  requires  that  an  appli- 
cation for  a  patent  (not  a  claim)  shall  contain  a  written  description  of 
the  supposed  invention  and  of  the  manner  of  constructing  and  using 
it— 

in  such  full,  clear,  concise  and  exact  terms  as  to  ena^ple  any  person  skilled  in  the  art 
*    *     *    to  make  and  use  the  same ; 

and  it  follows  that  in  determining  whether  the  invention  described  in 
one  patent  differs  from  that  described  in  another  evidence  may  be 
heard,  and  in  a  difficult  case  manifestly  ought  to  be  heard,  concerning 
the  construction  and  actual  operation  of  each. 

Specifications  and  claims  are  necessary;  but  inventions  consist  in 
things,  not  in  words.    To  quote  from  the  petition  upon  another  point: 

In  the  construction  of  a  patent  it  is  not  the  personal  intent  or  understanding  of 
the  patentee,  but  the  actual  facts  regarding  the  invention  that  are  material. 

This  is  equally  true  when  two  patents  are  being  construed  and  com- 
pared for  the  purpose  of  determining  whether  the  devices  are  essen- 
tially different.  It  may  be  conceded  to  have  been  the  clear  intention 
of  the  patentees  by  their  first  letters  to  cover  an  apparatus  in  which 
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an  accessory  collector  takes  up  the  current  dae  solely  to  difference  of 
potential  between  the  leavin^f  segment  and  the  one  under  the  main 
brush.  They  may  have  understood  that  to  be  the  chief  and,  possibly, 
the  only  valid  feature  of  invention ;  but  it  is  at  the  same  time  evident 
that  the  claims  are  not  all  so  limited,  and,  unless  there  is  something  in 
the  prior  art  of  which  proof  has  not  been  made,  the  patent  ought  not 
to  be  so  restricted.    It  is  conceded  that — 

in  the  secoud,  third  and  fourth  claims  the  accessory  collector  and  controUer-magnet 
are  included  as  parts  of  the  combination  without  any  express  limitation  as  to  the 
origin  of  the  current  which  flows  through  them. 

Indeed,  it  is  clear,  as  shown  by  questions  39  and  40  and  the  answers 
thereto  set  out  in  the  statement  of  the  case,  that  there  may — 

always  be  found  flowing  in  the  accessory  circuit  some  current  other  than  that  due 
wholly  to  the  difference  of  potential  between  the  adjacent  segments, 

and,  though  it  is  plain  that  if  that  current  should  not  be  sufficient  to 
overcome  the  retractile  spring  which  opposes  the  magnet  of  the  combi- 
nation the  efifective  operation  of  the  apparatus  would  depend  upon  the 
varying  current  produced  by  the  varying  difference  of  potential  between 
adjacent  segments,  it  is  also  clear,  as  stated  in  our  opinion,  after  quot- 
ing from  the  specification,  that — 

it  does  not  seem  to  follow,  necessarily,  that  no  current  was  intended  to  pass  through 
the  controller-magnet  A,  except  current  resulting  from  the  difference  of  potential 
between  successive  segments. 

None  of  the  claims  are  in  specific  terms  so  limited  and  some  of  thetn 
cannot  fairly  be  so  construed.  Certainly  a  charge  of  infringement  of 
that  patent  could  not  have  been  escaped  by  showing  that  a  device 
made  in  all  other  respects  in  conformity  with  the  specification  was  so 
proportioned  that  there  might  always  be  found  flowing  in  the  accessory 
circuit  some  current  other  than  that  due  to  the  difference  of  i>oteiitiaI 
between  adjacent  segments,  a  fact  which  it  is  shown  could  be  deter- 
mined only  by  the  employment  of  suitable  tests  upon  each  apparatus. 

It  may  be  added  as  a  deduction  from  what  has  been  said  that  if  the 
current  in  the  accessory  circuit  which  results  from  the  difference  of 
potential  of  the  brushes  when  touching  a  single  segment  is  barely 
insufficient  to  overcome  the  spring  opposed  to  the  magnet  A  a  change 
in  the  external  circuit  causing  an  increase  in  the  main  current  would 
cause  a  corresponding  increase  of  the  supposed  current  in  the  acces- 
sory circuit  sufficient  to  overcome  the  spring  indei^endently  of — 

the  electrical  condition  of  the  segments  of  the  commutator  at  the  moment  of  leav- 
ing the  collectors, 

and  this  being  so  the  apparatus,  in  a  measure  at  least,  or  theoretically, 
is  responsive  to  changes  in  the  main  current,  as  well  as  to  the  varying 
differences  of  potential  between  segments,  and,  when  actually  so,  is  to 
be  regarded,  according  to  the  contention  of  appellant,  as  an  exempli- 
fication of  the  second  rather  than  of  the  first  patent.  But  could  it 
be  insisted  that  an  apparatus  of  that  character,  if  made  during  the 
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life  of  the  first  patent,  either  before  or  after  the  issae  of  the  second, 
would  not  have  been  an  infringement  of  the  first f  We  think  not.  On 
the  contrary,  the  statement  may  be  repeated,  with  added  emphasis — 

that  in  respect  to  the  question  of  invention,  the  omission  of  the  accessory  bmnh  is 
of  no  significance, 

since  its  presence  or  absence  does  not  affect,  essentially,  the  mode  of 
operation  nor  determine  whether  a  particular  apparatus  exemphfies 
one  patent  or  the  other. 
But  it  is  said  that — 

sach  a  doctrine  wonld  destroy  all  the  electrical  patents  in  existence, 

and  to  illastrate  the  assertion  reference  is  made  to  the  telephone  of 
Beis,  which  was  capable  of  transmitting  music,  and  to  those  of  Bell 
and  Blake,  which  were  the  first  to  transmit  articulate  speech.  The 
devices  of  the  different  patents  doubtless  are  much  alike  in  appear- 
ance and  construction  and  in  the  mode  or  principle  of  operation;  but 
it  is  enough  to  observe  here  that  they  produce  distinctly  different 
results,  which  are  perceived  and  understood  without  the  employment 
of  any  tests  other  than  the  practical  use  of  the  devices  in  the  manner 
and  for  the  purposes  for  which  they  were  respectively  designed  and 
patented,  a  test  which  is  certainly  not  unfair  or  illiberal.  It  may  be 
conceded,  as  asserted,  that  the  differences  of  operation  could  be 
brought  about  by  mechanical  changes  so  minute  that  the  most  expert 
telephonist  in  the  world,  taking  an  instrument  at  random  out  of  the 
line,  could  not  tell  by  mere  inspection  of  it  whether  it  would  be  a  Iteis 
or  a  Blake  in  operation  and  result;  but  a  mere  hearing  would  be 
enough.  So,  too,  in  respect  to  the  Edison  incandescent  lamp  and  the 
old  form  of  lamp  known  as  the  '^  Konn  "  lamp,  whatever  the  possibili- 
ties of  converting  one  into  the  other  by  gradual  and  hardly  perceptible 
changes,  it  is  evident  on  the  statements  and  explanation  of  counsel 
that  the  difference  between  the  lamps,  both  in  construction  and  in 
operation,  is  clear  enough  to  distinguish  one  from  the  other.  By  way 
of  further  illustration  it  is  said  that — 

there  is  a  cabinet  in  the  Agassiz  Maseum  at  Cambridge  containing  a  row  of  mounted 
skeletons  beginning  at  oue  end  with  a  monkey  and  ending  at  the  other  with  a  Cau- 
casian. The  difference  between  the  extremes  is  wide  enoagh,  but  the  two  half-way 
chaps  look  like  brothers. 

But  they  are  not  brothers.  By  neither  man  nor  monkey  has  a  live 
one  of  either  kind  ever  been  mistaken  for  the  other,  and  in  skeleton, 
with  all  the  zeal  of  the  Darwinians  to  find  the  missing  link,  they 
remain  to  the  experts  easily  distinguishable  and  can  only  be  said  to 
resemble.  In  the  light  of  present  knowledge  the  Caucasian,  as  an 
invention,  is  not  anticipated  by  the  Simian. 

It  was  understood  to  be  admitted  at  the  hearing,  and  if  not  admitted 
was  sufficiently  proved,  as  stated  in  the  opinion — 

that  upon  all  dynamos  which  existed  when  the  patents  were  issued  the  two  devices 
were  interchangeable,  so  that  when  the  brushes  were  so  moved  as  to  prevent  spark 
they  established  and  maintained  constant  current. 
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But  it  is  not  material  to  the  argument  whether  the  statement  is 
strictly  accurate  or  not.  It  remains  true  that  upon  dynamos  of  uni- 
form field  each  device  prevents  spark  and  maintains  constant  curreut, 
while  upon  dynamos  of  irregular  field  neither  device  can  be  succesfully 
employed  unless  provision  is  made  for  a  variable  spread  of  the  commu- 
tator-brushes. With  that  provision  it  is  agreed  that  the  device  of  the 
second  patent  is  eflFective  for  both  purposes,  and,  though  questioned  by 
counsel,  (hesitatingly,)  we  are  convinced  that  the  same  is  true  of  the 
device  of  the  first  patent. 

The  statement  that — 

if,  instead  of  being  in  the  accessory  current,  the  (controUer)  magnet  bo  transferred 
to  the  main  current,  or  a  shunted  portion  thereof,  exactly  the  same  kinds  of  operation, 
effected  in  the  same  way  and  by  like  adjustments,  must  go  on — 

is  criticized  and  disputed,  but  not  upon  grounds  which  are  new  and 
unconsidered  or  which  seem  to  us  to  afiect  the  essential  truth  of  the 
prox)osition.  Identity  of  operation  and  of  adjustments,  it  is  to  be 
observed,  is  not  alleged,  and  of  the  differences  insisted  upon  our  views 
are  suflQciently  develoiied  in  the  original  opinion. 

It  is  said  that  the  course  of  the  case  and  the  opinion  of  the  court 
have  developed  aii  importance  not  apprehended  in  the  beginning  to  the 
question  whether  it  was  known — 

prior  to  the  discovery  of  the  fact  by  Thomson  and  Houston  that  the  current  of  a 
dynamo  could  be  maintained  at  a  constant  value  under  variations  of  load  by  move- 
ment of  the  brushes ; 

and,  assuming  that  the  court  was  misled  in  that  respect,  counsel  have 
restated  and  elaborated  at  great  length  their  discussion  of  the  difference 
between  shifting  the  brushes  to  change  the  current  and  shifting  them 
to  maintain  constancy  of  current  in  the  outer  circuit.  The  question  is 
confessedly  a  collateral  one  only,  and  without  attempting  to  restate  or 
summarize  what  has  been  said  about  it  we  are  content  to  say  simply 
that  when  the  opinion  in  the  case  was  written  the  court  had  the  same 
understanding  as  now  of  the  respective  views  of  counsel  in  regard  to  it. 
The  objections  made  to  the  last  sentence  of  our  opinion  are  answered 
already.  If  the  current-regulator  was  not  covered  and  protected  by 
the  first  patent,  it  is  because  the  claims  are  too  narrow  to  cover  the 
entire  invention  shown;  but  on  the  proofs  in  the  record  we  think  it 
clear  that  some  of  the  claims  are  entitled  to  a  construction  broad 
enough  to  cover  the  supposed  invention  of  the  second  patent.  It  would 
certainly  be  unreasonable  to  say  that  infringement  of  the  first  patent 
could  have  been  avoided  by  proportioning  the  parts  of  the  device 
whether  done  intentionally  or  accidentally,  so  as  to  admit  of  the  pas- 
sage of  an  effective  part  of  the  main  current  through  the  accessory  cir- 
cuit, and  yet,  as  counsel  for  the  appellant  have  been  constrained  to 
contend,  when  so  adjusted  the  device  is  covered  by  the  second  patent 
In  other  words,  at  least  one  form  of  construction  of  the  first  device 
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exemplifies  the  second.    It  is  therefore  beyond  dispute,  as  originally 
stated,  that  to  uphold  the  second  patent  would  be — 

an  unwarrantable  prolongation  of  the  jast  monopoly  confened  by  the  first  patent. 

The  petition  is  denied. 


[U.  S.  Circnit  Court— Soatbern  Districtof  New  York.] 

COVEET  V.   TrAVERS  BROTHERS  COMPANY, 

Decided  December  9, 1895, 
75  O.  G.,  349. 

1.  Effect  of  Prior  Decision— Ex  parte  Injunction. 

A  decision  granting  a  preliminary  injunction,  where  no  counsel  appeared  for 
defendant,  though  some  affidavitH  wero  siibmittod  in  his  behalf,  does  not  pre- 
clude the  court  in  a  subsequent  suit  against  a  different  defendant  from  consid- 
ering anew  the  question  of  the  validity  of  the  patent. 

2.  Same — Pleading— Demurrer  to  Bill. 

A  patent  manifestly  invalid  upon  its  face  may  be  so  declared  on  demurrer  to 
the  bill;  but  this  power  should  be  exorcised  with  the  utmost  caution  and  only 
in  the  plainest  cases.  All  doubts  should  be  resolved  in  favor  of  the  patent. 
{Button- Fastener  Co.  v.  Schlochtmeyer,  69  Fed.  Rep.,  592,  followed.) 

3.  Same— Invention — Rope-Clamps. 

There  is  no  invention  in  simply  clamping  an  open  ring  of  metal  around  a 
braided  or  twisted  rope  to  prevent  unbraiding  or  untwisting. 

4.  Covert— Rope  Clamp— : Valid. 

The  Covert  patent.  No.  208,157,  for  an  improvement  in  rope-clamps,  is  void  on 
.  its  face  as  to  the  second  claim  for  want  of  invention.  The  first  claim^  which  is 
for  a  described  method  of  connecting  two  parts  of  a  rope,  or  two  ropes,  by 
clamping  the  same  with  one  or  more  open  metallic  rings  under  pressure,  dis- 
closes sufficient  evidence  of  novelty  and  invention  to  prevent  the  same  trom. 
beiug  declared  invalid  upon  demurrer  to  the  bill. 

D£MURR£^R  to  bill. 

Mr.  Cliarles  G,  Coe  for  the  complainant. 
Mr.  Arthur  v.  Brieaen  for  the  defendant. 

OoxE,  J.: 

The  patent  in  suit,  No.  208,157,  was,  in  1885,  before  the  court  on  a 
motion  for  a  preliminary  injunction.  (25  Fed.  Rep.,  43.)  As  the  facts 
are  now  recalled  the  proceedings  on  that  motion  were  ex  parte  in  char- 
acter. No  one  represented  the  defendant  at  the  argument,  although 
some  affidavits  on  his  behalf  were  submitted.  That  decision  does  not 
preclude  the  court  from  considering  the  arguments  which  are  now  i)re- 
sented.  That  a  patent  manifestly  invalid  upon  its  face  may  be  so 
declared  on  demurrer  is  now  settled  beyond  dispute.  The  authorities 
bearing  upon  this  proposition  will  be  found  collated  in  the  recent  case 
oi  Button' Fastener  Co.  v.  Schlochtmeyer,  (60  Fed.  Kep.,  51)2.) 
H.  Doc.  354 ^21 
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It  is  also  true  that  this  power  should  be  exercised  with  the  utmost 
cautiou  and  ouly  in  the  plainest  cases.  If  there  is  doubt,  it  should  be 
resolved  in  favor  of  the  patent.  {New  York  Belting  and  Packing  Co,  v. 
Nerc  Jersey  Car  Spring  and  Euhher  Co.,  C.  D.,  1891,  253;  54  O.  G.,  135; 
137  IT.  S.,  445 ;  11  Sup.  Ct.  Rep.,  193  ;  Blessing  v.  Copper  Works,  34 
Fed.  Hep.,  753 ;  Eclipse  Co.  v.  Adkins,  0.  D.,  1890,  546;  53  O.  G.,  1407; 
36  Fed.  Rep.,  544;  Lalance  ct*  Grosjean  Co.  v.  Moslieim,  48  Fed.  Rep., 
462;  Standard  (HI  Co.  v.  Southern  Pacific  Co.,  0.  D.,  1890,  544;  53 
O.  G.,  1259;  42  Fed.  Rep.,  295  ;  Hanlon  v.  Primrose,  C.  D.,  1893,  544 ; 
65  O.  G.,  134;  56  Fed.  Rep.,  600 ;  Drainage  Co.  v.  Englewood,  67  Fed. 
Rep.,  141 ;  Qoebel  v.  Supply  Co.  55  Fed.  Rep.,  925  ;  Failey  v.  Talbee,  55 
Fed.  Rep.,  892.) 

The  patent,  granted  in  1878,  contains  two  claims,  as  follows: 

1.  The  liereiu  described  method  of  conuectiiig  one  part  of  a  rope  adjacent  to 
another  part,  or  the  ends  of  two  ropes,  by  clamping  the  same  with  one  or  more 
open  rings  of  metal  under  extreme  pressure,  as  set  forth. 

2.  One  or  more  open  rings  clamped  around  a  braided  or  twisted  rope  under  pres- 
sure, to  prevent  unbraiding  or  untwisting,  as  set  forth. 

The  second  claim  is  for  a  metallic  open  ring  clamped  around  a  rope 
to  prevent  untwisting — in  short,  for  a  ring  clamped  around  a  rope.  It 
is  difficult  to  perceive  how  invention  can  reside  in  this  claim. 

The  patent  itself  recognizes  the  "well-known  idea  of  twisting  a  wire 
around  a  rope,''  and  many  devices — such  as  corset-lacings,  shoestrings, 
and  whip-stocks — naturally  occur  to  the  court  where  similar  means 
have  been  used  to  produce  similar  results.  The  only  object  sought  to 
be  obtained  by  the  use  of  the  ring  of  this  claim  is  to  prevent  untwisting 
or  unbraiding.  The  split  tube  of  the  old  corset-lace  does  that.  There 
is  nothing  in  the  patent  limiting  the  claim  to  ropes  of  large  diameter. 
In  fact,  the  untwisting  or  unraveling  feature  is  made  to  apply  to  "the 
ends  of  single  cords." 

One  who  should  cut«  off  a  section  of  the  old  split,  tube,  so  that  it 
would  be  a  ring  rather  than  a  tube,  and  clamp  it  around  a  corset  lac« 
to  perform  precisely  the  same  office  as  the  tube,  though  less  eflfectually, 
would  have  every  element  of  the  second  claim. 

Untwisting  was  prevented  in  the  old  devices  by  clamping  a  split 
tube  around  the  end  of  the  cord  or  by  winding  it  with  wire  or  twine. 
The  patentee  accomplished  the  same  result — untwisting — by  substi- 
tuting an  open  ring  for  the  old  devices.  It  was  a  mere  workshop  expe- 
dient that  might  have  occurred  to  any  one.    It  did  not  involve  iuveutioD. 

An  entirely  different  proposition  is,  however,  presented  by  the  first 
claim.  It  is  ibr  the  described  method  of  connecting  two  parts  of  a  rope, 
or  two  ropes,  by  clamping  the  same  with  one  or  more  open  metallic 
rings  under  extreme  pressure.  There  is  nothing  suggested  in  the  prior 
art  that  anticipates  this  claim.  Certainly  the  court  cannot  say  that  it 
was  not  new  in  1878.  The  court  may  take  judicial  notice  of  the  old 
methods  of  looping  and  splicing  ropes  by  winding  and  interweaving 
the  strands,  and  if  the  statement  of  the  patent  be  true  that  the  pares 
when  clamped  as  described  "cannot  separate  or  have  any  endwise 
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draw^  it  is  manifest  that  the  patented  method  is  an  improvement  upon 
the  old  methods. 

It  is  argue<l  that  the  claim  is  void  as  covering  merely  the  function  of 
a  clamping  machine;  but  this  proposition  is  not  so  obvious  as  to  induce 
the  court  to  hold  the  claim  bud  on  demurrer.  The  court  cannot  say 
that  anything  existed  prior  to  July,  1878,  which  would  anticipate  or 
defeat  this  claim.  The  proof  may  show  that  ropes  looped  or  spliced  by 
the  rings  of  the  patent  possess  elements  of  strength  and  durability 
unknown  before.  It  is  enough  that  the  trial  may  result  in  a  decree  for 
the  complainant. 

As  the  bill  states  a  cause  of  action,  it  follows  that  the  demurrer  must 
be  overruled,  with  leave  to  the  defendant  to  answer  within  twenty  days. 


[U.  S.  Circuit  Court— Eastern  District  of  PennaylTanlA.] 

Hardwick  v.  Masland  et  ah 

Decided  December  26y  1895, 

75  O.  G.,  350. 

1.  Hardwick — Carpet  Fabric — Infringed. 

Claim  1  of  Letters  Patent  No.  382,157,  granted  May  1,  1888,  to  Harry  Hard- 
wick, for  carpet  fabric,  HeM  to  be  infringed. 

2.  Infringemsnt—Prima  Facie  Proof  of— Patented  Improvement. 

a  contention  that  defendants'  device  being  patented  is /^rtma/acie  proof  that 
it  does  not  infringe  complainant's  patent,  and  that  therefore  it  is  not  competent 
for  the  court  npon  inspection  of  the  patent  alone  to  adjudge  infringement,  might 
be  sustained  in  some  cases;  but  it  cannot  be  in  this  one,  where  the  patent  set  up 
by  defendants  is  manifestly  for  au  alleged  improvement  npon  complainant's 
invention,  the  use  of  which  it  necessarily  involves. 

Mr.  George  J,  Harding  for  the  complaiuaut. 
Mr.  Henry  E.  Everding  for  the  defendaDts. 

Dallas,  J.: 

This  is  a  suit  upon  Letters  Patent  No.  382,157,  dated  May  1, 1888,  to 
Harry  Hardwick,  for  "  carpet  fabric."  The  only  claim  involved  is  as 
follows: 

1.  A  two-ply  ingrain  carpet  fabric  having  the  weft- threads  divided  into  sets  of 
live,  of  which  three  are  in  one  ply  and  two  in  the  other,  all  substantially  as  set  forth. 

The  controversy  as  to  infringement,  which  is  the  only  one,  is  pre- 
sented in  an  nnasual  but  not  unprecedented  manner.  The  answer 
denies,  in  general  terms,  that  the  defendants  have  infringed,  but  spe- 
cifically admits — 

that  they  have  mauu£ftctured  a  fabric  according  to  the  invention  as  set  forth  and 
described  or  contained  and  patented  in  and  by  the  Letters  Patents  No.  497, 294^ 
granted  and  issued  to  one  Samuel  J.  Acheson,  of  Plainfield,  N.  J.,  under  date  of  May 
16,  189B,  for  an  improvement  in  ingrain  carpet  fabrics. 

If  this  specific  admission  conflicts  with  the  general  denial,  the  former 
controls  and  nullifies  the  latter.    Hence  two  questions  arise:  First.  As 
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matter  of  fact,  does  manufacture  under  the  Achesou  pateut  involve 
use  of  the  invention  covered  by  the  first  claim  of  the  Hard  wick  patent! 
Second.  As  matter  of  law,  may  the  court  determine  the  preceding 
inquiry  by  its  own  unaided  comparison  of  the  two  patents  ! 

First.  Comjjarative  examination  of  the  Acheson  ayd  the  Hardwick 
patents  makes  it  quite  evident  that  the  fabric  described  in  the  former 
embodies  the  invention  covered  by  the  first  claim  of  the  latter.  In  the 
specification  of  the  Hardwick  i>atent  it  is  stated: 

Ono  object  of  my  invention  is  to  provide  for  greater  variety  than  nsual  in  the  col- 
oring of  a  two-ply  ingrain  carpet  fabric,  and  another  object  is  to  attain  this  resalt 
without  nndaly  increasing  the  expense  of  the  fabric.  I  attain  the  lirst  of  these 
objects  by  increasing  the  number  of  weft  or  filling  threads  in  the  set  from  fonr  to 
five,  two  threads  of  the  set  appearing  in  one  ply  and  three  in  the  other  ply. 

In  the  diagram,  Fig.  1,  W,  R,  O,  D,  and  B  represent  live  weft  or  filling  threads, 
colored,  say,  white,  red,  olive,  drab,  and  black,  re8i>ectively. 

One  of  the  advantages  of  my  invention  is  shown. in  Fig.  2,  the  pattern  there  illus- 
trated having  a  groundwork  of  solid  color  with  fignre  containing  a  spot  of  ordinary 
ground  of  two  colors,  the  efl'ect  of  solid  color  being  obtained  by  using  an  extra  weft 
of  the  same  color  as  one  of  the  regular  ground-wefts  of  the  fabric. 

Solid  colors  in  the  figure  may,  as  will  be  evident,  be  obtained  by  using  an  extrt 
weft- thread  of  the  same  color  as  one  of  tho  regular  figuring-wefts. 

In  Fig.  1  the  sets  of  threads  are  separated  by  dotted  lines;  and  it  should  be  under- 
stood that  the  arrangement  of  threads  in  any  set  may  be  repeated  any  desired  nam- 
ber  of  times  in  a  pattern,  the  diagram  simply  showing  different  ways  in  which  the 
threads  can  be  combined  without  any  attempt  being  made  to  show  the  actual  suc- 
cession of  threads  in  a  definite  pattern. 

These  extracts  relate  to  and  make  perfectly  clear  that  object  of  the 
Hardwick  patent  which  is  the  subject  of  the  first  claim,  and  to  its 
'*  second  object,"  which  is  the  subject  of  a  claim  not  sued  upon,  no  ref- 
erence need  be  made.  Neither  is  it  necessary  to  recapitulate  all  that 
is  contained  in  the  Acheson  patent,  from  which  it  appears  that  it  also 
proposes — 

a  two-ply  ingrain  carpet  fabric  having  the  weft-threads  divided  into  sets  of  five,  of 
which  throe  are  in  one  ply  and  two  in  the  other,  all  substantially  as  set  forth — 

in  the  Hardwick  patent.  It  will  suffice  to  mention  that  in  the  Acheson 
specification  it  is  said,  in  describing  one  of  the  figures  representative 
of  his  alleged  invention,  that — 

each  set  comprises  *  *  *  five  wefts,  whereof  two  are  in  the  face  ply  or  weft 
plane  and  three  whereof  are  in  the  back  ply  or  weft  plane. 

This  language  is  substantially  the  same  as  that  of  the  claim  in  suit 
That  it  describes  the  same  thing  cannot  be  doubted. 

Second.  The  point  more  strenuously  urged  on  behalf  of  the  defe\idant 
is  that — 

the  fact  that  defendants'  fabric  is  patented  is  prima  facie  proof  that  it  does  not 
infringe  complainant's  patent; 

and  that  therefore  it  is  not  competent  for  the  court  upon  inspection  of 
the  patents  alone  to  adjudge  infringement.  This  contention  might  be 
sustiiined  in  some  cases,  but  it  cannot  be  in  this  one.    In  this  case  each 
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of  the  two  patents  is  not  for  a  speoiftc  and  distinct  addition  to  the  art 
as  It  existed  before  either  of  them  was  granted.  The  patent  set  up  by 
the  defendants  is  manifestly  for  an  alleged  improvement  upon  the 
Hard  wick  invention,  the  use  of  which  it  necessarily  involves.  There- 
fore the  authorities  cited  by  the  learned  counsel  of  the  defendants  are 
inapplicable,  the  precise  question  m  this  instance  being  not  whether 
the  defendants^  patent  is  invalid,  but  whether  they  by  reason  of  their 
ownership  of  that  patent  can  lawfully  use  the  invention  of  Hardwick 
without  his  consent,  and  to  this  question  both  reason  and  authority 
call  for  a  negative  answer.  (Cantrell  v.  Wallickj  C.J).,  1886,  207;  35 
O.  G.,  871;  117  U.  S.,  689,  694.) 

The  defendants^  avowal  that  they  have  manufactured  according  to 
the  Acheson  patent  challenges  a  comparison  of  that  patent  with  the 
one  in  suit,  and  1  am  at  a  loss  to  perceive  why  that  comparison  may 
not  in  so  plain  a  case  be  made  by  the  court  unaided  by  experts.  Their 
opinions  would  not  be  conclusive  and,  if  favorable  to  the  defendants, 
could  not  prevail  against  the  convincing  testimony  of  the  documents 
themselves.  Doyle  v.  Spaulding^  C.  D.,  1884,  181;  27  O.  G.,  300;  19 
Fed.  Rep.,  744,  748;  Hayes  v.  Bickelhoupt,  C.  D.,  1885,  345;  32  O.  G., 
135;  23  Fed.  Rep.,  184;  Freene  v.  Swartchildy  35  Fed.  Rep.,  142;  Sey- 
mour V.  Osborne,  11  Wall.,  545;  Penna.  Go.  v.  Guggenheim^  3  Fish.,  427.) 

Decree  for  complainant  in  the  usual  form. 


[U.  S.  Circnit  Court— Dintrict  of  Connecticat.] 

BiOHABDsoN  et  al.  V.  The  American  Pin  Company. 

Decided  March  20,  1896. 

75  O.  G.,  351. 

L  De  Long — Hook— Narrow  Patent. 

Letters  Patent  No.  411,857,  granted  October  1,  1889,  npon  an  application  of 
Frank  £.  De  Lou*^,  for  an  improvement  in  hooks,  examined  and  Held  limited  to 
the  featnre  which  in  the  prosecution  of  the  application  was  declared  to  be  the 
essential  feature  of  the  invention. 

2.  Election  in  Application — Binding. 

Patentee,  when  applicant,  having  been  obliged,  in  view  of  certain  references 
cited  by  the  Office,  to  elect  to  prosecute  one  of  two  features  as  the  essential 
characteristic  of  his  invention,  and  electing  to  show,  describe,  claim,  and  insist 
upon  his  invention  as  consisting  in  one  feature  having  certain  functions,  is  bound 
by  bis  admission  and  is  not  in  a  subsequent  suit  in  a  position  to  claim  that  his 
invention  consisted  in  the  feature  which  he  ignored  in  making  his  election. 

3.  Invention— Broadening  Scope — Change  of  Fashion— Advertising. 

Commercial  success  of  a  patented  article  due  to  the  demand  caused  by  a 
change  of  fashion  and  to  extensive  and  seductive  advertising  will  not  serve  to 
broaden  the  scope  of  the  patent. 

Mr.  Bradbury  Bedelly  Messrs.  Strawbridge  d^  Taylor,  and  Mr.  Fred- 
erick P.  Ftsh  for  the  complainants. 

Mr.  Oeorge  E.  Terry^  Mr.  Edmund  Wetmore,  and  Mr.  Benno  Loewy 
for  the  defendant. 
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TOWNSBND,  J. : 

When  Frank  E.  De  Long,  the  patentee  herein,  (Letters  Patent  No. 
411,857,  dated  October  1,  1889,)  filed  his  original  application  for  a  hook 
for  garments,  he  said : 

The  tongue  has  a  loop  or  looped  extension  C,  which  is  coincident  with  the  bend  d 
of  the  hooky  so  that  the  eye  or  loop  engagCH  with  both  extension  and  bend,  said 
extension  increasing  the  strength  of  the  hook,  as  is  evident. 

All  of  his  claims  covered  a  locking  tongue  or  hnmp  in  said  hook. 
Upon  citation  of  references  he  amended  his  claim  to  cover — 

a  garment-hook  having  an  auxiliary  hook  at  the  bend  of  the  hook  proper,  forming  a 
reinforce  for  the  hook  at  said  bend,  substantially  us  described. 

The  references  being  insisted  on,  his  attorney  wrote,  saying  concern- 
ing the  Rodgers  English  patent,  No.  8,008,  of  1839. 

But  it  has  no  anxlHary  hook  serving  as  a  reinforce  to  the  main  hook.  None  of  the 
references    *    «     *    have  this  featnre. 

Finally,  the  attorney  differentiated  his  hook  from  the  prior  art  referred 
to  by  the  Patent  Office  by  the  following  amendment: 

Continuons  of  the  tongne  B  is  a  loop  or  looped  extension  C,  which  is  coincident 
with  the  bends  d  of  the  hook,  it  being  noticed  that  said  loop  C  is  between  the  side 
pieces  or  XM>rtion  a  of  the  hook  A.  The  tongne  or  loop  C  is  coincident  with  the  bends 
d  of  the  hook  proper,  it  being  noticed  that  the  hook  consists  of  the  sides  a,  the  eyes 
h,  the  front  c  and  bends  d  between  said  sides  and  front,  so  that  the  eye  which  is  con- 
neoted  with  the  hook  engages  with  both  the  looped  extension  C  and  the  bends  d, 
said  extension  increasing  the  strength  of  the  h6ok,  as  is  evident,  and  also  prevent- 
ing the  eye  from  slipping  behind  the  tongue. 

That  such  looped  extension  forming  a  reinfon5ed  seat  for  the  eye  of 
the  hook,  originally  described  and  continuously  insisted  on  as  the  only 
departure  from  the  prior  art,  was  the  essential  feature  of  the  construc- 
tion which  gave  it  patentable  novelty  is  manifest  from  an  examination 
of  both  applications,  the  other  contents  of  both  file- wrappers,  and  the 
patent  as  finally  granted. 

It  now  appears,  according  to  the  argument  of  counsel  for  complain- 
ants, that  what  De  Long  really  invented  was  the  means  for  preventing 
the  ancillary  hook  from  sticking  into  the  garment  and  the  eye  from 
slipping  behind  said  tongue,  and  which  consisted  in  turning  up  the 
point  of  said  tongue;  but  Fig.  2  of  the  original  drawings  and  the  pat- 
ent itself  indicate  that  he  did  not  think  of  or  claim  a  non-abrading  hook, 
and  complainants'  expert  admits  as  to  the  protection  of  the  eye  that 
one  of  the  figures  of  said  Bodgers  patent  illustrates  a  construction 
which — 

posesses  the  same  imI vantages,  namely,  that  the  eye  cannot  get  on  the  wrong  side  of 
the  tongne, 

and  if  one  were  to  bend  it  up  so  as  to  get  it  out  of  the  way  of  the  garment 
he  would  make  the  invention  of  the  patent  m  suit. 

The  applicant  had  the  right  to  select  as  to  which  of  two  courses  he 
would  pursue  in  the  Patent  Office.    He  could  then  insist^  as  his  coun- 
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sel  now  insist,  tliat  his  invention  resided  merely  in  bending  np  the 
point  of  the  tongue  of  the  prior  art,  or  he  could  abandon  or  ignore  this 
feature  and  differentiate  his  construction  from  the  prior  art  by  so 
extending  the  tongue  beyond  prior  constructions  as  to  form  an  auxili- 
ary reinforcing-Ioop  coincident  with  the  bend  of  said  hook.  He  chose 
the  latter  alternative.  Thereby  he  has  strengthened  the  claim  of  nov- 
elty in  his  patent,  but  narrowed,  its  scope. 

But  it  is  further  contended  that  the  Patent  Office  was  mistaken  in 
its  view  as  to  the  effect  of  the  earlier  constructions.  It  would  seem,  in 
view  of  its  references  and  of  the  Federhaken,  Tyler,  Rodgers,  and  other 
constructions,  that  the  Examiner  was  right,  and  that  Judge  Colt  in  his 
opinion  sustaining  the  patent  in  suit  took  this  view.    He  says: 

The  Rodgers  hook  has  a  yieldiug,  resilient,  humped  tongue,  and  to  this  extent  is 
similar  to  the  De  Long  structure,  but  the  end  of  the  tongue  in  this  hook  is  not  car- 
ried around  the  bend  of  the  hook.  There  are  two  defects  in  the  Rodgers  hook. 
First,  the  end  of  the  tongue,  when  the  eye  is  inserted  in  the  hook,  is  pressed  down 
below  the  plane  of  tlie  shank  of  the  hook,  and,  coming  in  contact  with  the  fabric, 
tends  to  abrade  it;  and,  second,  in  inserting  the  eye  in  the  hook,  the  spring-tongue 
may  become  bent  or  displaced,  in  which  case  the  eye,  in  attempting  to  unhook  it,  may 
pass  behind  or  under  the  end  of  the  tongue,  and  so  prevent  the  disengagement  of  the 
eye  from  the  hook. 

In  the  arguments  of  counsel  for  complainants  it  is  said  that  neither 
the  patent  nor  the  file- wrapper  say  how  far  the  tongue  must  extend 
around  the  bend  of  the  hook ;  but  when  the  patentee  claims  and  illus- 
trates a  tongue  having  its  free  end  forming  a  loop  coincident  with  the 
bend  of  the  hook,  having  explained  that  what  he  meant  thereby  was 
such  a  loop  as  to  engage  and  afford  a  seat  for  the  eye  and  thus  afford  a 
triple  bend  to  strengthen  the  hook,  it  is  evident  that  no  other  construc- 
tion will  infringe  unless  it  performs  some  one  of  these  functions  in  the 
same  way. 

Counsel  further  cite  from  the  able  and  exhaustive  opinion  of  Judge 
Putnam  in  Reece  Button- Hole  Ma.  Go.  v.  Globe  Button-Hole  Ma.  Co. 
(C.  D.,  1894, 360;  67  O.  G.,  1720;  61  Fed.  Rep.,  958)  to  support  the  claim 
that  De  Long  should  not  be  estopped  to  claim  infringement  herein  by 
reason  of  the  statements  in  the  file- wrapper  and  contents;  but  that  was 
a  case  involving  the  application  of  the  broad  doctrine  of  equivalents  to 
a  pioneer  patent  where  amendments  were  made,  not  upon  citation  of 
anticipations,  but  upon  a  theory  of  the  Examiner  that  the  claims  must 
conform  to  the  operation  explained  in  the  specification.  Here  the 
alleged  invention  covers  a  mere  change  of  form  and  was  thus  amended 
upon  citation  of  references  involving  the  question  of  novelty.  The  rule 
applicable  in  such  cases  is  stated  in  said  opinion  by  Judge  Putnam, 
quoting  from  Ball  &  Socket  Fa^ttener  Co.  v.  Ball  Olove- Fastening  Co., 
(7  C.  0.  A.,  498;  68  Fed.  Rep.,  818,)  as  follows: 

The  mle  tonching  the  effect  of  snch  amendme.nts  has  been  several  times  laid  down 
by  the  Supreme  Coort  in  patent  causes,  although  it  is  only  a  peculiar  applioation  of 
tlie  general  principles  of  law  relative  to  the  interpretation  of  instruments.  In  the 
case  at  bar  the  amendments  relate  to  the  very  pith  and  marrow  of  the  alleged 
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improvement,  touch  directly  the  qaestion  of  novelty,  and  were  iinderstandingly  and 
deliberately  assented  to;  so  that  the  rule  of  interpretation  referred  to  undoubtedly 
i<l>X>lies. 

Judge  Putnam  adds  that  the  application  of  this  rule — 

when  the  invention  is  in  mere  matter  of  form  or  detail  would  be  more  freely  made 
than  when  it  is  of  a  broad  character. 

The  tongue  of  defendant's  hook  is  slightly  longer  than  that  of 
Eodgers,  and  the  end  is  sufficiently  curved  so  that  it  will  not  abrade 
the  cloth.    In  defendant's  hook  there  is  not  the — 

tongue  having  its  free  end  forming  a  loop  coincident  with  the  bend  of  the  hook, 

as  claimed.  There  is  practically  no  "auxiliary  hook  serving  as  a  rein- 
force to  the  main  hook,"  certainly  none  in  the  sense  in  which  applicant 
described  it — 

so  that  the  eye  *  *  *  engages  with  both  the  looped  extension  C  and  the  bends 
d,  said  extension  increasing  the  strength  of  the  hook,  as  is  evident, 

and  the  eye  is  not  "  seated  both  in  the  bend  d  and  the  loop  O." 

Were  it  essential  to  the  decision  herein,  it  might  be  further  shown 
from  the  state  of  the  prior  art  that  other  devices — such  as  those  of 
Tyler,  Jenkins,  Federhaken,  Church,  and  Mason — approached  so  closely 
to  the  defendant's  construction  that  De  Long  could  not  have  protected 
it  by  a  valid  patent.  These  considerations,  however,  are  only  here 
referred  to  as  tending  to  show  that  the  De  Long  invention  was  in  no 
sense  of  a  primary  character.  Complainants'  expert  admits  that  the 
only  structural  change  necessary  in  Fig.  26  of  the  Rodgers  patent  in 
order  to  bring  it  within  the  invention  of  the  patent  in  suit  would  be  to 
bend  the  elongated  end  of  the  tongue  so  as  to  make  it  coincident  with 
the  bend  of  the  hook,  and  that  if  you  took  the  hook  of  Fig.  26 — 

and  foand  that  the  straight  ^nd  of  the  tongue  stuck  into  your  garment  and  hent  it 
up  so  as  to  get  it  out  of  the  way,  you  would  make  the  invention  of  the  patent  in 
suit. 

Counsel  for  complainants  further  argue  that  the  defendant — 

has  what  the  complainants  oontributed  to  the  art,  and  gets  it  by  having  ''a  tongae 
whose  free  end  forms  a  loop  coincident  with  the  hend  of  the  hook"  for  a  certain  dis- 
tance. 

There  are  several  answers  to  this  argument.  The  bend  in  the  tongue 
does  not  form  a  loop,  which  is  defined  to  be — 

a  fold  or  doubling  of  a  string,  etc.,  in  such  a  manner  as  to  form  an  eye  or  a  curve 
through  which  something  may  he  passed,  ab  a  hook  or  another  cord. 

But  if  in  the  sense  of  a  "  curve  or  bend  of  any  kind  "  it  does  form  a 
loop,  and  if  such  loop  is  coincident  with  the  bend  of  the  hook  for  a  cer- 
tain distance,  which  I  very  muc^h  doubt,  yet  the  patentee  is  estopped, 
as  already  shown,  to  cover  such  loop  unless  the  certain  distance  during 
which  it  is  coincident  either  covers  the  whole  of  the  bend  or  so  much 
thereof  that  the  loop  may  serve  as  a  seat  for  the  eye  and  thus  increase 
the  strength  of  the  hook ;  and  if  this  were  not  so  and  the  alleged  inven- 
tion could  not  be  construed  to  consist  in  what  the  inventor  originally 
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ignored — tbat  is,  in  merely  turning  up  such  prolongation  of  the  tongui 
there  is  at  most  nothing  more  than  the  skill  of  the  mechanic  in  view  of 
the  prior  art.  In  any  event  the  applicant,  having  presented  to  him  the 
direct  issue  of  novelty  in  view  of  the  prior  art  and  having  failed  to 
claim  the  upturned  end  and  having  elected  to  show,  describe,  claim, 
and  insist  upon  his  invention  as  consisting  in  a  certain  kind  of  loop 
having  certain  definite  functions,  is  bound  by  his  admission  and  is  not 
now  in  a  position  to  claim  that  his  invention  consisted  in  a  mere  length- 
ening and  upturning  of  the  end  of  the  tongue  sufficient  to.  prevent 
abrading  the  cloth. 

Finally  the  evidence  faile«l  to  establish  that  the  alleged  defects  of 
the  earlier  hooks  caused  the  falling  off  in  the  sales  thereof  or  that  the 
alleged  advantages  of  the  patented  hook  account  for  their  popularity. 
On  the  contrary,  the  change  in  women's  fashions  and  extensive  adver- 
tising— not  of  the  patented  improvement,  but  of  the  hump — appear  to 
have  contributed  largely  to  its  success.  Like  the  Orutn  lock  in  Ihiery, 
Corbin  Cabinet  Lock  Co.,  (C.  D.,  1893,  334;  63  O.  G.,  1060;  149  U.  S., 
216,)  it  was  put  upon  the  market  just  at  a  time  when  the  public  were 
looking  for  a  hook  of  this  description,  and  the  eye  of  the  people  was 
caught  by  an  alluring  trade  mark  and  seductive  signs* 

Let  the  bill  be  dismissed. 


[Supreme  Court  of  the  United  States.] 

Dashiell  v.  Grosvenob  et  al. 

Decided  April  IS,  1896, 
75  0.G.,  507. 
1.    SeABURY— BUEECH-LOADING  CaNNON — CONSTRUCTION  OF  CLAIM. 

Claim  1  of  Lettert  Patent  No.  425,584,  issued  April  15, 1890,  to  Samnel  Seabury, 
for  an  improvement  in  breech-loading  cannon,  cannot,  in  view  of  the  prior  art, 
receive  the  broad  construction  contended  for,  but  mnst  be  limited  to  the  precise 
mechanism  described. 

2.  Same— Same — Same — Infringement. 

It  may  be  doubtful  whether,  in  view  of  the  Nordeufeldt  patent,  there  is  any 
novelty  even  in  the  exact  combination  described  iu  this  claim;  but,  whether 
the  Nordenfeldt  device  be  an  exact  anticipation  or  not,  the  Dashiell  device  differs 
from  the  Seabury  patent  much  more  than  the  latter  differs  from  the  Nordenfeldt 
machine,  and  the  claim  is  not  infringed  by  Dashiell. 

3.  Anticipation — Inoperative  Devices — Failure  to  Patent. 

Inoperative  devices  are  frequently  set  np  as  anticipations ;  but  they  are  nsnally 
such  as  have  proven  to  be  so  far  failures  that  the  inventor  has  not  taken  out 
patents  for  them,  and  are  resuscitated  for  the  purpose  of  showing  that  other 
machines  similar  to  the  one  patented  have  been  invented  before. 

4.  Patented    Machine— Presumption   as    to    Operativenkss   and  Utility- 

Defective  Model— Error  in  Drawings. 
The  very  fact  that  a  machine  is  patented  is  some  evidence  of  its  operativeness 
as  well  as  of  its  utility,  and  where  a  model  is  constructed  after  the  design  shown 
in  a  patent  which  is  not  perfectly  operative,  but  can  be  made  so  by  a  slight 
alteration,  the  inference  is  that  there  was  an  error  in  working  out  the  drawings, 
and  not  that  the  patentee  deliberately  took  out  a  patent  for  an  inoperative 
device. 
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On  certiorari  to  the  Circuit  Court  of  Appeals  for  the  Fourth  Circuit 

Messrs.  8.  F.  Phillips^  F.  D.  MoKenneyj  and  W.  H.  Singleton  for  the 
appellant. 
Mr.  Wm.  A.  Jenner  and  Mr.  Wm.  G.  Wilson  for  the  appellees. 

STATEMENT   OF  THE   CASE. 

This  was  a  bill  in  equity  by  the  appellees  against  Dashiell  for  the 
infringefhent  of  Letters  Patent  No.  425,584,  issued  April  15, 1890,  to 
Samuel  Seabury,  a  lieutenant  in  the  United  States  Navy,  for  an  improve- 
ment in  breech- loading  cannon.  In  his  specification  the  patentee  made 
the  following  statement  of  his  invention : 

This  improvement  relates  to  breech-loadiDg  caunon  in  which  a  screw  breech-block, 
which  is  withdrawn  in  a  rearward  direction,  is  employed,  with  a  swinging  carrier 
or  receiver  hinged  to  one  side  of  the  breech  of  the  gnu,  and  into  which  the  breech* 
block  is  withdrawn,  and  which  serves  as  a  gaido  for  directing  the  breech-block  into 
and  from  its  seat  in  the  breech  and  as  a  support  for  the  breech-block  while  oat  of  the 
gnn.  In  snch  a  gun  there  are  three  movements  necessary  to  open  the  breech- 
namely,  tirst,  the  turning  of  the  breech-block  to  unlock  it;  second,  the  withdrawal  of 
the  breech-block  backward  into  the  receiver;  and,  third,  the  swinging  aside  of  the 
receiver  with  the  breech- block  in  it.  These  three  movements  have  hitherto  been  sep- 
arately performed  by  hand,  the  breech-block  having  been  first  turned  to  unlock  it  by 
hand  and  then  pulled  by  hand  back  into  the  receiver,  and  the  receiver  having  been 
then  swung  aside  by  hand  with  the  breech-block  in  it  to  open  the  breech. 

The  object  of  this  improvement  is  to  provide  for  the  more  rapid  working,  loading, 
and  firing  of  such  breech-loading  cannon  by  effecting  all  these  movements  in  succes- 
sion by  a  eontinnons  movement  of  a  single  lever. 

The  plaintiff  relied  only  upon  the  first  claim  of  the  patent,  which  reads 
as  follows : 

1.  The  combination,  with  a  breeoh-loading  cannon  and  a  breech-block  for  the 
same,  which  is  withdrawn  in  a  rearward  direction,  of  a  breech-block  carrier  hinged 
to  the  breech,  and  a  breech-block  retractor  hinged  to  the  breech  separate  from  said 
carrier  to  move  independently  of  said  carrier  to  draw  the  breech-block  thereinto 
and  push  it  therefrom,  but  capable  of  moving  the  said  carrier  while  the  breech-block 
is  therein,  substantially  as  herein  set  forth. 

The  plaintiffs  were  Seabury,  the  patentee,  and  certain  others,  who 
were  assignees  of  interests  under  the  patent.  The  defendant  was,  when 
t  he  suit  was  begun,  an  ensign  in  the  United  States  Navy,  and  the  inMng- 
ing  acts  were  admitted  to  have  been  done  under  his  authority  and  pro- 
curement, under  a  contract  between  himself  and  the  Navy  Department, 
through  which  he  was  to  be  paid  a  stipulated  sum  for  each  gun  manu- 
factured embodying  the  infringing  device.  For  this  device  Letters 
Patent  No.  468,331  had  been  issued  to  him  February  9, 1892. 

Upon  a  hearing,  upon  pleadings  and  proofs,  the  Circuit  Court  was  of 
the  opinion  that  the  Seabury  patent  was  valid,  and  the  Dashiell  patent 
an  infringement  thereon,  and  it  entered  a  decree  to  that  effect.  (62  Fed. 
Rep.,  684.) 

On  appeal  to  the  Court  of  Appeals  that  court  was  of  opinion  that 
an  iiyunction  would  prohibit  the  officers  in  charge  of  the  navy-yard 


DECISIONS   OF   U.  S.  COURTS   IN   PATENT   CASES.  331 

from  manufacturing  guns  for  use  upon  the  war  vessels  of  the  United 
States,  and  for  that  reason  ought  not  to  be  granted.  The  bill  of  com- 
plaint also  relied  upon  certain  allegations  of  fraud  which  the  court  held 
were  material  to  be  proved,  and  were  not  sustained,  and  for  those  rea- 
sons it  reversed  the  decree  of  the  court  below  and  dismissed  the  bill. 
(Ante,  176;  74  O.  G.,  500;  525  U.  S.  App.,  227.) 

Application  was  thereon  made  to  this  Court  for  a  writ  of  certiorari^ 
which  was  granted. 

Mr.  Justice  Bbown  delivered  the  opinion  of  the  Court. 

The  question  of  infringement  in  this  case  turns  largely  upon  the  con- 
struction to  be  given  to  the  first  claim  of  the  Seabury  patent.  If,  as 
set  forth  in  his  specification,  he  is  entitled  to  claim  broadly,  by  the  con- 
tinuous operation  of  a  single  lever,  the  performance  of  the  three  move- 
.rnent^  necessary  to  open  the  breech  of  a  breech-loading. gun,  viz., 
unlocking  the  breech-lock,  pulling  it  back  into  the  receiver,  and  swing- 
ing it  to  one  side,  the  Dashiell  patent,  which  effects  the  same  movements 
in  substantially  the  same  way,  would  probably  be  an  infringement. 
It  is  claimed  that,  prior  to  the  Seabury  patent,  those  three  movements 
were  separately  made  by  hand,  and  that  the  novelty  of  his  invention 
consists  in  their  successive  performance  by  the  single  sweep  of  a  lever. 

To  ascertain  whether  he  is  entitled  to  this  broad  claim,  it  is  necessary 
to  consider  somewhat  at  length  the*  state  of  the  art  at  the  time  the  Sea- 
bury patent  was  issued.  In  modern  warfare  breech-loading  guns  have 
largely  supplanted  the  old  muzzle-loading  patterns,  and  the  skill  of  the 
inventor  has  been  applied  to  perfecting  the  mechanism,  whereby  the 
breech  may  be  effectually  closed,  to  prevent  the  escape  of  gas,  and  at 
the  same  time  rapidly  and  easily  opened  and  thrown  back  for  the  recep- 
tion of  another  cartridge.  Various  forms  of  breech-block  are  used,  but 
the  patent  in  suit  relates  to  what  is  known  as  the  mutilated  or  slotted 
screw  form,  which  consists  of  a  circular  plug  of  metal,  with  equal  parts 
of  its  threads  cut  away.  The  interior  surface  of  the  breech  or  bore 
is  also  fitted  with  a  corresponding  screw,  equal  parts  of  which  are  also 
cut  away.  When  the  block  is  in  the  gun  in  position  for  firing  the  screw 
of  the  breech-block  is  interlocked  with  the  corresponding  threads  in  the 
interior  of  the  gun,  so  that  the  breech-block  is  held  so  firmly  to  the  gun 
itself  as  to  be  substantially  a  solid  body  of  metal.  After  firing,  the 
breech  block  is  turned  partly  around,  so  that  the  threads  of  the  screw 
are  released  and  brought  opposite  the  smooth  portion  of  the  bore. 
This  admits  of  the  breech-block  being  withdrawn  from  the  gun,  where 
it  rests  upon  what  is  known  as  the  carrier,  which  is  hinged  to  the 
breech  and  swung  to  one  side,  to  leave  the  bore  free  for  the  reception 
of  another  cartridge.  Formerly  the  three  movements  of  turning  the 
block,  withdrawing  it  from  the  chamber,  and  swinging  it  to  one  side 
had  been  separately  performed  by  hand.  Was  Seabury  the  first  to 
effect  these  three  movements  by  the  single  and  continuous  operation 
of  a  lever  t 
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Jobii  P.  Scheukl  purported  to  do  this  in  the  patent  issued  to  him 
August  16, 1853,  performing  the  movements— 

throngh  the  intervention  of  appropriate  cams,  catches  and  springs,  by  the  motion  of 
a  single  lever,  worked  by  the  hand  of  a  gunner. 

The  movement  of  the  lever  was  not  continuous,  and  the  gun  was  of 
a  different  class,  oi)ening  in  the  middle  of  its  length,  tipping  up  it« 
breech  and  receiving  the  cartridge  at  the  muzzle  of  its  rear  sectiou, 
like  the  ordinary  muzzle-loader.  The  lever  is  necessarily  given  a  back- 
ward and  forward  motion  to  support  the  two  portions  of  the  gun,  and 
turn  the  breech  portion  upward,  and  the  same  lever  is  also  given 
another  backward  and  forward  motion,  to  again  connect  the  two  por- 
tions of  the  gun  together.    Obviously  it  is  not  an  anticipation. 

The  patent  to  Cochran  of  November,  1859,  throws  no  light  upon  the 
question  in  this  case.  The  same  may  be  said  of  the  patent  to  Goodwin 
of  May,  1864.  While  the  patent  to  Driggs  and  Schroeder  of  April  5,- 
1887,  No.  360,  798,  shows  a  decided  advjvnce  in  the  method  of  breech- 
loadiiig,  there  is  nothing  in  the  invention  to  indicate  that  the  patentee 
had  in  mind  the  peculiar  features  claimed  for  the  Seabury  patent.  The 
English  patent  to  Farcot,  a  French  engineer,  issued  the  same  day  as 
the  Driggs  and  Schroeder  patent,  relates  to  an  apparatus  so  arranged 
that,  by  the  rotation  of  a  single  axis,  the  successive  movements  neces- 
sary for  introducing  or  withdrawing  the  breech-block  are  x>©rformed 
with  ease,  rapidity  and  exactness.  Mechanical  means  are  utilized  to 
operate  the  breech-block  in  all  three  of  its  movements,  for  opening  as 
well  as  closing,  and  all  of  them  are  performed  through  a  crank-handle. 
Its  appearance  marks  a  step  in  advance  in  the  development  of  the  breech 
mechanism,  and  the  accomplishment  of  the  three  motions  in  one. 

British  patent  No.  9,813  to  Albert  Sauvee,  issued  May  4,  1888,  also 
exhibits  mechanical  gearing  for  operating  a  slotted-screw  breech-block, 
by  a  continuous  movement  in  a  given  direction.  In  this  i^atent  the 
rotation  of  the  breech-screw,  its  extraction  and  the  rotation  of  the  car- 
rier succeed  each  other,  while  the  hand-crank  is  being  turned  in  the 
same  direction.  The  breech  is  closed  by  working  the  handle  in  the 
opposite  direction. 

The  British  patent  to  Sauvee  of  July  4, 1887,  No.  9,453,  also  discloses 
a  breech  mechanism  for  operating  a  slotted-screw  breech-block,  giving 
all  the  three  necessary  movements  of  rotation,  retraction  and  swing- 
ing aside,  by  the  continuous  movement  of  a  simple  hand-lever.  The 
breech-block  in  this  patent  is  of  conical  form  and  not  cylindrical,  as  in 
the  other  patents.  The  general  arrangement  shows  a  lever  attached 
to  the  breech-block  near  its  middle,  and  connecting  with  the  carrier  by 
means  of  a  fulcrum,  so  that  power  applied  to  the  end  of  the  lever  will 
cause  the  breech  block  to  move  forward  and  backward  in  the  carrier, 
and  into  and  out  of  the  gun.  Besides  this,  the  necessary  gear-wheels 
are  fitted  to  provide  necessary  rotation  to  the  block  at  the  proper  time. 
When  the  block  is  fully  withdrawn  upon  the  carrier,  the  latter  is  swung 
to  one  side  by  the  continued  motion  of  the  same  lever. 
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British  patent  No.  7,435,  granted  February  12,  1889,  to  Canet,  also 
described,  in  the  first  claim — 

au  improved  constmction,  whereby  the  opening  of  the  breech  of  guns  can  be 
eft'ected  completely  by  a  rotary  movement  always  in  the  same  direction,  the  rotation 
of  the  breech-screw  being  effected  by  the  action  of  a  rack  mounted  upon  an  endless 
screw,  npon  a  toothed  sector  on  the  breech-block;  the  longitudinal  movement  of 
the  breech-screw  being  effected  by  the  direct  action  of  a  pinion  upon  the  threads 
of  the  breech-sorew ;  and  the  pivoting  of  the  bracket  being  effected  by  the  direct 
action  of  the  operating-shaft  npon  the  endless  vertical  screw. 

Still  another  system,  in  which  the  three  motions  required  of  the 
breech-block  are  accomplished  by  a  single  movement  of  a  lever,  is 
found  in  the  British  patent  No.  7,195  to  Nordenfeldt,  dated  May  17, 
1887.  In  its  general  principle  of  effecting  these  movements,  it  bears  a 
closer  resemblance  to  the  Seabury  patent  than  any  other  exhibit. 

The  invention — 

says  the  patentee — 

relates  to  breech-loading  guns  in  which  the  breech  is  closed  by  a  block  entering  the 
breech-opening,  and  having  spaced  screw-threads  upon  it  engaging  corresponding 
spaced  screw-threads,  within  the  breech  of  the  gun.  In  such  guns  I  give  all  the 
necessary  movements  to  the  breech-block  by  means  of  a  lever  handle  and  axis 
rotating  through  the  arc  of  a  circle.  The  same  movement  alHO  actuates  an  extractor 
and  gives  the  necessary  movement  to  it  for  withdrawing  the  cartridge-case  from  the 
chamber  of  the  gun. 

The  patentee  Nordenfeldt  thus  describes  the  operation  of  his  device: 

In  opening  the  breech,  as  soon  as  the  lever-handle  is  moved  sufficiently  far  to 
disengage  the  screw-threads,  a  shoulder  upon  or  moving  with  the  lever-handle 
comes  against  another  shoulder  npon  the  withdrawing  arm,  and  this  then  commences 
to  turn  with  the  hand-lever  moving  rearward  from  the  breech  of  the  gun.  In  this 
movement  it  draws  back  the  breech-block  out  of  the  gun,  the  breech-block  being 
engaged  with  the  disengaging-arm  in  the  manner  already  described.  In  this  way 
the  breech-block  is  landed  npon  the  tray  or  support,  and,  as  soon  as  this  is  the  case, 
the  tray  or  support  also  commences  to  move  round  with  the  lever-handle  carrying 
the  breech-block  to  the  rear,  and  at  the  same  time  conveying  it  to  one  side  so  asto 
leave  the  breech-opening  unobstructed.  In  closing  the  breech  the  same  movements 
take  place  in  reversed  order.  First,  all  the  parts  move  together,  while  the  breech- 
block is  brought  back  into  position  to  enter  the  breech-opening,  then  the  tray  or 
snpport  remains  stationary  while  the  breech-block  is  thrust  from  off  it  by  the  with- 
drawing-arm,  and  finally  this  arm  reiuains  at  rest  during  the  last  part  of  the  move- 
ment of  the  lever-handle,  while  the  rotaiy  movement  is  imparted  to  the  breech- 
block requisite  to  cause  the  engagement  of  the  screw-threads. 

The  lever  in  that  patent  is  entirely  separate  from  the  carrier,  and 
moves  indei)endently  of  it,  except  when  the  breech-block  is  fully  sup- 
ported by  the  carrier,  at  which  time  it  moves  with  the  latter.  The 
breech-block  is  rotated  by  a  rack  sliding  on  the  face  on  the  breech  of 
the  gun,  connecting  with  an  arm  or  projection  on  the  driving-shaft.  A 
large  model  of  the  breech  mechanism  of  this  patent,  made  from  the 
drawings  at  the  Navy  Department,  was  put  in  evidence,  with  written 
directions  for  working  it. 

It  is  claimed  by  the  x^laintiffs  in  this  connection  that  the  model  of  the 
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Nordenfeldt  patent,  so  made  and  exhibited,  is  inoperative,  and  hence 
cannot  be  said  to  be  an  anticipation  of  the  first  claim  of  the  Seabmry 
patent;  and  such  seems  to  have  been  the  view  of  the  learned  judge  who 
delivered  the  opinion  of  the  Circuit  Court.  It  does  not  clearly  appear, 
however,  whether  this  inoperativeness  is  due  to  a  fault  in  the  original 
construction  of  the  machine,  or  to  a  slight  defect  in  the  model  made 
from  the  drawings  in  the  Navy  Department.  This  model  was  con 
structed  largely  of  wood,  and  might  very  possibly  have  become  so  worn 
by  experimental  use,  as  to  fail  U>  perform  perfectly  all  its  functions.  It 
does  not  seem  probable  that  the  patentee  would  have  taken  out  a  pat- 
ent for  a  wholly  inoperative  combination,  especially  in  view  of  the  fact 
that  there  were  at  least  half  a  dozen  operative  devices  already  in  exist- 
ence upon  which  his  was  claimed  to  be  an  improvement.  Inoperative 
devices  are  frequently  set  up  as  anticipations,  but  they  are  usually  such 
as  have  proven  to  be  so  far  failures  that  the  inventor  has  not  taken  oat 
patents  for  them,  and  are  resuscitated  for  the  purpose  of  showing  that 
other  machines  similar  to  the  one  patented  have  been  invented  before. 
The  very  fact  that  a  machine  is  patented,  is  some  evidence  of  its  opera- 
tiveness,  as  well  as  of  its  utility,  and  where  a  model  is  cotistracted  after 
the  design  shown  in  a  patent  which  is  not  perfectly  operative,  but  can 
be  made  so  by  a  slight  alteration,  the  inference  is,  that  there  was  an 
error  in  working  out  the  drawings,  and  not  that  the  patentee  deliberately 
took  out  a  patent  for  an  inoperative  device. 

But,  however  this  may  be,  it  is  clear  that  the  model  in  question  could 
be  made  operative  by  a  very  trifling  alteration,  increasing  the  friction 
between  the  bolt  and  the  guideway  in  the  withdrawing-arm.  Either 
the  filling-piece  was  made  a  little  too  small  or  else  it  had  become  worn  by 
constant  use  of  the  model.  That  this  was  simply  a  question  of  friction 
was  readily  demonstrated  by  slipping  a  thin  piece  ot  paper  between  the 
filling- piece  and^the  bottom  of  the  guideway,  when  the  device  appeared 
to  be  fully  operative.  The  conclusion  is  irresistible  that  the  alleged 
inoperativeness  was  not  one  due  to  any  inherent  defect  in  the  mechan- 
ism described  in  the  patent,  but  to  a  want  of  exactness  in  the  model, 
due  either  to  imperfect  construction,  or  to  the  employment  of  another 
material  than  was  contemplated  in  the  patent. 

As  several  of  the  patents  above  described  show  that,  at  the  date  of 
the  Seabury  invention,  it  was  no  longer  a  novelty  to  perform  the  three 
movements  necessary  to  open  and  close  the  breech  by  the  continuous 
movement  of  a  single  lever,  it  follows  that  the  first  claim  of  this  patent 
cannot  receive  the  broad  construction  claimed,  but  must  be  limited  to 
the  precise  mechanism  described.  This  is  for  a  combination,  first,  of  a 
breech-loading  cannon  and  a  breech-block  capable  of  being  withdrawn 
in  a  rearward  direction  from  the  gun ;  second,  a  breech-block  carrier 
hinged  to  the  breech;  third,  a  breech-block  retractor  hinged  to  the 
breech  separate  from  its  carrier;  fourth,  tliat  the  retractor  shall  move 
independently  of  the  carrier,  to  withdraw  the  breech-block  thereinto 
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and  push  it  therefrom,  and,  fifth,  that  it  shall  be  capable  of  moviDg  with 
the  carrier,  while  the  breech-block  is  therein. 

It  may  be  doubtful  whether,  in  view  of  the  Nordenfeldt  patent,  there 
is  any  novelty  even  in  the  exact  combination  described  in  this  claim, 
since  iu  both  cases  there  is  a  vertical  axial  bolt  or  pivot  hinged  to  the 
breech  of  the  gun ;  a  crank-arm  secured  to  this  bolt  and  operating  the 
rack;  a  retractor-arm  permanently  secured  to  the  bre'ech-block  and 
hinged  to  the  breech  separate  from  the  carrier,  and  moved  independ- 
ently of  it;  a  carrier  hinged  to  the  breechblock,  the  carrier  and 
retractor  being  capable  of  moving  togethery  while  the  breech-block  is 
on  the  carrier;  the  movement  being  transmitted  from  the  retractor  to 
the  carrier  through  the  breech-block.  But  whether  the  Nordenfeldt 
device  be  an  exact  anticipation  or  not,  the  Dashiell  device  differs  from 
the  Seabury  patent  much  more  than  the  latter  differs  from  the  Nor- 
deiifeldt  machine,  since  the  retractor  of  the  Dashiell  device  is  not 
hinged  to  the  breech  at  all,  but  is  hinged  to  the  carrier;  and  is  not  sep- 
arate from  the  carrier,  but  is  a  part  of  it,  and  when  the  carrier  moves, 
the  retractor  also  moves.  In  the  Seabury  device  the  carrier  and 
retractor  move  independently  of  each  other;  but  as  the  claim  says, 
they  are  separate  from  each  other,  whereas  in  the  Dashiell  device  they 
are  so  intimately  connected  that  when  the  carrier  moves,  the  retractor 
moves  with  it.  It  is  true  that  the  retractor,  though  hinged  to  the  car- 
rier when  turning  on  its  pivot,  acts  as  it  would  if  it  were  hinged  to  the 
breech,  yet  Seabury  having  restricted  himself  to  a  retractor  hinged  to 
the  breech  separate  from  the  carrier,  in  view  of  the  state  of  the  art, 
which  appears  to  have  been  much  more  advanced  than  the  plaintiffs 
are  willing  to  concede,  we  think  such  difference  is  material.  As  before 
observed,  in  the  Dashiell  device  the  retractor  is  -not  hinged  to  the 
breech,  but  to  the  carrier,  and  it  is  not  worked  independently  of  it,  but 
in  connection  with  it. 

The  truth  is  that,  at  the  time  the  Seabury  patent  was  taken  out,  the 
scope  for  invention  was  much  more  limited  than  Seabury  apparently 
supposed.  The  mutilated  form  of  screw-block,  apparently  a  French 
device,  had  been  in  use  for  many  years.  Of  course  the  use  of  this 
block  implied  some  method  of  withdrawing  it  from  the  gun,  swinging 
it  to  one  side  and  returning  it  to  the  bore.  To  accomplish  this  several 
devices  were  invented,  most  of  them  employing  a  swinging  lever,  a 
carrier  and  a  retractor.  In  some  cases,  as  in  the  Canet  patent,  a  toothed 
ra«k  was  used  to  rotate  the  breech-block,  and  in  others  a  cam,  and  in 
two  or  three  of  these  patents  these  movements  were  accomplished  by 
the  continued  operation  of  a  lever.  Nothing,  in  fact,  was  left  to  the 
ingenuity  of  the  inventor,  but  to  devise  new  variations  upon  this  com- 
bination, and,  in  our  opinion,  Dashiell's  device  is  as  great  a  departure 
from  Seabuiy's  as  the  latter  is  from  the  devices  which  preceded  it. 

We  are,  therefore,  of  opinion  that,  under  the  construction  we  are 
compelled  to  give  the  first  claim  of  the  Seabury  patent,  the  Dashiell 
device  is  not  an  infringement. 
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This  conclasion  also  renders  it  unnecessary  for  as  to  consider  the 
questions  discussed  by  the  Court  of  Appeals  in  its  opinion,  in  respect 
to  one  of  which  see  Bellcnap  v.  Schildy  {ante,  210;  74  O.  G.,  1121;  161 
U.  S.,  10,)  but  for  the  reasons  stated,  its  decree,  dismissing  the  bill,  is 
affirmed. 


[U.  S.  Circuit  Courts  District  of  Connecticut.] 

Andrews  r.  Landers,  Frary  &  Clark. 

Decided  February  17,  1896, 
75  O.  G.,  510. 

1.  Andrews's  Contract — Patented  Articles. 

A  contract  to  pay  for  articles  of  manufacture  containing  a  patented  improTe- 
ment  is  an  agreement  to  pay  for  articles  which  by  reason  of  the  omission  of  snch 
unnecessary  details  of  construction  as  the  patented  article  dispensed  with  are  of 
a  simple  and  less  expensive  construction,  such  as  the  patent  sought  to  secure, 
even  though  such  manufactured  articles  are  in  other  respects  unlike  the  patented 
article. 

2.  Defendants— Denial— Estoppel. 

Manufacturer  being  defendant,  having  stamped  articles  made  by  it  under 
a  patent  in  the  manner  provided  by  the  statutes,  and  having  accounted  to  and 
X)aid  royalty  to  the  patentee,  is  estopped  to  deny  that  they  contain  the  patented 
improvement. 

3.  Same — Same — Same. 

Said  defendant  is  not  estopped  to  deny  that  other  articles  do  not  contain 
the  patented  improvement  when  such  articles  do  not  contain  the  elements  of  the 
patented  article,  have  not  been  represented  by  it  as  containing  such  improve- 
ment, and  when  there  is  nothing  to  show  that  by  any  act  or  omission  of  it  wu 
the  position  of  the  patentee  who  is  the  plainti£f  affected  to  his  prejudice. 

4.  Evidence— Prior  Art. 

Evidence  to  show  the  prior  state  of  the  art  is  admissible  to  explain  the  latent 
ambiguity  in  the  language  ^^ containing  the  patented  improvement,^'  occurring 
in  a  coutract  between  manufacturer  and  a  patentee,  and  as  bearing  upon  the 
situation  of  the  parties  and  their  object  in  making  said  contract. 

Mr.  Edward  II.  Rogers  for  the  complainant. 

Messrs.  Mitchell,  Hungerford  <£•  Bartlett  for  the  defendant. 

TOWNSEND,  J.  : 

This  is  an  action  at  law  for  the  recovery  of  certain  royalties  claimed 
to  be  due  under  the  following  contract: 

This  agreement  made  this  23d  day  of  April,  1881,  between  Thomas  A.  Andrews, 
party  of  the  first  part,  and  Landers,  Frary  &  Clark,  party  of  the  second  part,  wit- 
nessetli,  that  whereas  Letters  Patent  of  the  United  States  for  an  improvement  in 
faucets  were  granted  to  the  party  of  the  first  part,  dated  August  7,  1877 ;  and  whereas 
the  party  yf  the  second  part  is  desirous  of  manufacturing  faucets  containing  said 
patented  improvement,  now,  therefore,  the  parties  have  agreed  as  follows: 

First.  The  party  of  the  first  part  hereby  grants  the  party  of  the  second  part  the 
exclusive  right  (Peck  Bros.  &  Co.  excepted)  or  license  to  manufacture  at  their  fac- 
tory  2D  New  Britain,  Conn.,  to  the  end  of  the  term  for  which  said  Letters  Patent 
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were  granted,  faucete  containing  the  patented  improvement,  and  to  sell  the  same 
within  the  United  States. 

Second.  The  party  of  the  second  part  agrees  to  make  fnll  and  trae  returns  to  the 
party  of  the  first  part,  npon  honor  or  nnder  oath,  upon  the  first  days  of  iJanaary, 
April,  July,  and  Octoher  in  each  year,  o^  all  faucets  containing  the  patented  improve- 
ment manufactured  hy  them. 

Third.  The  party  of  the  second  part  agrees  to  pay  to  the  party  of  the  first  part 
twenty -five  cents  per  dozen  as  a  license  fee  npon  every  dozen  faucets  manufactured 
by  said  party  of  the  second  part  containing  the  patented  improvement. 

Fourth.  In  consideration  of  the  small  royalty  paid  and  the  exclusive  right  in  the 
premises  (Peck  Bros.  &  Co.  excepted)  the  party  of  the  second  part  agrees  to  give 
the  general  introduction  of  said  faucet  special  atttention,  and  crowd  the  same  on 
the  market  to  the  end  of  the  term  of  said  contract. 

Fifth.  Upon  failure  of  the  party  of  the  second  part  to  make  returns  or  to  make 
payments  as  herein  provided  or  named,  the  party  of  the  first  part  may  terminate 
this  license  by  serving  a  written  notice  upon  the  party  of  the  second  part,  but  the 
party  of  the  second  part  shall  not  thereby  be  discharged  from  any  liability  to  the 
party  of  the  first  part  for  any  license  fee  due  at  the  time  of  the  service  of  said  notice. 

Sixth.  In  case  any  parties  (Peck  Bros.  &  Co.  excepted)  shall  make  this  faucet  or  any 
infringement  of  the  patent-rights  of  said  Andrews,  the  said  party  of  the  first  part, 
said  Andrews,  agrees  to  take  legal  measures  to  protect  said  patent,  on  being  notified 
in  writing  by  the  party  of  the  second  part,  and  npon^ailure  of  the  party  of  the 
first  part  for  a  period  of  six  months  from  date  of  said  notice  to  cause  said  infringers 
to  cease  the  manufacture  of  said  faucets  then  the  party  of  the  second  part  shall  be 
released  from  any  royalty  obligations  until  such  time  as  the  party  of  the^  first  part 
shall  cause  said  infringers  to  cease  the  manufacture  of  said  infringing  faucet. 

In  witness  whereof  the  parties  above  named  have  hereunto  set  their  hands  this 

day  and  year  first  above  written. 

T.  A.  Andrews. 

Landrrs,  Fkaky  &  Clark. 

I    C.  S.  Landkrs. 

The  case  was  tried  to  the  court  under  a  stipulation  waiving  a  jury. 
Certain  requests  and  admissions  were  also  incorporated  in  said  stipu- 
lation, which  is  as  follows: 

For  the  purpose  of  a  trial  of  this  cause  it  is  admitted,  and  the  parties  stipulate 
that  the  following  may  be  found  tnie  by  the  court  in  its  findings,  if  it  make  one,  and 
be  made  a  part  of  the  record  herein : 

First.  That  the  averments  of  the  complaint  in  regard  to  the  citizenship,  residence 
and  incori>oration  of  the  respective  parties  are  true. 

Second.  That  the  defendant  has  heretofore,  and  prior  to  the  commencement  of  this 
action,  and  since  the  execution  of  the  contract.  Exhibit  A,  manufactured  faucets,  of 
which  the  Exhibit  *^  Andrews  Faucet''  is  a  sample,  and  for  which  the  defendant  has 
accounted  to  the  plaintiff  regularly  down  to  and  including  the  fourth  day  of  October, 
1894,  and  for  which  the  defendant  has  paid  to  the  plaintiff  the  royalties  agreed  upon 
in  Exhibit  A  of  the  complaint  as  it  has  accounted  for  the  same. 

Third.  That  the  defendant  has  also  manufactured,  since  the  execution  of  the  said 
agreement,  faucets,  of  which  Exhibit  "Safety- Faucet"  is  a  specimen,  the  exact  num- 
ber of  which  is  to  the  plaintiff  uuknown,  and  has  never  paid  royalties  upon  the  same. 
But  the  defendant  reserves  the  right  to  object,  and  will  object,  that  said  ''safety- 
faucets''  are  not  within  the  claim  of  said  Letters  Patent  of  said  Andrews,  and  are 
not  within  the  contract,  Exhibit  A,  upon  which  this  suit  is  brought,  and  this  admis- 
sion ae  to  the  manufacture  of  said  **  safety -faucets  "  is  made  expressly  subject  to  such 
reservation  and  objection ;  and  the  parties  hereunto  unite  in  the  request  that  the 
court  in  its  finding,  if  it  makes  oue,  will  rule  upon  the  (question  whether  or  not 

H.  Doc.  354 22 
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said  ^'safety-faucets"  are  within  the  claims  of  said  Lettera  Patent  to  said  plaintiff, 
and  said  contract.  Exhibit  A,  upon  which  this  suit  is  brought. 

Fourth.  That  the  defendant  has  also  manufactured,  since  the  execution  of  this 
agreement,  faucets,  of  which  Exhibit  **  Compression-Faucet'Ms  a  specimen,  the  exact 
number  of  which  is  unknown  to  the  plaintiff,  and  has  never  paid  royalty npon  the 
same.  But  the  defendant  reserves  the  right  to  object,  and  will  object,  that  said  *'  com- 
pression-faucets" are  not  within  the  claim  of  the  Letters  Patent  to  said  Andrews, 
and  are  not  within  the  contract.  Exhibit  A,  upon  which  this  suit  is  brought,  and  this 
admission  as  to  the  manufacture  of  said  '' compression-faucets"  is  made  expressly 
subject  to  such  reservation  and  objection;  and  the  parties  hereunto  unite  iu  the 
request  that  the  court  in  its  finding,  if  it  makes  one,  will  role  upon  the  question 
whether  or  not  said  ''compression-faucets"  are  within  the  claims  of  said  Letters 
Patent  to  theplaiutiff,  and  said  contract,  Exhibit  A,  npon  which  this  suit  is  brought. 

Fifth.  It  is  further  stipulated  by  the  plaintiff,  in  the  event  the  court  8hall  mle 
that  evidence  is  admissible  to  show  that  faucets  like  Exhibits  Fenn  Faucets,  Kos. 
1,  2,  and  3,  were  manufactured  and  sold  and  used  in  the  United  States  prior  to  the 
date  of  the  said  patent.  No.  193,840,  and  that  the  Exhibit  Russel  and  Erwin  Cata- 
logue, at  page  339,  was  printed  in  1861,  and  that  faucets  like  said  Exhibits  Feun 
Faucets,  Nos.  1,  2,  and  3,  have  been  manufactured  and  sold  by  the  defendant  contin- 
uously since  1865,  that  he  admits  without  proof  by  the  defendant  that  snch  faucets 
were  manufactured  and  sold  and  used  in  the  United  States  long  prior  to  the  date  of 
said  patent  No.  193,840,  and  have  been  manufactured  and  sold  by  the  defendant  con- 
tinuously since  1865,  and  that  said  Exhibit  Russel  and  Erwin  Catalogue  was  printed 
and  circulated  in  the  trade  in  1861.  But  the  plaintiff  reserves  the  right  to  object, 
and  will  object  at  the  trial  of  the  ease,  that  snch  evidence,  nor  any  part  thereof,  is 
admissible;  and  this  admission  as  to. the  manufacture,  use  and  sale  of  such  faucets, 
and  that  said  catalogue  was  printed  and  circulated  in  the  trade  in  1861,  is  made 
expressly  subject  to  said  objection  and  roHervation,  and  the  parties  hereto  unite  in 
requesting  the  court  in  its  finding,  if  it  makes  one,  to  rule  upon  the  question  whether 
such  evidence  is  admissible. 

Sixth.  The  plaintiff  has  never  been  notified  by  th^  defendant  of  any  infringement 
of  the  plaintiff's  rights  in  and  to  his  said  patent,  No.  193,840. 

Seventh.  Patent  Office  copies  of  the  drawings  and  specifications  of  Letters  Patent 
shall  be  admissible  wherever  certified  copies  of  the  same  would  be  entitled  to  be 
received  by  the  court,  and  to  the  same  force  and  effect. 

Eighth.  It  is  further  stipulated  and  agreed  that  in  the  event  that  it  shall  be  deter- 
mined and  adjudged  herein  that  said  defendant  is  liable  to  the  plaintiff  for  royalties 
upon  said  '*  safety -faucets"  and  the  said  "compression-faucets,"  as  claimed  by  the 
plaintiff,  the  question  as  to  the  quantity  of  such  "compression"  and  "safety"  fan- 
cets  so  manufactured  by  the  defendant,  and  the  amount  of  the  defendant's  liabilities 
to  the  plaintiff  thereon  shaU,  if  the  court  approve,  be  referred  to  and  be  determined 
by  a  committee  or  auditor  to  be  hereafter  determined  by  the  court,  and  that  no  proof 
of  the  amount  of  damages  shall  be  required  to  be  made  until  the  question  of  the 
defendant's  liability  has  been  determined  by  the  court  in  the  manner  aforesaid.  It 
is  understood  that  nothing  herein  is  to  prevent  either  party  from  offering  any  testi- 
mony admissible  within  the  issues  not  contrary  to  the  foregoing.  It  is  further 
understood  that  the  defendant  does  not  admit  by  anything  herein  that  Exhibit 
Andrews  Faucet  is  within  the  claim  of  the  Andrews  patent  or  within  the  license 
sued  on. 

Upon  all  the  evidence  I  find  the  following  &cts: 

The  defendant  since  the  execution  of  said  agreement  has  mannfac- 
tored  and  sold  a  certain  style  of  faucets  under  the  name  ^^Andrews  fau- 
cet," for  which  it  has  regularly  accounted  to  the  plaintiff  and  on  which 
it  has  paid  royalties  as  agreed.    It  has  also  manufactured  and  sold 
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daring  the  same  period  two  other  similar  styles  of  faucets,  known, 
respectively,  as  the  '^safety-faucet"  aud  "compression-faucet,"  for 
which  it  has  neither  accounted  nor  paid  royalties. 

The  plaintiff  has  never  been  notified  by  the  defendant  of  any  infringement  of  his 
rights  in  and  to  his  said  patent  No.  193,840 — 

referred  to  in  said  contract.  He  has  never  terminated  said  contract, 
and  he  has  never  demanded  any  royalty  either  on  said  safety  or  com- 
pression faucets. 

The  plaintiff  claims  that  said  faucets  contain  the  improvements  cov- 
ered by  said  patent.    The  defendant  denies  said  claim. 

The  object  of  the  Andrews  invention,  as  stated  in  his  specification — 

is  to  provide  a  faucet  which  is  inexpensive  in  its  oonstrnotion,  easily  repaired,  and 
eflScient  in  operation. 

It  is  illustrated  and  described  as  having  an  Lshaped  body  A,  inter- 
nally threaded  to  receive  a  screw  B  and  containing  an  enlarged  passage 
a,  which  forms  a  valve-seat  a'.  In  the  body  A  is  a  lateral  oblong  aper- 
ture o?  for  the  escape  of  liquid  from  the  faucet.  The  screw  B  is  pro- 
vided with  a  handle  or  thumb-piece,  and  its  inner  end  has  a  square 
projection  6,  fitted  with  packing.  The  body  of  the  faucet  is  tapered, 
so  as  to  be  easily  forced  into  the  vessel  in  which  it  is  used.  The  advan- 
tages of  this  construction  are — 

that  it  may  be  more  cheaply  jnanafactared,  is  more  easily  repaired,  and  is  perfectly 
secure  against  leakage. 

The  original  claim  was  as  follows : 

A  faucet  consisting  of  a  body  A,  having  the  passage  a,  valve-seat  a',  lateral  aper- 
ture 9?j  the  screw  B,  having  the  square  projection  &,  the  packing-disk  C,  and  screw 
D,  substantially  as  herein  shown  and  described. 

This  was  rejected  on  references  to  Patents  No.  183,445,  granted  to 
W.  and  R.  Bentley  October  17, 1876,  and  No.  189,760,  granted  to  P. 
Lyons  Apiil  17,  1877.  Each  of  these  patents  shows  a  lateral  orifice. 
Thereupon  said  claim  was  amended  so  as  to  read  as  follows: 

The  combination  of  internally-threaded  L-shaped  body  A,  having  valve-seat  a  and 
oblong  aperture  a*,  the  screw  B,  having  the  projection  h  and  the  elastic  packing 
secured  to  screw  B/  as  and  for  the  purpose  specified. 

And  upon  this  claim  said  patent  was  granted. 

The  general  features  of  this  construction  were  old.  The  Fenn  faucet, 
for  example,  which  is  manufactured  by  defendant,  and  which  has  been 
on  the  market  for  more  than  twenty  years,  has  the  ordinary  tapered 
body  and  the  internally-threaded  body  and  screw  provided  with  a 
handle,  the  valve-seat  and  packing,  and  a  nozzle  or  spout.  It  does 
not  have  the  oblong  lateral  orifice  or  the  L-shaped  body  of  the  Andrews 
patent.  Other  prior  constructions  show  the  elements  of  the  Andrews 
combination  in  connection  with  other  elements,  which  altogether  make 
a  more  elaborate  and  more  costly  faucet.  Andrews  dispensed  with 
said  other  elements,  substituted  said  lateral  aperture  for  the  spout,  and 
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thereby  made  the  simpler  and  cheaper  device  to  which  he  finaUy 
limited  himself  by  the  above  claim.    This  combination  consists  of— 

the  nozzlelesa  L-shaped  body,  with  the  open  and  projecting  screw-plug,  and  the 
lateral  orifice  at  the  valve-seat  whose  greatest  length  is  parallel  to  the  valve-seat. 

In  other  words,  the  Andrews  patent  purports  to  make  a  complete 
faacet  with  just  that  simple  L-shaped  body  and  the  screwplng  that 
projects  so  you  can  operate  it  with  the  hand,  and  by  making  the  faacet 
so  simple  and  by  leaving  off  these  parts  is  the  only  way  that  the  Andrews 
patent  conld  be  distingnished  from  the  prior  art. 

The  safety  and  compression  faucets  are  not  L-shaped,  bnt  have  the 
ordinary  body  and  nozzle  of  the  prior  art.  They  do  not  have  the  screw- 
plug  integral  with  a  thumb-piece  and  accessible  to  the  hand,  but 
require  for  their  operation  separate  cranks  or  keys.  Tbey  have  a  cover 
screwed  on,  which  is  open  to  receive  a  key.  Instead  of  the  oblong 
aperture  of  the  Andrews  patent  they  have  a  nozzle  or  spout.  In  other 
details  they  depart  from  the  Andrews  combination  and  follow  the  prior 
art;  but  the  faucets  manufactured,  stamped,  and  accounted  for  as 
Andrews  faucets  are  also  unlike  the  Andrews  patent.  In  fact,  their 
construction  is  not  substantially  different  from  that  of  the  safety  and 
compression  faucets,  except  that  the  former  are  more  cheaply  made 
and  do  not  have  a  cover  screwed  onto  the  body. 

By  the  contract  to  pay  for  faucets  containing  the  patented  improve- 
ment the  defendant  agreed  to  pay  for  the  faucets  made  by  it,  which, 
by  reason  of  the  omission  of  such  unnecessary  details  of  construction  as 
the  Adams  patent  dispensed  with,  were  of  a  simpler  and  less  expensive 
construction,  such  as  the  Andrews  patent  sought  to  secure.  The  safety 
and  compression  fiEiucets  do  not  differ  from  the  prior  art  in  these 
respects.  They  do  not  contain  the  patented  improvements  of  Andrews, 
which  consisted  in  a  combination  comprising  the  nozzleless  L-shaped 
body  with  open  projecting  screw-plug  and  oblong  lateral  orifice,  sjiecif 
ically  claimed  by  Andrews.  As  already  stated,  they  differed  from  the 
Andrews  faucet  made  by  defendant  in  having  a  top  piece  screwed  onto 
the  body  of  the  faucet,  which  covered  the  screw-piece,  so  that  it  could 
only  be  reached  by  a  lever  and  was  not  accessible  to  the  hand.  As  to 
the  so-called  '^Andrews  faucets,"  I  hold,  as  matter  of  law,  that  defend- 
ant, having  stamped  said  faucets  with  the  Andrews  patent  and  having 
accounted  and  paid  for  the  same,  is  estopped  to  deny  that  they  do  not 
contain  the  patented  improvement  of  Andrews.  I  further  hold,  as  a 
matter  of  law,  that  the  defendant  is  not  estopped  to  deny  that  the 
safety  and  compression  faucets  do  not  contain  the  patented  improve- 
ment, because  similar  faucets  had  been  manufactured  and  sold  by  it 
for  more  than  twenty  years,  because  said  faucets  do  not  have  the 
L-shaped  body,  the  oblong  lateral  aperture,  or  the  handle  or  thumb- 
piece  of  the  Andrews  patent,  because  the  defendant  neither  sold, 
stamped,  nor  represented  them  as  containing  the  patented  improve- 
ment, and  because  it  does  not  appear  either  that  by  any  act  or  omission 
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on  the  part  of  defendant  plaintiff  was  led  to  believe  that  said  faucets 
were  within  the  patent,  or  that  the  defendant  represented  them  as 
sach,  or  that  the  position  of  the  plaintiff  was  in  any  way  altered  to  his 
I>rejadice  by  any  representations,  acts,  or  omissions  on  the  part  of 
defendant,  and,  furthermore,  because  there  is  no  evidence  to  contradict 
the  evidence  of  the  expert  for  defendant  that  said  safety  and  compres- 
sion faucets  do  not  contain  the  patented  improvement  of  Andrews. 

While  plaintiff  has  accepted  royalties  on  the  Andrews  faucets  for 
several  years,  he  never  made  any  claim  on  account  of  the  sale  of  said 
safety  and  compression  faucets  until  just  before  the  bringing  of  this 
suit,  although  it  does  not  appear  otherwise  than  by  the  stipulation 
that — 

he  has  neyer  been  notified  by  defendant  of  any  infringement  of  the  plaintiff's 
rights — 

that  he  did  not  know  or  might  not  have  known  of  the  manufacture  of 
said  safety  and  compression  faucets,  which  have  been  extensively 
advertised  and  sold  to  the  trade. 

It  does  not  appear  that  the  defendant  at  the  time  the  contract  was 
made  agreed  to  treat  such  safety  and  compression  faucets  as  within  the 
the  contract  or  that  the  parties  at  that  time  adopted  any  standard  or 
accepted  any  sample  whereby  the  question  was  determined  as  to  what 
faucets  should  be  considered  as  containing  the  patented  improvement. 

As  to  the  evidence  offered  to  show  the  prior  state  of  the  art,  I  rule 
that  the  same  is  admissible,  not  to  invalidate  the  Andrews  patent,  but 
to  explain  the  latent  ambiguity  in  the  language  ^<  containing  the  pat- 
ented improvement"  and  as  bearing  upon  the  situation  of  the  parties 
and  their  object  in  making  said  contract. 

Let  judgment  be  entered  for  defendant  in  accordance  with  this 
opinion. 


[U.  S.  Circuit  Conrt— Ifforthern  District  of  lUinoia.] 

American  Box  MAcniNE  Company  v.  Wilson  Paper  Box  Machin- 
ery Company.  Same  v.  Economy  Metal  Edge  Box  Company. 
Same  v.  Pictoral  Printing  Company.  Same  v.  Danheiser. 
Same  v.  Arnold. 

Decided  January  ^,  1896. 

75  O.  G.,  512. 

HuNRO— Box-Machin]b--Claim  Construed — ^Non-Infringkment. 

Claim  2  of  Letters  Patent  No.  244,919,  issued  July  26,  1881,  to  Gordon  Mnnro,  « 
ooDstrued  not  to  cover  all  kinds  of  mechanical  means  which  have  the  effect  of 
keeping  the  paper  free  f^oni  the  table  from  the  time  it  leaves  the  paste-box  until 
it  reaches  the  box  under  construction,  and  Held  not  to  be  infringed. 

Mr,  Edmund  Wetmore  for  the  complaiuant. 

Mr.  Lysander  Hill  and  Mr.  Charles  G.  Bulkley  for  the  defendants. 
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Grosscup,  Jn  : 

In  this  case  the  several  defendants  are  charged  with  tlie  infringe- 
ment of  Letters  Patent  No.  244,919,  dated  July  26,  1881,  to  Gordon 
Munro,  for  a  box-machine. 

The  scope  of  the  invention — 

says  Judge  Blodgett  in  his  opinion,  {American  Box  Company  y.WiUon^ 
50  Fed.  Eep.,  425)— 

covered  by  the  patent  is  stated  by  the  patentee  in  his  specification  as  follows : 

''My  invention  relates  to  improvements  in  machines  for  covering  pasteboard 
boxes  with  paper,  in  which  the  paper  is  taken  from  a  roll  or  coil  and  passed  over  a 
roller  resting  in  a  paste- box  and  over  or  nnder  other  rollers  to  a  box  resting  upon  a 
form  adapted  to  revolve;  and  the  objects  of  my  improvements  are  to  produce  an 
inexpensive  machine  in  which  the  amoant  of  paste  received  on  the  paper  can  be 
regulated,  the  paste  or  glue  retained  in  a  warm  or  hot  state,  and  the  delivery  of  the 
paper  from  the  coil  is  adjustably  accomplished/' 

Dispensing  with  the  letters  of  reference,  the  machine  described  in  and  covered  bj 
the  patent  consists  of  a  frame  upon  which  is  mounted  a  spindle  for  carrying  a  roU  of 
paper,  a  paste- box,  through  which  the  ribbon  of  paper,  as  it  is  unwound  from  the 
roll,  passes,  and  a  guide-roll  for  guiding  the  paper  as  it  is  delivered  from  the  paste- 
box  to  the  box  which  is  to  be  covered. 

One  of  the  chief  functions  of  the  invention  is  stated  by  the  patentee 
as  follows : 

By  bending  the  strip  of  paper  D  first  in  one  direction  over  the  roll  L,  and  then  in 
the  opposite  direction  under  the  roller  M,  and  again  over  the  roller  N,  the  damp 
paper  becomes  ''tempered,''  and  can  be  laid  very  smoothly  upon  the  box  under  con- 
struction. And  by  keeping  the  paste  heated  it  will  become  partly  "set"  upon  that 
side  of  the  paper  to  which  it  is  applied  and  will  not  affect  the  face  of  the  paper,  and 
the  straw-board  of  the  box  will  absorb  the  moisture. 

Claim  2,  nnder  which  the  infringement  of  defendants'  devices  is 
averred  to  fall,  is  as  follows: 

The  combination  of  the  table-top  A,  paper-roU-supportiug  frame,  paste-box  F,and 
adjustable  scraper  k  with  guide-rolls  and  block  e,  adapted  to  revolve,  substantially 
as  and  for  the  purpose  described. 

I  think  I  am  precluded  by  the  decision  of  Judge  Blodgett  from  inquir- 
ing now  into  the  validity  of  complainant's  patent.  Some  new  testi- 
mony, it  is  true,  has  been  introduced  tending  to  show  that  some  of  the 
prior  devices  under  review  by  Judge  Blodgett,  but  regarded  by  him  as 
impracticable,  were,  in  fact,  practicable  and  operative;  but  in  the  con- 
clusion to  which  I  have  come  upon  another  branch  of  this  case  I  prefer 
not  to  pass  upon  the  effect  or  conclusiveness  of  this  new  evidence. 

If)  in  fact,  the  complainant's  patent  made  practicable  that  which  was 
previously  impracticable,  it  was  by  virtue  of  that  feature  which  kept 
the  strip  of  paper,  after  passing  through  the  paste-box,  away  from  the 
table  and  in  the  atmosphere  until  the  paper,  wet  with  the  paste,  was 
just  suflSciently  tempered  to  be  laid  smoothly  upon  the  box  under  con- 
struction. Possibly  the  deflections  of  the  paper  under  tension  first  one 
way  and  then  another  over  the  several  rollers  of  the  complainants 
machine  had  much  to  do  with  this  tempering.    This  feature  of  the  com- 
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plainanf  s  device  is  in  the  natore  of  a  discovery  and  of  the  adaptation 
of  mechanical  means  to  make  the  discovery  operative.  The  discovery 
that  paper  dampened  with  paste  ought  first  to  remain  a  certain  space 
of  time  in  the  atmosphere  before  being  laid  upon  the  box  is  doubtless 
valuable,  but  is  not  patentable.  Otly  the  mechanical  means  used  to 
adapt  this  discovery  to  actual  use  can  be  the  subject  of  a  patent. 

Feither  can  complainant's  claim  be  so  extended  as  to  cover  all  kinds 
of  mechanical  means  which  have  the  effect  of  keeping  the  paper  free 
from  the  table  from  the  time  it  leaves  the  paste-box  until  it  reaches  the 
box  under  construction.  Those  means  x>ointed  out  in  the  complainant's 
patent  are  his  property,  and  those  only.  Any  one  else  is  entitled  to  the 
benefit  of  the  discovery,  provided  he  does  not  use  the  complainant's 
means  or  their  equivalent. 

I  cannot  find  that  either  of  the  devices  under  consideration  employ 
the  specific  means  used  by  the  complainant  to  attain  this  end.  They 
do  not  use  the  alternate  deflections  of  the  strip  obtained  by  the  inter- 
position of  rollers  or  rods  at  intervals  between  the  paste-box  and  the 
construction-frame,  and  they  do  not  support  the  strip  in  mid  air  after 
the  manner  of  complainant's  device.  Indeed,  unless  the  complainant 
is  entitled  to  every  mechanical  means  that  will  make  his  discovery 
])racti^able,  which,  in  effect,  would  be  a  patent  upon  his  discovery,  the 
defendants'  devices  are  free  from  the  charge  of  being  an  infringement. 

The  bills  will  therefore  ba  dismissed. 


[U.  S.  Circuit  4^iirt— Northern  District  of  New  YorlLi] 

Newton  v.  Buck. 

Bedded  February  11, 1896. 

75  O.  G.,  673. 

1.  Assignment— OMnriNQ  to  Designate  One  of  a.  Series  of  Patents— Mis- 
take. 
Where  a  written  instrument  transferred  the  exclusive  right  to  make,  nse,  and 
sell  machines  in  accordance  with  certain  designated  patents  of  the  defen4ant 
and  it  appeared  that  the  ohject  of  the  transfer  unquestionahly  was  to  Test  in  the 
transferee  the  exclusive  right  to  manufacture  under  all  the  patents  of  the 
defendant  during  their  entire  existence,  Held  that  the  omission  to  designate  one 
of  the  patents  from  the  transfer  was  a  mistake. 

9.  Sams — ^Title — Receiver. 

The  rule  seems  to  he  well  settled  that  an  assignment  can  only  he  made  hy  the 
actual  owner  of  a  patent;  that  rights  under  the  patent  cannot  be  sold  by  a 
sheriff  on  execution  and  do  not,  like  other  incorporeal  rights,  vest  in  a  receiver*. 

Mr.  Walter  E.  Ward  for  the  complainant. 
Mr.  Oeorge  A.  Mosher  for  the  defendant. 

CoxE,  J.: 

This  is  an  eqnity  action  of  infringement  based  on  Letters  Patent  No. 
301,087,  jBrranted  to  the  defendant,  James  A.  Buck,  July  1, 1884,  for  an 
improvement  in  machines  for  sanding  brick-molds. 
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The  validity  of  the  pateut  and  its  infringement  are  admitted* 

The  only  question  of  fact  has  reference  to  the  title. 

On  March  6,  1889,  the  defendant  by  written  instrument  transferred 
to  the  Arm  of  A.  H.  Newton  &  Bros,  the  exclusive  right  to  make,  use, 
and  sell  machines  in  accordance '  with  certain  designated  patents. 
The  complainant  asserts  that  through  inadvertence  and  mutual  mis- 
take the  patent  in  controversy,  No.  301,087,  was  omitted  from  this 
instrument.  The  answer  denies  this.  Upon  the  issue  thus  formed  the 
proof,  is  overwhelmingly  with  the  complainant. 

The  record  shows  that  the  parties  had  been  connected  in  business 
for  six  or  seven  years  prior  to  the  1889  agreement.  The  history  of  this 
business,  when  considered  in  connection  with  the  intent  and  purpose  of 
that  agreement,  is  wholly  inconsistent  with  the  defendant's  theory. 
The  object  unquestionably  was  to  vest  in  Newton  &  Bros,  the  exclusive 
right  to  manufacture  under  all  the  defendant's  patents  during  their 
entire  existence,  the  defendant  being  x>&id  $12.50  royalty  on  each 
machine. 

It  is  simply  impossible  to  suppose  that  men  who  are  actuated  by  the 
rules  which  govern  human  conduct  would  enter  into  an  agreement  of 
this  kind  and  omit  from  it  a  patent  which  would  at  any  time  enable  the 
defendant  tcf  render  the  agreement  utterly  worthless.  No  man  of  com- 
mon sense  would  make  such  a  contract  as  is  alleged  by  the  defendant. 
These  parties  are  all  men  of  common  senae  and  at  least  of  ordinary 
intelligence  and  prudence.  But  the  matter  is  not  left  to  presumption. 
Bight  witnesses  testify  that  the  parties  intended  that  all  the  defend- 
ant's patents  should  be  transferred ;  that  it  %as  talked  over  and  fully 
understood  at  the  time,  and  that  the  defendant  after  the  agreement 
stated  repeatedly  that  the  entire  business  and  all  of  his  patents  were 
in  the  hands  of  the  Newtous  and  he  had  only  to  draw  his  royalties. 
This  testimony  is  wholly  uncontradicted. 

The  defendant  was  not  sworn  and  does  not  deny  complainant's  ver- 
sion of  the  agreement.  He  does  file  a  short  affidavit,  which  by  stipa- 
latioii  is  given  the  effect  of  proof,  in  which  he  swears  that  after  the 
agreement  he  never  said — 

either  in  words  or  substaDce,  that  he  had  sold,  or  disposed  of,  or  that  he  had 
intended  to  sell  or  dispose  of  all  his  right,  or  an  exclusive  right,  in  all  his  patents,  or 
the  patent  in  suit,  either  with  or  without  the  reservation  of  a  royalty. 

It  is  doubtful  whether  this  vague  and  general  language  can  be  con- 
sidered as  denying  the  specific  statements,  giving  time  and  i)lace,  of 
the  witnesses  for  the  complainant.  But  assume  that  it  can.  It  cer- 
tainly denies  nothing  essential  to  the  complainant's  case.  It  does  not 
deny  statements  and  facts  before  but  declarations  made  after  the  agree- 
ment was  signed,  and  this  is  all.  This  affidavit  is  the  be  all  and  the 
end  all  of  the  defendant's  answer  to  the  complainant's  proofs.  There 
can  be  no  doubt  that  the  patent  in  question  was  omitted  through  mis- 
take, and  when  it  is  considered  that  the  agreement  was  drawn  up  by 
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an  attorney  in  Washington  and  added  to  and  executed  in  Gohoes  the 
mistake  is  not  an  nnnatoral  one.  The  agi*eement  should  be  considered 
as  if  the  number  and  date  of  the  patent  in  controversy  appeared  in  the 
first  paragraph. 

The  only  other  question  argued  in  the  defendant's  brief  has  reference 
to  the  alleged  title  derived  from  a  receiver  in  the  State  courts. 

In  the  autumn  of  1891  a  judgment  was  recovered  against  A.  H.  New- 
ton, who  then  held  the  entire  interest  of  the  firm  in  the  patents.  Sup- 
plementary proceedings  were  instituted  and  a  receiver  was  appointed. 
The  receiver  was  by  order  of  the  State  court  permitted  to  sell  the 
interest  of  Newton  in  the  patent  in  question.  On  the  30th  of  April, 
1895,  he  sold  to  one  Vermilyea,  who  on  the  6th  of  May,  1895,  sold  to 
the  defendant.  This  was  subsequent  to  this  action,  which  was  begun 
July  1,  1894.  On  the  1st  of  March,  1893,  Newton  assigued  his  interest 
in  the  patent  to  one  Dooley,  and  on  the  24th  of  February,  1894,  Dooley 
assigued  to  the  complaiuant.  It  is  argued  that  the  title  of  A.  H.  New- 
ton vested  in  his  receiver  and  is  now  owned  by  the  defendant;  that 
complainant  has  no  title  because  the  assignments  under  which  she 
holds  were  made  after  the  receiver  had  been  appointed. 

The  agreement  of  March  6, 1889,  though  called  an  "exclusive  license," 
is,  in  fact — 

an  assignment,  properly  speaking,  and  vests  in  the  assignee  a  title  in  so  maoh  of  the 
patent  itself,  with  a  right  to  sne  infringers  *  *  *  in  the  name  of  the  assignee 
alone.     ( Waterman  v.  Mackenzie,  C.  D.,  1891, 320;  54  O.  G.,  1562;  138  U.  S.,  252.) 

Section  4898,  United  States  Revised  Statutes,  provides  that — 

every  patent  or  any  interest  therein  shall  be  assignable  in  law  by  an  instrument  in 
writing — 

made  by  the  patentee  or  his  assigns  or  legal  representatives. 

It  would  seem  that  the  conteution  based  upon  the  receiver's  supposed 
title  must  proceed  upon  the  theory  that  Newton  obtained  title  under 
the  agreement  of  1889.  If  Newton  had  no  title,  surely  his  receiver 
acquired  noue.  If  Newton  had  title,  it  must  be  traced  back  to  that 
agreement  and  upheld  by  sustaining  the  complainant's  contention  that 
Patent  No.  301,087  was  omitted  by  mistake.  In  other  words,  if  the 
patent  was  correctly  omitted  the  receiver  gets  no  title,  for  Newton  had 
none.  If,  on  the  other  hand,  the  patent  was  assigned  to  Newton,  no 
one  could  acquire  title  except  by  an  assignment  from  Newton,  his  rep- 
resentatives or  assigns.  In  short,  if  the  complainant  has  no  title  it  is 
an  end  of  the  action.  If  she  has  a  title  which  enables  her  to  maintain 
the  action,  it  is  a  title  which  cannot  pass  to  a  receiver  in  supplementary 
proceedings. 

The  court  understands  that  this  proposition  is  not  seriously  dis- 
puted if  it  be  assumed  that  the  patent  was  actually  transferred  by  the 
1889  agreement;  but  it  is  said  that  the  patent  did  not  appear  in  that 
agreement.  The  right  to  have  it  inserted  was  an  equitable  right, 
which  passed  to  the  receiver  and  from  the  receiver  to  Buck.    The  court 
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cannot  assent  to  this  view.  If  there  were  no  other  objection,  it  enables 
the  defendant  to  take  advantage  of  his  own  wrong  and  actually  profit 
by  his  neglect  to  do  what  it  was  clearly  his  duty  to  do.  Equity  will 
not  permit  a  failure  of  justice  upon  such  narrow  grounds.  As  between 
the  complainant  and  Buck,  the  assignment  should  be  treated  as  having 
been  made  on  the  6th  of  March,  1889. 

It  is  unnecessary  to  determine  what  might  have  been  the  result  had 
the  State  court  by  decree  in  equity  compelled  Buck  to  assign  to  New 
ton  and  Newton  to  the  receiver,  for  no  such  decree  was  made.  The 
receiver's  title  rests  solely  upon  the  order  of  the  State  court  in  pro- 
ceedings supplementary  to  the  execution. 

The  rule  seems  to  be  well  settled  that  an  assignment  can  only  be 
made  by  the  actual  owner  of  the  patent;  that  rights  under  the  patent 
cannot  be  sold  by  a  sheriff  on  execution  and  do  not,  like  other  incor- 
poreal rights,  vest  in  a  receiver.  They  may,  however,  in  a  proper  case 
be  reached  by  creditor's  bill.  (Walk,  on  Pats.,  3d  ed.,  sec.  156;  Rob. 
on  Pats.,  sec.  766;  Ager  v.  Murray,  0.  D.,  1882,  188;  21  O.  Ci.,  1197; 
105  U.  S.,  126;  Gordon  v.  Anthxmy^  16  Blatch.,  234,  248.)  It  is  thought, 
therefore,  that  the  defendant  took  nothing  by  his  assignment  from  the 
receiver. 

At  all  events  every  one  who  has  a  vestige  of  interest  in  the  patent  is 
now  before  the  court,  the  mutual  mistake  in  leaving  out  the  patent 
in  question  from  the  1889  agreement  has  been  established  beyond  the 
peradventare  of  a  doubt  and  almost  without  contradiction,  the  equities, 
are  with  the  complainant,  and  no  serious  objection  can  be  urged  to  the 
settlements  of  the  rights  of  all  parties  at  this  time  upon  equitable 
principles.  What  the  defendant  should  have  done  in  1889  may  be  done 
now  nunc  pro  tunc. 

The  royalties  .due  to  the  defendant  can  be  taken  care  of  in  the 
accounting. 

Tbe  complainant  is  entitled  to  a  decree  in  accordance  with  the  prayer 
of  the  bill. 


[U.  S.  Cironit  Court— District  of  Kaw  Jersey.] 

Matthews  &  Willabd  Manufaotubing  Company  v.  Teekton 

Lamp  Company  et  ah 

Decided  March  £4,  1896. 

75  O.  G.,  674. 

1.  Miller— Design  Patent— Lamp-Fount  Holder— Base  for  Lamps— Valid. 
Desif^n  Patents  No.  22,422,  dated  May  9,  1893,  for  a  lamp-fount  holder,  and 
No8.  23,672  and  23,673,  dated  October  2,  1894,  for  bases  for  lamps,  granted  to 
John  C.  Miller,  and  Design  Patent  No.  23,671,  dated  October  2,  1894,  for  a  lamp- 
fonnt  holder,  granted  to  John  C.  Miller  and  Edward  Sohmitz^  Held  to  have  been 
legally  granted  and  to  be  valid. 
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2.  DKFENDAirrS — MiSJOINDRR — EMPLOYES. 

All  parties  interested  in  the  subject-matter  or  issue  of  the  suit  must  be  made 
parties  thereto;  but  employees  receiving  in  return  for  their  services  fixed  sal- 
aries are  not  such  parties.  Every  agent,  however,  who  performs  acts  of  infringe- 
ment and  all  officers  who  in  the  prosecution  of  business  authorize  said  acts 
are  responsible  and  should  be  ei^oined. 

3.  Design  Statute— Mbanino  of  "Expense." 

The  word  " expense '^  in  the  statute  relating  to  design  patents  means  a  "dis- 
bursement of  money''  and  also  "the  employment- and  consumption  of  time  and 
labor."  To  confine  its  meaning  to  the  mere  expenditure  of  money  would  be 
contrary  to  the  purpose  of  the  statute,  which  purpose  is  to  secure  to  those  who 
shall  invent  and  produce  a  new  and  original  design  a  monopoly  in  the  design. 

4.  Patent  as  Evidence  that  Requirements  of  Statute   Have  Been  Com- 

PUED  With. 
Prima  facie  Letters  Patent  are  evidence  that  all  the  requirements  of  the  stat- 
ute have  been  fully  complied  with,  and  if  it  be  true  that  the  patentee  has  been 
at  no  pecuniary  expenditure  in  realizing  the  conception  of  the  designs  it  follows, 
presumably,  that  no  such  expenditure  was  demanded  by  the  circunistauces. 
The  burden  of  showing  the  necessity  of  snoh  expenditure  is  upon  the  defendant 
in  any  ease.  * 

Mr,  Charles  L.  Burdett  and  Mr.  Lucien  F.  Burpee  for  the  com- 
plainant. 
Mr.  Francis  0.  Lowthorp  for  the  defendants. 

Green,  J.: 

There  are  pending  four  suits  between  the  parties  complainant  and 
defendant,  which  relate  to  and  charge  the  infringement  of  certain  pat- 
ented designs  for  lamps  or  parts  of  lamps.  Upon  the  argument  they 
were  treated  as  one  controversy,  and  properly  so,  for  while  the  several 
distinct  designs  are  for  specific  and  separate  parts  of  a  lamp  it  is  per- 
fectly feasible  to  arrange  in  any  one  lamp  at  least  two  of  the  designs, 
(if  not  more,)  and  the  sale  of  a  single  lamp  so  prepared  may  involve 
the  infringement  of  the  designs  in  question. 

The  Letters  Patent  involved  in  this  litigation  are  four  in  number 
aud  are  as  follows:  first,  No.  22,422,  dated  May  9, 1893,  for  a  design 
for  a  lamp-fount  holder;  second,  No.  23,671,  dated  October  2,  1894,  for 
a  design  for  a  lamp-fount  holder;  third.  No.  23,672,  dated  October  2, 
1894,  for  a  design  for  a  base  for  lamps;  fourth,  No.  23,673,  dated  Octo- 
ber 2, 1894,  for  a  design  for  a  base  for  lamps. 

Patents  No.  22,422,  No.  23,672,  and  No.  23,673  were  granted  to  John 
C.  Miller,  assignor  to  The  Matthews  &  Willard  Manufacturing  Company, 
of  Waterbury,  Conn.,  and  Patent  No.  23,071  was  granted  to  John  0. 
Miller  and  Edward  Schmitz,  assignors  to  said  The  Matthews  &  Willard 
Manufacturing  Company,  the  complainant  herein. 

The  bills  of  complaint  are  in  the  usual  and  orderly  form.  They  allege 
that  the  patentees  were  respectively  the  first  and  original  inventors 
aud  producers  of  the  designs  in  question ;  that  Letters  Patent  for  said 
designs  were  duly  granted  and  issued,  and  were  duly  assigned  to  the 
complainant;  that  the  designs  were  popular  and  the  lamps  embodying 
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them  in  great  demand,  and  that  they  were,  respectively,  of  great  valne 
to  the  complainant;  that  said  designs  were  duly  stamped  with  the  word 
^< Patented"  in  accordance  with  the  provisions  of  the  statute;  that  the 
public  generally  have  acquiesced  in  and  respected  the  rights  of  the 
complainant  thereto,  except  the  defendants,  who  have,  to  the  great 
damage  of  the  complainant,  infringed  the  Letters  Patent  by  manufac- 
turing, producing,  and  selling  lamps  embodying  the  several  designs  in 
question,  and  that,  too,  after  notice  had  been  given  them  of  the  alleged 
infringement. 

The  defendants  have  answered  fully  and  have  set  up  the  following 
defenses:  first,  misjoinder  of  defendants;  second,  invalidity  of  the  sev- 
eral patents  sued  on  by  reason  of  want  of  jurisdiction  of  the  Oommis- 
sioner  of  Patents  to  grant  the  same;  third,  estoppel  upon  the  complain- 
ant to  sue  the  defendants  for  infringement  of  the  several  patents  by 
reason  of  an  implied  license  granted  to  the  defendants  under  each  of  the 
said  patents;  fourth,  that  the  complainant  is  not  entitled  to  recover 
(damages  or  profits  from  any  of  the  defendants  by  reason  of  the  com- 
plainant's failure  to  properly  mark  the  patented  articles  made  and  sold 
by  the  complainant  under  said  Letters  Patent  respectively;  fifth,  non- 
infringement. 

So  far  as  the  third  and  fourth  defenses  are  concerned  it  is  sufficient 
to  say  that  they  are  not  justified  by  the  evidence  in  the  cause.  On  the 
contrary,  the  great  weight  of  the  testimony  is  against  both.  But  one 
wituesss  was  produced  by  the  defendants  to  prove  a  license.  It  is  not 
necessary  to  analyze  his  statements  in  relation  thereto.  They  are  far 
from  satisfactory.  By  his  own  admissions  the  implied  license  which  he 
seeks  to  prove  was  wholly  based  upon  a  conversation  with  a  sales  agent 
of  the  complainant,  who  had  no  authority  to  license  others  to  make  the 
designs  in  question,  and  whose  words,  if  they  are  correctly  reported  by 
this  witness,  convey  not  the  slightest  permission  or  grant  of  right  to 
make  such  designs.  Nothing  occurred  at  the  interview  of  which  this 
witness  testifies,  accepting  his  statement  as  correct,  which  affords  the 
least  ground  upon  which  to  base  an  implied  license  to  the  defendants 
from  the  complainant  to  manufacture  these  patented  designs.  Besides, 
this  witness  is  broadly  contradicted  by  other  witnesses  who  were  pres- 
ent at  the  interview  and  heard  all  the  conversation  between  him  and 
the  sales  agent,  and,  weighing  these  contradictory  statements,  it  is  not 
possible  to  sustain  this  defense.  Nor  can  the  defense  fourthly  above 
pleaded  avail  the  defendants.  The  evidence  is  quite  satisfactory  that 
upon  these  designs  was  placed  a  label  bearing  the  word  ''Patented," 
as  required  by  the  statute.  The  negative  testimony  of  the  one  witness 
who  declared  that  he — 

had  handled  a  good  many  hundred  dollars'  worth  of  these  goods  (lamps)  and  had 
never  seen  one  marked  yet — 

cannot  be  permitted  to  outweigh  the  positive  testimony  of  four  wit- 
nesses to  the  effect  that  after  the  granting  of  the  Letters  Patent  all 
designs  protected  thereby  were  duly  stamped  or  labeled  "Patented." 
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The  flfth  defense  of  non-infringement  is  practically  abandoned.  The 
proofs  of  infringement  are  so  ample  and  satisfactory  that  the  counsel 
for  defendants  in  his  brief  is  forced  to  admit — 

there  is  no  qnestion  that  the  defendant,  The  Trenton  Lamp  Company,  made  and  sold 
artiolea  embodying  the  designs  shown  and  claimed  in  each  of  the  patents  in  suit. 
They  were  precisely  similar  in  configuration  and  appearance. 

And  in  this  statement  is  tersely  sammed  np  the  testimony. 

Only  two  of  the  defendants  can  avail  themselves  of  the  first  defense, 
and  as  to  them  it  seems  to  be  properly  interposed.  The  bill  charges 
Francis  W.  Eockhill  and  Barclay  L.  Stokes  with  infringement  of  the 
Letters  Patent,  and  the  same  decree  is  prayed  against  them  as  against 
the  principal  defendant,  The  Trenton  Lamp  Company.  The  answers 
filed  distinctly  aver  that  Francis  W.  Eockhill  was  formerly  secretary 
of  the  defendant  corporation,  but  that  he  never  was  a  stockholder  nor 
a  director  therein,  nor  derived  any  profit  from  his  connection  therewith, 
^Ecepting  his  regular  stated  salary,  and  that  he  had  no  direction  or 
control  whatsoever  of  its  affairs,  excepting  as  a  subordinate  officer,  and 
no  authority  to  concern  himself  with  the  making,  using,  or  vending  of 
the  alleged  infringing  articles.  The  answers  also  show  that  the  said 
defendant  Barclay  L.  Btokes  is  and  has  been  the  treasurer  of  the  said 
defendant  company  and  is  and  has  been  a  stockholder  and  director 
therein,  but  has  at  no  time  had  any  direction  or  control  of  the  making, 
using,  or  vending  of  the  aUeged  infringing  articles,  or  any  colorable 
imitation  thereof,  and  had  no  knowledge  whatsoever  in  the  premises. 
The  same  benefit  of  this  defense  raised  thus  by  the  answers  is  prayed 
the  same  as  if  the  same  had  been  set  up  by  plea.  The  testimony  of  the 
witness  John  W.  Wilkes  proves  the  statements  contained  in  the 
answers  in  this  behalf.  These  averments  and  this  testimony  are  not 
impeached  or  controverted,  and  full  credit  must  be  given  to  them. 

The  principles  of  equity  pleading  require  that  all  parties  interested 
in  the  subject-matter  or  issue  of  the  suit,  and  who  must  necessarily  be 
affected  by  the  decree,  must  be  made  parties  thereto;  but  it  is  quite 
certain  that  neither  of  the  defendants  Kockhill  or  Stokes  have  a 
scintilla  of  interest  in  this  controversy  or  its  final  outcome.  They  are 
simply  employees  of  the  defendant  company,  receiving  in  return  for 
their  services  fixed  salaries,  in  no  wise  dependent  upon  the  sales  of  the 
infringing  lamps.  They  do  not  appear  to  be  interested  in  the  infnnge- 
ment  of  which  their  employer  has  been  guilty,  nor  have  they  person- 
ally been  guilty  of  infringement  themselves.  Under  such  circumstances 
they  cannot  be  held  responsible  in  these  actions.  The  safer  rule  to  be 
applied  in  the  making  of  officers,  agents,  and  employees  of  a  corpora- 
tion parties  defendant  in  a  suit  in  equity  to  restrain  infringement  of 
Letters  Patent  is  that  every  agent  who  performs  acts  of  infringement 
and  all  stockholders,  directors,  and  other  officers  who  in  the  prosecu- 
tion of  the  business  of  the  defendant  corporation  authorize  them  are 
personally  responsible  to  the  patentee  complainant.  Otherwise  they 
are  neither  necessary  nor  proper  parties.  It  follows  that  as  to  these 
two  defendants  RockhiU  and  Stokes  the  bill  must  be  dismissed. 
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The  last  defense  to  be  considered  is  certainly  a  novel  one.  As  stated 
in  the  answer  it  is  as  follows : 

And  theae  defendants  farther  say  that  the  said  Letters  Patent  are  invalid  Ueeaaae 
the  said  design  for  lamp-fount  holders  which  is  the  subject  matter  thereof  was  not 
produced  by  the  said  John  C.  Miller  at  his  own  expense  as  well  as  by  his  own  genios 
and  e£fort,  as  is,  by  the  statute  in  such  case  made  and  provided,  required. 

And  under  this  averment  the.defendants  contend  that  by  the  law  the 
applicant  for  a  design  patent  can  only  lawfully  receive  Letters  Patent 
when  he  has  invented  and  produced  the  design  sought  to  be  patented 
<^by  his  own  genius,  efforts,  industry,  and  expense,^  and  that  in  the 
cases  now  under  consideration  the  applicant  did  not  invent  and  pro- 
duce the  patented  designs  at  his  own  expense.  To  maintain  this  propo- 
sition the  counsel  for  defendants  has  delivered  an  argument  which  is 
undoubtedly  very  acute  but  scarcely  accurate.  That  it  may  be^  the 
more  plausible  and  that  it  may  to  some  extent  be  based  upon  fact  he 
limits  the  word  "expense''  to  mere  "pecuniary  expense,"  and  he  proves 
by  the  cross-examination  of  the  patentee  that  he  did  not  expend  any 
money  in  the  production  of  these  designs;  that,  in  fact,  the  patentee 
was  employed  at  a  regular  salary  by  the  complainant  as  a  "designer" 
in  brass,  and  it  was  in  the  course  of  his  regular  employment  and  during 
the  fixed  and  regular  hours  of  work  that  he  invented  and  produced  the 
designs;  and  the  insistment  is  that  the  designs  were  really  produced 
at  the  expense  of  the  complainant.  This  can  hardly  be  assented  to. 
No  authority  can  be  found  to  compel  the  limitation  of  the  word 
"expense"  in  the  construction  of  this  statute  to  the  "expenditure  of 
money."  It  may,  indeed,  be  defined  as  a  "disbursement  of  money;" 
but  it  is  as  well  "the  employment  and  consumption  of  time  and  labor." 
(Century  Dictionary,  title,  "expense.") 

This  statute  then  has  made  use  of  a  word  in  its  expression  which 
bears  rightfully  two  meanings.  Which  should  be  accepted  as  the  more 
proper?  Certainly  that  which  common  sense  and  good  faith  will 
approve;  for  the  object  in  construing  a  statute  must  always  be,  not  to 
bend  and  twist  and  shape  the  text  until  it  is  forced  into  apparent  har- 
mony with  some  doubtful  claim  or  into  the  mold  of  a  preconceived  idea, 
but  simply  and  solely  to  discover,  disclose,  and  fix  the  true  sense,  what- 
ever that  may  be;  and  in  judging  of  and  in  weighing  proposed  con- 
structions of  statutes  it  is  a  leading  principle  that  every  interpretation 
which  leads  to  an  absurdity  must  be  rejected.  Now  the  purpose  of  the 
statute  in  question  was  to  secure  to  those  who  should  invent  and  pro- 
duce a  new  and  original  design  a  monopoly  in  the  design  for  a  certain 
number  of  years.  It  was  practically  the  ofiering  of  a  prize  to  inventive 
genius.  It  was  directed  to  and  included  within  its  terms  everybody, 
without  regard  to  nationality,  residence,  or  condition  in  life.  The 
learned  and  the  illiterate,  the  strong  and  healthy,  the  weak  and  the 
invalid,  the  rich  and  the  poor,  each  would  be  rewarded  under  the  statute 
if  inventive  genius  were  found  in  the  design  created.    This  being  the 
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admitted  object,  it  must  be  assamed  that  the  legislative  power  which 
made  the  enactmeut  selected  and  used  such  terms,  phrases,  and  words 
as  woald  sorely  and  certainly  accomplish  the  desired  result. 

Yet  if  the  construction  contended  for  by  the  counsel  for  defendants 
prevails  it  seems  that  the  statute  would  fall  far  short  of  its  purpose  and 
would  wholly  fail  to  ofter  any  reward  to  one  class  of  inventors  who  in 
preference,  perhaps,  to  all  others  should  have  been  the  beneficiaries 
under  its  bountiful  provisions,  for  if  the  word  "expense''  is  to  be  lim- 
ited in  its  meaning  to  the  "disbursement  of  money '^  which  belongs  to 
the  inventor  and  would-be  patentee  then  he  who  has  jiot  the  means — 
the  money — to  disburse  in  the  realization  of  his  mental  conception  of  a 
design  would  be  forever  barred  from  obtaining  the  fruits  of  his  inven- 
tive genius  and  esthetic  taste,  though  the  design  he  had  conceived  were 
never  so  novel,  never  so  pleasing,  never  so  beautiful.  Clearly  such  a 
construction  of  this  statute  would  be  an  absurdity  and  ought  not  to 
obtain. 

It  might  be  said  with  reference  to  the  question  now  under  considera- 
tion that  even  if  the  construction  of  the  defendants  touching  the  statute 
was  sound  it  could  not  avail  them  in  these  actions.  Prima  facie  the 
Letters  Patent  are  evidence  that  all  the  requirements  of  the  statute 
have  been  fully  complied  with,  and  if  it  be  true  that  the  patentee  has 
been  at  no  pecuniary  expenditure  in  realizing  his  conception  of  the 
designs  it  simply  follows  that  there  was  no  such  expenditure  demanded 
by  the  circumstances.  The  defendants  do  not  show  that  any  expendi- 
ture of  money  became  necessary  from  the  first  conception  of  the  designs 
in  the  brain  of  the  inventor  until  the  application  was  made  for  the  Let. 
ters  Patent,  and  if  no  "expense"  was  necessary  no  "expense"  was  to 
be  looked  for.  In  such  case  the  argument  against  the  validity  of  the 
Letters  Patent  based  upon  the  failure  of  the  inventor  to  expend  money 
personally  in  producing  a  physical  representation  or  model  of  the  design 
falls,  as  it  has  no  support  from  the  facts. 

As  was  said  before,  this  defense  is  a  novel  one.  Although  all  the  acts 
touching  design  patents  have  employed  the  words  now  under  consid- 
eration practically  since  the  act  of  1842,  yet  the  question  debated  seems 
to  be  mooted  now  for  the  first  time.  A  very  thorough  search  has  failed 
to  reveal  a  single  reported  case  in  which  the  attention  of  the  court  has 
been  called  to  this  word  "expense."  The  other  words,  however,  which 
appear  in  the  context  have  at  times  received  construction.  These 
words,  as  has  been  stated,  are  "any  person,  who  by  his  own  industry, 
genius,  efforts  has  invented,"  etc. 

In  the  case  of  Sparkmar  v.  Higgins  (1  Blatch.  0.  0.  Rep.,  205)  it 
appeared  that  one  Kelsey  claimed  to  be  the  original  inventor  of  a  certain 
pattern  (or  design)  to  be  printed  upon  cotton  goods.  The  defendants 
were  enjoined  from  infringing  by  a  preliminary  injunction.  The  defend- 
ants moved  upon  affidavits  to  dissolve  the  injunction.  By  the  affidavits 
it  was  shown  that  Kelsey,  the  alleged  inventor,  did  not  make  the  design 
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or  pattern  personally,  but  employed  one  Berry  to  make  it  from  sngges- 
tions  which  he  made  to  him,  and  the  insistment  was  that  Berry  was  the 
real  inventor  ander  the  statate.  Bat  Judge  Betts  retained  the  injunc- 
tion.   He  said : 

To  constitute  an  invention  it  is  not  necessary  that  he  should  have  the  mannal  skill 
and  dexterity  to  make  drafts.  If  the  ideas  are  furnished  by  him  for  producing  the 
result  arrived  at,  he  is  entitled  to  avail  himself  of  the  mechanical  skill  of  others  to 
carry  out  practically  his  contrivance. 

The  same  principle  obtained  in  Streat  v.  Whitej  (reported  in  Fenton 
on  Design  Patents,  p.  125.)  In  this  case  the  Letters  Patent  were  for  a 
design  for  textile  fabrics  the  leading  feature  of  which  was  stripes  of  a 
solid  block  of  color  parallel  to  and  alternating  with  stripes  which  were 
crossed  at  right  angles  by  alternate  dark  and  light  lines  blended  into 
•each  other  by  shading,  and  which  was  intended  to  be  an  imitation  in 
printed  cloth  of  the  woven  fabric  commonly  called  "  seersucker."  A 
bill  being  filed  to  restrain  an  alleged  infringer,  it  appeared  that  though 
the  patentee  conceived  the  idea  of  the  invention,  which  had  been  pre- 
viously attempted  by  others,  the  actual  invention  of  successfully  pro- 
ducing the  imitation  by  blending  together  the  cross-lines  by  shading, 
which  was  alone  novel,  was  entirely  the  work  of  the  engraver  of  the 
design  at  the  factory  where  made.  Judge  Shipman  held  that  the  Let- 
ters Patent  were  void,  but  said,  in  effect,  that  if  the  patentee  had 
conceived  the  idea  of  the  blending  together  of  the  cross-lines  by  shad- 
ing, though  he  did  not  actually  do  the  work,  the  patent  would  have 
been  sustained. 

It  seems  perfectly  fair  to  argue  from  these  cases  that  if  the  industry 
and  efforts  expended  in  the  production  of  a  design  need  not  be  the 
personal  industry  or  the  personal  efforts  of  the  patentee,  then  the 
expense  alluded  to  need  not  be  a  personal  expense  of  the  inventor.  It 
is  the  conception  of  a  design  as  the  result  of  inventive  genius  which 
characterizes  the  inventor.  The  realization  of  that  conception  may  be 
brought  about  by  any  means  which  the  inventor  may  fairly  control  or 
obtain. 

There  must  be  a  decree  for  the  complainant. 


[U.  S.  Clrooit  Court— District  of  Oonnectlont] 

Jaokson  et  aL  v.  BiBMmaHAM  Brass  Company  et  ah 

Decided  February  SS,  1896. 
75  O.  G.,  677. 

1.  BuRKHARDT— Method     op     Forming     Hollow    Spheroidal     Bodies— Not 

Infringed. 

Letters  Patent  to  John  Borkhardt,  No.  378,412,  granted  Febrnary  21, 1888, 
for  a  method  of  forming  hollow  spheroidal  bodies  from  sheet-metal  tubes,  exam- 
ined and  interpreted  by  the  aid  of  the  contents  of  the  file- wrapper  and  Held  not 
infringed  by  a  process  which  effects  a  similar  result  by  the  use  of  different  means. 
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2.   IKPRINGBMENT — SaME. 

The  patentee  placed  between  the  dies  used  in  making  his  articles  short  sec- 
tions of  a  smooth  straight-sided  tube.  Cue  effect  of  the  tiles  is  to  change  the 
thickness  of  metal  of  these  sections  by  swaging  or  upsetting.  This  is  not 
infringed  by  a  process  for  making  similar  articles  in  which  sections  of  a  corrn- 
g^ted  tube  are  used,  in  operating  upon  which  the  effect  of  the  dies  is  to  fold  or 
nnfold  the  corrugations  without  upsetting  the  metal  or  changing  its  thickness. 

Messrs.  Witter  &  Kenyan  for  the  complainants. 
Mr,  Oeorge  A.  Fay,  Mr.  C.  E.  Mitchell,  and  Mr.  H.  B.  Brownell  for 
the  defendants. 

TOWNSBND,  J. : 

The  complainants  herein  by  the  usaal  bill  ask  for  an  ipjnnction  and 
accounting  because  of  the  alleged  infringement  by  defendants  of  the 
first  claim  of  complainants'  patent,  No.  378,412,  granted  to  them  and 
John  Burkhardt  February  21, 1888,  for  a  method  of  forming  hollow 
spheroidal  bodies  from  sheet-metal  tubes.  The  claim  in  suit  is  as  fol- 
lows: 

1.  The  process  herein  described  of  forming  hollow  spheroidal  bodies  from  thin 
sheet  metal  oblate  at  their  extremities^  which  consists  in  first  forming  the  metal 
into  a  tube,  then  placing  a  short  section  of  said  tube  between  two  dies  having  the 
form  of  the  body  to  be  made,  and  compressing  the  tube  in  the  said  dies. 

The  patent  itself,  interpreted  by  the  aid  of  the  file-wrapper,  so 
effectually  supports  the  defense  of  noninfringement  that  it  has  been 
found  unnecessary  to  consider  the  other  defenses  of  direct  anticipation 
and  non-patentability  in  view  of  the  prior  art  and  by  reason  of  the 
nature  of  the  patented  process. 

The  defendants  admit  that  they  have  manufactured  hollow  orna- 
mental balls  by  the  following  process  : 

A  thin  sheet  metal  was  first  in  the  form  of  a  tube.  This  tube  was  corrugated  by 
passing  it  through  suitable  dies.  It  was  next  cut  into  short  sections.  The  length 
of  each  section  of  tubing  was  determined  with  reference  to  the  size  and  shape  of 
the  ball  to  be  mauufactured  and  to  the  process  employed  by  the  defendant  for  mak- 
ing such  balls.  The  section  of  tubing  was  then  compressed  between  two  dies  having 
the  form  of  the  body  to  be  made.  One  die  was  supported  in  the  bed  of  the  press; 
the  other  was  attached  to  a  plunger.  A  short  section  of  tubing  was  placed  in  the 
die  in  the  press-bed,  whereupon  the  upper  die  was  brought  down  on  the  upper  end  of 
the  tubing,  ami  the  tubing  compressed  at  both  ends  at  the  same  time  in  such  a  way 
as  to  flatten  the  corrugations  at  each  end,  causing  the  tubing  to  assume  the  shape 
of  a  ball,  all  being  done  at  a  single  operation  of  the  press.  The  tubing  was  sub- 
stantially the  same  in  diameter  before  compression,  as  the  mouth  of  the  lower  die. 
The  dies  operated  to  compress  the  ends  of  the  tubing  in  the  manner  stated,  causing 
it  to  conform  to  the  shaping- walls  of  the  dies.  Some  of  the  dies  were  provided 
with  a  pin  or  stop  at  the  base  of  the  concavity  to  prevent  the  metal  from  closing  in 
further,  the  apertures  at  the  extremities  resulting  therefrom.  The  balls  were  com- 
pleted and  brought  into  their  finished  form,  ns  shown  in  the  exhibits,  by  this  single 
operation  of  the  press  acting  upon  the  corrugated  tubes.  *  *  *  No  lining  of  any 
kind  was  used  ^dth  the  tube  to  support  it  during  compression.  Balls  were  some- 
times made  with  raised  central  portions  or  girdles.  *  *  *  The  girdle  is  produced 
by  cutting  a  section  of  pipe  too  long  for  the  dies,  so  that  before  the  two  halves  of 
the  dies  meet  the  metal  is  forced  outward,  the  dies  being  stopped  at  the  prope^^ 
time  to  produce  the  configuration  shown. 

H.  Doc.  354 23 
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By  means  of  this  process  the  corrugations  in  the  tubing  were  so 
crimped  or  folded  together  at  the  ends  as  to  cause  the  tubing  to  con- 
form to  the  shape  of  said  dies.  There  was  no  shortening  or  thickening 
or  thinning  of  the  metal  itself.  The  material  remained  of  the  same 
thickness.  The  changes  in  size  and  shape  of  the  article  were  due  solely 
to  the  expansion  and  contraction  of  the  folds  of  the  corrugations.        • 

The  specification  of  the  patent  in  suit  describes  a  process  for  con- 
verting seamless  metal  tubing  into  spheroidal  bodies  by  first  forming 
thin  sheet  metal  into  a  tube  and  then  subjecting  it  to  endwise  compres- 
sion with  dies  having  the  form  of  the  body  to  be  made.  The  patentee 
states  that  this  process  is  based  upon  his  discovery — 

that  oomparatiyely  thin  tabes  of  large  diameter  can  be  swaged  and  upset  into 
spheroidal  form  by  dies,  and  that  the  metal  can  thereby  be  upset  without  crimping 
to  receive  the  desired  forms. 

All  the  drawings  which  concern  the  claim  in  suit  show  either  tubing 
or  spheroids  with  plain  surfaces. 
In  his  original  application  for  a  process  patent  the  applicant  said: 

I  am  aware  «  <»  «  that  the  folding  together  of  the  ends  of  sections  of  corru- 
gated tubing  for  ornamental  purposes  is  not  new.  But  my  invention  relates  to  the 
conversion  of  seamless  plain  seotions  of  tubing  into  hollow  ornamental  bodies  ready 
for  TiAe,  etc. 

This  paragraph  was  afterward  stricken  out,  and  in  its  place  the  fol- 
lowing paragraph  was  inserted : 

Having  described  my  improved  process  of  forming  hollow  spheroidal  bodies,  I 
would  state  that  I  am  aware  that  very  small  articles  like  beads  have  heretofore  been 
shaped  by  compressing  the  ends  only  of  tubular  sections  into  a  rounded  form  with- 
out shaping  the  periphery  thereof,  the  tube  being  comparatively  thick  in  relation 
to  size  of  the  article  to  be  formed,  so  that  sufficient  body  is  provided  in  the  tube  to 
prevent  crimping  or  doubling;  and  I  am  aware  that  larger  hollow  articles  have  been 
swaged  into  more  or  less  rounded  form  from  comparatively  thin  tubular  metal  by 
Arst  casting  a  thick  temporary  lining  of  soft  metal  into  the  tube  to  give  body  thereto, 
and  then  shaping  in  one  or  more  sets  of  rounded  dies;  but  my  invention  differs  from 
the  former  in  making  bodies  of  any  desired  size  without  using  tubing  of  a  thicknees 
increased  as  tlie  diameter  is  enlarged,  and  also  in  not  only  swaging  and  npsetting 
the  ends  of  the  tube  into  a  smaller  diameter,  but  also  enlarging  the  diameter  of  the 
middle  part  thereof,  and  it  differs  from  the  latter  most  essentially  in  not  employing 
lining  of  soft  metal  or  any  other  material,  and  it  differs  from  both  in  that,  whereas 
in  those  cases  there  is  only  a  changing  of  the  shape  of  the  tube,  there  is  no  upset- 
ting of  the  metal,  making  it  thinner  in  some  parts  and  in  others  thicker.  My  pro- 
cess does  thus  greatly  change  the  thickness  of  the  metal  in  different  places,  and,  so 
far  as  I  am  aware,  I  am  the  first  to  discover  that  comparatively  thin  tubes  of  large 
diameter  can  be  swaged  and  upset  into  spheroidal  form  by  dies,  and  that  the  metal 
can  thereby  be  upset  without  crimping  to  receive  the  desired  forms. 

It  seems  manifest  from  these  various  statements  of  the  patentee  that 
he  thereby  limited  himself  to  a  swaging  or  upsetting  process  which 
does  not  embrace  the  process  used  by  defendants.  Of  course  he  is  not 
estopped  by  the  original  disclaimer,  which  was  afterward  stricken  out; 
but,  as  is  forcibly  urged  by  counsel  for  defendants,  said  language- 
is  a  distinct  statement  upon  the  record  of  the  facts  as  he  knew  them  to  exist,  and 
although  the  statement  never  became  a  part  of  the  patent,  it  ueverth^ess  discloees 
the  inventor's  conception  of  the  true  nature  of  his  invention,  and  what  was  new 
and  what  was  old. 
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lu  the  pateut  itself  the  pateutee  says: 

My  proc688  does  thus  greatly  change  the  thickness  of  the  metal  in  different  places — 

by  swaging  and  upsetting  the  metal,  and  differs  from  the  prior  art, 
where — 

there  is  only  a  changing  of  the  shape  of  the  tube,  there  is  no  upsetting  of  iho  metal, 
making  it  thinner  in  some  parts  and  in  others  thicker. 

And  he  claims  to  be  the  first  discoverer  of  this  capacity  of  such 
metal  tubes  to  be  thus  '*  upset  without  crimping,"  and  shows  iu  his 
drawings  only  plain  tubes  as  the  ones  possessing  such  capacity. 

Inasmuch  as  defendants'  process  is  applied  only  to  corrugated  tubes, 
and  changes  the  shape  of  such  tubes  solely  by  folding  or  unfolding  the 
corrugations  therein,  and  does  not  upset  the  metal  or  make  it  thicker 
in  some  parts  and  thinner  in  others,  in  which  respects  it  differs  from 
the  alleged  discovery  of  the  patentee,  as  described  by  him  and  differ- 
entiated from  the  prior  art,  there  is  no  infringement. 

Let  the  bill  be  dismissed. 


[U.  S.  Circait  Court— Eastern  District  of  Witconsin.] 

Tbavebs  v.  Gem  Hammock  and  Fly  Net  Company. 

Decided  March  2y  1896. 

75  O.  G.,  678. 

Rood — ^Art  of  Making  Hammocks— Mechanical  Operation— Invalid. 

Letters  Patent  No.  296,460,  granted  April  8, 1884,  to  A.  O.  Rood,  for  an  improve- 
ment iu  the  art  of  making  hammocks,  cover  merely  mechanical  operations  with- 
out any  chemical  action  or  the  operation  of  natural  elements,  and  are  therefore 
invalid.  (Risdon  L  <f-  L.  Works  v,  Medart,  C.  D.,  1895,  330;  71  O.  G.,  751;  158 
U.  S.,  68,  and  WelU  Glass  Co.  v.  Henderson,  C.  D.,  1895,  462j  72  O.  G.,  285;  67 
Fed.  Rep.,  935.) 

Messrs.  Briesen  &  Knauth  for  the  complainaat. 
Messrs.  Benedict  &  Morsell  for  the  defendant. 

STATEMENT  OF  THE  CASE. 

The  patent  to  which  the  demurrer  relates  is  No.  296,460,  granted 
April  8, 1884,  to  Albert  O.  Rood,  assignor  to  Vincent  P.  Travers,  the 
complainant,  for  au  improvement  in  the  art  of  making  hammocks. 
Figures  4,  6,  and  G  of  the  drawings  accompanying  the  patent  are 
diagrams  showing  diflferent  stages  of  progress  in  the  manufacture  of 
the  hammock  ends,  and  Fig.  3  is  a  top  view  of  a  hammock  having  one 
of  its  ends  finished  and  the  other  in  process  of  construction. 

The  specification  states : 

This  invention  has  for  its  object  to  simplify  the  mode  of  construoting  hammocks, 
and  particularly  the  ends  thereof,  which  are  the  parts  of  hammocks  containing  the 
converging  threads  and  the  saspension  eyes  or  loops. 
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The  iDventlon  coDBJats,  principally,  in  fanning  the  hammock -body  with  loops  id 
the  enile  thereof  ia  any  known  manner ;  in  then  fvrraiag  «ucb  end  of  the  hnminack 
by  dntning  u  cord,  from  which  the  convertriog  Btratids  are  to  be  mtule,  through  tlm 
loopB  at  the  ouda  ut  the  haaunock-body  in  a  dtraii^bt  line,  and  in  then  drawing  tliis 
thread  from  between  Bnid  loops,  forming  of  it  the  converging  atrands  of  1  lie  b.ini' 
mock  end  nnd  finally  uniting  these  atranda  into  a  terminal  eye,  all  aa  beniinafter 
more  fully  deaoribed  and  claimed. 

The  two  clainiB  of  the  patent  read  as  follows: 

1.  The  art  of  making  hammocks  which  iimBista  in  forming  the  hunmock-lwdy 
-nith  loops  bb  in  the  enda  thereof  in  any  known  manner,  then  forming  eiicrh  eud  of 
the  hammock  by  drawing  the  cord  E.  from  which  the  hiimmcick  end  la  to  be  made,  id 
a  straight  line  throngh  the  end  loops  b  b  of  the  hammock- body,  and  in  then  drawing 
said  cord  from  between  said  end  loops  b  b,  forming  of  it  the  converging  atranda  of 
tbe  hammock  end  and  in  finally  uniting  theae  etranda  into  a  termioftl  eye,  t, gab- 
atantially  as  herein  shown  and  described. 


^"^^I:-! 


3,  The  art  of  making  hammocks  which  cousiate  in  forming  the  hammock-bod; 
with  loopa  1)  b  in  the  ends  thereof  in  any  known  manner,  then  forming  each  end  of 
the  hammock  by  drawing  the  cord  E  in  a  straight  line  throngh  tbe  loops  b  b  tbit 
are  at  the  ends  of  the  hammock-body  D,  in  then  drawing  this  cord  out  fYnm  betONo 
the  end  loops  b  and  holding  it  temporarily,  in  then  coiling  or  winding  the  outer  |isrt 
of  this  cord,  and  in  then  forming  from  this  coiled  or  wound  portion  the  eye  i  at  tl» 
end  of  the  hummock,  Bubstantiully  na  herein  shown  and  described. 

Seaman,  J.  .- 

The  bill  of  coinplaiut  alleges  iiifriDgemeiit,  respectively,  of  two  Let 
ters  rateut— viz.,  first,  No.  277,16i,  issued  May  8, 1883,  and,  second, No. 
296,4()0,  issued  April  8, 1884.  Demurrer  is  interposed  to  so  much  of 
the  bill  as  relates  to  tbe  latter  patent,  No.  20(i,4GU,  on  the  grouud  that 
the  patent  is  for  a  process  and  is  void  apon  its  face. 

This  patent  contains  two  claims  of  similar  nature  and  each  stated  as 
for  "the  art  of  making  bammoclcs."  I  think  each  clearly  sbites  a 
process  under  the  definitions  of  the  patent  law,  that  it  involves  merely 
mechanical  opi-rations  without  any  cheuiieal  action  or  the  operation  of 
uatiiral  elements,  and  that  therefore  the  process  is  not  patentable 
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ander  the  rule  held  in  Risdan  I.  &  L.  WorJcs  v.  Medart  (C.  D.,  1895, 330; 
71  O.  G.,  751;  158  U.  8.,  68)  and  Wells  Glass  Co.  v.  Henderson,  (C.  D., 
1895, 462;  72  O.  G.,  285;  67  Fed.  Kep.,  935.) 

The  question  is  clearly  presented  upon  the  fact  of  this  patent,  and  it 
does  not  seem  to  me  that  aid  can  be  furnished  by  extraneous  or  expert 
testimony.  Therefore  it  is  well  raised  by  demurrer  and  will  thus  reach 
a  final  determination  in  the  best  method  for  all  concerned. 

The  demurrer  is  sustained. 


[U.  S.  Circait  Court  of  Appeftls— Sixth  Circuit.] 

Amebican  Fibre  Chamois  Company  v.  Buckskin  Fibre  Com- 
pany et  al.  American  Fibre  Chamois  Company  v.  William- 
son ei  al,  American  Fibre  Chamois  Company  v.  Mueller 
et  al. 

Decided  February  10,  1896, 
75  O.  G.,  833. 

1.  Scott—Manufactuhe  op  Flexible  Paper— Void. 

Letters  Patent  No.  216,108,  granted  June  3,  1879,  to  T.  Seymour  Scott,  for  an 
improvement  in  the  manufacture  of  flexible  paper,  are  void  for  want  of  patent- 
able novelty. 

2.  AppEALr— Assignment  of  Error— Failure  to  Make  Argument. 

Where  counoel  for  an  appellant  or  a  plaintiff  in  error  files  a  brief  and  makes 
an  oral  argument  and  does  not  allude  in  either  to  one  or  more  of  his  assignments 
of  error,  he  must  be  taken  to  have  waived  thom.  The  court  cannot  be  expected 
to  examine  the  assignment  of  error  and  find  the  reason  for  reversal  itself. 

3.  McLaughlin— Manufacture   op   Imitation    Chamois    from    Paper-Pulp — 

Doubtful   Patentability — Demurrer— Judicial  Notice  of  Matters 

OF  Common  Knowledge. 
The  patentability  of  the  claims  of  Letters  Patent  No.  511,789,  granted  to  John 
C.  McLauchlin  January  2,  1894,  for  improvements  in  the  manufacture  of  imita- 
tion dressed  chamois  buckskin  from  paper- pulp  in  sheets,  was  sufficiently  doubt- 
ful to  require  the  overruling  of  a  demurrer  that  upon  the  specification  of  the 
patent  the  court  was  able  to  declare,  in  view  of  matters  of  common  knowledge 
of  which  the  court  could  take  judicial  notice,  that  there  was  no  patentable  nov- 
elty or  invention  shown  in  the  patent. 

4.  Patentability— Validity   of   Patent  on   Its   Face — Judicial  Notice  of 

'    Matters  of  Common  Knowledge. 

In  considering  the  question  of  the  validity  of  a  patent  on  its  face  the  court 
may  take  judicial  notice  of  facts  of  common  and  general  knowledge  tending  to 
show  that  the  device  or  process  patented  is  old  or  lacking  in  invention,  and  the 
court  may  refresh  its  recollections  of  what  facts  were  of  common  knowledge  at 
the  time  of  the  application  for  the  patent  by  reference  to  printed  matter  which 
is  known  to  be  reliable  and  to  have  been  published  prior  to  the  application  for 
the  patent. 

5.  Mechanical  Process— Patentability. 

A  process  of  reducing  fibrous  sheets  to  a  soft  and  pliable  condition  by  first 
moistening  and  then  pounding  the  sheets  while  in  a  moist  condition  is  not  a 
mere  mechanical  process  or  an  aggregation  of  functions  within  the  limitation 


358  DECISIONS   OP   U.  8.  COURTS  IK   PATENT   CASES. 

annoanced  by  the  Supreme  Court  in  the  case  of  Rindon  Iron  and  Loe&moiire 
Workt  V.  Medart,  (C.  D.,  1895,  330;  71  O.  G.,  751;  158  U.  S.,  68.)  The  moistening 
of  the  sheets  and  the  treatment  in  a  moistened  condition  is  more  or  less  chemical 
in  its  character. 

Appeals  from  the  Circuit  Court  of  the  United  States  for  the  East- 
ern Division  of  the  Northern  District  of  Ohio. 

Mr.  Laurence  Maxwell^  Jr.,  Mr.  M.  B,  Philipp,  and  Mr.  M.  H.  Phelps 
for  the  appellants. 

Mr.  M.  D.  Leggett,  Mr.  A.  E.  Lynchy  and  Mr.  John  P.  Carrothers  for 
the  appellees. 

STATEMENT  OF  THE  CASE. 

These  are  six  suits  in  equity  brought  to  enjoin  the  infringement  of 
patent-rights  by  the  same  complainant.  Three  of  them,  Nos.  332, 333, 
and  336,  were  brought  against  three  different  defendants  to  restrain 
the  infringement  of  United  States  Letters  Patent  No.  511,789,  issued 
to  John  0.  McLauchlin  January  2, 1894,  for  new  and  usefal  improve- 
ments for  the  manufacture  of  imitation  dressed  chamois  buckskin  from 
paper-pulp  in  sheets.  The  defendants  in  each  of  these  cases  filed 
answers.  No  replications  were  filed  by  the  complainant,  and  the 
defendants  made  motions  to  dismiss  the  bills  on  that  account.  There- 
upon the  complainant  appeared  and  moved  to  dismiss  the  bills  without 
prejudice  on  the  ground  that,  having  acquired  another  patent,  it  wished 
to  include  both  in  the  same  actious  against  the  defendants  and  pro- 
I)osed  the  dismissal  without  prejudice  in  order  to  unite  the  patents  iu 
a  new  bill.  To  this  motion  the  defendants  objected,  asked  leave  to 
withdraw  their  answers  and  to  file  demurrers  to  the  original  bills.  This 
leave  was  granted  to  defendants,  the  demurrers  were  filed  and,  after 
argument,  were  sustained  by  the  court  on  the  ground  that  upon  the 
specifications  of  the  patents  the  court  was  able  to  declare,  in  view  of 
the  matters  of  common  knowledge  of  which  it  could  take  judicial 
notice,  that  there  was  no  patentable  novelty  or  invention  shown  in 
either  patent.  Notwithstanding  the  action  of  the  court  in  refusing  to 
dismiss,  the  same  complainant  filed  three  new  bills,  Nos.  334,  335,  and 
337,  for  an  injunction  against  the  same  defendants,  respectively,  in 
which  it  charged  the  defendants  with  the  infringement  of  both  the 
McLauchlin  patent  and  of  a  patent  to  T.  Seymour  Scott,  No.  216,108, 
dated  June  3, 1879,  for  an  improvement  in  the  manufacture  of  flexible 
paper,  which  the  complainant  had  since  acquired  by  assignment.  To 
these  bills  demurrers  were  filed  on  the  ground  that  lx)th  the  McLauch- 
lin and  the  Scott  patents  were  void  for  want  of  patentable  novelty. 
These  demurrers  were  sustained  and  decrees  entered  dismissing  the 
bills.  Appeals  have  been  taken  from  all  six  decrees  and  they  have 
been  heard  as  one  case  in  this  court.  The  specification  of  the  Scott 
patent,  which  was  applied  for  February  8, 1879,  was  as  follows : 
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The  object  of  my  invention  is  the  production  of  a  strong  and  water-proof  flexible 
paper  adapted  for  use  in  the  making  of  bed-covers,  table  and  coanter  covers,  wall- 
hangings,  3oor-coverings,  and  the  like. 

Heretofore  when  paper  has  been  employed  for  sach  purposes  it  has  been  made 
chiefly  of  rags,  and  has  not  had  the  requisite  strength  to  withstand  hard  usage,  and 
not  being  strong  and  flexible  has  been  apt  to  crack  and  break  ia  the  creases. 

My  inveution  designs  to  effectuate  the  making  of  a  paper  which  shall  be  not  only 
flexible,  but  also  strong  and  impervious  to  dampness. 

I  take  a  paper  composed  of  strong  flbers,  snch  as  manila,  jute,  linen,  or  the  like, 
manufactured  in  the  manner  usual  in  the  art,  and  of  a  quality  capable  of  sustaining 
a  tensile  strain  of  not  less  than  two  hundred  pounds  per  inch  in  the  direction  of  its 
length  when  made  twelve  square  feet  to  the  pound.  While  in  the  process  of  its 
manufacture,  or  after  it  has  been  made,  I  render  this  paper  impervious  to  water  by 
the  application,  in  any  desired  manner,  of  suitable  size.  I  then  pass  the  paper  so 
prepared  through  suitable  breaking  stamps  or  rollers,  so  as  to  render  it  limp  or 
flexible;  and  this  may  be  done  either  while  the  paper  is  yet  in  the  paper-machine 
or  in  a  separate  machine  adapted  for  the  purpose. 

It  sometimes  becomes  necessary  to  pass  the  paper  several  times  through  the 
breaking-rolls^  and  sometimes  in  contrary  directions.  I  then,  when  the  uses  to 
which  it  is  desired  to  apply  the  product  demand  a  very  smooth  surface,  pass  the 
paper  which  has  been  rendered  flexible^  as  above  described,  through  calender-rolls, 
in  order  to  smooth  it. 

I  have  also  discovered  that  oil-printed  paper  of  the  composition  which  I  have 
mentioned  may  be  passed  in  similar  manner  through  breaking-rolls  and  rendered 
flexible. 

Having  thus  described  my  invention,  I  claim  and  desire  to  secure  by  Letters 
Patent  of  the  United  States — 

1.  The  process  herein  described  of  making  flexible  paper,  which  consists  in  pass- 
ing Manila  or  kindred  paper  through  breaking-rolls,  substantially  as  described. 

2.  The  process  herein  described  of  making  flexible  paper,  which  consists  in  pass- 
ing Manila  or  kindred  paper  through  breaking-rolls,  and  subsequently  through  cal- 
ender in  g-rol  Is,  substantially  as  described. 

3.  As  a  new  article  of  manufacture,  strong  flexible  paper  for  wall-hangings, 
covers,  and  the  like,  substantially  as  described. 

The  specification  in  the  McLauchlin  patent  and  the  claims  are  as 
follows: 

• 

The  object  of  my  invention  is  to  produce  a  fabric  composed  of  fiber  matted  and 
formed  into  sheets  but  having  superior  softness  and  flexibility  and  a  surface  free 
from  abrasion  or  disintegration  of  the  fiber,  and  closely  resembling  chamois  or  buck 
skin. 

My  invention  consists  in  an  improved  process  of  making  snch  fabrics. 

I  am  well  aware  that  sheets  composed  of  matted  fiber  have  heretofore  been  made 
pliable  by  rubbing  or  crushing  between  knobbed  rollers,  such  sheets  or  fabrics 
being  designed  to  be  used  in  the  place  of  textile  fabrics,  and  I  am  aware  that  my 
invention  is  limited  to  improvements  in  this  art. 

I  have  discovered  that  wood  fiber,  treated  by  the  sulphite  or  chemical  process  is 
peculiarly  fitted,  by  reason  of  its  softness,  to  be  used  in  a  fabric  designed  as  a  sub- 
stitute for  cloth  and  requiring  the  softness  and  flexibility  of  that  fabric.  The 
objections  found  to  exist  in  fabrics  thus  made  out  of  this  kind  of  fiber,  by  any  of 
the  methods  of  manufacture  heretofore  known  to  me,  I  have  found  to  be  these: 
that  the  sheets  made  of  such  fiber,  will,  when  rubbed  to  reduce  the  stifi'ness  of  the 
sheets,  abrade  upon  the  surface  and  show  a  fibious  appearance  and  lose  in  large 
measure  the  strength  ns  well  as  Rinooth  or  solid  surface.  If,  further,  the  sheet  of 
fiber  be  rendered  flexible  by  pounding  or  crushing  in  a  dry  condition  the  wood 
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fibers  will  break,  and  the  fabric  is  thus  weakened  and  its  appearance  also  impaired. 
If  it  be  made  flexible  by  passing  between  knobbed  or  fluted  rollers,  the  fabric  is 
stretched  and  pulled  in  plaoes,  and  thus  the  fibers  are  broken  and  both  the  strength 
and  the  appearance  in  this  way  also  are  impaired.  I  have  discovered  that  if  these 
sheets  of  wood  fiber,  made  of  proper  thickness  to  suit  the  purpose  of  blankets, 
linings  and  the  like,  for  which  such  sheets  have  been  heretofore  designed  or  used, 
be  subjected  to  pounding,  in  a  dampened  condition,  the  softening  may  be  effected 
without  rupture  of  the  fiber,  or  abrasion  of  the  surface.  Therefore  in  carrying  oat 
my  invention  I  use  sheets  made  of  wood  fiber,  preferably  what  is  known  as  sulphite 
or  chemical  fiber.  These  sheets  I  moisten  with  a  thin  solution  of  gelatine,  using 
preferably  one  part  of  the  gelatine  to  twenty  parts  of  water.  When  the  sheets  have 
been  evenly  and  thoroughly  moistened  with  this  solution,  I  subject  them  in  a 
crumpled  condition  and  with  proper  changes  of  position  to  pounding  by  any  con- 
venient form  of  pounder,  until  the  sheets  are  thoroughly  softened.  I  then  smooth 
the  sheets  preferably  by  passing  them  between  rollers  and  dry  them.  The  smooth- 
ing and  drying  may  be  effected  at  the  same  time,  by  using  heated  rollers  or  surfaces. 
When  BO  made  the  sheets  retain  the  unbroken  and  unabraded  surface,  and  are 
flexible  and  soft,  resembling  chamois  or  dressed  buck  skin.  The  wood  fibers,  which 
if  dry  would  break  and  disintegrate  under  the  pounding,  readily  bend  when  moist 
and  retain  their  integrity.  The  small  percentage  of  gelatine  also  materially  serves 
to  promote  this  action,  but  I  do  not  limit  myself  to  this  ingredient. 
I  claim — 

1.  The  process  herein  described  of  reducing  fibrous  sheets  to  a  soft  and  pliable 
condition,  the  same  consisting  in  first  moistening  and  then  pounding  said  sheets 
while  in  a  moist  condition,  substantially  as  described. 

2.  The  process  herein  described  of  reducing  fibrous  sheets  to  a  soft  and  pliable 
condition,  the  same  consisting  in  first  moistening  the  sheets  with  a  solution  of 
gelatine  and  then  pounding  said  sheets  while  in  a  moist  condition. 

Before  Taft,  Lurton,  and  Hammond,  Jadges. 

Taft,  «/.,  delivered  the  opinion  of  the  Court. 

While  the  action  of  the  conrt  with  respect  to  the  Scott  patent  has 
been  assigned  for  error,  no  argument  pointing  out  the  error  of  the 
court  below  in  its  decision  thereon  has  been  made  orally  or  on  the 
brief.  Where  counsel  for  an  appellant  or  a  plaintiff  in  error  files  a 
brief  and  makes  an  oral  ar^^ument  and  does  not  allude  in  either  to  one 
or  more  of  his  assignments  of  error,  he  must  be  taken  to  have  waived 
them.  This  Court  cannot  be  expected  to  examine  the  assignment  of 
error  and  find  the  reasons  for  reversal  itself.  The  action  of  the  court 
below  in  so  far  as  it  sustained  the  demurrer  to  that  part  of  the  bill 
seeking  to  restrain  an  infringement  of  the  Scott  patent  must  therefore 
be  affirmed. 

We  have  only  to  consider,  therefore,  the  correctness  of  the  court's 
ruling  in  sustaining  the  demurrer  to  the  bills  so  far  as  they  sought  a 
remedy  against  the  infringement  of  the  McLauchlin  patent.  The  rule 
is  now  well  settled  that  a  defendant  to  a  patent-infringement  bill  may 
raise  the  question  on  demurrer  whether  the  alleged  invention  as  dis- 
closed by  the  specification  of  the  patent  is  devoid  of  patentable  novelty 
or  invention.  (Richards  v.  Chase  Elevator  Co,,  O.  D.,  1895,  728;  73 
O.  G.,  1710;  158  U.  S.,  299;   West  v.  Bae^  33  Fed.  »ep.,  45.)    It  is  also 
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well  settled  that  in  considering  the  question  of  the  validity  of  a  patent 
on  its  face  the  court  may  take  judicial  notice  of  facts  of  common  and 
general  knowledge  tending  to  show  that  the  device  or  process  patented  is 
old  or  lacking  in  invention  and  that  courts  may  refresh  and  strengthen 
their  recollections  and  impressions  of  what  facts  were  of  common  and 
general  knowledge  at  the  time  of  the  application  for  the  patent  by 
reference  to  any  printed  source  of  general  information  which  is  known 
to  the  court  to  be  reliable  and  to  have  been  published  prior  to  the  appli- 
cation for  the  patent.  (Brown  v.  Piper,  C.  D.  1876, 464;  10  O.  G.,  417; 
91  U.  S.,  38.) 

The  presumption  from  the  issuance  of  the  patent  is  that  it  involves 
both  novelty  and  invention.  The  eflfcct  of  dismissing  the  bill  upon 
demurrer  is  to  deny  to  the  complainant  the  right  to  adduce  evidence  to 
8upi)ort  that  presumption.  Therefore  the  court  must  be  able  from  the 
statements  on  the  face  of  the  patent  and  from  the  common  and  general 
knowledge  already  referred  to  to  say  that  the  want  of  novelty  and 
invention  is  so  palpable  that  it  is  impossible  that  evidence  of  any  kind 
could  show  the  fact  to  be  otherwise.  Hence  it  must  follow  that  if  the 
court  has  any  doubt  whatever  with  reference  to  the  novelty  or  inven- 
tion of  that  which  is  patented  it  must  overrule  the  demurrer  and  give  the 
complainant  an  opportunity  by  proof  to  support  and  justify  the  action 
of  the  Patent  Office.  This  is  the  view  which  has  been  taken  by  the 
Supreme  Court  and  the  most  experienced  patent  judges  upon  the  cir- 
cuit. {New  York  Belting  and  Packing  Co.  v.  New  Jersey  Rubber  Co.y 
C.  D.,  1891, 253;  54  O.  G.,  135;  137  U.  S.,  445;  Eclipse  Manufacturing  Co. 
V.  Adkins  et  al,y  36  Fed.  Rep.,  554;  Blessing  v.  Jno.  Trageser  Steam 
Capper  Wks.j  34  Fed.  Rep.,  753;  Bottle  Seal  Co,  v.  Be  La  Vergne  Bottle 
and  Seal  Co,,  4tl  Fed.  Rep.,  59;  Indurated  Fibre  Industries  Co.  et  at.  v. 
Grace  et  al.,  C.  D.,  1892,  498;  60  O.  G.,  896;  52  Fed.  Rep.,  124;  Goebel 
V.  American  Railway  Supply  Co.^  55  Fed.  Rep.,  825;  Hanlon  v.  Prim- 
rose, C.  D.,  1893,  644;  65  O.  G.,  134;  56  Fed.  Rep.,  600;  Dick  v.  Oil 
Well  Co.,  25  Fed.  Rep.,  105;  Kaolatype  Co.  v.  Hoke,  C.  D.,  1887,325; 
39  O.  G.,  589;  30  F^d.  Rep.,  444;  Coop  v.  Br.  lavage  Institute,  47  Fed. 
Rep.,  899;  Krick  v.  Jansen,  52  Fed.  Rep.,  823;  Bodwell  v.  Houseman, 
58  Fed.  Rep.,  870;  Barock  v.  C.  (&  N.  W.  R.  R.,  69  Fed.  Rep.,  468; 
Henderson  v.  Tompkins,  60  Fed.  Rep.,  758.) 

Referring  to  his  previous  decision.  Judge  Blodgett  said  in  the  case 
of  Bclipse  Mfg.  Co.  v.  Adkins  et  al.,  36  Fed.  Rep.,  556: 

In  West  y .  Rae  (33  Fed,  Rep.,  45)  this  conrt  sustained  a  demurrer  to  a  biU  charging 
infringement  of  a  patent  on  a  device  for  protecting  woolen  blankets  from  insects  by 
incasing  them  in  paper  bags,  on  the  ground  that  within  the  common  knowledge  it 
was  old  to  wrap  or  incase  woolens  in  paper  to  protect  them  from  dust  or  insects. 
At  the  time  I  announced  the  decision  iu  that  case  I  stated  that  its  effect  might  be 
to  encourage  counsel  to  demur  to  bills  for  infringement  of  patents  in  cases  where 
they,  from  their  special  knowledge  of  the  art,  might  be  of  opinion  that  tbe  device 
covered  by  tbe  patent  was  old.  And  my  anticipations  in  that  respect  have  been 
fuUy  realized,  as  that  decision  has  already  produced  in  this  court  quite  a  boun- 
tiful crop  of  demurrers  in  this  class  of  cases.    But  the  court  must  meet  each  case  as 
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it  arises,  and,  in  sustainiDg  demarrers  like  this,  keep  strictly  within  the  field  of  com- 
mon knowledge.  The  practical  difficulty  and  danger  is  in  defining  where  special 
knowledge  leaves  off  and  common  knowledge  begins.  The  judge  must  always  be 
careful  to  distinguish  between  his  own  special  knowledge,  and  what  he  considers  to 
be  the  knowledge  of  others,  in  the  field  or  sphere  where  the  device  in  question  is 
used.  But  when  the  judge  before  whom  rights  are  claimed  by  virtue  of  a  patent 
can  say  from  his  own  observation  and  experience  that  the  patented  device  is  in  prin- 
ciple and  mode  of  operation  only  an  old  and  well-known  device  in  common  use,  he 
may  act  upon  such  knowledge.  The  case  must,  however,  be  so  plain  sa  to  leave 
no  room  for  doubt;  otherwise  injustice  may  be  done,  and  the  right  granted  by  the 
patent  defeated,  without  a  hearing  upon  the  proofs.  The  judge  must  on  all  such 
questions  vigilantly  guard  against  acting  upon  expert  or  special  knowledge  of  hii 
own,  instead  of  keeping  strictly  within  the  field  of  general  or  popular  knowledge. 
While  I  do  not  intend  to  lay  down  a  rule,  I  am  free  to  say  that  I  should  not  feel 
justified  in  holding  a  patent  void  for  want  of  novelty  on  common  knowledge,  unless 
I  could  cite  instances  of  common  use  which  would,  at  once,  on  the  suggestion  being 
made,  strike  persons  of  usual  intelligence  as  a  complete  answer  to  the  claim  of  such 
patent. 

In  Kricic  v.  Jansen  (52  Fed.  Rep.,  823)  Judge  Townsend  said  that  a 
demurrer  should  not  be  sustaiued  to  a  bill  for  infringement  of  a  patent 
unless  the  want  of  patentable  novelty  was  "palpably  manifest.'^ 

Is  it  within  common  knowledge  that  the  process  described  by 
McLauchlin  in  his  specification  is  old!  We  think  not.  In  his  si)ecifl- 
cation  McLauchlin  refers  to  the  prior  art  and  admits  that  the  trea^ 
ment  of  matted  fiber  for  the  purpose  of  using  the  same  in  the  place  of 
cloth  and  of  giving  it  the  flexibility  necessary  for  that  purpose  by 
rubbing  or  crushing  it  between  knobbed  rollers  was  old;  but  he  points 
out  that  by  such  processes  as  had  theretofore  been  used  the  surface  of 
the  fiber  was  abraded,  and  the  material  itself  thereby  lost,  in  a  large 
measure,  its  strength.  The  process  which  McLauchlin  sought  a  patent 
for  was  that  of  first  moistening  the  sheets  of  matted  fiber  and  then 
pounding  them  in  a  dampened  and  crumpled  condition.  The  moisten- 
ing was  to  be  done  with  a  mixture  of  twenty  parts  water  and  one  part 
gelatin.  The  question  is  whether  it  is  a  matter  of  common  knowledge 
that  the  way  to  render  wood-fiber  paper  soft  and  pliable  without  injury 
to  its  strength  or  smoothness  of  surface  is  to  moisten  it  with  a  thin 
water  solution  of  gelatin,  to  crumple  it  and  pound  it  in  a  moistened 
condition,  and  then  to  dry  and  smooth  it.  It  is  of  course  generally 
known  that  the  moistening  of  fiber  of  any  kind  will  make  it  for  the 
time  being  more  flexible;  but  common  knowledge  would  probably  lead 
us  to  suppose  that  the  moistening  of  such  a  material  as  paper,  while  it 
would  for  the  time  render  it  more  flexible,  would  make  its  surface  very 
much  more  subject  to  abrasion  and  render  the  whole  texture  very  liable 
to  injury  and  destruction. 

Possibly  a  review  of  the  art  by  an  expert  will  show  that  to  treat  paper 
in  a  moistened  condition  by  pounding  or  irregular  pressure  for  the  pur- 
pose of  rendering  it  flexible  without  loss  of  strength  was  old;  but  such 
a  process  is  not  within  our  common  knowledge.  Certainly,  to  use 
Judge  Blodgett's  standard,  we  cannot  cite  instances  of  common  use  of 
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this  process  or  a  similar  process  which  would  at  once,  on  the  suggestion 
being  made,  strike  persons  of  usual  intelligence  as  a  complete  answer 
to  the  claim  of  such  patent.  The  court  below  referred  to  a  leather- 
machine  for  making  leather  more  flexible  by  pounding.  It  seems  to  us 
that  the  very  great  diflference  between  the  character  of  leather  and 
paper  is  enough  to  show  that  the  use  of  a  device  with  respect  to  one 
does  not  indicate  its  useful  application  to  the  other.  Again,  allusion  is 
made  by  the  learned  judge  in  his  opinion  to  an  article  in  the  Polytechnic 
Rex^iewj  vol.  3,  page  40, 1877,  in  which  the  following  statement  is  made 
of  Japanese  uses  of  paper : 

Paper  is  also  often  used  as  a  substitnte  for  cloth,  for  nmbrellas,  rain-coats,  etc., 
and  even  for  dress-cloth,  ''shibn  '*  and  the  ''Yeno-abura  "  are  the  means  employed  for 
rendering  the  paper  waterproof.  This  cloth  is  generally  made  of  paper  alone,  by 
beating  it  to  make  it  soft,  and  impregnating  it  with  gammy  substance,  to  make  it 
more  resistant  to  the  action  of  water. 

The  learned  judge  also  referred  to  the  descripton  of  the  making  of 
paper  cloth  in  Japan  given  in  the  second  volume  of  the  Encyclopedia  of 
Chemistry  published  in  1879,  page  534.    That  description  is  as  follows: 

The  mode  in  which  paper  cloth  '' warranted  to  wash''  is  made  in  Japan  is  thus 
described :  Take  some  of  the  paper  called  '^  Hosho ''  or  some  of  the  best  ''senka,''  and 
dye  it  of  the  color  required.  Boil  some  of  the  roots  called  ''kon-niakn-no-dama/' 
with  the  skins  on.  Try  them  with  the  inner  portion  of  a  rice-stalk;  when  it  pene- 
trates easil}'^  they  are  sufficiently  boiled.  Peel  them,  let  the  water  run  off,  and  then 
pound  them  into  a  paste.  Spread  this  paste  on  either  side  of  the  paper,  and  let  it 
dry  in  the  sun  till  quite  stiff.  Then  sprinkle  water  upon  it  till  it  is  thoroughly  damp, 
and  leave  it  in  that  state  for  a  night.  The  next  morning  roll  it  upon  a  bamboo,  of 
the  thickness  of  the  shaft  of  an  arrow,  and  force  it  with  the  hands  from  either  end 
into  a  crimple  in  the  center;  unroll  it,  and  repeat  this  process  two  or  three  times, 
rolling  it  from  each  side  and  corner  of  the  paper.  Then  crimple  it  well  in  the  hands 
by  rubbing  it  together  till  it  becomes  quite  soft,  and  then  sprinkle  water  on  it  again 
to  damp  it.  Pull  it  out  straight  and  smooth,  fold  it  up,  and  pound  it  with  a  wooden 
mallet.  It  may  then  be  put  into  water  as  much  and  as  often  as  is  desired  without  sus- 
taining injury,  having  become  a  strong  and  lasting  material.  Boxes,  trays,  and  even 
saucepans  may  be  made  of  this  cloth,  and  saucepans  thus  manufactured  sustain  no 
injury  over  a  strong  charcoal  fire.  Flags  may  be  made  of  it,  in  which  wine  may  be 
pnt,  and  heated  by  insertion  in  boiling  water.  Paper  thus  prepared  may  be  used 
for  papering  windows  and  without  being  oiled  will  withstand  the  rain. 

It  is  well  settled  that  in  taking  judicial  notice  of  matters  of  common 
knowledge  the  court  may  refresh  its  recollection  by  reference  to  stand- 
ard works  {Brown  v.  Pipe^-^  C.  D.,  1876,  464;  10  O.  G.,  417;  91  U.  S., 
38.)  In  that  case  a  patent  had  been  issued  for  the  process  of  freezing 
fish  and  keeping  them  in  a  f):ozen  state  of  preservation  in  a  close 
chamber  by  means  of  a  freezing-chainber  having  no  contact  with  the 
preserving-chamber.  There  the  court  took  judicial  notice  of  the  fact 
that  the  icecream  freezer  as  a  matter  of  common  knowledge  and  use 
by  the  people  throughout  the  country  was  operated  on  substantially  the 
same  principles,  and  having  thus  pointed  out  one  well-known  instance 
easily  within  the  actual  knowledge  of  the  court  it  referred  to  articles  in 
the  encyclopedia  showing  the  preservative  effect  of  cold,  a  principle 
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belonging  to  the  general  domain  of  knowledge  and  science.  But  in 
tliis  case  the  learned  judge  at  the  circuit  was  not  able  to  point,  within 
his  personal  knowledge,  to  any  process  similar  or  analogous  to  that 
here  patented.  He  was  obliged  to  refer  to  descriptions  of  processes 
used  in  Japan,  which  we  may  reasonably  suppose  did  not  refresh  his 
recollection  with  respect  to  the  process  there  described.  They  were  not 
instances  of  a  process  generally  in  vogue  in  the  same  or  kindred  arts 
well  known  to  ordinary  life.  Indeed,  from  the  description  it  is  very 
doubtful  whether  much  light  is  thrown  upon  the  Japanese  processes  by 
the  descriptions  above  given.  It  is  also  doubtful  whether  the  paper 
"warranted  to  wash"  is  like  the  material  produced  by  the  complainant's 
process.  It  is  by  no  means  clear  that  the  process  described  in  the 
Polytechnic  Review  is  one  which  involved  the  dampening  of  the  pai)er 
and  the  pounding  of  it  in  a  dampened  state.  We  are  clearly  of  opinion 
that  there  was  sufficient  doubt  about  the  novelty,  utility,  and  invention 
of  the  complainant's  process  to  require  the  overruling  of  the  demurrer 
and  a  hearing  of  these  questions  upon  issues  made  by  the  answer  and 
proof. 

It  is  also  contended  that  the  process  described  is  a  mere  mechanical 
process,  an  aggregation  of  functions  within  the  limitation  announced 
by  the  Supreme  Court,  through  Mr.  Justice  Brown,  in  the  case  of  Rii- 
don  Iron  and  Locomotive  Worlcs  v.  Medarty  (C.  D.,  1895,  330;  71  O.  G., 
751 ;  158  U.  S.,  GS.)  In  that  case  the  patent  was  for  an  improved  process 
in  manufacturing  belt-pulleys  formed  of  a  wrought-metal  rim  and  a 
separate  center,  usually  a  spider  and  usually  made  of  cast  metal.  The 
process  of  manufacture  was  set  forth  in  detail  and  consisted  of  the 
following  steps:  first,  centering  the  pulley  center  or  spider;  second, 
grinding  the  ends  of  the  arms  concentrically  with  the  axis  of  the 
pulley;  third,  boring  the  center;  fourth,  securing  the  rim  to  the  spider; 
fifth,  grinding  the  face  of  the  rim  concentric  with  the  axis  of  the  pul- 
ley; sixth,  grinding  or  squaring  the  edges  of  the  rim.  It  was  hel 
that  on  the  face  of  the  specification  and  claims  the  patent  was  not  fo 
the  mechanism  employed  nor  for  the  finished  product  of  manufacture, 
but  was,  in  effect,  for  a  process  of  solely  mechanical  steps,  and  that 
valid  patent  could  not  be  granted  for  the  mere  operations  of  a  piece  o 
mechanism,  or,  what  was  the  same  thing,  for  the  function  or  function 
of  a  machine.  We  do  not  think  that  the  present  case  comes  withi 
the  principles  announced.  The  treatment  of  paper  in  this  instance  i 
of  a  character  to  change  its  quality,  giving  it  new  and  useful  attri 
butes.  The  moiNteuiug  of  it  and  the  treatment  in  a  moistened  condi 
tion  is  more  or  less  chemical  in  its  character. 

In  Cochrane  v.  Beener,  (C.  D.,  1877,  242;  11  O.  G.,  687;  94  U.  S. 
780,)  which  Mr.  Justice  Brown  cites  in  Risdon  Iron  and  Locomotiv 
Worlcs  V.  Medart^  the  patent  was  for  a  process  in  manufacturing  flo 
which  consisted  in  passing  the  ground  meal  through  a  series  of  bolting 
reels  composed  of  cloth  of  progressively  finer  meshes,  which 
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the  superfine  flour  and  retarded  the  escape  of  the  finer  and  lighter 
impurities,  and  by  which  the  superfine  flour  was  separated,  and  the 
impurities  were  so  eliminated  so  as  to  produce  superfine  flour,  was  held 
to  be  valid,  and  the  patent  was  not  limited  to  any  special  arrangement 
of  machinery.    In  that  case  Mr.  Justice  Bradley  said : 

A  process  is  a  mode  of  treatment  of  certain  materials  to  produce  a  given  resalt. 
It  is  au  act,  or  a  series  of  acts,  performed  upon  the  subject-matter  to  be  transformed 
and  reduced  to  a  different  state  or  thing.  If  new  and  useful,  it  is  just  as  patentable 
as  is  a  piece  of  machinery.  In  the  language  of  the  patent  law,  it  is  an  art.  The 
machinery  pointed  out  as  suitable  to  perform  the  process,  may  or  may  not  be  new  or 
patentable,  while  the  process  itself  may  be  altogether  new,  and  produce  an  entirely 
new  result.  The  process  requires  that  certain  things  should  be  done  with  certain 
Bobetances,  and  in  a  certain  order;  but  the  tools  to  be  used  in  doing  this  may  be  of 
secondary  consequence. 

It  seems  to  us  that  the  present  case  is  clearly  within  that  of  Coch- 
rane V.  Deejier  and  even  more  nearly  to  be  likened  to  a  chemical  process 
than  was  that. 

The  third  objection  made  to  the  validity  of  the  patent  is  one  which 
can  only  be  made  in  three  of  the  cases  appealed  from — to  wit,  those  in 
which  the  Seymour  Scott  patent  was  also  made  a  part  of  the  bill. 
It  is  said  that  the  Seymour  Scott  patent  so  clearly  anticipates  the 
McLauchlin  patent  on  the  face  of  the  specification  that  the  McLauchlin 
patent  must  be  held  to  be  bad.  We  do  not  think  that  without  evi- 
dence it  is  clear  that  the  material  in  the  Scott  patent  is  to  be  subjected 
to  the  breaking-rollers  while  in  a  dampened  condition,  though  this 
might  be  developed  by  proof  of  the  process  of  paper-making  referred 
to  in  the  Scott  patent.  There  is  nothing  in  the  Scott  patent  with  ref- 
erence to  the  crumpling  of  the  paper  or  the  pounding  of  it  in  its 
crumpled  condition.  The  crumpling  of  the  i)aper  is  not  expressly 
made  a  pai*t  of  the  claim,  but  it  is  described  as  a  x)art  of  the  process, 
and  if  an  essential  part  of  the  process  then  it  should  be  read  into  the 
claims.  The  specification  in  the  Scott  i)atent  requires  the  paper  to  be 
subjected  to  *' suitable  size;"  that 'of  the  McLauchlin  patent  requires 
that  the  paper  shall  be  moistened  by  a  thin  solution  of  gelatin,  prefer- 
ably one  part  in  twenty.  What  '*  suitable  size"  is  in  the  Scott  patent 
and  whether  it  would  suggest  the  use  of  the  thin  solution  of  gelatin 
mentioned  in  the  McLauchlin  patent  are  all  questions  upon  which  the 
court  cannot  now  pass  without  evidence  of  experts  in  paper-making 
before  it. 

The  decrees  in  these  various  cases  dismissing  the  bill  as  to  the 
McLauchlin  patent  will  be  reversed,  with  directions  to  overrule  the 
demurrers  and  require  answers,  while  the  decrees  in  so  far  as  they 
dismiss  the  bills  on  the  Scott  patent  are  affirmed. 

In  view  of  the  fact  that  this  result  shows  that  it  was  unnecessary  for 
the  complainant  to  bring  his  second  actions  the  order  as  to  costs  will  be 
that  the  costs  of  the  appeals  in  the  three  cases  (Nos.  332,  333,  and  336) 
in  which  bills  were  filed  on  the  McLauchlin  patent  alone  will  be  taxed 
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to  the  appellees,  ^yhile  in  tbe  three  cases  (Nos.  334,  335,  and  337)  in 
which  the  three  cases  were  filed  ou  both  the  Scott  and  the  McLaacblin 
patents  the  costs  will  be  taxed  to  the  appellants,  and  it  is  so  ordered. 


[IT.  S.  Circuit  Court  of  Appeals— Sixth  Circuit.] 

American   Fibre  Chamois   Company   v.  Port   Huron   Fibbe; 

Garment  Manufacturing  Company  et  al. 

Decided  February  10,  1896. 

76  O.  G.,  836. 

1.  McLaughlin— "Fibre-Chamois"  Paper— Infringe jcbnt. 

The  McLauclilin  patent,  No.  511.789,  for  an  improved  process  for  the  mana- 
facture  of  imitation  dressed  chamois  buckskin  from  paper-pulp  in  sheets,  if 
valid  at  all,  is  limited  by  the  prior  state  of  the  art  and  by  the  language  of  the 
ori<;inal  specification  and  of  tbe  patentee's  prior  Canadian  patent  to  the  crum- 
pling and  pounding  of  tbe  paper  when  moistened  with  a  thin  solution  of  gelatin, 
or  other  adhesive  solution,  and  is  not  infringed  by  treating  in  a  similar  manner 
paper  moistened  merely  with  water. 

2.  Same— Misconduct  of  Patent  Owner. 

The  actiou  of  a  jtatent  owner  in  harassing  purchasers  with  threats  of  litiga- 
tion when  no  possible  ground  of  action  exists  against  them,  even  if  the  patent 
is  valid,  iu  attempting  to  dismiss  his  bill,  whereby  defendant,  in  order  to  prevent - 
it,  is  compelled  to  file  a  cross-bill,  and  in  delaying  the  taking  of  evidence  until 
after  tbe  defendant  begins  the  taking  of  testimony  is  not  such  as  commends 
cause  to  a  court  of  equity. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Southent^EH 
Divisiou  of  the  Eastern  District  of  Michigan. 

Mr,  M.  B,  Philipp  and  Mr.  M,  H.  Phelps  for  the  appellant. 
Mr,  Geo,  H,  Lothrop  for  the  appellees. 

STATEMENT  OF  THE   CASE. 

This  was  an  appeal  from  a  decree  dismissing  a  bill  to  enjoin  thcE=* 
infringement  of  Letters  Patent  No.  511,789,  dated  January  2,  1^^^^  t 
granted  to  John  C.  McLauchlin,  Anwrioan  Fibre  Chamois  Co.  v.  Buck- 
skin-Fibre  Co,,  ante,  357;  75  O.  G.,  833;  72  Fed.  Eep.,  608.)  In  th< 
present  case,  however,  the  issues  were  made,  not  by  demurrer  to  the  bill,^^ 
but  after  full  pleadings  and  proof.  The  process  described  in  th< 
McLauchlin  specification,  as  the  patent  was  granted,  is  comprised  ii 
the  following  steps:  first,  moistening  the  sulfite  fiber  with  a  solution  oi 
gelatin,  twenty  parts  water  to  one  of  gelatin;  second,  crumpling  th< 
fiber;  third,  pounding  the  same  in  changed  positions,  and,  fourth^^ 
smoothing  and  drying  the  moist,  crumpled,  and  pounded  sheets. 

The  patentee  says : 

The  wood  fibers,  which  if  dry  would  break  and  disintegrate  under  the  ponnding*^ 
readily  bend  when  moist  and  retain  their  integrity.    The  small  percentage  of  gelatin^ 
also  materially  serves  to  promote  this  action,  but  I  do  not  limit  myself  to  thm^ 
ingredient. 
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The  first  claim  is  for  the  process  of— 

first  moUteuing  and  then  pounding  said  sheets  while  in  a  moist  condition,  substan- 
tially as  described. 

The  second  is  for — 

first  moistening  the  sheets  with  a  solution  of  gelatine  and  then  pounding  said  sheets 
while  in  a  moist  condition. 

McLaachlin  took  out  a  patent  in  Canada  in  1890.  In  that  his 
description  of  the  process  was  as  follows: 

The  sulphite  fiber  or  sheet  *  *  *  is  dampened  with  gelatine  (or  similar  adhesive) 
solution,  to  prevent  disintegration  of  the  fiber,  and  then  beaten  with  a  suitable 
pounding  instrument  or  machine  to  soften  the  material  by  breaking  down  or  crush- 
ing the  harshness  formerly  existing,  and  subsequently  the  pounded  fabric  may  be 
smoothed  between  heated  rollers  to  finish  and  dry  the  material. 

The  first  claim  was  for  pounding  the  fiber  sheet  in  a  damp  state, 
saturated  with  liquid  gelatin,  and  the  second  was  for  dampening  the 
sheet  with  liquid  gelatin,  then  crushing  the  fiber  by  i>ounding,  and 
finally  passing  the  sheet  between  heat^  rollers.  This  was  also  the 
form  of  the  original  application  and  claims  filed  in  the  United  States 
Patent  Office  October  12, 1891.  On  the  8th  of  April,  1892,  the  patentee 
vras  required  to  state  the  strength  of  the  gelatin  solution.  This  was 
accordingly  stated;  but  the  application  was  nevertheless  rejected.  In 
his  letter  to  the  Commissioner  asking  a  reconsideration  McLauchlin 
said  that  the  essence  of  his  process  was  embraced  in — 

two  steps,  and  no  more,  and  those  steps  are,  first,  the  saturation  by  the  liquid 
gelatine;  and,  second,  the  pounding  while  in  a  damp  condition. 

A  second  rejection  followed.    Finally,  on  May  23, 1893,  the  applica- 
tion as  filed  was  all  stricken  out  and  specifications  and  claims  like 
those  in  the  patent  as  issued  were  inserted,  and  the  patent  was  granted 
January  2, 1894.    The  R.  O.  Mudge  Paper- Clothing  Company  began  in 
1889  to  make  paper  garments.    The  material  was  sulfite  fiber  softened 
and  made  pliable  by  hand-rubbing.    Subsequently  sets  of  corrugated 
rollers  with  the  corrugations  lengthwise  of  the  roller  were  used.    The 
sulfite  fiber  was  passed  once  through  these  rollers  in  the  damp  condi- 
tion received  from  the  manufacturer,  and  then  it  was  subjected  to  rub- 
bing.   The  business  was  not  successful,  and  the  property,  including 
unsold  stock  of  the  company,  was  sold  under  a  mortgage.    The  Port 
Huron  PaperClothing  Company  in  1890  succeeded  to  the  unsold  stock 
and  business  of  the  Mudge  Company.    McLauchlin  bad  been  employed 
as  a  salesman  by  the  Mudge  Company  and  was  again  employed  by  its 
successor.    Complainant's  evidence  tends  to  show  that  after  this  com- 
pany had  been  some  little  time  in  the  business  McLauchlin,  in  July, 
1890,  suggested  the  erection  of  some  pounding-machines,  in  whiclx  the 
sulfite  fiber  in  a  damp  and  crumpled  condition  was  subjected    ^  ^ 
spring-controlled  pounding.    No  gelatin  was  used  in  the  ^^^p^Vv\YYg^ 
McLaachlin  shortly  afterward  left  the  employ  of  this  company,      r^^^^ 
second  venture  also  proved  a  failure.    The  Port  Huron  ^^^^^"^\^\\^:^^„ 
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Company  some  time  thereafter  leased  its  property  and  good-will  to 
the  defendant  company,  which  continues  to  use  the  old  pounding- 
machines  and  has  built  twelve  more.  The  defendant  also  makes  the 
same  pro<lnct  by  running  the  moist  fiber  as  it  comes  from  the  man- 
ufacturer and  folded  a  dozen  times  between  corrugated  rollers  held 
together  by  a  spring.  It  does  not  use  gelatin  in  any  form  to  dampen 
the  sulfite  fiber.  In  the  fall  of  1894  the  style  in  ladies'  dresses 
required  full  or  balloon  sleeves,  and  the  material  made  by  complain- 
ant and  defendants  was  well  adapted  as  a  lining  to  give  the  sleeve 
the  desired  form.  At  the  same  time  hair-cloth,  for  which  this  mate- 
rial seems  to  furnish  a  very  fair  substitute  for  use  as  skirt  and  dress 
lining,  rose  greatly  in  price.  The  complainant  company  in  1894  for 
the  first  time  put  its  product  on  the  market.  It  was  sold  in  ten- 
yard  sheets,  done  up  in  the  usual  sheeting-bundle.  Prior  to  this  the 
material  had  only  been  sold  by  the  Mudge  Company  and  its  successors 
in  cut  and  sewed  garments.  Defendants  at  once  adopted  the  same 
form  of  the  sheeting-package.  The  demand  had  exceeded  the  supply, 
and  the  consumption  has  been  more  than  thirty  thousand  yards  daily. 
The  Circuit  Court  dismissed  the  bill  on  the  ground  that  the  patent  was 
for  a  process  of  pounding  crumpled  paper  dampened  in  a  gelatin  solu- 
tion, and  the  process  of  the  defendants  did  not  involve  the  use  of 
gelatin  or  any  similar  solution  to  moisten  the  paper. 

Before  Taft,  Lubton,  and  Hammond,  Judges. 

Tapt,  t/.,  after  stating  the  facts,  delivered  the  opinion  of  the  Court. 

McLauchlin's  original  application  in  Canada  and  in  the  United  States 
mentioned  but  two  steps.  One  was  the  dampening  with  gelatin  or 
similar  adhesive  solution  and  the  other  was  the  pounding  to  crush  the 
fiber.  No  mention  was  made  of  crumpling.  Not  until  May  23, 1893, 
did  the  piatentee  describe  crumpling  as  one  step  in  his  process.  The 
witnesses  for  complainant  all  say  that  with  the  crumpling  step  omitted 
the  process  would  be  a  failure.  Now,  it  is  conceded  that  in  1890  the 
Port  Huron  Paper-Clothing  Company  was  publicly  using,  with  McLauch- 
lin's knowledge  and  consent,  a  process  of  pounding  moist  crumpled 
fiber  sheets,  and  the  same  process  now  used  by  defendant.  Unless, 
therefore,  the  crumpling  was  in  some  way  included  in  the  process 
described  in  the  original  specification  there  was  danger,  under  the 
decisions  in  Olohe  Nail  Co,  v.  Superior  Nail  Go.  (27  Fed.  Rep.,  450,  454) 
and  Kittle  v.  Ball,  (C.  D.,  1887,  329;  39  O.  G.,  707;  29  Fed.  Rep.,  513,) 
that  the  application  for  the  process  patented  must  be  treated  as  filed 
May  23,  1893,  and  more  than  two  years  after  the  process  as  patented 
(if  that  includes  dampening  with  water  only)  had  been  in  public  use  in 
this  country,  and  that  thus  the  patent  would  be  avoided.  To  obviate 
this  danger  the  appellant  makes  the  following  admission  in  the  brief  of 
its  counsel : 

That  it  was  known  in  the  art  that  the  manipalat ions  involved  in  the  cminplingof 
paper,  and  ponnding  it  in  a  OTumpled  co\id\l\o^,\vad  a  tendency  to  soften  it,  is  not 
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denied  by  the  appellant;  but,  on  the  contrary,  it  appears  that  anch  is  the  fact,  not 
only  from  the  testimony  of  Professor  Main,  bat  from  that  of  Mr.  Julias  Hess,  at  one 
time  a  paper-manufacturer,  and  manager  of  the  Michigan  Sulphite-Fibre  Company, 
at  Port  Huron.  Mr.  Hess  described  the  effect  of  pounding  paper  when  it  is  crumpled 
by  stating  that  it  loosens  the  interior  fibers;  that  this  loosening  of  the  interior  fibers 
is  accompanied  by  the  separation  of  the  skins  of  the  paper;  that  because  of  this 
loosening,  which  remains  after  the  treatment,  the  paper  is  rendered  flexible.  He 
also  says  that  the  effect  of  such  manipalations  upon  paper  has  been  familiar  to  him 
ever  since  he  went  into  the  paper  buHiness ;  that  is,  he  had  this  knowledge  from  his 
general  observation  of  the  action  of  paper  under  various  manipulations  at  his  factory. 
This  was,  however,  with  this  witness,  as  with  other  paper-manufacturers,  merely 
theoretical  knowledge,  which  had  never  been  put  to  useful  application.  He  did  not 
know  prior  to  the  McLanchlin  invention  that  moistened  paper  could  be  pounded  in 
a  crumpled  condition,  and  thus  be  rendered  soft  and  pliable,  without  materially  less- 
ening its  strength,  and  that  knowledge  was  not  within  the  ordinary  skill  of  a  paper- 
manufacturer  prior  to  the  McLauchlin  patent. 

The  validity  of  the  pateut  is  thas  rested  od  the  novelty  of  dampen- 
ing the  fiber  before  its  treatment.    The  question  therefore  is  whether  it 
was  known  to  the  art  that  the  moistening  of  the  fiber  would  facilitate 
and  aid  in  the  softening  of  paper  by  crnmpling  and  pounding  without 
injury.    We  think  the  patents  in  this  record,  the  evidence,  and  the 
concessions  of  counsel  at  the  argument  show  clearly  that  it  had  been 
known  prior  to  McLauchlin^s  conception  of  his  process,  which  he  fixes 
as  in  1889,  that  paper  might,  without  injury,  be  crinkled  or  crumpled 
in  a  softening  process  while  in  a  moistened  state,  and  that  the  damp- 
ness aided  the  process.    Thus  it  appears  without  contradiction  in  this 
record  that  the  Mudjge  Company  as  one  step  in  its  process  passed  paper 
moistened  with  water  through  corrugated  rollers,  and  that  the  result 
wa«  more  satisfactory  when  the  paper  was  moist  than  when  it  was  dry. 
The  Seymour  Scott  patent  of  June,  1879,  was  for  the  product  of  a  proc- 
ess by  which  heavy  paper  was  to  be  passed  through  suitable  break- 
ing stamps  or  rollers,  so  as  to  render  it  limp  and  flexible,  while  the 
paper  was  yet  in  the  pai)er-machine.     Now,  it  api)ear8  by  admission 
of  counsel  at  the  hearing  and  from  the  circumstances  disclosed  in  the 
record  of  Mudge's  experiments  that  paper  in  the  paper -machine  is 
always  moist,  so  that  the  Scott  patent  contained  the  suggestion  of  that 
which  is  claimed  to  be  the  novelty  of  McLauchlin's  patent.     It  is  dif- 
ficult to  see  why,  if  moisture  aided  the  softening  process  without 
destroying  the  fiber  when  subjected  to  the  crushing  of  corrugated  roll- 
ers, it  was  not  obvious  that  the  same  result  would  follow  in  the  use  of 
moistened  paper  when  subjected  to  pounding  and  crumpling,  for  the 
eflect  of  the  latter  on  the  surface  of  the  paper  was  certainly  not  more 
likely  to  be  violent  and  injurious  than  that  of  the  former,  if  we  credit 
the  statements  of  complainant's  witnesses  as   to   the  breaking  and 
straining  of  the  paper's  surface  caused  by  con-u gated  rollers.    It  t\\u^ 
follows  that  if  the  patent  in  suit  includes  a  process  of  pouncing 
crumpled  paper  dampened  with  water  only  it  is  void  for  want   ot 
novelty.    In  order,  therefore,  to  give  the  patent  any  validity,  it  is  ix^q^^^, 
sary  to  retain  in  the  process  it  describes  the  use  of  gelatm  o^  oXXi^t  ^3g(V>sv^. 
H.  Doc.  354 24 
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sive  Bolation,  and  we  concur  with  the  court  below  in  holding  that  the 
patent  and  its  claims  cover  only  a  process  in  which  the  paper  is  damp- 
ened with  such  a  solution.  This  was  the  process  as  applied  for.  The 
process  as  patented  describes  the  use  of  a  gelatin  solution  only;  bat 
the  specification,  after  a  reference  to  the  effect  of  the  small  percentage 
of  gelatin,  contains  the  words  ^^  but  I  do  not  limit  myself  to  this  ingre- 
dient.^ We  think  these  words,  in  view  of  the  language  of  the  origiDal 
application  and  of  the  Oanadian  patent,  must  be  construed  to  be  the 
equivalent  of  the  words  of  enlargement  used  therein — i.  e.,  "other 
adhesive  solution."  The  first  claim  is  for  moistening  and  pounding 
'^substantially  as  described."  The  second  is  for  moistening  with  a 
solution  of  gelatin  and  pounding.  The  first  claim  includes  moistening 
with  any  adhesive  solution.  The  second  is  confined  to  a  gelatin  soln- 
tion.  As  the  defendant  does  not  use  gelatin  or  any  adhesive  solution, 
it  does  not  infringe.  We  have  no  hesitation  in  thus  construing  this 
patent  strictly,  both  because  it  is  necessary  to  sustain  the  patent  at  all 
and  also  because  we  think  the  patent  has  little  merit  in  view  of  common 
knowledge  and  the  prior  art.  We  do  not  discover,  in  spite  of  the  con- 
siderable evidence  in  the  record  of  its  existence,  that  great  difference 
in  character  between  the  old  Mudge  Company's  product  and  that  of 
complainant.  We  think  the  sudden  and  peculiar  demand  for  some 
material  of  this  kind  in  the  sheet  form  in  which  it  was  put  upon  the 
market  in  1894  explains  its  great  sale  rather  than  any  marked  improve 
ment  it  its  mode  of  manufacture.  Nothing  herein  is  intended  to  decide 
that  the  patent,  as  construed  above,  is  valid.  That  question  does  not 
here  arise.  All  we  decide  is  that  unless  it  is  construed  as  above  it  is 
not  valid. 

The  conduct  of  the  complainant  in  harassing  purchasers  of  the 
product  of  this  process  with  threats  of  litigation  when  no  possible 
ground  for  an  action  existed  against  them,  whether  the  patent  be  valid 
or  not,  {Goodyear  v.  Railroad  Co.,  Fed.  Cas.  No.  5,563;  Boyd  v.  McAlpi^) 
Id. J  1,748;  Brown  v.  JHsirict  of  Columbia^  3  Mack.,  502;  3  Rob.  on  Pats., 
927,)  savors  of  an  attempt  to  use  the  process  of  the  courts  to  win 
customers  by  unfair  means,  and  thus  to  reap  a  harvest  that  must  be  of 
limited  duration.  It  does  not  indicate  that  confidence  in  the  validity 
of  the  patent  which  presses  to  a  full  investigation  of  rights  and  a  com- 
prehensive and  decisive  conclusion.  In  the  case  at  bar  complainant 
attempted  to  dismiss  its  bill  after  the  cause  was  at  issue.  In  order  to 
prevent  this  and  secure  a  hearing  and  decision  of  the  case,  defendant 
was  compelled  to  file  a  cross- bill.  Complainant  took  no  evidence  until 
after  defendant  had  begun  the  taking  of  its  evidence.  Such  a  course 
certainly  does  not  commend  the  cause  of  a  suitor  to  a  court  of  equity. 

The  decree  of  the  Circuit  Court  dismissing  the  bill  is  affirmed,  with 
costs. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Pabkeb  V,  Appebt. 

Decided  April  6,  1896. 
75  O.  G.,  1201. 

1.  Interferknck— Priority — Foreign  Patent. 

Appert,  having  patented  the  invention  in  France  before  Parker's  first  proved 
conception,  is  held  to  be  the  prior  inventor. 

2.  Amending  Prkuminary  Statement. 

It  is  always  a  suspicious  circumstance  in  a  case  of  interference  that  after  the 
claim  of  one  of  the  parties  has  been  fnlly  disclosed  and  fixed  as  a  specified  date 
the  other  party  should  then  seek,  by  amendment  of  his  preliminary  statement, 
to  show  a  date  of  invention  prior  to  that  of  his  original  statement  and  prior  to 
that  of  his  opponent. 

3.  Same — Sketches— Dates  of. 

Appellant's  statement  that  he  made  the  sketches  upon  which  he  relies  for 
proof  of  his  earlier  date  at  said  date,  but  mislaid  them  and  forgot  where  they 
were  until  after  the  disclosure  of  the  dates  of  appellee,  is  not  credible  in 
view  of  the  facts  surrounding  the  case,  and  amendment  to  his  preliminary 
statement  shonld  not  have  been  allowed. 

Appeal  from  the  Commissioner  of  Patents. 

Mr.  JSarace  Petit  for  the  appellaTit. 
Messrs.  Pollock  cfe  Mauro  for  the  appellee. 

PROCESS  OF  AND  APPARATUS  FOR  MANUTACTURINO  WIRK-QLASS. 

tf ORRIS,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
u  an  interference  case  involving  the  question  of  priority  of  invention 
f  a  process  for  the  manufacture  of  what  is  called  "wire-glass" — that 
5,  glass  with  a  metallic  netting  embedded  in  It.  The  issue  of  inven- 
ioD,  as  stated  by  the  several  tribunals  of  the  Patent  Office,  is  this: 

The  process  of  making  sheets  of  glass  with  a  metallic  trellis  embedded  therein, 
iid  process  consisting  in  pouring  and  rolling  out  a  layer  of  glass,  simultaneously 
pplying  the  trellis  to  the  surface  thereof,  pouring  a  second  layer  of  glass  upon  the 
rellis,  and  rolling  the  same,  the  operation  being  carried  on  progressively. 

On  April  25, 1894,  the  appellant,  John  E.  Parker,  a  citizen  of  Phil- 
delphia,  iu  the  State  of  Pennsylvania,  applied  for  Letters  Patent  of 
be  United  States  for  this  invention,  which  he  claimed  to  be  his  own, 
Ithough  in  his  application  he  described  it  somewhat  differently,  as 
allows: 

1.  A  process  of  manufacturing  wire-glass,  consisting  in  placing  upon  a  rolling- 
iible  a  sufficient  quantity  of  molten  glass  to  form  one  laj^er  of  a  desired  sheet, 
lacing  thereon  a  sheet  of  wire  gauze  or  netting  and  pressing  the  wire  gauze  or 
etting  into  the  surface  of  the  glass  by  the  passage  of  a  pressing- roller,  placing  a 
nnntity  of  molten  glass  upon  the  lower  sheet  so  formed,  and  rolling  such  molten 
;lass  to  form  a  sheet  of  the  required  thickness. 

2.  The  herein- described  process,  consisting  in  pouring  molten  glass  upon  the 
able  in  sufficient  quantity  to  form  a  sheet  of  approximately  half  the  thickness  of 
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sive  solution,  and  we  concur  with  the  court  '    ^^  ^*  preasing-rollcr  over  the 
patent  and  its  claims  cover  only  a  procp'     ; '  ^"P^  *^«  npper  face  of  ilu- 

^  ".  .    .>^/ten  glass  upon  the  sheet  pre- 

ened With  such  a  solution.     This  ^  .  .^^  ^^.^^^  additional  thickness  of 

process  as  patented  describe*-  //;;^/«yer  of  molten  glass  and  welding 

the  specification,  after  a  r-  ^^   •^'/neahes  of  the  wire-netting. 


of  gelatin,  contains  the  ^>'7r' states  his  invention  as  follows: 

dient."    We  think  th        .r.^^^*"  \    .    .v,  r   ^        ^  u   ,   . 

,  J     ^  •  \e^      -jflprortmNiia  m  the  manufacture  of  sheets  or 

application  and  of  .-^/'^^^'^ded  therein  a  sheet  of  wire  gauze  or  netti^^^ 
equivalent  of  t'  '^"^/r^'^C^^^v/dea  novel  process  by  means  of  which  the  wire 
adhesive  SoIp'  <->''^^^1^  within  the  body  of  the  glass  without  forcing  the 

'^ substantia         ,-    '  P 'V^'^'%j<>^  *^®  sheet,  and  subsequently  closing  the  openings 

solution  r       r-^^I^^J^^""^' 

with  ar  C  ^'iw**^*/,  t^^  ^^^^  *^^  ^^®  appellant's  application,  the 
tion.  ^'"^'tfri^ '"  petU  *  citizen  of  the  Republic  of  France,  and  a  resi- 

it  dr  ^*L^  t^^,  f  Vesi^}  who  on  January  12, 1894,  had  received  Letters 

pat  ^^"/^^''^^^for  the  invention  in  controversy,  also  made  applica- 

ar  i^iti*^^^  i^atent  from  the  Patent  Office  of  the  United  States. 


C  ^  ^ff'  ^^  *^'®  ai)plicatiou  is  in  almost  the  exact  words  of  the 
J$f^^^^%zjtion  as  hereinbefore  first  stated. 

jgfif^^^^l'j^f  1894,  the  Commissioner  of  Patents  declared  an  interfer- 
Of^  .^een  these  two  applications,  and  the  parties  thereupon  pro- 

-^      /?»'  I    •  1  /»  1  A-*  •  !••  A  A  A  •  t 

^    .^     .      .    ......     ..    .X.  ...  ..... 

pert  seems  to  have  been  the  first  to  file,  or  at  least  to  make. 


eP^j  ifl  ^^^  *^"^®  ^  ^^^  their  preliminary  statements  in  accordance 
ilie  rttles  of  the  Patent  Office. 

pert  seems  to  have  been  the  first  to  file,  or  at  least  to  make,  his 
ifininary  statement,  which  was  executed  at  Paris  on  July  9, 18d4. 


f  this  he  alleged  that  after  several  years  of  experiment  he  succeeded, 
g  or  about  the  1st  day  of  October,  1893,  in  perfecting  the  process 
jj J  the  apparatus  described,  and  that  during  the  first  week  of  October 
^f  1893  his  apparatus  was  put  into  successftd  operation  and  produced 
substantially  the  desired  product,  which  is  now  a  marketable  com- 
modity and  is  manufactured  on  a  large  scale  at  St.  Gobain,  one  of  the 
largest  plate-glass  manufactories  in  the  world.    He  stated  also  that  he 
had  applied  for  patents  in  various  countries  in  Eurox>e,*  that  a  patent 
had  been  issued  to  him  in  France,  under  date  of  October  19, 1893, 
which  was  the  date  of  his  application,  the  actual  issue  of  the  patent 
having  been,  as  already  stated,  on  January  12, 1894,  and  that  in  April 
of  1894  patents  had  been  issued  to  him  in  Belgium  and  Italy. 

The  appellant,  Parker,  delayed  making  his  preliminary  statement 
until  on  or  after  July  25, 1894,  and  in  that  statement  he  alleged  that  be 
conceived  the  invention  set  forth  in  the  declaration  of  interference  in 
the  latter  part  of  the  year  1893 ;  that  sketches  illustrating  the  invention 
were  made  on  or  about  January  20,  1894;  that  on  that  day  the  inven- 
tion was  first  explained  to  others;  that  no  model  of  the  invention  had 
been  made  by  him,  and  that  the  invention  had  not  been  embodied  in  a 
full-sized  working  machine  or  practically  operated. 
Later  on,  however,  having  obtained  leave  to  amend  his  statement,  he 
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J,  or  after  February  28, 1895,  an  amended  preliminary  statement, 

"\  \fter  renewing  the  statement  that  he  had  conceived  the  inven- 

'^^^  y  latter  part  of  the  year  1893,"  he  averred  that  the  first 

^  ^rating  the  invention  were  made  by  him  on   or  about 

^^  ,   1893;  that  on  that  date  the  invention   claimed  was 

oy  him  to  others,  and  that  subsequent  sketches  illustrating 

ention  were  made  by  him  on  or  about  January  20, 1894. 

^ppert  seems  from  the  record  to  have  rested  entirely  upon  his  French 
patent  without  other  testimony,  and  he  claimed  that,  as  it  bore  date  as 
of  October  19,  1893,  which  was  the  date  of  the  application  for  it,  he 
was  entitled  to  claim  that  as  the  date  of  his  invention ;  but  in  view 
of  an  opinion  rendered  by  the  Attorney-General  of  the  United  States 
in  A.  D.  1889  on  the  effect  to  be  given  to  the  *^  International  Conven- 
tion for  the  Protection  of  Industrial  Property,"  entered  into  between 
the  United  States  and  various  other  nations  of  the  world,  including 
France,  at  Paris,  on  March  20, 1883,  and  published  by  proclamation  of 
the  President  of  the  United  States  on  June  11,  1887,  (25  Stats.,  1372,) 
it  was  held  by  tlie  various  tribunals  of  the  Patent  Office  and  by  the 
Commissioner  that  the  date  of  the  issue  of  his  French  patent  to  him 
(January  12, 1894)  should  be  assumed,  for  the  purposes  of  the  present 
application,  to  be  the  earliest  date  which  he  could  claim  for  the  con- 
ception and  publication  of  his  invention,  and  to  that  date  he  was 
restricted  by  all  the  decisions  rendered  in  the  Patent  Office. 

The  Examiner  of  Interferences  found  that  Parker  had  conceived  and 

disclosed  the  invention  in  December  of  1893,  and  that  therefore  he 

antedated  Appert  and  was  entitled  to  be  adjudged  the  prior  inventor; 

but  the  Board  of  £xaminers-in- Chief  reversed  this  decision  and  held 

that  if  Parker  ever  conceived  the  invention  at  all,  of  which  they  seem 

to  have  had  grave  doubt,  there  was  not  sufficient  testimony  to  show 

that  he  had  any  conception  whatever  of  it  before  January  20,  1894,  and 

they  accordingly  awarded  priority  of  invention  to  Appert.      Upon 

appeal  by  Parker  their  decision  was  affirmed  by  the  Commissioner  of 

Patents,  who  seems  to  consider  that  the  Patent  Office  liad  been  to  some 

extent  imposed  upon  in  the  matter  of  the  allowance  to  Parker  to  amend 

his  preliminary  statement  so  as  to  show  a  different  date  of  conception 

and  communication  of  the  invention  from  that  set  forth  in  the  original 

preliminary  statement.    {A'p^eri  v.  Parker,  ante,  5;  74  O.  G.,  1587.) 

From  the  decision  of  the  Commissioner  of  Patents  Parker  has  appealed 
to  this  Court. 

Assuming  that  the  officers  and  tribunals  of  the  Patent  Office  were 
correct  in  holding  that  the  appellee,  Appert,  was  limited  to  the  date  of 
January  12,  1894,  as  the  date  of  the  communication  of  his  invention 
to  the  public — a  point,  however,  upon  which  we  do  not  deem  it 
necessary  here  to  pass — it  is  very  plain  that  if  the  appellant  were 
limited  to  the  date  of  January  20,  1894,  stated  in  his  original  prelimi- 
nary statement  as  that  of  his  communication  of  his  alleged  invention 
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the  complete  sheet  desired  to  be  produced,  of  passing  a  pressing-roller  oyer  the 
surface  of  the  molten  glass  thus  poured,  of  providing  upon  the  upper  face  of  this 
resultant  sheet  a  sheet  of  wire-gauze,  of  pouring  molten  glass  upon  the  sheet  pre- 
viously formed  in  sufficient  quantity  to  form  the  desired  additional  thickness  of 
the  sheet  to  be  produced  and  rolling  this  upper  layer  of  molten  glass  and  welding 
the  two  sheets  of  glass  together  through  the  meshes  of  the  wire- netting. 

Elsewhere  in  his  specification  he  states  his  invention  as  follows : 

My  invention  relates  to  certain  improvements  in  the  manufacture  of  sheets  or 
plates  of  glass  having  centrally  embedded  therein  a  sheet  of  wire  gauze  or  netting, 
and  its  principal  object  is  to  provide  a  novel  process  by  means  of  which  the  wire 
gauze  or  netting  may  be  inserted  within  the  body  of  the  glass  without  forcing  the 
same  through  one  of  the  faces  of  the  sheet,  and  subsequently  closing  the  openings 
made  by  the  passage  of  the  wire. 

On  April  27,  1894,  two  days  after  the  appellant's  application,  the 
appellee,  Leon  Appert,  a  citizen  of  the  Republic  of  France,  and  a  resi- 
dent of  the  city  of  Paris,  who  on  January  12, 1894,  had  received  Letters 
Patent  in  France  for  the  invention  in  controversy,  also  made  applica- 
tion for  Letters  Patent  from  the  Patent  Office  of  the  United  States. 
The  first  claim  of  this  application  is  in  almost  the  exact  words  of  the 
issue  of  invention  as  hereinbefore  first  stated. 

On  May  24, 1894,  the  Commissioner  of  Patents  declared  an  interfer- 
ence between  these  two  applications,  and  the  parties  thereupon  pro- 
ceeded In  due  time  to  file  their  preliminary  statements  in  accordance 
with  the  rules  of  the  Patent  Office. 

Apx)ert  seems  to  have  been  the  first  to  file,  or  at  least  to  make,  his 
preliminary  statement,  which  was  executed  at  Paris  on  July  9, 1894. 
In  this  he  alleged  that  after  several  years  of  experiment  he  succeeded, 
on  or  about  the  1st  day  of  October,  1893,  in  perfecting  the  process 
and  the  apparatus  described,  and  that  during  the  first  week  of  October 
of  1893  his  apparatus  was  put  into  successful  operation  and  produced 
substantially  the  desired  product,  which  is  now  a  marketable  com- 
modity and  is  manufactured  on  a  large  scale  at  St.  Gobain,  one  of  the 
largest  plate-glass  manufactories  in  the  world.  He  stated  also  that  be 
had  applied  for  patents  in  various  countries  in  Eurox>e;  that  a  patent 
had  been  issued  to  him  in  France,  under  date  of  October  19, 1893, 
which  was  the  date  of  his  application,  the  actual  issue  of  the  patent 
having  been,  as  already  stated,  on  January  12, 1894,  and  that  in  April 
of  1894  patents  had  been  issued  to  him  in  Belgium  and  Italy. 

The  appellant,  Parker,  delayed  making  his  preliminary  statement 
until  on  or  after  July  25, 1894,  and  in  that  statement  he  alleged  that  be 
conceived  the  invention  set  forth  in  the  declaration  of  interference  in 
the  latter  part  of  the  year  1893 ;  that  sketches  illustrating  the  invention 
were  made  on  or  about  January  20,  1894;  that  on  that  day  the  inven- 
tion was  first  explained  to  others;  that  no  model  of  the  invention  had 
been  made  by  him,  and  that  the  invention  had  not  been  embodied  in  a 
full-sized  working  machine  or  practically  operated. 

Later  on,  however,  having  obtained  leave  to  amend  his  statement,  be 
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filed,  on  or  after  Febrnary  28, 1895,  an  amended  preliminary  statement, 
in  which,  after  renewing  the  statement  that  he  had  conceived  the  inven- 
tion "in  the  latter  part  of  the  year  1893,"  he  averred  that  the  first 
sketches  illastrating  the  invention  were  made  by  him  on  or  about 
December  20,  1893;  that  on  that  date  the  invention  claimed  was 
explained  by  him  to  others,  and  that  subsequent  sketches  illustrating 
the  invention  were  made  by  him  on  or  about  January  20, 1894. 

Appert  seems  from  the  record  to  have  rested  entirely  upon  his  French 
patent  without  other  testimony,  and  he  claimed  that,  as  it  bore  date  as 
of  October  19,  1893,  which  was  the  date  of  the  application  for  it,  he 
was  entitled  to  claim  that  as  the  date  of  his  invention ;  but  in  view 
of  an  opinion  rendered  by  the  Attorney-General  of  the  United  States 
in  A.  D.  1889  on  the  effect  to  be  given  to  the  *^  International  Conven- 
tion for  the  Protection  of  Industrial  Proi)erty,''  entered  into  between 
the  United  States  and  various  other  nations  of  the  world,  including 
France,  at  Paris,  on  March  20, 1883,  and  published  by  proclamation  of 
the  President  of  the  United  States  on  June  11,  1887,  (25  Stats.,  1372,) 
it  was  held  by  the  various  tribunals  of  the  Patent  Office  and  by  the 
Commissioner  that  the  date  of  the  issue  of  his  French  patent  to  him 
(January  12,  1894)  should  be  assumed,  for  the  purposes  of  the  present 
application,  to  be  the  earliest  date  which  he  could  claim  for  the  con- 
ception and  publication  of  his  invention,  and  to  that  date  he  was 
restricted  by  all  the  decisions  rendered  in  the  Patent  Office. 

The  Examiner  of  Interferences  found  that  Parker  had  conceived  and 
disclosed  the  invention  in  December  of  1893,  and  that  therefore  he 
antedated  Appert  and  was  entitled  to  be  adjudged  the  prior  inventor; 
hut  the  Board  of  Examiners-in- Chief  reversed  this  decision  and  held 
that  if  Parker  ever  conceived  the  invention  at  all,  of  which  they  seem 
to  have  had  grave  doubt,  there  was  not  sufficient  testimony  to  show 
that  he  had  any  conception  whatever  of  it  before  January  20,  1894,  and 
they  accordingly  awarded  priority  of  invention  to  Appert.  Upon 
appeal  by  Parker  their  decision  was  affirmed  by  the  Commissioner  of 
Patents,  who  seems  to  consider  that  the  Patent  Office  had  been  to  some 
extent  imposed  upon  in  the  matter  of  the  allowance  to  Parker  to  amend 
his  preliminary  statement  so  as  to  show  a  different  date  of  conception 
and  communication  of  the  invention  from  that  set  forth  in  the  original 
preliminary  statement.    {Appert  v.  Parker^  ante^  5;  74  O.  G.,  1587.) 

From  the  decision  of  theCommissioner  of  Patents  Parker  has  appealed 
to  this  Court. 

Assuming  that  the  officers  and  tribunals  of  the  Patent  Office  were 
correct  in  holding  that  the  appellee,  Appert,  was  limited  to  the  date  of 
January  12,  1894,  as  the  date  of  the  communication  of  his  invention 
to  the  public — a  point,  however,  upon  which  we  do  not  deem  it 
necessary  here  to  pass — it  is  very  plain  that  if  the  appellant  were 
limited  to  the  date  of  January  20, 1894,  stated  in  his  original  prelimi- 
nary statement  as  that  of  his  communication  of  his  alleged  invention 
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to  others,  Appert  would  beyond  question  be  entitled  to  judgment  of 
priority  of  invention.  It  is  only  by  the  reformation  of  his  preliminary 
statement,  after  the  discovery  of  his  adversary's  position,  and  the 
reference  backward  to  the  month  of  December  of  1893  of  his  com 
municatiou  of  his  invention  to  others  that  the  appellant  seeks  to 
overcome  the  otherwise  manifest  priority  of  the  appellee.  Whether  in 
the  face  of  the  suspicion  of  tergiversation  fairly  engendered  by  the 
inconsistency  of  his  two  statements  and  the  peculiar  explanation  which 
he  has  given  of  his  now  assumed  mistake  in  the  original  preliminary 
statement  he  has  satisfactorily  substantiated  by  proof  the  allegation  of 
his  amended  statement  that  he  first  made  sketches  of  his  alleged  inven- 
tion and  explained  the  same  to  others  on  or  about  December  20, 1893,  is 
the  question  upon  the  determination  of  which  the  controversy  before  ns 
depends.  This  question  is  purely  one  of  fact,  and  under  the  decision  in 
the  case  of  Hisey  v.  Peters  (O.  D.  1896, 349 ;  71  O.  G.,  892)  we  might  very 
well  decline  to  disturb  the  conclusion  reached  by  the  Board  of  Exam- 
iners and  the  Commissioner  of  Patents. 
In  that  case  we  said : 

Upon  the  case  coming  into  this  Court  on  appeal,  after  the  queetion  of  fact  has  been 
examined  and  mled  upon  as  in  this  case,  what  is  the  rational  presumption  to  be 
indulged  as  to  the  conclusion  of  factf  We  think  it  is  established  beyond  oontro- 
versy  that  in  a  case  so  presented  the  decision  of  the  Patent  Office  must  stand,  unless 
the  evidence  shows  beyond  any  reasonable  doubt  that  the  appellant  was  the  first 
inventor. 

But,  as  we  also  said  in  that  case,  so  we  may  say  in  tliis: 

Irrespective  of  this  onus  cast  upon  the  appellant  of  showing  clearly  the  existenee 
of  error  iu  the  conclusions  arrived  at  by  the  officials  in  the  Patent  Office  as  to  the 
facts  of  the  case,  we  have  no  difficulty  in  arriving  at  the  same  conclusion  on  the 
question  of  priority  of  invention,  upon  the  evidence  in  this  record. 

We  think  that  upon  the  record  as  made  in  this  case  the  appellant 
more  correctly  stated  his  dates  in  the  original  than  in  the  amended 
preliminary  statement.  Undoubtedly  cases  not  infrequently  occur 
wherein  it  is  proper  to  amend  a  preliminary  statement  even  in  the 
vitally-important  matter  of  the  date  of  the  conception  and  communica 
tion  of  an  invention,  and  to  further  the  ends  of  justice  amendment  wiU 
always  be  allowed  in  .proper  cases.  Yet  it  is  always  a  suspicious  cir- 
cumstance in  a  case  of  interference  that  after  the  claim  of  one  of  tbe 
parties  has  been  fully  disclosed  and  fixed  as  a  specified  date  the  other 
should  then  seek  by  amendment  of  his  preliminary  statement  to  sbo\v^ 
a  date  of  invention  different  from  that  in  the  original  statement  and 
prior  to  it  and  to  the  date  of  his  opponent.  Amendment  upon  so 
important  a  point  should  not  be  allowed  in  such  a  case  unless  it  is 
shown  that  the  interests  of  justice  plainly  demand  it,  for  upon  the 
determination  of  these  dates  it  depends,  in  the  majority  of  cases,  which 
party  is  entitled  to  the  patent,  and  a  change  of  memory  is  compara- 
tively easy  when  self-interest  dictates  a  different  date.  The  Commis- 
sioner  of  Patents  in  his  opinion  in  this  case  plainly  intimates  that  tbe 
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Office  was  to  some  extent  imposed  upon  in  the  allowance  of  the  amend- 
ment in  this  instance,  and  he  seems  to  have  had  good  reason  for  his 
animadversion  on  the  matter.  The  amendment  was  not  made  or  sought 
to  be  made,  nor  was  there  anything  whatever  to  indicate  the  propriety 
or  expediency  of  its  being  made,  until  the  appellee's  case  had  been 
fully  disclosed  and  the  date  of  his  invention,  arbitrarily  fixed  as  of  the 
date  of  the  issue  of  his  French  patent,  had  been  irrevocably  determined, 
rhen,  and  not  till  then,  did  the  appellant  deem  it  expedient  to  amend. 
He  shows  no  good  reason  for  his  delay. 

The  appellant's  preliminary  statement  as  originally  made  had  set 
forth  an  alleged  disclosure  of  the  invention  in  controversy  and  the 
making  of  a  sketch  by  him  to  illustrate  the  same  on  January  20,  1894, 
and  the  sketch  there  referred  to,  which  bore  the  date  specified  and 
which  appears  on  its  face  to  have  been  of  an  exceedingly  crude  char- 
acter, was  produced  in  evidence,  and  a  copy  of  it  is  found  in  the  record 
before  us ;  but  when  it  became  apparent  that  an  earlier  date  than  Janu- 
ary 20, 1894,  would  be  required  in  order  to  overcome  Appert's  patent 
)f  January  12, 1894,  six  other  sketches  were  discovered  and  produced 
ind  the  preliminary  statement  was  amended.  The  story  of  these  six 
(ketches,  as  told  by  the  appellant  in  his  testimony,  following  therein 
lis  amended  preliminary  statement,  is  that  they  were  made  by  him  on 
December  20, 1893;  that  he  knows  they  were  made  on 'that  day  because 
hey  bear  date  on  that  day;  that  it  has  been  his  custom  for  several 
rears,  in  common  with  the  majority  of  Patent  Office  draftsmen,  to  date 
ill  sketches  on  the  day  on  which  they  were  made;  that  three  of  the 
lix  sketches  (numbered  in  the  record  as  1,  2,  and  3)  were  used  to  illus- 
rate  an  application  executed  on  January  10,  1894,  and  filed  in  the 
?atent  Office  on  January  18,  1894,  for  a  patent  for  a  process  for  the 
nannfacture  of  glass  difi'erent  from  the  process  in  controversy  here; 
;hat  sketches  numbered  4,  5,  and  6,  of  which  No.  4  is  claimed  to  illus- 
xate  the  process  now  in  issue  in  these  proceedings,  were  put  aside  to 
)e  submitted  to  some  person  familiar  with  the  practical  manufacture  of 
vire-glass,  which  the  appellant,  who  is  merely  a  draftsman,  does  not 
;laim  to  be;  that  accordingly  they  were  pinned  together  in  such  man- 
ler  as  that  sketch  No.  1  would  appear  first  to  any  one  taking  up  the 
[)a])ers  and  the  other  sketches  would  be  covered  by  that  one,  and  that 
Jhey  were  then  put  away  with  the  files  of  the  papers  relative  to  the 
),pplication  for  patent  made  on  January  18, 1894,  whence  they  were 
3xhumed  on  February  22, 1895,  to  be  used  for  the  amended  preliminary 
statement  of  February  28, 1895. 

The  appellant  further  testified  that  he  had  different  places  or  differ- 
dnt  files  in  his  office  for  pending  applications  and  for  allowed  cases; 
bhat  the  application  of  January  18,  1894,  had  been  allowed  by  the 
Patent  Office  on  May  3,  1894,  but  had  been  temporarily  withdrawn 
from  issue  for  a  purpose,  and  the  papers  relative  to  it  were  in  one  file 
in  his  office,  and  that  the  papers  relative  to  the  pending  application. 
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that  of  April  25,  1894,  upon  which  arose  the  present  proceedings  in 
interference,  were  in  another  and  different  file.  Some  action  had  been 
had  by  the  Patent  Office  in  this  latter  case  also  on  May  3,  1894,  when 
the  former  application  was  allowed,  and  there  was  occasion  at  that 
time  to  handle  the  papers  in  both  cases.  Again  on  September  28, 
1894,  and  again  on  October  4,  1894,  there  was  occasion  to  take  ont  and 
handle  the  papers  in  the  allowed  application,  and  yet  it  is  claimed  that 
the  sketches  Kos.  4,  5,  and  6  among  those  papers  were  not  discovered 
until  Febrnary  22, 1895.  It  was  also  testified  by  the  appellant  that 
probably  on  or  about  March  of  1894  he  submitted  to  a  manufacturer  of 
glass  some  sketches  practically  identical  with  sketches  Nos.  4,  5,  and 
6,  and  made  in  his  presence,  but  not  those  sketches  themselves;  but  it 
does  not  appear  wl^at  the  manufacturer  thought  of  them,  nor  were 
these  reproduced  sketches  produced  in  evidence,  nor  was  the  manufac- 
turer called  as  a  witness  to  corroborate  the  statement,  and  he  further 
testified  that — 

during  all  that  period  of  time  from  December  of  1893  to  the  date  on  which  the  inter- 
fering application  was  filed,  the  process  was  borne  in  mind  and  very  many  different 
sketches  of  different  forms  of  apparatos  for  carrying  such  process  into  effect  were 
made. 

It  is  also  a  singular  fact  in  the  case  that,  while  the  appellant,  appear- 
ently  with  the  sketches  before  him,  testified  that  he  knew  that  the  six 
sketches  in  question  were  made  on  December  20, 1893,  because  they 
bore  date  on  that  day  and  it  was  his  custom  to  date  his  sketches,  yet 
the  record  shows  sketch  No.  1  to  be  without  any  date,  sketch  No.  2 
alone  to  bear  the  date  of  December  20, 1893,  and  the  other  four  sketches 
to  bear  the  date  of  December  25, 1893,  and  there  is  in  the  record  no 
explanation  of  the  discrepancy. 

These  are  the  salient  points  of  the  appellant's  testimony.  The  testi — 
mony  of  his  two  associates  in  corroboration  of  it  is  too  vague  andt^ 
insufficient  to  justify  much  consideration  of  it. 

The  inherent  improbabilities  and  inconsistencies  of  this  story  arc^ 
palpable.    It  is  not  reasonable  to  suppose  that  the  appellant,  experts 
draftsman  as  he  apparently  was,  would  pin  together  and  put  away  in^ 
one  file  sketches  appertaining  to  radically  distinct  and  different  mat — 
ters.    It  is  not  reasonable  to  suppose  that  he  would  have  forgotten^ 
them  at  the  time  at  which  they  were  most  needed,  when  the  present::^ 
application  was  filed  on  April  25,  1894,  within  the  month  following  th< 
time  when  he  reproduced  them  to  the  manufacturer  of  glass  whom  h< 
consulted,  as  he  claims,  and  again  when  the  original  preliminary  state- 
ment was  filed  on  July  27, 1894.    It  is  not  reasonable  to  suppose  that  \u 
did  not  see  them  or  that  he  would  not  necessarily  have  been  reminds 
of  them  on  May  3  or  4  or  September  28  or  October  4, 1894,  on  all  whictB- 
occasions  he  handled  the  papers  in  which  they  were  contained.    I'f 
there  was  .here  the  element  or  the  indication  of  a  valuable  invention, 
valuable  enough  to  induce  him  to  make  application  for  a  patent  for  i( 
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in  April  of  1894  and  important  enough  to  indace  him  to  consult  a  prac- 
tical manufacturer  about  it  in  March  of  that  year,  as  he  pretends, 
and  to  reproduce  the  sketches  for  the  benefit  and  information  of  that 
manufacturer,  it  is  simply  incredible  that  he  should  wholly  have  for- 
gotten his  original  sketches  claimed  to  have  been  made  by  him  on 
December  20, 1893,  and  to  have  forgotten  them  during  all  the  subse- 
quent months  until  February  22, 1895,  when  he  admits  that  on  three 
several  occasions,  at  least,  he  had  the  sketches  actually  in  his  hands, 
and  must  necessarily  have  been  reminded  of  what  they  were  even  if 
he  did  not  actually  see  them.  If  these  sketches  were  actually  made  in 
December  of  1893,  as  it  is  now  claimed  they  were,  the  conclusion  is 
inevitable  either  that  they  refer  solely  to  the  apparatus  or  process  for 
which  a  patent  was  sought  under  the  application  of  January  18, 1894, 
or  else  that  they  amounted  to  nothing  more  than  mere  fancy  sketches 
which  have  never  been  reduced  to  practice,  either  actual  or  construc- 
tive, and  were,  in  fact,  abandoned  almost  as  soon  as  made. 

There  is,  perhaps,  one  other  alternative,  and  that  is  that  they  may 
have  been  made  in  December  of  1894  under  the  stringency  of  the  appel- 
lant's need  to  counteract  in  some  way  the  otherwise  conclusive  case  of 
.the  appellee  against  him;  but  this  alternative  need  not  be  considered. 

We  are  entirely  satisfied  from  the  testimony  that  the  appellant  has 
failed  to  show  any  date  for  his  alleged  invention  earlier  than  January 
20, 1894;  that  his  proof  is  wholly  insufficient  to  show  any  discovery  or 
communication  by  him  of  the  issue  of  invention  here  in  December  of 
1893  or  at  any  other  time  prior  to  January  20, 1894;  that  his  amended 
preliminary  statement  was  without  foundation  in  fact;  that  his  orig- 
inal preliminary  statement  more  correctly  stated  his  claim,  and  that  he 
has  failed  to  overcome  the  appellee's  case  as  made  by  French  patent 
issued  to  the  latter  on  January  12, 1894. 

The  decision  of  the  Commissioner  of  Patents  in  this  case  will  there- 
fore be  affirmed  and  priority  of  invention  will  be  awarde^^to  the  appellee, 
Ijeon  Appert.  A  certificate  of  the  proceedings  and  decision  of  the  case 
in  this  Court  will  be  returned  to  the  Commissioner  of  Patents  to  be 
entered  of  record  in  the  Patent  Office,  as  directed  by  th^  statute,  and 
it  so  ordered. 

Mr.  Chief- Justice  Alvey  did  not  sit  in  this  case. 


[T7.  S.  Cirouit  Conrt— Southern  District  of  Kew  York.) 

A.  B.  DiOK  Company  v.  Henby. 

Decided  April  24,  1896, 

^  75  O.  G.,  1204. 

1.  Brodrick — Prbpared  Sheet  for  Stencils— Valid — Infringed. 

Letters  Patent  No.  377,706,  granted  February  7,  1888,  to  John  Brodrick,  for 
prepared  sheets  for  stencils,  examined  and,  in  view  of  the  prior  art  and  the 
character  of  defendant's  device,  Held  valid  and  infringed. 
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2.  Experiments— Failure — Presumption. 

When  defendant  at  the  hearing  had  ample  opportunity  and  every  indncement 
to  produce  a  result  equal  to  that  of  the  complainant  with  devices  known  in  the 
art  prior  to  the  production  of  the  device  of  the  patent  sued  on,  and  failed,  the 
presumption,  notwithstanding  his  explanation  to  the  contrary,  is  that  the  prior 
art  was  not  sufficient  for  the  production  of  results  as  good  as  the  patentee's. 

3.  Anticipation — Difference. 

The  prior  use  of  a  paper  with  a  fiher  too  close  to  allow  the  ink  from  an  ink- 
roller  to  pass  through  it,  such  paper  being  impregnated  with  wax  of  a  character 
so  hard  as  to  rupture  or  abrade  the  fibers  of  the  paper  when  it  is  removed  by  a 
perforating  instrument,  is  not  an  anticipation  of  a  paper  with  a  fiber  so  open  as 
to  permit  the  ready  passage  of  ink  and  impregnated  with  wax  of  a  character 
sufficiently  soft  to  permit  its  removal  from  the  paper  without  tearing  or  breaking 
the  fiber  of  the  paper. 

4.  Success — Presumption — Invention. 

The  facts  that  a  patented  device  was  the  first  successful  device  and  is  of  the 
greatest  utility  and  the  further  facts  of  long  continued  use  and  public  acquies- 
cence confirm  the  presumption  of  invention  in  the  patent  and  entitle  it  to 
favorable  consideration. 

5.  Prior  Use — Abandoned  Experiments. 

Failure  to  claim  or  suggest  an  alleged  invention  is  sufficient  to  place  evidence 
as  to  its  prior  use  either  in  the  rule  of  abandoned  experiments  or  within  the 
requirement  of  proof  beyond  a  reasonable  doubt. 

6.  Infringement—Similarity — Essential  Characteristics. 

The  fact  that  defendant  employs  a  paper  impregnated  with  a  wax  having  s 
melting-point  different  f^om  that  of  the  wax  used  by  complainant  is  not  suffi- 
cient to  avoid  infringement  when  the  essential  characteristic  of  the  wax  em- 
ployed in  each  case  is  its  hardness  and  the  degree  of  hardness  is  the  same  in 
both. 

7.  Title— Objection  to. 

An  objection  that  complainant  has  failed  to  prove  title  might  be  fatal  if  made 
when  the  certified  copies  from  the  Patent  Office  were  offered,  but  comes  too  late 
when  offered  at  the  final  hearing. 

Messrs.  Dyer  &  Driscoll  and  Mr.  J.  Edgar  Bull  for  the  complainant 
Mr,  A,  Bell  Malcomson  for  the  defendant. 

TOWNSEND,  J.: 

Complainant  herein  by  this  bill  charges  infringement  of  Patent  'So, 
377,706,  granted  to  John  Brodrick  February  7, 1888,  for  prepared  sheets 
for  stencils,  alleged  to  belong  to  complainant.  The  answer  sets  np  the 
usnal  defenses.  The  accurate  definition  of  the  invention  and  exhaust- 
ive discussion  of  the  patent  and  prior  art  by  Judge  Green  inDtH' 
Company  v.  Ftierth  (57  Fed.  Rep.,  834)  dispenses  with  the  necessity  of 
referring  in  detail  to  the  matters  therein  considered.  The  degree  vras 
vacated  as  collusive;  but  I  concur  with  Judge  Wheeler  in  his  opinion 
in  Dick  Company  v.  Frederick  A.  Wichelman  (  .  .  .  .  Fed.  Rep.,  .  .  .  •) 
that  this  fact —  ^ 

does  not  destroy,  nor  mnch  weaken,  the  force  of  the  reasoning  by  which  the  deoiflioi^ 
was  reached. 

Subsequent  proceedings  before  Judge  Green  indicate  his  continued 
belief  in  the  validity  of  the  patent.    This  opinion  will  therefore  be  coH' 
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fioed  to  a  coDsideration  of  the  Dew  evidence  presented  on  this  hearing 
and  of  the  reasons  why,  in  the  light  of  said  evidence,  I  agree  with 
Jadges  Green  and  Wheeler  in  their  conclnsions  as  to  said  patent. 

The  objection  to  the  patent  forcibly  urged  by  counsel  for  this  defend- 
ant, and  which  considerably  impressed  me  at  the  hearing,  is  that,  in 
view  of  the  prior  art,  Brodrick's  invention  was  only  a  carrying  forward 
or  more  extended  application  of  the  original  invention,  so  as  to  obtain 
higher  finish,  greater  beauty  of  surface,  and  increase  in  commercial 
value,  thus  bringing  the  patent  within  the  well-settled  rule  laid  down 
in  Smith  v.  Nichols,  (21  Wall.,  112,)  Burt  v.  Evory,  (0.  D.,  1890,  245; 
50  O.  G.,  1294 ;  133  U.  S.,  349,)  and  other  cases.  I  am  satisfied,  however, 
upon  thorough  examination  and  consideration,  that  this  argument, 
vigorously  pressed  and  supported  by  abundant  illustrations,  fails  to 
afi'ect  the  invention  in  dispute.  A  practical  illustration  of  the  results 
of  the  prior  art  as  compared  with  those  obtained  by  the  use  of  the 
patented  improvement  was  afforded  upon  the  hearing. 

The  complainant  in  court  at  the  opening  of  his  case  made  and  exhib- 
ited a  stencil  and  copies  therefrom  sufficient  in  number  to  Show  its 
adaptation  to  the  exigencies  of  commercial  use,  and  claimed  that,  while 
the  products  of  other  devices  were  either  imperfect  or  could  only  be 
duplicated  a  comparatively  small  number  of  times,  by  the  patented 
device  thousands  of  perfect  copies  could  be  made  from  one  stencil. 
The  defendant  then  strenuously  contended  that  like  results  could  be 
obtained  by  the  use  of  the  machines  and  paper  of  the  prior  art.  On 
the  last  day  of  the  hearing  defendant  produced  a  sheet  of  gampi  or 
so-called  ''bamboo- fiber"  paper  of  the  prior  art  and  made  a  stencil  and 
copies.  A  comparison  of  these  copies  with  those  of  complainant  indi- 
cates to  my  mind  the  crucial  practical  test  of  the  validity  of  this 
patent — to  wit,  the  successful  result.  It  is  true  the  defendant  made 
certain  explanations  of  the  reasons  why  his  copies  were  unsatisfactory; 
but  in  a  hearing  of  this  character,  with  so  much  manifestly  depending 
upon  a  comparison  of  the  results  of  the  prior  art  with  those  of  the 
alleged  invention,  with  the  court  suggesting  that  such  comparison 
be  worth  more  to  it  than  the  mass  of  expert  testimony,  it  would  seem 
as  though  defendant  must  have  been  able  to  make  a  fair  showing  of 
the  best  results  of  the  prior  art.  A  comparison  of  these  exhibits 
showed  that  while  by  means  of  the  earlier  devices  legible  copies  could 
be  made  from  the  original  stencil  yet  that  the  outlines  of  the  letters 
were  so  broken  and  defective  as  to  be  manifestly  unsatisfactory  for 
ordinary  commercial  use.  Complainant's  copies,  on  the  other  hand, 
were  so  perfect  as  to  be  capable  of  universal  use.  In  fact,  they  were 
so  clear  and  distinct  that  each  copy  simulated  and  suggested  the  orig- 
inal type-writing.  The  well-settled  limitations  already  considered  do 
not  apply  to  an  invention  of  this  character  where  the  improvement,  by 
reason  of  its  adaptation  to  new  uses  and  hitherto-undeveloped  possi- 
bilities, virtually  performs  new  functions  and  accomplishes  new  results. 
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Such  useful  improvements  may  be  the  result  of  invention,  and  if  novel 
means  be  furnished  to  produce  the  new  results  the  presumption  arises 
that  the  essential  requirements  of  patentable  invention  have  been  met 

If  there  be  any  distinction  between  invention  and  discovery,  as 
suggested  by  some  text-book  writers  and  courts,  Brodrick  may  be  said 
to  have  discovered  a  new  process  and  invented  new  means  for  its  prac 
tical  application.  Prior  devices  used  certain  kinds  of  soft  Japanese 
gampi  or  so-called  '< bamboo-fiber"  paper  so  impregnated  with  wax  that 
by  the  use  of  a  perforating  instrument  the  portion  of  wax  necessary  to 
make  the  letters  of  the  stencil  was  so  cut  out  that  when  au  ink-roller 
was  passed  over  such  sheet  the  ink  would  pass  through  these  perfora- 
tions and  produce  a  printed  impression  on  the  under  sheet.  The  defects 
in  this  apparatus  were  twofold :  First,  the  wax  was  so  hard  as  to  rupture 
or  abrade  the  fiber  of  the  paper  and  destroy  the  solidity  of  the  stencil; 
second,  the  fibers  were  so  close  in  the  so-called  "bamboo-fiber"  paper 
that  the  wax  could  not  be  removed,  so  as  to  allow  the  ink  to  pass 
through  the  paper  freely,  without  making  said  perforations  therein. 
Brodrick,  confronted  by  these  objections,  conceived  the  idea  of  a  paper 
or  veil  of  such  i>orosity  as  to  dispense  with  the  necessity  of  perforations, 
and,  having  discovered  such  material  in  the  yoshino  paper,  he  invented 
the  product  of  the  patent  in  suit — namely,  yoshino  or  similar  paper 
coated  with  such  a  soft  wax  that  the  impression  made  thereon  by  the 
stylus  or  type- writing  machine  did  not  materially  disintegrate  the  fibers 
of  the  paper,  but  discharged  or  expressed  the  soft  coating  of  wax  out 
of  the  sheet  in  the  form  of  the  impressing  letter,  leaving  minute  threads 
holding  the  various  letters  and  jwrtions  of  letters  in  their  appropriate 
places.  The  result  of  this  invention  and  discovery  is  to  preserve  said 
paper  and  substitute  the  natural  interstices  between  the  fibers  for 
the  artificial  i)erforations  of  the  prior  art.  A  further  result  was  that 
these  natural  fibers  served  as  a  bridge  between  the  otherwise  discon- 
nected solid  portions  of  such  letters,  which  was  much  more  satisfactory 
and  certain  in  operation  than  that  of  the  walls  of  said  artificial  perfora- 
tions. The  effect  of  the  use  of  a  soft  wax  has  already  been  pointed  out 
In  view  of  what  Brodrick's  invention  consisted  in  and  in  view  of  the 
new  results  obtained  and  of  the  admitted  evidence  that  it  was  the  first 
successful  device  of  this  character  and  is  of  the  greatest  utility,  and, 
further,  in  view  of  the  long-continued  and  general  public  acquiescence, 
I  think  the  patent  discloses  invention  and  is  entitled  to  a  favorable 
consideration. 

The  evidence  as  to  the  Bestetner  United  States  patent  of  1885  sup- 
ports the  view  taken  by  Judge  Green  that  it  did  not  anticipate  because 
it  perforated  the  paper.  I  agree  with  Judge  Green  in  the  view  that 
the  paper  therein  referred  to  was  gampi  and  not  yoshino. 

Counsel  for  defendant  assumes  that  the  earlier  Gestetner  provisional 
specification  of  1881  and  English  patent  of  1880  describe  an  apparatus 
which  does  not  make  perforations  in  the  paper,  and  that  therefore 
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the  pax>eT  to  be  used  therein  is  the  same  as  that  now  claimed  by 
Brodrick;  bat  the  evidence  fails  to  show  that  the  earlier  patent  did 
not  rely  upon  perforations.  The  preiK)uderance  of  evidence  is  to  the 
efl'ect  that  perforations  are  necessary  in  order  to  secure  the  results 
therein  claimed.  Thus  the  defendant  himself  says  that  he  has  to  per- 
forate the  Gestetner  paper,  which  was  the  same  as  that  sold  in  England 
for  use  with  said  Gestetner  apparatus,  in  order  to  get  a  readable  stencil. 
And,  finally,  it  appears  that  the  Japanese  copying-paper  of  the  pro- 
visional specification  also  was  gampi  and  not  yoshino.  The  prior  art 
first  coated  paper  and  then  cut  holes.  Brodrick  discovered  a  paper 
having  holes  and  coated  it.  As  Judge  Wheeler  accurately  and  clearly 
states  it,  the  invention — 

appears  to  be  of  paper  having  uniform  direct  pores  throagh  it  of  a  proper  size  for 
the  passage  of  flaids,  and  waxed  to  Hach  density  that  types  will  so  clear  the  spaces 
impressed  as  to  make  way  there  for  the  passage  of  ink  to  the  surfaoo  to  be  printed 
npon. 

In  view  of  the  history  of  the  litigation  concerning  this  patent  it  has 
not  seemed  necessary  to  discuss  at  length  the  other  points  made  by 
defendant.  That  the  wax  used  in  the  Gestetner  1885  patent  was  of 
the  consistency  of  the  wax  of  the  patent  in  suit  is  not  sufficiently 
shown  to  prove  anticipation.  Mr.  Brevoort's  admission  that  '*  some  of 
the  fibers  would  be  broken  in  making  a  stencil"  is  immaterial  and  does 
not  conflict  with  Judge  Green's  view  of  the  invention  in  suit,  as  such 
breaking  does  not  interfere  with  or  practically  afiect  the  operation  of 
the  supporting  fibers. 

The  complainant  has  sufficiently  shown  by  exi)ert  testimony  that  the 
so-called  "  bamboo-fiber"  paper  was  not  in  fact  made  from  bamboo  fiber, 
and  if  the  photomicrographs  introduced  by  defendant,  which  show 
certain  selected  samples  of  gampi  or  so-called  ^^bamboo-fiber"  paper 
closely  resembling  yoshino  in  construction,  are  correct,  yet  they  do  not 
show  by  comparison  the  qualities  which  made  gampi  a  comparative 
failure  and  yoshino  a  success;  nor  do  they  in  any  way  aft'ect  the  other 
essential  inventive  idea  of  the  application  of  a  soft  wax  for  the  pro- 
duction of  this  new  result.  Furthermore,  the  patent  points  out  as  the 
kind  of  paper  which  it  is  desirable  to  use,  not  merely  any  yoshino, 
but— 

one  of  the  most  porous  and  thinnest  grades  of  paper  made  of  the  Japanese  paper-tree, 
or  Merits  papyri/era  Bativaj  commonly  known  as  '^yoshino''  in  Japan,  or  as  ''dental 
paper''  here,  having,  by  preference,  a  weight  of  about  seventeen  onnccM  to  the  ream. 

The  technical  objection  to  the  proof  of  infringement  requires  no 
consideration. 

The  alleged  prior  uses  not  referred  to  in  defendant's  main  brief  or 
pressed  upon  the  hearing,  but  discussed  in  the  supplemental  brief, 
would,  if  sufficiently  proved,  present  a  serious  question;  but  Beale 
testifies  from  recollection  as  to  what  occurred  seventeen  years  ago.  If 
Young  was  not  otherwise  discredited  and  his  testimony  uncertain,  his 
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failure  tx>  claim  or  suggest  his  alleged  invention  to  Brodrick  or  to  claim 
it  in  liis  subsequent  patents  would  be  sufficient  to  place  his  evidence 
either  within  the  rule  of  abandoned  experiments  or  without  the  require- 
ment of  proof  of  anticipation  beyond  a  reasonable  doubt. 

The  denial  of  infringement  may  best  be  disposed  of  in  the  language 
of  Judge  Green  when  a  similar  defense  was  presented  after  the  main 
opinion  in  the  Fuerth  case.    Judge  Green  said : 

Their  insiBtment  is  that  as  Brodrick  described  the  wax  ho  uses,  preferably,  as  ha  viug 
a  fusion-point  of  12(F  F.,  it  follows  that  the  wax  they  use  is  much  harder,  and  not 
within  the  limitations  of  his  Letters  Patent.  But  the  fusion-point  of  the  wax  used 
is  not  the  test  of  hardness.  The  true  test  is,  will  its  particles  move  readily  under 
slight  pressure?  If  so,  it  is  ''soft."  That  the  wax  used  by  the  defendants  has  this 
characteristic  of  softness  cannot  be  denied.  The  fact  that  the  stencil  made  by  them 
is  a  perfect  stencil  proves  it.  *  *  *  And  although  the  wax  with  which  they  coat 
their  basic  sheets  may  be  different  in  composition  from  that  used  by  the  complainant, 
yet  none  the  less  it  is  a  '*  soft''  waxy  or  gummy  coating  within  the  terms  of  Brodrick's 
patent. 

The  claim  that  complainant  has  failed  to  prove  title  might  have  been 
fatal  to  this  bill  if  the  objection  had  been  seasonably  taken.  As,  how- 
ever^ no  objection  was  made  at  the  time  when  the  certified  copies  from 
the  Patent  OflBce  were  offered,  this  objection  comes  too  late.  In  any 
event,  this  point  not  having  been  raised  until  after  the  case  had  been 
heard  at  great  length,  this  court  feels  bound  to  dispose  of  the  question 
upon  its  merits  and  not  to  allow  this  technical  objection,  not  raised  or 
insisted  upon  until  near  the  close  of  the  final  hearing,  to  interfere  with 
the  disposition  of  the  case  upon  its  merits. 

Let  a  decree  for  complainant  be  entered. 


[IT.  S.  Circuit  Court — Eastern  District  of  Pennsylyania.] 

Caldwell  &  Go.  r.  Powell. 

Decided  December  20,  1895, 
75  O.  G.,  1206. 

1.  Van  Roden — Design  for  a  Badge — Invalid. 

Patent  No.  20,748,  issued  to  George  C.  Van  Roden  on  May  19,  1891,  for  a  design 
for  a  badgO;  is  iuvalid,  as  the  patentee  did  not  by  industry  or  genius  invent  and 
produce  a  desig^i  which  was  new  and  original. 

2.  Design — Shades  of  Color  on  Old  Form  op  Flag. 

Originality  was  not  displayed,  invention  was  not  exercised,  and  novelty  was 
not  introduced  by  placing  different  shades  of  color  in  divided  stripes  upon  an  old 
form  of  flag. 

3.  Demurrer — Invalidity  of  Patent. 

Where  a  bill  is  demurred  to  on  the  ground  that  Lettei-s  Patent  are  void  for 
want  of  patentable  novelty,  Held  that  while  it  Is  competent  to  raise  the  question 
of  non-patentability  by  demurrer,  yet  a  case  should  not  be  disposed  of  upon  each 
a  demurrer  unless  the  invalidity  of  the  patent  be  plain  and  the  common  knowl- 
edge relied  upon  to  defeat  it  be  of  matters  of  which  the  court  may  properly  take 
Judicial  notice. 
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Mr.  John  P.  Croasdale  for  the  complainant. 
Mr.  George  J.  Harding  for  the  respondent. 

Dallas,  J.; 

The  bill  is  demurred  to  on  the  ground  that  the  Letters  Patent  which 
t  sets  forth  and  upon  which  its  prayer  for  relief  is  founded — 

ire,  and  always  bave  been,  void  for  want  of  patentable  novelty. 

My  examination  of  the  authorities  satisfies  me  that  it  is  competent 
!br  the  defendant  to  raise  the  question  thus  indicated  by  the  method 
le  has  adopted;  but  as  I  am  also  of  opinion  that  no<2ase  of  this  char- 
icter  should  be  disposed  of  upon  such  a  demurrer  unless  the  invalidity 
>f  the  patent  be  plain  and  the  common  knowledge  relied  upon  to 
iefeat  it  be  of  matters  of  which  the  court  may  properly  take  judicial 
lotice  I  deem  it  proper  to  briefly  state  the  grounds  upon  which  my 
3onclu8ion  in  this  instance  has  been  reached. 

The  patent  in  suit,  No.  20,748,  was  issued  to  George  C.  Van  Eoden, 
ikssignor,  etc.,  on  May  19, 1891,  for  a  design  tor  a  badge.  The  drawing 
represents  the  design  thus : 


The  terms  of  the  patent  are  as  follows: 

Be  it  known  that  I,  Gbobgb  C.  Van  Rodbn,  a  citizen  of  the  United  States,  resid- 
ng  in  the  city  and  connty  of  Philadelphiai  State  of  Pennsylvania,  bave  invented 
md  produced  a  new  and  original  Design  for  a  Badge,  of  which  the  following  is 
i  specification,  reference  being  had  to  the  accompanying  drawing,  forming  part 
thereof. 

The  leading  feature  of  my  design  for  a  badge  is  a  guidon  having  a  field  of  differ- 
mt  shades,  and  a  staff  from  which  the  guidon  apparently  floats. 

In  the  drawing,  A  designates  a  badge  consisting  of  the  guidon  B  and  the  staff  C. 
rhe  field  of  the  guidon  is  of  different  shades,  as  at  D  E,  with  a  divisional  line  F 
>etweeu  the  same. 

The  badge  is  more  particularly  designed  for  students,  graduates,  or  others  of  the 
JniverSity  of  Pennsylvania,  and  the  shades  of  the  field  represent  the  "colors''  of 
laid  institution. 

I  claim — 

A  design  for  a  badge,  substantially  as  shown  and  described. 

A  guidon  is  an  old  and  well-known  form  of  a  small  flag  or  streamer 
ised  for  a  variety  of  purposes,  among  others  as  "  the  flag  of  a  guild  or 
Taternity."    (  Webster^ 8  Dictionary.) 

It  is  broad  at  the  end  next  the  staff,  and  pointed,  rounded,  or  notched  nt  the  other 
md.     {Century  Dictionary,) 

Clearly,  then,  this  design,  so  far  as  it  is  composed  of  a  guidon  form 
ind  a  staff,  is  not  new,  and,  indeed,  the  specification  seems  to  concede 
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this.  Neither  is  there  novelty,  under  the  law,  in  making  the  field  of 
the  guidon  of  different  shades  representing  the  "  colors  ^  of  the  Uni- 
versity of  Pennsylvania,  with  a  divisional  line.  "Fields"  of  various 
different  shades  with  divisional  lines  were  certainly  not  new,  and 
whether  the  fact  that  the  University  colors  were  commonly  known 
should,  if  material,  be  judicially  noticed,  need  not  be  decided,  for  the 
patent  assumes  it.  Viewed  as  an  entirety  the  effect  produced  by  the 
arrangement  of  form  and  color  adopted  by  the  patentee  may  be  said  to 
be  a  pleasing  one;  but  that  by  industry  or  genius  he  invented  and 
produced  a  design  which  was  new  and  original  (E.  S.,  sec.  4,  929)  I  am 
wholly  unable  to  perceive. 

I  am  aware  that  by  some  of  the  decisions  of  the  courts  design  pat- 
ents have  been  upheld  upon  very  slight  evidence  or  appearance  of 
originality,  invention,  or  novelty;  but  I  know  of  none  which  requires 
me  against  my  own  very  decided  judgment  to  liold  that  originality  was 
displayed,  invention  exercised,  and  novelty  introduced  by  x)lacing 
different  shades  of  color  in  divided  stripes  upon  an  old  form  of  flag. 
A  shield,  a  parallelogram,  or  a  circle,  if  striped  in  the  same  manner, 
might  quite  as  reasonably  be  each  covered  by  a  patent,  and  if  the 
requirements  of  the  statute  are  not  to  be  absolutely  disregarded 
and  every  trifling  effort,  not  of  invention,  but  of  imitation,  be  given 
protection  it  cannot,  in  my  opinion,  be  accorded  in  such  a  case  as  the 
present  one. 

The  demurrer  is  sustained  and  the  bill  is  dismissed. 


[U.  8.  CiTOuit  Court— District  of  Connection t.] 

National  Conduit  Manupacturino  Company  v.  Connecticut 

Pipe  Manufacturing  Company. 

Decided  April  1,  1896. 
75  O.  G.,  1361, 

1.  Vendor— Patentee — Validity — Estoppel. 

The  foimdation  of  the  estoppel  against  a  vendor  patentee  to  deny  the  validity 
of  his  patent  is  the  fact  that  he  has  received  and  retained  a  valuable  thing  in 
consideration  of  the  statement  contained  in  the  application. 

2.  Same. 

Such  a  sale  is  an  agreement  by  the  vendor  that,  whatever  may  be  the  status  of 
the  patent  as  to  the  public,  he  will  not  thereafter  interfere  with  the  vendee's 
rights  in  the  invention  covered  by  the  patent  during  the  life  of  the  patent. 

3.  Fraud — Estoppel — Election. 

When  a  claim  of  an  application  assigned  was  void  at  the  time  of  the  assign- 
ment, in  view  of  references  cited  thereto,  and  the  vendees  completed  the  pay- 
ment of  the  consideration  after  they  learned  that  such  claim  had  been  rejected, 
their  act  amounts  to  an  election  of  the  remedy  by  ratification  a>nd  estoppel  in 
preference  to  that  by  repudiation  for  iraud. 
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4.  AmUTDMBNT  by  A88IONSES — DIFFERENT  INVENTION. 

When  an  application  is  amended  by  the  assignees  of  the  inyention  to  as  to 
change  the  word  ''cemeuf  to  **  hydranlic  cement/'  in  a  claim  for  a  condnit  for 
electric  conductors,  by  such  amendment,  when  the  application  was  stated  both 
originally  and  as  amended  to  be  for  ''an  improvement  in  nnderground  conduits 
for  electric  wires/'  the  assignees  did  what  they  would  have  had  a  right  to  do  in 
reissue,  and  their  act  does  not  amount  to  a  perversion  of  the  application  to  a 
different  invention. 

5,  Estoppel— Acts  of  Stockholders — Corporation. 

The  rule  that  a  corporation  has  a  distinct  i>ersonality  of  its  own  and  is  not 
responsible  for  the  personal  acts  of  its  stockholders  will  not  apply  in  a  case 
where  the  vendor  of  a  patent  holds  almost  the  entire  stock  of  a  defendant  cor- 
poration and  the  facts  show  that  he  either  uses  such  corporation  as  a  mere  cover 
for  the  transaction  of  his  business  or  that  there  is  knowledge  privity  and  of  inter- 
ests between  him  and  another  stockholder,  and  the  defendant  corporation  in  saoh 
case  will  be  estopped  by  the  acts  of  said  vendor. 

Messrs.  Warner  <&  Ifoble  for  the  complainant. 

Mr.  George  D.  Seymour  and  Mr.  John  K.  Beach  for  the  defendant. 

TOWNSEND,  J.  I 

This  is  a  bill  for  infHngement  of  Patent  No.  395,584,  for  conduit  for 
electric  wires  or  cables,  granted  January  1, 1889,  to  Edward  H.  Phipps^ 
assignor  to  Edward  S.  Perot  and  James  P.  McQuaide.  The  facts  bear- 
ing on  the  issues  raised  are  as  follows: 

The  patentee  is  the  president,  treasurer,  and  chief  stockholder  of  the 
defendant  oorx>oration.  It  and  its  predecessors  have  since  1865  con- 
tinuously manufactured  sheet-iron  cement-lined  pipe  identical  in  struc- 
ture with  that  now  alleged  to  infringe  said  patent.  The  use  of  said 
pil)e,  however,  was  originally  limited  to  the  conveyance  of  water.  It 
is  now  extensively  manufactured  both  by  complainant  and  defendant  as 
a  conduit  for  electric  wires.  In  July,  J  887,  said  Phipps  received  a  large 
order  for  said  pipe  to  be  used  in  the  construction  of  an  electric  subway. 
About  this  time  he  consulted  a  patent  solicitor  as  to  the  possibility  of 
obtaining  a  patent  for  the  use  of  such  pipe  for  electrical  conduits,  and, 
as  incident  thereto,  for  a  certain  bridge  construction  thereof.  While 
this  application  was  pending  he  formed  a  partnership,  in  August,  1882, 
with  said  Perot  and  McQuaide,  now  the  president  and  secretary  and 
treasurer,  respectively,  of  the  complainant  corporation,  he  agreeing  to 
contribute  the  patent  on  said  pending  application,  if  allowed^  and  said 
order  and  certain  machinery.  Shortly  afterward  said  Phipps  retired 
from  said  firm,  the  other  members  paying  him  for  his  share  therein  a 
certain  sum  in  cash  and  giving  their  notes  for  the  balance  of  the  pur- 
chase price,  Phipps  retaining  said  application  as  security  for  the  pay- 
ment of  said  notes.  By  a  subsequent  agreement  the  notes  were 
surrendered  upon  the  payment  of  a  certain  sum,  the  application  was 
assigned  to  McQuaide  and  Perot,  and  they  organized  the  complainant 
corporation  and  continued  the  business  of  manufacturing  said  conduits. 

Some  months  before  Phipps  retired  from  said  firm  said  application 
H.  Doc.  354 25 
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was  rejected  by  the  Patent  Office  upon  citation  of  anticipations,  and 
altliongh  Phipps  knew  this  fact  he  did  not  communicate  his  knowledge 
thereof  to  either  Perot  or  McQuaide,  bat  wrote  them  that  his  patent 
solicitor — 

has  heard  from  Washington  and  he  thinks  things  look  very  favorable. 

In  this  condition  of  affairs  Phipps  agreed  to  assign  said  application 
<< still  pending  in  his  name."  Perot  and  McQuaide  claim  that  they  did 
not  then  know  that  said  application  had  been  rejected,  and  they  made  do 
inquiries  in  reference  to  it,  as  the  prosecution  of  the  application  had 
been  wholly  intrusted  to  Phipps.  They  knew,  however,  before  entering 
into  the  original  partnership  that  the  pipe  manufactured  by  Phipps 
and  contracted  for  by  the  Phoenix  Ooihpany  and  claimed  in  said  appli- 
cation for  electric  conduits  had  been  used  for  many  years  for  water- 
pipe.  The  evidence  shows  that  all  the  parties  understood  that  Phipps 
expected  to  be  able  to  obtain  a  patent  which  would  cover  the  use  for  elec- 
trical conduits  of  the  pipe  which  they  proposed  to  manufacture.  Perot 
and  McQuaide  further  claim  that  they  considered  said  application  as  of 
£:reat  value  and  that  without  it  they  would  not  have  paid  a  dollar  for 
Phipps's  interest  in  the  partnership.  It  appears  that  they  settled  the 
last  one  of  their  notes  for  $1,000,  given  therefor,  by  a  shipment  of 
pipes  to  Phipps  after  they  knew  that  the  application  had  been  rejected. 

In  disposing  of  the  various  legal  questions  herein  presented  it  is 
unnecessary  to  determine  the  truth  of  the  claims  made  by  complainant 
and  denied  by  defendant.  It  may  be  assumed  that  the  conduct  of 
Phipps  was  incompatible  with  the  trust  relations  existing  between  the 
parties  and  that  complainant  might  have  had  its  remedy  by  an  appro- 
priate action  for  relief  brought  upon  a  discovery  of  the  facts.  These 
transactions  occurred  and  Perot  and  McQuaide  knew  of  the  rejection 
of  said  application  as  early  as  May,  1888;  but  although  Perot  says  he 
complained  to  Phipps's  father  in  1889  of  <Hhe  dishonorable  manner  in 
which  his  son  was  acting"  and  said — 

that  he  had  attempted  to  infringe  npon  a  patent  which  he  had  gotten  ap  aad  sold  to 
lis — 

yet  Perot  continued  to  write  friendly  letters  to  Phipps  long  after  May, 
1888,  said  note  for  $1,000  was  accepted,  as  aforesaid,  and  fraud  is  not 
alleged  in  this  action.  Phipps,  after  retiring  from  said  partnership, 
manufaetured  and  sold  pipe  for  electrical  conduits  identical  with  that 
which  he  had  originally  manufactured  for  water-pipe,  and  in  1892  he 
organized  the  defendant  corporation.  The  defendant  inter  alia  denies 
the  validity  of  said  patent. 

Oounsel  for  complainant  contend  that  by  reason  of  the  foregoing  facts 
defendant  is  estopped  to  make  said  defense.  To  this  daim  defendant 
makes  several  answers,  which  will  be  considered  in  their  order.  It 
claims  that  it  is  not  estopped,  because  there  was  neither  a  general 
representation  of  the  validity  of  said  application  nor  any  specific  rep- 
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res^itatioii  other  than  a  mere  opinion  npon  a  question  of  law  which 
neither  Perot  nor  McQaaide  ever  attempted  to  investigate,  and  that  they 
knew  said  pipe  as  water-pipe  was  old ;  but  the  foundation  of  the  estop- 
pel against  a  vendor  patentee  is  the  fact  that  he  has  received  and 
retained  a  valuable  thiug  in  consideration  of  the  statements  contained 
in  the  application  for  or  specification  of  the  patent.  (Bdhcock  et  al.  v. 
Clarkson  et  al.y  C.  D.,  1894, 689 j  69  O.  G.,  1773;  63  Fed.  Rep.,  607.)  It 
is  therefore  unnecessary  that  the  vendee  should  prove  other  representa- 
tions. It  is  immaterial  herein  that  the  vendor  may  have  made  repre- 
sentations affecting  the  question  as  to  the  probability  of  obtaining  a 
patent,  because  said  patent  afterward  issued.  It  is  immaterial  that 
the  parties  knew  such  water-pipe  was  old,  provided  they  understood 
that  the  vendor  claimed  that  its  use  for  electrical  conduits  covered  by 
said  application  was  new  and  the  consideration  was  paid  upon  such 
understanding.  Such  a  sale  is,  in  effect,  upon  the  consideration  of  an 
agreement  by  the  vendor  that  whatever  may  be  the  status  of  the  pat- 
ent as  to  the  public  he,  the  vendor,  will  not  thereafter  interfere  with 
the  vendee's  rights  in  the  invention  covered  thereby  during  the  life  of 
said  patent.  Irrespective,  then,  of  the  representations  of  Phipps,  he  is 
now  estopped  to  deny  the  statement  in  said  original  application  that 
his — 

inrention  conaistB  m  a  conduit  for  electrio  wires  or  cables,  composed  of  a  sheet- 
metal  tabe  or  shell  and  a  lining  of  cement  therefor. 

But  counsel  for  defendant  argues  that  at  the  time  of  the  final  assign- 
ment the  citation  of  references  showed  that  the  first  claim  was  void, 
and  therefore  there  is  no  presumption  of  consideration  received  or  title 
conferred  as  to  said  claim;  but  Perot  and  McQuaide  were  ignorant  of 
the  facts,  the  prosecution  of  the  application  was  in  Phipps's  charge, 
and  they  were  not  called  upon  to  make  further  inquiry  after  Phipps's 
statement  that  his  solicitor  had — 

heard  from  Washington  and  he  thinks  things  look  very  favorable. 

It  is  further  claimed  that  they  paid  the  last  one  of  their  notes  after 
they  knew  the  application  had  been  rejected.  Whatever  might  be  the 
effect  of  such  payment  npon  an  action  for  fraud,  there  is  nothing 
therein  necessarily  inconsistent  with  this  claim  of  estoppel.  They  might 
reasonably  have  concluded  that,  having  paid  all  of  said  purchase  price 
except  $1,000,  their  only  way  to  secure  the  benefit  of  said  patent  was 
by  the  payment  of  said  sum  to  prevent  further  competition  by  Phipps. 
Defendant  further  argues  that  even  if  it  be  assumed  that  Phipps  did 
fraudulently  conceal  the  rejection  of  said  application  and  did  receive  a 
large  sum  from  Perot  and  McQuaide  as  the  price  therefor  yet  that  com- 
plainant has  waived  said  fraud;  but  complainant  had  the  right  to  elect 
between  its  remedy  by  repudiation  for  fraud  or  by  ratification  and  estop- 
pel, and  if  it  elected  to  take  the  latter  course  the  payment  of  said 
note  for  $1,000  was  a  condition  precedent  to  the  assertion  of  such  claim. 
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Bat  perhaps  the  argument  most  strongly  pressed  against  the  defense 
of  estoppel  is  based  ai)on  the  claim  that  said — 

application  was  perverted  to  a  different  invention  by  false  and  nnanthorized  amend- 
ments made  after  the  assignment. 

The  facts  bearing  npon  this  question  are  as  follows:  After  the  final 
assignment  to  Perot  and  McQuaide  they  appointed  a  solicitor  to  pros- 
ecute said  rejected  application.  He  amended  by  inserting  a  statement 
that,  while  insulated  cast-iron  pipes  were  old — 

my  invention  oonsistSy^ssentiaUy,  in  this  regard  of  a  sheet-metal  tube  or  pipe  lined 
with  hydranlic  or  like  cement,  which  is  not  only  an  electric  insulator,  but  which 
also  hardens  under  water,  takes  a  permanent  form,  etc. 

The  defendant  contends  that  it  is  not  estopped  as  to  the  first  claim 
of  the  patent  in  suit,  because  that  claim  is  non-identical  with  the  cor- 
responding claim  of  the  original  application.  The  original  first  claim 
was  as  follows: 

1.  A  conduit  for  electric  wires  or  cables  consisting  of  a  sheet-metal  shell  or  tabe 
and  a  lining  of  cement  therefor,  substantially  as  set  forth. 

The  claim  in  suit  is  as  follows: 

A  conduit  for  electric  conductors,  consisting  of  a  sheet-metal  shell  or  tube  pro- 
vided with  a  lining  of  hydraulic  cement,  substantially  as  described. 

The  only  material  dififerenoe  is  in  the  limitation  of  the  original 
<^  cement"  to  ^<  hydraulic  cement.''  The  application  originally  and  as 
amended  covered — 

an  improvement  in  underground  conduits  for  electric  wires  or  cables. 

Phipps  expressly  assigned — 

all  rights  under  said  Letters  Patent  that  may  hereafter  be  granted  upon  and  by 
virtue  of  said  application  and  any  reissue  or  extension  of  the  same— 

and  agreed  to  execute  all  instruments — 

needed  to  make  sure  and  certain  the  rights  and  privileges  granted  to  said  Perot  and 
McQuaide. 

The  assignees  by  said  amendment  merely  did  what  they  would  have 
had  a  right  to  do  under  a  surrender  and  reissue,  and,  in  fact,  the  right 
to  amend  was  the  chief  thing  that  remained  in  the  rejected  application 
which  Phipps  assigned.  If  it  were  a  fact  that  Phipps  had  thereby 
been  made  to  swear  falsely  that  he  was  the  first  inventor  of  a  sheet- 
metal  pipe  lined  with  hydraulic  cement,  it  would  be  immaterial  to  the 
issue  herein;  but  such  was  not  the  fact,  for  the  amended  application 
only  stated  that  he  was  the  first  inventor  thereof  '4n  this  regard"— 
that  is,  in  regard  to  the  new  use — which  statement  was  practically 
identical  with  that  made  in  the  original  application. 

Finally,  defendant  claims  that  the  defendant  corporation  is  not 
estopped  by  the  acts  of  said  Phipps.  It  is  well  settled  that  a  corpora- 
tion has  a  distinct  personality  of  its  own  and  that  it  is  not  responsible 
for  the  personal  acts  of  the  majority  of  its  stockholders.    I  had  occa- 
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sion  to  t^xamine  this  qnestion  at  length  in  EUctrio  Ry.  Co.  v.  Jamaica 
&  B.  R.  Co.,  (C.  D.,  1894, 406  j  68  O.  G.,  769;  61  Fed.  Rep.,  665,)  where  the 
cases  bearing  on  this  qnestion  are  cited.  In  the  ctwe  at  bar  of  the  six 
hundred  shares  of  stock  Phipps  owns  five  hundred  and  one  Ward 
ninety-five.  Two  other  stockholders  own  the  remaining  five  shares. 
It  is  doubtful  whether  Ward  ever  paid  anything  for  his  stock.  The 
testimony  of  Phipps  is  indefinite  on  this  point.  But  certainly  there  is 
no  evidence  that  any  one  except  Phipps  and  Ward  ever  paid  value 
therefor.  It  appears  that  the  defendant  is  merely  a  convenient  medium 
through  which  said  Phipps  transacts  his  business.  If  it  were  neces- 
sary to  the  decision  of  this  case,  the  court  would  have  to  find  from  all 
the  evidence  that  the  defendant  was  affected  by  the  estoppel  against 
Phipps;  but  even  if  Ward  has  a  substantial  interest  in  said  corjw'ra- 
tion  this  would  not  prevent  the  operation  of  the  estoppel.  When  it 
was  organized  in  1892,  he  subscribed  for  his  stock,  with  notice  that  the 
patent  in  suit  had  issued  to  Perot  and  McQuaide,  assignees  of  said 
Phipps.  He  had  been  the  general  manager  and  superintendent  of  the 
original  firm,  in  which  Phipps  was  a  partner,  and  a  partner  with  Phipps 
in  the  firm  known  as  the  Connecticut  Pipe  Manufacturing  Company, 
and  is  the  only  person  claiming  to  have  a  substantial  interest  in  the 
defendant  corporation.  This  corporation  was  organized  for  the  pur- 
pose of  constructing,  among  other  things,  electric-light  plants  and 
conduits.  I  think  upon  the  state  of  facts  herein  that  either  the  corpo- 
ration must  be  considered  as  a  mere  cover  for  the  transaction  of 
Phipps's  business  or  that  the  relations  of  Phipps  and  Ward  to  the 
cori>oration  raise  a  x)resumptiou  of  such  knowledge  and  privity  of 
interest  that  it  is  bound  by  the  estoppel  against  Phipps,  or  at  least  is 
not  in  a  position  where  a  court  of  equity  should  listen  to  it  in  an  attack 
upon  the  validity  of  the  patent. 

The  ingenious  arguments  of  counsel  for  defendant  have  made  it  neces- 
sary to  thus  fiiUy  discuss  the  evidence  herein.  I  do  not  consider,  how- 
ever, that  the  evidence  as  to  fraud  is  material,  and  I  do  not  find  upon 
the  facts  proved  that  Phipps  made  either  fraudulent  statements  or  con- 
cealments. It  is  unnecessary  to  discuss  the  other  questions  raised 
herein. 

Infringement  is  sufficiently  shown  by  compet'Cnt  expert  testimony. 
Complainant  has  not  been  guilty  of  laches.  The  acts  of  the  parties 
show  that  no  reliance  was  put  upon  the  claim  for  bridges  in  said  appli- 
cation. 

Upon  the  material  facts  the  contract  between  the  parties  necessarily 
implied  that  Phipps  would  not  during  the  life  of  the  patent  manufac- 
ture such  pipe  for  electrical  conduits.  That  this  was  the  understand- 
ing of  the  parties  not  only  appears  from  the  evidence  already  considered, 
but  is  further  supported  by  complainant's  claim  of  right  under  said 
application  made  in  a  notice  to  the  city  of  Chicago  that  Phipps  had  no 
right  to  furnish  it  with  electrical  conduits,  and  by  the  agreement  of 
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Phipps  to  procure  the  pipe  from  complaiuant  in  order  to  fulfil  said  con 
tract,  and  by  letters  written  in  1889  to  Perot  by  Daniel  O.  Phipps,  the 
father  and  partner  of  Edward  H..  Phipps,  assuring  him  that  their  firm 
would  not  infringe  upon  the  rights  purchased  by  the  complainant  com- 
X)any  and  would  make  no  pipe  for  electric-light  and  telephone  oompanies 
of  any  kind  whatsoever  unless  it  should  be  water-pipe. 

This  promise,  made  in  1889  by  the  firm  in  which  Phipps  was  a  partner 
and  of  which  Ward  was  the  superintendent  and  general  manager,  for- 
mulates the  agreement  as  it  was  understood  by  the  parties  and  should 
be  enforced  by  the  court. 

An  injunction  may  issue  restraining  the  defendant  from  infringing 
said  patent,  such  injunction,  however,  not  to  interfere  with  its  manufac- 
ture or  sale  of  water-pipe. 


[XT.  S.  CiroQit  Coart— Southern  District  of  New  York.] 

ExoBLsiOB  Elevator  Guard   and   Hatch  Ooyeb  Oompant  «. 

FooTB  et  al. 

Decided  April  S4, 1896. 
75  O.  G.,  1384. 

1.  Fbabbr— Olosino  Ain>  Controlling  Hoistway-Covxrs-— No  Invkwtiow. 

Letters  Patent  No.  278,528,  granted  May  29,  1883,  to  Daniel  Fraser,  for  mwa 
for  closing  and  controlling  holstway- covers,  examined  and  Held  not  to  involve 
the  exercise  of  the  inventive  flEU^nlty  over  the  prior  art. 

2.  Invkntion—Adaptation. 

The  mere  adaptation  from  a  different  art  of  devices  which  sacceasftilly  accom- 
plish in  a  given  apparatus  results  hitherto  imperfectly  accomplished  hy  erode 
and  inefficient  apparatus  does  not  involve  invention. 

Messrs.  Lawyer  dk  Edwards  for  the  complainant. 
Mr.  8.  0.  Edmonds  for  the  defendants. 

TOWNSBND,  J.  : 

The  complainant  herein  alleges  infringement  of  the  first  claim  of  its 
patent,  No.  278,528,  for  means  for  closing  and  controlling  hoistway- 
eovers,  granted  to  Daniel  Fraser  May  29,  1883,  which  claim  is  as  fol- 
lows: 

1»  The  combination,  with  a  number  of  hinged  doors  and  a  cord  or  chain  for  open- 
ing and  closing  them,  of  a  number  of  catches  for  engaging  with  the  doors  when 
opened,  and  serving  to  hold  them  open  independently  of  the  cord  or  chain,  and 
a  connection  between  the  catch  of  one  door  and  an  adjacent  door,  so  that  the  closing 
of  the  last-meutioned  door  will  effect  the  release  of  the  other  door  from  its  catch 
and  admit  of  its  closing,  substantially  as  specified. 

The  chief  defenses  are  lack  of  patentable  novelty  and  denial  of 
infringement.    The  patented  improvement  relates  to  devices  for  ante- 
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matioally  closing  elevator-doors  hinged  on  one  side  of  the  elevator- 
shaft  and  opened  and  closed  by  cords  or  chains  operated  with  pulleys 
and  having  catches  to  engage  said  doors  when  opened.  The  prior  art, 
as  illustrated  in  Patent  No.  84,387,  granted  February  24,  1868,  and 
reissued  April  29, 1873,  to  James  D.  Sinclair,  showed  every  element  of 
the  claim  in  suit  except  the  fourth,  said — 

oonnection  between  the  catch  of  one  door  and  an  adjacent  door. 

The  president  of  the  complainant  company  admits  that  long  prior  to 
the  alleged  invention  of  Fraser  he  sold  an  apparatus  in  which  each 
catch  was  operated  by  hand  by  means  of  a  separate  rope.  What 
Fraser  did  was  to  substitute  for  the  operation  of  said  catches  by  hand 
their  automatic  operation  by  means  of  a  rope  connection  between  each 
door  and  the  next  succeeding  catch,  so  that  as  the  first  door  closed  said 
rope  caused  the  succeeding  catch  to  disengage  from  its  door  and  to  per- 
mit it  to  descend.  In  this  way  a  successive  automatic  closin  g  was  accom- 
plished. Patent  No.  261,286,  granted  July  18, 1882,  to  Samuel  W.  Wil- 
lard  for  elevator  shafts,  showed  in  a  somewhat  unwieldy  contrivance  the 
idea  of  so  connecting  such  hatchway- doors  that  the  operation  of  opening 
one  of  the  doors  caused  another  door  on  another  floor  to  be  automatic- 
ally opened.  Other  devices  in  this  art  show  doors  so  operated  that  the 
closing  of  one  necessarily  caused  the  closing  of  another.  All  of  these 
automatic  devices,  however,  differed  in  construction  from  the  apparatus 
herein  claimed,  and  they  are  only  relevant  to  show  that  neither  the  idea 
of  automatic  operation  of  one  door  by  means  of  the  operation  of  the 
other  door  nor  of  an  arrangement  whereby  it  might  be  ascertained  that 
all  the  doors  were  certainly  closed  was  new  with  the  patentee  herein; 
but  he  was  the  first  to  so  adapt  the  later  Sinclair  hand  device  that 
it  would  operate  automatically.  Did  this  involve  invention!  In  con- 
structing this  apparatus  the  patentee  found  in  this  art  elevator-doors  so 
connected  that  the  operation  of  one  caused  the  operation  of  the  other. 
In  the  general  field  of  practical  arts  he  found  the  application  of  similar 
connections  to  such  a  variety  of  constructions  that  it  may  be  said  to  be 
common  to  the  whole  field  of  practical  arts.  The  court  will  take  judicial 
notice  that  the  gates  at  the  entrance  to  parks  or  ranches  in  the  West 
are  opened  by  a  wheel  striking  a  lever  or  rod  connected  with  such 
gates.  The  individual  who  presses  the  button  of  a  kodak  or  puts  a 
nickel  in  the  slot  thus  sets  in  motion  the  operation  which  takes  a  picture 
or  plays  a  tune.  The  burglar  raising  a  window  thus  starts  the  ordinary 
burglar-alarm.  Finally,  in  the  conventional  hotel-lavatories  the  open- 
ing of  the  door  or  pressure  upon  the  seat  automatically  sets  in  motion 
certain  opening  and  closing  operations  hitherto  performed  by  hand  in  a 
manner  strikingly  analogous  to  the  device  herein  claimed. 

In  Ar<m  v.  Manhattan  Ry.  Co.j  (O.  D.,  1886, 141;  34  O.  G.,  1608;  26 
Fed.  Bep.,  314,)  where  the  patent  in  suit  covered  a  connection  for  oper- 
ating two  gates  simultaneously  which  had  hitherto  been  operated  sep- 
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arately,  Judge  Wallace,  conRidering  a  similar  question  and  referring  to 
the  devices  of  the  prior  art,  says: 

The  patentee  is  entitled  to  the  merit  of  being  the  first  to  conceive  of  the  conven- 
ience and  utility  of  a  gate  opening  and  closing  mechanism  which  could  be  operated 
efiQciently  by  an  attendant  in  the  new  situation.  His  right  to  a  patent,  however, 
mnst  rest  upon  the  novelty  of  the  means  he  contrives  to  carry  his  idea  into  practical 
application.  It  rarely  happens  that  old  instrumentalities  are  so  perfectly  adapted 
for  a  use  for  which  they  were  not  originally  intended  as  not  to  require  any  altera- 
tion or  modification.  If  these  changes  involve  only  the  exercise  of  ordinary  mechan- 
ical skill,  they  do  not  sanction  the  patent,  and  in  most  of  the  adjudged  oases, 
where  it  has  been  held  that  the  application  of  old  devices  to  a  new  use  was  not 
patentable,  there  were  changes  of  form,  proportion,  or  organization  of  their  character 
which  were  necessary  to  accommodate  them  to  the  new  occasion.  The  present  case 
falls  within  this  category. 

The  Oourt  of  Appeals  for  this  circuit,  in  Mayor ,  ete.y  of  Oity  oflfew 
York  et  al.  v.  American  Cable  Railway  (Jompany^  (70  Fed.  Sep.,  853,)  takes 
a  similar  view  in  regard  to  such  a  connection  of  two  hitherto  discon- 
nected pulleys  on  the  cable-railway  that  they  could  be  simultaneously 
operated.  I  conclude,  therefore,  that  the  claimed  modification  of  exist- 
ing devices  required  merely  the  skill  of  the  mechanic  and  did  not  involve 
the  exercise  of  the  inventive  faculty.  In  any  event  the  attachment 
to  a  door  and  x)08itive  connection  between  it  and  a  succeeding  latch 
described,  illustrated,  and  claimed  in  said  patent  is  not  infringed  by 
defendants'  modification  of  the  spring  and  catch  of  the  earlier  Sinclair 
patent,  which  operates  by  means  of  a  wire  connecting  the  arm  of  a 
spring-pressed  lever  with  the  next  succeeding  catch,  but  which  is  not 
attached  to  the  door. 

L^t  the  bill  be  dismissed. 


[U.  8.  dronit  Court— Korthem  District  of  Few  York.] 

Gould  Ooupleb  Company  v.  Pbatt  et  ol. 

Decided  November  19, 1895, 
76  O.  G.,  1647. 

1.  Browning— Car- Coupling — Valid— Infringed. 

Letters  Patent  No.  254,106,  granted  Febraary  28,  18S2,  to  Clinton  Browning, 
for  improvements  in  car-coapliugs  of  the  Janney  type,  constmed  in  view  of  the 
prior  art  and  Held  to  be  for  a  patentable  combination  and  infringed. 

2.  Patentability— Simple  Invention. 

An  invention  does  not  cease  to  be  meritorions  because  it  is  simple.  The  test 
should  be  not  whether  the  mechanism  is  simple  or  complex,  bnt  whether  the 
patentee  has  given  the  world  something  new,  whether  the  pablic  is  richer  for 
his  contribation  to  the  art,  whether  he  has  prodaced  novel  and  beneficial  results. 
Invention  should  be  determined  more  by  an  ascertainment  of  what  the  inventor 
has  actually  accomplished  than  by  a  technical  analysis  of  the  means  by  which 
the  result  is  attained. 
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8.  iNFBiNOEsnENT— Combination— Omitting  Subordinatb  Fbaturb— Mbritori- 
0U8  Invention— Liberal  Construction  op. 
Where  the  true  value  of  the  iDvention  lies  Iq  one  element  of  a  combination, 
and  an  infrin^r  has  appropriated  that,  he  should  not  be  permitted  to  escape 
upon  the  plea  that  he  has  omitted  a  subordinate  and  comparatively  non-essential 
feature  unless  it  is  clear  that  he  has  omitted  it.  To  find  an  invention  meritori- 
ous and  then  defeat  it  by  an  illiberal  construction  is  as  inconsistent  as  it  is 
unfair.  To  decide  that  an  inventor  has  conferred  a  benefit  upon  mankind  and 
subsequently  destroy  his  patent  by  a  harsh  construction  is  condemned  both  by 
the  general  principles  of  equity  and  by  express  authority.  The  court  should  be 
diligent  to  give  him  the  rewards  of  his  genius  and  labor  and  resolve  doubtful 
points  in  favor  of  the  patent. 

4.  Barnes — Car-Coupling — Infringement. 

Claim  3  of  Letters  Patent  No.  887,650,  granted  March  9, 1886,  to  Charles  O. 
Barnes  and  Lucien  Barnes,  8r.,  for  improvements  in  car-couplings  of  the  Janney 
tyi>e,  must  be  limited  to  the  specific  details  shown  and  described^  and  thus  lim- 
ited it  is  not  infringed. 

Final  hearing  in  equity. 

Mr.  Edmund  Wetmore^  Mr.  Frederick  P.  Fishj  and  Mr.  Ernest  0.  Webb 
for  the  complainant. 
Mr.  Frederic  E.  BetU  and  Mr.  L.  F.  H.  Betts  for  the  defendants. 

GoxE,  J.: 

This  is  an  eqaity  suit  for  infringement  of  two  Letters  Patent  owned 
by  the  complainant  No.  254,106  was  granted  to  Clinton  Browning, 
assignor,  etc.,  February  23, 1882,  and  No.  337,650  was  granted  to  Charles 
0.  Barnes  and  Lucien  Barnes,  Sr.,  March  9, 1886.  Both  are  for  improve- 
ments in  car-couplings  of  the  Janney  type. 

THE  BROWNING  PATENT. 

The  Janney  coupler,  patented  February  25, 1879,  No.  212,703,  was 
defective  in  that  the  hook  is  left  free  to  rotate  by  the  jarring  of  the  cars 
to  a  point  where  coupling  is  rendered  impossible.  When  in  this  posi- 
tion, it  is  necessary  for  the  operator  to  go  between  the  cars  and  by  hand 
adjust  the  coupler.  This  operation  is  slow  and  dangerous.  Brown- 
ing's object  was  to  remedy  this  defect  by  rotating  the  hook  automatic- 
ally to  the  desired  coupling  position  and  retaining  it  there  until 
required  to  rotate  in  the  act  of  coupling.  In  other  words.  Browning 
opens  and  holds  open  the  coupler  automatically.  This  result  is  accom- 
plished by  means  of  a  spring,  gravity,  or  other  equivalent  means.  The 
operator,  standing  at  the  side  of  a  car,  releases  the  locking  device  by 
a  lever  and  at  the  same  time  extends  the  coupling-hook  where  it  is  held 
in  a  position  ready  for  use. 

There  is  but  one  claim.  It  clearly  covers  both  the  idea  of  opening  the 
hook  automatically  and  also  the  idea  of  holding  it  open  in  a  proper 
position  for  coupling. 
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The  claim  is  as  follows: 

In  a  car-coopling  oomposed  of  a  bifaroated  head  and  rotary  interlocking  hook  the 
combi nation,  with  said  rotary  hook,  of  means,  substantially  snch  as  described,  for 
automatically  opening  and  retaining  said  hook  in  proper  position  for  coupling. 

The  defenses  are  aiiticipation,  lack  of  patentability,  and  non- 
infringement. 

The  court  has  little  difficulty  in  finding  novelty  and  invention  in  this 
patent. 

Browning  attempted  to  remedy  the  defects  in  the  Janney  coupler. 
He  dealt  with  no  other  coupler.  His  task  was  not,  broadly,  to  con- 
struct a  coupler  which  would  open  and  close  automatically,  but  to  give 
tliese  features  to  the  Janney  coupler — ^to  make  it  a  complete  and  perfect 
device  by  adding  to  it  the  additional  element  of  automatic  opening. 
The  prior  art  therefore,  in  so  far  as  it  relates  to  totally  different  types 
of  couplers,  is  not  material,  for  the  reason  that  it  furnishes  little  infor- 
mation which  could  be  utilized  by  one  whose  sole  object  was  the 
improvement  of  the  Janney  coupler.  An  inventor,  for  instance,  might 
have  succeeded  in  making  the  old  link-and-pin  couplers  automatic; 
but  this  would  not  have  taught  others  how  to  make  the  Janney  struc- 
ture automatic. 

Janney  was  an  inventor  of  more  than  ordinary  genius.  He  struck 
out  on  entirely  new  lines  and  produced  a  coupler  so  far  superior  to  all 
that  had  gone  before  that  it  at  once  began  its  phenomenal  progress 
toward  popular  favor.  The  Master  Car  Builder^s  Association  adopted 
it  as  the  standard,  and  now  it  is  almost  universally  recognized  as  the 
most  complete  coupler  used  on  American  railroads.  It  was  not  perfect 
Every  one,  including  the  inventor  himself,  recognized  this  fa>ct;  but  it 
was  so  much  better  than  the  old  varieties  that,  even  with  its  defects,  it 
soon  supplanted  them.  The  tide  of  invention  soon  set  in  the  direction 
of  the  Janney  coupler.  Obviously  the  man  who  could  remedy  its 
defects  was  to  take  a  long  forward  step  in  the  art.  Browning  was  the 
first  to  take  this  step.  Every  one  engaged  in  practical  railroading 
knew  that  in  certain  situations  the  Janney  coupler  was  slow  and  dan- 
gerous. Hundreds  of  skilled  car-builders  and  railroad  mechanics  knew 
of  these  defects;  the  brilliant  inventor  himself  knew  of  them;  but  no 
one  suggested  a  remedy  until  Browning  proposed  his  simple  plan  of 
throwing  out  the  hook  by  mechanical  means. 

He  is  attacked  on  the  old  lines.  The  accusation  against  him  is  one 
that  every  inventor  must  meet.  The  moment  the  solution  of  the  prob- 
lem is  made  plain  those  who  did  not  see  it  seek  to  belittle  the  achieve- 
ment of  the  one  man  who  did  see  it  by  the  assertion  that  it  was  so 
exceedingly  plain  and  simple  as  to  exclude  the  possibility  of  a  demand 
upon  the  inventive  faculties.  This  will  not  do.  An  invention  does  not 
cease  to  be  meritorious  because  it  is  simple.  Many  of  the  greatest 
inventions  are  most  simple.  The  test  should  be  not  whether  the  mech- 
anism is  simple  or  complex,  but  whether  the  patentee  has  given  the 
world  something  new,  whether  the  public  is  richer  for  his  contribution 
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to  the  art,  whether  he  has  produced  novel  and  beneficial  results. 
Invention  should  be  determined  more  by  an  ascertainment  of  what  the 
inventor  has  actually  accomplished  than  by  a  technical  analysis  of  the 
means  by  which  the  result  is  attained.  Measured  by  this  rule  there 
can  be  little  doubt  that  Browning  is  entitled  to  the  rank  of  an  inventor. 
He  made  the  position  of  the  intelligent  trainman  one  of  absolute  safety. 
It  is  no  longer  necessary  for  the  operator  to  go  between  the  cars  for  any 
purpose.  The  crushing  out  of  life  and  the  maiming  of  limbs  between 
the  dead-blocks  of  approaching  cars  are  things  of  the  past.  Not  only 
is  there  a  saving  of  human  life,  but  of  time  and  labor  also.  The  advan- 
tages of  Browning's  invention  have  been  very  generally  recognized, 
and  over  three  hundred  thousand  couplers  embodying  the  invention 
are  in  use  on  many  of  the  leading  railroads  of  the  country.  It  is  safe 
to  say  that  to-day  no  car  would  be  accepted  if  equipped  with  couplers 
requiring  the  trainmen  to  go  between  the  cars  to  manipulate  them. 

TKB  HIEN  PATENT. 

The  nearest  approach  to  Browning  in  the  prior  art  is  unquestionably 
the  Hien  patent,  No.  190,858,  Aiay  15, 1877.  Hien  was  also  attempt- 
ing to  improve  the  Janney  coupler.  He  shows  a  block  attached  to 
a  spring  which,  after  the  hook  is  partly  opened,  is  capable  of  opening 
it  still  farther  and  retaining  it  in  a  coupling  position,  although  nothing 
is  said  of  this  function  in  the  patent.  There  is  no  evidence  that  the 
hook  was  ever  so  used  in  actual  practice. 

This  is  not  the  Browning  structure.  It  misses  the  very  point  of  the 
Browning  invention.  It  shows  how  near  an  intelligent  experimenter 
may  come  to  success  and  yet  fail  utterly.  If  the  court  understands 
the  Hein  patent,  it  is,  as  to  the  points  now  under  consideration,  no 
improvement  on  the  old  Janney  coupler.  It  does  not  do  away  with 
hand-manipulation  or  the  necessity  for  the  operator  to  expose  himself 
to  danger  by  going  between  the  cars.  Indeed,  it  would  seem  more 
cumbersome  in  operation  than  the  Janney  coupler.  The  operator  must, 
first,  by  means  of  a  lever  withdraw  from  its  recess  the  block  which 
holds  the  hook  in  a  locked  position;  second,  he  must  go  between  the 
cars  and  open  the  hook,  part  way  at  least,  and,  third,  release  the  lever 
from  its  retaining  notch,  so  that  the  spring  will  force  the  block  against 
the  heel  of  the  hook,  thus  forcing  the  hook  wide  open  and  holding  it 
there.  So  long  as  the  operator  must  go  between  the  cars  it  is  easier  for 
him  to  open  the  hook  the  entire  distance  by  one  motion  of  the  hand 
than  to  open  it  part  way  and  depend  upon  a  subsequent  manipulation 
at  another  point  to  open  it  still  wider.  Hien  shows  a  new  form  of 
lock;  but  the  trainman's  task  was  just  as  dangerous  afterward  as  it 
was  before. 

THE  TALBOT  PATBNT. 

The  British  patent  to  Talbot  shows  an  ingenious  and  complicated 
mechanism  designed  for  use  on  English  and  Oontinental  railroads  and 
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not  adapted,  it  would  seem,  for  use  on  American  roads.  It  has  a  bell- 
orank  somewhat  resembling  the  hook  of  the  Browning  patent,  which 
is  rotated  automatically  by  a  coiled  spring.  In  other  respects  the 
device,  though  somewhat  sui  generis,  resembles  the  old  link-and-pin 
type  more  than  the  Janney  type  of  coupler.  Of  course  coiled  springs 
have  from  time  immemorial  been  used  to  pull  or  push  mechanism  into 
working  position ;  but  would  the  Talbot  coupler  suggest  the  Janney 
coupler  to  the  skilled  workman  t 

If  the  defendants  are  right,  the  Talbot  device  would  infringe  and, 
if  made  before,  would  anticipate  the  Janney  invention. 

Theoretically  there  are  several  i)oints  of  similarity,  while  in  practice 
it  is  clear  that  it  belongs  to  a  different  dass  and  operates  in  a  totally 
different  manuer.  It  is  thought  that  it  would  neither  anticipate  nor 
infriuge  nor  suggest  to  the  (billed  mechanic  improvements  upon  the 
Janney  coupler.  Can  it  be  said  that  the  bell-cranks  of  Talbot,  inter- 
locking with  swinging  links  or  shackles,  would  convey  to  the  mechanic 
the  idea  of  opening  automatically  Janney's  rotary  hook  t  It  is  thought 
not. 

It  is  not  possible  to  discuss  all  of  the  patents  in  evidence.  They 
have  been  examined  and  an  earuest  effort  has  been  made  to  understand 
them.  None  of  them  adds  materially  to  the  disclosures  of  Hein  and 
Talbot.  Indeed,  this  branch  of  the  case  may  be  left  with  the  following 
quotation  from  the  complainant's  expert,  in  whose  conclusion  I  ftilly 
agree: 

In  tbe  foregoing  review  of  aU  the  patents  disoussed  it  oonolusively  appears,  I 
tbink,  that  the  Browning  invention  does  not  exist  in  any  of  them  and  is  not  sug- 
gested by  any  one  of  them  alone  or  by  any  number  of  them  taken  together.  In  fact, 
it  appears  that,  as  stated  in  the  early  part  of  this  answer,  no  inventor  ever  conceived 
of  tbe  idea  of  accomplishing  what  Browning  set  out  to  accomplish,  and  that  he 
stands,  therefore,  in  the  art  both  as  the  first  to  conceive  such  an  idea  as  well  as  the 
first  to  put  it  into  form  and  practice. 

The  question,  as  before  stated  is,  did  it  require  invention  to  conceive 
the  idea  and  embody  it  in  practical  form  of  unlocking  and  throwing 
out  the  Janney  hook  by  mechanical  means  t  Unless  the  prior  patents 
show  this  or  show  mechanism  which  would  suggest  this  to  the  skilled 
workman  they  do  not  anticipate  or  invalidate  the  Browning  invention. 

The  record  shows  that  an  army  of  inventors  were  struggling  in  this 
art,  and  yet  the  feature  now  conceded  to  be  so  valuable  did  not  occur 
to  any  of  them  till  Browning  gave  it  form. 

Talbot  and  Hien,  who,  it  is  asserted,  did  all  that  Browning  did,  were 
respectively  seven  and  five  years  before  him  in  the  art;  but  the  standard 
coupler  of  America  continued  to  kill  and  maim,  and  no  one  was  found 
to  stop  the  dangerous  work. 

After  surveying  the  vast  array  of  couplers  in  infinite  variety  of  form 
with  which  the  record  abounds  it  is  hardly  possible  to  resist  the  con- 
clusion that  an  indirect  tribute  has  been  offered  to  Browning's  ability 
and  genius.    Hundreds  of  inventors  were  in  the  field.    Some  came 
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very  near  to  Buccess,  but  no  one  qnite  reached  the  goal.  No  one 
did  what  Browning  did.  He  made  the  Janney  coupler  safe.  This  is 
enough.  He  is  entitled  to  rank  not  with  the  great  inventors,  but  cer- 
tainly on  a  higher  plane  than  some  who  have  been  awarded  the  palm. 
These  views  are  sustained,  it  is  thought,  by  a  long  line  of  authorities, 
of  which  the  following  are  among  the  most  recent:  Fott8  v.  Greater ^ 
0.  D.,  1895,  143;  70  O.  G.,  494;  166  TJ.  S.,  697;  16  Sup.  Ct.,  194;  Du  Bois 
V.  Kirk^O.  D.,  1895,  343;  71  O.  G.,  889;  158  U.  S.,  58;  15 Sup.  Ct.,729; 
Topliff  V.  TopMjT,  0.  D.,  1892,402;  59  O.  G.,  1257;  145  U.  S.,  156; 
Krementzy.  Cottle^  0.  D.,  1894,621;  69  O.  G.,  241;  148  U.  S.,556;  Smith 
V.  Macbeth^  0.  D.,  1895, 591;  73  O.  G.,  619;  67  Fed.  Rep.,  137;  Brake  Shoe 
Co.  V.  Detroit  Co.j  47  Fed.  Bep.,  894;  National  Cash  Reg,  Co.  v.  Ameri- 
can Cash  Beg.  Co.^  C.  D.,  1893, 160;  62  O.  G.,  449;  53  Fed.  Eep.,  367. 

The  question  of  infringement  is  more  difficult.  As  before  stated,  the 
claim  covers  both  the  feature  of  opening  the  hook  and  holding  it  open 
in  a  position  for  coupling.  Of  this  there  is  no  doubt.  All  of  the 
experts  agree  upon  this  proposition.  The  complainant's  expert  says, 
and  says  correctly,  that  a  coupler  which  has  means  for  accomplishing 
but  one  of  these  results  does  not  infringe.  In  order  to  inMnge,  then,  a 
coupler  must  have — 

rneauB  for  ftatomatioftUy  retftining  the  rotary  hook  in  proper  position  for  coapling. 

The  means  thus  adopted  must  be  something  more  than  the  mere 
inertia  or  friction  of  the  parts  caused  by  rust  or  otherwise.  It  must  be 
somethiug  more  than  is  shown  by  the  old  couplers.  It  must  be  the 
Janney  coupler  plus  some  additional  means.  The  retaiuiDg  means  need 
not  necessarily  be  the  same  as  the  opening  meaus.  It  cannot  be  doubted 
that  one  who,  for  instance,  throws  the  hook  open  with  a  spring  and 
holds  it  open  with  a  latch  will  infringe.  Any  other  construction  would 
be  cruelly  technical. 

Of  course  the  defendants  have  the  biforcated  head  and  rotary  inter- 
locking hook  of  the  claim.  Theirs  is  a  twin  coupler  of  the  Janney  type. 
That  they  employ  means  for  opening  the  hook  automatically  is  also 
undoubted;  but  it  is  said  that  their  mechanism  operates  upon  a  dif- 
ferent principle  and  is  not  the  equivalent  of  the  spring  or  gravity  devices 
described  in  the  patent.  The  defendants'  hooks  are  thrown  out  by  an 
ingenious  double- acting  lever  contrivance  patented  to  Charles  A.  Pooley 
November  3, 1 891,  which  is  clearly  an  equivalent  for  the  means  described 
in  the  Browning  patent.  There  was  nothing  in  the  prior  art  limiting 
Browning  to  a  specific  form  of  construction.  Every  mechanic  knew 
that  the  result  could  be  accomplished  in  a  variety  of  ways,  and  Brown- 
ing says  this  in  so  many  words  at  the  close  of  the  description.  He  is 
entitled  to  a  wide  range  of  equivalents;  but  even  though  the  range 
were  limited  it  would  still  include  the  defendants'  construction.  Levers 
and  springs  are  often  used  interchangeably  in  the  arts  and  frirnish  a 
familiar  example  of  equivalents.  Browning  used  a  spring;  the  defend- 
ants use  a  lever.    The  object  in  each  case  is  to  open  the  hook.    What 
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possible  differenoe  can  it  make,  in  principle,  whether  it  is  pulled  out  by 
a  spring  or  <^  kicked''  out  by  a  lever  t  Whether  it  is  pnlled  out  by 
a  coiled  spring,  pushed  out  by  a  flat  spring,  forced  out  by  a  lever,  or 
made  to  slide  down  the  spiral  inclines  of  a  hinge  of  the  old  window- 
blind  construction  would  seem  quite  immateriaL  In  each  instance  the 
same  object  is  accomplished  without  change  of  result  by  means  which 
have  for  years  been  used  interchangeably  by  mechanics.  Assume  that 
instead  of  a  lever  the  defendents  used  a  coiled  or  flat  spring  arranged 
back  of  the  locking-arm  to  force  out  the  hook  the  moment  the  locking- 
pawl  was  moved  out  of  engagement  Gould  there  then  be  a  doubt  that 
the  patented  device  was  appropriated  t  This  is  precisely  what  is  done, 
except  that  a  lever  is  substituted  for  a  spring.  In  theory  the  two  things 
are  identical. 

That  the  defendants  employ  means  for  automatically  retaining  the 
hook  is  beyond  dispute;  but  they  insist  that  it  is  not  retained  in  a 
suitable  position  for  coupling,  and  is  therefore  not  within  the  claim. 
In  their  coupler  the  outside  of  the  locking-catch  and  the  inside  of  the 
locking-arm  are  given  an  unusual  fullness  or  bulge,  so  that  when  these 
abnormally-bulging  surfaces  come  together  the  inward  swinging  of  tiie 
hook  is  arrested  and  held  at  that  point  against  all  the  ordinary  ahocks 
of  railroading.  To  move  still  farther  inward,  the  hook  must  have  suf- 
ficient force  imparted  to  it  to  move  not  only  the  heavy  locking-catch, 
but  force  it  up  the  inclined  bearing  in  the  draw-head.  That  the  hook 
is  for  all  practical  purposes  stopped  at  the  point  of  contact  with  the 
catch  is  clearly  shown  both  by  proof  and  by  actual  experiment  in  court; 
but  the  question  remains,  is  this  a  proper  coupling-point  t  It  is  not 
necessary  that  the  hook  should  be  retained  in  its  most  open  position, 
for  admittedly  it  need  not  be  open  to  its  fullest  extent  to  be  in  the 
proper  position  for  coupling  even  with  an  opposing  coupler  which  is 
locked.  The  distinction  between  a  fully  open  position  and  a  proper 
position  for  coupling  was  recognized  by  the  inventor,  as  will  be  seen 
by  a  perusal  of  the  file- wrapper. 

On  the  other  hand,  the  hook  must  be  retained  in  such  a  position  as 
will  in  actual  practice  facilitate  the  operation  of  coupling  cars.  If  it 
has  passed  the  useful  coupling-point,  the  fact  that  in  some  improbable 
contingencies  it  may  couple  with  an  opposing  hook  will  not  bring  it 
within  the  language  of  the  claim.  A  position  in  which  it  will  only 
couple  theoretically  is  not  a  proper  position.  A  position  in  which  it 
will  usually  operate  without  further  attention  from  the  trainman  is  a 
proper  position.  In  other  words,  it  need  not  be  in  the  best  x>ossible 
position  for  coupling.  If  in  a  position  where  it  will  couple  in  the  ordi- 
nary conditions  of  everyday  use,  or  in  some  of  them,  it  is  enough. 

If  the  defendants'  couplers  are  unlocked,  the  most  unfavorable  con- 
dition in  which  the  hooks  can  get  is  when  they  bear  against  the  locking- 
catch.  There  is  testimony  that  opposing  hooks  will  couple  in  this 
position.    If  this  be  true,  they  can,  when  unlocked,  never  get  out  of 
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the  ooHpling  position.  Here  is  a  distinct  praotioal  adraiitage»  The 
attendant,  seeing  the  hooks  nnlocked,  can  proceed  with  the  conpling 
process  with  x>erfect  confidence  in  its  snccessfol  termination.  It  is  tme 
that  this  testimony  is  dispnted,  and  the  experiments  made  in  court 
indicated  that  the  fact  may  be  otherwise. 

If  the  complainant  is  right,  the  hook  in  its  retained  x)08ition  will 
couple  with  any  but  a  locked  coupler,  and  if  the  defendants  are  right 
it  is  still  true  that  it  will  couple  with  an  opposing  hook  which  is  opened, 
even  for  a  very  short  distance,  beyond  actual  contact  with  the  locking- 
catch. 

Conceding  that  the  couplers  will  not  oi)erate  where  both  hooks  are 
held  against  the  locking-dogs,  it  is  not  improbable  that  there  may  often 
be  substantial  advantage  in  keeping  so  near  the  ooupling-point  that 
the  slightest  variation  in  the  position  of  either  hook  must  make  suc- 
cessful coupling  certain.  The  partly  open  i)osition  is  not  so  desirable 
as  the  position  which  Browning  had  in  mind;  but  it  is  a  distinct  advan- 
tage over  a  hook  with  no  retaining  device  at  all.  There  are  many  con- 
tingencies in  which  it  may  be  a  proper  x)osition  for  coupling.  The 
defendants  have  Browning's  idea;  but  their  embodiment  of  it  seems 
less  effective  than  his.  In  the  position  shown  by  him  the  hook  will 
couple  with  an  opposing  coupler  in  every  conceivable  condition.  The 
defendants'  hook  will  not  do  this;  but  it  will  couple  in  very  many 
instances  where  the  old  Janney  hook  would  faiL  The  defendants  have 
a  retaining  device;  but  it  will  not  do  all  that  Browning's  device  when 
in  a  perfectly  operative  condition  wiU  do.  The  peculiar  bulge  of  the 
hook  and  dog  before  mentioned  are  not  features  of  the  Pooley  patent. 
They  are  shown  in  a  patent  granted  to  Truman  H.  Gilbert  January  19, 
1892.  These  features  are  not  merely  accidental.  They  were  added 
deliberately.  If  not  intended  for  retaining  devices,  it  is  not  easy  to 
perceive  for  what  purpose  they  were  added.  That  the  coupler  was 
strong  enough  without  them  seems  clear  from  the  suecessful  operation 
of  prior  couplers. 

The  court  has  reached  the  conclusion  that  the  defendants  infringe 
witii  less  hesitancy  because  it  is  thought  that  Browning  by  making 
the  Janney  coupler  fully  automatic,  and  therefore  safe,  has  done  a 
meritorious  act  entitling  him  to  protection.  The  retaining  means, 
though  clearly  an  element  of  the  claim,  is  not  of  the  essence  of  the 
invention.  If  omitted,  the  claim  would  have  been  valid.  It  probably 
would  have  been  omitted  if  Browning  had  had  the  assistance  of  an 
experienced  solicitor.  In  these  circumstances  it  is  not  only  the  duty, 
but  it  should  be  the  pleasure,  of  the  court  to  give  him  the  fruits  of  the 
invention,  if  possible. 

Where  the  true  value  of  the  invention  lies  in  one  element  of  a  com- 
bination, and  an  infringer  has  appropriated  that,  he  should  not  be 
permitted  to  escape  upon  the  plea  that  he  has  omitted  a  subordinate  and 
comparatively  non-essential  feature  unless  it  is  clear  that  he  has  omitted 
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it.  To  find  an  invention  meritorious  and  then  defeat  it  by  an  illiberal 
constraction  is  as  inconsistent  as  it  is  unfair.  To  decide  that  an  inventor 
has  couferred  a  benefit  upon  mankind  and  subsequently  destroy  his 
patent  by  a  harsh  construction  is  condemned  both  by  the  general  prin- 
ciples of  equity  and  by  express  authority.  The  court  should  be  diligent 
to  give  him  the  rewards  of  his  genius  and  labor  and  resolve  doubtful 
points  in  favor  of  the  patent. 

Another  and  more  practical  view  of  the  situation  is^perhaps,  entitled 
to  some  weight.  Because  of  the  presence  of  the  retaining  element  in 
the  claim  it  is  impossible  for  the  court  to  give  the  patentee  the  full 
benefits  of  his  invention.  The  really  valuable  feature  is  the  device  for 
automatic  opening.  This  may  be  appropriated  so  long  as  the  retaining 
element  is  omitted.  Unless  some  considerations  have  escaped  the 
atteution  of  the  court  the  defendants  may  use  their  kicking-lever  in 
connection  with  the  old  Januey  hook,  as  shown  in  '^Gomplainant^s 
exhibit  Janney  coupler,"  with  impunity. 

If  their  experts  are  correct  in  the  statement  that  their  retaining 
mechanism  does  not  retain  and  is  of  no  practical  value  for  this  purpose, 
it  is  very  easy  to  discontinue  it.  Why  use  it  if  it  is  not  useful  t  If  it 
is  useful,  if  it  does  operate  to  retain  the  hook  in  a  proper  position  for 
coupling,  the  claim  is  infringed.  If  it  does  not,  the  defendants' 
coupler  ¥nll  lose  no  material  element  of  value  by  its  removal.  Its 
presence  seems  inconsistent  with  the  contention  that  their  coupler  is 
intended  to  operate  and  does  operate  without  the  least  reliance  upon 
such  mechanism.    The  presumption  is  manifestly  the  other  way. 

It  may  as  well  be  admitted  that  the  defendants'  argument  on  ttts 
branch  of  the  case  is  a  cogent  one.  There  are  many  expressions  in  the 
Browning  patent  which  are  in  accord  with  their  contention.  Never- 
theless the  claim  is  capable  of  a  construction  which  includes  the  defend- 
ants' structure,  and  every  consideration  seems  to  require  that  this 
construction  should  be  adopted. 

THE  BABNES  PATENT. 

The  Barnes  patent  is  for  additional  improvements  in  the  same  variety 
of  coupler.  So  far  as  this  controversy  is  concerned  it  covers  the 
Browuing  mechanism  plus  inclined  bearings  for  controlling  and  guiding 
the  upward  and  downward  movements  of  the  locking-catch. 

The  third  claim,  the  only  one  involved,  is  as  follows: 

3.  The  combination  of  the  draw-head  provided  with  the  cavity  o  and  opening  hf 
the  swinging  head  H,  compoeed  of  the  coapling-arm  d'  and  supplemental  arm  d,  ftnd 
pivoted  on  the  draw-head  to  swing  outward  therefrom,  and  having  the  arm  d  ente^ 
ing  the  opening  b,  the  catch  G,  pivoted  in  the  cavity  o,  inclined  bearings  i  o,  respec- 
tively on  the  bottom  and  top  of  the  cavity,  and  the  chain  l,  connected  to  the  catch  and 
passing  out  from  the  top  of  the  cavity  o,  substantially  as  descnbed  and  shown,  forth^ 
purpose  set  forth. 

The  defenses  are  lack  of  p^tQUts^bjUty  and  uon-infringement, 
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The  Barnes  coupler  has  the  same  general  features  as  the  Browning 
coupler.  It  discloses  no  new  principle  of  operation  and  accomplishes 
no  new  result  Its  improvements  relate  to  minor  details  in  the  locking 
mechanism  and  seem  to  be  confined  entirely  to  the  addition  of  two 
inclined  bearings,  one  at  the  top  and  the  other  at  the  bottom  of  the 
draw-head  cavity.  The  locking  and  unlocking  process  is  facilitated  by 
permitting  the  locking-dog  to  slide  down  and  up  these  inclines. 

The  discussion  may  still  further  be  narrowed  to  a  consideration  of 
the  upper  incline  o,  f<Mr  whatever  of  novelty  there  is  in  the  claim  must 
be  found  in  the  addition  of  this  element.  Every  other  feature  was  not 
only  old  in  analogous  structures,  but  old  in  car-couplers  of  the  Janney 
type. 

Without  pausing  to  consider  whether  it  involved  invention  to  add 
the  upper  incline  to  the  combination,  it  is  perfectly  clear  that  the  claim 
must  be  limited  to  the  specific  details  shown  and  described. 

I  fully  agree  with  the  defendants'  expert.    He  says: 

Takiog  the  entire  state  of  art  prior  to  Barnes  and  Barnes's  invention,  I  am  clear 
that  the  third  claim  of  their  patent,  if  it  contains  any  novel  combination,  most  be 
restricted  to  the  precise  construotiun  shown  and  described  in  the  patent. 

That  the  claim  is  a  limited  one  is  admitted  by  the  complainant,  and 
in  view  of  the  prior  art  and  the  well-known  principle  of  operation 
utilized  by  Uie  patentees  a  broad  construction  is  clearly  inadmissible. 

The  prior  art  taught  the  patentees  how  to  do  all  that  they  have  done, 
and  if  their  exact  combination  is  not  found  there  it  is  approximated  so 
closely  that  it  is  manifest  that  the  doctrine  of  equivalents  cannot  be 
invoked  to  bring  within  the  patent  mechanism  which  employs  different 
means  and  operates  in  a  different  way. 

The  rib  in  the  defendants'  coupler,  which,  it  is  said,  corresponds  to 
the  rib  o,  was  placed  there  originally  as  a  strengthening- rib.  It  was 
not  designed  to  perform  any  function  in  connection  with  the  locking- 
dog  and  it  is  doubtful  if  it  ever  did  do  so.  The  great  weight  of  testi- 
mony is  to  the  effect  that  this  rib  never  did  any  practical  work  in 
crowding  the  dog  back  when  pulled  up  by  the  chain.  This  seems  to 
be  demonstrated  conclusively  by  the  fact  that  very  soon  after  the  com- 
mencement of  this  suit  the  strengthening-rib  was  removed.  The  coupler 
operates  as  well  without  the  rib  as  with  it.  With  the  strengthening-rib 
gone,  of  course  there  could  be  no  pretense  of  infringement  unless  some- 
thing else  was  found  to  take  the  place  of  the  rib  o.  An  element  of  the 
combination  was  lacking.  That  there  is  nothing  in  the  draw-head 
cavity  of  the  Pooley  coupler  as  now  constructed  to  take  the  place  of 
the  rib  o  is  absolutely  certain,  and  therefore  the  complainant  seeks 
relief  in  the  theory  of  equivalents. 

It  is  said  that  the  elongated  eye-link,  which  seems  to  be  common  to 

both  the  Gould  and  Pooley  coupler,  when  pulled  up  by  the  chain  acts 

as  a  lever  with  a  sliding  fulcrum  where  it  impinges  upon  the  front 

margin  of  the  chain-apertare,  and  when  so  acting  it  tends  to  pry  the 

H.  Doc.  354 26 
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locking-dog  backward.  This  long  link  in  the  moving  chain  is  said  to 
be  equivalent  of  the  fixed  bearing  of  the  patent.  The  position  cannot 
be  maintalDcd.  In  location  and  manner  of  operation  it  is  a  very  dif- 
ferent contrivance.  A  construction  which  would  hold  such  a  structare 
as  an  equivalent  would  have  to  be  an  exceedingly  broad  one,  so  broad, 
indeed,  as  to  invalidate  the  patent. 

With  the  claim  restricted  as  required  by  the  prior  art  and  it«  own 
language  it  is  not  po<»sible,  in  my  judgment,  to  hold  the  defendants' 
coupler  as  an  infringement.  It  does  not  have  the  upper  inclined  bear- 
ing o  of  the  claim. 

It  follows  that  the  complainant  is  entitled  to  a  decree  for  an  injanc- 
tion  and  an  accounting  based  upon  the  claim  of  the  Browning  patent; 
but,  as  the  defendants  have  succeeded  upon  the  Barnes  patent,  the 
decree  should  be  without  costs. 


[U.  S.  Ciroait  Conrt—Sontlierii  District  of  New  York.] 

The  Imperial  Ghbmioal  MANiTFAOTUsiNa  Company  v.  Stein  et  oL 

Decided  August  8, 1896. 
75  O.  G.,  1551. 

1.  Db  Barbaran— Dyeing  Hair— Infringed. 

Letters  Patent  No.  305,057,  granted  September  16, 1884,  to  C.  Albert  Conti  de 
Barbaran,  for  a  process  of  dyeing  hair,  examined  and  Held  infringed  and  an 
injunction  granted. 

2.  Infringement— Acquiescence—Waiver  of  Sight. 

A  trespasser  cannot  acquire  a  legal  right  to  the  continuance  in  his  wrongful 
acts  without  affirmative  proof  of  some  such  act  or  omission  to  act  on  the  part  of 
him  whose  property  rights  are  invaded  as  would  make  it  inequitable  to  assert 
such  rights.  The  inequity  of  permitting  the  enforcement  of  such  claim  is 
founded  on  knowledge  of  an  opportunity  to  enforce  rights,  on  the  one  hand,  and 
on  changes  in  the  conditions  or  relations  of  the  adverse  party,  on  the  other. 

8.  Process — Succession  of  Acts—- Mixture  of  Liquids. 

If  two  liquids  mixed  before  their  application  to  an  object  fail  to  produce  a 
dyed  effect,  but  when  applied  in  succession  produce  such  effect,  the  oonclosioii 
is  that  the  former  is  an  impracticable  and  unsatisfactory  process. 

Mr.  Arthur  v.  Briesen  for  the  complainant. 
Mr,  Samuel  Oreenbaum  for  the  defendants. 

TOWNSEND,  J.  : 

Bill  for  injnnction  and  acconntiug  alleging  infringement  of  Patent 
Ko.  305,057,  granted  September  16, 1884,  to  C.  Albert  Oonti  de  Barba 
ran  and  assigned  to  complainant. 

The  two  claims  of  the  patent  cover,  respectively,  a  process  for  dyeing 
hair  and  the  compound  or  dye-bath  used  therefor.  Said  claims  are  as 
follows : 

1.  Coloring  human  hair  or  the  hair  or  fur  of  animals  by  treating  the  said  hair  oi 
fur  first  with  an  ammoniacal  solution  of  nickel  and  then  with  pyroij^allic  acid,  sab- 
stantially  as  hereinbefore  described  and  set  forth. 

2.  The  dye-bath  consisting  of  an  ammoniacal  solution  of  nickel  and  pyrogallic 
acid,  substantially  as  described. 
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The  defenses  are  denial  of  infiringement,  acquiescence,  and  lack  of 
>atentable  novelty. 

The  patent  states,  as  an  essential  element  of  the  patented  process, 
hat  the  liqoids  used  therein  shall  be  successively  applied  in  a  given 
oanner.  The  defendants  have  sold  a  hair-dye  put  up  in  three  separate 
K>ttles,  one  containing  sulfate  or  nitrate  of  nickel,  one  a  solution  of 
>yrogallic  acid  in  water,  and  one  a  solution  of  nitrate  of  silver.  The 
ircnlar  accompanying  said  bottle  shows  that  defendants  apply  said 
lye  in  the  manner  specified  in  the  patent  and  sell  it  to  others  to  be  so 
applied.  Such  sales  constitute  contributory  infringement.  {Bumford 
Ihem.  Works  v.  Hecker,  O.  D.,  1877, 192;  11  O.  G.,  330;  2  B.  &  A.,  361; 
?oyd  V.  Cherry^  O.  D.,  1892,  459;  60  O.  G.,  160;  60  Fed.  Rep.,  279.) 

The  evidence  as  to  acquiescence  is  as  follows:  For  several  years 
»rior  to  1891  defendants'  assignor  advertised  and  sold  said  infringing 
lye  in  the  same  form  and  under  the  same  name  as  that  now  used  by 
iefendants,  and  no  claim  of  infringement  was  ever  made  until  after  the 
lefendants  had  bought  out  said  business. 

Counsel  for  defendants  claims  that  these  facts  show  abandonment  of 
he  patent  and  acquiescence  in  its  public  use.  There  would  be  much 
orce  in  this  argument  if  it  appeared  that  complainant  was  a  party  or 
Tivy  to  such  laches;  but  the  evidence  shows  that  it  did  not  acquire 
itle  to  the  patent  until  May  1, 1891,  and  that  this  bill  was  filed  June 
4, 1891. 

It  is  not  now  necessary  to  determine  either  under  what  circum- 
tances  the  assignee  of  such  a  right  may  be  chargeable  with  the  con- 
equences  of  the  laches  of  his  assignor  nor  the  effect  of  the  alleged 
cqniescence  of  complainant's  assignor  upon  the  question  of  damages. 

It  is  well  settled  that  abandonment  or  long  delay  to  sue,  with  full 
nowledge  of  infringement,  may  constitute  such  laches  as  to  be  equiv- 
lent  to  bad  faith  and  may  operate  in  analogy  to  an  estoppel,  so  far  as 
quitable  relief  is  sought  (Princes  Metallic  Paint  Co.  v.  Prince  Mfg. 
?o.,  67  Fed.  Rep.,  933,  944;  Menendez  v.  JBToW,  0.  D.,  1889,  344;  46 
\.  G.,  971;  128  U.  S.,  614,  624.) 

Bat  there  is  no  evidence  in  this  case  of  non-user,  surrender  to  the 
ublic,  or  knowledge  of  infringement,  except  such  as  may  be  inferred 
*om  the  fact  of  said  sales  without  any  protest  on  the  part  of  com- 
lainanf  8  assignor.  In  these  circumstances  the  principle  of  laches 
tiould  not  be  so  applied  as  to  deprive  complainant  of  the  right  to  an 
ijunction. 

A  trespasser  cannot  acquire  a  legal  right  to  the  continuance  in  his 
Tongflil  acts  without  aflBrmative  proof  of  some  such  act  or  omission 
)  act  on  the  part  of  him  whose  property  rights  are  invaded  as  would 
lake  it  inequitable  to  assert  such  rights.  The  inequity  of  permit- 
ng  the  enforcement  of  such  claim  is  founded  on  knowledge  of  au 
pportunity  to  enforce  rights,  on  the  one  hand,  and  on  changes  in  tbe 
)ndition8  or  relations  of  the  adverse  party,  on  the  other.  (Gallifcer  v, 
adwell,  146  U.  S.,  368.) 
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Mere  delay  in  seeking  relief  where  there  ie  no  estoppel  will  not  in  general  present 
an  ii\janction,  though  it  may  preclnde  the  plaintiff  from  the  right  to  an  account  for 
past  profits.  (Ediaon  EL  Co,  v.  Equitable  Life  Aaaur,  800,,  55  Fed.  Rep.,  480;  N,  7. 
Grape  Stigar  Co.  v.  Buffalo  Grape  Sugar  Co.,  0.  D.,  1883,  460;  25  O.  G.,  1076;  18  Fed. 
Rep.,  638,  646;  Walk,  on  Pats.,  see.  596;  Pom.  £q.  Jnr.,  sec.  817;  Kittle  v.  Hallf 
C.  D.,  1887,  329;  39  O.  G.,  707;  29  Fed.  Rep.,  508.) 

The  disclaimer  of  the  patent  and  the  admissioDS  of  complainant's 
witnesses  show  that  the  claims  mast  be  strictly  limited  to  the  succes- 
sively combined  use  of  an  ammoniated  solution  of  some  salt  of  nickel 
and  a  mordant  of  pyrogallic  acid  or  its  equivalent. 

Counsel  for  defendants  claims  that  as  thus  limited  the  patent  is  void 
for  lack  of  patentable  novelty,  and  in  support  of  said  claim  relies 
especially  upon  the  affidavit  of  Paul  De  Spotts  and  the  testimony  of 
Francis  F.  Marshal,  husband  of  defendants'  assignor. 

Marshal's  testimony  fails  to  prove  that  the  circulars  containing 
directions  for  the  use  of  the  dye  similar  to  those  of  the  patented  proc- 
ess were  published  prior  to  the  application  for  the  patent  in  suit.  It 
IS  true  he  says  the  method  of  using  an  earlier  and  different  dye  was 
the  same  as  that  used  with  the  infringing  dye  and  that  the  patented 
prepairation  and  process  were  very  well  known  to  dyers;  but  he  pro- 
duces no  proof  of  the  first  statement  and  admits  he  has  no  personal 
knowledge  as  to  the  second. 

Paul  De  Spotts,  a  volunteer  witness  who  has  been  notified  that  he 
was  infringing  the  patent,  does  not  show  that  either  he  or  the  persons 
and  publications  referred  to  by  him  ever  used  or  disclosed  the  patented 
process.  His  statements  upon  this  point,  like  that  of  several  other 
witnesses,  merely  show  that  salts  of  nickel  had  been  used  as  a  hair-dye. 

This  distinction  between  the  prior  art  and  the  essence  of  the  inven- 
tion of  the  patent  is  shown  by  the  fact  that,  while  ammoniated  solutions 
of  nickel  salts  have  been  mixed  with  various  other  substances  in  the 
manufacture  of  hair-dyes,  the  patentee  was  the  first  to  discld^e— 

the  use  of  two  separate  solutions,  each  of  which  contained  ingredients  essential  to 
the  carrying  out  of  the  process  described,  and  each  of  which  is  used  separately 
instead  of  having  been  previously  mixed. 

I  do  not  find  in  the  record  any  trustworthy  evidence  of  prior  public 
use  of  sufficient  weight  to  defeat  what  appears  to  be  in  a  small  way  a 
meritorious  and  useful  invention. 

The  conclusions  reached  are  confirmed  by  the  result  of  certain 
experiments  testified  to  by  complainant's  expert,  Doctor  Wyatt,  in  the 
light  of  the  evidence  of  defendants'  witnesses,  Kraus  and  Stein. 
These  witnesses  swore  that  they  had  used  practically  the  mixture  of 
nickel  and  pyrogallic  acid  of  the  patent  as  a  dye,  and  described  its 
preparation  and  use.  Upon  rebuttal  Doctor  Wyatt  took  certain  sam- 
ples of  hair  and  treated  one  portion  with  such  mixture  and  another 
portion  by  the  successive  processes  of  the  patent  in  suit.  He  after- 
ward wa-shed  these  samples.  The  result  was  that  in  the  former  case 
the  color  was  washed  out,  while  in  the  latter  it  remained.  In  the  oue 
case  the  hair  was  merely  paiuted,  m  Wi^  oV\\et  it  was  dyed. 
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I  conclude  from  this  evidence  either  that  these  witnesses  to  anticipa- 
tion are  mistaken  as  to  their  former  alleged  uses  or  that  the  resnlts 
therefrom  were  impracticable  and  unsatisfactory  as  compared  with 
those  obtained  by  following  the  process  described  in  the  patent  in  suit. 

Let  a  decree  be  entered  for  an  ii\j  unction,  but  not  for  costs  or  for  an 
accounting. 


[U.  S.  Circuit  Court— District  of  IndJaoai] 

Enole  Sanitaby  and  Obemation  Company  v.  City  op  Elwood. 

Decided  AprU  8, 1896. 
76  O.  G.,  1713. 

1.  Enoia—FniiNACE  fob  Bubning  Wbt  and  Offbksivb  Substancx8-*No.  372,905— 

INFRINGEMBNT. 

Letters  Patent  No.  372,305;  panted  November  1,  1887,  to  Andrew  Engle,  for 
a  fhmace  for  baraing  wet  and  offensive  substances,  oonstrned  and  Held  not 
infringed  by  a  fomace  which  omits  elements  of  Engle's  combination. 

2.  Combination—Elkmbnt  Omitted. 

It  is  a  rale  of  universal  application  in  coDstrning  ''combination''  claims  that 
the  omission  in  an  alleged  infringement  device  of  one  element  of  the  combina- 
tion embodied  in  any  claim,  will  repel  the  charge  of  infringement  based  on  that 
claim. 

3.  Equivalents— FuNcnoK — Identity. 

It  is  an  essential  rule  governing  the  application  of  the  doctrine  of  equivalents 
that  not  only  must  there  be  an  identity  of  function  between  the  two  things 
claimed  to  be  equivalents,  but  that  also  that  function  must  be  performed  in  sub- 
stantially the  same  way. 

Mr.  A.  H.  Walker  for  the  complainant. 

Messrs.  C.  A.  Snow  &  Oo.  and  Mr.  E.  0.  diggers  for  the  defendant. 

BAEIEB,  J.: 

This  is  a  snit  in  equity  for  the  alleged  infringement  of  claims  1,  2, 
and  3  of  Letters  Patent  of  the  United  States  No.  372,305,  granted  on 
the  invention  of  Andrew  Engle  to  Andrew  Engle,  James  Callanan, 
and  James  G.  Savery  on  November  1, 1887,  for  improvements  infarnaces 
for  burning  wet  and  offensive  substances.  The  complainant  derives 
title  to  the  invention  by  mesne  assignments  from  the  original  patentees. 
The  bill  of  complaint  is  in  the  asnal  form  in  such  cases.  The  answer 
admits  that  the  defendant  is  a  municipal  corporation,  existing  in  due 
form  of  law  in  the  State  of  Indiana,  but  denies  every  other  averment 
of  the  bill.  The  sole  ground  of  defense  interposed  on  the  hearing  was 
that  the  furnace  used  by  the  defendant  does  not  infringe  either  of  the 
claims  of  the  Letters  Patent  of  the  complainant  which  are  alleged  to 
be  infringed.  In  view  of  this  contention  it  is  unnecessary  to  determine 
the  validity  or  patentability  of  the  invention  embraced  in  such  claims^ 
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The  claims  alleged  to  be  infringed  are  as  follows: 

1.  The  combination  of  the  oven  2,  provided  with  an  opening  in  the  front  and  a 
valve  in  the  rear  thereof,  with  the  fireplace  4,  provided  with  an  ontlet  under  the 
oven  and  with  the  valve  5^  closing  that  outlet,  all  arranged  and  operating  together 
snbstantially  ae  described. 

2.  The  combination  of  the  oven  2,  provided  with  an  opening  in  front,  the  fireplace 
40  in  the  rear  of  the  oven  and  connected  therewith  and  provided  with  a  valve  rear- 
ward thereof,  and  the  fireplace  4,  provided  with  an  outlet  under  the  oven  and  wi^ 
the  valve  5,  closing  that  outlet,  all  arranged  and  operating  together  substantially 
as  described. 

3.  The  combination  of  the  oven  2,  provided  with  an  opening  at  the  front  and  a 
valve  in  the  rear  thereof,  the  fireplace  4,  provided  with  an  outlet  under  the  oven 
and  with  the  valve  5,  closing  that  outlet,  and  the  fireplace  10,  placed  in  the  rear  of 
the  valve  5  and  above  its  level,  all  substantially  as  described. 

^ach  of  these  claims  involves  what  is  known  as  a  ^'  combination,'' 
and  it  is  a  rule  of  universal  application  in  the  construction  of  such 
claims  that  the  omission  in  the  alleged  infringing  device  of  one  element 
of  the  combination  embodied  in  any  claim  of  the  patent  will  repel  the 
charge  of  infringement  based  on  that  claim. 

A  combination  is  an  entirety.  If  one  of  its  elements  is  omitted,  the  entire  claim 
disappears.  Every  part  of  the  combination  claimed  is  conclusively  presumed  to  be 
material  to  the  combination,  and  no  evidence  to  the  contrary  is  admissible  in  any 
case  of  alleged  infringement.  The  patentee  makes  all  parts  of  the  combination 
material  when  he  claims  them  in  combination  and  not  separately.  (Walk,  on  Pats., 
sec.  349.) 

A  claim  for  a  combination  covers  the  exact  combination  claimed  and 
nothing  more.  It  does  not  protect  the  elements  of  the  combination, 
nor  their  mode  of  union,  nor  their  cooperative  law  separately  consid- 
ered. It  does  not  embrace  any  other  union  of  the  same  elements  with 
each  other  or  with  additional  elements,  nor  a  combination  of  a  portion 
of  these  elements  among  themselves.  Where  it  omits  certain  elements 
it  excludes  them  from  the  combination,  though  they  are  in  fact  essential 
to  it  as  an  operative  means;  and  where  it  treats  certain  elements  as 
necessary,  they  cannot  afterward  be  declared  by  the  inventor  to  be 
necessary,  although  the  real  invention  was  complete  without  them. 
(Eob.  on  Pats.,  sec.  627;  Vance  v.  Campbelljl  Black,  427;  Keystone 
Bridge  Co.  v.  Phoenix  Iron  Co.,  C.  D.,  1877,  384;  12  O.  G.,  280;  95  U.  8., 
274;  Schumaker  v.  Cornell,  96  XJ.  8.,  649;  Fay  v.  Cordesman,  C.  D., 
1883,  474;  26  O.  G.,  1277;  109  U.  8.,  408;  Sargent  v.  YaU  Lock  Co.,  114 
U.  8.,  63;  Shepard  v.  Carrigan,  0.  D.,  1886,  116;  34  O.  G,,  1167;  116 
U.  8.,  693;  Yale  Lock  Co.  v.  Sargent,  0.  D.,  1886,  166;  36  O.  G.,  385; 
117  U.  8.,  373;  McClain  v.  Ortmayer,  O.  D.,  1891,  632;  67  O.  G.,  1129; 
141  U.  8.,  419;  Richards  v.  Chase  Elevator  Co.,  0.  D.,  1896,  392;  71 
O.  G.,  1466;  169  U.  8.,  477.) 

The  elements  of  the  first  claim  are,  first,*the  oven  2,  with  an  ox>ening 
under  the  oven  and  a  valve  in  the  rear,  and,  secondly,  a  fireplace  4, 
provided  with  an  outlet  under  the  oven,  and  a  valve  6,  closing  the  oat- 
let.    The  defendant's  furnace  has  neither  the  valves  nor  the  oven, 
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whicli  constitute  elements  in  the  complainant's  furnace,  as  described 
in  this  claim.  Counsel  in  his  brief  makes  no  mention  of  the  valves, 
which  are  made  material  elements  of  the  subcombination  of  this  claim, 
nor  does  he  attempt  to  account  for  their  absence  in  the  defendant's 
fornace.  He  endeavors  to  show  infringement  of  this  claim  by  attempt- 
ing to  prove  that  the  open-work  grate  in  the  defendant's  furnace  is  an 
equivalent  of  the  oven  2  in  the  complainant^s  patent  and  that  certain 
natural-gas  burners  employed  in  the  defendant's  furnace  are  the 
mechanical  equivalents  of  the  fireplace  4  of  complainant's  patent.  If 
this  contention  were  conceded,  it  would  not  avail  the  complainant, 
because  the  valves,  which  are  made  material  elements  of  the  first 
claim,  are  not  found  in  the  defendant's  furnace.  But  the  claim  of 
counsel  is  unfounded.  The  open-work  grate  of  the  defendant's  furnace 
is  not  a  mechanical  equivalent  of  the  oven  2  found  in  complainant's 
structure. 

One  thing  to  be  the  equivalent  of  another  must  perform  the  same  fnnctioD  as  that 
other,  and  whUe  it  can  be  each  an  equivalent  if  it  does  more  than  that  other,  it 
cannot  be  such  equivalent  if  it  does  less.    (Walk,  on  Pats.,  sec.  352.) 

And  it  is  an  essential  rule  governing  the  application  of  the  doctrine 
of  equivalents  that  not  only  must  there  be  an  identity  of  function 
between  the  two  things  claimed  to  be  equivalents  but  that  function 
must  be  performed  in  substantially  the  same  way  by  an  alleged  equiv- 
alent as  by  the  thing  of  which  it  is  alleged  to  be  an  equivalent  in 
order  to  constitute  it  such.  (Walk,  on  Pats.,  sec.  353;  Union  Paper 
Bag  Machine  Co.  v.  Murphy,  0.  D.,  1878, 199;  13  O.  G.,  366;  97  TJ.  S., 
120;  Boiler  Mill  Patent,  0.  D.,  1895,  195;  70  O.  G.,  1065;  156  U.  S.,  261 ; 
Seeley  v.  Brush  JElectric  Oo.y  0.  D.,  1891,  296;  54  O.  G.,  '661;  44  Fed. 
Bep.,  420.) 

The  oven  2  in  the  Engle  patent  simply  serves  to  retain  the  wet  and 
offensive  substances  which  are  to  be  burned,  and,  being  made  of  solid 
brickwork,  there  can  be  no  separation  of  the  liquid  matter  from  the 
solid  prior  to  decomposition.  The  liquid  matter  in  the  oven  must  first 
be  evaporated  into  steam  and  partially  volatilized  into  gases  before 
any  combustion  of  the  solid  matter  can  take  place.  This  involves  the 
maintenance  of  a  great  heat,  involving  a  considerable  consumption  of 
fuel,  and  the  process  in  the  nature  of  things  must  be  slow.  In  the 
defendant's  furnace  the  wet  and  offensive  substances  are  dumped 
directly  on  a  grated  surface,  and  as  soon  as  they  are  thus  placed  the 
liquid  matter  is  separated  from  the  solid,  inasmuch  as  the  fluids  perco- 
late through  the  grate  into  a  chamber  below,  while  the  solid  matter 
remains  upon  the  grate  ready  for  immediate  consumption  by  fire.  In 
this  way  the  solid  matter  is  more  speedily  consumed  and  with  less 
expenditure  of  fuel  than  occurs  in  the  complainant's  furnace.  The 
complainant's  oven  2  serves  only  the  one  function  of  receiving  and 
holding  both  the  liquid  and  solid  matter  deposited  therein  and  there 
subjecting  them  to  consumption  by  fire.    The  defendant's  open-work 
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grate  performs  the  additional  fanction  of  separating  the  liquid  from 
the  solid  matter,  thus  permitting  each  at  once  to  be  separately  acted 
upon  by  fire.  It  is  therefore  apparent  that  the  defendant's  open-work 
grate  does  not  perform  the  same  function  as  the  oven  2  in  complainant's 
farnace  and  in  substantially  the  same  way,  which  is  of  the  essence  of 
equivalency. 

The  foregoing  considerations  apply  with  equal  force  to  the  second  and 
third  claims  of  the  complainant's  patent  and  show  that  the  defendant 
has  not  infringed  either  of  them.  It  follows  that  a  separate  considera- 
tion of  the  alleged  infringement  of  these  claims  is  unnecessary.  Hie 
complainant  has  failed  to  establish  the  alleged  infringement  complained 
of,  and  its  bill  must  be  dismissed  for  want  of  equity,  at  its  cost^  and  it 
is  so  ordered. 


[IT.  S.  Circuit  Court  of  ▲ppeali--Seeond  Circuit.] 

Blount  MANUFAOTrBiNG  Company  v.  Babdslst. 

Decided  May  IS,  1896, 
75  O.  G.,  2007. 

1.  Blount— Pneumatic  Door-Check— Patentabijb  Invention— Infringed. 

Claim  2  of  Letters  Patent  No.  289,380,  granted  December  i,  1883,  to  Engene  I. 
Blount,  for  an  improvement  in  door- checks,  constrned,  in  view  of  tbe  state  of 
the  art,  not  to  cover  a  pioneer  invention  warranting  a  broad  «nd  liberal  appli- 
cation of  the  doctrine  of  equivalents,  but  a  patentable  inventaou  which  is 
infringed. 

2.  Same— Door  Check  and  Closer— Patentable  Invention — Infringed. 

Claims  2. and  3  of  Letters  Patent  No.  458,357,  granted  August  25,  1891,  to 
Eugene  I.  Blount,  for  a  door  check  and  closer,  Held  to  cover  a  patentable  com- 
bination and  infringed. 

Mr.  Melville  Churchy  Mr.  Joseph  B.  Ohurohy  and  Jfr.  Charles  jS. 
Mitchell  for  the  appellee. 
Mr.  Charles  C.  QUI  aud  Mr.  Edmund  Wetmore  for  the  appellant. 

STATEMENT  OF  THE  OASE. 

This  is  ail  appeal  from  an  interlocutory  decree  of  the  Circuit  Court, 
Southern  District  of  New  York,  entered  on  May  9, 1895.  Two  patents, 
each  containing  several  claims,  were  before  the  Circuit  Court.  A  decree 
for  an  injunction  and  accounting  was  entered  only  as  to  the  second 
claim  of  one  patent  and  the  second  and  third  claims  of  the  other 
patent.  The  correctness  of  the  decision  of  the  Circuit  Court  as  to  these 
claims  only  is  to  be  inquired  into  upon  this  appeal. 

Before  Wallace,  Laoombe,  and  Shipman,  Judges. 

Laoombe,  J. ; 

The  first  patent  is  No.  289,380,  granted  December  4, 1883,  to  Eugene 
I.  Blount,  for  what  the  Patent  Office  called  a  <<  pneumatic  door-cheok." 
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The  patentee  described  bis  invention  as  ^'an  improvement  in  door- 
cbecks,"  and  as  be  uses  a  liquid,  <^  preferably  oil  or  glycerin,"  instead 
of  air  in  tbe  cbecking-cylinder  tbe  title  selected  by  the  Patent  Office  is 
inaccurate.  The  following  excerpts  from  the  specification  sufficiently 
indicate  the  object  of  the  invention  and  the  means  employed  to  secure 
that  object. 

My  inyention  relatea  to  a  door-oheok  or  apparatus  for  automatically  closing  the 
door  without  slamming  it;  and  it  has  for  one  of  its  objects  to  enable  the  movements 
of  the  door  to  be  more  perfectly  controlled  than  by  the  devices  heretofore  employed. 

The  invention  is  embodied  in  an  apparatus  having  an  actnating-spring  and  an  arm 
operated  thereby  with  an  oscillating  movement  when  the  door  is  opened  or  closed, 
the  said  arm  being  connected,  as  hereinafter  described,  with  the  door  and  with  a 
controlling  or  cushioning  cylinder,  to  retard  and  regulate  the  movement  of  the  said 
arm  in  closing  the  door.  The  end  of  the  arm  is  connected  with  the  door  by  Jointed 
levers  or  connecting-rods,  and  means  are  provided  for  adjusting  the  strength  of  the 
spring  when  desired,  and  also  for  adjusting  the  cushioning  effect  of  the  cylinder, 
which  contains  a  fluid  and  a  piston,  provided  with  a  valve,  allowing  the  fluid  to 
pass  through  it  when  moving  in  one  direction  through  the  cylinder,  as  in  opening 
the  door,  the  said  valve  closing  and  causing  the  fluid  to  be  foroed  around  from  one 
to  the  other  end  of  the  cylinder  through  a  suitable  passage  controlled  by  a  valve  in 
the  return  movement  of  the  said  piston  as  in  closing  the  door.  The  piston  has  a 
piston-rod  connected  with  the  spring-pressed  arm  that  operates  on  the  door,  and  the 
connections  are  so  arranged  that  the  leverage  of  the  arm  or  power  of  the  spring  acts 
with  least  advantage  when  the  door  is  widest  opened,  thus  causing  a  rapid  move- 
ment of  the  door  when  it  begins  to  close,  the  resistance  of  the  fluid  at  the  same  time 
operating  with  the  least  advantage,  and  as  the  door  closes  the  leverage  of  the  spring 
increases  as  well  as  the  force  derived  from  the  resistance  of  the  fluid  in  the  cylinder, 
so  that  the  door  is  finally  closed  with  a  slow  but  powerful  movement. 

Here  follows  a  description  of  the  details  with  reference  to  the  draw- 
ings. The  spring-chamber  and  the  liquid-chamber  are  independent  of 
each  other.  No  part  of  the  spring  enters  the  liquid-chamber,  and  it  is 
not  possible  for  any  of  the  liquid,  when  under  pressure,  to  find  its  way 
into  the  spring-chamber.  It  is  strictly  confined  to  the  liquid-chamber 
and  to  the  by-pass  which  connects  the  two  ends  of  that  chamber.  An 
arrangement  for  increasing  the  retardation  of  flow  into  the  by- pass  by 
means  of  a  series  of  ports  which  are  successively  closed  by  the  advanc- 
ing piston  is  shown;  but  it  forms  no  part  of  the  claim  involved  in  this 
appeal.  From  the  spring-chamber  there  projects  the  end  of  the  spindle 
around  which  the  spring  is  coiled.  It  is  revolved  in  one  direction  by 
the  spring  and  in  the  other  direction  by  the  opening  of  the  door.  The 
motion  which  the  spindle  receives  from  the  spring  it  communicates  to 
an  arm,  which  itself  transmits  the  same,  through  levers,  directly  to  the 
door.  This  is  the  door-closing  part  of  the  apparatus,  and  it  is  checked 
for  the  purposes  above  set  forth  by  the  resistance  of  the  piston-rod 
which  projects  from  the  regulating  liquid-cylinder.  This  resistance  is 
not  applied  directly  to  the  door  nor  to  the  levers  nor  to  the  arm  which 
connects  with  the  levers,  but  to  a  crank  projecting  about  at  right 
angles  from  the  arm.    Connection  is  made  with  the  piston-rod  by  a  pin 


410  DECISIONS  OF   U.  S.  COUETfl  IN  PATENT   CASES. 

on  the  crank,  which  plays  in  a  slot  on  the  piston-rod,  arranged  at  right 
angles  to  its  line  of  motion.    The  specification  proceeds: 

It  will  be  seen  that  when  the  door  in  nearly  closed  the  crank  A**  is  nearly  at  right 
angles  to  the  line  of  movement  of  the  piston-rod,  and  oonseqnently  the  retarding 
force  of  the  liquid  then  acts  with  maximam  lererage,  thns  checking  tlie  movement 
of  the  door  and  causing  it  to  close  without  slamming,  and  at  the  same  time  the 
spring  a  acts,  through  the  arm  or  lever  h,  with  the  maximum  leverage,  thus  having 
the  greatest  power  upon  the  door,  as  is  necessary  to  close  and  latch  it.  In  the  move- 
ment of  the  arm  h,  when  the  door  is  opened  at  about  right  angles  to  the  casing,  the 
crank-pin  h^  will  travel  through  the  slotted  cross-head,  with  the  crank  nenrly  in 
line  with  the  piston-rod,  which  is  thus  at  or  near  its  dead-center,  and  almost  power- 
less to  resist  the  movement  of  the  arm  h  under  the  action  of  the  spring,  and  the  door 
consequently  begins  to  close  from  its  wide-open  position,  with  very  little  retarda- 
tion from  the  fluid  in  the  regulating-cylinder,  and  will  move  rapidly  until  nearly 
closed. 

The  second  claim  of  this  patent  reads  as  follows: 

2.  The  actuating-spring  and  mechanism  for  transmitting  its  force  to  the  door, 
combined  with  the  regulating-cylinder  having  a  passage  connecting  its  ends  and  a 
controlling-valve  therefor,  and  the  piston  provided  with  ports  through  it  and  a  valve 
controlling  them,  and  its  piston-rod  operating  upon  the  said  mechanism  actuated 
by  the  spring,  substantially  as  described. 

The  record  in  the  case  is  voluminous.  There  have  been  very  many 
patents  introduced  illustrative  of  the  prior  art  and  the  argument  has 
taken  a  wide  range.  Prolonged  study  of  the  case,  however,  has  led  to 
the  conclusion  that  the  subject  is  a  narrow  one,  and  there  is  little  to 
add  to  the  brief  opinion  filed  in  the  Gircuit  Oourt.  Blount  was  mani- 
festly no  pioneer  in  the  art.  Norton  had  pointed  out  the  advantages 
of  and  shown  how  to  effect — 

an  increase  in  the  rapidity  with  which  the  piston  is  driven  home  as  the  door  nears 
the  jamb  so  that  the  resistance  *  *  *  in  the  cylinder  in  front  of  the  piston  wUl 
not  materially  affect  the  motion  of  the  piston  until  the  piston  has  been  driven 
nearly  home  and  the  door  is  about  to  strike  the  Jamb. 

Norton's  device  was  a  pneumatic  door-check,  and  both  spring  and 
air  operated  in  the  same  chamber;  but  Oldham  had  used  a  liquid  as 
the  resisting  medium  and  had  separated  the  liquid-cylinder  from  the 
spring.  No  regulating-cylinder  with  a  by-pass  is  found  in  the  door- 
checking  art  before  Blount;  but  by-passes  are  shown  in  the  Tice  patent 
for  a  rowing-exercise  machine,  in  the  Ouidicelli  French  patent  for 
checking  motion  imparted  by  a  spring  to  turn  a  spit,  and  elsewhere. 
The  record  indicates  that  improvements  were  needed  before  the  Blount 
apparatus  became  commercially  successful;  but  that  it  is  an  operative 
closer  and  check  the  working  model  put  in  evidence  plainly  indicates. 
We  concur,  therefore,  with  the  conclusion  of  the  judge  who  tried  the 
cause  in  the  Oircuit  Oourt  that  the  parts  of  the  second  claim  and  their 
arrangement — 

together  quite  obviously  constitute  a  door  closer  and  check  different  feom  and  better 
than  that  of  either  Oldham  or  Norton,  whose  devices  are  nearest  to  these  parts. 
These  and  the  other  earlier  patents  show  similar  parts  in  other  arrangements  fot 
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other  purposes;  bnt  nothing  shows  them  working  together  in  any  arrangement  like 
this  for  this  or  any  other  purpose.  The  taking  of  these  parts  and  bringing  them 
together  and  making  them  work  in  this  arrangement  was  more  than  mechanical, 
and  ibppears  to  have  well  amonnted  to  a  patentable  invention. 

At  the  same  time  we  are  clearly  of  the  opinion  that  the  state  of  the 
art  precludes  any  construction  of  the  patent  as  a  pioneer  invention 
warranting  a  broad  and  liberal  application  of  the  doctrine  of  equiva- 
lents. 

The  patentee  is  entitled  only  to  the  precise  combination  shown  in 
the  patent  and  covered  by  the  claim.  This  includes,  first,  an  actuating- 
spring  producing  circular  motion  on  a  spindle;  second,  mechanism  for 
transmitting  its  force  to  the  door,  though  whether  two  or  three  levers 
are  used  in  such  transmission  is  immaterial,  as  the  specification  pro- 
vides for  variations  in  that  particular;  third,  a  regulating-cylinder 
combined  with  the  other  parts,  but  not  itself  containing  the  spring, 
and  so  arranged  that  the  liquid  whose  elasticity  under  pressure  acts 
as  a  regulator  is  confined  to  the  regulating-cylinder  and  the  by-pass; 
fourth,  a  by-pass  connecting  the  ends  of  the  cylinder;  fifth,  a  controll- 
ing-valve for  the  by-pass;  sixth,  a  piston  moving  in  the  regulating- 
cylinder;  seventh,  ports  in  the  piston;  eighth,  a  valve  controlling  the 
piston-ports;  ninth,  a  piston-rod,  and,  tenth,  a  connection  between 
the  piston-rod  and  the  spring-actuated  mechanism,  this  << connection" 
to  be  of  such  a  character  that  it  will  permit  the  piston-rod  to  operate 
upon  the  spring-actuated  mechanism  ^^substantially  as  described" — 
{.  e.,  so  as  to  produce  the  described  effect  of  gradually  accelerating  the 
motion  of  the  piston  during  the  door-closing  operation,  either  by  means 
of  a  pin  on  the  crank-arm  playing  in  a  slotted  cross-head  on  the  piston 
or  by  some  simple  mechanical  equivalent  for  such  a  method  of  bringing 
the  two  motions  originating,  respectively,  in  the  spring  and  the  liquid 
into  opposition  through  the  operation  of  the  piston-rod  upon  the  spring- 
actuated  mechanism. 

The  history  of  the  patent  as  disclosed  by  the  file-wrapper  and  con- 
tents has  no  bearing  upon  this  second  claim.  It  was  originally  the 
fourth  claim,  and  was  allowed  in  the  very  language  in  which  it  was 
first  expressed.  The  other  claims,  original  and  amended,  which  were 
disallowed,  were  evidently  broader  than  this.  None  of  them  contained 
the  by-pass  and  regulating- valve  therefor. 

The  defendant's  door-check  differs  widely  in  appearance  from  that 
of  the  Blount  1883  patent.  The  art  has  progressed  and  the  cumber- 
some apparatus  with  most  of  its  parts  uncased,  unsightly,  and  liable 
to  accidents  has  been  gradually  reorganized  into  a  compact  and  pro- 
tected structure.  Still  the  very  device  made  by  defendant  contains 
every  element  of  the  combination  of  the  second  claim.  It  has  an  actu- 
ating-spring  inclosed  in  a  spring-chamber  and  producing  circular  motion 
on  a  spindle;  also,  mechanism  consisting  of  two  levers  for  transmit- 
ting the  spring  force  to  the  door.  It  has  a  regulating-cylinder,  not 
itself  containing  the  spring,  and  so  arranged  that  the  liquid  wbicli  it 
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contains  is  strictly  confined  to  the  regulating-cylinder  and  the  by-pass 
and  nonp  of  the  force  engendered  by  the  resistance  of  the  liquid  to  com- 
pression is  dissipated  by  its  escape  out  of  the  regulating-cylinder. 
Defendant's  device  has  the  by-pass  and  controlling- valve  therefor,  and 
although  the  by-pass  does  not  extend  from  one  end  of  the  cylinder  to 
the  other  it  does  extend  so  far  as  to  have  its  inlet  in  advance  of  the 
piston  and  its  outlet  behind  the  backward  range  of  the  piston.  There 
is  also  a  piston  moving  in  the  regulating-cylinder.  There  are  ports  in 
the  piston  and  a  valve  controlling  them.  There  remains  only  the  pis- 
ton-rod and  the  connection  between  it  and  the  spring-actuated  mechan- 
ism. The  defendant  uses  an  elongrated  piston,  which  he  describes  as 
"a  piston  having  the  heads  f  g  and  the  middle  portion  cut  away."  In 
other  words,  two  disks  of  diameter  sufficient  to  fit  the  bore  of  the  regu- 
lating-cylinder are  joined  to  each  other  by  rods  cast  integral  with  the 
heads  and  of  such  length  as  to  leave  an  open  space  of  an  inch  and  a 
half  to  two  inches  between  the  heads.  Only  one  of  these  beads  acts  as 
a  piston.  It  is  provided  with  ports  and  a  valve.  The  other  head  and 
the  connecting  rods  act  as  guides  to  hold  the  piston-head  in  place,  and 
they  move  with  it.  They  form  in  reality  the  tailpiece  of  the  piston- 
head  as  much  as  the  ordinary  piston-rod  does. 

The  two  motions  generated  by  the  spring  and  the  liquid,  respect- 
ively, are  brought  into  opposition  not  on  the  outside  of  the  casing,  as 
in  Blount's  1883  patent,  but  within  the  liquid-cylinder.  This  is  no 
doubt  an  improvement,  but  it  is  none  the  less  within  the  second  claim. 
This  operation  is  eflFected  by  an  eccentric  or  cam  (which  is  the  equiva- 
lent of  a  crank-arm)  on  the  spindle,  which  projects  downward  into  the 
liquid-chamber.  This  cam  is  inserted  into  the  open  space  between  the 
two  heads  of  the  x)iston,  which,  with  their  connecting-rods,  are  a  very 
close  equivalent  of  the  slotted  cross-head  in  the  piston-rod  of  Blount. 

The  expert  evidence  leaves  little  doubt  that  the  operation  of  the  cam 
or  crank  and  the  elongated  piston  produces  the  same  effect  in  gradually 
accelerating  the  motion  of  the  piston  during  the  door-closing  operation, 
and  certainly  the  means  employed,  though  differing  in  appearance, 
seem  to  be  mechanically  the  same.  When  the  piston  is  being  drawn 
back  by  the  opening  of  the  door,  the  eccentric,  cam,  or  crank  engages 
with  the  forward  surface  of  the  rear  head  of  the  elongated  or  two-headed 
piston,  just  as  in  Blount's  1883  patent  the  pin  on  the  crank  engages 
with  the  forward  surface  of  the  rear  head  of  the  slotted  cross-head  on 
the  piston-rod.  When  the  piston  is  moving  forward  under  the  actua- 
tion of  the  spring  closing  mechanism,  the  eccentric,  cam,  or  crauk 
encounters  and  struggles  against  the  force  of  the  resisting  liquid  by 
engaging  with  the  rear  surface  of  the  forward  head  of  the  elongated  or 
two-headed  piston,  just  as  in  Blount^s  1883  patent  the  pin  on  the  crank 
engages  with  the  rear  surface  of  the  forward  head  of  the  slotted  cross- 
head  on  the  piston  rod. 

The  Circuit  Court  therefore  correctly  found  that  defendant  uses  the 
combination  of  Blount's  1883  patent  and  infringes  its  second  claim. 
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The  second  patent  sued  on  is  No.  458,357,  issued  August  25, 1891,  to 
Eugene  I.  Blount,  for  a  ^^door  check  and  closer."  The  second  and 
third  claims,  which  the  Gircuit  Court  held  to  be  valid  and  infringed,  are 
as  follows: 

2.  A  door-oheok  embracing  in  its  constrnction  a  closed  spring-chamber,  a  liqnid- 
chamber  below  said  spring-chamber  arranged  at  right  angles  to  the  spriDg-chamber, 
an  oscillatory  shaft  extending  through  said  spring- chamber  into  said  liq  a  id-cham- 
ber, and  a  piston  having  a  valved  port  and  longitudinally  movable  in  said  liquid- 
chamber  at  a  right  angle  to  the  axis  of  said  shaft,  the  latter  being  connected  to  the 
said  piston  to  operate  the  same,  as  set  forth. 

3.  A  door-check  embracing  in  its  construction  a  vertically-arranged  spring-cham- 
ber, a  closed  liquid-chamber  arranged  at  a  right  angle  to  the  axis  of  the  spring- 
chamber,  an  elongated  piston  in  said  liquid-chamber  adapted  to  operate  longitudi- 
nally of  said  liquid- chamber  and  having  a  valved  port  and  provided  at  its  front 
and  rear  ends  with  bearings  to  substantially  fit  the  interior  of  the  chamber,  and  a 
shaft  extending  through  the  said  spring-chamber  into  the  liquid -chamber  and  con- 
nected with  the  piston  to  operate  the  same  and  be  operated  thereby,  as  set  forth. 

This  patent  professes  to  cover  only  improvements  upon  Blount's  1883 
patent.  It  is  to  be  closely  construed.  Many  of  its  specific  features 
are  shown  in  patents  intermediate  1883  and  1891;  but  the  precise  com- 
bination set  forth  in  the  claims  above  quoted  is  not  found  therein,  and 
we  agree  with  the  Gircuit  Gourt  in  the  conclusion  that  it  presents  pat- 
entable novelty.  If  the  defendant  manufactured  the  ^<  combined  door 
spring  and  check''  of  his  own  patent.  No.  464,951,  dated  December  15, 
1891,  he  would  not  infringe,  because  both  the  claims  above  quoted  call 
the  one  for  a  "closed  spring-chamber,"  the  other  for  a  "closed  liquid- 
chamber,"  and  since  both  chambers  are  required  to  be  in  juxtaposition 
this  language  imports  such  a  partition  between  them  as  will  prevent 
the  escape  of  liquid  from  the  liquid-chamber  into  the  spring-chamber. 
Bardsley's  1891  patent,  however,  shows  the  partition  or  "  shelf,"  as  he 
calls  it,  so  cut  away  as  to  permit  the  liquid  to  flow  from  one  chamber 
into  the  other.  The  door-checks  which  defendant  makes,  however,  do 
not  conform  in  this  respect  to  his  patent  and  the  partition  between 
liquid  chamber  and  spring-chamber  is  made  liquid-tight.  That  in  all 
respects  save  one  the  defendant's  checks  are  within  the  second  and 
third  claims  of  Blount's  1891  patent  is  hardly  disputed.  Upon  this 
single  point  in  dispute  the  Gircuit  Gourt  says: 

The  second  and  third  claims  merely  describe  the  shaft  as  connected  with  the  piston 
without  mentioning  how.  Qaestion  is  made  in  expert  opinion  and  in  argument 
as  to  whether  the  shaft  is  connected  with  the  piston  within  the  meaning  of  these 
claims.  The  second  of  them  proTides  for  the  shaft's  being  connected  to  the  piston 
to  operate  the  same ;  and  the  third  for  its  being  connected  with  the  piston  to  operate 
the  same  and  be  operated  thereby.  This  shows  that  the  connection  provided  for  is 
not  an  actual  attachment  that  will  prevent  any  separation,  but  such  a  relation  of 
parts  as  will  produce  simultaneousnees  of  motion  between  the  shaft  and  the  piston. 

In  our  opinion  the  defendant's  eccentric,  cam,  or  crank  is  "  connected" 
with  his  piston  having  the  heads  /and  g  within  any  fair  definition  of 
that  word.  Although  not  actually  attached  without  possibility  of  sepa- 
ration to  either  head  /or  head  ^,  it  is  thus  attached  to  the  elongated 
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contains  is  strictly  confined  to  tb^  '        ^^^^  having  two  heads 

and  nonp  of  the  force  enfri^-^  ,  y  'il^'.'^'^^  ^^  ^^^*^^  ^^  ~^®'  ^ 
pression  is  dissin--  ^<  ^^>>;i  ^^®  eccentric,  cam,  or  crank 

Defendant's  der  ^/  ..^/^^'<f>^^  ^^  ^^  ^^  mounted  that  it 
although  the  y  ^^j:/-:'^^^'^^'*^^^^  ^'"^  ^^  *^^  two-headed 
the  other  it ''  ^%;;^r^'>  ^  ^''^^  "^'^^  ''''^  ^^^  ^""^  ^"^ 
piston  and  "^^^lil^^C  ^^"^  crank-pin  in  Blount's  1883  patent  is 
is  also  a  J^'^'^J^^'^^^fJ^^Jtcro^'^^^'i  although  it  moves  therein  and  is 
the  nir        /'^'^^'^  %^^^%  one  side  of  the  slot  and  sometimes  with  the 

ton-r        t^if^^LsiJi^ 

isn^         ^^^^^'"^  in  ^^  evidence  as  to  alleged  prior  invention  by 

" '  <^^^W  '^^ley  ^  ^^  ^^^  reversal  of  the  decree  of  the  Circuit 


DISSENTING  OPINION. 

^^^"^asot  ^^^  *^®  judgment  in  this  case. 

^  ^'  of  tbe  opinion  that  there  is  no  patentable  novelty  in  the  aggre- 

f  ^  ^f  devices  specified  in  tbe  second  claim  of  the  earlier  patent  to 

^  antf  No.  289,380,  or  in  the  second  and  third  claims  of  his  later  pat- 

t,  ^^'  458,357.    It  suffices  to  say  of  the  earlier  patent  that  everything 

n  the  combination  of  the  second  claim  was  old  in  the  prior  art,  except 

^at  Blount  seems  to  have  been  the  first  to  employ  in  a  door-check  a 

i^galatiug-cylinder  with  a  by -pass.    It  was  for  this  feature  of  novelty 

(jiat  the  Patent  Office,  after  rejecting  claims  during  the  pendency  of 

bis  application  which  embodied  all  the  other  parts  of  the  second  claim, 

allowed  it  as  amended.    Blount  selected  a  by-pass  in  preference  to 

placing  a  second  valve  in  the  piston,  a  perfectly  well-known  substitute 

in  valve  mechanism. 

The  claims  of  the  later  patent  are  for  still  more  attenuated  and  unim- 
portant changes  of  organization. 


[U.  S.  Cironit  Court  of  Appeal*— Seoond  Cironit.] 

Gould  Coupleb  Company  v.  Tbojan  Cab  Oouplbb  Company. 

Decided  May  97, 1896, 
75  O.  G.,  2009. 

1.  Browning — Cab-Coupling — Non-Infrinobmbnt. 

Letters  Patent  No.  254,106,  granted  February  28, 1882,  to  Clinton  Browning, 
for  a  car-conpling,  examined  and  Held  not  infringed. 

2.  Infbinqbmbnt—Autoicatic  Means. 

A  claim  which  inolades  ''means  *  *  •  for  automatically  opening  and 
retaining''  is  not  infringed  by  a  device  which  has  means  for  performing  but 
one  of  these  functions.  Browning's  device  does  away  with  the  presence  of  a 
trainman  in  coupling  cars,  since  it  is  automatic  in  its  character,  and  a  claim  for 
it  is  not  infringed  by  a  device  which  is  without  any  automatic  means  for  neoes- 
Barily  placing  the  device  in  position  for  coupling. 
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S.  Construction  of  Patent— Solicitor. 

The  oiroamstanoe  that  a  paten  tee,  when  an  applicant,  had  no  attorney  is  no 
reason  for  adopting  any  pecaliarly  liberal  constrnction  of  his  patent. 

4.  Construction  of  Patent— Merit  of  Invention. 

The  fact  that  a  patented  device  is  meritorioas  is  no  reason  why  the  patent 
should  be  construed  to  cover  any  other  construction  than  that  which  was  evi- 
dently in  the  inventor's  mind  and  expressed  in  the  specification. 

Mr.  Frederic  H.  Belts  and  Mr.  Edwin  H.  Brown  for  the  appellant. 
Mr.  Edmund  Wetmore,  Mr.  Frederick  P.  Fishj  and  Mr.  Ernest  C.  Wehh 
for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  is  an  appeal  firom  an  order  for  injunction  pendente  lite  made  by 
the  Oircoit  Ooort,  Northern  District  of  New  York,  in  a  suit  brought 
for  alleged  infringement  of  United  States  Patent  No.  254,106,  granted 
Febmary  28, 1882,  to  Olinton  Browning,  and  now  owned  by  complain- 
ant. This  patent  was  sustained  by  the  same  court  in  a  litigation 
between  the  present  complainant  and  Pratt  &  Letchworth,  the  coupler 
manufactured  by  the  last-named  firm,  and  known  as  the  ^^Pooley'' 
coupler,  being  held  to  be  an  infringement  of  the  Browning  patent. 
An  elaborate  opinion  was  filed  in  the  Pratt  case  {ante^  1547;  75  O.  G., 
1547) ;  but  we  find  none  in  the  record  of  the  case  now  on  appeal.  Such 
record  contains  all  the  testimony  taken  in  the  Pratt  case  and  much 
additional  evidence  presented  in  affidavits. 

Laoobibe,  J. : 

The  defendant  contends  that  the  patent  in  suit  is  anticipated;  that 
it  lacks  utility,  and  that  it  presents  no  patentable  novelty.  In  support 
of  this  contention  there  have  been  introduced  many  prior  patents  and 
much  evidence,  expert  and  other.  It  will  not  be  necessary  to  enter 
into  any  extended  examination  of  this  branch  of  the  case.  The  single 
claim  of  the  patent  reads  as  follows : 

In  a  car-conpling  oomposed  of  a  bifurcated  head  and  rotary  interlocking  hook, 
the  combination^  with  said  rotary  hook,  of  means,  substantially  such  as  described, 
for  aatomatically  opening  and  retaining  said  hook  in  proper  position  for  conpling. 

Of  this  claim  the  Circuit  Oourt  in  the  Pratt  case  says : 

The  claim  covers  both  the  feature  of  opening  the  hook  and  holding  it  open  in  a 
position  for  conpling.  Of  this  there  is  no  doubt.  All  of  the  experts  agree  upon 
this  proposition.  The  complainant's  expert  says,  and  says  oorrectly,  that  a  coupler 
which  has  means  for  accomplishing  but  one  of  these  results  does  not  infringe. 

No  one  upon  this  appeal  disputes  the  accuracy  of  this  conclusion, 
and  in  consequence  the  question  of  infringement  is  much  simplified. 
It  will  be  unnecessary  to  determine  to  what  extent  the  devices  of 
defendant  operate  automatically  to  retain  the  opened  hook  in  proper 
position  for  coupling,  because  unless  it  can  be  shown  that  defendant's 
device  automatically  opens  such  hook  no  infringement  is  shown. 

As  indicated  in  the  claim,  complainant's  coupler  belongs  to  the  gen- 
eral class  of  couplings  which  are  composed  of  a  \>\&>x^^\i^^  \i^*^^  vcA 
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rotary  interlocking^  hook.  Defendant's  belongs  to  the  same  class,  the 
prototype  of  which  is  the  "  Jauney '^  coupler.  This  Janney  coupler  is 
thus  described  by  one  of  the  experts : 

It  oonBists  generally  of  two  draw-heads  (one  on  each  car),  each  of  which  has  a 
forked  arm,  to  which  is  pivoted  the  knuckle  or  comer  of  an  L-shaped  hook,  capable 
of  swinging  to  one  position  to  lock  with  the  hook  of  the  opposing  draw-head  and  held 
in  that  position  by  a  locking- block  or  detent,  and  also  capable  of  swinging  to  another 
position  when  the  detent  is  withdrawn  or  tamed  to  one  side  so  as  to  anconple  from 
the  hook  of  the  opposing  draw-head. 

Apparently  all  the  couplers  of  this  class — certainly  the  Janney,  the 
Pooley,  the  Browning,  and  the  Trojan — are  automatic  couplers — that  is, 
after  the  parts  have  been  put  in  proper  position  they  will,  unless  acci- 
dentally disarranged,  complete  the  act  of  coupling  as  the  cars  come  in 
contact,  without  further  intervention  of  the  trainman.  In  the  old  form 
ot  link-and-pin  coupling  the  trainman  had  to  guide  the  link  into  its 
proper  recess  in  the  draw-head,  and  when  it  had  entered  he  locked  it  by 
inserting  the  pin.  With  automatic  couplers  of  this  Janney  class  as  the 
cars  come  together  each  stationary  forked  arm  strikes  the  rotary 
L-shaped  hook  or  <^  knuckle,"  causing  it  to  revolve,  so  as  to  hook  into 
the  opposing  knuckle,  and  as  soon  as  engagement  is  complete  the  locks 
or  detents,  which  prevent  the  rotary  hooks  or  knuckles  from  swinging 
back,  drop  into  plaee.'  The  bond  of  union,  therefore,  between  the  two 
cars  is  the  interlocked  knuckles,  held  in  place  by  the  detents,  and, 
barring  accidents,  it  will  hold  the  cars  together  as  long  as  the  detents 
remain  in  place. 

The  first  step  toward  uncoupling  the  cars  is  necessarily  the  lifting  of 
this  detent  from  the  position  in  which  it  holds  the  knuckles  against 
rotation.  When  this  is  done,  the  coupling  is  unlocked.  In  the  original 
Janney  coupler,  after  it  is  unlocked  by  lifting  the  detent,  the  remaining 
parts  remain  in  the  position  in  which  they  were  until  some  fiirther 
exercise  of  the  human  will,  applied  directly  or  indirectly  by  some  further 
exertion  of  human  power,  causes  them  to  move.  If,  after  the  detents 
are  unlocked,  the  tw4>  ears  are  drawn  apart,  the  rotary  knuckles  will 
swing,  each  the  other,  into  an  open  position,  thus  severing  the  bond 
of  union  between  the  cars  and  completing  the  uncoupling;  or,  the 
detents  being  unlocked,  the  trainman  may  take  hold  of  the  rotary 
knuckles  wit^  his  hands  and  pull  them  open;  or,  again,  he  may  reach 
them  with  a  long-handled  rod  with  a  poker  shaped  hook  on  the  end  and 
pull  them  ox)en.  Ko  one  pretends  that  such  operation  would  be  an 
"  automatically  opening"  of  the  hooks.  In  the  Trojan  coupling  a  rod 
is  permanently  fastened  to  the  end  of  the  car,  running  from  the  recess 
back  of  the  hook  to  the  side  in  the  car.  It  is  provided  with  a  finger 
near  the  end  of  the  recess,  and  when  the  rod  is  pushed  inward  the 
finger  presses  against  the  inner  end  of  the  knuckle  and,  if  the  detent  is 
not  in  place,  causes  the  knuckle  to  swing  open.  It  is  difficult  to  see 
upon  what  theory  it  can  be  contended  that  there  is  an  exhibition  of 
automatic  action  when  a  man  of  his  own  volition  pushes  a  door  open 
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fith  a  rod  and  no  exhibition  of  automatic  action  when  the  same  man 
)f  his  own  volition  pulls  the  door  open  with  a  hook.  It  is  no  doubt 
;rne  that  the  same  rod  operates  the  detent.  The  rod  is  bent  at  right 
iugles  to  itself  at  the  side  of  the  car^  thus  forming  a  handle  by  which 
t  can  be  revolved.  When  it  is  thus  revolved,  it  raises  the  detent;  but 
/he  raising  of  the  detent  does  not  set  in  motion  any  of  the  remaining 
nechanism.  If  the  operator  goes  away  after  revolving  the  rod,  defend- 
uifs  mechanism  does  not  open  the  hook  at  all.  If  the  hook  be  opened 
>y  defendant's  mechanism,  it  is  only  because  of  a  separate  act  of  voli- 
iou  on  the  part  of  the  operator  put  into  action  by  a  new  and  independ- 
mt  application  of  his  physical  strength  to  the  rod,  moving  it  in  a  new 
uid  different  direction. 

If  the  word  << automatically'^  in  the  claim  is  to  be  given  its  ordinary 
ind  general  meaning,  as  used  in  common  speech,  defendant's  device 
loes  not  infringe.  It  is  contended,  however,  that  it  is  used  in  the  patent 
with  some  new  and  peculiar  meaning.  It  will  be  desirable,  therefore, 
JO  consider  the  specification  of  the  patent  more  in  detail  and  to  look 
somewhat  into  the  prior  state  of  the  art  in  order  to  see  if  there  is  any 
iastification  for  the  contention  that  the  word  ^^automatically"  is  to  be 
x)U8trued  so  broadly  as  to  cover  a  device  for  opening  the  rotary  hook, 
ff^hich  is  so  emphatically  unautomatic  as  is  the  defendant's.  Much 
sreight  was  given  on  the  argument  to  the  circumstance  that  Browning, 
the  patentee,  was  not  represented  by  solicitor  before  the  Patent  Office 
ind  that  he  drew  his  own  specification  and  original  claims.  The  single 
ilaim  finally  allowed  was  phrased  by  the  Patent  Office,  but  the  word 
'^automatically"  which  it  contains  was  Browning's  own  suggestion.  It 
vras  prominently  present  in  every  form  of  claim  which  he  submitted. 
The  reason  why  he  used  it  and  the  meaning  he  understood  it  to  convey 
ieems  to  be  reasonably  apparent  upon  reading  his  specification,  which 
vfSLS  not  amended  in  the  Patent  Office.  It  is  difficult  to  see  why  the 
[circumstances  that  Browning  had  no  solicitor  should  lead  to  any  pecul- 
iarly liberal  construction  of  his  patent,  in  view  of  the  fact  that  the 
description  of  his  invention  is  singularly  clear,  complete,  intelligible, 
%nd  unambiguous,  an  agreeable  contrast  to  many  which  come  before 
this  court  where  the  inventor  has  been  represented  by  solicitor. 

The  material  parts  of  this  specification  are  as  follows: 

My  inyentioD  relates  to  improvements  in  car-oouplings  in  which  a  rotating  hook  is 
hinged  to  a  draw-head  and  the  coupling  is  effected  by  the  hook  rotating  inwardly, 
c^f  which  the  Janney  coupling  is  a  representative,  patented  February  25,  1879,  No. 
212,703,  the  drawings  of  which  I  have  copied  and  used  in  illustrating  my  invention. 

The  objects  of  my  improvements  are  to  rotate  the  rotary  hook  automatically  to  the 
desired  position  for  the  purpose  of  effecting  the  coupling;  second,  to  automatically 
retain  the  rotary  hook  in  proper  position  until  required  to  rotate  in  the  act  of 
coupling. 

In  the  Janney  coupling  the  rotary  hook,  when  not  in  use  [t.  e.,  when  not  coupled 
with  another  car  and  locked  in  place],  having  no  retaining  device  by  which  it  can 
be  held  in  a  certain  position,  is  left  free  to  rotate  to  any  uncertain  point  by  the  jar- 
ring of  the  cars  or  by  any  object  with  which  it  may  come  in  contact  otherwise  than 

H.  Doc.  364 27 
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by  the  oonplin^c  process.  The  object  of  my  invcDtion  is,  further,  to  overeome  this 
very  troablesome  defect,  and  to  hold  the  rotary  hook  in  a  certain  position,  so  that 
the  coupling  of  oars  can  be  accomplished  with  greater  facility  and  less  danger  of 
breakage,  which  is  often  occasioned  by  both  hooks  being  closed,  or  partially  so, 
when  the  cars  are  being  brought  together,  also  with  less  liability  to  bodily  accidents 
than  when  the  couplings  are  manipulated  by  hand. 

I  attain  these  objects  by  the  two  following  devices,  illustrated  in  the  acoompanying 
drawings,  which  I  shall  proceed  to  describe  in  detail. 

The  detailed  description  shows  draw-heads  of  the  Janney  type,  each 
with  a  rotary  hook.  The  rotary  hook  is  locked  by  a  pawl,  the  pawl 
being  operated  by  a  lever  connected  to  and  operated  by  another  lever 
projecting  through  and  above  the  platform  on  the  car.  Upon  the  oater 
circle  of  the  knuckle  of  the  rotary  hook  there  is  arranged  an  elastic 
strap  and  a  spiral  spring  having  sufficient  tension  to  rotate  the  hook 
from  its  closed  position  to  the  open  position  and  to  retain  the  same  in 
the  last-named  position  as  the  proper  one  for  admitting  the  op|)osing 
hook  and  successfully  coupling  cars.  The  second  device  shows  a  lower 
knuckle  having  a  spiral  incline  and  a  rotary  hook  having  a  corresponding 
incline. 

These  inclines  more  upon  each  other  in  the  act  of  rotating,  llie  rotary  hook 
moves  upward  upon  the  incline  in  the  act  of  closing  until  it  reaches  nearly  the 
highest  point  of  the  incline  T.  Upon  being  released  by  the  pawl  G  it  rotates  out- 
wardly, dropping  to  [the  lowest]  the  point  U  and  [the  open]  position  of  the  diag- 
onal lines  C'f  Fig.  1,  this  outward  rotation  being  accomplished  by  its  own  gravity, 
consequently  occupying  the  lower  position  until  force  is  applied  to  change  it,  thoi 
avoiding  the  dangers  and  delay  of  placing  the  rotary  hook  in  position  by  hand. 

It  is  evident  that  each  of  the  mechanisms  described  by  Browning, 
whether  it  contained  the  spring  or  the  incline,  became  operative  as 
soon  as  the  detent  was  unlocked  without  any  further  act  of  the  train- 
man, and  each  remained  operative,  by  reason  of  its  own  motive  force, 
so  long  as  the  detent  remained  unlocked.  Browning  did  not  confine 
himself  to  the  spring  or  to  the  incline  as  the  source  of  this  motion,  for 
he  concludes  the  specification  with  this  clause: 

I  do  not  claim  any  particular  device  for  accomplishing  the  rotation  and  retaining 
of  the  rotary  hook  C  or  its  equivalent,  as  the  same  can  be  accomplished  in  varioos 
ways. 

It  is  urged  on  behalf  of  Browning  that  his  improvement  was  most 
meritorious,  because  it  tended  to  save  trainmen  from  the  risk  of  losing 
life  or  limb.  It  is  contended  by  the  defendant  that  in  practice  it  does 
not  operate  efficiently  in  the  way  the  specification  indicates;  that  the 
spring  or  elastic  strap  is  liable  to  fracture  or  distortion,  and  that  the 
inclines  become  clogged  with  rust.  Conceding,  however,  ihat  it  does 
all  which  the  specification  calls  for  and  that  to  the  extent  of  its  expected 
capabilities  it  does  operate  to  save  trainmen  from  some  of  the  risks  to 
which  they  were  before  exposed,  that  is  no  reason  why  it  should  be 
construed  to  cover  any  other  operation  than  that  which  was  evidently  in 
the  inventor's  mind  and  which  he  plainly  expressed  in  his  specification. 

When  two  cars  are  coupled  together  and  it  becomes  necessary  to 
uncoupley  the  first  step  Ib  the  \mlocking  of  the  rotary  hook.    This  is 
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lone  by  raisiDg  the  detent,  and  before  Browning  devices  were  shown 
srhereby  the  detent  was  raised  by  operating  a  rod  which  ran  hori- 
contally  to  the  side  of  the  car.  Before  Browning  it  was  uecessary  for 
\.he  trainman  to  be  personally  present  in  order  to  raise  the  detent,  and 
:hat  necessity  still  exists.  Before  Browning  the  trainman  could  raise 
^he  detent  without  placing  either  his  body  or  his  arm  between  the 
lead-woods  of  the  coupled  cars,  and  the  same  condition  of  operation 
still  remains.  Before  Browning,  when  the  cars  had  been  thus  unlocked, 
t  was  not  necessary  for  the  trainman  to  step  between  the  cars  and  pull 
;he  rotary  hooks  open  with  his  hands.  The  separating  movement  of 
;he  cars  would  do  that.  There  was  no  call  for  any  new  device  in  order 
:e  make  it  a  safe  operation  to  uncouple  cars,  safe  at  least  against  any 
isks  consequent  upon  interposing  any  part  of  the  person  between  the 
lead-woods.  When  the  cars  drew  apart,  they  opened  the  rotary  hook 
or  hooks,  if  both  were  unlocked)  into  such  a  position  that  if,  while 
{till  in  such  position,  the  cars  were  brought  together  again  they  would 
ratomatically  couple.  The  difficulty  and  the  danger  was  connected, 
lot  with  the  uncoupling,  but  with  the  coupling.  The  "  very  trouble- 
M)me  defect,"  as  Browning  calls  it,  was  this,  that  the  open  position  in 
^hich  a  rotary  coupling-hook  was  placed  by  the  separation  of  the  cars, 
wh\ch  drew  its  head  over  the  engaging  hook,  thus  swinging  one  or  both 
>pen,  could  not  be  maintained.    The  rotary  hook  was — 

eft  free  to  rotate  to  any  uncertain  point  by  the  jarring  of  the  oars  or  by  any  object 
^ith  which  it  may  come  in  contact  otherwise  than  by  the  coupling  process. 

When  a  car,  therefore,  equipped  with  the  original  Janney  coupler 
lad  been  uncoupled,  and  subsequently  was  approaching  or  being 
approached  by  another  car,  it  was  necessary  for  the  trainman  to  look 
it  it  and  see  if  the  rotary  hook  was  still  open.  K  it  were  not,  which 
«rould  frequently  be  the  case,  it  would  then  be  necessary  for  him  to 
)ull  it  out  either  with  his  hands  or  with  a  hand-hook,  and  this  was  the 
operation  the  risk  of  which  Browning  sought  to  avoid.  The  means 
le  devised  and  described  was  such  as  operated  wholly  irrespective  of 
he  trainman.  Whenever  a  jar  or  an  accidental  contact  threw  the 
otary  hook  inward  from  the  open  position  in  which  it  was  left  at  the 
ast  uncoupling,  then  either  the  stored-up  power  of  the  spring  or  the 
orce  of  gravity  operating  on  the  inclines,  without  the  intervention  of 
he  trainman,  without  his  volition,  without  even  his  knowledge,  began 
it  once  to  work  of  its  own  motion  to  restore  the  hook  to  its  proper 
position.  Should  the  device  work  in  practice  as  it  does  in  theory, 
here  would  be  no  necessity  for  the  trainman  to  be  present  immediately 
^fore  coupling;  automatic  mechanism  would  at  all  times  insure  the 
lOok  being  thrown  into  and  retained  in  its  open  position.  Once  let 
he  detent  be  lifted  and  this  stored- up  power  becomes  continuously 
perative,  not  only  without  any  further  intelligent  action  on  the  part 
f  the  trainman,  but  even  against  his  will,  so  to  speak,  for  when  he 
las  once  unlocked  the  detent  there  is  nothing  in  the  mechanism  which 
le  can  avail  of  to  stay  the  instant  and  continuous  aciiou  ot  th\&  ^^M- 


1 


420  DECISIONS  OF   U.  S.  COURTS  IN  PATENT  CABE8. 

aeting  force.  This  is  the  precise  device  which  Browning  has  descried 
in  clear,  intelligent,  and  unmistakable  iMignage  in  his  specification, 
and  it  would  be  difficult  to  find  in  the  English  language  a  phrase 
which  more  aptly,  accurately,  and  comprehensively  describes  it  than 
that  used  in  the  claim — ^<  automatically  opening    •    •    •    said  hook.'' 

This  feature  is  absent  from  the  Trojan  coupler.  When  the  trainmao 
has  unlocked  the  detent,  he  has  not  thereby  released  and  set  in  motion 
any  independent  mechanism.  If  he  then  departs,  the  hook  is  free  to 
rotate  as  the  oars  come  apart;  but  no  act  of  his  throws  it  open.  If  he 
pushes  the  rod,  forcing  the  finger  against  the  knuokle,  and  thus  throw- 
ing the  hook  open,  that  is  no  part  of  the  unlocking,  no  necessary 
sequence  of  it.  It  is  a  new  act  of  the  human  will,  an  additional  motion 
imparted  by  direct  and  positive  action  of  the  human  muscles  applyinf 
new  force  in  a  new  direction.  Moreovet,  with  the  Trojan  coupler, 
when  the  jarring  of  the  cars  or  accidental  and  undesired  contact  has 
thrown  the  rotary  hook  inward  out  of  the  proper  position  for  coupling, 
there  is  no  automatic  power  in  the  mechanism  which  will  restore  it  to 
place.  The  trainman,  as  of  old  with  the  original  Janney,  has  to  look 
and  see  if  the  hook  of  an  approaching  car  is  in  proper  position.  If  it 
be  not,  there  is  no  mechanism  which  will  take  hia  place,  will  appreciate 
the  situation,  and  do  what  is  required.  His  intelligence  is  necessary 
to  discover  the  defect,  his  volition  is  necessary  to  und^take  its  rem- 
edy, and  his  strength  is  required  to  restore  the  hook  to  its  proper  i)osi- 
tion.  He  does  not,  it  is  true,  apply  his  strength  by  pulling  the 
knuckle  open  with  a  poker-hook  which  he  carries  in  his  hand;  but  he 
does  apply  it  by  a  push  upon  the  rod  x>ermanently  affixed  to  the  car, 
and  which  engages  by  its  fii)ger  with  the  inner  side  of  the  knucklei 
But  this  certainly  is  not  an  '^automatic  opening''  within  any  ordinary 
meaning  of  that  phrase,  and,  as  it  seems  to  us,  not  within  any  unnsoal 
meaning  which  the  state  of  the  art  (x  the  language  of  specification 
will  wan*ant  reading  into  the  ciaun. 

The  order  of  the  Oircuit  Court  is  reversed,  with  costs  of  tlus  appeal 


[Court  of  Appeals  of  the  Diatriot  of  Columbia.] 

Milton  v»  Kinosley. 

Decided  January  8, 1896. 

75  O.  G.,  2193. 

1.  Intbkfbrbnob — ^Assignment  of  Future  In vkntions— Rbddotion  to  Practick. 
An  agreement  is  made  between  an  inventor,  on  the  one  band,  whereby  li0 
aBsigna  a  three-fifths  interest  in  his  present  and  fhture  inyentions  relating  to  * 
particular  subject,  and  an  assi^ee,  who,  in  consideration  of  the  three-fifths 
interest  thus  acquired,  agrees  to  furnish  funds  necessary  for  obtaining  Letters 
Patent  and  for  exploiting  the  invention  and  improvements.  In  an  interference 
snbseqaently  arising  between  them  the  qnesUon  at  issue  is  simply  which  party 
prooored  fjrom  the  other  the  idea  of  the  invention,  for  the  ndaction  to  practioe 
BiAy  he  regarded  as  of  dthot. 
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1  Saiob — Sams— Fraud. 

The  aasignee,  if  he  made  the  disooyery  in  question,  did  bo  only  in  the  elabora- 
tion and  redaction  to  practice  of  the  ideas  of  the  original  inventor,  and  his 
obligations  to  the  latter  he  should  not  now  be  permitted  to  repudiate  by  pro- 
curing a  patent  in  which  the  latter  has  no  interest.  To  allow  this  would  be  to 
place  a  premium  upon  fraud. 

3.  Same — Same— Samr. 

At  the  time  of  the  contract  it  was  certainly  not  contemplated  that  the  assignee 
should  be  let  into  the  secrets  of  the  invention  and  become  entitled  to  the  larger 
share  of  the  profits  and  yet  be  free  to  experiment  as  he  pleased  and  appropriate 
to  his  own  use  the  result  of  his  experiments.  Such  a  course  would  be  a  fraud 
upon  the  partnership. 

4.  PaRTNKRSRIP— ASSIGKMKNT. 

It  is  against  the  theory  of  the  law  of  partnership  that  one  partner  should, 
without  the  oonsent  of  his  copartners,  earry  on  for  his  own  exclusive  use  any 
buainees  within  the  soope  of  the  business  of  the  partnership,  and  this  rule  of 
good  faith  is  as  applicable  to  a  partnership  of  this  kind  as  to  any  other. 

5.  Same— C0UR8K  of  Procedurk  to  Obtain   Title  to  Invention— Jurisdic- 

tion OF  Court  of  Appeals  of  the  District  of  Columbia. 
It  might  be  proper  under  some  circumstances  to  have  the  patent  issue  to  an 
inventor  of  an  improvement  and  then  by  proeess  in  equity  compel  an  immediate 
assignment  to  an  original  inventor;  but  the  jurisdiction  of  this  court  is  equita- 
ble as  well  as  legal  in  character,  and  that  circuitous  course  is  unnecessary. 

6.  Intkrfbkbhcb— Partnership— Inventorship   of   Assignee    not   Decided — 

Patent  to  Issue  to  Appellant. 
Whether  the  appellee,  who  is  the  original  assignee,  made  the  invention  in 
question  is  not  decided ;  but  if  he  did,  he  made  it  for  the  benefit  of  the  partner- 
ship, and  therefore  the  appellant,  who  is  the  original  inventor,  should  receive 
the  patent. 

Messrs.  Buiterworth  &  Dowell  for  the  appellant. 
Mr.  M.  Bailey  for  the  appellee. 

H0BBI89  J.: 

This  is  an  appeal  from  the  decision  of  the  Oommissioner  of  Patents, 
(C.  D.,  1895,  3;  71  O.  G.,  887,)  in  an  interference  case. 

The  issaes  of  invention,  on  which  the  interference  is  based,  are 
stated  in  the  record  to  be  the  following: 

1.  In  a  boiler-furnace,  the  combination  with  the  fire-box  and  flues  of  a  grating  in 
proximity  to  and  extending  over  the  grate-surface  and  between  it  and  the  flues, 
such  grating  being  composed  of  perforated  fire-clay  conduits,  through  the  spaces 
iMtweon  which  the  products  of  combustion  must  pass,  and  water-pipes  in  communi- 
cation with  the  water-space  of  the  boiler,  supporting  and  holding  in  place  the  fire- 
clay conduits,  but  having  no  rigid  connection  therewith. 

2.  In  a  boiler-furnace  a  grating  comprising  a  plurality  of  water-pipes  arranged  in 
pairs  and  perforated  air-pipes  composed  of  refractory  material  supported  and  held 
upon  the  pairs  of  water-pipes. 

3.  In  a  boiler-furnace  a  grating  composed  of  pairs  of  parallel  water-pipes  extending 
across  the  interior  of  the  fire-box  and  communicating  with  the  water-space  of  the 
boiler  combined  with  air-conduits  formed  of  Joined  sections  of  fire-clay  pipes  having 
lateral  jet-holes  and  seats  on  their  lower  sides  for  the  water-pipes,  said  air-conduits 
extending  down  between  the  water-pipes  of  each  pair,  and  air-feeding  pipes  having 
ftumela  at  their  front  ends  and  communicating  with  the  air-conduits  in  the  fire-box. 
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a  which  it  appears  that  the  inventioo  iii  queBtion  is  one  of  the 
jiiB  devices  by  which  it  is  sought  to  consame  smok«  in  locomotive 
lier  boiler  furnaces  and  to  get  rid  of  the  nnisance  created  hysnch 

ideas  which  led  up  to  tlie  invention,  it  is  conceded,  were  those  of 
pollaut,  John  Milton,  who  had  been  an  inventor  for  many  yean, 
JO  had  been  experimenting  in  this  direction  for  a  considerable 
.ud  who,  as  it  appears,  has  already  taken  out  patents  on  cognate 
j  iind  has  other  applications  for  patents  now  pending.  Being,  Uke 
iventors,  without  means  to  prosecute  hm  application,  became, 
.bout  the  month  of  Jane,  1802,  to  the  appellee,  Albert  F.  EiogB- 
nerchant  in  Washington,  for  the  purpose  of  interesting  him  in 
Humes.  Eiugsley  examined  the  matter,  and  the  result  of  the 
liitioD  was  that,  on  October  8, 1892,  the  two  entered  into  a  a>n- 

u  writing,  under  seal,  wherein,  after  reciting  that  the  appellant, 
,  was  the  inventor  of  a  smoke-burning  device  for  locomotives  and 
turposes,  for  which  application  for  Letters  Patent  had  been  made 
^re  then  pending  in  the  Patent  Oltice,  the  appellee,  Kingsley, 

to  fhrnish  all  the  necessary  funds  for  costs  and  fees  in  procnriiig 
e;  Patent  for  the  invention  and  for  all  improvements  thereon,  both 

and  in  foreign  countries,  such  as  might  be  deemed  desirable,  and 
r  the  cost  and  expense  of  experimenting  with  the  invention,  te-st 
[1  developing  the  same,  and  introducing  it  into  general  nse.  The 
['t  further  provided  that  Kingsley  should  give  his  personal  atten- 

the  introduction  of  the  device  iuto  general  use  in  the  event  that 
s  Patent  shonld  be  procured  thereon,  and  in  the  event  that  the 

should  be  found  to  be  valuable  he  was  to  give  his  entire  time, 
OQ,  and  ability  to  the  management  of  the  business  for  the  benefit 
ii  parties.  In  consideration  of  these  covenants  by  Kingsley  the 
lilt.  Milton,  agreed  that  he  would  assign  to  the  appellee  three- 
iiterest  in  the  invention  and  in  the  Tetters  Patent  when  allowed 

!ill  the  improvements  thereon  that  should  thereafter  be  made,  -^ 
■At  he  would  do  everything  in  his  power  to  promote  the  interest^^ 

liarties.    The  net  profits  were  to  be  divided  between  the  two^^ 
!  in  the  proportion  of  three-fifths  to  Kingsley  and  two-fifths  to^^ 

ursnanceof  this  agreement  Milton  continued  his  experiments^K^ 

iiigsley  entered  actively  upon  the  work  of  making  thein  availa ■ 

^ive  applications  for  patents  were  filed  in  Milton's  name  focT=x 
consuming  devices,  two  of  theiu  before  the  actual  execntion  o^^ 
ri^emeut  and  three  afterward,  for  all  of  which  Kingsley  paid  th^^ 
.es.  Four  of  these  applications  were  allowed,  and  patents  wer^^ 
upon  them.  One  application,  the  first  in  the  order  of  time,  wa^ 
d.  The  invention  at  this  time  was  not  of  perforated  fire-bricks 
ts,  bat  of  perforated  oast  or  wrought  iron  conduits, 
lugh  attorneys  whom  he  interested  in  the  matter  by  an  assign- 


^--ia*i  '^*'"J 
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ment  of  oue-tenth  interest  in  the  invention,  given  by  him  as  compensa- 
tion in  his  alleged  inability  to  pay  fees  in  cash,  Kingsley  procured  an 
experiment  of  the  invention  to  be  made  by  the  Baltimore  and  Ohio 
Railroad  Company.  The  test  was  made  by  that  company  upon  one  of 
its  engines,  Ko.  810.  The  test  was  satisfactory  in  showing  that  the 
device  would  consume  the  smoke,  as  desired;  but  it  was  unsatisfactory 
in  the  fact  that  the  iron  of  the  conduits  could  not  stand  the  intense 
beat  to  which  it  was  subjected  and  would  burn  out.  Then  it  was  that 
the  substitution  of  fire-clay  in  the  place  of  iron  for  the  conduits  was 
suggested.  With  this  substitution  the  device  was  again  tested  on 
another  engine  of  the  same  railroad  company,  and  proved  successful 
iu  every  respect. 

At  this  point  the  controversy  between  the  parties  began,  for  thus  far 
they  seemed  to  have  gone  on  harmoniously  together.  Kingsley  claimed 
that  the  suggestion  of  fire-clay  conduits  in  the  place  of  iron  conduits 
was  his  idea  and  his  invention,  and  he  proceeded  to  file  an  application 
in  his  own  name  for  a  patent  therefor,  although  he  appears  to  have 
been  willing  at  the  time  to  make  the  application  in  the  name  of  Milton, 
who  was  sick  at  his  place  in  the  country.  He  states  that  he  was  advised 
that  if  the  invention  was  his  own  and  not  that  of  Milton  he  could  not 
file  the  application  in  the  name  of  the  latter.  As  soon  as  Milton  recov- 
ered from  his  illness  he  also  proceeded  to  make  application  for  Letters 
Patent  for  the  fire-brick  device,  which  he  claimed  to  be  his  own  idea 
and  to  have  been  communicated  by  him  to  Kingsley.  Upon  these  rival 
applications  the  present  interference  was  declared. 

After  issue  joined  and  testimony  taken  between  the  parties  the 
Examiner  of  Interferences  awarded  priority  of  invention  to  the  appel- 
lant, Milton.  Kingsley  appealed  to  the  Board  of  Examiners-in-Ghief, 
ind  they  awarded  the  priority  of  invention  to  Kingsley;  and  upon 
appeal  by  Milton  to  the  Commissioner  of  Patents  the  latter  affirmed 
bhe  decision  of  the  Board  of  Examiners.  From  this  decision  Milton 
tias  prosecuted  the  present  appeal  to  this  court. 

As  appears  from  the  statement  of  the  case,  the  controversy  here  does 
Qot  seem  to  be  between  two  independent  inventors  operating  at  the 
same  time  in  the  same  field  of  invention  without  knowledge  of  each 
other.  The  question  at  issue  is  simply  which  party  procured  from  the 
other  the  idea  of  the  invention,  for  under  the  cii*cumstances  of  the  case 
the  reduction  to  practice  might  be  regarded  as  the  reduction  to  prac- 
tice of  either  contestant  and  should  undoubtedly  inure  to  the  benefit 
of  the  one  who  generated  the  idea. 

In  the  determination  of  the  controversy  we  do  not  deem  it  necessary 
to  examine  the  testimony  in  detail,  as  it  was  proper  for  the  officials  of 
the  Patent  Office  to  do.  In  fact,  we  prefer  to  place  our  decision  upon 
an  entirely  dififerent  ground  from  that  taken  in  the  Patent  Office,  but 
which  seems  to  us  to  be  fully  justified  by  the  record. 

By  their  contract  of  October  8, 1892,  the  parties  established  between 
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themselves  the  fiduciary  relations  of  a  partnership  for  the  prosecution 
of  a  common  enterprise.  To  this  partnership  the  appellant,  Milton, 
agreed  to  contribute  his  invention  and  all  improvements  therein  tbat 
might  thereafter  be  made,  and  the  appellee,  Kingsley,  was  to  defray 
the  expense  of  all  Letters  Patent  and  of  the  management  of  the  busi- 
ness to  result  therefrom.  Kingsley  was  a  man  of  business,  not  an 
inventor.  It  is  true  that  he  states,  as  proof  of  the  existence  of  the 
inventive  faculty  in  him,  that  at  one  time  he  ran  an  engine;  bnt  it  does 
not  appear  what  kind  of  an  engine  it  was  or  in  what  capacity  Kingsley 
was  connected  with  it.  Whatever  capacity  for  invention  or  discovery 
he  manifested  in  the  transactions  detailed  in  the  record  before  us  was 
the  result  of  his  possession  of  the  ideas  of  Milton,  into  which  posses- 
sion he  came  in  his  fiduciary  capacity  as  a  partner  and  for  the  fiduciary 
purpose  of  exploiting  them  for  the  benefit  of  the  partnership. 

It  is  of  no  consequence  here,  as  between  these  parties  themselves, 
that  some  of  the  ideas  of  Milton  may  have  been  anticipated  by  other 
persons,  as  it  is  claimed  they  were,  and  that  some  of  them  may  have 
proved  to  be  impracticable.  That  was  a  contingency  contemplated  by 
them  in  their  contract,  although  perhaps  not  anticipated.  Such  as 
they  were,  the  devices  of  Milton  were  deemed,  both  by  himself  and 
Kingsley,  at  the  time  of  their  agreement,  to  be  novel,  useful,  and  feasi- 
ble. As  between  themselves,  Milton  was  the  sole  and  exclusive  inventor 
of  the  whole  smoke-consuming  device  which  was  tested  in  this  case  and 
which  was  ultimately  found  to  be  practicable,  with  the  exception  that 
he  used  iron  conduits  instead  of  the  fire  clay  conduits,  which  constituted 
the  distinctive  feature  of  the  final  experiment.  The  device,  which  was 
confessedly  procured  by  Milton,  was  entirely  successful  in  the  consump- 
tion of  the  smoke;  but  it  was  not  practicable,  or,  rather,  merchantable, 
as  the  expression  is,  because  the  iron  conduits  could  not  withstand  the 
intense  heat  to  which  they  were  exposed.  The  perfection  of  the  device 
was  therefore  to  be  found  in  the  adoption  of  some  material  for  the  con- 
duits tbat  would  withstand  the  heat,  and  that  material  was  fonnd  to  be 
fire-clay.    This  discovery  is  claimed  by  Kingsley  as  his  owa  invention. 

But  it  is  very  plain  that  Kingsley,  if  he  did  discover  the  fire-clay 
conduit,  discovered  it  only  in  the  elaboration  and  reduction  to  practice 
of  Milton's  ideas  and  for  the  reason  that  he  had  been  placed  in  posses- 
sion of  these  ideas  for  the  purpose  of  their  elaboration.  Shall  he  now 
be  permitted  to  repudiate  his  obligations  to  Milton,  to  appropriate 
Milton's  ideas  and  Milton's  labors  to  his  o\i'n  use  and  benefit  to  the 
exclusion  of  Milton,  and  to  procure  for  himself  a  patent  in  which  the 
latter  is  to  have  no  interest?  We  think  that  to  allow  this  would  be  to 
place  a  premium  upon  bad  faith. 

At  the  time  at  which  the  contract  was  entered  into  between  them  the 
parties  evidently  contemplated  that  there  would  probably  be  improve- 
ments upon  the  original  device  which  might  themselves  be  independ- 
ently patentable,  for  it  was  specifically  provided  that  Kingsley  should 
pay  the  expense  of  procuring  Letters  Patent  for  any  and  all  such 
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improvements.  It  was  probably  not  contemplated  that  Kingrsley 
ivonld  be  the  inventor  of  any  stich  improvements;  bat  it  was  certainly 
BOt  contemplated  that  he  should  be  let  into  the  secrets  of  the  inven- 
tion, become  a  partner  in  the  busmess  of  its  develo]>ment,  become 
entitled  to  a  share — and  that,  too,  by  far  the  larger  share — of  the 
profits  of  the  partnership,  and  yet  be  himself  entirely  free  to  experi- 
ment with  the  invention  as  he  pleased,  and  the  result  of  his  experiments, 
f  they  developed  any  novel  feature,  to  appropriate  to  his  own  use  and 
»enetit.  Assuming  that  the  contract  is  silent  upon  this  point,  we  hold 
liat  any  such  appropriation  of  results  by  the  appellee  to  his  own 
ixclusive  use  and  benefit  would  be  a  fraud  upon  the  partnership. 

It  is  in  direct  antagonism  to  the  fundamental  theory  of  the  law  of 
partnership  that  one  partner  should,  without  the  consent  of  his  copart- 
lers,  carry  on  for  his  own  exclusive  advantage  any  business  within 
he  scope  of  the  business  of  the  partnership.  {Wheeler  v.  Sagey  1 
Vail.,  518;  Story  on  Partnership,  sees.  174, 175,  177,  and  cases  cited 
1  the  notes.)  And  this  rule  of  good  faith  and  fair  dealing  is  as 
pplicable  to  partnerships  entered  into  for  the  purpose  of  perfecting 
nd  exploiting  inventions  in  the  useful  arts  as  to  any  other  class  of 
partnerships.  Indeed,  it  is  not  easy  to  imagine  a  case  wherein  the 
ale  of  good  faith  between  partners  is  more  applicable  than  in  the 
ase  now  before  us. 

We  regard  it  as  well-settled  law  that  when  one  who  has  conceived 
be  principle  or  plan  of  an  invention  employs  another  to  perfect  the 
letails  and  to  realize  his  conception  and  the  employee  devises  new 
md  valuable  improvements  in  the  original  conception  or  invention  the 
mprovements  belong  to  the  employer  and  not  to  the  employee.  (Curt. 
m  Pats.,  sees.  120, 123.)  It  seems  equally  and  upon  similar  grounds 
o  be  the  dictate  of  equity  and  good  conscience  that  one  whose  con- 
Tactual  relations  with  an  inventor  are  those  of  partnership,  which 
*equire  him  in  express  terms  or  by  necessary  implication  to  use  his 
>est  efforts  to  promote  the  invention  and  all  the  improvements  thereon 
!br  the  benefit  of  the  partnership,  and  who  himself  has  made  an 
improvement  on  the  invention,  stimulated  solely  by  the  possession  of 
:;he  original  inventor's  ideas  under  the  contract,  should  not  be  per- 
mitted to  claim  the  improvement  as  his  own  to  the  exclusion  of  his 
copartner,  the  original  inventor.  We  think  that  this  is  the  reasonable 
leduction  to  be  made  from  all  the  cases  {Dixon  v.  Moyer,  4  Wash., 
68;  Allen  v.  Rawson^  1  M.,  G.  &  S.,  551;  Agawam  Company  v.  Jordan, 
7  Wall.,  583;  (yReilly  v.  Morae^  15  How.,  62;  Bloxam  v.  EUee^  1  Car.  & 
P.,  667.) 

It  might  be  a  question  under  some  circumstances  whether  the 
employee  or  person  in  a  fiduciary  relation  to  the  original  inventor 
should  not  be  regarded  in  a  technical  sense,  under  the  terms  of  the 
law,  as  being  entitled  to  have  Letters  Patent  issued  to  him  in  his  own 
name  for  improvements  devised  by  him,  subject  to  the  processes  of 
equity  to  compel  an  immediate  assignment  theT^ot  \o  t»Yi<^  wvjjg^^ 
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inventor;  but  we  understand  the  jurisdiction  of  tbis  court  in  tbe  prem- 
ises to  be  of  an  equitable  as  well  as  of  a  purely  legal  and  technical 
character,  and  that  circuitous  course  under  the  circumstances  would 
seem  to  be  wholly  unnecessary. 

The  appellee,  in  the  first  instance,  does  not  seem  to  have  claimed  any 
right  antagonistic  to  the  appellant.  He  seems  to  have  been  willing  to 
have  the  application  for  the  patent  for  the  improvement  made  in  the 
name  of  the  appellant,  and  even  after  the  application  was  made  in  his 
own  name  to  have  been  willing  to  assign  the  invention  to  tbe  partner- 
ship. The  reason  assigned  for  not  carrying  this  purpose  into  effect  is 
that  some  complication  arose  with  reference  to  the  formation  of  a  cor- 
poration for  the  promotion  of  the  invention,  wherein,  as  it  is  alleged, 
the  appellee  was  called  upon  to  surrender  the  controlling  interest  in 
the  business  vested  in  him  by  the  contract  between  him  and  the  appel- 
lant;  but  we  fail  to  see  how  any  such  subsequently-accruing  complica- 
tion should  be  permitted  to  operate  to  discharge  the  appellee  from  the 
legal  and  equitable  obligations  of  his  contract. 

Whether  the  appellee  was,  in  fact,  the  inventor  of  the  improvement 
which  he  claims  to  have  made  we  do  not  decide;  but  we  think  thati 
he  did  make  that  invention  he  made  it  as  the  agent  and  partner  of  the 
appellant,  for  the  benefit  of  their  partnership  under  the  contract.  W 
think,  therefore,  that  the  appellant,  and  not  the  appellee,  is  entitled 
have  Letters  Patent  granted  to  him  for  the  invention. 

The  decision  of  the  Commissioner  of  Patents  will  be  reversed,  and 
certificate  of  the  proceedings  in  this  Oourt  and  of  this  decision  will 
returned  to  the  Commissioner,  to  be  entered  of  record  in  the  Patern 
Office,  according  to  law. 


[Court  of  AppeaU  of  the  District  of  Colamlilab] 

Milton  v.  Kingslsy. 

Decided  Fehrunry  IfS,  1896. 
75  O.  G.,  2195. 

1.  Hehearing — Jurisdiction  of  Court  of  Appeals — Interferkncb — Priority.  — 

Upon  a  petition  for  rehearing  on  the  ground  that  the  Court  of  Appeals  of  th 
District  of  Columbia  had  no  jurisdiction  over  an  interference  case  appealed 
it,  except  on  the  question  of  priority  of  invention,  and  yet  that,  instead  o: 
deciding  that  question,  it  decided  that  appellant  was  entitled  to  the  patent  on 
account  of  the  relations  existing  between  him  and  the  appellee,  Held  that  it  was 
not  necessary  to  adjudge  in  formal  terms  that  the  appellant  is  the  prior  inyentor 
when  he  has  been  adjudged  to  be,  in  law,  the  only  inventor. 

2.  Interference — Appropriating  Invention  of  Another— Question  to  bb 

Decided. 
If  one  party  has  appropriated  the  invention  of  another  and  claims  it  as  his 
own,  there  can  properly  be  no  question  of  priority  of  invention  or  of  prior' 
inventor.    There  is  but  one  invention  and  one  inventor,  and  the  other  is  simply^ 
a  claimant  without  right.    Yet  it  is  not  to  be  supposed  that  rival  claims  of  sucl»- 
parties  do  not  constitute  a  proper  subject  for  interference  prooeedings  jn  th49 
Patent  Offioe. 
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On  Petition  for  rehearing. 

Messrs.  Buttertcorth  &  Dowell  for  the  appellant. 
Mr.  M.  Bailey  for  the  appellee. 

MoBBis,  J. : 

A  petition  for  rehearing  has  been  filed  in  this  cause  by  the  appellee, 
Kiugsley.  The  ground  of  the  petition  is  that  the  court  had  no  juris- 
diction of  any  question  other  than  that  of  priority  of  invention,  and 
yet  that,  instead  of  deciding  that  question,  it  held  that  the  appellant, 
Milton,  was  entitled  to  the  patent  on  account  of  the  relations  existing 
between  him  and  the  appellee. 

We  think  the  appellee  has  misapprehended  the  scope  of  the  decision 
and  the  scope  of  the  jurisdiction  of  this  Court  in  the  premises. 

The  law  creating  this  Court  provided  that — 

«ny  party  aggrieved  by  a  decision  of  the  Commissioner  of  Patents  in  any  interfer- 
ence case  may  appeal  therefrom — 

to  this  Court.  But  the  act  does  not  define  what  is  an  ^interference 
case,"  nor  apparently  does  any  other  statute  define  it  with  precision; 
bat  the  term  ^interference"  is  one  well  known  in  the  patent  law,  and 
its  meaning  is  not  to  be  misunderstood.  It  is  defined  by  the  authori- 
ties to  be — 

the  act  or  state  of  claiming  a  right  to  the  same  invention.  (Webster's  Dictionary, 
^word  ''interference;"  Robinson's  Law  of  Patents,  sec.  587.) 

Section  4904  of  the  Revised  Statutes,  which  embraces  the  general 
law  npon  the  subject  of  interferences,  provides: 

Whenever  an  application  is  made  for  a  patent  which,  in  the  opinion  of  the  Com- 
miauoner,  wonld  interfere  with  any  pending  application,  or  with  any  unexpired 
patent,  he  shall  give  notice  thereof  to  the  applicants,  or  applicant  and  patentee,  as 
the  case  may  he,  and  shall  direct  the  primary  examiner  to  proceed  to  determine  the 
question  of  priority  of  invention.  And  the  Commissioner  may  issue  a  patent  to  the 
party  who  is  adjudged  the  prior  inventor,  unless  the  adverse  party  appeals  from 
the  decision  of  the  primary  examiner,  or  of  the  hoard  of  examiners-in-chief,  as 
the  case  may  he,  within  such  time,  not  less  than  twenty  days,  as  the  Commissioner 
shall  prescribe. 

And  now  under  the  act  creating  this  Oourt  another  appeal  is 
provided. 

This  section  of  the  statutes,  it  will  be  noticed,  speaks  of  ^^prioiity  of 
invention*'  and  "the  prior  inventor;''  but  it  is  very  plain  from  the 
practice  of  the  Patent  Office,  and  from  the  cases  that  are  brought 
here,  and  from  the  numerous  cases  to  be  found  in  the  books  that  these 
expressions  are  not  used  in  their  proper  sense  with  reference  to  two  or 
more  independent  bona  fide  inventors,  for  they  are  entirely  appropriate 
only  when  they  apply  to  independent  inventors.  If  one  man  has 
appropriated  the  invention  of  another  and  claims  it  as  his  own,  there 
can  prox>erly  be  no  question  of  priority  of  invention  or  of  prior 
inventor.  There  is  but  one  invention  and  one  inventor,  and  the  other 
Ml  simply  a  claimant  without  right.    Yet  it  is  not  to  be  WL\^^«(e^tiBA^ 
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the  rival  claims  of  such  parties  do  not  constitate  a  proper  sabject  for 
interference  proceedings  in  the  Patent  Office.  The  records  of  the 
Patent 'Office  are  fall  of  such  cases.  Bat  the  statute  does  not  specify 
them,  for  the  reason  that  prima  facie  each  claimant  is  to  be  presumed 
an  inventor,  and  therefore  to  be  recognized  as  a  contestant  on  the 
question  of  priority  of  invention.  Assuredly  it  does  not  follow  that 
when  in  interference  proceedings  a  claim  prima  fa^sie  entitled  to  be 
considered  on  its  merits  is  found  to  be  wholly  baseless  we  mast  still 
regard  the  claimant  as  an  inventor  and  his  opponent  as  the  prior 
inventor.  There  is  only  one  inventor  in  such  case,  and  in  the  proper 
sense  there  can  then  be  no  question  whatever  of  priority.  So  in  the 
present  case,  in  view  of  the  circumstances  of  the  case,  we  have  held 
that  the  appellee  in  what  he  did  acted  merely  as  the  agent  of  the 
appellant;  that  he  was  employed  by  the  appellant  to  elaborate  his  (the 
appellant's)  invention,  and  that  under  well-settled  rules  of  law  any 
improvement  in  the  invention  so  made  by  him  belonged  to  the 
appellant. 

We  declined  to  go  into  the  question  of  priority  of  invention  with  ref- 
erence to  the  testimony  to  determine  whether  the  appellant  had  actu- 
ally conceived  the  idea  of  the  improvement  or  invention  in  controversy 
and  communicated  it  to  the  appellee  to  be  reduced  to  practice  by  him 
or  whether  the  improvement  was  in  fact  devised  by  the  appellee.  We 
did  not  deem  it  necessary  to  determine  that  question.  What  we  did 
determine  was  that  the  appellee  invented  nothing  in  the  sense  of  th 
law,  and  that  whatever  he  did  in  the  premises  belonged  to  the  appellan 
and  was,  in  contemplation  of  law,  not  his  act,  bnt  the  act  of  the  appel 
lant.  We  do  not  deem  it  necessary  in  such  a  case  to  adjudge  in  forma 
terms  that  the  appellant  is  the  prior  inventor  when  we  have  adjudge 
him  to  be,  in  law,  the  only  inventor. 

The  petition  for  a  rehearing  must  therefore  be  denied. 


[U.  S.  Circnit  Court  of  Appeals— Second  Cironit.] 

New  Departure  Bell  Oompany  v.  Bevin  Brothers  Manufa 

TURING  Company. 

Decided  February  gO,  1896, 
75  O.  G.,  2196. 

1.  Rockwkli^-Brll— Void  for  Want  of  Patrntablb  Novbltt. 

Letters  Patent  No.  471,982,  granted  Maroh  29,  1892,  to  E.  D.  Rockwell,  for  •--■» 
improveiuent  in  bicycle-bells,  examined  and,  in  view  of  the  prior  art,  Held  vob-^ 
for  want  of  patentable  noTelty. 

2.  Invention — Mbrk  Substitution  is  not. 

There  is  no  Invention  apparently  involved  in  putting  some  other  mechanisoD 
well  known  in  the  art  and  well  adapted  for  such  nse  in  the  place  of  previously- 
used  mechanism  in  an  old  devioe  operating  in  an  old  way  when  such  sabstitn- 
tion  does  not  involve  any  material  rearrangement. 
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w  Samb— Here  Addition,  Msrb  Chanob,  not. 

It  is  not  inventioD  to  insert  an  additional  gear  and  pinion  wheel  in  a  train  of 
snch  wheels ;  nor  is  it  invention  to  substitute  a  reacting  spring  at  one  end  of  the 
train  of  motioa  for  a  similar  spring  at  the  other  end. 

.  Same — Presumption  of— The  Production  op  Superior  Device. 

Preeamption  in  favor  of  invention  in  a  device  which  embodies  the  snbstitntion 
of  an  old  form  of  mechanism  for  one  which  did  not  render  the  device  practicable, 
though  snch  snbstitntion  renders  the  device  simple,  durable,  reliable,  convenient, 
and  attractive,  when  there  is  no  showing  that  the  old  form  of  mechanism  was 
known  to  workers  in  the  art,  does  not  arise. 

Mr.  Frederic  H.  Beits  and  Mr.  J.J.  Jennings  for  the  complainant  and 
•ppellee. 
Mr.  O.  L.  Burdett  for  the  defendant  and  appellant. 

STATEMENT   OF  THE  CASE. 

This  is  an  appeal  from  a  final  decree  of  the  Oircait  Gonrt  for  the  Dis- 
rict  of  Connecticut,  on  pleadings  and  proofs,  sustaining  the  validity 
f  Letters  Patent  No.  471,982,  enjoining  defendant  from  infringing  the 
ame,  and  directing  the  payment  by  defendant  of  $175  as  profits  and 
lamages  by  reason  of  acts  of  infringement  by  it  committed.  The  facts 
rppear  in  the  opinion. 

jAOOMBE,  J.  : 

The  bill  of  complaint  charged  infringement  of  three  patents,  all 
ranted  to  £.  D.  Rockwell,  assignor  to  complainant,  as  follows :  No. 
56,062,  dated  July  14,  1891;  No.  471,982,  dated  March  29, 1892,  and 
^o.  471,983,  dated  March  29, 1892,  the  first  two  relating  to  improve- 
nents  in  bicycle  bells  and  the  third  intended  for  and  adapted  to 
tationary  bells  ased  on  doors.  The  Oircnit  Ooort  sustained  the  val- 
dity  of  all  three  patents,  but  held  that  defendant  had  not  infringed 
ither  No.  456,062  or  No.  471,983,  and  from  this  decision  complainant 
las  not  appealed.  The  only  questions,  therefore,  coming  up  for  review 
lere  are  as  to  the  validity  of  No.  471,982  and  whether  defendant's 
»icycle-bell  infringes. 

The  specification  states  that  the  object  of  the  invention  is  to — 

•rodnoe  a  bicycle-bell  that  is  compact,  simple,  strong,  durable,  and  reliable  and  by 
rhich  a  sound  resembling  that  of  an  electric  bell,  but  of  increased  parity  of  tone, 
lay  be  prod  need. 

The  details  of  complainant^s  device  and  its  advantages  are  fully  set 
orth  in  the  brief  of  his  counsel  as  follows: 

It  consists  of  an  alarm-bell,  capable  of  construction  in  any  size  and  light  or  heavy 
ccording  to  the  taste  and  needs  of  the  user.  It  is  attractive  in  appearance  and 
apable  of  attachment  to  the  handle  bar  in  such  a  way  that  only  the  thumb  of  the 
ider  is  needed  to  sound  the  alarm  and  the  grip  of  the  hand  upon  the  bar  is  not 
laterially  interfered  with.  Very  few  parts  are  necessary  for  its  construction,  and 
hese  are  of  such  a  character  and  so  combined  as  to  form  a  structure  very  strong,  not 
asily  thrown  out  of  order,  and  capable  of  safely  experiencing  any  ordinary  accident 
o  which  it  is  likely  to  be  snbjected.  It  is  inexpensive  to  manufacture  *  «  * 
rhe  bell  consists  of  a  base-plate  which  is  dish-shaped  and  qouXaVtia  voA'^^^W^Xj^^icA 
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intermediate  mechanism  in  a  compact  form  between  the  base-plate  and  the  gong. 
The  base-plate  is  of  such  form  that  means  can  be  and  are  provided  for  affixing  the 
bell  to  the  bicycle  handle-bar.  In  the  form  shown  a  gong  is  provided  which  is  joined 
firmly  to  the  base-plate  by  means  of  a  screw.  A  lever  of  convenient  form  la  pivoted 
to  the  base-plate,  one  end  being  a  thumb-piece  projecting  beyond  the  oircamference 
of  the  bell,  and  the  other  carries  a  segmental  gear.  This  gear  engages  with  a  pin- 
ion upon  a  gear-wheel,  which  in  turn  meshes  with  a  pinion  upon  one  aide  of  the 
striker-bar,  which  is  loosely  pivoted  upon  a  stud.  The  striker-bar  carries  loosely- 
pivoted  strikers.  A  tensile  spring  attached  to  the  lever  teuds  to  keep  it  in  one  posi- 
tion and  operate  the  striker-bar  in  reverse  direction  to  the  direct  action  of  the  thumb- 
pressed  lever. 

The  gong,  so  says  the  specification — 

is  preferably  provided  on  one  side  with  a  lug  25,  against  which  the  strikers  impinge 
when  the  striker-bar  is  revolved,  producing  thereby  a  clear  musical  tone.  •  *  * 
Hand-pressure  upon  the  handle  9  [i.  0.,  the  thumb-piece]  will  operate  the  lever  7 
and  through  the  train  of  gearing  impart  several  revolutions  to  the  striker-bar. 
When  the  handle  is  released,  the  spring  will  retract  the  lever  to  its  first  position 
and  cause  the  striker-bar  to  revolve  in  the  opposite  direction. 

The  second  claim  of  the  patent,  which  is  the  only  one  which  it  if 
claimed  defendant  infringes,  is  as  follows: 

2.  The  combination,  with  a  base- plate,  of  a  revoluble  striker-bar  spring-actuate^ 
in  one  direction,  a  lever  operatively  connected  therewith  and  adapted  to  rotate  th 
striker-bar  in  opposition  to  the  force  of  the  spring,  and  a  gong,  substantiaUy  as  se 
forth. 

The  specification  states  that — 

the  form  of  the  striker-bar  is  immaterial,  a  revoluble  head  adapted  to  carry  strikei 
being  the  essential  characteristic. 

The  form  shown  in  the  patent  is  the  one  patented  by  the  sam 
inventor  in  No.  456,062.  Of  such  a  striker-bar  the  judge  who  tried  th 
cause  in  the  Circuit  Court  says: 

Various  suggestions  are  made  in  support  of  the  claim  of  novelty  in  the  centrally 
pivoted  swinging  arm.  Thus  it  is  said  that  the  arm  must  extend  almost  across  tb 
inside  of  the  gong  and  be  adapted  to  swing  around  the  entire  diameter.  But  th 
Bennett  patent  [referred  to  infra]  shows  the  arm  swinging  around  tho  entire  diam 
ter  of  the  gong,  and  it  surely  would  not  require  invention  to  duplicate  said  arm  b 
extending  it  in  the  same  way  on  the  opposite  side. 


And  he  found  patentable  novelty  in  complainant's  striker-bar  patent 
solely  because  of  the  form  and  arrangement  of  its  strikers.    The  state — 
ment  above  quoted  from  the  specification  precludes  reading  into  th< 
second  claim  of  this  patent  any  peculiar  form  or  arrangement  of 
strikers  themselves. 

Conceding  that  complainant's  bicycle-bell  is  compact,  simple,  durable-^-^ 
reliable,  convenient,  and  attractive,  it  does  not  necessarily  follow  thai 
it  exhibits  patentable  novelty.    Whether  it  is  or  is  not  an  invention  h 
a  question  to  be  determined  by  a  reference  to  the  state  of  the  art  prio: 
to  Eockwell's  application,  September  17,  1891. 

Of  the  many  bicycle-bells  introduced  in  evidence  it  will  be  sulficieim  t 
to  refer  to  two  only — the  "  Starr  Brothers  bell  of  March,  1890,"  and  th^ 
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'  Bevin  Brothers  bell  of  July,  1891."  These  bells  in  the  folio wiug  par- 
iculars  are  practically  identical  with  complainant's:  They  are  alarm- 
►ells  capable  of  construction  in  any  size  and  light  or  heavy,  as  desired. 
?hey  are  attractive  in  appearance  and  capable  of  attachment  to  the 
landle-bar  in  such  a  way  that  only  the  thumb  of  the  rider  is  needed  to 
onnd  the  alarm,  the  grip  of  the  hand  on  the  bar  not  being  interfered 
nth.  Each  of  them  has  a  base-plate  which  is  dish-shaped  and  contains 
nd  protects  the  intermediate  mechanism  in  a  compact  form  between 
be  base-plate  and  the  gong.  Each  base-x)late  is  of  such  form  that 
leans  of  attachment  can  be  and  are  provided  for  afQxing  the  bell  to 
lie  bicycle  handle-bar,  and  the  gong  is  fastened  to  the  base  plate  by 
leans  of  a  screw.    Each  apparatus  is  set  in  motion  by  pressure  upon 

thumb-piece  projecting  beyond  the  circumference.  The  interior 
lechanism  of  these  Starr  and  Bevin  bells  is  materially  different  from 
tiat  of  complainant's;  but  these  and  many  other  exhibits  show  that  it 
'as  old  in  the  art  to  form  a  bicycle-bell  of  two  shells,  one  being  a  base- 
late  to  hold  the  mechanism,  the  other  a  cover  to  protect  it  and  also  to 
ct  as  a  gong,  to  actuate  the  operative  parts  by  pressure  on  a  thumb- 
iece  conveniently  protruded  through  the  slot  left  between  the  two 
hells,  and  to  affix  the  whole  apparatus  to  the  handle-bar. 

Conceding  that  the  interior  mechanism  used  in  bicycle-bells  before 
tockwell's  device  was  unsatisfactory  in  one  or  other  respect,  it  is  difficult 
0  see  how  there  could  be  any  invention  in  putting  some  other  interior 
lechanism  well  known  in  the  bell-maker's  art  and  by  reason  of  its 
ompactness  and  continuity  of  sound  well  adapted  for  such  use  into 
he  old  double-dish  shell  affixed  to  the  handle-bar  in  the  old  way  and 
perated  by  thumb-pressure  on  the  old  projecting  thumb-piece. 

No  prototype  of  complainant's  interior  mechanism  is  shown  in  the 
irior  art  of  this  country.  It  is  found,  however,  in  a  British  patent,  No. 
,425,  of  June  22, 1877,  to  Alfred  Bennett,  for  "  Improvements  in  call- 
>ell8,  door-bells,  and  other  bells." 

The  speciiication  states  that  the — 

aveDtion  coosists  of  the  construction  and  arrangement  of  the  parte  of  the  striking 
lechanism  of  call-bells,  door-beUs,  and  other  bells,  whereby  a  repeatiog  action  is 
btained  in  the  bell,  that  is  the  bell  is  struck  several  times  in  succession  when  it  is 
perated  upon  by  the  hand  or  by  a  leyer  or  other  actuating  mechanism. 

The  inventor  first  describes  a  call-bell  having  a  swiveled  or  jointed 
evolving  hammer  set  in  motion  by  a  push-rod. 

When  the  push-rod  is  pressed  down  by  the  hand  or  finger  the  pin  or  stud  on  it  by 
working  in  the  helical  slot  in  the  hammer-tube  gives  rotation  to  the  hammer-tube, 
nd  the  swiveled  or  jointed  hammer  on  the  said  tube  is  thereby  made  to  strike  three 
r  more  times  the  lugs  or  projections  on  the  inside  of  the  bell,  and  on  the  push-rod 
laking  its  return  or  upward  motion  by  the  action  of  its  spring  the  hammer-tubo  is 
lade  to  rotate  in  the  opposite  direction,  and  the  hammer  is  again  made  to  strike 
everal  times  the  lugs  or  projections  on  the  inside  of  the  bell.  The  repeating  action 
f  the  bell  is  thus  etfected  both  ou  the  advance  or  descending  motion  of  the  push- 
od  and  ou  its  return  or  tisceuding  motion. 
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It  ia  aoQeoessaiy  to  {^  iato  the  details  of  straotare  of  the  Bennett 
oall-bell,  except  to  say  that  its  charaoteristic  feature  is  a  revolobk 
striker-arm  with  a  swiveled  head,  which  being  rotated  in  we  direction 
by  direct  presstireof  the  hand  andjn  the  opposite  direction  by  aBpriug 
makea  several  revolations  back  and  forth  when  preseare  is  ^phed, 
thna  prodnciug  a  continuous  alarm, 

Havinj;  described  his  "  call-bell,"  Bennett  proceeds : 

Fig.  7  lepreaeDta  iu  front  elerktion  and  Fig.  8  in  aids  cleTfttion,  parti7  in  nctioii, 
«door,  hoDse,  orotherlike  bell,  to  which  repeating  mechani am  constrocted  wconting 
to  my  invention  is  applied,  a  it  the  bell  Hnpportedon  the  pillftr  bin  tlieOBDalwty^ 
«o&n  theluga  or  proJuotiooB  on  the  bell  for  the  jointed  bammord  to  Bttike  againit. 


The  Arm  e,  to  which  the  Jointed  banimerj  [manlfeBttfB  misprint  for  d]  ia  eonneote^ 
ia  fixed  to  the  abort  tube  or  uoUar/ capable  of  rotating  freely  on  the  bell-pillsc*- 
This  tube  ot  collar/carrieaa  pinion  9,  wbicb  gears  with  the  teeth  of  the  eenuoireii- 
Iftr  trheel  or  toothed  sector  k.  By  meaos  of  the  saitl  toothed  wheel  or  sector  ih  giv- 
ing with  the  pinion  0,  a  rotary  motion  may  be  given  to  the  tube  or  collar /and  to  t'>° 
jointed  hammer  d  carried  by  it,  and  the  said  hammer  d  be  made  to  atrike  bbtatiI 
tiiiiea  in  snccesgion  the  luga  or  projectiouH  o  c,  on  the  inside  of  the  bell  a,  sa  describe' 
with  reepect  to  the  cull-bell.  The  half-toothed  wheel  or  sector  k  is  worked  by  tlu 
paUing  of  the  wire  attached  to  the  armi,  which  wire  may  either  be  acted  upoubf  * 
bell-pull  or  by  tbeuotion  of  a  door.  Tbesaid  arm  i  is  Jointed  to  the  crank  iton'l'* 
aiia  of  the  half- wheel  or  sector  A.  When  several  belU  are  arranged  side  bysidti 
e;i<'h  bell  may  be  provided  with  a  peadulam  I,  connected  to  the  orauk  t,  for  indicatiiig 
wbich  bell  baa  been  used. 
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The  motions  of  the  several  parts  of  the  bell  are  effected  by  the  coiled  spring  m 
around  the  bell-pillar  b.    One  end  of  the  coiled  spring  m  is  fixed  to  the  rotating 
hammer-arm  e,  and  the  other  end  to  the  adjustable  collar  ti,  fitted  on  a  square  or 
angular  part  of  the  pillar  b.    When  the  pinion  and  collar  /,  g  are  rotated  by  the  opera- 
tion of  the  half-wheel  or  sector  h,  the  spring  m  is  coiled  upon  the  pillar  b,  and  it  is 
by  the  aucoiling  of  the  spring,  when  the  bell-arm  i  has  come  to  the  end  of  its  ad- 
vance stroke,  that  the  return  motions  of  the  jointed  hammer  d,e,  collar/,  pinion  g^ 
wheel  h,  and  arm  i  are  efi'ectod.    By  changing  the  position  of  the  collar  n  with 
reai>ect  to  the  square  or  angular  part  of  the  bell-pillar  b  on  which  it  is  fixed,  the 
coiled  spring  m  may  be  tightened  or  coiled  more  or  less  on  the  said  pillar,  and  any 
required  amount  of  tension  given  to  it.    The  required  power  for  working  the  bell 
may  thus  be  adjusted  with  great  nicety. 

Of  the  mechanism  of  this  Beunett  patent  it  may  be  observed  that  it 
is  not  restricted  to  call- bells,  but  in  modified  form  is,  as  the  inventor 
I>oints  out,  applicable  for — 

door-bells  and  other  bells    *    *    *    operated  upon  by  the  hand,  or  by  a  lever  or 
other  actnating  mechanism. 

Once  published  to  the  world  it  became  a  part  of  the  bell-maker's  art. 
Moreover,  the  description  of  the  device  and  the  drawings  are  fuller  and 
more  explicit  than  is  frequently  the  case  with  British  patents.  There 
is  no  difficulty  in  understanding  from  the  patent  just  what  it  was  that 
fiennett  devised,  how  it  worked,  and  what  its  distinguishing  charac- 
teristics were.  The  record  does  not  show  whether  any  bells  made 
according  to  his  patent  came  into  use  in  England  or  elsewhere;  but  a 
model  has  been  put  in  evidence  which,  except  for  the  pendulum,  (the 
use  of  which  the  patentee  says  is  optional,)  is  an  exact  reproduction  of 
the  drawings  and  description,  with  no  modification  of  a  single  element, 
no  readjustment  of  parts.  This  model  may  be  put  in  operation  by  a 
pull  upon  the  rod  i,  but  may  be  operated  equally  well  by  thumb-pres- 
sure applied  at  the  end  of  the  crank  or  lever,  to  which  the  pendulum 
is  attachable.  When  pressed  by  the  thumb  in  one  direction,  the  lever 
moves  the  toothed  sector  A,  which  transmits  motion  through  the  pinion 
to  the  revoluble  striker-bar,  causing  it  to  make  more  than  one  complete 
revolution,  the  swiveled  striker-head  sounding  successive  strokes  on 
tlie  gong,  and  when  the  thumb-pressure  is  released  the  action  of  the 
Spring  drives  the  revoluble  striker-bar  back  for  an  equal  distance,  the 
Swiveled  striker-head  repeating  its  stroke. 

This  is  identically  the  combination  of  the  second  claim  of  the  patent 

in  suit.     Referring,  moreover,  to  the  description  of  Rockwell's  bell, 

<)aoted  supra  from  the  brief  of  complainant's  counsel,  it  will  be  seen 

t^hat  in  Bennett's  bell  there  is  a  lever  of  convenient  form  pivoted  to  the 

base-plate,  one  end  being  available  for  the  application  of  thumb-pres- 

sore  and  projecting  beyond  the  circumference  of  the  bell.    The  other 

end  of  the  lever  carries  a  segment  gear.    One  pinioned  gear-wheel 

^hich  is  found  in  Rockwell  is  wanting  in  Bennett,  the  segmented  gear 

at  the  end  of  the  lever  meshing  with  a  pinion  upon  one  side  of  the 

striker-bar,  which  is  loosely  pivoted  on  a  stud  or  pillar.    This  striker- 

l>ar  carries  a  loosely  pivoted  striker.    A  spring  attached  to  %\i<^  V^^^x  ycv. 

H.  Doc,  354 28 
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Eockwell's  and  coiled  around  the  stud  in  Bennett's  tends  to  keep  the 
lever  in  one  position  and  operate  the  striker-bar  in  reverse  direction  to 
the  direct  action  of  the  thumb-pressed  lever. 

The  insertion  of  an  additional  gear  and  pinion  wheel  in  a  train  of 
such  wheels  arranged  to  transmit  motion  is  certainly  not  invention; 
nor  is  it  invention  to  substitute  a  reacting  spring  at  one  end  of  the 
train  of  motion  for  a  similar  spring  at  the  other  end.  With  these 
differences  the  interior  mechanism  of  Bennett  is  the  same  as  that 
of  Rockwell,  and  the  earlier  patent  discloses  all  the  elements  of  the 
second  claim  of  the  later  one,  viz:  (a)  a  base-plate,  (b)  a  revoluble 
striker-bar  (o)  spring-actuated  in  one  direction,  (d)  a  lever  operatively 
connected  therewith  (e)  and  adapted  to  rotate  the  striker-bar  in  oppo- 
sition to  the  force  of  the  spring,  (/)  and  a  gong,  substantially  as  set 
forth. 

Moreover,  no  particular  rearrangement  or  reorganization  is  required 
to  adapt  the  Bennett  bell  for  use  on  a  bicycle.  Besides  the  projecting 
crank  on  which  thumb-pressure  may  be  applied  a  small  part  of  tbe 
toothed  segmental  wheel  projects  beyond  the  periphery  of  the  gong; 
but  it  is  only  necessary  to  enlarge  the  diameter  of  the  gong  and  to 
substitute  the  well-known  dish-shaped  base-plate,  with  its  fastening 
appurtenances  in  order  to  obtain  a  bell  operated  in  the  same  way  as 
complainant's  by  means  of  the  same  mechanism,  protected  by  a  similar 
shell  composed  of  gong  and  base-plate,  and  affixable  in  like  maniicr  to 
the  handle-bar  of  a  bicycle. 

We  are  unable,  therefore,  to  And  any  patentable  novelty  in  patent 
No.  471,982.  The  learned  judge  who  tried  the  cause  in  the  Circuit 
Court  reached  an  opposite  conclusion  mainly  for  the  reason  set  forth  in 
the  following  excerpt  from  his  opinion : 

The  great  number  of  patents  introdnoed  into  this  ease,  all  issned  since  tbe  British 
patent,  show  the  amount  of  inventive  skill  which  has  been  brought  to  bear  upon 
this  class  of  inventions.  If  the  changes  necessary  to  adapt  this  [Bennett]  bell  to  a 
bicycle-bell  were  such  as  would  occur  to  the  ordinary  mechanic,  skilled  in  the  art>, 
it  would  seem  as  though  it  must  have  occurred  to  some  one  during  the  fourteen 
years  of  the  life  of  said  patent.  A  comparison  of  the  bell  of  the  Rockwell  patent 
with  others  previously  manufactured  by  defendant  shows  how  crude  and  imperfect 
were  the  latest  devices  of  the  prior  art  and  furnishes  additional  evidence  in  sup|K>rt 
of  the  claim  of  patentable  novelty.  *  *  *  The  mass  of  evidence  offered  by 
defendant  shows  that  the  desired  results  have  been  accomplished,  after  repeated 
and  futile  attempts  on  the  part  of  others,  by  a  device,  which,  upon  defendant's  own 
showing,  is  only  anticipated  by  the  earliest  of  all  the  devices— the  Bennett  British 
patent  of  1877  for  a  door-bell. 

For  years  prior  to  1892  the  demand  for  bicycles  and  bicycle-bells  was 
steadily  increasing.  To  supply  that  demand  new  improvements  were 
being  continually  sought  after.    An  alarm-bell  which  should  be— 

compact,  simple,  strong,  durable,  reliable,  attractive,  efficient  and  easily  operated— 

was  a  desideratum.  One  after  another  the  bell-makers  of  this  country 
produced  bicycle-bells  differing  in  mechanism,  some  containing  clock- 
work«  some  escapements  and  trembler-hammers^  but  all,  as  tbe  evidence 
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shows,  having  one  or  other  drawback,  a  circumstance  which  contin- 
nally  stimulated  mechanics  and  inventors  to  further  eftbrt  to  supply 
the  want.  If  during  all  this  period  a  bell-striking  mechanism  such  as 
Bennett's  was  being  turned  out  of  the  bell  manufactories  of  Connec- 
ticut as  the  operative  part  of  call-bells,  door-bells,  and  other  bells,  a 
court  might  find  it  extremely  difficult  to  understand  why  it  did  not 
occur  to  any  mechanic  possessed  of  the  ordinary  skill  of  his  calling  to 
insert  such  mechanism  in  the  double  dish  shell  of  a  bicycle,  but  would 
yet  feel  constrained  by  the  argument  that  the  reason  so  common  a 
device  was  not  put  to  a  new  use  was  because  it  required  inventive 
genius  to  discover  its  adaptability  thereto.  This  argument,  however, 
is  not  applicable  to  the  case  at  bar. 

There  is  no  reason  to  suppose  that  Bennett  or  his  bell  was  ever  heard 
of  by  any  bell  manufacturer  in  this  country  until  his  patent  was 
unearthed  by*a  search  for  anticipating  devices.  The  inability  of  the 
mere  skilled  mechanic  to  incase  the  Bennett  mechanism  in  a  bicycle- 
bell  shell,  so  as  to  produce  a  practicable  bicycle-alarm,  is  not  to  be 
taken  for  granted  merely  because  it  was  not  done  unless  there  is  at 
least  a  reasonable  probability  that  such  mechanic  knew  of  the  Bennett 
mechanism.  In  this  case  the  probabilities  are  all  the  other  way.  If 
Bennett's  mechanism  was  used  in  the  bell-making  industry  here,  it  may 
safely  be  assumed  that  in  a  record  as  carefully  prepared  as  this  there 
would  be  some  evidence  of  it,  and  so  well  adapted  is  that  mechanism  to 
bicycle-bells  that  it  is  almost  inconceivable  that  it  could  have  been 
known  to  bell-makers  here  during  the  fourteen  years  in  which  they  were 
trying  to  improve  such  bells  and  yet  was  not  availed  of. 

No  doubt  Eockwell  devised  the  striking  mechanism  set  out  in  his 
patent  independently  and  with  no  knowledge  of  what  Bennett  had 
done,  and  since  that  mechanism  was  better  adapted  to  meet  the  require- 
ments of  a  bicycle-bell  than  anything  which  rival  manufacturers  had 
succeeded  in  producing  it  may  be  accepted  as  the  fruit  of  an  inventive 
conception;  but  its  novelty  is  negatived  by  the  British  patent. 

The  statutes  authorize  the  granting  of  patents  only  for  such  inven- 
tions as  have  not  been  patented  or  described  in  any  printed  publication 
in  this  or  any  foreign  country  before  the  applicant's  embodiment  of  his 
own  conception.  It  may  be  a  hardship  to  meritorious  inventors,  who 
at  the  expenditure  of  much  time  and  thought  have  hit  upon  some  ingen- 
ious combination  of  mechanical  devices,  which  for  aught  they  know 
is  entirely  Lovel,  to  find  that  in  some  remote  time  and  place  some  one 
else,  of  whom  they  never  heard,  has  published  to  the  world  in  a  patent 
or  a  printed  publication  a  full  description  of  the  very  combination  over 
which  they  have  been  puzzling;  but  in  such  cases  the  act  none  the  less 
refuses  them  a  patent. 

The  real  invention  here  is  the  combination  of  a  base-plate  with  a 
revoluble  striker-bar  spring-actuated  in  one  direction,  a  lever  opera- 
tively  connected  therewith  and  adapted  to  rotate  the  striker- bar  in 
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opposition  to  the  force  of  the  spring:,  and  a  gong — an  ingeuioua  mech- 
anism which  by  reason  of  its  simplicity  and  durability,  its  facility  of 
operation,  its  reciprocating  action,  and  the  character  of  the  alarm  it 
sounds  is  peculiarly  fitted  for  a  bicycle-bell.  But  this  precise  mechan- 
ism was  described  and  published  to  the  world  in  the  Bennett  patent 
and  is  used  in  complainant's  bell  with  no  other  reorganization  of  opera- 
tive parts  than  the  insertion  of  an  additional  gear  and  pinion  wheel 
and  such  a  shifting  of  the  spring  as  introduces  no  new  ftinction.  In 
our  opinion  such  unsubstantial  changes  do  not  involve  invention;  nor 
is  it  invention  to  inclose  the  operative  mechanism  in  an  old  bicycle 
double-dish  shell  when  used  for  a  bicycle-bell  instead  of  mounting  it 
upon  a  standard  for  a  call-bell,  affixing  to  a  door-jamb  for  a  door-bell, 
or  arranging  it  to  engage  with  an  opening  window-sash  for  a  burglar- 
alarm. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  cause  remitted 
to  that  court,  with  instructions  to  dismiss  the  bill,  with  costs  of  both 
courts. 


[XT.  S.  Circuit  Court-- Southern  District  of  New  York.] 

Laufeety  v.  The  Kubsheedt  Manufaotubing  Company. 

Decided  June  S,  1895, 

75  O.  G.,  2200. 

LAUFERTY—BBAiDiNChMACHiNE— Invention. 

Letters  Patent  No.  430,346|  granted  to  Henry  Lanferty  June  17,  1890,  for  tn 
improvement  hi  braiding-machines,  reviewed  in  connection  with  the  prior  art 
and  Held  not  to  cover  a  patentable  invention. 

Final  hearing  in  equity. 

Mr.  F.  B,  Ooudert  and  Mr.  David  Keane  for  the  complainant. 
Mr.  A.  V.  Briesen  and  Mr,  M.  A.  Kurslieedt  for  the  defendant. 

CoxE,  J.: 

The  complainant  is  the  owner  of  Letters  Patent  No.  430,346,  gram 
to  him  June  17,  1890,  for  an  improvement  in  braiding-machines.  Tb€^^ 
bill  is  in  the  usual  form  and  prays  for  an  injunction  and  an  accounting.^^  ^' 
The  principal  question  is  of  invention.  The  claims  relate  to  combina- 
tions each  element  of  which  is  old,  except  the  tubular  or  groove< 
needle,  which  is  substituted  for  the  solid  needle  similarly  mounted  in^ 
the  old  machines.  Tubular  needles  were  also  old  and  had  been  previ- 
ously used  to  do  similar  but  perhaps  not  identical  work.  In  othei 
words,  this  patentee  had  before  him  an  operative  braiding-machine^^ 
precisely  like  the  machine  of  the  patent,  save  that  it  was  providi 
with  a  solid  needle.  He  also  had  before  him  tubular  needles  used 
thread-guides  in  braiding-machines.  He  took  two  of  these  needles  oa^ 
of  inteijacent  circles  and  placed  them  in  the  terminal  circles  of  the 
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late.  All  this  is  conceded.  Did  it  tax  the  inventive  faculty  to 
isf  Other  threads  had  been  fed  into  braid  by  hollow  needles, 
ae  who  fed  the  "beazer- thread''  in  this  way  become  an  inventor t 
question  cannot  be  more  tersely  stated  than  by  the  expert  witness 
9  complainant.    He  says: 

)rior  art  relating  to  braicliDg-roaohiDes  thowB  that  long  prior  to  complainanf  b 
it  was  common  to  feed  wires,  threads,  and  other  bodies  into  braid  by  means 
>w  tubes.  I  do  not  wish  to  be  understood  as  saying  that  the  combination 
in  complainant's  patent  had  ever  been  used,  for  such  I  do  not  find  to  bo  the 
*ut  that,  for  instance,  in  making  whips  the  core  of  the  whip  was  fed  through 
nr  tube,  or  for  making  various  kinds  of  braids,  heavy  and  strong  threads  were 
Dugh  hollow  tubes.  Therefore,  it  seems  the  most  obvious  thing  in  the  world 
echanic  called  upon  to  make  a  braid ing-machino  for  making  purl-edge  braid 
loUow  needles ;  but  the  fact  is  that  prior  to  the  date  of  complainant's  patent 
d  not  do  it,  which  to  my  mind  proves  that  it  was  not  obvious  then  and  to 
lowever  obvious  it  now  appears  to  me.  *  *  *  Prior  to  complainant's  pat- 
d  needles  were  used  in  braiding-machines  to  produce  a  purl-edge  braid. 

aming  that  the  complainant  was  the  first  to  use  the  combinations 
claims,  the  court  cannot  assent  to  the  proposition  that  it  involved 
jou,  after  the  Benjamin  machine,  for  instance,  was  adjusted  to 
ce  a  flat  braid,  to  place  the  feed- tubes  there  shown  in  the  ternii- 
rcles.  If  the  complainant  has  done  more  than  this,  the  court 
0  perceive  it. 

ceding  that  the  complainant's  braid  has  a  finish  superior  to  that 
ced  by  the  solid  needles,  and  this  is  by  no  means  clear  from  the 
ony,  still  no  new  result  is  produced.  The  complainant  has 
ed  the  location  of  the  old  hollow  needle  in  the  old  braiding- 
ne.  This  was  the  work  of  the  skilled  artisan,  not  of  the  inventor, 
lid  naturally  occur  to  the  former  when  adjusting  the  machine  for 
braid.  Complainant  invented  neither  the  needle  nor  machine. 
3t  he  placed  the  old  needle  in  a  slightly-changed  position,  and 
lid  at  the  edge  what  others  had  done  at  the  center  of  the  braid 
sewhere.  Prior  to  October,  1889,  the  art  was  such  that  a  mann- 
er was  at  liberty  to  use  a  hollow  needle  to  carry  any  thread  he 
d  into  the  braid.  The  selection  of  a  particular  thread  did  not 
him  an  inventor, 
bill  is  dismissed. 


[Conrt  of  Appeals  of  the  Dietriot  of  Colambia.] 

CBOSKEY  V.  Attebbuey. 

Decided  June  11,  1896. 
76  O.  G.,  163. 

IMONT— DiSCRKPANCY    BKTWEEy—PURSTATKMENT— DECLINING  TO  ANSWER 
QUKSTIOXS  AND  PRODUCE   BOOKS   FOR  INSPECTION. 

*he  fact  ttiat  an  applicant  in  his  testimony  states  bis  conception  at  an  earlier 
« than  in  his  statement,  the  fact  that  he  declined  to  submit  for  general  exam- 
tion  by  opponent's  connsel  the  sketch-book  from  which  he  states  the  drawings 
ired  in  evidence  were  cut,  and  the  fact  that  he  declined  to  anawer  «o\iv^  q^^Vl^ 
Mtions  pnt  to  him  do  not  constitnte  gronnda  for  disreg^Tdm^YiSA  \A%\hs^^Ti^  * 
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2.  Reduction  to  Practicb— Procbss. 

Actnal  reduction  to  practice  of  a  process  oonsists  in  the  actual  x>erformaDee  of 
the  process.  Making  a  device  by  means  of  which  the  process  can  be  carried  out 
is  not  such  a  performance,  and  is  not  therefore  a  reduction  to  practice. 

3.  Same — Application. 

The  filing  of  a  completed  allowable  application  for  a  patent  for  the  inTention 
is  a  constructive  reduction  to  practice  and  is  as  effectual  in  a  contest  of  priority 
as  actual  re<luction  to  practice.  (Porter  v.  Louden,  23  Wash.  L.  R.,  689;  Yate$  y. 
Husotif  24  Wash.  L.  R.,  214,  and  the  cases  and  authorities  referred  to  in  the  opin- 
ions in  those  cases.) 

4.  Same— Same — Amendment. 

The  filing  of  a  complete  application  is  a  constructive  reduction  to  practice, 
even  though  such  application  be  subsequently  amended,  provided  such  amend- 
ment is  made  to  secure  conformity  between  parts  of  the  application. 

6.  Amendment— New  Matter- Motion  Under  Rule  122 — Dissolution. 

Failure  to  make  a  motion  under  Rule  122  to  dissolve  an  interference  upon  the 
ground  that  an  accepted  amendment  to  one  of  the  a])p]ications  involved  is  for 
new  matter  amounts  to  an  acquiescence  in  such  acceptance  and  in  the  deciaioo 
of  the  Office  that  such  amendment  does  not  involve  new  matter. 

6.  Diligence— No  General  Rule — Adverse  Conditions. 

There  is  no  general  rule  of  what  constitutes  due  diligence.  It  is  reasonable 
diligence,  and  that  is  to  be  determined  by  all  the  facts  in  the  case.  An  inactioo 
of  eighteen  months,  in  the  absence  of  controlling  adverse  conditions,  is  not  rea- 
sonable diligence  in  the  case  of  an  invention  which  required  but  one  month  for 
actual  development. 

Messrs.  Connolly  Bros,  for  the  appellant. 
Mr.  J.  Snowden  Bell  for  the  appellee. 

Cole,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
{antejd'j  75  O.  G.,  1359,)  in  an  interference  proceeding  in  his  Office 
awarding  priority  of  invention  to  the  appellee  for  an  improvement  in 
the  process  of  manufacturing  hollow  glassware.  The  Examiner  of 
Interferences,  the  Board  of  Examiners-iu-Chief,  and  the  Oommissioner 
of  Patents,  the  three  tribunals  of  the  Patent  Office  authorized  by  the 
rules  thereof  to  determine  qnestious  arising  upon  interferences,  upon 
successive  appeals  pronounced  in  favor  of  the  appellee  as  to  both  of 
the  issues  involved  in  the  interference.    Those  issues  are  as  follows: 

1.  The  process  of  forming  hollow  articles  of  glassware  consisting  in  pressing  into 
a  mold  from  a  mass  of  glass  in  a  font  and  over  and  around  a  plug  sustained  in  tbe 
mold,  sufficient  glass  to  fill  the  mold  and  iinishing  a  definite  portion  of  the  artielfl 
hy  such  pressure,  separating  the  partially-finished  hlank  from  the  mass  of  glass  in 
the  font  and  finally  hlowing  the  unfinished  portion  to  the  desired  shape. 

2.  The  process  of  forming  several  articles  of  glassware  simultaneously  which  con- 
sists in  forcing  a  mass  of  molten  glass  from  a  font  around  a  series  of  two  or  more 
cores  each  arranged  in  a  suitahle  mold-cavity,  separating  the  hlanks  thus  formed 
from  the  glass  in  the  font  and  then  simultaneously  hlowing  the  hodies  of  the  several 
hlanks  to  the  desired  shape. 

Tlie  appellee  filed  his  application  involved  in  this  interference  in  the 
Patent  Office  on  the  Ist  day  of  October,  1892,  and  the  appellant  filed 
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lis  on  the  28th  day  of  December,  1893.  In  his  preliminary  statement 
:he  appellant  claims  conception  of  the  invention  and  the  making  of 
irawings  in  the  month  of  Angnst,  1889,  and  the  making  of  other  draw- 
ngs  from  time  to  time  from  that  date  until  January,  1893,  and  disclos- 
ire  to  others  about  July,  1890,  and  actual  reduction  of  the  invention 
X)  practice  in  or  about  the  month  of  October,  1892.  The  Commissioner 
inds  the  earliest  date  of  drawings  and  disclosure  to  others  by  appel- 
ant to  be  December  15,  1890.  In  the  view  we  take  it  becomes  imma- 
:erial  to  determine  whether  appellant  is  entitled  to  an  earlier  date  for 
Irawings  and  disclosure  than  that  accorded  to  him  by  the  Commissioner. 
Che  Commissioner  also  finds  that  appellnnt  completed  a  mold  for  the 
)ur])Ose  of  practicing  the  invention  on  the  1st  day  of  October,  1892, 
ind  that  he  actually  practiced  the  invention  of  the  first  issue  by  mak- 
ng  articles  of  glassware  in  accordance  therewith  on  the  3d  day  of 
October,  1892;  and  the  correctness  of  these  findings  is  acquiesced  in 
>y  both  parties  to  this  appeal.  ^ 

The  appellee  in  his  preliminary  statement  claims  conception  of  the 
(aid  invention  about  the  middle  of  June,  1892,  drawings  and  disclos- 
ire  to  others  about  July  6, 1892,  and  actual  reduction  to  practice  about 
;he  1st  of  October,  1892.  It  was  conceded  at  the  argument,  however, 
:hat  appellee's  first  actual  reduction  to  practice  did  not  occur  until 
ibout  the  22d  day  of  October,  1892.  The  other  dates  claimed  by 
appellee  were  adopted  as  correct  by  the  Commissioner,  and  the  accu- 
racy thereof  is  not  seriously  questioned  by  appellant  if  appellee  is  to  be 
considered  an  original  inventor  at  all;  but  appellant's  counsel  contend 
:hat  the  evidence  in  behalf  of  appellee  is  insufficient  to  prove  that  he 
it  any  time  conceived  the  said  invention,  and  they  assail  the  credibility 
)f  the  witnesses  by  whom  that  fact  is  sought  to  be  established.  It  is 
:onceded  by  a]>pellee  that  the  appellant  was  the  first  to  conceive  the 
nvention,  and  the  main  controversy  relates  to  the  questions  of  who 
vas  the  first  to  reduce  the  same  to  practice  and  whether  the  appellant 
8  guilty  of  laches.  There  are  thirteen  reasons  of  appeal  in  the  record, 
assigning  various  grounds  of  error  in  the  rulings  of  the  Commissioner, 
several  of  the  reasons  assigning  the  same  alleged  errors  in  difi^erent 
anguage,  so  that  the  questions  raised  by  them  and  argued  at  the  hear- 
ng  may  be  properly  stated  as  follows: 

First.  Is  the  evidence  in  behalf  of  the  appellee  as  to  the  alleged  con- 
ception of  the  invention  by  him  credible  and  does  it  sufficiently  estab- 
ish  the  fact  that  he  is  an  original  inventor  of  the  process  mentioned  in 
he  interference! 

Second.  Was  appellant's  completed  mold,  finished  on  the  1st  day  of 
October,  1892,  actual  reduction  of  the  process  to  practice! 

Third.  Was  appellee's  application  filed  the  1st  day  of  October,  1892, 
constructive  reduction  to  practice,  and,  if  so,  is  that  to  have  the  same 
brce  and  effect  in  this  contest  of  priority  of  invention  as  actual  reduc- 
ion  to  practice! 
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Fourth,  Was  appellant  in  the  exercise  of  due  diligence  in  completing 
and  adapting  his  invention  at  the  time  of  the  conception  thereof  hy 
appellee,  and,  if  so,  did  such  diligence  continue  until  he  made  hia 
application ! 

Fifth.  Is  second  issue  a  patentable  invention,  considered  apart  from 
the  first! 

First.  Is  appellee  an  original  inventor  of  the  said  process!  This 
question  of  fa<5t  depends  upon  the  testimony  of  the  appellee  and  the  wit- 
ness Schmunk,  who  testified  in  his  behalf.  It  is  argued  that  the  testi- 
mony of  appellee  is  not  credible  and  should  be  disregarded.  The  only 
specific  reasons  assigned  for  this  contention  are  that  in  his  t<estimony 
he  states  his  conception  at  a  somewhat  earlier  date  than  he  did  in 
his  preliminary  statement;  that  he  declined  to  submit  for  general 
examination  by  appellant's  counsel  the  sketchbook  from  which  he 
stated  the  drawings  offered  in  evidence  were  cut,  and  that  he  declined 
to  answer  some  of  the  questions  put  to  him.  The  examination  of  his 
te*^timony  shows  that  he  did  submit  the  sketch-book  to  the  examiua 
tion  of  counsel  for  his  opponent,  for  the  purpose  of  enabling  them  to 
examine  the  leaves  thereof  immediately  preceding  and  following  those 
which  were  cut  out  to  file  as  exhibits  in  this  cause,  and  only  objected 
to  the  examination  by  them  of  the  other  drawings  contained  in  said 
book  relating  to  other  inventions.  Appellant's  counsel  had  the  oppor- 
tunity of  ascertaining  from  the  examination  of  said  book  its  appearance 
and  whether  the  pages  cut  out  and  filed  in  this  proceeding  were  in 
their  consecutive  order,  and,  indeed,  so  far  as  can  be  perceived,  had  all 
the  advantage  that  couM  have  been  obtained  from  said  book  and  the 
appearance  thereof  had  they  been  permitted  to  examine  the  other 
drawings  in  it.  There  is  no  proof  or  suggestion  that  there  was  any- 
thing suspicious  about  the  appearance  of  the  book  or  that  the  leaves 
taken  out  and  filed  did  not  appear  in  their  proper  order  therein.  The 
only  questions  which  the  appellee  declined  to  answer  related  to  matters 
not  involved  in  (he  issues  of  Interference  and  were  wholly  irrelevant 
thereto.  The  fact  that  he  stated  the  date  of  his  conception  earlier  iu 
his  testimony  than  in  his  preliminary  statement  ought  not,  in  the  light 
of  the  other  evidence  in  the  case,  to  discredit  him.  The  earliest  date 
stated  by  him  is  much  later  than  that  claimed  by  appellant  and  could 
not  have  been  stated  for  the  purpose  of  antedating  him.  No  advantage 
could  accrue  to  appellee  from  having  the  date  of  his  conception  men- 
tioned in  his  testimony  adopted  by  the  Patent  Office  rather  than  the 
one  stated  in  his  preliminary  statement.  Under  the  rules  of  practice 
of  the  Patent  Office  he  could  not  have  contended  for  an  earlier  date 
than  that  mentioned  in  his  preliminary  statement  without  amending 
the  latter,  and  no  application  to  amend  was  made.  No  motive  therefore 
appears  for  the  making  of  a  false  statement  in  this  particular.  It  is 
also  argued  that  Schmunk's  testimony  should  be  disregarded  because 
he  declined  to  answer  whether  he  did  not  invent  the  process  indepeud- 
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ent  of  appellee;  bat  that  was  an  immaterial  question.  He  had  already 
testified  that  appellee  disclosed  the  invention  to  him  and  that  he  made 
the  drawing  in  accordance  with  his  directions  and  that  he  believed 
that  appellee  was  an  original  inventor  thereof.  Whether  the  witness 
was  also  an  original  inventor  of  the  process  was  a  question  which 
could  in  no  manner  affect  the  interest  of  either  party  to  this  proceed- 
ing. The  reasons  alleged  against  the  credibility  of  these  two  witnesses 
would  not  justify  the  rejection  of  the  testimony  of  either  of  them  as 
unworthy  of  belief,  and  it  must  be  held  that  the  evidence  is  sufficient 
to  establish  the  fact  that  appellee  was  an  original  inventor  of  the  said 
process. 

Second.  Was  appellant's  completed  mold  actual  reduction  to  prac- 
tice Y  Actual  reduction  of  an  invention  to  practice,  as  the  words 
themselves  indicate,  is  the  actual  application  of  the  invention  to  the 
accomplishment  of  the  purpose  for  which  it  is  intended.  If  the  subject 
of  the  invention  be  machinery  or  an  improvement  therein,  then  the 
construction  of  a  machine  according  to  the  invention  is  actual  reduc- 
tion to  practice;  but  the  making  of  a  model  by  which  the  machine  may 
be  constructed  is  not.  {Porter  y.  Louden,  0.  D.  1895,  707;  73  O.  G., 
1551;  23  Wash.  L.  K.,  089.)  It  follows  that  where  the  invention  is  a 
process,  as  in  this  case,  the  process  must  be  performed  in  order  to 
make  actual  reduction  to  practice.  The  Commissioner  in  his  opinion 
in  this  case  states  the  principle  accurately  in  the  following  language: 

It  is  strenuously  urged  by  Croskey  that  inasmuch  as  his  mold  was  finished  by 
October  1,  1892,  he  should  have  that  date  for  his  reduction  to  practice.  He  reaches 
that  date  by  reasoning  that  as  the  mold  was  actually  tried  on  October  3,  1892, 
which  was  Monday,  this  mold  must  have  been  finished  on  Satarday  or  probably 
before,  because  Saturday  was  a  half-holiday.  The  inyention  in  this  case,  however, 
is  not  a  mold,  but  a  process  or  series  of  acts,  and  I  think  that*  as  a  general  rule  it 
may  be  said  that  to  reduce  a  method  or  process  to  practice  the  series  of  acts  must  be 
actuaUy  performed.  It  is  true  that  in  many  cases  the  inventor  is  obliged  to  produce 
a  new  machine  or  apparatus  to  successfully  work  his  process.  It  is  possible  that  a 
case  might  arise  in  which  the  new  method  would  be  so  clearly  shown  by  an  inspec- 
tion of  the  new  machine  or  apparatus  that  it  would  seem  like  straining  a  point  to 
insist  that  the  machine  or  apparatus  must  actually  be  used  to  effect  a  reduction  to 
practice  of  the  process.  That  is  not  the  usual  case,  and  clearly  it  is  not  the  case 
now  in  question.  This  interference  covers  a  process  which  is  not  apparent  from  an 
inspection  of  the  mold,  and  which  is  not,  in  fact,  carried  out  by  the  mold  acting 
automatically,  but  which  requires  other  apparatus  in  connection  with  this  mold  for 
its  successful  operation. 

Actual  reduction  to  practice  is  also  similarly  defined  in  the  case  of 
Lorraine  v.  Thurmond^  (C.  D.,  1890,  86;  51  O.  G.,  1781.)  It  is  also 
worthy  of  comment  that  counsel  for  appellant  in  their  third  reason  for 
appeal  firom  the  Examiner  of  Interferences  to  the  Board  of  Examiners- 
in-Chief  and  in  their  fourth  reason  of  appeal  from  the  latter  to  the 
Commissioner  expressly  claim  that  the  earliest  actual  reduction  of  the 
process  to  practice  was  by  appellant  on  the  3d  day  of  October,  1892, 
when  he  actually  made  articles  of  glassware  in  accordance  with  it.    It 
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must  therefore  be  held  that  appellant's  earliest  actual  reduction  to 
practice  was  at  the  last-named  date. 

Third.  Was  appellee's  application  filed  on  the  Ist  day  of  October, 
1892,  constructive  reduction  to  practice  of  the  invention  in  interference, 
and,  if  so,  has  that  the  same  effect  in  this  contest  as  actual  reduction 
to  practice! 

In  a  contest  upon  the  question  of  priority  of  invention,  if  the  first  to 
conceive  is  guilty  of  laches  in  completing  and  reducing  his  conception 
to  practice,  and  in  the  meantime,  and  while  he  is  not  in  the  exercise  of 
due  diligence,  another  conceive  the  same  invention,  then  he  who  first 
reduces  the  invention  to  practice  is,  in  law,  the  first  inventor,  and  the 
filing  of  a  completed  allowable  application  for  a  patent  for  the  invention 
is  a  constructive  reduction  to  practice  and  is  as  effectual  in  a  contest 
of  priority  as  actual  reduction  to  practice.    (Porter  v.  Louden,  C.  D.  1895,  ' 
707;  73  O.  G.,  1551;  23  Wash.  L.  R.,  689;  Yates  v.  Huson,  ante.,  278;  74 
O.  G.,  1732 ;  24  Wash.  L.  B.,  214,  and  the  cases  and  authorities  referred  to 
in  the  opinions  in  those  cases.)    Appellant's  counsel  impliedly  admit  tbe 
correctness  of  this  rule,  but  contend  that  appellee's  application  shoald 
not  be  considered  constructive  reduction  to  practice  in  this  case,  beennse 
they  allege  that  it  was  not  an  allowable  application  at  the  time  it  was 
filed  and  did  not  become  such  until  it  was  amended  May  18,  1893,  by 
inserting  the  claims  in  interference  and  the  words  ''or  in  any  suitable 
or  known  manner"  in  the  original  application,  and  refer  to  Bule  116  of 
the  Eules  of  Practice  of  the  Patent  Office  and  the  case  of  Udison  v.  BaU 
(O.  D.  1895, 811 ;  71 0.G.,  1313)  and  other  like  cases  construing  said  rule. 
The  rule  referred  to  is  in  the  following  language: 

In  original  proceedings  in  cases  of  interference  the  several  parties  will  be  presomed 
to  have  made  the  invention  in  the  chronological  order  in  which  they  claimed  the  saoM 
in  their  completed  applications  for  patents  clearly  illustrating  and  describing  tbe 
invention ;  and  the  burden  of  proof  wiU  rest  upon  the  party  who  shaU  seek  to  establiil^ 
a  different  state  of  facts. 

This  rule  and  the  cases  construing  it  refer  only  to  the  question  of  tbe 
burden  of  proof  and  have  no  application  whatever  to  the  subject  of » 
completed  and  allowable  application.  Under  the  statutes  and  Rales  of 
Practice  of  the  Patent  Office  a  completed  and  allowable  application  is 
one  which,  with  the  specifications,  drawings,  and  model,  if  any,  required 
to  be  filed  therewith,  describes  a  patentable  invention  in  such  full,  cleitf, 
concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or 
science  to  which  it  relates  to  make  and  use  the  same.  (B.  8.  U.  S.,  sec 
4888;  Patent  Office  Rule  No.  30.) 

Either  the  specifications,  drawings,  models,  or  claims  may  be  amended 
at  any  time,  so  as  to  make  each  correspond  with  the  other;  butnothiog 
involving  a  departure  from  the  original  invention  can  be  introduced  by 
amendment.  Such  an  amendment  forms  no  basis  for  an  argumeuttbat 
the  application  was  not  an  allowable  one  when  filed.  (Patent  Office 
Rules  from  68  to  78,  inclusive,  especially  Rule  71.)  And  these  rules 
only  state  in  positive  terms  the  principles  which  would  govern  in  the 
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absence  of  sach  rules.  Tliey  are  the  principles  which  apply  to  the 
amendments  of  pleadings  and  proceedings  in  courts.  Applying  them  ' 
to  the  application  of  the  appellee  as  it  was  when  filed  and  when  placed 
in  interference  it  is  clear  that  none  of  them  were  violated  in  allowing 
the  amendments  to  be  made,  even  if  that  question  be  now  open  to  the 
appellant,  which  may  be  doubted.  The  invention  in  interference  was 
clearly  set  forth  and  described  in  the  specifications  filed  with  appellee's 
original  application,  and  the  only  object  of  the  amendment  was  to  make 
the  claims  conform  thereto,  nothing  new  havingbeen  introduced  thereby. 
Such  an  amendment  is  provided  for  by  Rule  109  even  after  an  interfer- 
ence has  been  declared.  That  the  authorities  of  the  Patent  Office 
understood  that  no  new  matter  was  introduced  by  these  amendments 
is  apparent  from  the  fact  that  no  new  or  additional  oath  was  required 
to  the  amendments  when  one  would  have  been  requisite  by  Rule  48  if 
anything  not  disclosed  in  the  original  application  had  been  claimed. 
That  counsel  for  appellant  so  understood  it  may  be  inferred  from  their 
failure  to  make  a  motion  to  dissolve  the  interference,  which  might  have 
been  successfully  done  under  Rule  122  if  their  present  contention  be 
correct.  Their  failure  to  make  such  motion  is  an  acquiescence  in  the 
correctness  of  the  action  of  the  Patent  Office  in  declaring  the  interference 
and  in  all  preliminary  steps  essential  thereto.  (Lorraine  v.  Thurmond, 
C.  D.,  1890,  86;  51  O.  G.,  1781;  Hunter  v.  Jenkin,  0.  D.,  1891,  157;  56 
O.  G.,  1705.)  The  application  of  appellee  filed  October  1,  1892,  must 
be  held  to  be  an  allowiible  one  and  a  constructive  reduction  to  practice 
and  to  entitle  him  to  the  award  of  prior  invention  unless  at  the  time  of 
his  conception  appellant  was  in  the  exercise  of  due  diligence  and  so 
continued  down  to  the  date  of  his  application.  And  that  brings  us  to 
the  consideration  of  the  fourth  question. 

Fourth.  Was  appellant  in  the  exercise  of  due  diligence  in  completing 
and  adapting  his  conception  at  the  time  appellee  conceived  the  inven- 
tion, and  did  such  diligence  continue  until  he  made  his  application  Y 

There  is  no  general  rule  of  what  constitutes  due  diligence  applicable 
to  all  cases.  Due  diligence  is  reasonable  diligence,  and  that  is  to  be 
determined  by  the  particular  facts  of  each  case.   ( Yates  v.  Huson,  supra,) 

In  that  case  the  correct  doctrine  is  stated  to  be  that  the  prior  inventor 
must — 

hare  began  and  proseonted  with  diligence  the  work  of  adapting  and  perfecting  his 
invention  before  the  date  of  his  rivars  conception.  *  *  *  To  show  that  his  dili- 
gence only  began  with  that  date  wonld  not  be  safficlent; 

and  that  the  prior  negligent  inventor  loses — 

his  inchoate  right  in  favor  of  a  subsequent  and  bona  fide  inventor  who,  having  entered 
the  unoccupied  field,  shall  have  reduced  his  conception  to  practice. 

And  it  was  also  said  in  the  case  of  Porter  v.  Louden,  supra,  that — 

a  party  who  conceives  a  new  device  or  invention  and  proceeds  only  so  far  as  to 
embody  it  in  rough  sketches  or  drawings,  or  even  experimental  or  working  models, 
oaonot  stop  there,  and  still  be  able  to  hold  the  field  of  invention  against  all  other 
inventors  for  an  indefinite  period. 
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Tested  by  these  rules  the  appellant  was  not  in  the  exercise  of  due 
diligeuce  at  the  time  of  appellee's  conception.    He  had  not  at  that  time 
performed  all  the  acts  recited  in  the  above  quotation  from  Porter  v. 
Loudetij  and  which  were  held  in  that  case  to  fall  below  the  require- 
ments of  due  diligence,  although  nearly  three  years  had  elapsed  from 
the  date  of  his  conception,  as  claimed  by  him,  and  about  eighteen 
months  from  the  date  of  his  disclosure  as  found  by  the  Commissioner. 
Such  inaction  is  clearly  laches,  unless  excused  upon  some  controlling 
ground.    Especially  is  it  so  in  the  light  of  the  evidence  showing  that 
appellant  was  less  than  one  month  constructing  the  mold  and  reducing 
the  invention  to  actual  practice,  when  he  once  set  himself  about  it  in 
September,  1892,  which  seems  to  have  been  his  first  effort  to  perform 
acts  amounting  to  diligence,  several  months  after  appellee's  conception. 
Kor  was  there  any  greater  degree  of  diligence  on  the  part  of  appellant 
after  than  before  the  conception  of  appellee.    He  made  but  few  articles 
on  or  about  the  3d  of  October,  1892,  and  did  nothing  subsequently  until 
the  filing  of  his  application  December  28, 1893.    Such  negligence  can- 
not prevail  over  the  prompt  action  of  appellee,  who  first  reduced  the 
invention  to  constructive  practice  by  filing  an  allowable  application  in 
about  three  months  after  his  conception  and  by  immediately  following 
it  with  actual  reduction  to  practice  by  manufacturing  extensively  in 
accordance  with  the  said  process.    There  is  a  feeble  attempt  to  explain 
this  unreasonable  delay  of  appellant  on  the  alleged  ground  of  his  pov- 
erty and  lack  of  opportunity  to  make  or  have  ccmstructed  a  mold;  bat 
his  answers  to  questions  on  cross-examination  show  that  neither  pov- 
erty nor  lack  of  opportunity  were  controlling  conditions  in  the  way  of 
earlier  action  on  his  part.    Appellant  also  gave  evidence  tending  to 
show  that  he  was  delayed  by  efforts  to  make  other  similar  inventions; 
but  time  spent  upon  other  inventions  does  not  excuse  delay  otherwise 
unreasonable.    {Telephone  CaseSj  O.  D.,  1888,  321;  43  O.  G.,  377;  126 
U.  S.,  1.) 

Appellant,  though  the  first  to  conceive,  by  his  laches  lost  his  inchoate 
right  in  the  invention  in  favor  of  appellee,  who  conceived  later,  while 
appellant  was  lacking  in  due  diligence,  and  promptly  reduced  his  con- 
ception to  practice  before  appellant  did. 

Fifth.  Is  appellee  also  entitled  to  the  award  of  priority  upon  tbe 
second  issue  Y 

The  second  issue  of  interference  is  also  described  in  appellee's  appli- 
cation. Besides,  this  issue  contains  Jiothing  patentable  not  contained 
in  the  first  one.  It  contemplates  only  the  making  of  several  articles  of 
glassware  at  one  time  by  the  same  method  or  process  described  in  the 
first  issue.  Any  skilled  workman  in  the  art  would  readily  apply  the 
process  of  the  first  issue  as  suggested  in  the  second.  To  pass  from 
the  first  to  the  second  would  not  be  invention.  Whoever,  therefore,  is 
the  prior  inventor  of  the  first  issue  is  of  the  second  also. 
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'his  is  aptly  stated  in  the  opinion  of  the  Examiuers-in-Chief  as 
ows: 

x>babl7  the  matter  of  issue  No.  2  was  allowed  as  a  follower  of  issue  No.  1  and  as 
:aining  the  same  process  and  doing  no  barm  when  following  its  leader  in  a  patent, 
inuot  be  inferred  from  its  allowance  in  that  connection  that  it  had  been  held  to 
•atentable  by  itself  as  containing  an  invention  sustainable  in  a  patent  when  issue 
1  stands  as  a  claim  in  another  patent. 

hoeyer  is  the  inventor  of  issue  No.  1  is  the  inventor  of  issue  No.  2,  whether  or 
he  makes  any  mention  of  working  his  process  simultaneously  on  more  than  one 
9  of  glass. 

'or  the  reasons  given  we  shall  therefore  affirm  the  decision  of  the 
nmissioner  of  Patents  and  direct  that  a  certificate  of  the  proceed- 
3  and  decision  of  the  case  in  this  Court  be  certified  to  the  Comniis- 
ler  of  Patents,  to  be  entered  of  record  in  the  Patent  Office,  as 
)cted  by  statute,  and  it  is  so  ordered. 


[U.  S.  Ciroait  Court— Eastom  District  of  PenntylTsnia.] 

Intebnational  Pavement  Company  v.  Biohabdson. 

fl 

Decided  June  iO,  1896. 

76  O.  G.,  166. 
JCENSE — Transfer. 

A  transfer  of  ''plant  and  good  wiU,     •    •    •    Indnding  the  contract  of 

license/'  is  a  contract  to  the  effect  that  machines  which  form  a  part  of  the  plant 

are  thereby  transferred  subject  to  any  restrictions  of  the  license,  and  such 

machines  cannot  be  used  or  sold  except  in  accordance  with  the  terms  of 

such  license. 

)£FXN8E — IGNORAKCE. 

A  defense  that  machines  were  bought  by  the  defendant  without  notice  of  a 
clog  upon  the  title  to  them  will  not  avail  when  it  appears  that  the  contract  by 
which  the  machines  were  conveyed  contains  a  reference  to  the  license  which 
contaiuB  the  limitations  constituting  the  clog  referred  to,  and  knowledge  is 
justly  imputable  to  the  defendant  in  such  case. 

iiCENSE — Equity  Enforcement. 

When  machines  are  acquired  under  the  provisions  of  a  license  which  prohibits 
the  disposal  of  such  machines,  except  to  other  licensees,  and  which  permits  the 
purchasing  licensee  to  use  and  enjoy  such  machines  subject  to  all  the  conditions 
of  his  own  license,  the  said  conditions  are  equitably  enforcible  against  such 
purchasing  licensee. 

UB  Motion  for  a  preliminary  injunction. 

fessrs.  Strawbridge  &  Taylor  for  the  complainant. 

fr.  Hector  T,  Fenton  and  Mr.  E.  Hunn  Ramon  for  the  defendant 

HESON,  J. : 

\j  a  contract  in  writing  between  the  International  Pavement  Com- 
ly  (the  plaintiff  in  this  suit)  and  the  Trinidad  Asphaltum  Block 
npany,  dated  August  14,  1893,  and  duly  executed  by  the  parties 
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thereto,  the  former-named  company  granted  to  the  latter-named  com- 
pany an  exclasive  license  to  use  the  improvements  patented  in  elevea 
named  Letters  Patent  of  the  United  States,  and  each  of  them,  in  the 
manufacture,  sale,  and  use  of  compressed  asphalt  paving  and  building 
blocks  and  tiles  within  the  counties  of  Philadelphia,  Delaware,  Ghester, 
Lancaster,  and  York,  in  the  State  of  Pennsylvania,  for  the  period  of 
seventeen  years  from  July  12,  1892,  unless  sooner  terminated  for  breach 
of  condition,  as  therein  provided.  This  contract  of  license  contains 
the  clause  following: 

This  license  shall  not  be  transferable  or  aasiguable  by  the  said  party  of  the  second 
part  without  the  consent  in  writing  of  the  said  party  of  the  first  part,  dnly  aatbor- 
ized  by  a  vote  of  its  board  of  directors,  and  indorsed  hereon,  and  the  said  party  of 
the  second  part  shall  have  no  interest  in  the  patented  machines  that  it  Is  by  this 
contract  of  license  licensed  to  procnre  and  nse,  or  in  the  machines  covered  by  said 
Letters  Patent  which  are  now  owned  by  it,  or  l^ave  been  used  and  operated  by  ths 
party  of  the  second  part  under  any  prior  license  from  the  party  of  the  first  part, 
which  it  can  use  and  operate  as  constructed  and  operative  machines  except  ander 
and  pursuant  to  this  contract  of  license  and  while  the  same  remains  in  force;  and 
that  said  party  of  the  second  part  shall  have  no  interest  in  said  patented  macbiDM 
which,  as  constructed  and  operative  machines,  can  be  assigned,  sold  or  in  any  man- 
ner transferred,  without  the  written  consent  of  the  said  party  of  the  first  part,  duly 
authorized  by  vote  of  its  board  of  directors.     And  apart  from  said  contract  of  license, 
the  title  to  said  patented  machines  shall  be  merely  as  raw  metals  or  materials  in  the 
possessor's  hands;  provided,  however,  that  the  said  party  of  the  second  part  may  at 
any  time  sell  said  patented  machines  to  any  persons  or  parties  who  may  have  a 
license  from  the  International  Pavement  Company  to  use  the  same,  to  be  used  and 
enjoyed  by  such  purchasing  licensee,  subject  to  all  the  terms,  restrictions,  limitations 
and  conditions  in  such  purchasers'  license  from  the  International  Pavement  Company 
contained. 

One  of  the  patents  named  in  and  covered  by  this  license  is  Patent 
Ko.  289,397,  granted  to  Augustus  Dietz  on  December  4, 1883,  for  an 
<<  Improvement  in  machines  for  the  manufacture  of  bricks  oat  of 
asphalt."  The  plaintiff  in  the  year  1886  duly  acquired  the  exclusive 
right  of  making,  using,  and  vending,  and  licensing  to  others  to  be  used 
machines  under  the  said  Dietz  patent.  On  June  8,  1886,  the  plaintiff 
granted  to  the  Trinidad  Asphaltum  Block  Company  an  exclusive 
license  to  use  the  Dietz  patent  in  a  portion  of  the  State  of  Pennsyl- 
vania and  other  contiguous  territory.  There  were  then  in  existence 
two,  and  only  two,  machines  embodying  the  Dietz  patented  improve- 
ment, one  of  which  machines  was  owned  by  the  Trinidad  Asphaltam 
Block  Company  and  the  other  by  another  company.  The  latter- 
mentioned  machine  was  bought  afterward  by  the  Trinidad  Asphaltam 
Block  Company,  and  that  company  used  these  two  machines  under  tbe 
license  of  June  8, 1886,  and  paid  the  plaintiff  royalties  thereunder  upon 
all  blocks  manufactured  on  these  machines.  On  August  14, 1893,  tbe 
license  of  June  8,  1886,  was  canceled  by  the  mutual  consent  of  the 
parties  thereto  and  the  above-recited  license  of  August  14, 1893,  was 
executed. 

By  an  agreement  in  writing  dated  and  executed  April  9,  ISHj 
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'etween  John  Farr  a-s  party  of  the  first  part  and  Benjamin  F,  Bicliard<' 
on  (the  defendant  in  this  suit)  as  party  of  the  second  part,  it  was 
greed  as  follows : 

The  said  party  of  the  first  part  agrees  to  sell  and  convey  to  the  said  party  of  the 
30ond  party  who  agrees  to  purchase,  the  plant  and  good-will  of  the  Trinidad 
sphaltnm  Block  Company,  including  the  contract  of  license  from  the  International 
avement  Company,  for  the  price  or  sum  of  seven  thousand  two  hundred  and  fifty 
oUars,  *  *  *  on  the  terms  and  conditions  following,  to  wit:  the  said  John 
arr  agrees  to  transfer  the  above  property  free  from  all  liens  to  have  said  contract 
f  license  regularly  and  legally  transferred,  and  the  said  transfer  accepted  by  said 
he  International  Pavement  Company.     •     •    * 

Fair,  who  was  a  judgment  creditor  of  the  Trinidad  Asphaltam  Block 
/ompany  and  was  to  receive  the  proceeds  of  said  sale,  entered  into  the 
greement  of  April  9^  1894,  with  the  consent  of  the  president  of  the 
iriiiidad  Company,  and  that  company  afterward  ratified  the  sale. 

On  April  30, 1894,  the  defendant,  his  legal  adviser,  Mr.  Ross,  Mr.  Farr, 
[r.  Wattsou,  president  of  the  Trinidad  Company,  and  Mr.  Wilkinson, 
le  president,  and  Mr.  Upham,  the  treasurer,  of  the  International  Pave- 
lent  Company,  met  together,  and  after  some  negotiations  Messrs.  Wil- 
io8on  and  Upham  gave  to  the  defendant  the  following  memorandum : 

Upon  the  execution  and  delivery  of  a  covenant  by  Benjamin  F.  Richardson,  of 

>rri8town,  Montgomery  county,  Pennsylvania,  to  the  Block  and  Tile  Paving  Com- 

kiiy  of  New  Jersey  to  pay  said  company  one  qaarter  of  one  cent  on  each  and  every 

phalt  block  and  tile  sold  by  said  Richardson  in  York,  Lancaster,  and  Delaware 

uuties  in  the  State  of  Pennsylvania  during  the  existence  of  the  license  hereinafter 

entioned,  the  International  Pavement  Company  will  consent  to  the  transfer  of  its 

lense  to  the  Trinidad  Asphaltam  Block  Company  by  said  last-mentioned  company 

the  Baid  Richardson.     Said  payments  to  be  made  half-yearly  by  said  Richardson 

said  Block  and  Tile  Paving  Company.    It  being  understood  that  the  existing 

»ntract  between  the  'I'rinidad  Asphaltnm  Block  Company  and  the  Block  and  Tile 

ft\^ng  Company  providing  for  the  payment  of  three-fourths  of  a  cent  on  excess, 

c,  shall  first  be  delivered  up  and  canceled. 

Dated  April  30,  1894. 

Waltkr  S.  Wilkinson,  President 

Gkorge  B.  Upham,  Treaeurer. 

The  defendant  verbally  agreed  to  execute  the  proposed  covenant  as 
x>n  as  a  contract  in  proper  form  could  be  prepared,  and  the  sale  to 
le  defendant  was  then  carried  out  by  the  Trinidad  Asphaltum  Block 
ompany  by  its  deed  dated  May  1, 1894,  This  deed,  after  reciting  a 
isolation  of  the  board  of  directors  of  the  company  adopted  April  16, 
$94,  and  a  resolution  of  the.  stockholders  of  the  company  adopted 
Lpril  30,  1894,  authorizing  the  sale  of  the  company's  <<  plant  and 
cense  for  patents  "'to  the  defendant  for  the  consideration  named  in 
is  contract  with  Farr,  conveyed  to  the  defendant  the  property  of  the 
ompany,  described  as  ^< mainly  consisting  of  plant  and  machinery" 
situate  on  certain  named  leased  ground) — 

ad  including  also  tlie  contract  of  license  from  the  International  Pavement  Company. 

The  defendant  forthwith  took  possession  of  the  plant  and  machinery 
nd  with  the  acquiescence  of  the  plaintiff  entered  ui)on  and  continued 
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the  manufacture  of  asphalt  blocks  by  the  use  of  the  two  Dietz  machines, 
advertising  himself  as  '^  successor  to  Trinidad  Asphaltum  Block  Com- 
pany/' and  in  the  months  of  July  and  October,  1894^,  the  defendaut 
made  the  returns  to  the  plaintiff  and  paid  to  it  the  royalties  as  stipu- 
lated in  said  license.  The  defendaut,  however,  neglected  to  execute  the 
contract  with  the  Block  and  Tile  Paving  Company,  as  he  had  verbally 
agreed  to  do,  and  he  failed  to  report  the  number  of  blocks  manufac- 
tured by  him  under  said  license  during  the  quarter  ending  December 

31. 1894,  or  to  pay  the  stipulated  royalties  thereon,  and  the  plaintiff,  in 
accordance  with  the  provisions  of  said  license,  on  or  about  February 

27. 1895,  by  a  written  notice  served  on  the  defendaut  canceled  the 
license. 

The  purpose  of  this  bill  is  to  restrain  the  defendant  from  using  or 
disi>osing  of  the  said  two  machines  constructed  under  the  Dietz  patent 
in  violation  of  the  covenants,  conditions,  limitations,  and  restrictions  of 
the  contract  of  license  of  August  14, 1893. 

There  is  no  reason  to  doubt  that  the  above-quoted  clause  of  the  license 
contract  was  intended  to  include,  and  actually  did  include,  the  two 
Dietz  machines.  They  are  within  the  language  employed,  and  the  evi- 
dence dehors  the  paper  shows  that  it  was  the  understanding  of  the 
parties  that  they  were  covered  thereby.  Now,  if  it  be  true  that  these 
machines  had  once  passed  out  of  the  monopoly,  yet  the  owner  of  them 
could  waive  the  immunity  and  bring  them  again  within  the  operation 
of  the  patent.  As  the  Trinidad  Company  was  at  liberty  to  divest 
itself  of  its  whole  title  in  and  to  these  machines  and  to  put  the  entire 
title  in  the  plaintiff',  so  it  was  its  right  to  restrict  its  ownership.  No 
rule  of  public  policy  forbade  the  owner  to  do  this.  (Mitchell  v.  Hawl&j^ 
16  Wall.,  544.)  It  was  for  the  supposed  mutual  interest  of  the  parties 
to  enter  into  the  license  contract,  and  they  acted  intelligently  and 
freely.  There  was  a  valuable  and  sufficient  consideration  moving  from 
the  plaintiff  to  its  licensee  to'support  the  clause  in  question,  and  it 
was  neither  oppressive  nor  unreasonable.  I  do  not  perceive  any  good 
ground  upon  which  the  Trinidad  Asphaltum  Block  Company  could 
deny  the  binding  force  of  this  clause  in  respect  of  these  two  machines. 
Does  the  defendant  stand  in  any  better  position  than  the  Trinidad 
Company! 

The  argument  that  the  plaintiff*  is  affected  by  an  estoppel  rests  oi 
wholly  untenable  ground.  The  plaintiff'  did  nothing  to  mislead  th< 
defendant.  The  officials  of  the  plaintiff*  company  had  no  reason  to 
suppose  that  the  defendant  expected  to  get  an  absolute  title  to  the 
machines.  The  transaction  in  so  far  as  the  plaintiff  was  connected 
with  it  had  in  contemplation  exactly  the  opposite  result.  The  defend- 
ant, however,  asserts  that  he  bought  the  two  Dietz  machines  without 
notice  of  any  clog  upon  the  title.  But  upon  the  undisputed  facts  it  i^ 
difficult  to  see  how  such  defense  can  be  maintaiued.  If  it  could  be 
conceded  that  the  defendant  dealt  touching  these  patented  machines 
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h  John  Farr  only,  still  on  the  face  of  the  contract  with  Farr  it 
inly  appears  that  the  title  was  in  the  Trinidad  Company  and  that 
t  company  was  operating  under  a  license  from  the  plaintiff.  Thus 
the  outstarty  by  the  very  contract  which  the  defendant  sets  up, 
»wledge  of  the  license  was  directly  brought  home  to  him.  It  is  to 
>bserved  that  the  subject-matter  of  the  Farr  contract  was  not  these 
3hiues  only.  The  defendant  purchased  not  the  machines  by  them- 
^es,  but  the  machines  in  connection  with  the  license  which  regulated 

limited  their  use.  It  was  one  transaction.  Then,  again,  the  deed 
n  the  Trinidad  Company  to  the  defendant  conveying  the  title  to  the 
chines  transferred  therewith  the  license.  How  can  the  defendant 
heard  to  say  that  he  acted  in  ignorance  of  the  restrictive  clause  of 

license!  Knowledge  is  justly  imputable  to  him,  for  he  could 
lain  in  ignorance  only  by  wilfully  shutting  his  eyes.  He  had  within 
3h  the  means  of  information,  and  he  was  culpably  at  fault  if  he  did 
avail  himself  thereof. 

he  case  of  Mitchell  v.  Hawley^  supra^  is  much  in  point.  There  the 
by  the  purchasers  of  certain  patented  machines  constructed  under 
rant  which  bound  the  grantee  not  to  sell  or  grant  any  license  to  use 
ihiues  beyond  the  original  term  of  the  patent  was  restrained.  And 
1  reference  to  notice  the  Court  said : 

ppose  the  rale  waa  otherwise,  and  that  the  real  owner,  in  order  to  defeat  the 
of  the  purchaser,  must  show  that  the  latter  knew  what  the  facts  were,  the  Court 
Id  still  be  of  the  opinion  that  the  decree  ought  to  be  affirmed,  as  the  terms  of  the 
me  which  the  seller  gave  to  the  purchasers  were  sufficient  to  put  them  upon 
iry,  and  it  is  quite  obvious  that  the  means  of  knowledge  were  at  hand,  and  that 
ey  had  made  the  least  inquiry  they  would  have  ascertained  that  their  grantor 
d  not  give  them  any  title  to  use  the  machines  beyond  the  period  of  fourteen 
s  Arom  the  date  of  the  original  Letters  Patent,  as  he  was  only  a  licensee  and 
r  had  any  power  to  sell  a  machine  so  as  to  withdraw  it  indefinitely  from  the 
ation  of  the  franchise  secured  by  the  patent.    (16  Wall.,  550.) 

here  is  positive  proof  that  the  defendant  had  actual  knowledge  of 
clause  in  question  before  he  entered  into  the  contract  of  April  9, 
L  Thus  Mr.  Farr  deposes  that  the  defendant  told  him  that  he 
erstood  the  terms  and  provisions  of  the  license  and  knew  that 
)ss  he  obtained  the  plaintiff's  consent  to  the  assignment  of  the 
use  he  would  be  unable  to  use  the  patented  machinery.  Mr.  Birds- 
deposes  that  during  the  negotiations  with  Farr  the  defendant  stated 
i  he  would  not  buy  unless  he  could  obtain  the  plaintiff's  consent  to 
transfer  of  the  license.  No  reason,  from  self-interest  or  otherwise, 
ears  why  either  of  these  witnesses  should  falsify.  In  strong  con- 
ation of  their  testimony  is  the  stipulation  of  Farr  found  in  the 
3ract  of  April  9,  1894,  that  he  would  have  the  license — 

larly  and  legally  transferred  and  the  said  transfer  accepted  by  said  The  Inter- 
mal  Pavement  Company. 

lie  defendant  seems  to  have  been  a  man  of  business  sagacity,  and 
ras  acting  under  legal  advice.    It  is  simply  incredible  that  he  did 
H.  Doc.  354 29 
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not  acquaint  himself  with  the  terms  of  the  license.  His  whole  after 
conduct  shows  that  he  had  a  perfect  understanding  of  the  provisions 
of  the  license.  The  proofs,  direct  and  circumstantial,  establish  beyond 
doubt  that  the  defendant  had  such  actual  knowledge  before  he  acted. 
He  must  be  regarded  under  the  proofs  as  a  purchaser  of  these  patented 
machines  with  notice  of  the  qualified  ownership  of  the  Trinidad 
Asphaltum  Block  Company,  to  whose  title  he  succeeded. 

Is  the  restrictive  provision  in  question  equitably  enforcible  against 
the  defendant  at  the  suit  of  the  plaintiff!  I  think  it  is.  Plainly  tbe 
clause  was  intended  for  the  protection  of  the  rights  of  the  plaintiff  in 
the  Dietz  patent  and  the  rights  also  of  its  licensees.  As  the  defend- 
ant acquired  the  Dietz  machines  with  notice  of  his  vendor's  contract 
restricting  their  use,  he  is,  it  seems  to  me,  equitably  bound  by  tbe 
restriction.  Courts  of  equity  have  frequently  restrained  purchasers 
with  notice  from  violating  restrictive  personal  covenants  relating  to  tbe 
manner  of  using  land.  ( Whitney  v.  Union  Railway  Company ^  11  Gray, 
359.)  The  principle  is  justly  applicable  to  contracts  concerning  per- 
sonal property.  {De  Mattos  v.  Oibson^  4  De  G. and  J.,  276, 282;  MitM 
V.  Hawley^  supra.)  In  Nexo  York  Bank  Note  Company  v.  Hamilton  Bank 
Note  Company y  (83  Hun.,  593,)  where  a  person  purchased  from  another 
a  printing-press,  having  knowledge  of  the  existence  of  a  contract 
between  tbe  vendor  and  a  third  person  whereby  the  vendor  agreed  not 
to  sell  such  presses  except  under  certain  restrictions,  it  was  held  that 
such  third  person  was  entitled  to  enforce  his  contract  as  against  the 
vendee.  Here  the  license  contract  fixed  the  status  of  the  two  Dietz 
machines.  By  the  provisions  of  the  contract  the  plaintiff  became 
pecuniarily  interested  in  the  restricted  use  of  the  machines  and  to  that 
extent  acquired  an  equitable  right  therein.  The  Trinidad  Asphaltom 
Block  Company,  indeed,  held  the  legal  title,  but  in  subservience  to  the 
limitations  and  purposes  specified.  Hence  a  trust  arose  enforcible 
against  any  one  taking  the  property  with  notice.  (Fletcher  v.  Morey,^ 
Story  C.  C.  Rep.,  555,  565.)  In  Seymour  v.  Freer  (8  Wall,  202, 213)  the 
Court  said : 

A  trust  is  where  there  are  rights,  titles,  and  interests  in  property  disthici  from  the 
legal  ownership.  In  such  cases  the  legal  title,  hi  the  eye  of  the  law,  carries  with  it 
to  the  holder  absolute  dominion ;  but  behind  it  Iw  beneficial  rights  and  intereats  in 
the  same  property  belonging  to  another.  These  rights  to  the  extent  to  which  they 
exist  are  a  charge  upon  the  property  and  constitute  an  equity  which  a  ooart  of 
equity  will  protect  and  enforce  whenever  its  aid  for  that  purpose  is  properly  invoked. 

In  Legard  v.  Hodges  (1  Ves.  Jr.,  477)  Lord  Chancellor  Thurlow  said: 

This  maxim  I  take  to  be  universal ;  that  wherever  persons  agree  concerning  vaj 
particular  subject,  that  in  a  court  of  equity  against  the  party  himself  and  soy 
claiming  under  him,  voluntarily  or  with  notice,  raises  a  trust. 

There  can  be  no  doubt  that  the  plaintiff  needs  the  interposition  of  a 
court  of  equity.  The  rights  of  the  plaintiff  are  clear,  and  the  case 
seems  to  me  to  be  one  calling  for  immediate  relief  by  injunction. 

Let  a  decree  for  an  injunction  be  drawn. 


DECISIONS   OF   U.  8.  COURTS   IN   PATENT   CASES.  451 

[U.  S.  Circuit  Court^Northeni  District  of  New  York.] 

Ypsilanti  Dbess  Stay  MANUFAOTUEiNa  Company  v.  Van 

YAXKENBUEa  et  ai. 

Decided  February  g9,  1896. 
76  O.  G.,  333. 

1.  Bowling— Garment-Stay— Void. 

Letters  Patent  Reissue  No.  11,009,  granted  July  2, 1889,  and  Letters  Patent  No. 
378,080,  granted  February  21,  1888,  to  Enoch  C.  Bowling,  for  improvements  in 
stays  for  garments,  examined  and,  in  view  of  the  prior  art,  Held  void  for  want 
of  invention. 

2.  Invention— Mere  Substitution. 

It  does  not  require  invention  to  provide  an  old  form  of  garment-fitay  with 
projections,  which  are  also  old  for  the  same  purpose  in  devices  of  a  similar  char- 
acter, by  means  of  which  the  stay  may  be  attached  to  a  garment. 

3.  Same— Popularity. 

Invention  cannot  be  predicated  upon  popularity  alone. 

4.  Same — Mere  Substitution. 

There  is  no  pateu table  novelty  in  adding  end  caps  to  the  steel  of  a  partit)ular 
garment-stay  when  sach  caps  had  previously  been  attached  to  similar  steels. 

Mr,  Edmund  Wetmore  aud  Mr,  Oeorge  H.  Lothrop  for  the  complaiuant. 
Mr,  Charles  H,  Duell  for  the  defendants. 

STATEMENT  OF  THE  CASE. 

This  action  is  based  upon  two  patents  granted  to  Enoch  0.  Bowling 
and  now  owned  by  the  complainant.  Both  are  for  improvements  in 
stays  for  garments. 

The  patent  principally  relied  on  is  Reissue  No.  11,009,  dated  July  2, 
1889.    The  original,  No.  362,568,  is  dated  May  10, 1887. 

The  specification  states  that  it  was  common  to  form  in  a  garment  a 
series  of  pockets  by  stitching,  into  which  steel  or  whalebone  stiffeners 
were  inserted.  This  method  was  not  only  expensive,  but  the  stiffeners, 
being  loose,  soon  wore  through  the  garments  and  dropped  out.  The 
object  of  the  patentee  was  to  obviate  these  and  other  difficulties  by 
securing  the  stiiFening-blade  between  sheets  of  rubber  projecting  beyond 
the  blade  both  at  its  ends  and  edges,  the  rubber  being  covered  with  a 
suitable  fabric,  so  that  when  subject  to  pressure  between  warm  plates 
the  parts  adhere  and  a  stitching-edge  around  the  stiffener  is  provided. 
The  stiffening-blade  may  be  of  steel,  whalebone,  wood,  or  any  other 
suitable  material.  The  outer  covering  may  be  of  any  suitable  cloth. 
The  strips  of  rubber  between  the  stiffener  and  the  outer  fabric  must  be 
unvulcanized  and  very  thin. 

The  specification  says: 

The  parts  constituting  the  stay,  when  placed  in  position,  are  subjected  to  pressure 
between  heated  clamps  or  plates,  whereby  the  rubber  strips  become  softened  or 
melted,  thereby  passing  into  the  meshes  of  the  covering  fabrics  around  and  over  the 
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Btiffener,  the  rubber  sheets  joining  each  other,  so  that  when  congealed  they  form  a 
solid  mass,  firmly  cementing  the  parts  together,  inclosing  the  stiffener  D  with  a  rub. 
ber  covering,  thus  holding  said  parts  firmly  in  position  between  the  fabrics,  and 
when  using  steel  for  the  stiffeners  D  the  rubber  prevents  moisture  or  perspiration  from 
the  body  of  the  wearer  from  reaching  the  stiffener,  thereby  preventing  the  rustiDgof 
the  steel,  as  is  now  common  with  steel  stays. 

The  first  claim  only  is  involved.    It  is  as  follows: 

1.  The  stay  herein  described,  comprising  the  stiffeuing-blade  D,  having  sheets  of 
rnbber  1 1  lying  upon  each  side  thereof  and  projecting  over  the  edges  and  ends  of  said 
blade,  with  the  covering  fabrics  B  B',  having  a  like  projection  and  adhering  thereto, 
thereby  a  stitch ing-edge  is  provi.ded  surrounding  the  stiffening-blade,  as  and  for 
the  purposes  specified. 

The  specification  and  the  first  claim  of  the  original  and  the  reissue 
are  the  same.  No  attack  is  made  upon  the  reissue  as  such  so  long  as 
the  controversy  is  confined,  as  it  is  here,  to  the  first  claim. 

The  defenses  are  that  the  claim  is  anticipated,  does  not  involve 
iuvention,  aud  that  it  is  not  infringed  by  the  stay  manufactured  by  the 
defendants  at  the  present  time. 

The  second  patent  is  No.  378,080,  dated  February  21,  1888.    This 
patent,  says  the  complainant's  brief- 
differs  from  Reissue  No.  11,009  only  in  capping  the  ends  of  the  steels  before  making 
up  the  stay. 

The  patentee  says  in  the  specification: 

I  am  aware  that  metallic  end  caps  secured  to  the  ends  of  stiffening-blades  for 
corsets  and  stays  have  long  been  in  use,  and  therefore  do  not  claim,  broa<lly,  such 
matter;  but  I  am  not  aware  that  stiffening-blades  having  such  metaUic  end  caps 
have  heretofore  been  secured  within  a  covering  of  fabric  having  interposed  layers  of 
gutta-percha  tissue,  with  a  marginal  or  fabric  stitching  edge  surrounding  said  pro- 
tected blade  aud  metallic  end  caps,  whereby  said  blades  and  metallic  end  caps  are 
provided  with  an  impervious  coating  having  an  outer  textile  covering,  the  gntts- 
percha  tissue  cementing  the  end  caps  firmly  to  the  ends  of  the  blade  and  within  the 
textile  fabric  coverings,  whereby  said  metaUic  parts  are  prevented  from  rusting  or 
corroding,  the  metallic  end  caps  being  cemented  within  the  fabrics,  thereby  prevent- 
ing said  caps  from  puUiug  off  the  blade,  as  is  commqn  when  attached  in  the  ordinary 
way  to  the  exterior  of  the  stay,  by  simply  pressing  said  caps  onto  the  ends  of  tbe 
stay. 

The  claim  is  for — 

the  herein-described  stay,  comprising  the  stiffening-blade  having  metallic  end  caps> 
aud  fabric  coverings  projecting  beyond  the  edges  and  capped  ends  of  the  stiffening- 
blade,  with  interposed  sheets  of  gutta-percha  tissuo,  said  parts  adhering  together 
and  forming  the  textile  fabric  stitching  edges  //,  as  and  for  the  purposes  specific 

The  defense  is  that  the  claim  is  void  for  want  of  invention. 

CoXB,  J.: 

The  first  claim  of  the  reissue  is  not  for  a  process  or  method,  but  for 
a  product,  a  new  article  of  manufacture — a  garment-stAy.  This  stay 
has  the  following  features:  first,  a  stiffening  blade;  second,  two  sheets 
of  rubber,  one  lying  on  each  side  of  the  blade  and  projecting  over  its 
edges  and  ends;  third,  covering  fabrics  similar  in  dimensions  to  the 
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rubber  sheets  and  adhering  thereto;  fourth,  projections  sufficient  to 
provide  a  stitching  edge  entirely  around  the  blade. 

Such  a  stay,  no  matter  how  produced,  would  infringe,  and  such  a 
stay  made  prior  to  March,  1886,  would  anticipate. 

The  prior  art  shows  a  very  large  variety  of  stays.  In  January,  1883, 
Austin  Kelley  made  a  dress-stay  by  covering  a  capped  blade,  precisely 
like  the  blade  of  the  patent,  with  "gutta-percha  tissue,"  which  is  con- 
cededly  the  equivalent  for  the  "very  thin''  rubber  strips  of  the  pat- 
ent. Kelley's  stay  was  also  covered  with  a  textile  fabric,  which  was 
wrapped  round  the  gutta-percha,  the  parts  being  made  to  adhere  by 
heat  and  pressure.  Kelley's  object,  like  Bowling's,  was  to  cover  the 
stay  so  "as  to  exclude  moisture"  and  provide  means  for  fastening  it 
securely  to  the  garment  to  be  stayed.  Although  the  Kelley  patent 
says  that — 

ft  line  of  stitching  is  mn  near  the  edge  of  the  bnst,  so  as  to  pass  through  the  four- 
fold outer  covering,  as  well  as  the  inner  layer  of  muslin  and  gutta-percha — 

it  is  not  contended  that  this  is  the  means  of  attachment  shown  in  the 
patent  at  bar.  On  the  other  hand,  it  can  hardly  be  disputed  that  the 
Kelley  patent  shows  all  of  the  features  of  the  Bowling  stay  except  the 
stitching  edge.  The  complainant's  brief  admits  this,  by  implication, 
when  it  says : 

The  Kelley  stay  has  been  brought  into  use  only  by  adding  the  stitching  edges  of 
Bowling. 

In  other  words,  if  the  former  had  shown  the  edges  of  the  latter  it 
^ould  have  been  an  anticipation. 

Other  patents  might  be  cited  showing  substantially  the  same  combi- 
nation. For  instance.  Brown  in  1863  described  a  thin  strip  of  steel 
covered  with  a  woven  fabric  "the  inner  face  of  which  is  coated  with 
India  rubber,"  and  the  Smith  specification  describes  the  corset-stay  of 
that  patent  (1879)  as  follows : 

A  is  the  stay ;  a,  the  interior  steel  portion ;  h,  the  rubber  coating  between  the  steel 
ftnd  the  outer  cloth  covering  o. 

References  might  be  multiplied,  but  it  is  unnecessary. 

There  can  be  no  doubt  that  at  the  date  of  Bowling's  application  it 
was  old  to  cover  a  steel  busk  with  india-rubber  or  equivalent  materials 
ftnd  an  outer  covering  of  cloth  completely  enveloping  the  busk,  adhesion 
3f  the  parts  being  produced  by  heat  and  pressure.  It  cannot,  then,  be 
disputed  that  the  prior  art  shows  all  the  features  of  the  claim  as  enu- 
merated above  except  the  fourth — viz., "  a  stitching  edge  entirely  around 
the  blade." 

Starting  with  the  Kelley  patent,  which  for  present  purposes  is  as 
pertinent  a  reference  as  any,  the  question  of  patentability  may  be 
reduced  to  the  simple  proposition,  did  it  involve  invention  to  provide  a 
atitching  edge  for  Kelley's  stay! 

It  is  obvious  that  with  no  assistance  from  the  prior  art  the  problem 
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wliich  Bowling  had  to  solve  was  not  particularly  difficnlt.  Before 
him  was  a  waterproof  dress-stay  designed  to  be  attached  to  garmento. 
The  garment  was  there,  the  stay  was  there.  How  shall  the  stay  be 
attached!  Did  it  require  any  severe  strain  upon  the  "intuitive  faculty 
of  the  mind"  to  suggest  sewing!  But  it  is  said  that  not  only  was  it 
necessary  to  think  of  sewing,  but  also  to  provide  projections  to  hold 
the  stitches.  This  is  true;  but  in  view  of  the  ordinary  expedients 
resorted  to  when  it  is  desired  to  sew  one  article  through  which  a  needle 
will  not  penetrate  to  another  did  it  involve  invention  ! 

It  would  seem  that  the  weight  of  authority  would  require  a  negative 
answer.  Thus  far  we  have  proceeded  on  the  hypothesis  that  the  prior 
art  furnished  no  hint  as  to  the  manner  in  which  rubber  and  cloth  cov- 
ered stays  might  be  attached  to  the  garment  by  sewing;  but  it  will  be 
found  on  examination  that  the  way  adopted  by  Bowling  was  well  known 
as  applicable  to  this  particular  art. 

The  Brown  patent,  before  alluded  to,  describes  "a  si  Ivage  of  woven 
fabric  on  each  side  of  the  crinoline,"  by  means  of  which  it — 

may  be  sewed  onto  any  fabric  by  merely  stitching  down  the  sides  instead  of  sewing 
over  the  metaUic  strands. 

The  fact  that  the  Brown  patent  relates  to  stays  for  ladies'  skirts 
instead  of  dress  or  corset  stays  is  immaterial,  as  they  both  belong  to 
the  same  art.  The  record  abundantly  proves  that  in  the  eye  of  the 
patent  law  they  are  one  and  the  same  thing. 

The  patent  to  Van  Orden  (1877)  contains  the  following  statement: 

The  impervioas  oovering  is,  preferably,  made  of  the  substance  known  as  ''cella- 
loid/'  which  is  very  strong  and  tough  as  well  as  elastic,  and  is  sufficiently  soft,  or 
may  be  made  so,  as  to  permit  of  its  being  stitched  through  or  sewed  onto  the  cloth 
portion  of  the  corset. 

The  patent  also  says  that  vulcanized  rubber  or  other  plastic  com- 
pound may  be  used  and  that  the  stay  is  attached  to  the  corset  *^by 
sewing  through  one  or  both  edges  of  the  impervious  covering." 

Nettleton  in  1885  described  a  stay  having  the  covering  material 
projecting  at  the  ends.    He  says: 

The  stitches  in  seams  H,  which  pass  through  the  portions  E  of  the  stays,  are  thns 
made  to  perform  the  additional  function  of  securing  the  stays  in  place. 

The  "German  stay,"  which  was  on  the  market  long  prior  to  1886, 
shows  a  steel  stay  with  a  cloth  covering  projecting  on  both  sides,  so 
that  it  may  be  sewed  to  the  garment  by  a  line  of  stitches  through  these 
projecting  edges.  It  is  true  that  this  is  not  a  waterproof  stay  and  tbat 
the  stitching  edges  do  not  extend  around  the  ends;  but  it  certainly 
shows  that  there  was  nothing  new  in  sewing  a  dress-stay  to  a  garment 
by  stitching  through  edges  projecting  at  the  sides,  and  Nettleton  shows 
the  same  through  end  projections.  The  question  may  therefore  be  still 
further  narrowed  to  the  inquiry,  did  it  require  invention  to  provide  tbe 
Kelley  stay  with  the  German  and  Nettleton  projections!  The  court  is 
constrained  to  answer  this  question  in  the  negative.  Bowling  did  not 
mvent  a  new  stay  or  a  new  meana  ot  %\.laiCJa\\i^  wv  old  stay.    His  stay 
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s  very  likely  more  convenient  than  any  which  preceded  it;  but  the 
eatures  of  which  it  is  composed  were  ready  at  his  hand  in  the  prior 
ivt,  To  pat  them  together  did  not  require  the  genius  of  the  inventor, 
>ut  the  skill  of  the  mechanic.  The  ideas  were  all  old,  their  application 
obvious,  and  the  result  the  same. 

In  Cluett  V.  Claflin  (0.  D.,  1891, 397;  55  O.  G.,  999;  140  U.  S.,  180)  the 
3ourt  had  before  it  a  patent  for  an  improvement  in  shirts.  One  of  the 
daims  was  as  follows : 

In  combination  with  a  shirt- body,  a  shirt-bosom  bound  on  the  outer  edge  with  a 
bided  and  stitched  binding,  and  attached  to  the  shirt-body  by  a  separate  line  of 
titching  through  such  binding. 

The  Court  says,  after  stating  the  facts: 

What  then  was  there  left  for  Cluett  to  invent  f  Nothing,  apparently,  but  a  separate 
ine  of  stitches  through  the  binding  attaching  the  bosom  to  the  shirt.  But  whether  a 
eparate  line  of  stitches  shall  be  used  for  this  purpose,  or  whether  such  stitches  shall 
»ass  through  the  binding  or  inside  of  it,  is  obviously  a  question  of  mere  convenience, 
nvolving  nothiug  which,  under  a  most  liberal  construction,  could  be  held  to  be  an 
xercise  of  the  inventive  faculty.  «  •  •  VVe  think  this  case  must  be  added  to 
he  already  long  list  of  those  reported  in  the  decisions  of  this  Court  wherein  the 
patentee  has  sought  to  obtain  the  monopoly  of  a  large  manufacture  by  a  trifling 
leviation  from  ordinary  and  accepted  methods. 

The  applicability  of  this  language  seems  obvious.  If  it  be  not 
nvention  to  bind  a  bosom  and  sew  it  to  a  shirt,  it  is  not  invention  to 
)iud  a  dress-stay  so  that  it  may  be  sewed  to  a  dress. 

The  popularity  of  the  complainant's  stay  has  been  abundantly  dem- 
>nstrated  by  the  proof;  but  of  course  invention  cannot  be  predicated 
)n  this  alone.  (AfcClain  v.  Ortmayer^  0.  D.,  1891,  632;  57  O.  G.,  1129; 
L41  U.  S.,  419,  428;  Walk,  on  Pats., 3d  ed.,  sec.  40.) 

Sufficient  reason  for  the  success  of  the  complainant's  stays  is  found 
n  the  attractive  manner  in  which  they  are  displayed,  their  superior 
workmanship,  and  the  ability  with  which  they  have  been  introduced  to 
:he  market. 

Patent  No.  378,080  requires  but  a  passing  comment.  It  seems  too 
[)lain  for  discussion  that  there  is  no  patentable  novelty  in  adding  end 
3ai)s  to  the  steel  of  the  former  patent,  especially  when  it  is  conceded 
!;hat  end  caps  identical  in  structure  had  been  attached  to  similar  steels, 
is  shown  in  at  least  seven  diftereut  prior  patents. 

The  bill  is  dismissed. 


[U.  S.  Circuit  Court— Western  Distriot  of  Penniylvaiiia.] 

Bennett  et  al.  v.  Schoolet. 

Decided  June  16,  1896. 

76  O.  a.,  335. 

I.  Bbckwith—Railway-Torpkdo— Infringement. 

Lettors  Pateut  No.  409,902,  issued  August  27,  1889,  to  Walter  C.  Beokwitb,  for 
a  railway- torpedo,  examined  and  Held  infringed.         • 
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2.  Detach ABLK  Clip. 

By  a  "detachable  clip''  is  meant  a  removable  clip,  or  one  which  is  not  poei- 
tively  attached  by  riveting  or  soldering.  It  is  an  attachment  which  accom- 
plishes connection  without  creating  union. 

3.  Infringkment— Details. 

A  claim  fur  a  torpedo,  a  detachable  clip,  and  means  for  attachinci:  the  clip  to 
the  torpedo,  is  infringed  by  a  device  which  has  the  same  elements,  although 
differing  in  details. 

Mr.  A.  8.  Pattison  and  Mr.  J.  M.  Neahit  for  the  complainants. 
Mr.  William  Yost  for  the  defendant. 

BUFFINGTON,  J.: 

On  August  27, 1889,  Patent  No.  409,902  issued  to  Walter  C.  Beck- 
with  for  a  railway-torpedo.  This  patent  was  subsequently  assigned  to 
complainants,  who  file  this  bill  for  the  alleged  infringement  by  respond- 
ent of  three  claims  thereof.  The  controversy  relates  to  railway- 
torpedoes,  which  are  small  tin  shells  or  cases  charged  with  an 
explosive  compound.  These  are  placed  on  the  rails  and  attached 
thereto.  Trains  passing  along  explode  them,  by  which  the  engineer  is 
notified  of  danger  or  obstructions  ahead.  The  torpedo  is  attached  to 
the  rail  by  a  wire  or  lead  strip  which  laps  or  is  turned  up  under  the 
shoulder  of  the  rail.  Prior  to  the  patent  in  suit  such  strips  or  wires 
were  soldered  or  riveted  to  the  tin  torpedo  case  before  the  torpedo  was 
charged.  The  operation  was  tedious  and  required  skilled  labor.  In 
the  subsequent  operation  of  filling^  the  case  the  strip  was  liable  to  be 
torn  off,  as,  indeed,  it  was  in  the  handling,  shipment,  or  use  of  the  tor- 
pedo by  the  manufacturer  or  user.  If  this  happened,  another  strip 
could  not,  without  serious  danger,  be  riveted  or  soldered  to  the  shell, 
and  in  practice  it  was  never  done.  The  torpedo  became  a  coll  or 
rejected  one.  By  the  method  shown  in  the  patent  in  suit,  which  was 
both  simple  and  effective,  these  difficulties  were  overcome  and  certain 
other  advantages  gained.  ^ 

From  the  proofs  Beckwith,  the  patentee,  seems  to  have  been  the  first 
to  conceive  the  idea  of  loosely  attaching  or  securing  the  lead  or  wire 
to  the  torpedo  instead  of  positively  uniting  it  thereto,  as  was  the  pre- 
vious practice,  by  solder  or  wire.  The  means  he  thus  employed  served 
also  to  hold  the  case  and  cover  of  the  torpedo  together.  To  carry  out 
his  invention  he  suggested  in  his  specification  several  alternative 
methods.  In  the  sloping  torpedo  of  oblong  shape  he  provided  flanges 
on  the  lower  opposite  edges.  On  the  under  side  of  the  torpedo  he  put 
a  removable  sheet-metal  clip  indented  in  the  center  at  both  ends  and 
having  its  four  comers  turned  or  lapped  over  the  flanges  mentioned. 
He  thus  attached  clip  and  torpedo  to  each  other  and  held  together 
the  two  parts  of  the  torpedo  as  well.  The  central  longitudinal  line  of 
the  clip  was  concaved,  so  as  to  allow  the  insertion  of  a  wire  between 
clip  and  torpedo.    The  ends  of  this  wire  were  doubled  up  under  the 
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(houlders  of  the  rail,  and  thus  permitted  the  attachment  of  the  tor- 
)edo  to  and  its  retention  on  the  rail.  In  sach  a  construction  the  clip 
^ald  be  slipped  from  either  end  over  the  flanges,  and  thus  readily 
bttached  for  service  or  displaced. 

Where  the  invention  was  applied  to  round  torpedoes  not  provided 
?ith  flanges  over  which  the  ends  of  the  clip  could  be  slipped,  as  noted 
kbove,  the  edge  of  the  torpedo  was  made  with  pendent  slotted  ears  on 
opposite  sides,  which  passed  through  slots  in  the  end  of  the  clip,  or 
ilse  the  ends  or  lugs  of  the  clip  were  passed  through  slots  in  the  sides 
»f  the  torpedoshell  and  turned  back  on  themselves.  Such  construc- 
ions  were  adapted  for  the  use  of  either  lead  strips  or  wires.  The 
nanner  of  using  the  lead  strips,  while  not  stated  in  the  specili cation, 
s  shown  in  the  drawings  to  be  by  passing  the  strip  first  in  and  then 
mt  through  slots  in  the  middle  body  of  the  clip.  After  noting  these 
several  forms  in  the  specification,  the  patentee  says: 

The  object  of  nsing  clips  as  here  shown  is  to  enable  any  fastening  device — snch  as 
k  wire  or  a  leaden  strip— to  be  applied  to  the  torpedo  after  it  is  filled,  with  perfect 
afety.  If  the  leaden  strip  which  is  ordinarily  applied  to  a  torpedo  should  become 
»roken  or  detached,  the  torpedo  must  be  treated  as  a  cnll,  because  it  is  not  safe  to 
it  tempt  to  solder  the  lead  to  the  filled  torpedo  again  by  the  use  of  the  clips.  As  here 
hown,  a  new  fastening  can  be  applied  to  any  torpedo  at  any  time  with  perfect  safety. 
The  soldering  of  the  leaden  strips  is  an  expensive  as  well  as  a  slow  process.  As  here 
hown,  the  clips  may  be  applied  to  torpedoes  of  different  shapes.  If  desired,  the 
ound  torpedo  may  also  have  a  projecting  flange  formed  aroand  its  lower  edge;  or 
iny  other  suitable  construction  may  be  employed  as  a  means  of  enabling  a  clip  to  be 
attached  to  a  torpedo. 

Upon  this  application  five  claims  were  allowed,  three  of  which  are 
illeged  to  be  infringed,  viz: 

1.  The  combination  of  a  torpedo,  a  detachable  clip,  means  for  attaching  it  to  the 
;orpedo,  and  a  wire  for  attaching  the  clip  to  the  rail,  substantially  as  shown. 

2.  The  combination  of  a  torpedo  with  a  detachable  clip  and  means  for  attaching 
&he  clip  to  the  torpedo,  substantially  as  described. 

5.  The  combination  of  a  torpedo  with  a  detachable  clip  and  a  fastening  device  for 
ittaching  the  torpedo  to  a  railroad-rail,  substantially  as  shown. 

In  the  light  of  the  novelty  shown  by  the  proofs  to  have  been  disclosed 
in  Beckwith's  device,  and  in  view  of  the  language  of  his  specification, 
we  are  of  opinion  that  by  the  term  ^< detachable  clip"  found  in  the  fore- 
going claims  was  meant  a  removable  clip,  or  one  which  was  not  posi- 
tively attached  to  and  virtually  made  a  part  of  the  torpedo-shell  by 
riveting  or  soldering;  that  such  an  attachment  was  meant  which,  while 
t  accomplished  connection,  did  not  create  union.  To  illustrate  by  a 
familiar  example,  it  was  an  attachment  akin  to  that  made  by  screw- 
:hreads  as  contrasted  with  a  union  by  welding.  Such  construction  is 
permissible  by  the  language  of  the  specification.  It  does  no  violence 
tx)  the  terms  of  the  claim,  and,  being  permissible  it  should  be  adopted, 
since  it  serves  to  secure  to  the  patentee  the  substantial  improvement 
in  torpedo  construction  which  was  first  disclosed  by  his  patent.    The 
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character  of  this  improvement  is  jastly  measured,  we  think,  by  the 
inventor,  who  in  the  proof  says : 

The  use  of  the  clip  descrihed  in  complainant's  patent  was  the  means  of  iocreaBiDg 
oar  sales  by  allowing  us  to  turn  them  (torpedoes)  out  at  a  greater  speed  and  at  leas 
cost,  enabling  us  to  put  them  on  the  market  at  a  less  price  than  heretofore,  beddee 
causing  a  great  saving  to  us  in  the  matter  of  ''culls"  which  are  made  by  the  strap 
soldered  to  the  torpedo  becoming  detached,  and  thereby  making  the  torpedoes  practi- 
cally useless,  as  a  new  strap  could  not  be  resoldered  to  the  torpedo.  By  the  nae  of 
the  clip  described  in  complainant's  patent,  we  did  away  entirely  with  the  *' calls" 
as  above  described,  as  the  torpedo  is  entirely  finished  before  its  lead  strap  is  fastened 
to  it  by  the  clip,  which  can  readily  be  replaced  or  detached  or  broken  by  further 
handling. 

Another  advantage  from  the  use  of  the  clip  is  the  fact  that  the  box  or  case  bein^ 
entirely  (nn)  encumbered  with  the  strap  is  much  more  rapidly  filled  and  manipulate<l 
than  when  the  strap  is  attached  to  the  torpedo-box  by  soldering  which  has  to  be 
done  prior  to  the  filling  and  finishing  of  the  same.  Another  advantage  to  be  derived 
from  the  use  of  the  clip  is  that  it  binds  the  inner  and  outer  torpedo-cases  •  *  * 
thus  preventing  them  from  falling  apart,  and  by  that  means  making  a  ''cull''  of  the 
torpedo,  thus  resulting  in  a  loss  to  the  consumer  and  manufacturer,  and  a  dangeroos 
source  of  annoyance  to  the  consumer,  from  the  fact  that  chemicals  in  an  unprotected 
state  take  on  the  nature  of  a  sensitive  explosion,  whereby  a  slight  friction  would 
cause  damage.  •  «  «  The  saving  in  the  cost  of  manufacture,  I  would  say,  woa 
about  one- half.  This  is  brought  about  partly  from  the  fact  that  it  does  away  with 
all  culls,  which  are  sure  to  accumulate  when  the  lead  strap  is  soldered  to  the  torpedo, 
and  partly  f^om  the  fact  that  the  ratio  of  time  required  in  applying  the  lead  strap  is 
four  to  one  in  favor  of  the  clip.  My  experience  in  skilled  labor  in  soldering  the  lead 
strap  to  the  torpedo  case  did  not  exceed  fifteen  gross  per  day,  while  we  will  pat  ap 
sixty  gross  per  day  by  using  the  tin  clip.  This  refers  to  the  work  of  one  person  and 
the  skilled  labor  for  soldering  was  more  expensive  than  the  skilled  labor  for  applying 
the  patented  clips  per  day.  Referring  to  riveting  the  clip  to  the  torpedo-case  I  woold 
say  the  operations  are  multiplied ;  first,  the  clip  has  to  be  riveted  to  the  torpedo-case, 
requiring  as  much  or  more  time  than  to  solder  them  on;  then  the  strap  has  to  be 
fastened  to  the  clip,  so  that  the  operation  is  much  more  expensive  than  soldering. 

The  torpedo  made  under  the  patent  has  been  manufactured  in  large 
numbers  and  successfully  marketed. 

We  next  turn  to  the  question  of  infringement.  The  re8x>ondent  has 
made  and  sold  a  torpedo  in  which  the  tin  shell  is  charged  before  a  clip 
or  lead  strip  is  attached.  In  opposite  aides  of  the  tiauges  around  tbe 
torpedo-case  are  cut  grooves,  in  which  is  seated  an  oblong-shaped  wire 
clip,  which  extends  across  the  upper  shell- face  and  the  ends  of  whicli 
are  bent  over  the  torpedo  sides.  They  seat  themselves  in  the  flange- 
grooves  and  are  then  turned  or  bent  upward  against  the  lower  shell- 
face.  This  clip  seems  to  hold  the  two  portions  of  the  torpedo  together 
and  affords  a  means  of  attaching  a  lead  strip,  which  is  passed  through 
the  stirrups  or  ends  of  the  clip  and  serves  to  attach  the  torpedo  to  the 
rail.  If  we  are  right  in  our  construction  of  the  term  "  detachable  clip" 
in  Beckwith's  claims,  there  can  be  no  question  but  that  this  device 
infringes.  The  details  may  differ  somewhat,  but  the  difference  is  in 
form,  not  in  substance.  The  same  means — a  detachable  clip,  a  torpedo, 
and  a  lead  attaching-strip — are  used  in  substantially  the  same  way  to 
accomplish  precisely  the  same  result.    The  clip  of  Schooley  may  ^ 
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wavier  in  material,  less  easy  to  disengage,  and  be  made  of  wire  instead 
'  tin  or  sheet  metal,  but  there  are  no  limitations  implied  or  expressed 

Beckwith's  claims  in  either  or  any  of  these  particulars  which  restrict 
lein  to  such  narrow  limits.    The  substance  of  what  Beckwith  invented 

found  in  what  Schooloy  has  constructed.  This  seems  to  us  quite 
ear  if  we  inquire  what  the  effect  on  Beckwith's  application  for  a 
itent  would  have  been  had  Sc.hooley's  device  preceded  Beckwith's 
>plication.  Clearly  it  must  have  anticipated  it  and  prevented  the 
lowing  of  the  claims  now  in  controversy.  In  it  Beckwith  would  be 
et  by  a  combination  which  included  a  torpedo,  a  clip  that,  as  com- 
ired  with  prior  methods,  must  properly  be  embraced  by  the  term 
detachable,"  means  for  attaching  the  clip  to  the  torpedo,  and  a  lead 
•r  attaching  it  to  the  rail,  all  of  which  are  elements  of  Beckwith's 
aims.  Such  being  the  case,  their  use  in  combination  subsequent  to 
eckwith's  patent  must  be  adjudged  an  infringement  thereof. 

A  decree  may  be  prepared  adjudging  the  respondent  infringes  the 
laims  noted. 


[U.  8.  Circuit  Courts  Eastern  District  of  Pennsylvania.] 

looiiiir:^  Anonyme  Usinb  J.  CliSbet  v.  Rehfuss  et  ah    Same  v. 

SELia  et  aU 

Decided  July  3,  1896, 

76  O.  G.,  336. 

.  Claret— Apparatus  for  Cutting  Pkarl  Buttons — Infringed. 

Letters  Patent  No.  450,057,  granted  April  7, 1891,  to  Jules  Claret,  for  an  appa- 
ratus for  cutting  pearl  buttons,  examined  and  Held  infringed. 

•  Reversal  of  Parts — Infringement. 

A  mere  transposition  or  reversal  of  parts  is  not  a  material  departure  from  a 
patented  InveDtion  and  will  not  avoid  a  charge  of  infringement. 

.  Estoppel— Limitation  of  Claims — Procedure  in  the  Office. 

It  would  be  carrying  the  doctrine  of  estoppel  to  an  extravagant  length  to  hold 
that  an  unsound  and  unsuccessful  argument  made  in  the  Patent  Office  by  the 
applicant  with  respect  to  a  rejected  claim  should  have  the  e£fect  of  imposing  a 
destructive  limitation  upon  allowed  claims.  An  estoppel  is  not  to  be  implied 
from  circumstances  of  doubtful  import. 

Mr.  Anthony  PolloJc  and  Mr.  Philip  Mauro  for  the  complainant. 
Mr.  Wm.  0.  Strawbridge  and  Mr.  J.  Bonsall  Taylor  for  the  defendants. 

LCHESON,  J.: 

The  bill  of  complaint  in  each  of  these  two  cases  charges  the  respec- 
ive  defendants  with  infringement  of  Letters  Patent  No.  450,057,  granted 
n  April  7, 1891,  to  Jules  Gl^ret,  for  an  apparatus  for  cutting  pearl 
•nttons. 

Prior  to  this  invention  pearl  buttons  had  ordinarily  been  cut  by 
leans  of  a  rotating  chuck  or  holder  to  grasp  the  circular  blank  or  disk 
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of  pearl  and  a  cattingtool  in  the  hands  of  the  operator,  or  by  means 
of  a  button  lathe  consisting  of  a  chuck  for  holding  the  button -blank 
and  a  cutting- tool  mounted  in  a  tool-holder.  The  results,  however, 
were  not  satisfactory  either  in  respect  to  the  amount  of  the  product, 
the  quality  of  the  work,  or  the  economy  and  facility  of  mannfactore. 
In  operating  with  edged  tools  upon  pearl  the  extreme  hardness  of  the 
material  speedily  dulls  the  edge  and  constant  resharpening  of  the  tool 
is  necessary.  This  occasioned  much  delay  when  the  old  methods  of  cut- 
ting pearl  buttons  were  pursued.  Moreover,  the  employment  of  highly- 
skilled  workmen  to  keep  the  tools  properly  sharpened  was  required. 
These  difficulties  were  obviated  by  Claret's  invention,  which  consists 
in  the  successful  application  of  an  automatic  sharpening  device  to 
existing  pearl-button  lathes.  In  such  lathes  it  is  necessary  that  there 
should  be  a  movement  of  approach  and  separation  between  the  cutter 
and  the  chuck,  in  order  to  insert  the  blank  into  the  chuck  and  to  remove 
therefrom  the  button,  and  in  practice  either  the  chuck  was  movable  and 
the  tool-holder  was  stationary  or  the  organization  was  reversed.  The 
two  arrangements,  however,  are  equivalent  and  at  the  date  of  Claret's 
invention  were  known  interchangeable  substitutes  for  each  other.  As 
described  and  illustrated  in  his  specification  and  drawings,  CMret 
shows  his  invention  as  applied  to  that  type  of  button-lathes  in  which 
the  tool-holder  is  stationary  and  the  chuck  is  moved  to  and  from  the 
cutting-tool. 

The  specification  of  this  patent,  after  a  brief  reference  to  a  ooncorrent 
application  in  which  the  difficulties  that  had  interfered  with  the  niana- 
facture  of  pearl  buttons  by  automatic  machinery  was  explained,  pro- 
ceeds thus : 

The  button-blank  to  be  operated  upon  is  introdnced  into  the  chuck- jaws  a,  which 
are  advanced  by  a  carriage  h.  This  part  of  the  mechanism  is  or  may  be  identical 
in  construction  with  that  set  forth  in  the  application  above  referred  to,  and  there- 
fore need  not  be  here  desoribed.  It  forms  no  part  of  the  present  invention,  which 
relates  to  the  construction  of  the  cutting  meohanism  and  to  the  means  for  shsrpeD- 
ing  the  cutting-tool  without  removing  the  same  from  the  machine  or  interrapting 
the  operation  thereof. 

The  described  cutting- tool  is  a  long  and  thin  piece  of  steel  shaped  to 
correspond  with  the  form  to  be  given  to  the  button  and  adapted  to  he 
advanced  as  fast  as  the  edge  is  worn  off  by  use  and  by  sharpening.  It 
is  supported  in  the  holder  obliquely  with  reference  to  the  axis  of  the 
chuck,  in  which  position  it  offers  greater  resistance  and  cuts  to  greater 
advantage  than  if  supported  horizontally,  as  is  customary.  The  sharp- 
ening is  effected  horizontally,  or  in  the  plane  of  the  axis  of  the  chuck  or 
a  plane  parallel  therewith,  so  that  the  cutting  edge  will  always  present 
a  sharp  angle  with  reference  to  the  plane  of  inclination  of  the  tool. 

The  described  sharpening  device  is  supported  above  the  cutting-tooL 
It  consists  of  a  wheel  of  emery  or  other  suitable  material  carried  by  an 
arbor  which  has  bearings  in  the  frame  of  the  machine,  so  that  it  can 
move  vertically.    The  arbor  carries  fast  and  loose  pulleys,    A  lever 
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[voted  to  tbe  frame  serves  to  depress  the  grinding-wlieel  aud  bring  it 
ito  action.  On  releasing  tbe  lever  a  coiled  spring  throws  the  sharp- 
ling-wheel  out  of  action  aud  the  parts  return  to  their  normal  posi- 
ons.  During  the  movement  of  depression  the  driving  belt,  which  is 
[)on  the  loose  pulley,  slips  onto  the  fast  pulley  by  the  simple  displace- 
out  of  the  shaft.  Thus  the  sharpening- wheel  is  started  in  operation 
itomatically.  The  reverse  motion  of  the  arbor  transfers  the  belt  from 
le  fast  to  the  loose  pulley  and  the  wheel  ceases  to  revolve.  The 
)arpeDing  of  the  tool  takes  but  an  instant  and  practically  causes  no 
iterruption  in  the  cutting  operation.  Thus  production  is  vastly 
icreaaed,  unskilled  opeo^ators  can  be  employed  to  run  the  machine, 
id  the  cost  of  production  is  reduced  to  a  minimum. 
The  first  and  second  claims  of  the  patent  (infringement  of  which  is 
^e  charged)  are  as  follows  : 

1.  The  combination,  with  the  chnck  and  its  movable  carrier,  of  a  stationary  tool- 
)1der  adapted  to  support  a  cutting-tool  at  an  oblique  angle  with  the  axis  of  said 
luck  and  provided  with  means  for  adjusting  the  tool,  a  sharpening  device  or  wheel 
ovable  toward  and  away  from  said  tool-holder,  so  as  to  sliarpen  the  tool  without 
isplacement  thereof,  and  operating  means  for  said  sharpener,  substantially  as 
ascribed. 

2.  The  combination  of  the  stationary  tool-holder  for  supporting  a  cutting-tool 
iliquely,  a  chuck  mounted  on  a  carrier  movable  horizontally  toward  and  away 
oni  said  tool-holder,  and  a  sharpening- wheel  supported  above  said  tool-holder  aud 
lOvable  vertically,  substantially  as  described. 

That  these  claims  cover  valid  combinations  and  not  aggregations  is 
ery  clear  to  me.  The  several  constituents  cooperate  in  respect  to  the 
rork  to  be  done,  each  is  essential  to  the  complete  organization,  and 
be  result  is  both  new  and  highly  useful. 

The  evidence  quite  justifies  the  conclusion  that  Claret  was  the  first 
D  devise  and  put  into  successful  operation  a  practical  and  efiicient 
utomatic-sharpening  button-lathe.  The  only  instance  of  such  a  device 
0  be  found  in  the  prior  art,  as  disclosed  by  this  record,  is  the  machine 
f  Ernest  May,  for  which  Letters  Patent  No.  312,140,  dated  February 
0, 1885,  were  granted.  The  May  apparatus,  however,  although  capa- 
ble of  producing  buttons,  was  fatally  defective  as  a  practical  machine. 
)n  the  other  hand,  CK^ret's  machine  has  proved  to  be  a  marked  success 
.nd  a  great  public  benefit.  His  invention,  in  my  judgment,  is  one  of 
onspicuous  merit  and  is  of  a  primary  character. 

The  defendants'  machine  has  all  the  elements  of  the  first  and  second 
laims  of  the  patent  in  suit,  combined  and  operating  substantially  in 
he  manner  shown  by  Gleret  and  producing  the  same  result  as  his 
oachine.  The  only  difi'erence  is  that,  whereas  in  the  Cleret  machine 
he  tool  holder  is  stationary  and  the  chuck  is  movable  to  and  from  the 
cutting  tool,  in  the  defendants'  machine  the  chuck  is  stationary  and 
;he  tool-holder  is  movable  to  and  from  the  chuck.  The  defendants 
lave  simply  reversed  the  order  of  the  patent  without  any  change  in 
}he  principle  of  operation  or  in  the  result;  but  in  the  eye  of  the  patent 
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law  these  two  forms  are  snbatantially  the  same  thing,  and  a  claim  for 
one  includes  the  other  as  its  manifest  equivalent.  ( Winans  y.  Denmead^ 
15  How.,  330, 342 ;  Union  Paper  Bag  Machine  Co.  v.  Murphy j  0.  D.,  1878, 
199;  13  O.  G.,  366;  97  U.  8.,  120.)  As  we  have  seen,  these  two  forms 
were  known  interchangeable  substitutes  for  each  other  in  the  organiza- 
tion of  button-lathes  at  the  time  of  Claret's  invention.  Now,  iu  this 
circuit  it  has  been  authoritatively  decided  that  a  mere  transposition  or 
reversal  of  parts  is  not  a  material  departure  from  a  patented  invention 
and  will  not  avoid  a  charge  of  infringement.  {Delvin  v.  Paynter,  C.  D., 
189;  69  O.  G.,  1366;  64  Fed.  Eep.,  398.) 

But  it  is  contended  that  with  respect  to  the  matter  of  a  movable 
chuck  and  stationary  tool-holder  the  proceedings  in  the  Patent  Office 
upon  Claret's  application  exclude  the  owner  of  the  patent  from  the 
benefit  of  tfhe  doctrine  of  equivalents.  If  there  be  such  an  estoppel,  it 
must  be  inferential,  for  nothing  like  an  express  disclaimer  is  discernible. 
Let  us  see  whether  there  is  any  just  ground  for  an  implication  so 
unreasonable. 

Surely  the  Patent  Office  could  not  have  intended  to  impose  each  a 
limitation  upon  the  claims  as  a  condition  of  their  allowance,  for  from 
the  start  the  Examiner  insisted  that  there  was  <^no  invention  in  mov- 
ing the  work  instead  of  the  cutter,"  and  this  position  was  consistently 
maintained  by  the  Patent  Office  officials. 

Then,  again,  the  specification,  (as  we  have  seen  from  the  above  qnota* 
tion,)  speaking  of  "the  chuck -jaws  a,  which  are  advanced  by  a  carriage 
6,"  explicitly  states  that  this  part  of  the  mechanism — 

fonns  no  part  of  the  present  invention,  which  relates  to  the  constrnction  of  the  oat- 
ting  mechanism  and  to  the  means  for  sharpening  the  cutting-tool  withoat  remoTiog 
the  same  from  the  machine  or  interrupting  the  operation  thereof. 

These  features  are  thus  declared  to  be  the  substance  of  the  invention. 
The  specification  gives  no  importance  at  all  to  what  the  defendants 
insist  is  of  the  very  essence  of  the  allowed  claims. 

Thus  the  Examiner  rejected  the  principal  claims  as  originally  framed 
by  the  applicant,  and  changes  therein  followed;  but  from  the  corre- 
spondence it  is  plain  that  neither  side  proceeded  on  the  idea  that  there 
was  any  patentable  distinction  between  a  machine  organized  so  that  the 
material  is  moved  to  a  stationary  working  tool  and  a  machine  having 
the  reverse  arrangement. 

The  applicant,  indeed,  sought  the  allowance  of  a  claim  for — 

the  combination  with  the  button-holding  chuck  supported  on  a  movable  carrier  of  a 
cutting-tool  supported  in  its  holder  at  an  oblique  augle  with  the  axis  of  said  chuck 
and  means  for  adjusting  the  tool  longitudinally;  i 

and  in  urging  this  claim  (which,  it  will  be  noted,  did  not  include  as  an 
element  the  sharpening  device)  the  applicant's  solicitors,  in  answer  to 
a  reference  to  May's  patent,  did  insist  that — 

May  has  neither  the  movable  chuck,  nor  the  movable  sharpener,  nor  the  obliqaetool, 

and,  again,  that  the  claim  asked  for — 
was  limited  farther  to  a  movable  obuck  in  combination  with  a  stationary  tool. 
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This  claim,  however,  was  rejected.  Truly,  then,  it  would  be  carry- 
iugthe  doctrine  of  estoppel  to  an  unheard-of  and  extravagant  length  to 
hold  that  an  unsound  and  unsuccessful  argument  made  in  the  Patent 
Office  by  an  applicant's  solicitors  with  respect  to  a  rejected  claim  should 
have  the  effect  of  imposing  a  destructive  limitation  upon  the  allowed 
claim. 

It  will  be  observed  that  in  overruling  the  Primary  Examiner  and 
Allowing  the  first  and  second  claims  of  the  patent  the  Examiners-in- 
Chief  said : 

We  do  not  find  the  sharpening  device  met  by  any  of  the  references,  and  in  the 
combination  and  arrangement  shown,  making  np  the  complete  macliine,  we  think 
meritorions  invention  is  evinced.  May  comes  nearest  anticipation,  as  he  shows  the 
broad  combination  of  the  elements.  But  in  his  case  the  tool-carriage  is  movable 
Eind  has  to  be  mn  back  on  a  track,  partly  reversed,  and  ran  off  on  another  track  at 
right  angles  to  a  griuding-stone.  Applicant's  machine  is  a  great  improvement  on 
this,  as  the  stone  is  bronght  to  the  tool  by  the  simple  movement  of  a  lover,  and  no 
appreciable  time  is  consumed  in  the  operation. 

Thus  we  see  that  in  its  final  action  the  Patent  Office  held  the  patent- 
able quality  of  Claret's  apparatus  to  lie  in  the  described  means  for 
sharpening  the  cutting-tool  without  any  appreciable  loss  of  time.  This 
judgment  was  in  perfect  harmony  with  the  view  of  the  applicant  as 
expressed  in  his  specification.  In  fact,  the  gist  of  Gl^ret^s  invention 
consists  in  the  application,  to  the  old  button-lathe,  whether  in  the  one 
form  or  in  the  other,  of  the  automatic  sharpening  device  arranged  in 
relation  to  the  oblique  cutting-tool  as  described. 

That  the  Patent  Office  imposed  and  the  applicant  accepted  the 
limitation  upon  which  the  defendants  insist  would  be  a  strained  con- 
clusion. An  estoppel  is  not  to  be  implied  from  circumstance  of  doubt- 
ful import.  This  is  a  Aindamental  invention,  and  upon  well-considered 
principles  the  patentee  and  his  assignees  would  have  the  benefit  of  the 
doctrine  of  equivalents  in  large  measure.  Looking  at  the  entire  pro- 
ceedings upon  01<^ret'8  application,  it  cannot,  I  think,  fairly  be  said  that 
either  the  Patent  Office,  on  the  one  side,  or  the  applicant,  on  the  other 
side,  contemplated  a  limitation  which  would  render  the  claims  practi- 
cally valueless  and  make  the  grant  of  the  patent  a  vain  thing. 

Let  a  decree  in  favor  of  the  plaintiff  in  each  case  be  drawa. 


[XT.  S.  Clrcnit  Conrt— Northern  District  of  Illinois.] 

BcASBOSOuaH  et  al,  v.  Neff  et  ah 

Decided  December  16, 1895. 
76  O.  G.,  475. 

1.  SCARBOROUOH  AND  BaTKS— WA8TE-PiPE  TraP—-N0N- INFRINGEMENT. 

Letters  Patent  No.  217,243,  granted  July  8, 1879,  to  WiUiaiu  W.  Scarborough 
and  William  8.  Bates,  for  a  waste-pipe  trap,  examined,  construed,  and  Held  not 
infringed. 
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2.  Non-Infringement — Construction  of  Claim. 

A  claim  which  includes  ns  a  persistcDt,  express,  and  prouonuced  feature  an  air* 
chamber  is  not  infringed  by  a  device  some  particular  part  of  which  may  be » 
''compartment  "or  ^'iuclosure,"  but  which  pai*t  never  contained  a  volume  of  air. 

3.  Infringement— Construction  of  Claim — "Substantially  as  Described." 

A  construction  which  might  perform  the  functions  of  a  oomplainant^s  device 
to  some  extent,  but  which  lacks  a  communication  between  two  parts  substan- 
tially as  described  in  complainant's  specification,  does  not  infringe  a  claim  in 
which  such  communication  is  claimed  ^*  substantially  as  described." 

Mr.  W,  8.  Bates  and  Mr,  C.  E.  Pickard  for  the  complainants. 
Mr.  Iltibert  Howson  for  the  defendants. 

SHO WALTER,  J. : 

This  action  is  for  infringement  of  the  first  and  third  claims  of  Letters 
Patent  No.  217,243,  for  improvements  in  waste-pipe  traps.  The  first 
claim  is  in  words  following: 

1.  The  combination,  with  a  waste-pipe  trap,  of  an  air-chamber  communicating 
with  the  lower  and  upper  bends  of  the  trap,  substantially  as  described. 

The  third  claim  is  in  words  following : 

3.  The  combination  of  the  waste-pipe  trap,  the  air-chamber  commnnicatiog  with 
the  upper  and  lower  bends  thereof,  aud  the  tap  or  plug  I,  located  in  line  with  the 
opening  from  the  lower  bend  to  the  air-chamber,  substantially  as  described. 

Complainants,  the  patentees,  say  in  their  specification: 

Our  invention  relates  to  liquid-seal  traps  for  preventing  the  rising  of  deleterious 
gases,  etc.,  through  waste-pipee;  and  its  object  is  to  prevent  the  siphoning  of  such 
traps,  by  which  the  sealing  liquid  is  drawn  out  and  a  free  passage  left  for  such  gases. 

Their  first  drawing  discloses  an  S-shaped  tube  or  trap — that  is  to  say, 
an  inlet-pipe  A — descending  into  the  lower  bend  D,  then  rising  in  a 
curve  H  to  the  upper  bend  E,  then  descending  as  the  outlet-pipe  B. 
Above  the  bend  D  and  resting  thereon  is  a  chamber  C,  circular  in  that 
vertical  section  which  is  longitudinal  to  the  trap,  with  an  aperture  or 
opening  G  at  the  bottom  extending  through  the  upper  surface  of  the 
said  lower  bend  D  and  another  opening  at  the  top  connected  by  a  pipe 
F  with  an  opening  through  the  upper  surface  of  the  upper  bend  Eof 
the  trap,  this  last-named  connection  being  on  the  extreme  summit  of 
said  upper  bend. 

The  drawing  Figure  I  shows  said  tube  filled  with  water,  said  chamber 
C  and  its  connecting-pipe  F  being  at  the  same  time  empty — that  is, 
filled  with  air.  The  flow  of  water  into  the  inlet-pipe  A  having  ceased, 
it  is  said  in  substance  in  the  specification  that  the  fall  of  the  water  out 
of  the  upper  bend  E  draws  the  air  out  of  the  chamber  O  through  the 
pipe  F,  the  water  rising  at  the  same  time  through  the  aperture  G  into 
said  chamber  0,  and  that  as  soon  as  the  siphoning  action,  which  goes 
on  by  the  pressure  of  the  air  down  the  inlet-pipe  A,  ceases  the  water 
in  the  chamber  0  falls  again  through  the  aperture  G  into  the  lower  bead 
D  and  seals  the  trap. 
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In  the  third  para^aph  of  their  specificatioD  complainants  speak  of 
ihree  devices  or  methods  made  use  of  prior  to  their  invention  to  pre- 
sent or  abate  the  effect  of  the  siphoning  action  and  of  objections  to 
;ach  methods.    As  to  one  of  snch  methods  they  say: 

A  reservoir  was  oonneoted  with  the  bottom  of  the  lower  and  upper  bends  of  a 
^oose-neck,  the  reservoir  being  made  to  contain  sufficient  water  to  seal  the  trap. 

They  go  on  to  say,  speaking  of  the  objections  to  said  enumerated 
current  methods : 

By  our  invention  we  have  overcome  all  these  difficulties  by  placing  an  air-chamber 
>etween  the  upper  and  lower  bends  of  the  trap,  as  will  be  more  fully  described 
lereinafter. 

They  say  further: 

In  the  drawings  we  have  shown  our  invention  as  applied  to  the  ordinary  8-trap. 

Figures  I  and  II  show  the  invention  at  different  periods  of  its  action.  Fig.  II 
dso  shows  a  modified  form  of  connection  between  the  air-chamber  and  the  lower  bend 
)f  the  trap. 

A  is  the  inlet  end  of  the  trap-pipe;  D,  the  lower  bend;  E,  the  upper  bend ;  B,  the 
»ntlet ;  C,  the  air-chamber;  F,  the  passage  connecting  the  air-chamber  and  the  upper 
>end;  G,  the  orifice  between  the  air-chamber  and  the  lower  bend;  I,  the  tap  or  plug 
or  cleansing,  located  preferably  in  line  with  orifice  Q. 

The  operations  of  flushing  and  discharging  waste  matters  are  ordinarily  accom- 
)auied  by  a  rush,  and  this  rush  is  such  that  in  most  cases  any  solid  matters  discharged 
?ill  be  thrown  against  the  bottom  of  the  lower  bend,  D,  of  the  trap,  and  thus  clear 
he  orifice  O,  so  that  there  will  be  little  or  no  danger  of  the  orifice  being  clogged.  It 
8  for  this  reason  that  we  prefer  to  connect  the  air-chamber  C  with  the  top  of  the 
ower  bend.  By  this  operation  of  flushing  or  discharging  the  waste-pipe  is  generally 
illed,  so  that  when  the  supply  at  the  inlet  end  is  stopped  a  siphoning  action  sets  in. 
t  is  this  point  of  the  action  which  is  shown  in  Fig.  I.  The  supply  of  liquid  at  the 
nlet  end  A  has  ceased  and  the  trap-pipe  is  full. 

The  colunm  of  liquid  in  H  has  a  tendency  to  fall  toward  D,  and  the  column  of  liquid 
n  B  tends  to  fall  toward  the  outlet;  consequently  there  is  a  strong  suction  at  the 
op  of  the  upper  bend,  £,  and  air  will  be  drawn  from  the  air-chamber  C  through  the 
>assage  F,  the  water-level  will  fall  in  A,  H,  and  B,  and  water  will  be  sucked  up  or 
ise  into  C,  the  degree  of  fall  and  rise  depending  on  the  proportions  of  the  trap ;  and 
¥hen  the  liquid  columns  in  H  and  C  are  in  equilibrium,  then  the  water-level  will  rise 
n  both  H  and  C  and  fall  in  A  and  B  until  B  is  empty,  or  until  the  level  in  A  is  so  low 
ihat  air  will  pass  through  the  trap  at  D  from  A  through  D  H  £  until  the  limb  B  is 
impty;  then,  of  course,  the  water  will  fall  in  H  and  C  and  rise  in  A  and  form  a 
>erfect  seal. 

It  may,  in  some  cases,  be  desirable  to  connect  the  air-chamber  with  the  lower  bend 
it  6  by  a  passage  having  a  forward  inclination  from  the  chamber,  so  that  any  rush 
>f  liqnid  through  A  D  H  will  have  a  sucking  action  at  G,  and  thus  effectually  pre- 
.'ent  any  entry  of  material  into  the  chamber  through  G  except  as  hereinbefore  indi- 
cated. This  same  effect  may  be  produced  by  making  the  connection  by  a  passage 
)pening  in  the  direction  of  the  discharge,  as  shown  in  Fig.  II.  This  should  especially 
>e  done  if  the  opeuing  from  the  chamber  into  the  trap-pipe  is  at  one  side.  We  pre- 
fer, however,  as  before  stated,  to  make  the  opening  in  the  top  of  the  trap-pipe;  and 
we  prefer  to  make  the  upper  connection  at  £,  at  or  near  the  extreme  summit  of  the 
apper  bend,  as  is  shown. 

It  is  obvious  that  under  ordinary  conditions  the  water-level  in  a  trap 
constructed  with  the  device  of  complainants  is  a  horizontal  plane 
fl.  Doc.  354 30 
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toaching  the  lower  internal  surface  of  the  upper  bend  and  crossing  the 
chamber  C  and  the  inlet-pipe.  That  portion  which  is  above  this  plane 
of  the  chamber  0,  together  with  the  pipe  F,  connecting  to  the  upper 
bend,  ordinarily — that  is  to  say,  when  the  trap  is  full  of  water  withoat 
running  over — contains  a  volume  of  air. 

The  device  complained  of  is  also  intended  to  prevent  siphoning,  or, 
rather,  to  prevent  the  effect  of  the  siphoning  action  in  completely 
emptying  the  trap.    This  device  also  has  to  do  with  the  S-shaped 
trap — that  is  to  say,  with  a  trap  having  a  lower  bend  on  the  inlet  side 
and  an  upper  bend  on  the  discharge  or  outlet  side.    The  pipe  consti- 
tuting the  trap  as  it  rises  from  the  lower  or  initial  bend  toward  the 
upper  or  discharge  bend  is  enlarged  on  the  upper  side  by  defendants 
and  flattened  toward  the  central  vertical  longitudinal  section  thereof. 
Transversely  across  this  portion  of  said  trap  and  rising  from  near  the 
bottom  of  the  lower  bend  is  a  partition  approximately  vertical  and  so 
arranged  as  to  divide  the  flow  of  water  coming  in  from  the  inlet-pipe 
into  two  streams,  one  of  which,  passing  under  the  lower  edge  of  said 
partition  and  between  said  edge  and  the  bottom  of  the  lower  bend,  aud 
so  following  the  lower  side  of  the  trap,  finds  its  way  up  and  eventaally 
out  through  the  discharge-bend,  while  the  other  and  larger  stream, 
striking  said  partition  above  the  lower  edge  thereof,  passes  up  and  over 
the  same,  being  then  deflected  downward  by  the  upper  wall  of  the  trap, 
which  makes  a  slight  reentering  angle  or  internal  projection  when  it 
ceases  to  be  the  upper  wall  of  the  enlargement  and  becomes  part  of  the 
upper  bend.    These  streams  interfere  and  mingle,  after  passing  said 
partition,  in  what  is  spoken  of  as  a  "  chamber"  or  "reservoir''  formed 
of  said  partition  and  the  walls  of  said  trap  enlarged,  as  indicated. 

In  the  siphoning  action,  by  reason,  probably,  of  the  inequality  of  the 
resistance  offered  by  these  two  streams  so  divided  to  the  atmospheric 
pressure  down  the  inlet-pipe  due  to  the  partition  and  their  interference 
in  the  reservoir  after  passing  the  same,  air  finds  its  way  from  the  inlet- 
pipe  to  the  upper  bend  of  the  discharge-pipe,  or  possibly  in  the  con- 
trary direction,  in  time  to  stop  the  siphoning  action,  while  leaving 
sufiicient  water  in  the  trap  to  seal  the  same.  The  water  rises  in  this 
trap  with  a  uniform  level.  The  air  is  expelled  and  the  enlarged  por- 
tion of  the  trap,  as  above  described,  is  filled  with  water  before  water 
commences  to  run  out  through  and  over  the  discharge-bend. 

It  does  not  appear  that  when  this  trap  is  filled  with  water  withoat 
running  over  there  is  any  cavity  containing  a  volume  of  air  back  of  the 
internal  projection  in  the  upper  wall  just  referred  to;  and  if  there 
were,  said  projection  being  submerged  when  the  water  commences  to 
rise  over  the  upper  bend,  such  air  cavity  or  compartment  would  have 
no  connection  with  the  upper  bend  whereby  the  function  described  in 
the  patent  in  suit  would  be  performed. 

The  word  ^^  air-chamber "  in  the  claims  in  suit  includes  the  entire 
compartment  referred  to  from  its  junction  with  the  lower  to  its  janctioo 
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with  the  upper  bend.  The  specification  and  the  nse  of  the  term  <<  air- 
chamber"  in  the  claims  show  that  a  portion  of  this  compartment  must 
rise,  if  not  entirely  above  the  upper  surface  of  the  upper  bend,  at  least 
above  the  horizontal  jilaue  which  touches  the  lower  internal  surface  of 
the  upper  bend  at  its  extreme  summit;  otherwise,  under  ordinary  con- 
ditions, said  compartment  would  be  completely  filled  with  water  and  a 
volume  of  air  could  not  be  contained  therein.  The  contrast  as  empha- 
sized in  the  specification  is  between  an  air-chamber,  or  a  compartment 
in  which  is  contained  a  volume  of  air,  and  a  reservoir  the  function  of 
which  is  to  hold  water.  The  word  " air-chamber''  in  the  claims  answers 
to  this  distinction.  It  may  be  that  the  volume  of  air  in  the  air-chamber 
has,  in  fact,  no  material  efi'ect  in  securing  the  result  ascribed  to  the 
invention ;  but  an  air-chamber,  meaning,  in  view  of  the  specification, 
nothing  less  than  a  compartment  which,  when  the  trap  is  full  without 
running  over,  contains  a  volume  of  air,  is  an  element  not  only  persist- 
ent in  each  claim  but  apparently  the  express  and  pronounced  feature 
thereof.    (Ill  Rob.  on  Pats.,  sec.  922.) 

The  sx>ecification  seems  of  necessity  to  imply,  moreover,  that  the 
communication  with  the  lower  bend  is  for  the  entry  and  exit  of  water 
into  and  out  of  the  chamber  G  and  that  the  communication  with  the 
upper  bend  is  for  the  free  and  unobstructed  passage  of  air  out  of  said 
air-chamber  into  the  highest  space  of  the  upper  bend.  To  meet  the 
invention  as  described  in  the  specification  the  junction  between  the 
air-chamber  and  the  upper  bend  must  be  so  placed  or  arranged  that 
water  will  not  fiow  into  the  air-chamber  from  the  upper  bend,  but  that 
air  will  fiow  out  of  the  air-chamber  into  the  upper  bend  as  the  water- 
level  in  the  latter  is  lowered. 

An  air-chamber  commimicatiiig  with  the  lower  and  upper  bends  of  the  trap,  Bub- 
Btantially  as  described — 

in  complainants'  specification  would  seem  to  be  a  compartment  or 
inclosure  not  integral  with  but  external  and  auxiliary  to  the  trap  and 
communicating  therewith  by  means  of  holes  cut  through  the  outer  sur- 
face thereof.  Assuming,  however,  that  any  particular  space  in  defend- 
ants' trap  can,  by  reason  of  the  partition  or  dam  before  mentioned,  be 
called  with  any  propriety  a  "compartment,"  "inclosure,"  or  "air- 
chamber,"  said  space  does  not  under  ordinary  conditions  or  in  the 
operation  of  flushing  or  siphoning  contain  a  volume  of  air,  and  is  hence 
not  an  air-chamber.  And,  again,  if  the  cavity  above  the  partition  in 
defendants'  trap  could  hold  a  volume  of  air  when  the  trap  is  full,  such 
air-cavity  would  have  no  communication  with  the  upper  bend  sub- 
stantially as  described  in  complainants'  specification.  I  do  not  find 
that  the  combination  of  either  of  the  claims  in  suit  is  in  the  structure 
complained  of. 
The  bill  is  therefore  dismissed  for  want  of  equity. 
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[U.  S.  Ulronit  Court— Western  DiBtriot  of  Pennftylrania.] 

Taylor  Bubnes  Company,  Limited,  v.  Diamond. 

Decided  January  31, 1896, 
76  O.  G.,  477. 

1.  Taylor— Fubl-Ga8  Mixer— Infringement. 

Letters  Patent  No.  499,151,  graDted  June  6,  1893,  to  William  G.  Taylor,  for  » 
fuel-gas  mixer,  examined  and  Held  infringed. 

2.  Patentabiuty — Results. 

a  construction  which  consists  in  giving  the  holes  in  a  gas-heater  a  downward 
inclination^  when  sach  construction  is  attended  by  greater  efficiency,  is  pat- 
entable over  the  prior  art,  which  consisted  in  the  use  of  holes  with  a  horizontal 
or  with  only  an  accidental  inclination. 

3.  Same— Accidental  Use. 

A  mere  accidental  use  of  some  of  the  features  of  an  invention,  without  reoog* 
nition  of  its  benefit,  does  not  constitute  anticipation. 

Messrs.  Bakewell  iSk  Bakewell  for  the  complainant. 
Mr,  John  R.  Roney  for  the  defendant. 

BUFFINGTON,  J.: 

This  is  a  bill  in  equity  filed  by  the  Taylor  Burner  Company,  Limited, 
against  James  H.  Diamond,  doing  business  as  the  Diamond  Earner 
Company,  for  alleged  infringement  of  Letters  Patent  No.  499,151, 
granted  said  company  June  6,  1893,  as  assignees  of  William  G.  Taylor. 
The  subject-matter  of  dispute  is  a  gas  heater  or  burner.    Infiringemeiit 
of  the  first  claim  is  alleged,  and  the  defenses  set  up  are  denial  of  pa^ 
entable  novelty  and  anticipation.    In  burners  for  open  fireplaces  there 
are  several  desirable  points — viz.,  efficiency,  or  the  production  and 
utilization  of  all  the  heat  possible  from  the  gas  used;  economy,  or  the 
doing  so  with  a  minimum  consumption  of  fuel ;  safety  in  operation,  and, 
lastly,  uniting  these  in  a  fire  and  structure  pleasing  to  the  eye. 

The  general  type  of  burners  in  use  before  Taylor's  present  patent 
were  those  provided  with  vertical  asbestos-board  or  imetallic  face- 
plates, through  which  the  gas  passed  from  a  chamber  formed  on  the  rear 
of  the  plat^.  The  asbestos-board  ones  were  provided  with  tufts  of  asbes- 
tos on  the  face,  and  beneath  these  tufbs  or  rows  the  gas  passed  through 
the  face  by  means  of  small  horizontal  jet-holes.  The  ones  with  metallic 
face-plates  were  also  provided  with  rows  or  tufts  of  asbestos,  and  the 
plates  themselves  were  corrugated.  On  the  upper  sides  of  these  ridges 
were  jet-holes,  which  kept  the  flame  closer  to  the  face-plate  and  with 
consequent  increased  radiation.  These  burners  were  open  to  several 
objections.  So  long  as  there  was  a  heavy  pressure  of  gas  (which,  of 
course,  meant  increased  consumption  and  expense)  the  flame  was  qnite 
uniformly  spread  over  the  entire  face-surface;  but  when  pressure  was 
reduced  the  flame  localized  or  burned  in  spots,  thus  presenting  a  ragged 
scrawny  appearance,  or  burned  at  the  top  of  the  face-plate  only,  leav- 
ing unconsumed  the  lesser  pressure  of  gas  escaping  at  lower  points. 
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Sometimes  the  flames  would  back  or  ran  through  the  jet-holes,  causing 
puffs  or  slight  explosions.  In  the  asbestos-board  burner  the  greater 
the  pressure  the  farther  the  gas  was  driven  from  the  face-plate,  and 
consequently  there  was  less  radiation  and  less  brilliancy  in  the  asbestos 
tufts.  To  obtain  satisfactory  results  in  heat  and  appearance,  which 
latter  is  an  important  element  in  a  Are  which  people  sit  facing,  both 
types  of  burner  had  to  be  used  with  a  full  pressure  of  gas,  and  this 
made  them  expensive.  These  difficulties  were  overcome  by  Taylor  by 
a  device  the  simplicity  of  which  is  its  chief  merit.  He  took  the  common 
asbestos-board  face-plate  of  the  old  construction,  but  instead  of  pierc- 
ing the  jet-holes  horizontally,  as  had  been  done,  he  gave  them  a  down- 
ward inclination,  preferably  of  such  an  angle  that  the  lower  side  of  the 
external  opening  was  higher  than  the  upper  side  of  the  internal  one. 
In  his  specification  he  says : 

By  arraDging  the  openings  at  an  inclination  as  shown,  I  have  fonnd  that  even  with 
the  lowest  pressures  there  is  no  danger  of  the  air  ftom  the  outside  passing  into  the 
gas  chamber  and  causing  the  explosion,  as  whatever  gas  there  may  be  in  the  pas- 
sages, as  at  the  moment  the  gae  is  turned  out,  it  will  have  a  tendency  to  rise  and  dis- 
charge itself  from  the  outer  face  of  the  burner,  and  this  tendency  is  sufficient  to 
prevent  the  air  passing  into  the  gas-chamber,  and  being  ignited  therein.  There  are 
other  reasons  which  make  this  particular  arrangement  better,  among  which  may  be 
said  that  the  gas  apparently  is  more  evenly  distributed  over  the  surface  of  the 
heater,  by  means  of  the  inclined  openings,  than  when  they  are  perpendicular 
thereto.  *  *^  *  It  may  be  further  added  that  when  the  openings  or  perforations 
are  horizontal  and  the  gas  is  in  the  opening,  owing  to  its  buoyant  action  it  tends  to 
press  upon  the  upper  surface  of  the  opening  and  if  the  pressure  at  both  ends  of  the 
opening  is  substantially  the  same  the  gas  will  either  remain  in  the  opening  or 
escape  from  both  sides  about  equally;  when,  however,  the  openings  are  inclined 
the  buoyant  action  of  the  gas  tends  to  cause  it  to  rise  through  the  opening  and  as 
the  upper  end  of  the  opening  in  my  construction  is  outside  the  gas-chamber,  it  will 
be  seen  that  the  tendency  of  the  gas  is  to  flow  out  of  the  burner  and  this  adds  to  its 
safety  and  aids  in  preventing  explosion. 

The  claim  here  in  question  is  the  first,  namely: 

1.  A  gas-burner  comprising  a  plate  of  asbestos  material  having  a  series  of  per- 
forations through  the  same,  the  perforations  being  at  an  inclination  to  the  surface 
of  the  plate,  substantially  as  described. 

The  results  of  this  simple  change  are  really  quite  striking.  The 
flame  closely  hugs  the  face-plate  either  under  high  or  low  pressure. 
More  heat  is  radiated  into  the  room  from  the  same  amount  of  gas. 
The  asbestos  tufts  are  made  more  generally  incandescent.  When  the 
gas  is  turned  down,  the  jet-holes  seem  to  act  as  tiny  flues  and  draw 
forth  the  gas  in  small  quantities,  which  still  continue  to  bum  or  flash 
in  flame  from  one  jet  to  another  over  the  entire  surface  of  the  plate. 
When  the  gas  is  turned  off,  the  fire  goes  out  quietly,  and  even  when 
turned  very  low  there  seems  to  be  no  tendency  of  the  flame  to  follow 
the  gas  into  the  chamber  and  cause  puffs  or  small  explosions.  Experi- 
ments made  during  the  taking  of  the  proofs  show  that  where  two 
burners  of  identical  constructioni  save  that  one  had  horizontal,  the 
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other  sloping  holes,  were  nsed  under  similar  conditions  the  latter  radi- 
ated two-ninths  more  heat  than  the  former.  The  distribation  of  the 
flame  ander  low  pressure  is  also  more  even. 

The  evidence  in  the  case  and  the  illustrations  given  during  the  argu- 
ment satisfy  us  the  Taylor  device  accomplished  a  new  and  useful  result 
in  gas-burners,  and  its  simplicity  commends  instead  of  condemns  it, 
in  our  judgment.  It  is  true  Taylor  did  nothing  more  than  incline  the 
holes  of  the  old  asbestos-board  construction;  but  where  the  subject  is 
so  volatile  and  fleeting  a  one  as  gas  seemingly  simple  changes  of  con- 
ditions, surroundings,  or  appliances  often  accomplish  new  and  far- 
reaching  results.  So  in  this  case  the  simple  change  of  the  direction  of 
the  jet-holes  ha^  made  Taylor's  device  the  success  it  is  shown  to  be. 
Such  a  method  never  seemed  to  have  occurred  to  any  of  the  mechanics 
who  have  worked  with  gas-fires  for  years.  While  the  desirability  of 
keeping  the  flame  close  to  the  radiating  face-plate  was  recognized  as 
highly  desirable,  no  one  seems  to  have  thought  of  inclining  the  holes 
in  an  asbestos  plate  or  to  have  discovered  the  subtile  and  desirable 
efifect  such  inclined  holes  would  exert  on  the  gas. 

The  character  of  the  result  accomplished  and  the  advances  made  by 
it,  to  our  mind,  stamp  Taylor's  device  as  of  a  patentable  character. 
Kor  was  it  anticipated  by  prior  devices.  While  the  placing  of  the 
holes  in  the  upper  side  of  the  ridges  of  the  corrugated  metallic  plates 
in  use  at  that  time  brought  the  flames  in  close  contact  to  the  face-plate^ 
yet  these  holes  were  not  the  holes  of  the  Taylor  device  or  capable  of 
performing  the  same  functional  purpose. 

In  Taylor's  burner  a  board  of  material  thickness  is  used,  and  such 
thickness  (a  factor  absent  in  the  metallic  plate)  permits  the  lower  side 
of  the  external  opening  to  be  higher  than  the  upper  side  of  the  inter- 
nal oi>ening.  By  this  means  the  higher  heated  portion  of  the  face- 
plate opening  serves  as  a  positive  draft  to  draw  the  gas  to  the  snr&ce 
and  generally  over  the  entire  face-plate.  !N'or  is  Taylor's  device  in  the 
gas-log  or  the  burner  of  the  Hewitt  patent.  While  some  of  the  holes 
in  these  constructions  are  inclined,  yet  such  inclination  is  merely  acci- 
dental and  was  not  given  for  any  functional  purpose.  The  holes  are 
made  normal  to  the  surface  in  which  they  are  drilled  and  are  given  a 
relatively  upward  or  downward  inclination  to  the  side  they  happen 
upon.  Such  a  construction  would  be  fatal  to  the  efficiency  of  the 
Taylor  device.  Such  mere  accidental  use  of  some  of  the  features  of  an 
invention  without  recognition  of  its  benefits  does  not  constitute  antici- 
pation. (Topliff  V.  Topliffy  O.  D.,  1892,  402 j  59  O.  G.,  1257;  145  U.  S., 
156.) 

Upon  the  whole  case  our  judgment  is  with  the  complainant.  The 
respondent's  structure  is  a  substantial  reproduction  of  Taylor's  device 
and  is  clearly  an  infringement  upon  the  first  claim  of  his  patent 

A  decree  may  be  prepared. 
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[U.  S.  Ciroait  Court— Southern  District  of  Now  York.] 

Fenton  Metallic  MANUFAOTUBiNa  Company  v.  Ghasb  et  al. 

Decided  Marek  SI,  1896. 
76  O.  G.,  478. 

1.  Hoffman— Storage-Cask  for  Books— Validity— Final  Hearing. 

Letters  Patent  No.  450,124,  granted  to  Horace  J.  Hofimau  April  7,  1891,  for  a 
storage- case  for  books,  not  considered  as  to  validity,  which  question  is  left  for 
final  hearing. 

2.  Validity — Injunction. 

Where  the  validity  of  a  patent  is  attacked  and  there  is  not  a  clear  preponder- 
ance in  its  favor,  i^j auction  pendente  lite  should  not  issue. 

3.  Injunction— Decision  of  Supreme  Court  of  the  District  of  Columbia. 

A  decision  of  the  Supreme  Court  of  the  District  of  Columbia  in  which  no 
opinion  was  expressed  may  have  been  intended  to  express  the  conclusion  that 
for  some  reason  particular  defendants  should  be  enjoined,  while  at  the  same 
time  it  may  have  been  intended  to  avoid  giving  the  patentee  a  supporting 
adjudication. 

4.  Patentable  Novelty. 

From  defendants  in  privity  with  former  interferants  with  a  patentee  a  con- 
tention that  there  is  no  patentable  novelty  in  the  invention  comes  with  ill  grace. 

Mr.  Paul  Bdkewell  and  Mr.  Leonard  E.  Curtis  for  the  motion* 
Mr.  Edwin  H.  Brown^  opposed. 

statement  OF  THE  CASE. 

This  was  a  suit  in  equity  by  the  Fenton  Metallic  Mannfactnring 
Company  against  Samnel  W.  Chase  and  others  for  aUeged  infringe- 
ment of  a  patent  relating  to  bookcases.  Defendant  moves  to  vacate  a 
default  order  for  a  preliminary  injunction. 

Lacombe,  J.: 

This  is  an  application  by  a  defendant  against  whom  an  injunction 
pendente  lite  was  obtained  by  default  to  open  such  default  and  vacate 
the  injunction.  Satisfactory  excuses  are  presented  for  opening  such 
defftult,  and  the  motion  to  that  effect  is  granted  upon  payment  to  com- 
plainant of  the  disbursements,  at  the  regular  rate,  for  taking  deposi- 
tions incurred  in  procuring  all  affidavits  and  copies  of  documents  read 
by  the  complainant  upon  this  application,  and  which  were  not  a  part  of 
the  papers  presented  by  it  on  original  motion  for  the  injunction.  The 
case  may  then  be  disposed  of  as  if  motion  for  injunction  pendente  lite 
were  now  first  made.  The  patent  is  No.  450,124,  to  Horace  J.  Hoffman, 
dated  April  7,  1891,  for  improvements  in  storage-cases  for  books.  As 
stated  in  the  patent,  the  object  of  the  invention  is — 

to  facilitate  the  handling  and  prevent  the  abrasion  and  ipjury  of  heavy  books,  etc. 
It  consist's,  essentially,  of  the  peculiar  arrangement  of  the  guiding  and  supporting 
rollers  and  of  the  peculiarities  in  the  construction  of  the  case  and  shelves  hareia- 
after  specifically  set  forth. 
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It  is  unnecessary  to  discuss  the  details  of  the  patent  or  to  enter  into 
any  elaborate  disquisition  on  the  state  of  the  art.  That  may  be  more 
appropriately  left  for  final  hearing.  Where  the  validity  of  a  patent  is 
attacked  and  there  is  not  a  clear  preponderance  in  its  favor,  injunction 
pendente  lite  should  not  issue.  Not  only  has  the  complainant  no  clear 
case,  but,  on  the  contrary,  it  is  difficult  to  see  on  what  ground  it  can  be 
seriously  contended  that  there  is  patentable  novelty  warranting  snch 
a  construction  of  the  patent  as  would  cover  defendants'  structure. 
Boiler-shelf  bookcases  were  old.  So,  too,  it  was  old  to  provide  snch 
shelves  with  a  roller  or  rollers  arranged  in  front  of  the  edge  of  the 
shelf,  so  as  to  facilitate  the  insertion  and  removal  of  a  heavy  book 
without  friction  or  abrasion.  Stripped  of  all  verbiage  the  sole  improve- 
ment of  the  patentee  germane  to  the  structures  now  before  the  conrt 
consisted  in  so  arranging  the  front  edge  of  the  shelf  as  to  provide  a 
reentrant  band  or  recess  therein,  so  that  the  hand  could  be  inserted  a 
greater  or  less  distance  back  from  the  line  of  the  front  edge  and  the 
book  seized  hold  of.  The  evidence  shows,  and  certainly  without  any 
proof  it  is  common  knowledge,  that  so-called  ^'  hand-holes''  in  the  front 
of  bookshelves  have  been  used  for  very  many  years  before  the  patent 
was  applied  for.  It  is  true  that  these  "hand-holes"  or  "reentrant 
recesses"  had  been  provided  only  in  the  old-fashioned  wooden  shelves 
unprovided  with  rollers;  but  when  skeleton-frame  roller-shelves  had 
come  into  use  it  seems  a  rather  startling  proposition  to  advance  that  it 
required  inventive  genius  to  provide  them  with  the  same  sort  of  "hand- 
hold "  to  i>erform  the  same  function.  There  might  be  some  mechanical 
ingenuity  warranting  a  patent  for  the  details  of  the  structure,  bat  to 
hold  defendant  as  an  infringer  the  patent  must  be  construed  so  broadly 
as  to  cover  the  recess  or  hand-hole  generally,  whether  it  be  rounded  or 
square,  formed  by  a  bending  in  of  the  front  bar  of  the  frame  or  by  pro- 
truding rollers  on  brackets  to  the  right  and  left  of  the  recess  beyond 
the  front  bar. 

Since  the  patent  apparently  does  not  disclose  sufficient  patentable 
invention  to  stand  alone,  the  only  question  remaining  is  whether  the 
decision  of  the  Supreme  Court  of  the  District  of  Columbia  will  support 
it.  The  infringing  structure  in  that  case,  save  for  some  most  trivial 
mechanical  details,  was  manifestly  the  same  as  the  defendants'  here. 
That  Court  wrote  no  opinion.  So  we  are  unable  to  determine  what 
meritorious  elements  it  found  in  the  patent.  It  is  a  suggestive  circam- 
stance,  however,  that  the  defendant  in  the  Washington  suit  was  in 
privity  with  Jewell  and  Yarman,  who  had  been  in  interference  in  the 
Patent  Office  with  Hoft'man,  the  patentee,  over  this  very  patent,  claim- 
ing to  be  themselves  the  first  inventors,  and  asking  a  patent  for  their 
"invention."  This  interference  did  not  prevent  defendants  in  the 
Washington  suit  from  arguing  that  there  was  no  patentable  novelty  in 
the  alleged  invention;  but  such  contention  came  with  ill  grace  from 
them.    In  granting  a  decree  and  writing  no  opinion  the  Supreme  Court 
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f  the  District  may  have  intended  to  express  the  conclnsion  that  for 
)me  sufficient  reason,  not  shown  here,  those  particular  defendants 
iiould  be  enjoined,  while  at  the  same  time  by  not  filing  an  opinion  they 
mded  giving  the  patentee  a  supporting  adjudication  which  would 
nable  him  to  get  injunctions  as  a  matter  of  course  against  infringers 
enerally. 

The  injunction  pendente  lite  is  therefore  vacated,  but,  inasmuch  as 
Bfendants'  carelessness  has  made  the  argument  more  troublesome  for 
leir  adversary  than  it  otherwise  would  be,  solely  upon  condition  that 
Bfendants  file  each  month  until  final  hearing  a  sworn  statement  of  all 
lelves  with  hand-holes  sold  by  it,  giving  date  of  sale,  name  of  pur- 
laser,  and,  if  not  manufactured  by  defendants,  name  of  person  from 
horn  purchased. 


[U.  8.  Circuit  Court— EMtern  Division  of  the  Eftstem  Jndicial  District  of  Missomt] 
CHESTER3kLAN  V.  LiNDELI.  EAILV^AY  COMPANY. 

Decided  September  16, 1895, 

76  O.  G.,  479. 

Demurrer— Patektablk  Novelty. 

Demurrer  was  sustained  where  it  appears  from  an  inspection  of  the  patent  in 
suit  and  by  the  exercise  of  common  knowledge  that  the  device  patented  is  des- 
titute of  patentable  novelty. 

Invention. 

It  does  not  require  invention  merely  to  unite  two  short  oars,  so  as  to  make  a 
single  long  car  with  a  transverse  platform  running  across  its  center. 

On  Demubbeb  to  bill  of  complaint. 

Mr.  Paul  Bdkewell  in  support  of  the  demurrer. 
Mr.  A.  0.  Fowler,  contra. 

lAYEB,  J.: 

This  is  a  case  in  which  it  clearly  appears  from  an  inspection  of  the 
,teut  in  suit  and  by  the  exercise  of  common  knowledge  that  the  device 
iimed  and  described  by  the  Letters  Patent  is  destitute  of  patentable 
velty.  Given  the  object  which  the  inventor  songlit  to  accomplish — 
>inely,  the  separation  of  smokers  from  non-smokers  in  the  same  street- 
r  by  placing  them  in  different  compartments,  so  that  the  fumes  of 
bacco  would  not  penetrate  from  one  compartment  into  the  other — and 
y  car-builder  or  wagon-maker  of  average  skill  would  know  how  to 
complish  it.  A  person  who  had  ever  seen  a  short  trail-car  drawn  by 
L  ordinary  street  car  for  the  accommodation  of  smokers  would  perceive 
a  glance,  if  it  was  deemed  advisable  to  nnite  them,  the  feasibility  of 
►ing  so  and  precisely  how  the  union  could  be  accomplished  so  as  to 
rm  a  single  integral  structure  moving  on  four  wheels  instead  of  eight. 
xe  simple  union  of  two  such  cars  would  create  a  central  platform  run- 
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ning  transversely  across  the  car,  having  steps  on  the  side  af  the  carat 
either  end  of  the  platform,  and  would  enable  passenp^ers  to  have  access 
from  such  platform  to  either  compartment  of  the  car.  It  cannot  be  said 
that  the  union  of  two  cars  in  the  mode  suggested  would  require  the 
exercise  of  mechanical  skill  or  constructive  ability  of  a  very  high  order. 
The  patent  laws  were  not  designed  to  enable  any  individual  or  indi- 
viduals to  monopolize  the  use  of  a  vehicle  which  is  so  simple  in  stmc- 
ture,  easy  of  conception,  and  that  has  so  many  prototypes  as  the  street- 
car described  in  the  patent.  [Richards  v.  Chase  Elevator  Co.j  0.  D., 
1896,392;  71  O.  G.,  1456;  168 U.S., 299;  We*^ v. i^a^, 33 Fed. Rep., 45.) 
See  also  Union  Iron  Works  v.  Henry  H.  Smith  et  al.j  No.  689,  and  Sawf- 
son  V.  William  Donaldson  et  al.j  No.  620,  decided  by  the  United  States 
Circuit  Court  of  Appeals,  Eighth  Circuit,  at  the  May  term,  1895. 
The  demurrer  to  the  bill  of  comx)laint  is  accordingly  sustained. 


[U.  S.  Cirouit  Conrt— DiatriotDf  Conneotloiit.] 

Thomson-Houston  Electbio  Company  v.  Kblsey  Electric  Rail- 
way Specialty  Company.  Same  v.  Billincfs  &  Spencer  Com- 
pany. 

Decided  March  g,  1896. 
76  O.  G.,  609. 

1.  Van  Depoelk— Traveling  Contact  for  Electric  Railways — Contributobt 

Infhinobmrnt. 
Letters  Patent  No.  495,443,  granted  April  11,  1893,  to  Charles  J.  Van  Depoele, 
for  a  traveling  contact  for  electric  railways,  on  a  motion  for  preliminary  ii\jnDO- 
tion,  Held  to  be  infringed  and  motion  granted. 

2.  Infringement — Burden  of  Proof— Contributory  Infringement. 

In  a  suit  for  preliminary  injunction  the  burden  of  proof  is  on  complainant  to 
show  an  intention  on  the  part  of  defendants  to  infringe.  Making  and  patting 
upon  the  market  an  article  which  of  necessity  and  to  their  knowledge  is  to  be 
used  to  infringe  complainant's  patent  is  contributory  infringement  on  thepa^ 
of  defendants. 

3.  Same — Contributory  Infringement—Lawful  Use. 

The  fact  that  the  infringing  part  is  capable  of  a  lawful  as  well  as  an  nnlaif- 
fnl  use,  by  way  of  reparation  or  restoration  of  a  patented  device,  does  not  w^ 
the  presumption  that  the  lawful  use  is  the  one  for  which  it  is  alone  intended. 

Mr.  Frederic  H.  Beits  for  the  complainant. 

Mr.  Charles  R.  Ingersoll  and  Mr.  E.  E.  Rogers  for  the  defendants 

STATEMENT  OF  THE  CASE. 

These  were  two  bills  in  equity  brought  by  the  Thomson- Houston 
Electric  Company  against  the  Kelsey  Electric  Railway  Specialty  Com- 
pany and  the  Billings  &  Spencer  Company,  respectively,  for  alleged 
infringement  of  a  patent.  The  case  was  heard  apon  complaiuant'B 
motion  for  a  preliminary  iiyunction* 
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TOWNSEND,  J. : 

This  beariug  was  had  upon  a  motion  for  a  preliminary  injunction 
restraining  defendants  from  infringing  certain  claims  of  Patent  No. 
495,443,  granted  April  11,  1893,  to  the  Thomson- Houston  Electric  Com- 
pany, assignees  of  the  administrators  of  Charles  J.  Van  Depoele,  the 
validity  of  which  have  been  sustained  in  this  court,  upon  final  hearing, 
in  Thomson- Houston  Electric  Co.  v.  Winchester  Ave.  R.  Oo.^  (C.  D., 
1895,788;  73  O.  G.,  2165;  71  Fed.  Rep.,  192.) 

The  affidavits  show  that  the  defendants,  respectively,  make  and  sell 
certain  trolley-stands  ada])ted  to  be  used  with  the  pole  and  wheel  of 
the  overhead  underrunniug  trolley  system;  that  they  have  advertised 
the  same  for  sale  to  the  general  public  and  have  sold  them  to  jobbers 
in  the  open  market.  In  some  instances  defendants  have  sold  said 
stands  to  repair  or  replace  other  stands  purchased  from  the  General 
Electric  Company,  which  is  alleged  to  control  this  complainant;  and  in 
the  case  of  the  Norwalk  Street-Railway  Company,  equipped  by  said 
General  Electric  Company  and  this  complainant,  defendants  sold  their 
trolley-stands,  by  reason  of  certain  advantages  in  their  construction, 
to  replace  those  of  the  General  Electric  Company.  It  further  appears 
that  defendants  have  used  a  trolley-pole  in  connection  with  their  stands 
in  their  show-room,  and  that  they  sold  to  one  Hammer,  representing 
himself  to  be  an  electrical  contractor,  one  of  said  stands  equipped  with 
a  pole,  harp,  and  wheels,  which  they  had  theretofore  used  in  theii 
experiments  in  their  shop.  The  following  facts,  also  shown,  have  a 
bearing  upon  the  questions  to  be  hereinafter  discussed:  The  entrance 
of  defendants  into  the  field  as  dealers  in  this  class  of  electrical  appa- 
ratus is  recent  and  with  notice  of  the  claims  of  said  patent.  Said 
trolley-stands  are  adapted  only  for  electric  railways  and  can  only  be 
used  to  effectuate  the  construction  covered  by  the  patent  in  suit.  The 
advertisements  thereof  contained  no  limitation  to  sales  for  repairs  or 
to  persons  having  the  right  to  use  said  invention,  and  it  may  fairly  be 
inferred  from  the  affidavits  that  sales  have  been  made  to  persons  not 
having  such  right.  The  trolley-stand  is  i)robably  the  most  substantial, 
if  not  the  chief,  element  in  the  patented  combination.  It  does  not 
appear  that  it  wears  out  quickly  or  breaks  frequently,  as  do  poles, 
wheels,  and  harps— other  elements  in  said  combination. 

The  bill  charges  defendants  with  actual  infringement  and  threats  to 
infringe.  Such  infringement,  if  any,  is  contributory  only,  inasmuch  as 
defendants  only  deal  in  a  part  of  the  patented  combination.  Con- 
tributory infringement  has  been  well  defined  as — 

the  intentional  aiding  of  one  person  by  another  in  the  unlawful  making  or  selling 
or  using  of  the  patented  invention.     (Howson's  Contrib.  Infringe.  Pat.,  p.  1.) 

Counsel  for  defendants  rightly  claim  that  the  burden  of  proof  is  on 
complainant  to  show  an  intention  on  the  part  of  defendants  to  aid 
others  in  such  infringement.  (Coolidge  v.  McOone,  5  O.  G.,  458;  1  B. 
&  A^  78;  Fed.  Cas.  No.  3,186;  8axe  v.  Hammond^  7  O.  G.,  781;  1 
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B.  &  A.,  629;  Fed.  Cas.  No.  12,411 ;  Snyder  v.  Bunnell,  O.  D.,  1887, 222; 
38  O.  G.,  1130;  29  Fed.  Rep.,  47.)  The  question,  however,  as  to  what 
evidence  is  suflBcient  to  prove  such  intention  has  been  considered  in 
several  cases  where  the  facts  were  somewhat  similar  to  those  herein 
presented.  Thus  in  Wallace  v.  Holmes  (1  O.  G.,  117;  9  Blatchf.,  65; 
Fed.  Oas.  No.  17,100)  the  Court  said : 

The  complainants  having  a  patent  for  an  improved  burner  in  combination  with  a 
chimney,  the  defendants  have  mannfactnred  extensively  the  bnmer;  leaving  the 
purchasers  to  snpply  the  chimney,  without  which  such  burner  is  useless.  They  have 
done  this  for  the  express  purpose  of  assisting,  and  making  profit  by  assisting.  In  a 
gross  infringement  of  the  complainants'  patent.  They  have  exhibited  their  bamer 
furnished  with  a  chimney,  using  it  in  their  sales-rooms  to  recommend  it  to  cas- 
tomers  and  prove  its  superiority,  and  therefore  as  a  means  of  inducing  the  unlawful 
use  of  the  complainants'  invention. 

In  Richardson  v.  Noyes  (O.  D.,  1876,  493;  10  O.  G.,  607;  2  B.  &  A^ 
398;  Fed.  Oas.  No.  11,792)  it  is  said  that  the  defendants- 
make  only  the  standards  for  children's  carriages ;  but  it  is  admitted  that  they  are 
made  and  sold  to  the  carriage-builders  for  the  express  use  to  which  they  are  put — 
that  is,  for  children's  carriages — and  it  is  not  denied  that  this  makes  them,  in  law, 
infringers,  if  their  standards,  when  combined  with  the  carriages  in  the  mode  in 
which  they  are  designed  to  be  combined,  infringe  the  patent. 

To  the  same  effect  is  Renwick  v.  Pond,  (2  O.  G.,  392;  10  Blatchf.,  39; 
Fed.  Cas.  No.  11,702,)  where  Judge  Blatchford  iield  that  the  defendant 
would  be  an  infringer  if  he  sold  an  arm  capable  of  being  and  designed 
to  be  used  to  efifect  the  result  of  the  patent  by  the  means  specified  in 
its  claims.  It  seems  to  me  that  this  case  falls  within  the  rule  as  stated 
by  Judge  Wallace  in  Travers  v.  Beyer^  (26  Fed.  Bep.,  450,)  where  the 
Court  said : 

Defendants  cannot  escape  liability  for  infringement.  They  are  making,  and  put- 
ting upon  the  market,  an  article  which,  of  necessity,  to  their  knowledge,  is  to  be 
used  for  the  purpose  of  infringing  the  complainant's  patent.  They  thereby  concert 
with  those  to  whom  they  sell  the  blocks  to  invade  the  complainant's  rights.  They 
are  intentional  promoters  of  the  ultimate  act  of  infringement. 

In  this  latter  case  the  defendants  were  manufacturers  of  blocks  and 
not  makers  of  the  hammocks,  and  merely  sold  the  blocks  to  dealers  in 
hammocks,  who  resold  them  with  or  without  the  hammocks,  at  the 
option  of  the  purchasers. 

Defendants  further  contend  that  the  right  to  replace  these  stands 
was  a  part  of  the  invention  transferred  to  the  purchaser  when  he  bought 
the  equipment.  This  argument  might  be  applied  to  the  wheels,  the 
life  of  which  continues  only  about  four  weeks,  because,  as  was  said  by 
Mr.  Justice  Brown  in  Morgan  Envelope  Co.  v.  Albany  Perforated  Wrap- 
ping Paper  Co.,  (C.  D.,  1894,  238;  67  O.  G.,  271;  152  U.  8.,  425;  14  Sup. 
Ct.,  627)— 

The  right  of  the  assignee  to  replace  the  cutter-knives  is  not  because  they  are  of 
perishable  materials,  but  because  the  inventor  of  the  machine  has  so  arranged  them 
as  a  part  of  its  combination,  that  the  machine  could  not  be  continued  in  use  without 
a  succession  of  knives  at  short  intervals.    Unless  they  were  replaced,  the  invention 
would  have  been  of  little  use  to  the  inyentoT  ot  to  otdi^ra* 
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Bnt,  for  reasons  already  shown,  it  would  not  apply  to  said  trolley- 
stands. 

Defendants  further  suggest  that  their  trolley-stand  is  capable  of  a 
lawful  as  well  as  an  unlawful  use  by  way  of  reparation  or  restoration 
of  a  patented  device,  and  that  the  presumption  must  be  that  this  is 
the  purpose  for  which  it  is  to  be  used.  As  already  shown,  it  does  not 
appear,  by  advertisements  or  sales,  that  its  use  is  to  be  couiined  to 
such  purpose.  Inasmuch  as  the  defendants  make  and  thus  sell  stands 
which  are  useful  only  for  the  purpose  of  performing  ftinctions  involved 
in  the  operation  of  the  patent,  it  raises  a  presumption  that  they  intend 

their  stands  should  be  so  used.    A  suit  for  infringement  cannot  be 

defeated  by  merely  showing  that  such  devices  could  be  used  for  some 

other  purposes.    (Walk,  on  Pats.,  3d  ed.,  331.) 

In  view  of  these  considerations  it  seems  to  me  that  the  complainant 

has  sustained  the  burden  of  proof,  and  that,  as  was  said  by  Judge 

^Woodruflf  in  Wallace  v.  Holmes^  supra — 

the  actual  concert  with  others  is  a  certain  inference  from  the  nature  of  the  case. 

It  is  further  claimed  that  to  enjoin  the  sale  of  a  single  element  only 
of  the  combination  would  give  the  patent  a  scope  not  covered  by  its 
claims;  but,  as  was  said  by  Judge  Putnam  in  Davis  Ulectrical  Works 
V.  Udison  Electrie  Light  Co.y  (8  O.  0.  A.,  615;  60  Fed.  Rep.,  276)— 

nor  is  the  course  of  the  law  to  he  turned  aside  hecause  the  practical  result  may  be 
'to  give  a  patentee,  for  the  time  being,  more  than  the  Patent  Office  contemplated; 
nor  is  the  patentee  to  be  deprived  of  his  just  rights  because,  under  some  circum- 
stances, he  gets  incidental  advantages  beyond  what  he  expressly  bargained  for. 

Oounsel  for  defendants  laid  much  stress  upon  the  sale  to  said  l^or- 
^vralk  Street- Railway  Company  of  an  improvement  upon  the  original 
'trolley-stands,  as  lawful,  within  the  reasoning  of  the  court  in  Chaffee 
^.  Boston  Belting  Co,  (22  How.,  217)  and  other  cases.  In  this  regard, 
liowever,  defendants  do  not  seem  to  have  met  the  contention  of  com- 
plainant that  such  a  sale,  under  such  circumstances,  amounts  to  recon- 
struction, and  not  repair.  {Davis  Electrical  Works  v.  Edison  Electric 
JAght  Co.j  supra;  8L  Louis  Car- Coupler  Co.  v.  Shickle^  Harrison  cfc 
JHoward  Iron  Co.y  70  Fed.  Rep.,  783.)  Here  there  is  no  such  temporary 
relation  between  the  trolley-stand  element  and  the  whole  combination 
as  to  raise  a  presumption  that  it  was  the  intention  of  the  inventor  that 
it  should  be  frequently  replaced,  as  in  Wilson  v.  Simpson  (9  How.,  109) 
sind  Morgan  Envelope  Co.  v.  Albany  Perforated  Wrapping  Paper  Co.y 
9upra.  The  case  is  clearly  analogous  to  that  of  St.  Louis  Car-Coupler 
Co.  V.  ShickUj  Harrison  dc  Hou^ard  Iron  Co.,  supra.  There  defendants 
claimed  the  right  to  replace  a  knuckle,  a  single  substantial  element  of 
a  patented  combination.    The  Court  said : 

This  knnckle  is  not  an  ordinary  tool  or  piece  of  mechanism,  which  can  be  pro- 
fsnred  at  any  general  hardware  store,  bat  is  nniqne,  and  can  be  nsed  only  in  oonnec- 
tiion  with  the  balance  of  complainant's  device.  There  can  be  no  doubt,  therefore, 
that  the  defendant  intended  to  manufacture  and  sell  the  knuckle  to  be  used  in,  and 
as  forming  an  important  and  essential  part  of,  the  complainanV^  ^^\«^\a^  ^^^sN.^^^ 
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If  the  defondaat  can  do  this  with  impunity^  it,  or  any  other  perooD,  can  certainly 
mannfactnre  and  sell  the  other  less  important  parts,  and  thereby  the  value  of  com- 
plainant's monopoly  will  be  limited  to  the  first  sales  made  by  it.  This  cannot  be 
the  law. 

The  motion  is  granted. 


[U.  S.  Circuit  Court— Northern  Diatriot  of  New  York.] 

DuNBAs  eU  oL  V.  Eastern  Elevating  Oompany  et  dL 

Deoided  July  SO,  1896. 

76  O.  G.,  788. 

DoNBAR— Portable  Elevator— Valid— Infringed. 

Reissne  Letters  Patent  No.  10,521,  granted  September  16, 1884,  to  Robert  Don- 
bar,  for  improvements  in  portable  elevators,  Held  to  be  valid  and  infringed. 

Mr,  Franklin  D.  Locke  for  tlie  complainants. 
Mr.  Oeorge  L.  Lewis  for  the  defendants. 

statement  OF  THE  CASE. 

This  action  is  founded  upon  reissued  Letters  Patent  No.  10,521, 
granted  September  16,  1884,  to  Eobert  Dunbar,  for  improvements  in 
portable  elevators.  The  application  for  the  reissue  was  filed  October 
20, 1883.  The  original,  No.  264,938,  was  dated  September  26,  1882. 
The  original  application  was  filed  July  17, 1882.  The  patent  is  now 
owned  by  complainants.  Prior  to  the  invention  elevators  had  been 
built  with  stationary  towers,  so  that  only  one  hatch  of  a  vessel  could 
be  unloaded  at  a  time.  When  this  hatch  was  emptied,  the  vessel  was 
moved  until  another  hatch  was  brought  opposite  to  the  elevator-tower. 

The  object  of  the  inventor  was  to  produce  a  portable  tower  capable 
of  being  easily  and  quickly  moved,  so  as  to  reach  the  difierent  hatches 
of  the  vessel  while  lying  moored  at  the  dock.  In  this  way  two  elevator- 
legs  may  be  operated  simultaneously  in  the  same  vessel,  a  stationary 
leg  taking  the  grain  from  one  hatch  and  the  portable  leg  from  another. 
Time  is  saved  and  less  dockage  room  is  required.  During  the  opera- 
tion the  vessel  remains  on  an  even  keel,  thus  avoiding  the  strain  of 
being  unequally  unloaded. 

A  sailing  vessel  discharging  from  two  hatches  elevates  her  c^rgo  in 
less  than  half  the  time  occupied  by  a  vessel  using  but  one.  Not  only 
is  twice  as  much  grain  taken  out,  but  the  tedious  process  of  having 
the  vessel  moved  by  the  hands  on  the  dock  is  avoided.  These  results 
are  accomplished  by  disconnecting  the  tower  from  the  main  elevator 
building,  except  by  movable  supports,  mounting  it  upon  wheels,  and 
providing  mechanism  by  which  it  can  be  moved  to  any  desired  position 
upon  the  track,  and  also  providing  a  spout  for  transferring  the  grain 
from  the  tower  to  the  main  elevator  by  means  of  a  long  trough  placed 
horizontally  along  the  elevator-front. 
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The  oomplaiuants  maintain  that  all  of  the  claims  are  valid  and 
infringed.    They  are  as  follows: 

1.  In  an  elevator  tower,  the  combination  of  the  mechanism^  sabstantially  as 
described,  for  moving  it  horizontally  back  and  forth,  with  the  gearing  N,  drums  N', 
And  cables  O,  for  securing  it  at  any  point  to  which  it  may  be  moved. 

2.  A  movable  and  adjustable  elevator-tower  arranged  upon  wheels,  and  provided 
^with  the  cables  O,  gearing  and  drums  or  pulleys  N  N',  and  a  graiu-spout,  R,  in  com- 
bination with  a  main  stationary  elevator-building,  B',  having  a  long  horizontally- 
arranged  trough,  S,  to  receive  the  grain  from  any  point  to  which  the  elevator-tower 
may  be  adjusted. 

3.  The  combination  of  the  main  stationary  elevator,  and  the  movable  elevator 
tiower  A,  having  wheels  adapted  to  tracks  in  front  of  the  main  building,  substantially 
as  specified,  whereby  two  elevators  may  be  operated  at  the  same  time,  so  that  a 
Btationary  elevator  may  be  used  in  one  hatch,  while  the  movable  elevator  may  be 
adjusted  to  operate  in  another  hatch,  substantially  as  specified. 

4.  The  combination  of  a  movable  elevator-tower,  having  wheels  adapted  to  tracks, 
^with  a  rope  or  chain,  G  0',  anchored  at  both  ends,  and  passing  around  a  drum  or 
X>ulley,  and  with  gearing  through  the  medium  of  which  the  said  drum  may  be 
r^otated,  substantially  as  set  forth. 

5.  The  combination  of  the  stationary  elevator  R',  a  movable  elevator-tower,  ropes 
OT  cables  connecting  the  two,  and  mechanism  as  shown,  whereby  said  ropes  may 
l>e  tightened  and  loosened,  all  substantially  as  described. 

The  first  claim  of  the  reissue  is  the  same  as  the  second  of  the  original. 
Ihe  second  claim  of  the  reissae  is  the  same  as  the  third  of  the  original. 
Ihe  other  claims  of  the  reissue  bear  a  marked  similarity  to  claims 
'^hich  were  in  the  original,  but  were  withdrawn. 

The  defenses  are  lack  of  novelty  and  invention,  non-infringement, 
Q,nd  invalidity  of  the  reissue  as  such. 

OoxE,  J. : 

The  idea  of  moving  the  elevator-leg  to  the  hatch  of  the  vessel  instead 
of  moving  the  hatch  of  the  vessel  to  the  elevator-leg  was  certainly  a 
l)rilliant  and  ingenious  one.  It  was  entirely  new  with  Dunbar.  No 
one  had  thought  of  it  or  anything  like  it  in  connection  with  grain- 
elevators.  The  saving  in  time  is  obvious.  That  large  sums  of  money 
xnust  be  made  by  the  quick  despatch  thus  given  to  vessels  is  beyond 
dispute.    Acquiescence  in  the  patent  has  been  well-nigh  universal. 

The  patent  to  Frank  J.  Firth,  No.  258,043,  dated  May  16,  1882, 
embodies  the   same  idea   as  the  patent  in  suit;   but  I  understand 
that  it  is  not  disputed  that  Dunbar's  invention  was  prior  to  Firth's. 
The  record  is  very  unsatisfactory  on  this  point,  and  much  of  the  testi- 
mony is  hearsay  and  incompetent.    The  substance  of  it  is  that  the 
issue  between  Dunbar  and  Firth  was  tried  out  iu  the  Patent  Office, 
and  priority  was  awarded  to  Dunbar.    Assuming  that  I  am  right  in 
the  supposition  that  the  defendants  do  not  deny  this  priority,  there  is 
nothing  else  in  the  prior  art  which  anticipates  or  seriously  limits  the 
patent  in  suit.    The  best  reference  is  the  patent  to  Sykes,  No.  95,747, 
for  a  railroad  grain-transferrer  which  carries  grain  from  one  car  to 
another.    As  shown  in  the  drawings,  the  trunks  or  tubes  are  made 
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to  swing  upon  a  hinge  at  the  bottom.  The  grain  may  be  taken  from 
either  side  of  the  car  which  carries  the  hoisting  apparatus;  bat  it  is 
delivered  from  the  end  only  to  a  car  upon  the  same  track.  The  device 
could  not  be  used  to  deliver  grain  from  a  vessel  to  an  elevator  and  it 
would  not  suggest  to  the  skiiled  mechanic  such  a  structure  as  Dnnbar 
conceived.  Certainly  no  one  ever  did  think  of  it,  though  the  Sykes 
patent  was  granted  in  1869.  Whether  the  Sykes  hoisting  device  ever 
went  into  practical  operation  does  not  appear. 

Dunbar  knew,  of  course,  that  elevators  and  elevating-legs  and  simi- 
lar mechanisms  were  old.  What  he  wished  to  accomplish  was  the 
transfer  of  grain  from  the  hold  of  a  vessel  to  the  immense  storage- 
houses  without  continually  shifting  the  vessel.  Did  Sykes  show  him 
how  to  do  this?  Manife^^tly  not.  Assuming  that  Sykes's  patent 
showed  him  that  a  machine  for  shifting  grain  from  one  freight  car  to 
another  might  run  on  a  railroad-track,  it  did  not  show  him  how  to  shiit 
the  tall  elevator-tower,  often  weighing  as  high  as  six  hundred  tons, 
which  had  always  been  stationary  and  an  integral  part  of  the  bouse. 
But  even  if  the  idea  were  suggested  it  required  something  more  than 
mechanical  skill  to  adapt  the  Sykes  structure  to  the  vastly-dififereut 
environment. 

Since  the  decision  of  Potts  v.  Creager  (O.  D.,  1895, 143;  70  O.G.,494; 
155  U.  S.,  597)  the  courts  are  prone  to  look  with  more  favor  upon  the 
work  of  the  inventor  who  produces  a  new  result,  even  if  he  does  it 
with  an  old  device,  provided  important  changes  are  required  to  adapt 
the  old  device  to  its  new  use. 

Indeed, «(8ay 8  the  Court,]  it  often  requires  as  acute  a  perception  of  the  relation 
between  cause  and  effect,  and  as  much  of  the  peculiar  intuitive  genius  which  is  ft 
characteristic  of  great  inventors,  to  grasp  the  idea  that  a  device  used  in  oneartmi'y 
be  made  available  in  another,  as  would  be  necessary  to  create  the  device  de  novo. 

Can  any  one  doubt  that  Dunbar^s  task  would  have  been  quite  as 
difficult  if  Sykes's  patent  had  never  seen  the  lightt 

The  patent  to  Walsh  shows  a  portable  elevator  designed  to  be  placed 
upon  the  deck  of  a  boat  or  the  roof  of  a  car. 

The  patent  to  Winslow  and  Qoldsmith  shows  a  similar  oonstruction 
designed  mainly  for  discharging  coal. 

The  patent  to  Godwin  shows  an  appliance  for  facilitating  the  trans- 
mission of  grain  or  other  bulky  cargo  from  a  ship,  quay,  or  other  pla^^ 
to  a  warehouse — 

when  sacks  aud  other  containers  and  carts  or  vehicles  are  employed. 

The  other  references  are  still  more  remote. 

What  has  been  said  of  the  Sykes  patent  applies  with  greater  force  to 
each  of  the  others. 

The  patent  cannot  be  held  void  for  lack  of  novelty. 

The  drawings  of  the  original  and  reissued  patent  are  the  same  except 
in  one  unimportant  particular.  The  descriptions  are  identical.  W® 
claims  of  the  original  are  substantially  reproduced  in  the  reissue. 
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The  file-wrapper  of  the  original  is  very  meager,  and  the  proceedings  in 
the  Firtli  interference  do  not  apparently  appear  in  full  in  the  record; 
"but  the  solicitor  who  acted  for  Dunbar  testifies  that  the  sole  reason 
for  limiting  the  claims  of  the  original  was  the  discovery  of  the  Firth 
patent.  He  says  that  he  supposed  at  the  time  that  the  Firth  invention 
was  prior  to  Dunbar's  and  so  consented  to  strike  oat  the  fourth  and 
fifth  claims.  Subsequently,  on  discovering  that  Dunbar  was  first  in 
point  of  time,  he  applied  for  the  reissue  for  the  purpose  of  having 
restored  what  had  thus  been  inadvertently  given  up.  To  the  same 
effect  is  Dunbar's  affidavit  of  October  6,  1883.  If  this  be  a  correct 
statement  of  the  facts,  it  is  plain  that  the  patentee  should  not  suffer 
for  the  very  natural  mistake  of  his  solicitor.  What  else  could  he  dot 
He  could  not  appeal  because  the  Firth  patent  was  before  him  on  the 
record  and  his  own  eviscerated  patent  had  actually  been  issued.  In 
order  to  get  what  he  was  entitled  to,  it  was  necessary,  first  of  all,  to 
dispose  of  the  Firth  patent.  When  that  was  done  a  patent  commen- 
sorate  with  the  invention  could  be  granted  to  Dunbar,  but  not  before. 
To  hold  that  the  patent  in  suit  is  invalidated  by  the  proceedings  in  the 
Patent  Office  is  tantamount  to  a  declaration  that  a  meritorious  inven- 
tion may  be  destroyed  by  a  patent  subsequent  in  point  of  fact  but 
improperly  bearing  a  prior  date.  I  can  see  no  equity  in  such  a  ruling. 
Unless  his  conduct  has  deprived  the  public  of  some  right  he  should 
have  the  fruits  of  his  invention.  The  defects  which  have  proved  fatal 
to  other  reissues  are  all  wanting  here.  The  application  for  the  reissue 
was  seasonably  made.  Between  the  original  and  the  reissue  no  adverse 
sqnity  sprang  up.  Indeed,  as  Dunbar  was  the  first  in  this  particular 
field  and  as  no  one  has  attempted  to  dispute  his  right  nntil  the  defend- 
ants built  their  elevator,  no  one  can  be  misled  by  giving  him  a  patent 
Bqaal  to  his  invention.  To  restrict  him  to  less  than  this  because  of 
the  reissue  wonld  be  an  arbitrary  injustice  without  sense  or  precedent. 

The  defendants  for  some  time  prior  to  the  commencement  of  this 
action  were  and  now  are  operating  a  movable  tower  in  connection 
with  the  elevator  owned  by  them  at  Buffalo.  That  this  tower  has  the 
main  characteristics  of  the  patented  structure  is  beyond  dispute.  It 
is  mounted  upon  wheels  moving  npon  rails.  It  is  moved  back  and 
forth  by  machinery  located  in  the  tower.  It  discbarges  grain  into  the 
main  house,  and  when  located  for  operation  it  is  held  in  place  by  guys 
Dr  stays. 

There  seems  to  be  some  misconception  as  to  the  scope  of  the  third 
L*laim,  the  last  clause  having  apparently  caused  the  confusion.  If  tbis 
c^lanse  imported  into  the  claim  a  stationary  tower  and  sought  to  cover 
merely  a  combination  of  the  two  legs  when  operating  in  the  same 
vessel,  there  would  be  considerable  plausibility  in  the  argument  that 
nothing  more  than  an  aggregation  is  described.  After  the  movable 
tower  is  anchored  and  in  operation  it  is  precisely  like  the  other  towers, 
sind  there  can  be  no  more  joint  action  between  it  and  a  stationary 
H.  Doc.  354 31 
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tower  than  between  two  stationary  towers.  If  one  pump  will  uot 
empty  a  reservoir,  a  second  may  be  brought  into  action;  bat  each  acU 
in  the  old  way  independent  of  the  other.  There  is  no  cooperation 
between  them  in  a  patentable  sense.  So  with  two  elevator-legs. 
{Bunching  Co.  v.  Williams  Co.j  44  Fed.  Rep.,  190,  192,  and  cases  cited.) 

But  I  do  not  understand  that  such  a  construction  of  the  third  claim 
is  necessary  or  even  x)ermissible.  The  clause  beginning  with  the  words 
"whereby  two  elevators,'' etc.,  is  merely  descriptive  of  the  result  wbich 
is  accomplished.  It  adds  no  new  element  to  the  combination.  It  might 
as  well  have  been  omitted. 

The  claim  is  a  broad  one  for  the  combination  of  the  main  house  and 
the  movable  tower,  as  shown  and  described.  It  is  not  for  every  eleva- 
tor and  every  tower,  but  for  the  elevator  and  tower  of  the  description 
and  drawings. 

The  tower  contains  eleven  stories,  approximating  one  hundred  feet 
in  height.  It  is  mounted  on  wheels  moving  on  rails  and  is  provided 
with  machinery  for  preventing  it  from  tipping  forward  when  in  use. 
The  storage-house  is  one  corresponding  In  dimensions  with  the  tower. 
It  is  so  constructed  and  arranged  tbat  grain  can  be  received  in  its  bins 
from  any  point  along  its  front  to  which  the  tower  can  be  moved.  The 
combination  of  such  a  tower  and  such  a  house  produces  the  advanta- 
geous results  before  referred  to.  It  is  not  an  aggregation,  but  a  valid 
combination  in  which  each  element  limits  and  qualifies  every  other  and 
helps  to  produce  the  desired  result.  Such  a  combination  was  unknown 
before.    It  was  new,  useful,  and  entitled  to  protection. 

I  do  not  deem  it  necessary  to  enter  into  a  minute  analysis  of  the 
other  claims.  Unquestionably  the  methods  adopted  by  the  inveutor 
to  carry  out  his  conception,  considered  separately,  were  old,  but  the 
combinations  were  new.  Wheels,  tracks,  spouts,  windlasses,  troughs, 
and  guy-ropes  were  undoubtedly  well  known,  but  no  one  had  ever  assem- 
bled them  in  congeries  producing  a  movable  elevator-tower. 

The  complainants  are  entitled  to  a  construction  broad  enough  to 
enable  tliem  to  secure  the  fruits  of  Dunbar's  actual  invention.  Nothing 
in  the  patent  or  the  art  limits  them  to  a  Chinese  copy  of  the  descrip- 
tion and  drawings. 

An  infringer  cannot  escape  by  varying  nonessential  details.  For 
instance,  in  the  patent  the  grain  is  received  from  the  spout  into  a  long 
trough ;  in  the  defendants'  structure  it  is  received  into  a  series  of  hop- 
pers arranged  side  by  side — in  fact,  the  complainants'  trough  parti 
tioned  off.  In  the  former  the  tower  is  held  in  place  by  cables  tightened 
by  drums,  in  the  latter  by  hooks  tightened  by  screws.  In  the  one  case 
the  tower  is  moved  by  an  anchored  rope  passing  around  a  drum,  in  the 
other  by  a  sprocket  and  chain  supplemented  by  hand-power. 

But  all  these  things  are  not  of  the  essence  of  the  invention.  Dunbar 
showed  one  method  of  accomplishing  the  desired  result.  The  defend- 
ants show  a  slightly  different  method  of  accomplishing  the  ideutical 
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bsnlt,  and  because  they  have  left  the  shadow  they  assert  that  they 
lay  take  the  substance  with  impunity.    The  law  is  otherwise. 
To  paraphrase  the  language  of  the  Supreme  Court  in  Morley  Sewiiuj 
iachine  Oo.  v.  Lancaster y  (0.  D.,  1889,  380;  47  O.  G.,  267-,  129  U.  S., 

53,284:) 

It  makes  no  difference  that  in  the  infringing  structure  the  staying  mechanism  is 
ore  simple,  and  the  propelling  mechanism  and  the  mechanism  for  receiving  the 
rain  are  different  in  mechanical  construction,  so  long  as  they  perform  each  the 
une  function  as  the  corresponding  mechanism  in  the  Dunbar  structure,  in  substau- 
aUy  the  same  way,  and  are  combined  to  produce  the  same  result. 

It  follows  that  the  complainants  are  entitled  to  the  usual  decree  for 
Q  injunction  and  an  accounting,  with  costs. 


1T7.  S.  Circuit  Court— District  of  Indiana.] 

itLufLEN  et  aL  V.  King  Drill  Company  et  ah 

Decided  July  tt,  1896, 
76  O.  G.,  790. 

tULLEN   AND  MULLEN—GRAIN-DRILL— VALID — INFRINGED. 

Claims  1  and  2  of  Letters  Patent  No.  355,462,  issued  January  4,  1887,  to  Win- 
field  W.  Mullen  and  Francis  M.  Mullen,  for  improvements  ingrain-drills,  Held  to 
be  valid  and  infringed. 

Mr.  Chester  Bradford  for  the  complainants. 
Messrs  Ooburn  &  Strong  for  the  defendants. 

This  is  a  suit  in  equity,  in  the  usual  form,  for  infringement  of  Letters 
^atent  No.  355,462,  issued  January  4, 1887,  to  WiuHeld  W.  Mullen  and 
^rancis  M.  Mullen,  two  of  the  complainants,  for  certain  improvements 
Q  grain-drills. 

The  invention  which  forms  the  subject-matter  of  the  patent  is  designed 
3r  the  special  purpose  of  drilling  seed  between  rows  of  corn  in  tlie 
^miug  process  known  as  "  double  cropping.''  It  differs  from  ordinary 
;raindrilis,  either  adjustable  or  non-adjustable,  in  that  its  outer  drill- 
eeth  automatically  follow  the  bases  of  the  corn-hills.  In  the  speciiica- 
ion  it  is  said : 

This  drill  is  mostly  used  where  it  is  desired  to  sow  grain  between  rows  of  corn, 
nd  its  operation  is  as  follows:  The  three  centrnl  drill- teeth,  being  rigidly  mounted 
n  the  frame  A,  move  directly  forward,  as  the  drill  progresses  through  the  field,  in 
•arallel  lines;  but  the  outer  drill-teeth,  being  mounted  on  the  spring-mounted 
rings  B,  as  they  move  along  next  the  hills,  will  swing  in  and  out  and  accommodnte 
hemselves  to  the  inequalities  in  the  ground  produced  by  such  hills,  and  leave  a  Hue 
>f  seed  which  practically  follows  the  bases  of  the  hills  of 'Corn.  By  this  means  any 
pearing  up  of  the  hills  of  com  is  avoided  and  at  the  same  time  the  grain  is  drilled 
rery  close  to  them,  which  is  very  desirable. 
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Only  claims  1  and  2  are  involved  in  this  suit.    They  are  as  follows: 

1.  The  combiDation,  in  a  grain-drill,  of  the  main  or  central  frame.  A,  the  oioil 
drill  mechanism  and  drill-teeth,  and  the  outer  frame  parte  or  wings,  B,  said  wingi 
being  pivoted  to  the  frame  A,  with  springs  interposed  between  said  wings  and  ssid 
frame. 

2.  The  combination  of  the  main  frame  A,  the  usaal  seed-box  ai^d  feeding  mechanism, 
the  spring-monnted  wings  B,  and  spouts  leading  from  the  seed-box  to  the  driU-teeth, 
the  sponts  which  lead  to  the  teeth  on  said  wings  being  of  a  telescopic  constmotion, 
substantially  as  set  forth. 

The  defenses  are  want  of  invention,  as  shown  by  the  prior  state  of 
the  art,  anticipation,  as  disclosed  by  certain  prior  patents,  and  non- 
infringement. 

The  patent  is  prima  facie  evidence  of  both  novelty  and  utility,  and 
neither  of  these  presumptions  has  been  rebutted  by  the  evidence.  On 
the  contrary,  they  are  strengthened.  !N'o  anticipation  of  the  complain- 
ants' combination  is  shown,  although  the  attempt  has  been  made  to 
prove  anticipation.  The  fact  that  it  has  been  infringe  is  admitted  by 
the  defendants'  expert,  and  its  utility  is  sufficiently  established  as 
against  the  defendants  by  their  infringement  of  it,  as  well  as  by  direct 
proofs  of  utility  found  in  the  record. 

Let  a  decree  be  entered  adjudging  the  validity  and  infringement  of 
claims  1  and  2,  with  the  usual  injunction  and  reference  for  an  accoantin^. 


[U.  8.  Circuit  Conrt  of  AppeaU—Third  Ciroult.] 

National  Sewing  Machine  Company  v.  Willcox  &  Gibbs  Sbw- 

iNa-MACHiNB  Company. 

Decided  May  IS,  1896, 

76  O.  G.,  961. 
CoNTUACT — Construction  of. 

Where  the  parties  entered  into  a  contract  that  a  royalty  of  forty  per  ceni- 
should  be  paid  on  all  sales  of  the  machiuos,  and  the  contract  also  contained  the 
provision  "  If  the  parties  of  the  second  part  shall  seU  or  lease,  or  [shall]  cftow 
to  be  sold  or  leased,  for  use,  or  shall  cause  to  be  used,  in  any  foreign  country, 
[themachines  in  question,]  •  ♦  •  then  the  royalty  to  be  paid  shall  beforty- 
five  per  cent.,  in  lien  of  forty  per  cent.,  as  hereinbefore  provided,"  Held  that 
this  provision  is  not  retroactive,  and  that  therefore  a  royalty  of  forty-five  p«r 
cent,  should  be  paid  only  on  sales  made  after  the  commencement  of  foreign  sale*- 

In  Error  to  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Penusylvania. 

Before  Aoheson,  Wales,  and  Green,  Judges. 

Mr.  Frank  P.  Prichard  and  Mr.  John  Q.  Johnson  for  the  plaintiff  in 
error. 

Mr.  A.  H.  Winter steen  and  Mr.  George  Tucker  Bispham  for  the  defend 
ant  in  error. 
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GbsEN,  J.  : 

This  was  an  action  brought  by  the  plaintiff  in  error,  the  National 
Sewing-Machine Company,  against  the  Willcoz  &  Gibbs  Sewing-Machine 
Oompany,  the  defendant,  to  recover  the  sam  of  $27,000,  or  thereabout, 
which,  it  was  alleged,  had  become  dae  upon  a  certain  contract  executed 
by  the  respective  parties,  bearing  date  January  8, 1884,  fixing  and  reg- 
ulating the  payment  to  the  plaintiff  of  certain  royalties  or  rentals 
dependent  upon  and  arising  from  the  sale  or  lease  by  the  defendant  of 
a  class  or  pattern  of  sewing-machines  which  was  protected  by  Letters 
Patent  of  the  United  States  owned  by  the  plaintiff*.  By  this  contract 
it  was  chiefly  agreed  by  the  defendant  to  pay  to  the  plaintiff  by  way 
of  royalty  a  sum  equal  to  forty  per  cent,  of  the  receipts  arising  from 
the  sales  or  leases  of  the  sewing-machines  in  question.  So  far  as  this 
part  of  the  contract  is  concerned  there  appears  to  have  been  no  default 
in  a  strict  compliance  with  its  covenant  by  the  defendant  company; 
but,  among  other  things,  the  contract  contained  a  proviso  which  is  in 
these  words : 

And  provided,  farther,  and  it  ia  hereby  distinctly  understood  and  agreed,  that  if 
the  said  parties  of  the  second  part  shaU  sell  or  lease,  or  cause  to  be  sold  or  leased, 
for  use,  or  shall  cause  to  be  used,  in  any  foreign  country,  any  trimming  and  over- 
seaming  machines  at  rates  of  royalty  or  rental  less  than  those  charged  for  the  use  of 
like  machines  in  this  country,  then  the  royalty  rate  to  be  paid  by  said  parties  of  the 
second  part  to  said  parties  of  the  first  part  shall  be  forty-five  per  cent.,  in  lieu  of 
forty  per  cent.,  as  hereinabove  provided. 

And  it  is  this  proviso  which  has  given  rise  to  the  controversy  between 
these  parties,  for  it  appears  from  the  record  that  in  1894  the  defendant 
company  determined  to  seek  a  market  for  the  sewing-mach'ines  in  ques- 
tion in  foreign  countries,  and,  for  reasons  which  were  to  it  satisfactory, 
began  to  sell  and  to  lease  them  at  a  rate  or  rental  lower  than  it  charged 
in  the  home  market.  This  was  not  done  in  any  secret  or  underhand 
manner,  but  as  a  matter  of  right.  The  defendant  promptly  made 
known  to  the  plaintiff  what  it  was  doing  in  this  respect,  and  because 
it  had  in  this  way  entered  a  foreign  market  and  because  it  was  there 
selling  and  leasing  sewing-machines  at  a  rate  lower  than  in  the  home 
market  it  offered  to  account  to  the  plaintiff  for  royalties  at  the  increased 
rate  of  forty-five  per  cent.,  as  was  stipulated  in  the  proviso  quoted. 
This  proposal  was  not  satisfactory,  however,  to  the  plaintiff,  nor  in 
accord  with  its  construction  of  the  contract,  the  insistment  of  the 
plaintiff  being  that  the  proviso  clause  which  measured  the  rate  of  roy- 
alty in  the  happening  of  the  contingency  stated  was  retroactive  in  its 
effect,  that  it  was  intended  to  and  did  operate  from  the  very  commence- 
ment of  the  agreement  of  which  it  was  part,  if  the  circumstances  arose 
which  gave  it  operative  effect,  and  that  the  defendant  was  indebted  to 
it  for  the  difference  between  forty  per  cent,  and  forty-five  per  cent, 
royalty  upon  every  sale  or  lease  made  by  the  defendant  since  the  con- 
tract was  entered  into. 

This  controversy  centered  about  the  ^<then"  as  used  in  the  proviso. 
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By  the  plaintiff  it  was  contended  that  the  word  "  then"  was  merely  a 
conjunction,  in  connection  with  the  contingency  before  stated,  signify- 
ing <4n  that  case,"  and  as  it  was  thus  clearly  a  word  of  condition,  and 
not  an  adverb  of  time,  it  followed  that  the  increased  royalty  provided 
for  upon  the  happening  of  the  contingency  was  necessarily  operative 
from  the  very  beginning  of  the  contractual  relation  between  the  detend- 
ant  and  itself.  On  the  other  hand,  the  iusistment  of  the  defendant  was 
that,  as  used  in  this  contract,  <'then"  was  an  adverb  of  time,  bearing 
the  meaning  of  ^^at  that  time,"  and  that  its  office  in  the  proviso  was 
simply  to  fix  and  declare  the  period  when  the  change  of  the  rate  of 
royalty  from  forty  per  cent,  to  forty-five  per  cent,  of  the  receipts  shoald 
take  place — to  wit,  on  the  occurrence  of  the  event  stated.  The  court 
below  adopted  this  view  and  directed  a  verdict  for  the  defendant,  and 
this  is  the  alleged  error  in  the  proceedings  which  is  relied  upon. 

It  is  not  strange  that  such  diversity  of  opinion  as  to  the  proper  sig- 
nification of  the  word  "then"  should  arise.  The  word,  in  fact,  will  bear 
two  meanings,  as  its  use  shows  it  to  be  either  a  conjunction  or  an 
adverb.  Which  is  the  meaning  which  should  the  more  properly  and 
certainly  be  adopted  depends  very  often  upon  the  circumstances  which 
led  to  its  use,  very  often  upon  the  context  of  the  writing  in  which  it 
appears  and  forms  a  part;  and  it  is  entirely  allowable  for  the  court  to 
resort  to  either  or  both  for  assistance  in  arriving  at  a  just  conclusion. 
Doubtless  it  was  with  this  idea  that  considerable  testimony  was  taken 
concerning  the  preliminary  negotiations  which  eventuated  in  the  prepa- 
ration and  execution  of  this  contract;  but,  after  all,  in  this  case  it  does 
not  throw  mnch,  if  any,  light  upon  the  proper  signification  of  this  word 
as  used.  The  testimony  is  contradictory,  irreconcilable,  and  affords  nO 
safe  criterion  by  which  to  judge  of  the  motive  or  object  of  the  contract- 
ing parties.  Perhaps  the  writing  itself  is  the  safer  source  of  legitimate 
aid,  and  to  that  resort  must  be  had.  Critically  examining,  then,  thid 
clause  of  the  contract,  and  bearing  in  mind  the  evident  purpose  of  the 
whole  contract  itself,  it  seems  that  the  construction  adopted  by  thie 
court  below  is  far  more  reasonable  than  that  for  which  the  plaintiff  sO 
strenuously  contends,  for,  in  the  first  place,  it  will  be  noted  that  the 
parties  evidently  were  dealing  with  things  or  acts  which  were  to  occur 
or  to  be  done  in  the  future  alone.    The  language  is: 

If  the  parties  of  the  second  part  shall  sell  or  lease,  or  [shall]  cause  to  he  sold  or 
leased  for  use,  or  shall  cause  to  he  used  in  any  foreign  country, 

the  machines  in  question — 

then  the  royalty  to  he  paid  shall  he  forty-five  per  cent.,  in  lieu  of  forty  per  cent.,  tf 
hereinhefore  provided. 

The  word  "shall,"  repeated  as  it  is,  and  the  phrase  "to  be  paid" 
seem  pregnant  with  signification.  They  relate  necessarily  to  an  event 
which  will  occur  in  the  future,  not  to  a  past  transaction.  The  words 
"shall  be"  suggest  the  meaning  "from  thence  on.^  They  point  to  a 
something  which  before  had  no  existence.    They  mark  the  division 
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between  the  *miow"  and  the  "hereafter.''    To  paraphrase  the  clanse 
makes  the  reading  practically  this: 

Now,  for  the  present,  and  while  the  present  circumstances  continue,  the  royalty 
is  fixed  at  forty  per  cent. ;  but,  if  a  foreign  market  be  entered,  the  royalty  there- 
after shall  be  forty-five  per  cent. 

Clearly  this  would  deny  any  retroactive  effect  to  the  proposed  change 
in  the  royalty. 

Again,  the  rnle  of  construction  which  requires  meaning  to  be  given 
to  all  words  in  a  written  instrument  which  are  not  purely  superfluous 
compels  the  consideration  of  the  phrase  *Mn  lieu  of.''  The  entire  clause 
in  which  these  words  appear  is: 

Thou  the  royalty  rate  to  be  paid  by  the  said  parties  of  the  second  part  to  the  said 
parties  of  the  first  part  shall  be  forty-five  per  cent.,  in  lieu  of  forty  per  cent. 

What  does  this  phrase  mean  as  commonly  usedf  ^'In  lieu  of"  means 
^Mnstead  of,"  "in  place  of,"  "in  substitution  for."  But,  unless  a  rate 
of  royalty  has  been  regarded  as  fixed  and  definite,  there  can  be  no 
"substitution  for"  it  of  another  rate,  no  putting  of  another  rate  "in 
the  place  of"  one  which,  if  the  plaintiff's  view  be  correct,  never  existed 
as  settled.  An  increase  or  decrease  of  rate  of  royalty  is  not  "  substi- 
tution." The  very  phrase  "in  lieu  of,"  or  its  equivalent,  "in  substitu- 
tion for,"  indicates  the  prior  existence  of  another  definite  rate,  which 
thenceforth  is  no  longer  to  exist,  because  the  circumstances  which  gave 
it  existence  themselves  no  longer  exist.  If  the  plaintifPs  contention 
be  sound,  there  never  was  a  fixed  and  definite  rate  of  royalty  estab- 
lished by  this  contract,  but  only  a  rate  liable  at  any  moment  to  be 
changed  ab  initio  by  the  happening  of  a  contingency  in  the  future. 
This  is  not  in  harmony  either  with  the  spirit  or  scope  of  the  contract. 

Nor  does  a  construction  seem  warranted  which  would  result  in 
regarding  the  new  rate  in  the  light  of  a  penalty  to  be  exacted  as  for  a 
breach  of  contract.  It  would  be  a  very  strained. construction  of  this 
contract  to  read  it  as  an  attempt  on  the  part  of  the  plaintiff  to  prohibit 
sales  of  its  sewing-machines  in  foreign  markets.  The  previous  agree- 
ment between  the  parties  of  1881  had  no  such  restrictive  pur]K>se,  and 
the  agreement  of  1884  not  only  did  not  prohibit  or  restrict,  but  seems 
positively  to  have  contemplated,  foreign  sales  by  reserving  to  the 
plaintiff  a  higher  rate  of  royalty  when  such  sales  were  made.  Clearly 
the  contract  was  framed  to  deal  with  sales  both  at  home  and  abroad 
and  provided  a  rate  of  royalty  suitable  under  either.  Viewing  the 
contract  in  this  way  the  word  "  then "  must  be  taken  to  be  an  adverb 
of  time  and  held  to  refer  solely  to  the  date  of  foreign  sales. 

There  was  no  error  in  the  direction  to  the  jury  of  the  learned  judge 
who  tried  the  cause  below,  and  the  judgment  is  afiirmed. 
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[XT.  8.  Ciroalt  Oonrt  of  AppMls— Second  Giroait  ] 

KiLMSB  Manufacturing  Company  v.  Griswold  et  at. 

Decided  May  £8, 1896. 

76  O.  G.,  963. 

KiLMRR— Bale-Tib — Non-Patkntabiuty, 

Claims  1  and  2  of  Letters  Patent  No.  282,991,  granted  Angost  14, 1883,  to  Irviiig 
A.  Kilmer,  for  improvements  in  adjustable  bale- ties,  which  consists,  in  substance, 
in  chaoging  a  slotted  Hat  plate  having  an  acute  angle  at  one  end  of  the  slot  into 
an  eye  of  heavy  wire  having  also  an  acute  angle  at  one  end,  Held  to  cover  no 
patentable  novelty  over  the  prior  art. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  New  York. 

Mr.  W.  H.  Van  Steenhergh  for  the  appellant. 
Mr,  Edwin  H.  Brown  for  the  appellees. 

STATEMENT  OF  THE  CASE. 

This  was  a  bill  by  the  Kilmer  Manufacturing  Company  against  J.  W. 
Griswold  and  F.  B.  Griswold  for  alleged  infringement  of  Patents  Nos. 
282,991  and  372,375,  issued  to  Irving  A.  Kilmer,  for  improvements  iu 
bale-ties.  The  Circuit  Court  entered  an  interlocutory  injunction,  find- 
ing that  the  claims  of  No.  282,991,  sued  on,  were  invalid  and  that  the 
second  claim  in  No.  372,375  was  valid  and  had  been  infringed  by 
defendants,  and  entered  a  decree  for  an  accounting  and  an  injnnctiou 
thereon  accordingly.  (C.  D.,  1894,  396;  68  O.  G.,  415;  62  Fed.  Eep., 
119.)  From  this  interlocutory  decree  both  parties  appealed,  and  this 
court,  on  April  23, 1895,  reversed  the  decree,  holding  that  Patent  No. 
372,375  was  apparently  wanting  in  invention.  (C.  D.,  1895,  550;  72 
O.  G.,  1786;  15  0.  C.  A.,  161;  67  Fed  Rep.,  1017.)  Thereafter  the  Cir- 
enit  Court  entered  a  final  decree,  which,  among  other  things,  dismissed 
the  bill  as  to  Patent  No.  282,991.  From  this  portion  of  the  decree  the 
complainant  has  now  appealed. 

Before  Lacombe,  Shipman,  and  Townsend,  Judges. 

Shepman,  J.: 

Letters  Patent  No.  282,991,  dated  August  14, 1883,  and  No.  372,375, 
dated  November  1, 1887,  were  granted  to  Irving  A.  Kilmer  for  improve- 
ments in  adjustable  bale-ties.  The  Circuit  Court  for  the  Northern  Dis- 
trict of  New  York  dismissed,  as  to  No.  282,991,  the  bill  in  equity  which 
the  owner  of  these  patents  brought  against  the  defendants  for  an 
injunction  against  their  infringement.  This  appeal  relates  to  that  por- 
tion of  the  decree  which  dismissed  the  bill.  The  patentee  also  invented 
a  bale-tie,  which  is  described  in  Letters  Patent  No.  242,655,  which  were 
issued  to  him  June  7, 1881.  The  buckle  or  clasp  of  this  tie  was  a  flat 
plate  of  metal,  in  which  a  slot  was  cut  with  a  die.    One  end  of  the  slot 
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was  enlarged,  so  as  to  afford  a  ready  entrance  to  the  band  of  wire. 
The  specification  further  discloses  the  tie  (omitting  the  letters)  as 
follows: 

At  the  [other  and  smaller]  end  the  edges  of  the  slot  come  in  together,  being  some- 
what V  or  wedge  shaped,  so  that  as  the  wire  slips  down  there  it  is  caught  and  held 
firm.  The  stationary  end  of  the  wire  is  slipped  through  the  slot,  and  being  twisted 
securely  is  held  at  the  larger  end.  The  wire  is  then  passed  about  the  bale,  slipped 
at  it9  other  end  through  the  slot,  and  turned  under  the  main  wire.  When  the  bale 
is  released  this  end  is  drawn  into  the  [small]  cud  of  the  slot  and  held  ti^^ht,  the 
closed-in  edges  gripping  in  on  it  firmly. 

This  tie  was  defective,  because  the  sharp  edges  of  the  slot  cut  and 
weakened  the  wire,  and,  on  the  other  hand,  the  wire  cut  into  and  wore 
away  the  edges  of  the  slot.  To  remedy  this  defect,  Kilmer  constructed 
the  tie  which  is  the  subject  of  the  patent  in  suit.  He  made  the  clasp 
of  wire  having  rounded  edges,  so  that  the  parts  of  the  tie  which  came 
in  contact  with  each  other  should  not  be  cut  or  broken,  and  he  natn- 
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rally  made  it  of  heavier  wire  than  the  band-wire,  so  that  the  buckle 
should  not  be  pulled  out  of  shape  and  should  preserve  its  integrity  as 
a  clasp.  He  bent  the  wire  at  one  end  of  the  clasp,  and  thus  retained 
at  that  end  an  acute  angle,  which  firmly  grasped  or  "clutched"  the 
band-wire  when  the  bale  became  expanded.  The  two  ends  of  the  wire 
which  form  the  clasp  are  returned  upon  themselves  at  the  other  end  of 
the  clasp  and  in  use  are  bent  over  the  looped  end  of  the  band-wire. 
Thus  by  turning  the  slotted  flat  plate  into  an  eye  made  of  heavy  wire 
he  rounded  oflf  the  sharp  edges  of  the  slot.  The  two  claims  which  are 
said  to  have  been  infringed  are  as  follows: 

1.  A  bale-tie  consisting  of  the  band  A  and  clasp  B,  the  latter  made  of  wire  larger 
than  that  of  which  the  band  is  made,  as  and  for  the  purpose  set  forth. 

2.  In  a  bale-tie,  a  clasp,  B,  made  of  wire  larger  than  that  of  the  band,  and  having 
the  pinching  angle  5,  as  set  forth. 
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The  details  of  the  patented  tie  are  described  in  the  third  claim,  which 
is  not  in  controversy  in  this  litigation.  While  these  details  may  be 
valuable  and  show  patentable  improvements,  it  is  not  clear  that  the 
improvement  of  the  first  two  claims,  which  consists,  in  substance,  in 
changing  a  slotted  flat  plate  having  an  acute  angle  at  one  end  of  the 
slot  into  an  eye  of  heavy  wire  having  also  an  acute  angle  at  one  end  is 
a  patentable  invention ;  but,  assuming  that  it  was  a  patentable  improve- 
ment upon  the  preceding  device,  we  agree  with  the  Circuit  Court  that 
the  claims  are  so  broad  as  to  be  anticipated  by  the  bale- tie  of  Isaac  T. 
Smith,  which  is  described  in  Letters  Patent  No.  159,463,  dated  Febru- 
ary 2,  1875,  unless  it  is  important  that  the  clasp  should  be  made  of 
round  wire.  The  Smith  tie  consisted  of  a  single  piece  of  wrought-iron, 
malleable  iron,  or  other  suitable  material  having  its  ends  bent  over  on 
the  top,  which  thus  formed  a  double  hook  with  a  central  opening.  The 
ends  of  the  hook  are  V-shaped  recesses  or  angles.  The  specification 
says  that — 

when  the  balo  is  pressed  and  the  wire  passed  around  the  same  the  ends  of  the  wire 
are  bent  and  passed  throngh  the  central  top  opening,  a,  into  the  V-shaped  recesses 
b  b.  When  the  pressure  is  removed  from  the  bale  the  bale  at  once  expands,  drawing 
the  wires  into  the  V-shaped  recesses  and  pinching  them  tightly  therein,  so  that  the? 
cannot  slip  out  from  the  same. 

The  drawings  show  that  the  clasp  is  made  of  flat  iron  larger  than  the 
wire  of  which  the  band  is  made  and  that  the  band  is  pinched  in  the  V- 
shaped  recesses.  The  description  of  the  Smith  tie  applies  perfectly  well 
to  the  description  of  the  Kilmer  tie  which  is  contained  in  claims  1  and 
2,  unless  there  is  a  patentable  importance  in  substituting  round  wire 
for  the  "wrought-iron,  malleable  iron,  or  other  suitable  material"  of  the 
Smith  tie.  That  the  tendency  of  small  wire  to  be  cut  or  abraded  by 
contact  with  angular  edges  is  diminished  by  contact  with  round  sur- 
faces is  so  obviously  the  suggestion  of  a  mechanical  rather  than  of  an 
inventive  mind  that  the  substitution  cannot  be  considered  to  be  of  a 
patentable  character.  Besides,  round  wire  had  long  been  a  well-known 
article  for  the  construction  of  the  clasps  of  bale- ties  of  a  dianaeter  larger 
than  that  of  the  bands.  As  stated  by  Judge  Ooxe,  such  clasps  are 
shown  in  the  Jjowber  English  patent  of  1868,  the  Trowbridge  patent  of 
1869,  the  Knipscheer  patent  of  1878,  and  the  Griswold  patent  of  March, 
1883. 

The  improvement,  a«  described  in  claims  1  and  2  of  the  patent,  con- 
tains no  patentable  novelty,  and  the  decree  of  the  Circuit  Court  is 
affirmed,  with  costs. 
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[U.  S.  Circuit  Court— Eaiitern  District  of  PennsylysDift.] 

Amebioaw  Soda  Fountain  Company  v.  Green  et  oL 

Decided  June  11,  1806, 
76  O.  G.,  964. 

1.    WiTTIKG— SoDA-WaTER  APPARATUS— VaLID — COMBINATION. 

Letters  Patent  No.  414,272,  granted  November  5,  1889,  to  Theodore  I.  Witting, 
for  improYements  in  dispensing  apparatus  for  soda-T^ater,  examined  and  the 
second  claim  thereof  Held  valid,  in  view  of  the  state  of  the  art,  and  to  be  for  a 
legitimate  combination. 

2.  Combination — Elements  in  Different  Structures — Validity. 

The  fact  that  all  the  elements  of  a  combination  may  be  fonnd  partly  in  one 
structure  and  partly  in  another  is  unsafe  ground  for  overturning  a  patent. 

3.  ►Samb— Cooperation. 

When  a  desired  object  is  attained  as  a  result  of  the  mutual  relation  and 
cooperation  of  the  several  parts  of  an  application  embraced  in  a  claim,  said 
claim  is  for  a  combination  and  not  for  an  aggregation. 

Mr,  Joshua  Pusey  for  the  complainant. 

Messrs,  Strawhridge  cfc  Taylor  for  the  defendants. 

ACHBSON,  J,: 

The  plaintiff,  suing  as  the  assignee  of  Ijetters  Patent  I^o.  414,272, 
granted  November  5, 1889,  to  Theodore  I.  Witting,  for  improvements 
in  dispensing  apparatus  for  soda-water,  etc.,  charges  the  defendants 
with  the  infringement  of  the  second  claim  of  the  patent. 

The  construction,  combination  of  parts,  and  method  of  operation  of 
the  apparatus  are  succinctly  and  correctly  stated  in  the  following 
extract  from  the  brief  of  plaintiffs  counsel: 

The  Witting  structure  consists  of  a  case,  generally  similar  to  those  in  common 
nse,  in  which  is  contained  an  ice-chamber,  and  immediately  below  the  latter  a  cold- 
air  chikmber,  which  is  a  receptacle  for  a  horizontally-removable  syrup-can  with  a 
faucet  in  the  lower  part  of  the  front  end  thereof,  all  located  entirely  within  the  said 
ease.  Beneath  the  bottom  of  the  forward  end  of  this  can-receptacle  is  a  recess  open 
in  front,  and  in  the  roof  of  this  recess  is  an  aperture  that  registers  with  an  orifice 
in  the  faucet,  through  which,  when  the  faucet  is  suitably  rotated,  a  quantum  of 
syrup  may  descend  into  a  glass  or  tumbler  placed  in  the  recess  to  receive  it.  In  the 
front  of  the  case,  opposite  to  the  faucet  end  of  the  can-receptacle,  is  hinged,  at  the 
lower  edgre,  a  door,  termed  a  ''drop-door''  in  the  patent,  in  which  is  Journaled  a 
shaft,  whose  inner  end  projecting  into  the  receptacle  is  bifurcated  so  as  to  register 
with,  and  accurately  engage,  the  flattened  end  of  the  faucet  when  the  door  is  closed, 
and  whose  outer  end  is  provided  with  a  handle  for  conveniently  turning  the  shaft. 

The  mode  of  operation  is  as  follows :  When  it  is  desired  to  draw  syrup  from  the 
can,  the  shaft  is  suitably  rotated — a  quarter- turn — and  consequently  the  faucet, 
whereupon  the  syrup  escapes  into  the  glass  slid  into  the  recess.  When  it  is  required 
for  any  purpose  to  get  at  the  interior  of  the  receptacle,  as,  for  example,  to  extract 
the  can  in  order  to  replenish  the  syrup  or  to  insert  another  filled  can,  the  door  is 
opened  and  dropped  down  upon  its  hinge,  the  external  part  of  the  handle-shaft  pass- 
ing into  the  aforesaid  recess.  This  permits  the  lateral  or  end  withdrawal  of  the 
can.    When  the  latter  is  returned  within  the  receptacle,  the  door  is  swung  up  to 
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the  normal  position,  tbns  securely  closing  the  receptacle,  and  the  biforcated  shaft 
again  engages  the  end  of  the  faucet.  The  operation  requires  but  an  instant,  so  that 
the  loss,  so  to  say,  of  cold  from  entrance  of  the  external  air  into  the  can-receptacle 
is  reduced  to  a  minimum. 

The  secoDd  claim  of  the  patent  is  as  follows: 

2.  The  combination  of  the  outer  case  provided  with  a  recess  for  containing  glasees, 
drop-doors  hinged  to  said  case  above  said  recess  and  having  jonrnaled  therein  keys 
or  handles  for  operating  the  syrup-faucets,  aud  laterally-movable  syrup  cans  and 
attached  faucets  located  entirely  within  the  case,  for  the  purpose  substantially  ai 
herein  set  forth. 

Infringement  by  the  defendants  is  not  denied  if  the  claim  is  valid. 

Two  defenses  are  insisted  on:  First,  that  the  alleged  combination, in 
view  of  the  prior  art,  did  not  involve  invention,  and,  second,  that  the 
claim  is  for  an  unpatentable  aggregation. 

Upon  a  carefal  examination  of  the  many  prior  patents  put  in  evi- 
dence for  the  defense  I  do  not  find  that  any  one  of  them  anticipates  the 
subject  matter  of  the  second  claim  of  the  Witting  patent.  Indeed,  the 
defendants'  expert  admits  that  no  one  of  these  anterior  patents  con- 
tains all  the  elements  of  Witting's  second  claim.    His  language  is  this: 

These  several  features  associated  together  as  specitied  in  this  claim,  constitute  a 
structure  which  is  new  in  the  sense  that  no  prior  structure  that  I  know  of  oontaios 
uU  the  features  specified. 

This  witness,  however,  states  that  he  finds — 

most  of  the  features  recited  in  the  second  claim  of  the  Witting  patent  in  the  Lippio* 
cott  1887  patent— 

and  that — 

the  features  which  are  not  in  the  Lippincott  patent  are  to  be  found  either  in  the 
Adami  patent  or  in  the  Edwards  patent. 

But  it  is  unsafe  ground  upon  which  to  overturn  a  patent  that  all  the 
elements  of  the  combination  may  be  found  partly  in  one  prior  structure 
and  partly  in  other  prior  structures.    (Dederick  v.  Casaell^  C.  D.,  1881, 
413;  20  O.  G.,  1233;  9  Fed.  Eep.,  306,  309.)    The  suggestion  has  no  con- 
trolling  weight  here.    It  may  be  noted  that  the  Edwards  patent  apper- 
tains to  a  totally  difiTerent  art,  that  invention  relating  to  a  combined 
latch  and  lock.    The  proceedings  in  the  Patent  OfQce  resulting  in  the 
issue  of  the  patent  in  suit  appear  to  have  been  conducted  very  care- 
fully and  intelligently  by  the  officials,  and  the  presumption  that  the 
subject-matter  of  the  claim  in  question  is  sufficiently  new  and  useful  to 
support  the  grant  has  not  been  successfully  rebutted.    The  fact  is  not 
without  significance  that  the  defendants,  who  are  old  and  experienced 
manufacturers  of  apparatus  for  dispensing  soda-water,  have  seen  fit  to 
adopt  the  Witting  improvement  in  preference  to  other  combinations. 
Upon  the  whole  this  defense  is  not  sustained. 

The  second  stated  defense  must  also  be  overruled.  The  useful  result 
here  accomplished,  it  seems  to  me,  is  the  joint  effect  of  the  several 
parts  of  the  apparatus  embraced  by  the  second  claim.     Without  their 
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mutual  relation  to  each  other  and  their  cooperation  the  desired  object 
would  not  be  attained.  The  specified  union  of  parts  is  for  a  common 
purpose,  which  is  achieved  by  the  coaction  of  these  parts. 

The  question  of  what  is  a  patentable  combination  as  distinguished 
irom  a  mere  aggregation  of  devices  has  been  considered  in  this  circuit 
in  the  cases  of  Hoffman  v.  Toung  (0.  D.,  1880,  628^  18  O.  G.,  794;  2 
Fed.  Rep.,  74,  77)  and  National  Cash  Register  Oo.  v.  American  Cash 
Register  Co.^  (0.  D.,  1893,  160;  62  O.  G.,  449;  63  Fed.  Rep.,  307,371.) 
The  views  expressed  and  enforced  by  the  courts  in  those  cases  justify 
the  conclusion  I  have  reached  that  the  second  daim  of  the  Witting 
patent  is  for  a  true  combination  in  a  patentable  sense. 

Let  a  decree  be  drawn  in  favor  of  the  plaintiff. 


[U.  S.  Circuit  Court— Southern  District  of  New  Yorlt.] 

Beale  et  al.  v.  Spate  et  al. 

De^Uh'd  June  $7,  1S96. 
70  O.  G.,  985. 

1.  Sperrt — Stair-Pad— NoN-lNFKiNGEMENT. 

Letters  Patent  No.  363,695,  issued  May  24,  1887,  to  Timothy  S.  Sperry,  for  ft 
stair-pad,  examined,  construed,  and  Held  not  infringed. 

2.  Construction  op  Claims— LianTATioN. 

The  law  is  imperative  that  the  language  of  the  description  and  claims,  when 
clear  and  unambiguous,  must  be  adhered  to,  even  though  the  court  be  of  the 
opinion  that  the  patentee  has  unnecessarily  restricted  his  claims. 

3.  Same — Limitations  by  Amendment. 

When,  in  order  to  obtain  an  allowance  of  a  claim,  it  is  amended  by  the  inser- 
tion of  certain  limiting  words,  it  cannot  afterward  be  construed  to  be  the  same 
as  the  original  claim.  To  hold  that  words  inserted  with  such  formality  mean 
nothing  is  going  beyond  any  reported  authority. 

Mr.  Arthur  v,  Briesen  and  Mr.  Harry  M.  Turk  for  the  complainants. 
Mr.  Robert  N.  Kenyon  for  the  defendants. 

statement  of  the  case. 

This  action  is  based  upon  Letters  Patent  No.  363,695,  granted  to 
Timothy  S.  Sperry  May  24,  1887,  for  improvements  in  stair-pads. 

The  pad  is  composed  of  three  parts:  first,  a  stiff  base  of  uniforiu 
thickness  having  one  edge  turned  over  to  tit  the  edge  of  the  step  • 
second,  a  flexible  covering  secured  to  the  edges  of  the  base  part,  and 
third,  an  elastic  body  of  loose  material  interposed  between  the  stlfl 
base  and  flexible  covering.     The  patentee  asserts  that  a  pad  thus  co 
structed  has  a  stiff  seating  upon  the  step;  that  it  forms  an  elastic  a  ^ 
port  for  the  carpet;  that  its  elasticity  and  shape  can  be  easily  ^^^4.  ^^ 
wben  worn  down  by  use,  and  that  it  can  be  made  cheaply.  ^wre 
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The  stiff  base  is  consti'ucted  of  suitable  material  to  retain  it  in  the 
desired  flat  shape,  such  as  thin  wooden  or  paper  boards.  The  front 
edge  of  the  base  is  curved  over  to  fit  the  front  edge  of  the  step  and  aid 
in  retaining  the  pad  in  position.  The  covering  may  be  of  any  suitable 
cloth  or  netting.  The  elastic  material,  which  is  loosely  disposed  in  the 
closure  between  the  base  and  the  covering,  may  be  cotton,  hair,  gran- 
ulated cork,  chaff,  shavings,  jute,  or  any  other  convenient  material. 

These  [says  the  description]  are  disposed  in  a  loose,  separate,  or  disintegrated 
condition,  so  that  when  hardened  by  being  trodden  they  can  be  ''worked''  or  8ep> 
arated  again  to  restore  the  necessary  softness  or  elasticity  to  the  pad.  •  *  • 
When  fche  elastic  material  becomes  deadened  or  trodden  down  by  wear,  it  is  only 
necessary  to  take  up  the  pad,  bend  it  slightly  in  the  direction  of  the  covering  part  a, 
shako  it  well,  and  pick  or  liven  up  the  loose  material  by  working  it  in  any  suitable 
way  and  the  elasticity  wiU  be  restored. 

This  process  of  working  up  the  elastic  material  after  it  has  become 
deadened  by  use  is  made  easy  by  the  fact  that  it  is  placed  loosely  in 
the  case. 

The  patentee  describes  the  prior  art  as  follows: 

The  state  of  the  art  shows  that  stair-pads  have  been  made  of  cotton  felt  of  a  soft 
moderately  yielding  and  elastic  character,  sufficiently  rigid  and  stiff,  however,  to 
form  a  slab  of  unequal  thickness  and  retain  its  shape,  and  having  its  front  edge 
curved  hook-like  to  form  a  lip  to  hook  over  the  edge  of  the  step ;  that  they  linve 
been  made  up  of  a  layer  of  cotton  or  other  fiber  placed  between  a  netting  on  one 
side  and  a  fabric  or  cloth  on  the  other  side,  and  the  whole  folded  and  stitched,  and 
that  such  pads  have  been  made  of  granulated  cork  and  pulp  combined,  formiug  a 
composite  molded  sheet;  but  my  improvement  differs  from  these  things  in  the  par- 
ticulars stated,  by  which  the  pad  is  formed  into  an  elastic  case  having  a  stiff  inelas- 
tic base  or  seating,  and  which  gives  the  advantage  of  allowing  the  pad  formed  by 
such  case  to  be  reformed  with  a  proper  shape  and  fullness  when  worn  down. 

My  improvement  is  distinguished  from  ail  other  stair-pads  in  this,  that  it  is  made 
of  an  unyielding  part,  a  covering  part  having  a  suitable  fuUness  for  forming  a  case, 
and  a  filling  of  loose  elastic  material,  and  that  as  an  elastic  pad  its  form  can  be 
restored  after  being  worn  down  by  merely  shaking  and  loosening  up  the  case  as  an 
entirety  to  restore  the  elastic  function  of  the  loose  confined  material.  These  distin- 
guish iug  features  and  their  advantages,  so  far  as  I  know  and  can  find,  are  not  possi- 
ble in  pads  formed  of  single  sheets  of  elastic  material  folded  or  molded. 

The  patent  has  three  claims.    They  are  as  follows : 

1.  As  an  improved  article  of  manufacture,  a  stair-pad  consisting  of  a  stiff  base 
part,  a  covering-case  part  secured  to  the  edges  thereof,  and  a  body  of  elastic  mate- 
rial loosely  disposed  between  the  base  and  the  covering  part,  substantially  as 
described. 

2.  A  stair-pad  consisting  of  a  stiff  base  part  of  uniform  thickness,  a  covering-cafie 
part  having  a  suitable  fullness  attached  to  the  edges  of  the  base,  and  an  interposed 
body  of  granulated  cork,  substantially  as  described. 

3.  A  stair-pad  consisting  of  a  base  part  of  stiff  unyielding  material  of  uniform 
thickness  having  an  edge  curved-lip  bend  f/,  a  fabric  cover  having  a  fullness  sewed 
to  the  edges  of  said  base  part,  and  an  interposed  body  of  elastic  material,  snb- 
stantially  as  described. 

The  defenses  are  non-infringement  and  want  of  patentable  novelty. 
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COXE,  J. : 

Sperry  did  not  invent  a  stair-pad.  His  patent  relates  only  to 
improvements  upon  the  existing  art.  He  fully  recognizes  this  fact  in 
the  frank  statement  found  at  the  end  of  the  description.  Every  fea- 
ture of  his  pad,  considered  separately,  was  old,  unless  limited  to  the 
details  of  construction  described  and  shown.  The  stiff  base,  the  cov- 
ering-case, the  elastic  material,  and  tlie  curved  lip  were  well  known  in 
this  particular  art. 

William  Warren  was  granted  a  patent  for  a  stair-pad  in  1883.  In 
speaking  of  the  then  prior  art  he  says: 

The  stair-pads  now  iu  use  consist  of  a  bag  of  oloth,  which  is  first  sewed  up  and 
afterward  filled  with  cotton,  properly  distributed,  and  finally  knotted  or  tied  in  a 
number  of  places,  to  prevent  the  displacement  of  the  cotton  when  the  pad  is  sub- 
jected to  wear. 

In  the  same  year  a  patent  was  granted  to  Henry  W.  Mather  for — 

a  felt  stair-pad  made  sufficiently  rigid  or  stiff  to  retain  its  form,  as  shown,  and  hav- 
ing a  lip,  0,  formed  on  its  front  edge,  to  take  over  the  edge  of  the  step. 

Should  it  be  found  that  this  pad  possessed  insufficient  elasticity  or 
should  it  lose  its  elasticity  by  wear  what  more  natural  than  to  reinforce 
it  by  a  layer  of  cotton!'  It  will  hardly  be  insisted  that  one  who  did 
this  and  covered  the  whole  with  "any  suitable  cloth"  to  hold  the 
cotton  in  place  would  be  entitled  to  rank  as  an  inventor,  and  yet, 
broadly  speaking,  this  is  what  Sperry  did.  Mather  showed  him  the 
stiff  base  and  retaining-lip  and  the  old  pillow-pad  showed  him  how  to 
produce  elasticity.  He  sewed  the  latter  to  the  former  and  thus  pro- 
duced the  desired  effect.  It  is  manifest  that  a  construction  of  the 
claims  broad  enough  to  cover  such  a  combination  would  invalidate 
them.  If  patentability  resides  in  the  claims  at  all,  it  must  be  found, 
therefore,  in  matters  of  detail. 

The  history  of  the  proceedings  in  the  Patent  Office  as  well  as  of  the 
prior  art  renders  it  impossible  to  consider  the  patent  otherwise  than  as 
limited  to  improvements  which  can  hardly  be  called  essential.  Fur- 
thermore, the  law  is  imperative  that  the  language  of  the  description 
and  claims,  when  clear  and  unambiguous,  must  be  adhered  to,  even 
though  the  court  be  of  the  opinion  that  the  patentee  has  unnecessarily 
resti'icted  his  claims.  Having  said  his  invention  is  a  narrow  one,  the 
court  cannot  treat  it  as  a  broad  one.  He  must  be  held  strictly  to  his 
own  statements.  It  is  his  misfortune  if  he  has  made  his  claims  too 
narrow.  The  only  place  to  correct  such  mistakes  is  in  the  Patent 
Office.    The  court  is  powerless  in  such  cases. 

What,  then,  are  the  combinations  of  the  first  and  third  claims! 

The  learned  counsel  for  the  complainants  discuss  the  second  claim 
also;  but  it  is  unnecessary  to  consider  it,  for  the  reason  that  the  elastic 
tilling  of  the  claim  is  confined  to  granulated  cork,  and  there  is  no  pre- 
tense that  the  defendants  ever  used  such  a  filling.    The  complainants' 
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expert  has  confined  his  discussion  to  the  first  and  third  claims,  and 
the  defendants  evidently  understand  that  they  are  only  charged  with 
infringement  of  these  claims,  as  no  allusion  to  the  second  claim  is  made 
in  their  brief.  The  proposition  that  the  claim  can  be  sustained  upon 
the  theory  that  granulated  cork  is  an  equivalent  for  the  other  elastic 
materials  mentioned  in  the  description  is  untenable  for  the  reason, 
among  others,  that  such  a  construction  would  make  the  first  and  sec- 
ond claims  substantially  identical. 

The  elements  of  the  first  claim  are  three:  first,  a  stiff  base;  second, 
a  covering-case  secured  to  the  edges  of  the  base;  third,  a  body  of 
elastic  material  loosely  disposed  between  the  base  and  the  covering. 

The  third  claim  is  for  the  same  combination,  except  that  it  is  still 
further  limited  to  a  base  part  "having  an  edge  curved-lip  bend  d^  and 
a  covering  "sewed  to  the  edges  of  the  said  base  part.^ 

The  complainants  contend  that  these  claims  should  be  construed  bj 
omitting  or  ignoring  the  limiting  words  relating  to  the  covering  and 
the  elastic  material — in  other  words,  that  they  cover  a  pad  where  the 
covering  is  not  sewed  to  the  edges  of  the  base  part  or  secured  to  the 
edges  in  any  way  and  whose  elastic  material  consists  of  sheets  or 
layers  of  cotton  forming  one  homogeneous  mass. 

Is  it  not  plain  that  unless  the  express  language  of  the  claim  is  to  be 
arbitrarily  disregarded  that  the  covering  must  be  secured  to  the  edges 
of  the  base  in  some  way,  if  not  by  sewing  then  by  some  equivalent 
means! 

The  original  first  claim  did  not  contain  the  words  "secured  to 
the  edges  thereof."  It  was  only  when  these  words  were  added 
that  the  claim  was  allowed.  And  yet  it  is  said  that  the  rejected  claim 
and  the  claim  as  allowed  are  identical.  This  cannot  be.  In  every  case 
where  construction  is  permissible  the  court  should  be  eager  to  adopt  the 
view  most  liberal  to  the  patent.  But  this  is  too  plain  a  case.  To  hold 
that  words  inserted  with  such  formality  mean  nothing  is  going  beyond 
any  reported  authority. 

Again,  it  is  contended  that  the  word  "loosely"  has  reference  to  the 
elastic  material  in  its  relation  to  the  base  and  covering.  If  "loose" 
as  to  these,  the  requirements  of  the  claims  are  answered.  If  so  con- 
strued, would  not  the  claims  cover  a  structure  where  the  old  pillow-pad 
of  the  prior  art  was  thrust  into  the  space  between  the  cover  and  the 
base!  Would  not  the  pillow  be  "loose"  as  to  the  other  elements  of 
the  combination?  Indeed,  would  not  the  claims  cover  a  cushion  of 
india-rubber  or  carpet  thus  placed  loosely  in  the  pocket  formed  by  the 
cover  and  the  base?  It  is  plain  that  in  order  to  maintain  patentability 
it  was  necessary  to  restrict  the  claims  to  a  much  narrower  combina* 
tion ;  but  the  patentee  by  repeated  use  of  expressions  which  confine 
the  words  "loose"  and  "loosely"  to  the  elastic  material  per  se  has  made 
the  broad  construction  impossible.  With  the  exception  of  cotton  all  of 
the  materials  mentioned  by  him  are  of  a  "loose,  separate,  or  disinte- 
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grated"  character.  That  these  adjectives  apply  to  certain  varieties  of 
cotton  is  also  trne.  When  ** cotton"  is  found  in  such  company,  is  it  not 
clear  that  disintegrated  cottou  is  intended f  Noscitur  a  sociis.  Bat 
the  matter  is  not  left  to  infereuce.  The  model  shows  a  disintegrated 
filling,  and  the  history  of  the  proceedings  in  the  Patent  Office  is  in 
direct  opposition  to  the  complainants'  contention.  It  appears,  in  brief, 
that  in  order  to  get  the  patent  allowed  it  was  necessary  for  Sperry  to 
limit  himself  to  the  loose  material  as  these  words  are  interpreted  by 
the  defendants,  and  that  the  interpretation  contended  for  by  the  com- 
plainants was  rejected  by  the  officials.  They  expressly  declined  to 
issue  a  patent  broad  enough  to  cover  a  pad  with  a  filling  only  loose 
relatively  to  the  base  and  cover. 

The  description  abounds  in  expressions  which  seem  entirely  incon- 
sistent with  the  complainants'  contention.  For  instance,  it  says  of  the 
materials  used  as  fillings : 

These  are  disposed  lii  a  loose,  separate,  or  disintegrated  condition,  so  that  when 
hardened  by  being  trodden  down  they  can  be  '*  worked ''  or  separated  again  to  restore 
the  necessary  softness  or  elasticity  to  the  pad. 

This  language  cannot  be  made  to  quadrate  with  the  complainants' 
construction  of  the  claims.  Material  which  is  compact  cannot  be 
worked;  material  which  has  not  been  separated  cannot  be  separated 
again. 

It  is  unnecessary  to  proceed  further,  as  the  court  is  constrained  to 
hold  that  the  patentee  has  in  the  most  clear  and  explicit  manner  limited 
himself  to  a  construction  which  does  not  include  the  defendants'  pads. 
That  he  has  done  so  seems  plain.  It  is  therefore  unnecessary  to  dis- 
cuss the  proposition  whether  he  should  have  been  required  to  do  so. 
We  are  dealing  with  what  was  done,  not  with  what  might  have  been 
done. 

It  is  said  that  the  patents  referred  to  should  not  be  considered,  because 
no  expert  has  been  called  by  the  defendants  to  explain  them.  So  far 
from  being  condemned  this  practice  should  be  encouraged.  In  causes 
involving  complicated  machines  or  electrical  or  chemical  combinations 
the  presence  of  an  expert  is  always  helpful  and  is  often  absolutely  nec- 
essary, especially  if  he  be  both  learned  and  sincere;  but  in  a  cause  like 
the  present,  where  the  structure  in  controversy  is  so  simple  that  a  child 
can  hardly  fail  to  comprehend  it,  the  employment  of  experts  not  only 
increases  the  expenses  of  the  litigants  but  also  the  labor  of  the  court. 

For  the  reason,  then,  that  the  defendants'  pads  do  not  have  a  loose, 
separate,  or  disintegrated  filling  and  do  not  have  a  covering-case  sewed 
or  secured  to  the  edges  of  the  base  it  must  be  held  that  tbey  do  not 
infringe. 

The  bill  is  dismissed,  with  costs, 
fl.  Doc.  364 32 
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[TT.  S.  Cironit  Court— Northern  Diatrict  of  nUnoiii.] 

American  Oraphophone  Gompant  v.  Ambt. 

Decided  Jpnl  6,  1896, 
76  O.  G..  1273. 

1.  Bbll  and  Tainter— Recording  and  REPRODUciNa  Sounds— Valii>—Inprino«d. 

ClaimB  22  and  24  of  Letters  Patent  No.  341,214,  granted  May  4, 1886,  to  Bell  and 
Tainter,  Sor  an  improvement  in  recording  and  reprodaoing  speech  and  other 
sounds,  Held  to  be  valid  and  infringed. 

2.  Patentability— Sale  of  an  Element  op  a  Combination.  ^ 

The  sale  of  an  element  of  a  combination  segregated  from  the  whole  combina- 
tion does  not  break  the  patentability  of  the  combination. 

Suit  for  iojanction  by  the  American  Grapbophone  Company  against 
Edward  H.  Amet. 

Messrs.  Poole  cfc  Brown  for  the  complainant. 
Messrs.  Munday,  Evarts  &  Adcock  for  the  defendant. 

Grossoup,  J.: 

The  bill  is  to  restrain  the  infringement  of  Letters  Patent  Ko.  341,214, 
issaed  to  Bell  and  Tainter  May  4, 1886,  and  also  Letters  Patent  No. 
341,288,  issued  to  S.  Tainter,  of  the  same  date.  The  first  patent  is  for 
an  improvement  in  recording  and  reproducing  speech  and  other  sounds, 
and  the  second  for  an  improvement  in  apparatus  for  recording  aiid 
reproducing  sounds  of  sonorous  vibrations.  The  defenjdant  contests 
the  validity  of  complainant's  patents  and  denies  infringement. 

Bell  and  Tainter  lay  no  claim  to  having  conceived  the  idea  of  a 
mechanism  whereby  speech  or  sound  could  be  recorded  and  repro- 
duced. Much  thought  and  experimentation,,  before  their  patents  were 
completed,  were  expended  upon  the  general  conception  of  such  an 
instrument;  but  the  fact  remains  that,  prior  to  their  graphophoue,  the 
conception  of  a  phonograph  had  never  been  mechanically  worked  oat 
to  the  extent  of  practical  perfection.  The  grapbophone,  indeed,  seems 
to  have  taken  the  place  of  all  previous  mechanisms  and  to  have  advanced 
by  a  very  large  space  the  art  of  recording  and  reproducing  si>eech  and 
sounds.  All  graphophones  or  phonographs  are  based  upon  the  natural 
law  that  speech  or  sound  impart  to  the  surrounding  air  vibrations  of  a 
form  and  character  exceptional  to  the  peculiar  speech  and  sound. 
Such  air  vibrations,  pressing  upon  a  diaphragm,  set  it  into  vibrations, 
either  bodily  or  molecularly,  corresponding  to  the  air  vibrations.  The 
same  form  of  air  vibrations  will  always  produce  the  same  form  of  dia- 
phragm vibrations.  Conversely,  the  same  form  of  diaphragm  vibra- 
tions will  reproduce  the  same  form  of  air  vibrations.  The  form  of 
diaphragm  vibrations,  therefore,  which,  through  the  medium  of  the  air 
vibrations,  are  the  result  of  a  particular  speech  or  sound,  will  them- 
selves, when  the  operation  is  inverted,  reproduce  like  speech  and  sound* 
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It  was  not  difficult  at  the  time  of  complainant's  patent  to  convert  air 
vibrations  into  their  corresponding  diaphragm  vibrations  or  diaphragm 
vibrations  into  their  corresponding  air  vibrations.  That  was  practi- 
cally the  telephone.  The  problem  presented  was  to  deposit  in  some 
sabstance  these  diaphragm  vibrations  where  at  will  they  might  be 
taken  up  and  imparted  to  another  diaphragm  which  would  transform 
them  into  air  vibrations.  The  chief  mechanical  problem  before  the 
Inventors  was  the  making  of  a  suitable  and  practical  substance  of 
deposit  or  record.  The  complainants  accomplished  this  by  providing 
as  a  substance  for  the  record  a  compound  of  beeswax  and  paraffin 
slightly  cohesive  and  amorphous.  Upon  this  was  traced,  by  means  of 
a  cutting-style  connected  with  the  sound  receiving  diaphragm  and 
vibrated  by  it,  grooves  whose  vertical  undulations  corresponded  with 
the  vibrations  imparted.  The  style,  cutting  these  grooves,  removed  all 
the  material  necessary  to  be  displaced,  and  thus  left  the  surface  and 
density  of  the  substance  as  it  was  before,  except  for  the  grooves. 
These  grooves  were  cut  with  sloping  walls,  into  which  another  style, 
corresponding  wilh  the  first,  would  easily  lit.  This  second  style,  rest- 
ing upon  these  grooves  by  gravity  and  being  of  the  proper  weight, 
doubtless  ascertained  by  experimentation,  and  being  moved  along  the 
grooves  by  mechanism  provided  for  that  purpose,  imparted  to  a  siecond 
diaphragm  the  \ibrations  incident  to  the  elevations  and  depressions  of 
the  bottom  of  the  groove.  The  effect  of  the  whole  is  to  give  to  the 
second  diaphragm  a  series  of  vibrations  so  nearly  like  those  of  the  first 
that  the  air- waves  thereby  set  in  motion  will  correspond  very  nearly  to 
the  air- waves  which  in  the  first  instance  set  the  producingdiaphragm 
in  motion.  In  the  view  I  take  of  the  case  it  is  unnecessary  to  go  in 
detail  into  the  other  and  subsidiary  features  of  the  mechanism,  which 
were  calculated  simply  to  make  it  more  effective.  Claim  22  is  as 
follows : 

22.  The  oombiDation,  with  a  grooved  tablet  or  other  body  having  a  sound-record 
formed  therein,  of  a  reproducer  having  a  rubbing-style  loosely  mounted,  so  that  it  is 
free  to  move  laterally,  and  thus  adjust  itself  to  the  groove,  substantially  as  described. 

And  claim  24  is  as  follows: 

24.  The  combination,  with  a  sound-record  formed  in  wax  or  a  wax-like  material, 
of  a  reproducer  having  a  rubbing-stylo  for  receiving  sonorous  .vibrations  from  said 
record,  substantially  as  described. 

It  will  be  seen  that  in  order  to  follow  the  groove  accurately  the  repro- 
ducer must  be  loosely  mounted,  and  this  is  accomplished  by  the  uni- 
versal joint  described  in  the  patent.  Much  stress  was  laid  by  counsel 
for  complainant  upon  the  patentability  of  the  adaptation  of  this  univer- 
sal joint  to  the  purpose  of  a  graphophone.  If  the  validity  of  the  patent 
depended  upon  this  contention,  I  would  be  disposed  to  hold  against  it, 
for  I  can  see  nothing  novel  about  the  joint  except  its  new  use,  and  such 
adaptation  to  new  use  is  not,  in  my  judgment,  patentable  invention;  but 
while  this  element,  separately  considered,  is  not  invention,  the  combi- 
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cation  which  embraces  it,  in  my  jadgmeut,  is.  Snch  combination  is  the 
mechanical  means  whereby  the  art  of  recordiug  and  reproducing  speech 
and  sounds  is  first  made  practically  effective.  To  deny  to  it  the  dignity 
and  quality  of  inveution  would  be  to  deny  the  patentability  of  every 
first  great  mechanical  success.  The  substance  upon  which  the  record 
is  cut  and  the  reproducer  thus  loosely  mounted,  by  which  it  is  enabled 
to  follow  the  undulations  of  the  groove,  together  constitute  an  effective 
portion  of  the  mechanism.  Either  without  the  other  would  be  useless 
for  the  purpose  of  a  graphophone  or  phonograph.  Together  they  bring 
about  a  successful  result.  They  therefore  constitute  a  patentable  com- 
bination. The  defendant's  device,  in  the  essential  characteristio  of  a 
loose  joint,  so  as  to  enable  the  style  to  follow  the  groove  of  the  record, 
is  like  the  complainant's  reproducer.  It  is  intended  to  perform  the 
function  of  imparting  to  a  diaphragm  the  vibrations  consequent  upon 
the  undulations  in  this  groove.  Without  the  complainant's  record  the 
defendant's  device  would  be  useless.  It  is  never  used  except  in  con- 
nection with  complainant's  record.  In  the  practical  use,  therefore,  of 
defendant's  device  one  of  the  elements  of  complainant's  combination  is 
actually  and  necessarily  employed. 

It  appears,  however,  that  these  records  are  sold  by  the  complainant 
on  the  open  market,  and  it  is  contended  that  such  sale  releases  this 
element  of  the  combination  from  the  monopoly  of  the  patent.  I  do  not 
concur  in  this  view.  To  make  the  graphophone  more  widely  useful, 
the  complainants  make  many  records,  embodying  music,  speech,  and 
other  sounds,  and  distribute  these,  by  sale,  to  the  users  of  the  phone; 
but  the  record  thas  distributed  remains  an  integral  part  of  the  com- 
bined mechanism.  It  is  not  a  product  of  the  machine,  but  still  a  part 
of  it.  It  is  not  unusual,  in  many  mechanisms,  that  some  elements  of 
their  combination  must  be  more  frequently  renewed  than  others.  The 
sale  of  such  parts,  se^egated  from  the  machine,  is  only  the  replenish- 
ing of  the  combination  by  a  substitution  of  a  new  element  for  the  one 
worn  out.  Such  action  does  not  break  the  patentability  of  the  combi- 
nation. So,  in  this  combination,  substitution,  by  sale,  of  one  or  many 
records  for  another,  though  not  due  to  the  same  necessity,  ought  to 
receive  the  same  consideration.  The  keys  of  a  piano  may  be  replaced 
without  releasing  the  combination  of  which  the  keys  are  an  element 
from  the  monopoly  of  a  patent.  I  can  see  no  reason  why  the  record  of 
a  graphophone  may  not,  though  for  a  different  purpose,  be  likewise 
replaced  without  breaking  the  validity  of  the  combination.  Inasmuch, 
therefore,  as  defendant's  device  is  only  to  be  used  in  connection  with 
one  of  the  elements  of  complainant's  patentable  combination,  I  am  of 
the  opinion  that  it  infringes  such  combination  as  is  expressed  in  claims 
22  and  24,  already  quoted. 

A  decree  will  therefore  be  entered  for  an  injunction  and  accounting. 
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[17.  S.  Circuit  Court  of  Appeals— Seventh  Circuit.] 

National  Harrow  Company  v.  Quick  et  al. 

Decided  May  4y  1896, 

76  O.  G.,  1574. 

1.  Rbbd^Harrow — ^VoiD. 

Letters  Patent  No.  201,946,  issued  April  2,  1878,  to  De  Witt  C.  Reed,  for 
improvements  in  harrows,  construed  and  Held  void  for  want  of  invention. 

2.  Anticipation — What  Constitutes. 

To  constitute  anticipation  of  a  device  it  is  enough  that  such  a  device  has  been 
in  well-established  use,  whether  it  originated  in  design  or  by  accident. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  Indiana. 

Before  Woods,  Jenkins,  and  Showalter,  Judges. 

Mr,  W,  H,  R.  Miller  and  Mr,  E.  H,  Bisley  for  the  appellant. 
Mr,  V,  H.  Locktcood  for  the  ai)pellees. 

statement  of  the  case. 

The  appellant,  the  National  Harrow  Company,  brought  this  suit 
against  the  appellees,  Frank  Quick  and  E.  Lindahl,  to  obtain  an  injunc- 
tion against  infringement  of  Letters  Patent  No.  201,946,  issued  April  2, 
1878,  to  De  Witt  C.  Reed,  assignor  of  the  complainant,  for  improve- 
ments in  harrows.  The  specification  and  drawings  of  the  patent, 
excepting  formal  parts,  are  as  follows: 

My  invention  relates  to  improvements  in  harrows,  and  more  particularly  to  that 
class  of  harrows  wherein  the  teeth  are  spring-teeth,  or  of  bow  form. 

My  invention  consists  more  particularly  in  a  novel  means  for  adjusting  the  said 
tooth  so  as  to  give  to  its  point  a  greater  or  less  depth  of  cut,  which  is  eftected  by 
making  that  portion  of  the  tooth  which  is  adjacent  to  the  frame  curved  and  resting 
on  a  curved  seat,  and  secure  it  thereto  by  a  clip  or  its  equivalent,  by  the  loosening 
of  which  the  tooth  may  be  thrown  forward  or  pushed  back  beneath  its  fastening, 
thus  lowering  or  raising  its  point,  as  will  be  hereinafter  set  forth  and  claimed. 

In  the  drawings,  Figure  1  is  a  plan  view,  and  Fig.  2  a  sectional  view,  of  a  harrow- 
tooth  and  section  of  a  harrow-frame  embodying  my  invention.  Fig.  3  presents  a 
separate  view  of  a  clip  which  secures  the  tooth  upon  its  curved  seat.  Fig.  4  repre- 
sents a  variation,  wherein,  instea<l  of  employing  a  clip,  I  may  employ  two  bolts  and 
a  plate.  Fig.  5  presents  another  variation,  in  which  a  plate  is  secured  by  a  clip  pass- 
ing over  it.  Fig.  6  presents  another  variation,  wherein  the  clip  is  employed,  but 
introduced  from  the  opposite  side  of  the  frame  from  that  upon  which  the  tooth  rests, 
and  in  connection  therewith  a  plate  and  nuts. 

A  is  a  section  of  a  harrow-frame.  B  is  a  curved  harrow-tooth,  the  tooth  being  of 
a  character  known  as  "spring-tooth,"  though,  so  far  as  my  invention  is  concerned, 
the  said  tooth  may  or  may  not  be  a  spring-tooth.  "C  is  a  curved  seat,  formed  on  the 
frame,  and  made  to  conform  in  its  curvature  to  that  of  the  curved  tooth  which  rests 
upon  it.  D  is  a  clip  whereby  the  tooth  is  secured  upon  its  seat.  The  cross  bar  or 
loop  portion  of  the  clip  is  formed  concave  upon  its  under  side,  and  with  a  concavity 
greater  than  the  corresponding  portion  of  the  harrow-tooth,  so  that  when  brought 
down  to  a  firm  bearing  upon  the  tooth  this  cross  portion  of  the  clip  will  find  a  firm 
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bearing  at  its  edges  upon  the  tooth|  and  hold  it  snngly  and  rigidly  npon  its  cnrTed 
seat. 

If  the  depth  of  cut  is  too  great  it  is  only  necessary  to  loosen  the  uuts  npon  the 
clip,  and  then  slide  the  tooth  backward  on  its  curved  bearing,  which  action  raises 
the  point  of  the  tooth.  When  in  its  proper  position  the  clip  is  again  firmly  secured 
by  the  nutH.  If  the  tooth  has  not  a  sufficient  depth  of  cut,  the  clip  is  loosened  and 
the  tooth  slid  forward  ou  its  curved  bearing,  and  finally  secured  in  its  proper  posi- 
tion. 

It  is  apparent  that  my  invention  admits  of  variations  without  departing  from  its 
principle.  Thus,  instead  of  employing  a  continuous  clip,  that  part  resting  upon  the 
tooth  may  ])e  simply  a  bar  or  plate  perforated  at  its  ends  for  the  passage  of  bolts, 
which  bolts  are  drawn  snug  by  nuts  upon  the  other  side  of  the  frame.  So,  also,  s 
plate  might  rest  upon  the  harrow-tooth,  and  be  held  in  its  place  by  an  ordinary 
clip,  of  uniform  dimensions  throughout,  the  plate  not  being  perforated,  bat  simply 
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grooved  along  that  portion  where  the  clip  passes,  in  order  to  hold  the  clip  in  its 
place;  or  the  clip  might  be  inserted  from  the  opposite  side  of  the  frame,  and  its 
prongs  passed  through  the  plate  adjacent  to  the  harrow-tooth,  and  be  there  secured 
by  nuts. 

Other  forms  will  readily  suggest  themselves,  the  principal  feature  of  my  invention 
being  that  the  tooth  shall  rest  upon  a  curved  seat,  and  be  capable  of  being  adjusted 
longiiudinally  through  its  said  seat,  and  thereby  either  elevate  or  depress  its  work- 
ing-point. 

I  am  aware  that  it  is  not  new  with  me,  broadly  considered,  to  adjust  a  harrow- 
tooth  longitudinally  upon  its  frame,  so  as  to  vary  the  depth  of  out  thereof,  and  hence 
I  do  not  include  the  same  in  my  invention. 

What  I  claim  is — 

1.  The  combination,  with  a  hanow-frame  and  harrow-tooth  secured  thereon,  so  as 
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to  be  longitndinally  adjusted,  of  a  fa8teniDg-o]ip,.formed  as  described,  i;ir hereby  only 
its  two  transverse  edges  have  bearing  against  the  tooth,  substantially  as  set  forth. 

2.  The  combination,  with  a  harrow-frame  provided  with  a  curved  seat,  of  a  curved 
tooth  and  clip  or  its  equivalent,  D,  substantially  as  and  for  the  purposes  described. 

Nnmerons  prior  patents  are  referred  to  in  the  answer,  but  two  only 
are  in  evidence — namely,  Fo.  96,458,  issaed  on  October  5,  1869,  to 
David  L.  Garver,  for  improvements  in  barrows,  and  No.  125,216,  issaed 
on  April  2, 1872,  to  Linns  A.  Paddock,  for  improvements  in  horse  hay- 
rakes.  The  harrows  of  the  appellees,  on  which  the  charge  of  infringe- 
ment is  predicated,  were  made  in  conformity  with  Letters  Patent  No. 
444,248,  granted  on  January  6, 1891,  to  Huson  V,  Miller,  in  which  the 
invention  is  said  to  relate  to  spring-tooth  harrows — 

and  particularly  to  the  manner  of  securing  the  teeth  to  the  cross-beams  of  the  hollow 
frame. 

The  characteristic  features  are  a  diagonal  channel  on  the  under  side 
of  the  cross-beam,  in  which  is  sunken  a  rectangular  metal  plate,  one 
corner  of  which  extends  beyond  the  beam  on  either  side.  The  curved 
tooth  is  placed  in  the  channel  against  this  plate,  and  is  held  in  position 
tightly  or  loosely  by  means  of  a  transverse  clip  and  bolts  which  pass 
through  the  ends  of  the  clip  and  through  the  beam  above.  The  draw- 
ings, perhaps,  indicate  that  the  plate  on  the  side  next  to  the  tooth  is 
flat;  but  there  is  nothing  in  the  specification  or  claim  to  limit  it  to  that 
form.  Besides  denying  invention  and  infringement  the  appellees 
answered  to  the  effect,  as  stated  in  the  opinion  of  the  circuit  court — 

that  the  complainant  is  a  combination  or  trust  attempting  to  hold  and  use  its  naked 
legal  title  as  assignee  for  purposes  contrary  to  public  policy ,  and  that  a  court  of 
equity  ought  not  to  aid  its  unlawful  purposes  by  entertaining  the  present  biU. 

This  answer  the  court  sustained,  and,  though  conceding,  in  defer- 
ence to  prior  decisions,  the  validity  of  the  patent,  held  it  to  be  limited 
to  ^' the  terms  of  the  specification  and  claims,  and  not  infringed."  (See 
National  Harrow  Co.  v.  Quick^  O.  D.,  1895,  326;  71  O.  G.,  608;  67  Fed. 
Bep.,  130.) 

Woods,  Circuit  Judge,  after  making  the  foregoing  statement,  deliv- 
ered the  opinion  of  the  Court. 

While  not  prepared,  in  view  of  the  authorities,  to  sanction  the  prop- 
osition that  the  infringer  of  a  patent  may  escape  liability  by  showing 
that  the  legal  owner  is  engaged  in  a  supposed  unlawful  combination  or 
trust,  we  do  not  consider  the  point.  We  think  the  dismissal  of  the  bill 
justified  upon  other  ground.  There  is  in  the  record  before  us  proof  of 
many  adjudications  in  different  circuit  courts  whereby  the  Beed  pat- 
ent was  declared  valid;  but  in  one  instance  only  {Beed  v.  Smithy  40 
Fed.  Eep.,  882)  has  the  opinion  of  the  court  been  reported.  Those 
abjudications,  except  the  first,  it  is  fair  to  assume,  were  governed 
largely  by  the  well-known  rule  of  comity  by  which  one  Federal  court 
follows  the  ruling  of  another,  especially  in  patent  cases,  and  are  therefore 
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not  entitled  to  the  weight  of  so  many  independent  jadgments.  In  Reed 
V.  Smith,  npon  a  showing  of  newly-discovered  evidence,  some  of  which 
appears  in  this  record,  a  rehearing  was  granted,  and  the  case  was  dis- 
posed of  without  going  to  a  final  decree.  The  reported  opinion,  how- 
ever, is  no  less  valuable  on  that  account,  and  in  some  respects  it  is 
helpful  in  the  present  discussion.  Upon  a  comparison  of  the  claims  of 
the  patent  as  originally  made  with  those  allowed  the  conclusion  is  there 
declared,  in  which  we  ftilly  concur,  that  it  did  not  involve  invention  or 
anything  more  than  mechanical  skill  to  adapt  the  adjustment  of  the 
rake-teeth  shown  in  the  Paddock  patent  to  the  teeth  of  a  spring-harrow. 

While  the  adoption  of  this  device  [it  is  said]  was  nndonbtedly  a  happy  thongbt 
and  appears  to  have  been  the  one  thing  necessary  to  insure  the  popularity  and  gen- 
eral use  of  the  spring-tooth  harrow,  we  do  not  think  it  belongs  to  that  class  of  con- 
ceptions which  the  law  dignifies  by  the  name  of  "invention/' 

and  accordingly  it  was  held — 

that  the  clip,  which  lies  at  the  foundation  of  the  plaintiffs'  patent,  is  limited  to  i 
carved  clip  with  biting  edges,  designed  to  hold  the  tooth  rigidly  in  its  seat. 

It  is  clear,  therefore,  that  Beed,  though  the  specification  of  his  pat- 
ent shows  that  he  would  have  had  it  understood  differently,  was  in  do 
sense  "  a  pioneer  in  the  art  of  adjusting  curved  teeth  longitudinally 
upon  their  seats.''    It  was  permitted  to  him  finally  to  claim  only  an 
improved  form  of  clip  for  fastening  the  teeth  in  place.    Paddock's 
device  showed  for  that  purpose  simply  a  clampi»ghook  located  at  the 
middle  of  a  curved  and  grooved  seat;  but  evidently  it  was  not  beyond 
the  powers  of  ordinary  skill  and  knowledge  to  devise  or  adapt  or  adopt 
other  forms  equally  effective.     In  the  language  of  Reed's  specifica- 
tion, "  otlier  forms  will  readily  suggest  themselves."    It  is  not  to  be 
said  judicially,  of  course,  that  in  such  a  field,  narrow  as  it  was,  inven- 
tion was  impossible ;  but  it  is  very  clear  that  if  there  was  novelty  in 
this  "  curved  clip  with  biting  edges"  it  was  at  most  a  very  slight  and 
formal  advance  in  the  art  beyond  what  was  known,  or  was  of  very  easy 
production.    If,  for  instance,  the  single  hook  in  the  Paddock  device, 
when  applied  to  a  harrow,  failed  to  hold  the  tooth  firmly,  what  was 
there  to  do  more  readily  than  to  employ  two  hooks  at  the  ends  of  the 
seat,  either  with  or  without  a  third  one  at  the  middle,  and  in  what 
respect  would  the  two  at  the  ends  have  differed  mechanically  from  the 
ends  or  edges  of  the  clip  in  Beed's  patent?    Plainly  such  a  use  of  two 
hooks  in  lieu  of  one  could  not  be  invention,  and  it  will  hardly  be  said 
to  have  been  beyond  mechanical  skill  to  devise  a  firm  connection 
between  the  two  hooks,  so  as  to  require  the  use  of  but  one  bolt  to  move 
them  or  to  hold  them  in  place.    An  equally  obvious  expedient  was  a 
curved  clamp  corresponding  more  or  less  nearly  in  length  with  the  seat 
and  in  curvature  with  the  tooth  to  which  it  was  to  be  applied.    Indeed, 
it  is  apparent  on  the  evidence  before  us,  which  in  part  is  the  newly- 
discovered  evidence  for  the  admission  of  which  the  decree  in  Reed  v. 
Smith  was  opened,  that  such  a  curved  clamp,  even  with  biting  edges. 
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was  in  use  upon  the  hay-rakes  of  Paddock  long  before  Beed  had  con- 
structed his  device. 

Whether  Paddock  is  worthy  of  belief  when  he  says  that  the  curve  of 
his  clamp  was  intentionally  made  such  that  only  its  euds  would  have  a 
transverse  bearing  upon  the  tooth  is  immaterial.  A  sample  of  the 
clamp  produced  iu  evidence  by  the  appellant  is  clearly  of  that  con- 
struction, whether  it  was  uiade  so  intentionally  or,  as  it  is  insisted  and 
l)erhaps  has  been  testified,  by  '^  the  natural  shrinkage  of  the  metal, 
which  always  takes  place  at  the  projecting  points  first."  To  constitute 
anticipation  of  a  later  patent  it  is  enough  that  such  a  consti*uction  had 
been  in  well-established  use,  whether  it  originated  in  design  or  by  acci- 
dent. It  may  be  that  the  curvature  illustrated  by  the  sample  of  clamp 
in  evidence  varies  so  little  from  the  curve  of  the  tooth  that  when  pressed 
down  the  ends  would  not  touch  the  tooth  with  a  biting  edge  as  dis- 
tinctly as  in  some  of  the  forms  illustrated  in  the  Heed  patent;  but  it 
is  to  be  observed  that  neither  in  the  specification  nor  claims  of  that 
patent  is  the  word  ^*  biting  "  or  its  equivalent  to  be  found,  though  it  is 
often  used  with  emphasis  in  the  briefs,  and  some  of  the  clips  illustrated, 
instead  of  biting  edges,  having  distinctly-rounded  ends,  whose  force  in 
holding  the  tooth  in  place  under  conditions  of  equal  pressure  must 
always  be  in  proportion  to  the  degree  of  possible  friction,  which  in  turn 
must  be  in  proportion  to  the  area  of  the  surfaces  brought  into  instant 
contact.  It  is  to  be  observed,  further,  that  if  the  curvature  of  a  tooth 
and  its  seat  be  the  same  the  application  of  a  clamp  of  whatever  form 
will  not  affect  the  curve  of  the  tooth,  but  if  tlie  seat  be  flat  and  longer 
than  the  clamp — as,  for  instance,  it  is  shown  to  be  in  the  Miller  patent — 
the  tooth  under  pressure  of  the  clamp  will  lose  curvature  and  approach 
a  straight  line.  If  the  clamp  and  tooth  be  of  the  same  normal  curva- 
ture, the  application  of  pressure  will  produce  between  them  a  crescent- 
shaped  space,  and  so  the  clamp,  which  along  its  whole  length  at  first 
touched  the  tooth,  at  last  has  a  transverse  bearing  only  at  its  ends. 
In  other  words,  upon  a  seat  which  is  flat  or  is  less  curved  than  its  tooth 
any  clamp  which  is  shorter  than  the  seat  and  has  a  curvature  not  less 
than  that  of  the  tooth  becomes  in  use  "a  curved  clip  with  biting  edges,'' 
and,  if  it  were  not  an  anticipation,  would  be  an  infringement  of  the 
patent  in  suit. 

Upon  these  considerations  and  others  of  like  character  which  might 
be  suggested  we  are  clear  that  this  patent  is  void  of  invention,  and  on 
that  ground  the  decree  below  is  afQrmed. 
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[IT.  B.  Circait  Coart— Eaat«rn  District  of  New  York.] 

Johnson  v.  Brooklyn  Heights  Railroad  Company, 

Decided  Augutt  £6, 1896, 

76  O.  G.,  1716. 

Johnson— LiFE-GuARD  for  Electric  and  Cable  Cars — Valid — Infrinobd. 

Claims  1  and  2  of  Letters  Patent  No.  454,214,  granted  June  16,  1891,  to  Tom  L 
Johnson,  for  a  life-gnard  for  electrio  and  cable  can,  constraed  in  Tiew  of  tha 
prior  art  and  Held  to  be  valid  and  infringed. 

Mr,  George  J,  Harding  for  the  complainant. 
Mr.  J,  IS,  Rusk  for  the  defendant. 

Wheeler,  J. : 

This  suit  is  brought  for  alleged  infringement  of  Patent  No.  454,214, 
dated  June  16, 1891,  and  granted  to  the  plaintiff,  for  a  life-guard  for  elec- 
tric and  cable  cars.  The  specification,  after  describing  the  injurions 
effect  of  guards  that  push  the  person  out  of  the  way  of  the  car- wheels, 
says: 

To  prevent  such  accidents  I  have  devised  an  improved  life-gnard  in  the  form  of  a 
platform  projecting  from  the  ends  of  the  car  over  the  track,  and  on  which  a  person 
may  fall  and  be  carried  along  without  injury  until  the  car  can  be  stopped  or  nntil 
the  party  has  so  far  recovered  his  wits  as  to  be  able  to  help  himself. 

As  my  improved  life-guard  is  intended  to  rescue  the  fallen  by  carrying  rather  than 
tumbling  them,  so  long  as  it  is  adapted  to  perform  such  service  the  constroction 
thereof  may  be  varied  indefinitely,  according  to  circumstances.  The  life-guard 
should  combine  strength  with  lightness,  should  be  of  such  material  as  will  not  bo 
injured  by  exposure  to  the  weather,  and  should  be  of  such  construction  that  witer, 
snow,  or  mud  will  not  accumulate  thereon,  and,  last,  it  should  have  such  flat  and 
yielding  or  pliable  surface  as  not  to  bruise  a  person  falling  thereon,  and  so  that  the 
person  will  not  be  liable  to  fall  off  of  the  life-guard.  A  preferable  construction  is 
shown  in  the  drawings,  and  may  be  as  folio nrs :  A  flat  bar  of  metal  A  is  set  edgewise 
and  bent  approximately  U-shaped,  im  shown,  and  provided  with  cross-bar  A',  and  to 
this  framework  is  attached  a  wire  screen  D,  the  meshes  of  which  are  so  smaU  as  to 
preclude  the  possibility  of  even  a  child's  hand  being  thrust  through  the  meabes. 
This  skeleton  platform  or  life-guard  should  extend,  perhaps,  three  feet  (more  or  less) 
beyond  the  car,  and  should  be  somewhat  broader  than  the  car-tracks,  and,  if  operat- 
ing in  advance  of  the  motor  or  grip  oar,  should  be  located  as  near  the  pavement  as 
is  practicable,  say  three  or  four  inches  (more  or  less)  from  the  pavement.* 

The  car-steps  C  are  usually  of  metal,  and  being  snfilciently  strong  for  the  purpose, 
as  a  matter  of  convenience  I  attach  brackets  C  to  the  under  side  of  the  steps,  to  wbicb 
bracketB  are  pivoted  bars  A  near  the  forward  end  of  the  steps,  the  bar  rearward  of 
the  pivot  extending  along  and  engaging  the  under  side  of  the  steps,  by  means  of 
which  the  life-guard  is  maintained  in  approximately  a  horizontal  position,  but  may 
tilt  upward.  With  the  life-guard  located  so  near  the  pavement,  as  aforesaid,  a  vio- 
lent rocking  of  the  car  endwise  might  cause  the  tree  end  of  the  Ufe-guard  to  collide 
with  the  pavement.  Hence  the  pivotal  feature,  and. some  provision  should  be  made 
to  prevent  the  life-guard  from  catching  on  the  pavement.  If  the  pavement  is  tolera- 
bly smooth,  the  rounding  of  the  forward  lower  edge  of  the  life-guard  would  be  suf- 
ficient. If  the  pavement  be  rough,  a  shoe  or  runner  a  had  better  be  attached  to  the 
free  end  of  the  life-guard,  about  midway  thereof  laterally,  such  shoe  comprising, 
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preferably,  a  flat  plate  of  steel  sloping  back  under  the  life-gnard,  as  shown.  The 
free  end  of  thi8  shoe  or  runner  shonld  be  tamed  up,  as  shown,  so  that  it  will  not 
eatoh  on  the  pavement  in  ease  the  car  runs  backward.  In  the  normal  position  of  oar 
and  life-gnard  this  shoe  or  runner  is  not  supposed  to  engage  the  pavement. 

The  claims  in  question  are  for — 

1.  The  combination,  in  a  streetcar,  of  a  life-guard  consisting  of  a  substantially 
U-shaped  frame  and  a  wire  screen  stretched  across  the  frame  from  side  to  side, 
substantially  as  set  forth. 

2.  The  combination,  in  a  street-oar,  of  a  life-guard  consisting  of  a  substantially 
U-shai>ed  frame,  a  cross-bar  secured  thereto,  and  a  wire  screen  stretched  across  the 
■pace  formed  between  the  frame  and  cross-bar,  substantially  as  set  forth. 

The  defenses  are  want  of  patentable  novelty  and  non-infiringement. 
Various  prior  contrivances  projecting  from  the  ends  of  such  cars  for 
catching,  carrying,  and  saving  persons  in  their  way  are  shown  in  the 
patents  set  up;  but  all  of  them  are  complicated  with  contrivances  to 
be  set  in  motion  by  the  hitting  of  the  person  by  it  or  the  falling  of  the 
person  upon  it,  and  none  of  them  have  the  simple  projecting  horizontal 
platform  of  the  patent  upon  which  the  person  is  likely  to  fall,  be  car- 
ried, and  saved.  The  invention  seems  to  consist  in  doing  away  with 
all  these  intricate  movements  and  bringing  out  this  simple  appendage. 
Now  it  is  seen  it  is  so  simple  as  to  seem  to  have  been  almost  obvious 
without  invention  to  any  one  familiar  with  the  subject.  The  want  of 
such  a  thing  so  long  and  these  patents  show,  however,  that  it  had  to  be 
sought  out  with  more  than  mere  mechanical  skill.  ( Webster  Loom  Co. 
V.  Higgins,  C.  D.,  1882,  285;  21  O.  G.,  2031;  105  TJ.  S.,  580.)  In  this 
view  the  patent  seems  to  be  valid  as  to  these  claims. 

The  defendant  uses  the  projecting  platform  covered  with  a  screen  of 
strips  of  iron,  but  not  of  wire,  and  not  pivoted  at  all,  and  without  any 
shoe,  but  so  attached  to  that  it  may  be  shoved  under  the  end  of  the  car 
out  of  the  way  when  not  wanted.  The  omission  of  the  pivotal  attach- 
ment, of  the  shoe,  and  of  the  wire  of  the  screen  is  said  to  take  this 
platform  out  of  the  scope  of  the  patent. 

The  pivotal  attachment  and  shoe,  besides  being  described  rather  as 
preferential,  are  not  taken  into  these  claims.  The  wire  screen  is 
expressly  brought  into  them,  and  the  most  difficult  question  in  the 
case  is  whether  the  patentee  has  not  thereby  limited  the  patent  to  a 
platform  covered  with  such  a  screen.  Some  of  the  cases  are  quite  strict 
about  this.  James  v.  Gampbellj  0.  D.,  1882, 67 ;  21  O.  G.,  337 ;  104  U.  S., 
356;  Groth  v.  International  Postal  Supply  Co.^  0.  D.,  1894, 392;  68  O.  G., 
413;  01  Fed.  Rep.,  284;  9  0. 0.  A.,  507.)  None  of  them  seem,  however, 
to  require  this  court  to  hold  that  this  claim  for  a  wire  screen  to  sustain 
a  person  would  not  be  infringed  by  any  screen  in  that  place  but  one 
made  literally  of  wire.  {Smith  v.  Macbeth^  C.  D.  1895,  591;  73  O.  G., 
619;  67  Fed.  Rep.,  137 ;  14  0.0.  A.,  241.)  These  are  practically  the  same 
for  the  purpose  required. 

Decree  for  the  plain tiffl 
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[IT.  S.  Circuit  Court  of  Api>eals— Second  Circuit.] 

Thomson-Houston  Electric  Company  v.  Kelsby  Electric 

Bail  WAY  Specialty  Company  et  al. 

Decided  July  £9,  1896, 

76  O.  G.,  2008. 

Van  Dbpoele— TRAVKLma  Contact  for  Electric  Railways — Contributoby 
Infringemknt. 
Claims  6,  7,  8,  12,  and  16  of  Letters  Patent  No.  495,443,  granted  April  11, 1893, 
to  the  administrators  of  Charles  J.  Van  Depoele,  for  a  traveling  contact  for  elec- 
tric railways,  which  cover  the  combination  consisting  generally  of  an  electric 
railway  having  an  overhead  conductor  and  a  car  for  said  railway  provided  with 
a  *Hrolley -stand"  carrying  a  trailing  arm  which  is  pressed  into  engagement 
with  the  under  side  of  the  conductor,  are  not  contribntorily  infringed  by  defend- 
ant, who  makes  and  sells  only  the  ^'  trolley-stand''  of  the  combination. 

Mr.  Frederic  H.  Betts  for  the  complaioant. 
Mr.  Edward  H.  Rogers  for  the  defendants. 

Shipman,  J. : 

The  Circuit  Court  of  the  United  States  for  the  District  of  Connecticut^ 
after  an  exhaustive  investigation  of  the  validity  and  alleged  infiringe- 
ment  of  Letters  Patent  No.  495,443,  dated  April  11, 1893,  and  issued 
to  the  administrators  of  Charles  J,  Van  Depoele,  decreed  that  the 
Winchester  Avenue  Railroad  Company  had  infringed  claims  6,  7,  8, 
12,  and  16  of  the  patent.  (C.  D.,  1895,  788;  73  O.  G.,  2155.)  The 
complainant  in  tlie  suit  was  the  Thomson-Houston  Electric  Company, 
the  assignee  of  the  patentees.  The  combination  covered  by  these 
claims  and  now  used  generally  by  the  electric  railroads  of  the  country 
consisted — 

generally  in  an  electric  railway  having  an  overhead  conductor  and  a  car  for  eaid 
railway  provided  with  a  contact  device  carried  by  the  oar  so  as  to  form  a  unitary 
structure  therewith  and  consisting  of  a  trailing  arm  hinged  and  pivoted  to  the  car 
so  as  to  bridge  the  space  between  it  and  the  conductor  and  move  freely  both  later- 
ally and  vertically,  and  said  arm  carrying  at  its  outer  end  a  contact  device  capable 
of  being  pressed  upward  by  a  suitable  tension  device  into  engagement  with  the 
under  side  of  the  conductor. 

The  important  and  distinctive  part  of  the  invention  was  the  trailing 
arm  hinged  and  pivoted  to  the  car,  and  moving  laterally  and  vertically, 
with  a  contact  device  at  its  outer  end  capable  of  being  pressed  upward 
by  a  suitable  tension  device  into  engagement  with  the  under  side  of 
the  conductor.  The  novel  element  of  "the  overhead,  underrunning, 
spring-pressed,  laterally-swinging  contact-arm"  was  of  great  utility 
and  has  superseded  preexisting  attempts  at  trolley-road  equipment 
The ''trolley  stand,"  so  called,  is  the  means  by  which  the  trailing  arm  is 
hinged  and  pivoted  to  the  car  with  a  capacity  for  lateral  and  vertical 
movement  and  is  pressed  upward  by  some  suitable  spring,  ^o  partic- 
ular form  of  stand  was  included  in  the  Van  Depoele  invention,  for  any 
one  of  a  number  of  forms  would  answer  the  purpose. 
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The  defendant,  the  Kelsey  Electric  Eailway  Specialty  OompaDy, 
maDafactares  a  particular  form  of  troUeystaDd,  for  which  Letters 
Patent  have  been  issued,  which  it  has  advertised  for  sale,  and  has  also 
in  its  advertisements  represented  itself  as  a  dealer  in  trolley-poles  and 
overhead-trolley  equipments.  Its  trolley-stand  consisted  in  the  main 
of  a  base  secured  to  the  car -roof,  a  frame  revolubly  mounted  upon  the 
same,  so  as  to  receive  the  end  of  a  trolley-arm,  and  springs  by  which 
tension  upon  the  arm  is  produced.  The  Thomson-Houston  Electric 
Company  having  brought  suit  against  the  Kelsey  Company  for  infringe- 
ment of  this  Van  Depoele  patent,  the  Circuit  Court  for  the  District  of 
Connecticut  granted  a  motion  for  an  injunction  pendetiie  lite  against 
its  making  or  selling  any  apparatus  embodying  the  subject-matter  of 
or  any  trolley,  bases  devised  or  intended  to  be  used  in  infringement 
of  those  claims  of  said  patent  which  were  found  to  have  been  infringed 
in  the  Winchester  case.    The  present  appeal  is  from  this  order. 

The  question,  as  presented  in  the  affidavits  and  briefs,  relates  par- 
ticularly to  the  manufacture  and  sale  of  trolley-stands.  As  evidence 
of  an  intention  to  infringe  the  complainant  relied  upon  the  language 
of  the  defendant's  advertisement,  which  offered  for  sale  the  stands  and 
overhead-trolley  equipment  generally.  The  defendant  admits  that  it 
has  sold  trolley-stands  directly  or  indirectly  to  electric  companies  which 
purchased  their  equipment  originally  from  the  complainant's  licensees, 
either  by  way  of  repair  or  because  the  purchasers  wanted  an  improved 
stand.  It  denies  that  it  has  knowingly  sold  to  an  infringer  of  the  pat- 
ent in  suit  or  to  be  used  for  the  purpose  of  infringement.  The  circuit 
judge  was  of  opinion  that  the  defendant  was  selling  stands  capable  of 
and  designed  for  an  unlawful  use,  and  that,  inasmuch  as  they  are  use- 
ful only  for  the  purpose  of  performing  functions  involved  in  the  opera- 
tion of  the  patent,  there  was  a  presumption  of  an  intention  that  these 
stands  should  be  so  used,  which  was  not  dispelled  by  the  affidavits. 

The  question  being  one  of  contributory  infringement,  the  appellant 
urges  that  there  was  not  sufficient  evidence  that  the  defendant  had 
concerted  or  was  concerting  or  intended  to  concert  with  any  person  for 
the  infringement  of  the  complainant's  patent,  and  that  consequently 
the  injunction  order  either  ought  not  to  have  been  issued  or  was  too 
sweeping  in  its  terms. 

What  contributory  infringement  is  and  why  it  should  be  enjoined 
was  clearly  shown  in  Wallace  v.  Holmes^  (1  O.  G.,  117;  9  Blatchf.,  65,) 
the  earliest  case  in  this  country  upon  the  subject,  and  upon  which  the 
subsequent  cases  of  contributory  infringement  rest.  The  complainant's 
patent  in  that  case  was  for  an  improved  lamp,  which  consisted  of  an 
improved  burner  or  metallic  portion  and  a  glass  chimney.  The  defend- 
ant made  and  sold  the  improved  burner,  which  must  be  used  with  a 
chimney,  and  in  order  to  make  sales  exhibited  the  burners  with  chim- 
neys to  customers,  and  tne  circuit  judge  thought  that  a  concert  with 
others  to  use  the  patented  article,  as  a  whole,  was  a  certain  inference 
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from  the  obvioas  facts  in  the  case  and  the  efforts  of  the  defendant  to 
solicit  sales  by  showing  the  operation  of  the  whole  patented  article. 
The  willingness  of  the  defendant  in  this  case  to  aid  other  persous  in 
any  attempts  which  tbey  may  be  disposed  to  make  toward  infringement 
is  also  apparent.  Its  trolley-stands  are  designed  to  be  nsed  in  the 
patented  system  and  to  he  the  means  of  enabling  the  trailing  pole  to 
perform  its  distinctive  and  novel  part  in  the  combination.  It  saffi- 
ciently  appears  from  the  defendant's  advertisements  and  affidavits  tbat 
it  was  ready  to  sell  to  any  and  all  purchasers,  irrespective  of  tbeir 
character  as  infringers.  A  prox)Osed  concert  of  action  with  infringers, 
if  they  presented  themselves,  is  fairly  to  be  inferred  from  the  obviona 
facts  of  the  case,  and  an  injunction  order  is  the  proper  remedy  against 
wrongful  acts  which  are  proposed  or  are  justly  to  be  anticipated.  But 
the  defendant  says  also  that  the  order  which  was  granted  is  capable  of 
too  sweeping  an  interpretation,  because  it  has  a  right  to  supply  pnr- 
chasers  who  have  acquired  the  right  to  use  the  patented  combination 
with  its  trolley-stands,  either  by  way  of  repair  or  because  the  stands 
whicli  were  furnished  to  them  were  not  adapted  to  the  needs  of  the 
cars  upon  which  they  were  placed,  and  it  invokes  the  principle  which 
was  stated  in  Chaffee  v.  Boston  Belting  Company^  (22  How.,  217,)  as 
follows : 

If  a  person  legally  acquires  a  title  to  that  which  is  the  sabjeot  of  Letters  Patent, 
he  may  continne  to  use  it  until  it  is  worn  out,  or  he  may  repair  it  or  improve  upon 
it,  as  he  pleases,  in  the  same  manner  as  if  dealing  with  property  of  any  other  kind. 

The  complainant,  which  is  utilizing  it«  patent-rights  by  the  manu- 
facture and  sale  of  trolley-railroad  equipments,  and  desires  to  compel 
purchasers  to  continue  to  supply  themselves  wfth  its  form  of  stands, 
replies  that  the  defendant's  sales  are  not  for  the  purpose  of  repair, 
but  are  for  the  reconstruction  of  the  patented  combination,  and  that  a 
reconstruction  of  a  destroyed  or  worn-out  combination  is  an  infringe- 
ment. This  proposition  is  true,  and  examples  of  the  cases  to  which  it 
is  applicable  are  found  in  American  Cotton  Tie  Company  v.  Simmons 
(C.  D.,  1882, 607 ;  22  O.  G.,  1976 ;  106  U.  S.,  89)  and  Davi^  Electrical  Works 
V.  Edison  Electric  Light  Co.y  (60  Fed.  Eep.,  276.)  In  the  Cotton  Tie 
case  the  continued  use  of  patented  ties,  which  consist  of  a  band  and 
buckle,  was  purposely  destroyed  by  the  purchaser  by  cutting  the  hand 
after  he  had  received  the  bale  around  which  the  tie  was  placed,  and 
the  parts  were  sold  as  waste  material.  A  new  purchaser  bought  the 
several  parts,  mended  the  bands,  replaced  the  buckles,  sold  them  to  be 
used  as  ties,  and  was  held  to  be  an  infringer. 

In  the  Edison  case  the  reconstruction  was  equally  extensive.  The 
infringer  made  a  hole  in  the  bulb  of  an  Edison  incandescent  electric 
lamp,  in  which  the  carbon  filament  had  been  worn  out,  put  in  a  new 
filament  having  its  ends  cemented  in  platini|m  sleeves,  fused  a  tube  of 
glass  into  the  open  end  of  the  bulb,  exhausted  the  air,  and  sealed  the 
bulb.  Inasmuch  as  *'the  filament  duly  charged  is  the  light-giving 
thingj^  the  work  of  the  infringer  was  the  manufacture  of  a  new  lamp. 
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The  complainant,  recognizing  that  the  facts  in  these  cases  are  not 
analogous  to  those  in  the  record  now  before  ns,  urges  that  in  order  to 
constitute  recoiistruction  of  a  patented  device  it  is  not  necessary  that 
the  structure  should  have  been  destroyed  intentionally  or  that  the 
vital  and  peculiar  element  of  the  invention  should  have  been  worn  out 
by  use,  bat  that  the  substitution  of  an  important  member  of  a  patented 
combination  which  was  intended  to  be  permanent  in  place  of  the  cor- 
responding member  which  had  been  accidentally  broken  or  had  been 
worn  out  is  reconstruction,  and  that  there  is  a  recognized  distinction 
between  such  a  substitution  and  the  replacing  of  fragile  members  whose 
life  is  necessarily  short.  Beliance  is  placed  upon  the  case  of  Wilson  v. 
Simpsofij  (9  How.,  108,)  which  involved  the  question  of  the  interest 
which  the  owners  of  a  patented  machine  had  in  it,  after  the  expiration 
of  the  first  term  of  a  patent,  where  there  had  been  a  renewal  and 
extension  of  it,  and  which  has  been  sometimes  supposed  to  establish 
the  rule  that  the  replacement  by  the  purchaser  of  the  parts  of  a 
patented  machine  which  must  from  their  nature  be  temporary  is  per- 
missible, while  in  no  event  is  the  replacement  permissible  of  a  part 
which  it  was  hoped  would  be  permanent.  The  case  related  to  the 
right  of  a  purchaser  of  a  Woodworth  planing-machine  to  replace 
cutters  which  ordinarily  had  a  life  of  only  sixty  or  ninety  days,  and, 
as  a  necessity,  the  opinion  dwells  upon  that  fact;  but  the  decision  did 
not  make  it  a  sine  qua  non  and  did  not  intend  to  say  that  temporary 
cutters  can  be  replaced  and  that  an  element  intended  to  be  permanent 
but  accidentally  broken  in  thirty  days  after  it  was  purchased  cannot 
be  replaced.  The  distinction  which  the  Court  was  endeavoring  to 
point  out,  and  which  it  thought  was  well  illustrated  in  the  Woodworth 
planer,  was  the  difference  between  the  repair  or  replacement  of  a  single 
element  of  a  combination  and  the  manufacture  of  a  new  machine  in 
place  of  one  which  had  become  useless.    The  court  says : 

We  admit,  for  snch  is  the  rale  in  Wilson  v.  Rousseau,  (4  Howard,)  that  when  the 
material  of  the  combination  ceases  to  exist,  in  whatever  way  that  may  occnr,  the 
right  to  renew  it  depends  npon  the  right  to  make  the  invention.    If  the  right  to 
make  does  not  exist,  there  is  no  right  to  rebuild  the  combination.    But  it  does  not 
foUow,  when  one  of  the  elements  of  the  combination  has  become  so  mnch  worn  as 
to  be  inoperative,  or  has  been  broken,  that  the  machine  no  longer  exists,  for  resto- 
ration to  its  original  use,  by  the  owner  who  has  bonght  its  use.     When  the  wearing 
or  injury  is  partial,  then  repair  is  restoration,  and  not  reconstruction.     Illustrations 
of  this  win  occur  to  any  one,  from  the  freqvent  repairs  of  many  machines  for  agri- 
cultural purposes.    Also  from  the  repair  and  replacement  of  broken  or  worn-out 
parts  of  larger  and  more  complex  combinations  for  manufactures.     In  either  case, 
repairing  partial  injuries,  whether  they  occur  from  accident  or  firom  wear  and  tear, 
is  only  refitting  a  machine  for  use.    And  it  is  no  more  than  that,  though  it  shall  be 
a  replacement  of  an  essential  part  of  a  combination.     It  is  the  use  of  the  whole  of 
that  which  a  purchaser  buys,  when  the  patentee  sells  to  him  a  machine;  and  when 
he  repairs  the  damages  which  may  be  done  to  it,  it  is  no  more  than  the  exeroia©  of 
that  right  of  care  which  every  one  may  use  to  give  duration  to  that  which  he  owns, 
or  has  a  right  to  use  as  a  whole. 

This  distinction  is  both  natural  and  founded  upon  right  reason  at\^ 
gives  to  the  patentee  all  the  benefits  to  whick  lie  i»  e;«i\x^^fe^  Xyj  \x^^ 
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grant  of  the  patent.  While  it  is  not  intended  that  a  trolley-stand 
should  be  broken  or  should  lose  its  useful  capacity,  either  calamity 
may  befall  it,  and  the  right  to  replace  the  injured  part  by  a  new  stand 
from  any  person  who  can  supply  the  article  should  be  conceded  by  the 
owners  of  the  patent. 

It  is  not  intended  to  permit  the  unauthorized  substitution  of  the 
vital  and  distinctively  new  part  of  an  invention  in  place  of  one  worn 
out  by  use,  as  the  substitution  of  a  new  filament  in  an  Edison  incan- 
descent lamp  or  the  substitution  of  a  new  for  an  old  burner  in  the 
Wallace  case,  supra;  but  the  trolley-stand  is  not  the  vital  element  of 
the  invention,  though  a  portion  of  it  is  an  element  of  the  combination. 
It  is  the  means,  and  in  most  cases  the  non-patented  means,  for  there 
are  numerous  forms  of  these  bases,  by  which  the  pole  is  permitted  to 
perform  its  functions. 

The  defendant  also  says  that  in  order  to  obtain  the  use  of  an  improved 
trolley-stand  purchasers  from  the  complainant  are  sometimes  willing  to 
discard  its  stands  and  substitute  another  form  which  has  its  own 
advantages.  For  example,  the  trolley-stand  which  is  sold  by  the 
defendant  is  said  to  be  less  elevated  above  the  top  of  the  car  than  the 
stand  of  the  complainant,  and  therefore  it  is  said  that  the  Korwalk 
Street  Railway  Company  found  it  necessary  to  <Aiange  the  stands  which 
were  furnished  by  the  complainant  because  of  the  low  bridges  recently 
constructed  by  a  steam-railroad  company  over  the  tracks  of  the  street 
electric  road.  A  refusal  to  permit  such  a  substitution  is  equivalent  to 
a  declaration  that  the  street-railway  company  cannot  be  permitted  to 
improve  its  stands  except  by  the  consent  of  the  complainant.  If  a 
purchaser  from  the  complainant  chooses,  the  day  after  his  purchase,  to 
substitute  a  stand  which  is  better  made  and  better  adapted  to  his 
peculiar  needs,  he  has  the  right  to  do  so;  but  it  will  be  urged  that  such 
a  permission  opens  the  door  to  infringement  and  permits  a  spoliation 
of  the  conceded  rights  of  the  complainant.  It  does  throw  upon  the 
defendant  the  duty  of  careful  investigation  into  the  objects  of  the  pur- 
chasers of  its  stands  and  of  ai\  abandonment  of  indifference  as  to 
whether  they  are  seeking  to  trench  upon  the  rights  of  the  owners  of 
the  patent,  or  else  a  liability  to  suffer  the  consequences  of  a  violation 
of  the  injunction  order. 

The  order  is  directed  to  be  modified,  without  costs  of  this  court,  by 
adding  the  words: 

It  is  not  intended  to  enjoin  the  defendant  against  the  sale  of  trolley-stands  by 
way  of  replacement  of  broken  stands  or  stands  worn  by  use,  or  of  sabstitution  for 
trolley-stands  previously  sold  by  the  complainant  to  purchasers  from  it,  but  this 
permission  does  not  give  authority  to  reconstruct  or  rebuild  a  combination  which 
has  been  sold  by  the  complainant. 
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Wallace,  «/.: 

This  case  presents,  in  my  view,  an  utterly  unwarranted  attempt  on 
the  part  of  tlie  complainant  to  enlarge  tbe  monopoly  wbicli  it  had 
jicquired  as  tbe  oVrner  of  the  patents  in  suit  and  to  dominate  exclu- 
sively the  manufacture  and  sale  of  articles  which  its  patents  do  not 
cover  and  which  others  have  a  legal  and  moral  right  to  make  and  sell. 
The  preliminary  injunction  by  which  the  defendants  are  restrained 
from  making  or  vending  their  trolley- stands  was  granted  without  a 
particle  of  evidence  that  they  had  ever  infringed  any  of  the  claims  of 
the  complainant's  patents  and,  as  I  think,  without  the  slightest  evi- 
dence that  they  threaten  to  do  so.  They  are  as  much  entitled  to  make 
and  sell  their  trolley-stands  as  tbey  are  to  make  and  sell  the  rails,  the 
poles,  the  wires,  tbe  screws,  the  paint,  or  any  other  article  which  may 
be  required  for  use  by  those  who  own  and  operate  electric  railways  in 
which  the  improvements  covered  by  the  patents  of  the  complainant  are 
utilized.  The  country  is  crowded  with  electric  railways  which  utilize 
these  improvements;  but  the  improvements  do  not  consist  in  the 
Irolley-stand.  They  consist  in  various  combinations  of  parts  of  which 
3  trolley-stand  in  some  form  is  one.  These  railways  are  generally 
owned  and  operated  by  corporations,  a  great  number  of  which  buy 
their  outfit  from  the  complainant,  and  tbereby  acquire  the  right  to  use 
the  patented  combinations  during  the  life  of  the  organized  parts.  Con- 
cededly  they  have  a  right  to  repair  their  trolley-stands,  to  substitute 
new  ones  for  those  old  or  worn  out,  or  to  substitute  a  better  and 
improved  kind  for  those  originally  bought  of  tbe  complainant.  The 
defendants  have  an  equal  right  to  make  and  sell  the  stands  to  such 
owners  for  that  purpose. 

The  injunction  was  granted  upon  the  theory  that  a  case  of  contribu- 
tory infringement  had  been  shown.  The  only  evidence  of  contributory 
infringement  consists  in  the  fact  that  the  defendants  are  making, 
advertising,  and  selling  their  trolley- stands  to  the  public.  That  they 
are  concerting  with  infringers  with  a  view  to  assist  them  in  appropri- 
ating, without  compensation,  the  inventions  patented  by  the  complain- 
ant there  is  not  a  particle  of  evidence.  Being  entitled  to  sell  their 
article,  they  are  under  no  obligation  before  selling  it  to  inquire  whether 
the  purchaser  intends  to  make  an  illegal  use  of  it.  Privity  with  a 
iw^rong-doer  is  not  to  be  inferred  from  the  exercise  of  a  legal  right. 
The  man  who  sells  a  gun  or  a  knife  would  be  guilty  of  an  impertinence 
if  he  should  inquire  of  the  purchaser  whether  he  intends  to  use  it 
legitimately,  and  is  under  no  duty  to  do  so.  The  same  rule^applies  to 
one  who  makes  or  sells  an  article  which  is  not  patented,  but  which  may 
be  used  by  the  purchaser  to  work  an  infringement  of  a  patent  if  he  so 
chooses.  One  who  assists  another  to  infringe  a  patent  is  of  course  a 
tort-feasor,  and  whether  he  is  called  a  contributory  infringer  or  merely 
an  infringer  is  only  a  matter  of  nomenclature;  but  he  does  not  assist 
or  concert  with  another  to  infringe  merely  because  he  sells  him  an  arti- 
H.  Doc.  354 33 
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cle  wbicU  may  be  used  to  effect  an  infringemeat.  Iii  other  words,  par- 
ticipation in  a  wrong  is  not  established  by  doing  a  lawful  act  withoat 
evidence  of  an  unlawful  intention. 

I  think  the  order  granting  the  preliminary  injunction  should  be 
reversed. 


[U.  S.  Circuit  Court— Eastern  District  of  Pennsylvania,  Third  Circuit.] 

National  Harrow  Company  v.  Hench  &  Dromgold. 

Decided  August  25 y  1S9G. 
76  O.  G.,  2011. 

1.  Exclusive  License — Illegal  Conthact — Restraint  of  Trade. 

An  exclusive  license  for  a  consideration  by  a  corporation  to  a  person  assigning 
to  it  bis  patent  to  manufacture  and  sell,  as  agent,  upon  bis  own  account,  subject 
to  uniform  terms  and  conditions,  tbe  corporation  itself  agreeing  not  to  manufac- 
ture, is  part  of  an  illegal  combination  and  in  unwarrantable  restraint  of  trade. 

2.  Illegal  Combinations  between  Individuals. 

Combinatious  between  a  number  of  persons  engaged  in  the  same  general  busi- 
ness to  prevent  competition  and  maintain  prices,  being  against  public  i>olicy  and 
illegal,  tbe  same  principle,  notwithstanding  the  patentee's  exclusive  control  of 
his  invention,  is  applicable  in  questions  concerning  patents. 

Messrs,  Risley^  Robinson  cO  Love  for  tbe  complaiuaiit. 
Messrs.  Straichridife  &  Taylor  and  Mr,  John  G,  Johnson  for  the  defend- 
ants*. 

AcnESON,\7.: 

The  plaintiff,  the  National  Harrow  Company,  seeks  an  injunction 
restraining  the  defendants,  Hench  &  Dromgold,  from  selling  float 
spring-tooth  harrows,  harrow-frames,  and  attachments  applicable  thereto 
upon  more  favorable  terms  as  to  price  to  purchasers  thereof  than  the 
prices  stipulated  in  two  license  contracts  annexed  to  the  bill  and  a 
decree  for  the  specific  enforcement  of  said  contracts  and  for  an  accoun^ 
ing  at  the  rate  of  five  dollars  for  each  harrow,  etc.,  sold  in  violation  of 
the  terms  of  said  license  contracts. 

Several  defences  are  insisted  on ;  but  in  the  view  I  take  of  the  case 
it  will  be  necessary  to  discuss  only  one  of  them — namely,  that  these 
license  contracts  are  in  unreasonable  restraint  of  trade  and  are  part  of 
an  unlawful  combination  to  control  the  manufacture  of  an  imp'^rtant 
article  of  commerce,  to  destroy  competition  in  the  sale  thereof,  and 
maintain  high  prices. 

The  National  Harrow  Company,  a  corporation  of  the  State  of  New 
York — to  whose  contract  rights  and  general  purposes  the  plaintiff,  a 
subsequently-created  New  Jersey  corporation,  has  succeeded — origi 
nated  in  a  written  agreement  between  a  number  of  leading  and  distinct 
manufacturers,  under  various  United  States  Letters  Patent  of  tioat 
spring-tooth  harrows,  whereby  it  was  agreed  that  they  should  organize 
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a  corporation  under  the  laws  of  New  York  and  would  assign  to  the  cor- 
poration all  United  States  Letters  Patent  which  they  respectively  then 
owned  or  should  thereafter  acquire  relating  to  float  spring-tooth  har- 
rows and  the  good- will  of  their  business  in  such  harrows,  and  that 
they  would  not  thereafter  be  interested  in  the  manufacture  or  sale  of 
such  harrows  except  as  agents  or  licensees  of  the  corporation ;  that  the 
corporation  should  issue  to  the  persons,  firms,  and  corporations  respec- 
tively so  assigning  to  it  their  said  patents  and  the  good- will  of  their 
business  exclusive  licenses  to  manufacture  and  sell  upon  their  own 
account,  subject  to  uniform  terms  and  conditions,  the  same  style  of 
harrows  which  they  were  making  and  selling  just  prior  to  the  agree- 
ment, and  that  the  corporation  itself  would  not  manufacture  and  sell 
any  style  of  harrows  covered  by  its  licenses;  that  each  licensee  should 
pay  to  the  corporation  one  dollar  on  every  float  spring-tooth  harrow 
manufactured  and  sold  by  such  licensee,  and  that  each  person,  firm,  or 
corporation  transferring  to  the  corporation  the  good-will  of  their  float 
tooth-spring  harrow  business  and  their  patents  relating  thereto  should 
receive  in  payment  therefor  the  value  thereof  as  agreed  upon  or  as  fixed 
by  arbitration  in  paid-up  stock  of  the  corporation. 

The  agreement  in  the  first  instance  was  signed  by  six  different  manu- 
facturers; but  the  contract  contemplated  and  provided  that  others 
should  come  into  the  arrangement  and  become  parties  thereto.  Accord- 
ingly, other  manufacturers  of  float  spring-tooth  harrows  soon  joined 
the  combination,  which  then  embraced  twenty-two  different  persons, 
firms,  or  corporations.  Tlius  almost  the  entire  output  of  float  spring- 
tooth  harrows  made  in  the  United  States  was  brought  under  the  regu- 
lation and  control  of  this  organization,  its  licensees  manufacturing  and 
selling  at  least  ninety  per  cent,  thereof. 

The  defendants  were  the  owners  of  two  United  States  Letters  Pat- 
ent relating  to  float  spring-tooth  harrows  under  which  they  had  been 
manufacturing  and  selling  harrows.  They  joined  the  combination, 
and,  agreeably  to  the  provisions  of  the  above-recited  agreement,  they 
assigned  to  the  New  York  corporation  their  ])atonts,  and  that  corpora- 
tion then  issued  to  the  defendants  a  license  to  manufacture  and  sell 
their  old  style  of  harrows.  The  New  Jersey  corporation,  which  was 
formed  in  furtherance  of  the  general  scheme,  issued  to  the  defendants 
a  second  license  in  terms  and  conditions  substantially  like  the  former 
license.  These  are  the  two  license  contracts  here  sued  on.  The  fol- 
lowing-stated provisions  are  common  to  both  licenses:  The  defendants 
agree  not  to  sell  float  spring-tooth  harrows,  float  spring-tooth-harrow 
frames  without  teeth,  or  attachments  applicable  thereto,  at  less  prices 
or  on  more  favorable  terms  of  payment  and  delivery  to  the  purchasers 
than  as  is  set  forth  in  the  schedule  annexed  to  the  license  unless  the 
licensor  should  reduce  the  selling-prices  and  make  more  favorable  terms 
for  purchasers,  and  that  the  defendants  will  not  directly  or  indirectly 
manufacture  or  sell  any  other  float  spring-tooth  harrows,  etc.,  than 
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those  which  they  are  thus  licensed  to  sell  and  market,  except  for  another 
licensee,  and  then  only  of  such  style  as  he  is  licensed  to  manufacture 
and  sell.  They  agree  to  pay  to  the  corporation  one  dollar  upon  each 
float  spring- tooth  harrow,  etc.,  manufactured  and  sold  by  them  agree 
ably  to  the  terms  of  the  license,  and  the  sum  of  five  dollars  as  liquidated 
damages  for  every  harrow,  etc.,  manufactured  or  sold  by  them  contrary 
to  the  terms  and  provisions  of  the  license,  and  the  corporation  agrees 
to  defend  all  suits  for  alleged  infringement  brought  against  the 
licensees.  All  the  licenses  issued  by  the  corporation  are  upon  tbe  like 
terms  and  conditions. 

It  will  be  perceived  that  the  corporation  through  whose  instrumen- 
tality the  purposes  of  the  combination  are  effected  is  simply  clothwl 
with  the  legal  title  to  the  assigned  patents,  while  the  several  assignors 
are  invested  with  the  exclusive  right  to  manufacture  and  sell  their  old 
style  of  harrows  under  their  own  patents ;  but  all  of  them  must  sell  at 
uniform  prices  and  upon  the  same  terms  without  respect  to  cost  or  the 
merits  of  their  respective  styles  of  harrows,  and  all  the  members  of 
the  combination  are  strictly  forbidden  to  manufacture  or  sell  any  other 
style  or  kind  of  float  spring-tooth  harrow  than  they  are  thus  licensed 
to  make  and  sell. 

Now  it  is  quite  evident  to  me,  as  well  by  the  papers  themselves  as 
from  the  testimony  of  witnesses,  that  this  scheme  was  devised  for  the 
pqrpose  of  regulating  and  enhancing  prices  for  float  spring-tooth  bar 
rows  and  controlling  the  manufacture  thereof  throughout  the  whole 
country,  and  that  the  combination,  especially  by  force  of  the  numbers 
engaged  therein,  tends  to  stifle  all  competition  in  an  important  branch 
of  business. 

I  am  not  aware  that  such  a  far-reaching  combination  as  is  here  dis 
closed  has  ever  been  judicially  sustained.  On  the  contrary,  the  coiu^s 
have  repeatedly  adjudged  combinations  between  a  number  of  persons 
engaged  in  the  same  general  business  to  prevent  competition  among 
themselves  and  maintain  prices  to  be  against  sound  public  policy,  and 
therefore  illegal.  {Morris  Run  Coal  Co.  v.  Barclay  Coal  Co,,  68  Pa., 
173  J  Pittsburgh  Carbon  Co,  v,  McMillan^  119  N.  Y.,  46;  Merz  Capsuk 
Co.  V.  United  States  Capsule  Co.,  57  Fed.  Rep.,  414;  Nester  v.  Conti- 
nental Brewing  Co.^  161  Pa.,  473.) 

I  am  not  able  to  concur  in  the  view  that  the  principle  of  these  cases 
is  inapplicable  here  because  the  agreement  in  question  involves  patents. 
It  is  true  that  a  patentee  has  the  exclusive  control  of  his  invention 
during  tbe  life  of  the  patent.  He  may  practice  the  invention  or  not, 
as  he  sees  fit,  and  he  may  grant  to  others  licenses  upon  his  own  terms. 
But  where,  as  was  the  case  here,  a  large  number  of  independent  man- 
ufacturing concerns  are  engaged  in  making  and  selling,  under  different 
patents  and  in  various  forms,  an  extensively- used  article  competition 
between  them  is  the  natural  and  inevitable  result,  and  thereby  the 
public  interest  is  promoted.  Therefore  a  combination  between  such 
juanufacturers  which  imposes  a  widespread  restraint  upon  the  trade 
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and  destroys  competition  is  as  iujurious  to  the  community  and  as 
obnoxious  to  sound  public  policy  as  if  the  confederates  were  dealing 
in  unpatented  articles.  To  the  present  case  may  well  be  applied  the 
remarks  of  the  Supreme  Court  of  Pennsylvania  in  Morris  Run  Goal  Co. 
V.  Barclay  Coal  Co.,  supra : 

This  combination  has  a  power  in  its  coDfederated  form,  which  no  individual 
action  can  confer. 

By  the  united  action  of  more  than  a  score  of  different  manufacturers 
natural  and  salutary  competition  is  destroyed.  To  sanction  such  a 
result  because  accomplished  by  a  combination  of  patentees  would  be, 
I  think,  to  pervert  the  patent  laws.  Moreover,  it  is  to  be  noted  that 
under  these  license  contracts  the  licensees  can  only  make  or  sell  their 
own  specific  form  of  harrow.  All  other  forms,  whether  patented  or 
unpatented,  are  prohibited  to  them.  For  this  interdiction  there  is  no 
justification. 

In  the  case  of  The  ]!^ational  Harroic  Co.  v.  Quick  {ante,  601 ;  76  O.  G., 
1574;  67  Fed.  Eep.,  130)  Judge  Baker  expressed  the  opinion  that  this 
combination  was  unlawful  and  against  sound  public  policy. 

I  am  constrained  to  regard  the  license  contracts  sued  on  as  part  of 
an  illegal  combination  and  in  unwarrantable  restraint  of  trade.  I 
must,  therefore,  deny  the  plaintiff  the  relief  sought. 

The  other  defenses  I  need  not  consider. 

The  matter  of  the  cross-bill  was  not  much  noticed  by  counsel,  if  dis- 
cussed at  all.  My  conclusion  is  that  the  plaintiffs  therein  have  not 
shown  themselves  to  be  entitled  to  affirmative  relief.  They  entered 
Into  this  combination  voluntarily.  The  preliminary  agreement  does 
not  remain  executory  in  any  particular.  These  cross-plaintiffs  do  not 
owe  any  duty  or  service  to  the  public  the  performance  of  which  is  hin- 
dered by  an  improvident  and  unlawful  contract.  No  special  ground 
for  equitable  relief  is  disclosed  by  the  cross-bill,  and  the  plaintiffs 
therein  do  not  require  a  decree  of  cancellation  in  order  to  defend 
against  suits  based  upon  the  license  contracts.  The  cross-bill  will  be 
dismissed  without  prejudice  to  the  right  of  the  plaintiffs  therein  to 
defend  against  suits  or  their  rights  to  maintain  a  bill  should  circum- 
stances or  exigencies  arise  to  justify  equitable  interposition. 

Let  a  decree  be  drawn  in  conformity  with  the  views  expressed  in  the 
foregoing  opinion. 


[r.  S.  Circuit  Court  of  Appeal*— Sixth  Circuit.] 

DuEBEB  Watch  Case  Manufacturing  Company  et  al.  v.  Rob- 
bins  et  al. 

Decided  May  12,  1896. 

77  O.  G.,  154. 

1.  Colby— Watch-Pendant— Void  and  Not  Infringed. 

Letters  Patent  No.  287,001,  granted  October  23,  1883,  to  Caleb  K.  Colby,  for  a 
watcli-pendant,  examined  and  claim  1  thereof  Held  void  for  want  of  invention 
in  view  of  the  prior  state  of  the  art,  and,  if  valid,  Held  not  ixkixVii^^^. 
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• 

2.  Infringement — License — Estoppel. 

The  fact  that  defendant  was  a  licensee  cannot  estop  him  from  disputing  the 
validity  of  the  patent  under  which  he  takes  his  license  in  a  suit  for  infringe- 
ments charged  to  have  taken  place  after  the  license  was  drawn,  though  ioi 
doubtful  case  it  might  have  considerable  evidential  force  as  an  admission  of 
validity. 

3.   INVENTION-.-EXTENSIVE   USE — OTHER  CaTTSE. 

Eictensive  use  is  only  to  be  considered  evidence  of  invention  in  doubtful  ca«» 
and  it  loses  its  force  when  attributa1>le  to  another  device  used  in  connection 
with  the  alleged  invention  and  which  was  useful  and  popular. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
Division  of  the  Northern  District  ot  Ohio. 

Mr,  Chas,  R.  Miller  and  Mr.  Robt.  H,  Parkinson  for  the  appellants. 
Mr,  Ly Sander  Hill  for  the  appellees. 

STATEMENT   OF   THE   CASE. 

This  was  a  suit  in  equity  by  Royal  E.  Robbins  and  Thomas  M.  Avery 
against  the  Dueber  Watch  Case  Manufacturing  Company,  John  C. 
Dueber,  its  president,  and  William  C.  Moore,  its  secretary  and  treas 
urer,  for  alleged  infringement  of  a  patent  relating  to  stem-winding 
watches.  The  Circuit  Court  entered  an  interlocutory  decree  sustaining 
the  patent,  finding  infringement,  and  referring  the  case  to  a  master 
for  an  accounting.  (Ante,  202;  74  O.  G.,  965;  71  Fed.  Rep.,  189.) 
Defendants  have  appealed. 

This  is  an  appeal  from  a  decree  enjoining  the  infringement  of  a  pat- 
ent, R.  B.  Robbins  and  Thomas  M.  Avery,  as  trustees,  held  the  title, 
by  assignment,  to  a  patent  (No.  287,001)  issued  on  October  23, 1883, 
upon  an  application  made  February  1,  1883,  to  Caleb  K.  Colby,  for  a 
new  and  useful  improvement  in  stem- winding  watches.  It  was  averred 
in  the  bill  and  appeared  in  the  evidence  that  the  Dueber  Watch  Case 
Manufacturing  Company  had  taken  a  license  from  Robbins  and  Avery 
of  the  following  patents  for  improvements  in  watchcases:  No.  192,425, 
issued  June  26, 1877,  to  Fisher  and  Lucas;  No.  220,916,  issued  October 
28,  1879,  to  E.  C.  Fitch:  No.  287,001,  issued  October  23, 1883,  to  C.  K. 
Colby,  and  No.  312,856,  issued  February  24, 1885,  to  George  Hunter. 

On  the  13th  of  February,  1891,  the  license  was  terminated  because 
of  the  failure  of  the  defendant  company  to  make  returns  and  payments 
in  accordance  with  its  provisions.  The  defenses  set  up  in  the  answer 
were  want  of  novelty,  anticipation,  and  non-infringement.  The  Colby 
invention  relates  to  the  class  of  watches  known  as  "stem- winding 
watches,"  in  which  a  key  or  stem  arbor  passes  through  the  hollow  stem 
of  the  case  into  engagement  with  the  winding-arbor  of  the  watch- 
movement,  so  that  by  the  rotation  of  the  key  the  watch  may  be  wound. 
By  its  longitudinal  movement  within  the  stem  the  key  may  be  retracted 
from  the  winding-arbor  of  the  movement  sufficiently  to  allow  the  move 
ment  to  be  easily  lifted  out  of  the  case  or  inserted  therein.  The  gist  of 
the  device  is  in  providing  a  spring-latch  within  the  hollow  stem,  by 
wiiich  the  key  and  stem  may  be  latched  to  each  other  in  such  a  manner 
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that  the  key  will  be  Iield  iii  its  iiioer  position,  but  will  yield  Tii>on  effort 
and  allow  the  key  to  be  refracted  a  certain  distance,  when  the  spring 
will  again  operate  as  a  latch  to  seirtire  the  key  in  the  second  or  out«r 
position,  from  which  it  can  by  another  effort  be  puHhed  ba«k  to  its  first 
position.  The  patent  describes  the  essential  feature  of  the  device — 
as  an  elastic  or  spring- In tch  iittai'liuient  of  the  Htein  with  the  key,  whereby  the  lat- 
ter is  free  to  rotate,  but  ia  prevenleil  from  being  moved  longitudinally  except  by  a 
special  eft'ort. 

The  specification  and  drawings  describe  the  varions  forms  of  the 
device.  In  some  of  them  the  spring-latch  is  attached  to  the  stem  and 
engages  in  a  circuniferential  groove  upon  the  key,  and  in  others  the 
spring  is  attached  to  the  key  and  engages  in  a  circumferential  groove 
on  the  stem.  In  others  a  shonlder  is  substituted  for  the  groove.  Figs. 
1,  2,  C,  7,  10, 11,  and  12  in  the  Colby  patent  give  a  sufficient  nnder- 
standing  of  the  operation  of  the  device  aud  its  variations.  The  figures 
are  as  follows: 
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The  inventor  describes  the  purpose  of  his  invention  as  follows: 

My  invention  relates  to  a  stem-winding  pendant  for  watches,  being  especially 
adapted  to  that  class  of  watches  wherein  the  back  of  the  case  is  permanently  cloeed 
and  the  movement,  or  the  ring  in  which  it  is  mounted,  is  hinged  to  the  cup  like 
case.  My  pendant  may,  however,  be  used  in  any  watch  case.  In  watches  having 
stem-winding  pendants  the  key  in  the  pendant  passes  into  the  movement  and 
engages  a  socket  or  square  in  or  on  the  winding-arbor,  and  before  the  movement 
can  be  lifted  out  or  turned  on  its  hinge  this  key  must  be  disengaged  from  the  mo7^ 
ment  by  withdrawing  it  far  enough  to  clear  the  latter.    My  invention  provides! 

ready  means  for  doing  this. 

«  «  «  «  «  «  • 

Figure  1  is  a  vertical  mid-section  of  a  watch-pendant  provided  with  my  improve- 
ments, the  plane  of  the  section  being  taken  edgewise  of  the  watch-ease,  and  the 
key  shown  as  protruding  into  the  hollow  of  the  winding-arbor.  Fig.  2  is  a  similar 
section  taken  at  right  angles  to  Fig.  1,  showing  the  key  withdrawn,  so  as  to  permit 
the  movement  to  be  lifted  out. 

#  «  w  «  «  •  • 

A  is  the  watch-case.  B  is  the  tubular  stem,  attached  to  the  case  in  the  usual  way. 
C  is  the  key,  and  D  is  the  crown  attached  thereto  to  form  a  head  or  thumb-piece,  by 
which  the  key  is  turned  in  winding.  These  parts,  per  ae,  are  common  in  stem  wind- 
ing and  setting  watches. 

a  and  a'  are  two  internal  circular  grooves  at  different  depths  in  the  hollow  of  the 
stem.    They  form  latch-bearings  for  the  rotating  key. 

To  the  crown  D  or  the  key  C,  indifferently,  are  secured  latch  spring  or  springs 
h  6,  preferably  four  in  number,  provided  with  projecting  angles  or  parts  b\  These 
angles  spring  into  and  engage  one  or  the  other  of  the  grooves  a  a',  and  the  springs 
are  inserted  in  the  hollow  of  the  Bt«m,  as  shown  in  Figs.  1  and  2.  When  the  key  is 
pressed  clear  down  into  the  hollow  of  the  stem,  the  elasticity  of  the  springs  causes 
the  projections  &',  to  engage  in  the  lower  groove,  a.  The  key  will  now  be  in  engage- 
ment with  the  winding  arbor  C  in  the  movement  F,  (if  there  be  a  movement  in  the 
case,)  and  by  rotating  the  key  in  the  usual  way  the  watch  will  be  wound,  up.  The 
bearing  which  the  key  finds  in  the  neck  of  the  stem  and  that  which  the  crown  .fintis 
on  the  exterior  surface  of  the  stem  prevent  any  lateral  play  of  the  key,  and  the 
engagement  of  the  latch-spring  h  in  groove  a  prevents  any  longitudinal  movement  of 
the  key,  unless  some  force  is  applied  to  move  it.  In  other  words,  the  key  rotates 
readily,  but  only  yields  to  extra  pressure  purposely  exerted  when  an  attempt  in  made 
to  withdraw  it  longitudinally.  If,  however,  it  be  desired  to  disengage  the  key  from 
the  movement  for  any  purpose  whatever,  the  operator  may  grasp  the  crown,  and  pull 
on  it  with  force  sufficient  to  disengage  the  springs  from  groove  a,  when  the  key  may 
be  withdrawn  far  enough  for  the  projection  h'  to  engage  groove  a'.  The  parts 
will  now  assume  the  position  shown  in  Fig.  2.  The  key  will  be  withdrawn  far 
enough  to  be  free  from  the  movement,  and  it  may  be  rotated  freely  in  this  position 
in  the  bearing  found  in  the  groove  a\ 

»  »  »  »  »  »  • 

In  lieu  of  employing  the  two  grooves  a  a'  in  the  stem  and  one  series  of  projections 
h'  on  the  springs,  I  may  employ  but  one  groove  a,  as  in  Fig.  6,  and  provide  the 
springs  with  two  series  of  projections  h\  In  Fig.  7  1  have  shown  a  further  modifi- 
cation, in  which  the  springs  are  mounted  in  the  hollow  of  the  stem^  and  the  two 
series  of  projections  h'  thereon  protrude  through  slots  in  the  wall  of  the  stem.  A 
groove  in  the  margin  of  the  opening  in  the  hollow  crown  D  takes  over  and  engages 
the  lower  one  of  these  projections,  as  clearly  shown  in  said  figure.  •  •  *  In  I-^g.  W 
I  have  shown  the  grooves  a  and  a'  formed  in  the  shank  of  the  key  itaelf  and  the  latch- 
springs  mounted  in  the  stem,  and  in  Fig.  11  I  have  shown  the  same  arrangement, 
except  that  the  key  is  provided  with  projecting  ribs  6',  and  the  springs  have  recesses 
a  to  engage  said  ribs.    In  Fig.  12  I  have  shown  the  grooves  a  a'  arranged  exteriorly 
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oftheotemadidtheBpriDgsarrangeiltoeiigagetheiniiithatpoaition.  ■  ■  ■  Ihavo 
BhoK'Ti  &1]  of  these  furmB  und  modi  li  cation  a  in  order  to  illiixtrate  the  many  v/aja  in 
which  m<r  iaventiou  may  lie  carried  oat.  The  esaentinl  feature  »f  all  is  the  elastic 
or  spring  latch  attncbmenC  of  the  stem  B  witti  the  key  C,  whereby  the  latter  is  free 
to  rotate,  but  is  preveut^d  tiom  boiog  moved  Icmgituiliiiallj-,  except  by  a  special 
effort.  The  annalar  groove  or  rib  engaged  by  the  spring-latch  1  derioininale  an 
*' annular  latch  device."  and  it  is  immaterial  whether  the  projecting  part  is  on  the 
spring  or  the  other  part,  and  it  is  also  immaterial  whether  the  spring  be  connected 
with  the  key  or  the  tuhnlaratem.  The  operation  ia  the  same  in  cither  case.  Th« 
upper  groove,  a',  in  (he  stem  is  not  absolately  DeeasB:iry,  as  it  is  not  necessary  that 
the  key  shall  be  rotative  when  drawn  back,  as  in  Fig.  2;  but  some  form  of  stop 
shonld  be  provided  to  prevent  tlie  key  from  being  entirely  withdrawn.  This  with- 
drawal of  the  ki'y  is  not  desirable,  althongh  it  will^lo  no  particular  harm. 

I  hare  not  shown  hiiw  my  key  C  may  be  employed  as  a  push-pin  for  releasing  the 
lid  of  the  case  from  its  spring-catch,  as  I  make  no  cliiim  to  this.  I  will  say,  how- 
ever, that  the  tip  of  the  key  paesfs  through  the  caae-spring,  and  a  shoulder  on  its 
ebank  reats  on  the  latter.  The  retaining  groove  a  ia  made  wide  enough  to  allow  of 
the  neceesary  slight  movement  longitiidiually  of  the  key.  Thia  is  a  common  mode 
of  constructing  such  push-pin  devices. 

It  must  be  borne  in  mind  that  my  invention  is  designed  to  be  applied  only  to  the 
pendants  of  item-winding  watches  wherein  the  key  is  mounted  rotutively  in  the  stem 
and  projects  normally  into  the  movement  to  engage  the  winding-arbor. 

The  drawings  of  the  iiateitt  are  as  follows: 


^ijn) 


I  am  aware  thatithas  been  proposed  to  proTide"key-winding  wat<dieB,"socalIed, 
witb  a  chambered  stem,  and  to  insert  the  key  into  this  stem  simply  as  a  retaining- 
pocket,  wherein  it  is  held  by  a  spring  to  prevent  it  from  dropping  out.  In  thia 
construction,  however,  the  key  does  uot  project  into  the  hollow  of  the  case,  nor  is  ft 
dMirable  or  necessary  that  the  chamber  in  the  stem  shall  connect  with  the  hollow 
cavity  of  the  case,  except  incidentally  to  jirovide  room.     Keys  moQnted  in  pocketa 


522  DECISIONS   OF   U.  S.  COURTS   IN   PATENT   CASES. 

in  the  stoma  in  this  manner  do  not  or  need  not  rotate.  In  the  stem-winding  pendant 
herein  shown  the  key  must  project  into  the  case  and  most  rotate^  and  it  is  not 
intended  that  it  shall  ever  be  withdrawn  from  the  hollow  of  the  stem  or  be  detached 
from  the  case. 

The  only  claim  of  the  patent  upon  which  the  charge  of  infringement 
is  based  is  the  first  claim,  as  follows: 

1.  The  combination,  in  a  stem-winding  watch,  of  the  tubular  stem,  a  key  monnted 
to  rotate  in  said  stem  and  to  project  into  the  movement  and  engage  the  winding- 
arbor,  as  shown,  a  spring  attached  to  one  of  these  parts  and  arranged  to  engage  the 
other  part  to  form  a  latch  device,  as  shown,  and  the  said  winding-arbor,  all  arranged 
substantially  as  and  for  the  purposes  set  forth. 

The  alleged  infringement  is  made  under  the  patent  issued  to  W.  W. 
Bradley,  and  assigned  to  John  C.  Dueber,  (No.  411,420,)  and  dated  Sep- 
tember 24, 1889.    The  patentee  declares  that  his  invention — 

/consists  in  providing  a  wat-chcase  pendant  with  a  peculiar  combination  of  devices 
that  enables  the  push-pin  or  stem  to  perform  the  threefold  purpose  of  winding  the 
watch,  setting  the  hands  of  the  same,  and  operating  the  case-spring,  the  details  of 
said  devices  being  hereinafter  more  fully  described,  and  then  pointed  out  in  the 
claims. 

We  quote  frojn  the  explanation  of  the  drawings  given  by  the 
patentee: 

Figure  1  is  an  enlarged  sectional  elevation  showing  the  various  members  of  my 
watchcase  pendant  separated  from  each  other.  Fig.  2  is  an  axial  section  showing 
said  parts  iitted  within  the  pendant  and  the  push-pin  hold  in  its  normal  position  by 
the  action  of  the  case-spring.  Fig.  3  \s  an  enlarged  axial  section  of  the  spring-clntch 
and  a  modified  form  of  the  keeper. 

A  represents  a  portion  of  the  '^  center''  of  a  hunting-case  watch,  and  B  is  a  pendant 
attached  thereto,  said  pendant  having  at  its  inner  end  a  smooth  bore  C,  opening  into 
a  screw-threaded  chamber  D,  of  somewhat  larger  diameter  than  said  bore,  thus  form- 
ing an  annular  bearing  D  in  said  pendant.  The  opposite  or  outer  end  of  said  chamber 
is  open,  and  this  end  of  the  pendant  is  reduced  in  diameter,  so  as  to  form  a  neck  E 
and  an  annular  shoulder  f,  said  neck  having  the  hollow  crown  or  knob  F  fitted  aroimd 
it,  which  knob  is  screw-threaded  internally,  as  at/,  to  admit  the  screw  g  at  the  onkr 
end  of  the  shank  G  of  the  push-pin  or  stem,  h  is  a  rounded  or  inclined  shoalder 
formed  at  the  junction  of  said  nhank  with  the  spindle  H  of  push-pin  I,  the  latter 
having  a  shoulder  i  at  its  upper  end  and  a  similar  shoulder  i'  at  its  lower  end,  which 
latter  shoulder  t'  is  formed  where  said  pin  or  stem  I  joins  the  square  arbor  K.  This 
arbor  traverses  a  circular  eye  I  in  the  free  end  of  the  case-spring  L,  and  is  arranged 
to  operate  either  the  winding  or  setting  mechanism  in  the  usual  manner.  Engaged 
with  the  Bcrew-threaded  chamber  D  is  a  hollow  nut  or  keeper  M,  whose  bore  m  is 
somewhat  larger  in  diameter  at  top  than  at  bottom,  as  more  clearly  seen  in  Fig.  3, 
and  the  upper  end  of  this  nut  is  nicked  or  slotted  at  m'  m'  to  admit  a  suitable  turn- 
ing implement.  This  nut  may  either  bear  against  the  spring- clutch^  or  it  may  be 
coupled  thereto;  but  as  seen  in  Fig.  2  said  nut  is  screwed  down  until  it  comes  in 
contact  with  an  annular  collar  N  at  the  inner  end  of  said  clutch  O,  the  latter  having 
a  series  of  longitudinal  slots  o  extending  from  its  upper  end  almost  to  said  collar. 
Furthermore,  the  inner  portion  of  this  clutch  is  chambered  out  at  P,  thereby  aflfording 
an  annular  shoulder  K  between  said  chamber  and  the  spring- prongs  p. 

Fig.  2  shows  the  parts  properly  fitted  together  and  in  their  normal 
position. 

When  the  various  parts  of  this  pendant  are  properly  fitted  together  and  occupy 
tbeir  normal  positions,  as  seen  in  Tig.  2,  tVi^  stress  of  spring  L  advances  the  push-pin 
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I  and  forces  its  shoulder  h  against  the  shoulder  R  of  the  clatch;  thereby  causing  the 
crown  F  to  recede  a  slight  distance  from  the  shoulder  e,  in  which  position  of  the 
push-pin  the  arbor  K  is  in  gear  with  the  winding  mechanism ;  but  by  pushing  against 
the  crown  until  it  strikes  the  shoulder  e  the  spring  L  will  be  bent  sufficiently  to 
liberate  the  ** front  back''  of  the  watch  and  allow  it  to  fly  open,  and  by  properly 
turning  said  crown  the  watch  will  be  wound  in  the  usual  manner.  This  fVee 
opening  of  the  case-spring  and  winding  of  the  watch  is  due  to  the  fact  that  the 
spindle  M  now  occupies  the  chamber  P  of  the  clutch,  while  its  prongs  p  surround  the 
shank  G,  but  do  not  grasp  the  same.  Therefore  the  opening  of  the  case  and  wind- 
ing of  the  watch  can  be  performed  without  producing  any  frictional  action  of  the 
spring-clutch,  but  when  the  hands  require  setting  sufficient  force  is  exerted  against 
the  crown  F  to  pull  it  forward  until  the  shoulder  i  comes  in  contact  with  the  inner 
end  of  collar  N,  which  limits  the  advance  of  the  push-pin  and  brings  its  arbor  K  into 
communication  with  the  setting  mechanism.  This  advance  or  outward  pull  of  the 
push-pin  or  stem  causes  its  rounded  shoulder  ^  to  act  as  a  wedge  that  gradually 
opens  the  clutch-prongs  p  and  allows  the  npindle  H  to  be  grasped  by  them,  as  seen 
in  Fig.  4.  Consequently  the  clutch  has  now  a  frictional  hold  around  said  spindle, 
and  when  the  push-pin  is  turned  either  to  the  right  or  left  said  clutch  turns  in  unison 
therewith,  because  it  is  not  engaged  with  the  chamber  D;  neither  is  it  secured 
tightly  within  said  chamber  by  the  nut  or  other  keeper  M.  After  the  hands  have 
been  set  sufficient  pressure  is  exerted  against  the  crown  F'to  overcome  the  grasp  of 
the  clutch  and  force  the  push-piu  or  stem  back  to  its  original  position,  where  it  again 
assumes  its  normal  function  of  opening  the  case  and  winding  the'watch. 

The  court  below  held  that  the  Colby  patent  was  for  a  new  and  useful 
device  and  was  valid,  and  that  the  defendants'  device  was  an  infringe- 
ment thereof,  and  after  the  hearing  upon  the  merits  entered  a  decree 
for  a  perpetual  injunction,  and  referred  the  question  of  damages  to  a 
master.  Pending  the  reference  this  appeal  was  taken,  under  section  7 
of  the  Court  of  Appeals  act,  from  the  decree  below,  as  an  interlocutory 
order  granting  an  injunction. 

Before  Taft,  Lurton,  and  Hammond,  Judges. 

Taft,  J.y  (after  stating  the  facts:) 

The  decree  of  the  Circuit  Court  must  be  reversed  for  two  reasons: 
first,  because  the  Colby  patent,  in  view  of  the  state  of  the  art,  did  not 
involve  patentable  invention;  second,  even  if  the  Colby  patent  can  be 
sustained,  its  scope  is  so  narrow,  in  view  of  prior  inventions,  that  the 
defendants'  device  is  not  an  infringement. 

The  object  of  Colby's  device  was  to  permit  the  movement  of  a  stem- 
winding  watch  to  be  lifted  out  of  the  case  and  freed  from  the  stem-arbor 
or  key  by  withdrawing  the  key  from  its  connection  with  the  movement 
back  into  the  stem  and  so  securing  it  in  both  its  outer  and  inner  posi- 
tions in  the  stem  that  it  could  not  be  move<l  from  either  to  the  other 
without  an  eftbrt.    The  outer  and  inner  positions  of  the  key  were  secured 
by  spring- latches.    The  spring-latches  were  effected  by  a  spring  attached 
either  to  the  inside  of  the  stem  or  to  the  key,  the  ends  or  shoulders  of 
which  took  into  or  struck  against  annular  grooves  or  shoulders  on  the 
other  piece.    It  was  old  in  the  art  to  permit  the  movement  of  the  stem, 
winding  watch  to  be  removed  from  the  case  by  withdrawing  the  ki^y 
back  into  the  stem.    This  is  shown  in  the  Fitch  patent  issued  Octob^X! 
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28,  1879.  It  has  the  ordinary  Rt«m  aud  stem-arbor.  The  stem-arbor 
prqjec;t«  into  the  movement  and  engap^es  the  winding-arbor.  A  spiral 
Hpring  working  between  a  shoulder  on  the  inner  end  of  the  stem-arbor 
and  the  inner  end  of  the  pendant  or  stem  holds  the  stem-arbor  in  engage- 
ment with  the  winding-arbor.  When  the  movement  is  to  be  removed 
and  it  is  desired  to  retract  the  stem-arbor,  the  owner  or  operator  pulls 
the  crown  of  the  stem-arbor  outward,  overcomes  the  force  of  the  spiral 
or  helical  spring,  aud  withdraws  the  stem  arbor  into  the  stem  sufficiently 
to  permit  the  lifting  of  the  movement  out  of  the  case.  A  similar  patent 
granted  to  Fitch,  with  the  helical  spring  placed  inside  the  stem  instead 
of  inside  the  case,  was  an  earlier  patent  by  the  same  inventor.  The 
Fitch  patent,  it  will  be  observed,  had  not  the  spring-latch  feature  of  the 
Colby  patent.  The  spiral  spring  opeiated  merely  to  hold  the  stem-arbor, 
by  the  constant  force  of  the  spring,  in  operation  with  the  winding-arbor, 
and  the  spring-pressure  had  to  be  overcome  by  the  operator,  and  con- 
tinuously overcome  while  the  stem  remained  retracted.  The  Fitch  pat- 
ent does  show,  however,  the  retraction  of  the  stem  from  one  position 
to  another  for  the  i)urpose  of  releasing  the  movement,  and  it  uses  as  an 
agent  in  maintaining  one  of  the  two  positions  a  spiral  or  helical  spring. 
It  prt^sents  the  same  short  stem-arbor  that  we  find  in  the  Colby  patent. 
The  Lohnmn  patent  is  for  a  stem-winding  and  stem  setting  watch— 
l\u\{  is»  a  watch  in  which  the  key  in  the  stem  extends  into  the  move- 
\\\v\\{  and  maybe  adjusted  either  to  wind  or  to  set  the  watch  by  its 
loMfiltudinal  movement  in  the  stem.  In  order  to  maintain  the  key  in 
the  Inner  and  outer  positions  in  the  stem,  two  annular  grooves  on  the 
Kt\v  are  provided  at  its  inner  end  within  the  case,  and  a  spring-latch 
whirh  is  secured  in  the  movement  takes  into  one  or  the  other  of  these 
annular  grooves  and  holds  the  stem-arbor  in  position  either  for  winding 
or  setting.  The  spring,  like  that  in  the  Colby  patent,  is  strong  enough 
to  hold  the  stem  in  position  againstany  movement  of  the  crown,  except 
by  special  effort.  The  Lehman  patent  thus  shows  the  spring-lat^ih 
inside  of  the  case  used  upon  the  stem-arbor  to  secure  the  inner  and 
outer  positions  of  the  stem-arbor  against  anything  but  special  effort. 
The  Lehman  patent,  however,  does  not  provide  for  an  easy  removal  of 
the  movement  from  the  case  by  retraction  of  the  stem-arbor.  The 
Yager  patent,  invented  in  1862,  is  a  French  patent  for  a  stem  winding 
and  setting  watch  in  which  the  movement  may  be  easily  taken  out  of 
the  case  by  a  retraction  of  the  stem.  The  inner  end  of  the  key  or 
stem-arbor,  reaching  beyond  the  stem  inwardly,  has  two  annular 
grooves.  Inside  the  outer  rim  of  the  case  is  a  split  spring,  which 
embraces  the  end  of  the  stem  arbor.  As  the  stemarbor  is  pulled  out> 
wardly  this  spring  takes  into  one  annular  groove  of  the  arbor,  and  as 
the  arbor  is  pressed  inwardly  it  takes  into  the  other,  and  thus  secures 
a  stationary  position  of  the  stem-arbor,  permits  its  rotation  in  either 
position,  and  prevents  its  disturbance  except  by  special  effort.  There 
is  no  difference  between  the  spring  latch  of  the  Yager  patent  and  the 
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fQDctions  which  it  performs  and  those  which  the  apring-latch  in  the 
Colby  patent  performs  except  that  the  spring-latch  of  the  Colby  patent 
is  located  inside  of  tlie  stem  instead  of  being  inside  the  case.  We 
thus  find  in  the  prior  art  the  use  of  the  spring-latch  upon  the  st^m  for 
the  exact  i>urpose  which  Colby  had  in  mind — namely,  of  securing  the 
stem  in  two  different  positions,  the  inner  and  outer  positions,  from 
either  of  which  the  arbor  could  not  be  moved  to  the  other  position 
without  special  effort.  Even  if  it  required  invention  to  change  the 
location  of  the  spring-latch  from  its  position  inside  the  case,  as  shown 
in  the  Yager  and  Lehman  patents,  to  one  inside  the  stem,  as  in  Colby's 
device,  that  change  was  also  suggested  in  the  prior  art.  It  is  found  in 
the  Fisher  and  Lucas  patent.  That  was  a  patent  of  June  26, 1877.  It 
was  not  for  either  a  stem-winding  or  a  stem-setting  watch.  It.was  a 
so-called  "key-winding"  watch;  but  the  stem  of  the  watch  was  used 
as  the  place  in  which  to  hold  the  key.  When  the  key  was  to  be  used 
as  such,  it  was  removed  entirely  from  the  stem  and  applied  as  an  ordi- 
nary key  in  an  old-style  watch.  When  not  thus  used,  the  key  fitted 
into  the  stem,  and  while  in  the  stem  operated  as  a  push-pin  against  the 
spring  wliich  held  the  case  shut,  and  thus  was  used  to  open  the  case. 
llie  key  had  a  crown  like  that  of  the  stem-arbor  of  a  stem-winding 
watch.  The  stem  did  not  open  into  the  case  of  the  watch  and  the  key 
did  not  reach  through  the  side  of  the  case  into  the  movement,  as 
in  stem  winding  watches.  TJie  key  was  secured  in  the  stem  by 
springs  attached  to  tlie  key.  Which  had  annular  grooves  in  them, 
into  which  the  projecting  outer  ends  of  the  stem  took  and  prevented 
the  key  from  being  removed  from  the  stem  except  by  a  pull.  This 
showed  the  use  of  the  spring-latch  inside  the  stem  to  secure  the  key  in 
a  position  from  which  it  could  not  be  moved  except  by  special  effort. 
It  showed  the  spring-latch  operating  between  the  stem  and  the  stem- 
arbor  or  key.  Although  the  capacity  of  the  key  for  rotation  in  the 
stem  was  not  utilized  in  the  Fisher  and  Lucas  patent,  it  plainly  had 
such  capacity.  It  is  true  that  the  key  was  not  used  as  a  key  while  in 
it«  position  inside  of  the  stem,  but  it  occupied  the  place  where  the 
ordinary  stem-arbor  is,  and,  so  far  as  the  function  of  retaining  the  key 
in  one  position  from  which  it  could  not  be  moved  except  by  special 
effort,  the  spring  and  the  groove,  or,  in  other  words,  the  spring-latch, 
of  the  Fisher  and  Lucas  patent  discharged  the  same  function  as  the 

• 

spring-latch  of  the  Colby  patent.  The  Colby  patent  is  a  mere  duplica- 
tion of  the  same  device,  in  the  same  place,  for  the  same  general  pur- 
pose. By  putting  the  Fisher  and  Lucas  patent  alongside  the  Lehman 
and  Yager  and  the  Fitch  patents  one  finds  every  element  of  the  Colby 
patent  discharging  the  same  function  without  accomplishing  any  new 
result.  The  Colby  device  is  possibly  a  neater  form  and  works  in  a 
smoother  way;  but  that  is  all.  It  is  questionable  whether,  without 
reference  to  the  prior  art,  the  use  of  a  latch-spring  t/O  hold  yieldingly  a 
shaft  inside  of  a  cylinder  in  two  different  positions  at  different  times 
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-would  involve  patentable  invention.  Certainly  it  does  not  involve  pat- 
entable invention  when  we  find  the  suggestions  of  every  feature  of  it 
in  the  prior  patents  already  referred  to. 

The  fact  that  for  a  time  the  defendant  was  a  licensee  of  the  Colby 
patent  cannot,  of  course,  estop  the  defendant  from  disputing  it«  valid- 
ity in  a  suit  for  infringements  charged  to  have  taken  place  after  the 
license  was  withdrawn.  Such  a  fact,  in  a  doubtful  case,  might  have 
considerable  evidential  force  as  an  admission  of  the  validity  of  the 
patent  by  the  licensee.  Here,  however,  we  do  not  have  a  case  involv- 
ing doubt.  More  than  this,  the  license  embraced  the  Fitch  and  the 
Fisher  and  Lucas  patents,  and  the  iulmission  contained  in  the  act  of 
accepting  the  license  thereby  loses  much  of  its  weight. 

Another  ground  relied  upon  and  strenuously  i)ressed  on  the  court 
for  holding  that  the  Colby  i)atent  involves  invention  is  the  fact  that  it 
has  gone  into  very  general  use.  The  Colby  device  is  used  chiefly  in 
stem  winding  and  setting  watches,  and  not  in  a  stem-winding  watch, 
for  which  it  was  invented.  It  is  used  in  connection  with  movements 
made  under  the  Church  patent,  which  we  had  to  consider  in  the  case 
of  Columbtis  Watch  Co.  v.  Robbins,  (C.  D.,  1895,  105;  70  O.  G.,  132; 
22  U.  S.  App.,  GOl ;  12  C.  C.  A.,  174 ;  G4  Fed.  Rep.,  384.)  The  in-and-out 
movement  of  the  stem- arbor  of  the  Colby  patent  was,  when  united 
with  the  Church  patent,  readily  adapted  to  shift  the  winding  and  hand- 
setting  train  from  one  engagement  to  the  other,  and  as  the  patents 
were  owned  by  the  same  persons  the  Colby  device  came  to  be  largely 
used  with  the  Church  movement.  Its  extensive  use  is  due  rather  to 
the  meritorious  character  of  the  Church  invention  than  to  the  fact  that 
it  has  supplied  a  long-felt  want  in  the  field  of  watchmaking.  Extensive 
use  is  only  an  element  to  be  considered  in  a  case  where  patentability 
and  invention  are  doubtful.  Where,  as  here,  the  extended  use  can  be 
attributed  to  something  other  than  the  mere  novelty  of  the  device,  it 
loses  its  evidential  force. 

Second.  Even  if  the  Colby  device  is  to  be  sustained  as  valid,  the 
prior  art  is  so  close  to  it  that  its  scope  must  be  narrowly  limited.  The 
defendants'  device  does  not  contain  a  spring  attached  either  to  the 
stem  or  to  the  key.  It  is  attached  to  a  hollow  nut  or  threaded  cylinder 
which  moves  witli,  the  rotation  of  the  key  and  saves  the  grinding  of 
the  spring  ends  in  the  annular  grooves  or  against  the  annular  shoal 
ders  and  performs  the  same  function  in  a  somewhat  different  way. 
Unquestionably  if  the  Colby  patent  could  be  held  to  be  a  pioneer 
patent  and  one  requiring  a  broad  construction  we  should  hold  that  the 
latch-spring  contained  in  the  Colby  patent  is  seen  in  the  defendants' 
device;  but  the  Colby  patent  must  be  limited  to  the  particular  form 
shown,  and  in  this  view  there  is  a  distinguishing  difference  in  that  the 
spring  in  the  defendants'  device  is  not  attached  to  either  the  key  or 
the  stem.  It  is  held  in  position  inside  of  the  stem  in  a  different  way— 
a  way  which  enabled  the  inventor  to  prevent  the  friction  of  the  spring 
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end  against  the  stem  or  the  stem-arbor  during  the  rotation  of  the  stem- 
arbor.  This  is  enough  to  e8cai)e  infringement.  The  learned  judge  at 
the  circuit  held  otherwise.  An  examination  of  his  opinion  satisfies  us 
that  he  gave  much  t4>o  wide  a  scope  to  the  object  and  the  result  of  the 
Uolby  patent  and  that  the  benefits  which  he  pointed  out  are  due  wholly 
to  its  connection  with  the  Church  movement  in  a  stem  winding  and 
setting  watch.  Of  course  Colby  would  be  entitled  to  any  benefit 
which  might  come  from  the  use  of  his  device  in  a  stem-set  watch, 
although  he  might  never  have  contemplated  its  use  in  such  a  watch; 
but  the  argument  that  his  device  mu8t  have  novelty  and  invention  in 
it  because  of  its  extensive  use  must  fail  when  it  is  seen  that  the 
extended  use  finds  its  explanation  in  tlie  novelty  and  utility  of  the 
Church  movement,  with  which  it  is  sold,  and  not  in  anything  either 
novel  or  strange  in  the  mechanism  of  the  Colby  stem. 

The  decree  is  reversed,  at  the  cost  of  the  appellees,  with  instructions 
tx)  dismiss  the  bill. 


[Court  of  Appeals  of  the  Distrirt  of  Columbia.] 

Drawbaugh  r.  Seymour,  Commissioner  of  Patents. 

Decided  September  29,  189ii. 
11  O.  G.,  313. 

1.  Drawbaugh— Telephone — Rb.jkction 

Applications  of  Daniel  Drawbaugh,  Serial  No.  111,.554,  filed  November  12, 1893, 
and  Serial  No.  126,530,  filed  April  3,  1884,  for  telephone-transmitters,  examined 
and  Held  to  have  been  j»roperly  rejected  by  the  Patent  Office,  as  Drawbaugh  was 
not  the  inventor. 

2.  Affidavit  Under  Rule  75. 

In  an  affidavit  under  Rule  75  total  omission  of  a  statement  of  facts  as  to  the 
time  and  circumstances  of  the  conception  of  the  invention  and  its  development 
to  completion  prior  to  the  filing  date  of  the  reference  is  fatal. 

3.  Statutory  Requirements— CoMPLrANCK  With — Onus  on  Applicant. 

In  an  application  for  a  patent  the  onus  of  showing  that  all  the  conditions  and 
provisions  of  the  law  have  been  fully  complied  with,  making  it  appear  that  the 
inventor  is  justly  entitled  to  a  patent  under  the  law,  and  showing  that  the  inven- 
tion is  sufficiently  useful  and  important  to  justify  the  issue  of  a  patent  is  upon 
the  applicant. 

4.  Commissioner— Authority  and  Duty  of. 

Notwithstanding  that  the  law  has  provided  certain  official  agencies  to  advance 
the  work  of  the  Patent  Office  the  Commissioner  is  the  head  of  the  Bureau,  and 
if  there  be  any  reasonable  ground  within  his  knowledge  why  a  patent  should 
not  issue,  whether  specific  objection  be  raised  by  the  Examiners  or  not,  it  is  his 
duty  to  refuse  the  patent,  and  it  is  especially  his  duty  to  do  so  when  the  Primary 
Examiner  and  the  Examiners-in-Chief  have  found  such  ground  for  refusal  to 
exist. 

5.  Defense  of  Priority — Prior  Invention  Must  Have  Been  Complete. 

Where  a  plaintiff  claims  to  be  an  original  inventor  and  the  defense  is  that  the 
defendant  is  a  prior  inventor,  thus  conceding  the  invention  of  the  plaintiff,  but 
challenging  his  claim  to  priority  of  invention,  it  is  imperative  that  the  invention 
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or  discovery  relied  upon  as  a  defense  must  have  been  complete  and  capable  of 
producing  the  result  sought  to  be  accomplished,  and  this  fact  most  be  shown  by 
the  defendant.  Progress,  as  such,  no  matter  how  near  it  may  have  approximated 
the  end  in  view,  cannot  avail  to  defeat  a  patent.  (Citing  CoJJin  v.  Ogie^,  5 
O.  G.,  270;  18  Wall.,  120-124.) 

6.  Finding  by  Supreme  Court  Conclusive. 

It  is  not  for  a  moment  snpposable  that  if  a  device  produced  in  an  incomplete 
state  by  the  defense  in  a  court  suit  was  or  had  been  practically  operative  it 
would  not  have  been  produced  in  evidence  in  an  operative  condition.  In  view 
of  this  and  in  view  of  a  finding  by  the  Supreme  Court  that  the  original  instrn- 
ment  did  not  disclose  the  complete  invention  and  that  all  claims  to  the  contrary 
are  wholly  unfounded  in  truth  such  finding  will  be  accepted  as  final  and  con- 
clusive. 

7.  Technical  Party — Judgment. 

It  is  not  necessary  that  a  person  should  appear  upon  the  record  as  a  technical 
party  to  the  proceedings  in  order  to  be  bound  by  a  judgment.  If  he  be  a  snb- 
stantial  party,  he  will  be  bound  by  the  finding  in  the  case. 

8.  Uncertified  Court  Record — Official  Report,  Taking  Notice  of. 

It  is  not  necessary  that  a  duly-certified  transcript  record  of  a  case  in  a  Federal 
court  be  filed  in  the  Patent  Office  in  order  to  render  it  competent  for  its  tribu- 
nals to  take  notice  of  and  be  guided  thereby.  The  officials  of  the  Patent  Office 
are  not  obliged  to  find  their  conclusions  and  judgments  upon  such  evidence  pro- 
duced in  such  manner  and  form  as  is  required  by  the  rules  of  common  law.  Thej 
are  not  confined  to  merely  technical  evidence,  but  may  resort  to  any  source  of 
intelligence  upon  which  they  can  reasonably  and  safely  act.  The  findingD  and 
judgment  of  a  court  as  published  in  an  official  report  are  therefore  competent  to 
them,  and  were  in  this  case  ample  ground  for  the  rejection  of  claims. 

Appeal  No.  32.  In  tbe  matter  of  the  application  of  Daniel  Drawbaugb, 
assignor,  and  the  Drawbaugh  Telephone  and  Telegraph  Company, 
assignee,  by  mesne  assignments,  for  an  improvement  in  telephone-trans 
mitters. 

Appeal  Xo.  34.  In  the  matter  of  the  application  of  Daniel  Drawbaagh, 
assignor,  and  Drawbaugh  Telephone  an(^ Telegraph  Company,  assignee, 
for  an  improvement  in  telephone  transmitters. 

Messrs.  Church  <i-  Church  for  the  appellants. 
Mr,  Levin  H.  Campbell  for  the  Commissioner, 

Alvey,  Ch.  J.; 

These  appeals,  Nos.  32  and  34,  are  from  the  Patent  OflBce,  and  present 
questions  of  the  right  to  patents  for  certain  alleged  new  and  useful 
improvements  in  telephone- transmitters.  The  applications  in  the  two 
cases  are  founded  upon  substantially  the  same  subject  of  alleged  inven- 
tion, and  the  questions  presented  in  the  two  cases  are  substantially  the 
same;  and  the  two  appeals  have  been  argued  together  as  one  case, and 
may  therefore  be  considered  and  determined  together  as  one  case. 

The  oral  argument  was  heard  in  November  last,  but  time  was  given 
to  file  additional  briefs  as  to  a  question  of  practice  and  of  power  in 
the  Patent  Oftice;  and  in  the  meantime  the  appellant,  Drawbangh, 
made  application  to  Congress  for  relief  in  respect  to  his  alleged  inven 
tions  of  the  speaking- telephone  and  operative  apparatus  including  the 
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alleged  inveDtions  involved  in  these  appeals.  While  that  application 
was  pending  and  being  considered  by  a  Congressional  committee,  we 
deemed  it  proper  to  withhold  the  decision  of  this  Coart,  as  oar  decision 
might,  possibly,  affect  prejudicially  the  application  to  Congress.  We 
have,  however,  been  informed  that  the  particnlar  claim  of  invention 
involved  in  these  appeals  has  been  withdrawn  fh>m  the  application 
before  Congress,  and  we  now  proceed  to  decide  apon  and  dispose  of 
the  claims  presented  in  the  present  application. 

The  records  of  these  appeals  show,  that  on  the  12th  of  November,  1883, 
the  appellant,  Daniel  Drawbaugh,  filed  in  the  Patent  Office  an  applica- 
tion for  a  patent  fur  certain  new  and  usefal  improvements  in  telephone- 
transmitters,  which  application  became  known  and  designated  as  Serial 
Xo.  111,554  and  is  the  one  upon  which  the  appeal  in  Case  No.  32  is 
based.  That  subsequently,  on  the  3d  of  April,  1884,  Drawbaugh  filed 
a  second  application,  as  a  division  of  his  prior  application  of  the  12th 
November,  1883,  whereby  he  sought  to  obtain  a  patent  for  a  divisible 
part  of  the  invention  described  and  claimed  in  his  prior  application. 
This  second  application  is  known  and  designated  as  Serial  No.  126,530 
and  is  the  application  upon  which  the  appeal  in  No.  34  is  founded. 

Both  of  the  applications  in  question  have  been  assigned  to  and  are 
now  owned  by  the  Drawbaugh  Telephone  and  Telegraph  Company, 
according  to  the  statement  contained  in  the  brief  of  the  appellant. 

The  claims  in  No.  111,554  are  five  in  number,  and  in  No.  126,530  the 
claims  were  sixteen  in  number,  though  only  the  first  nine  of  these 
latter  are  presented  for  consideration  here; — these  latter,  and  the  five 
claims  in  No.  111,554,  are  those  only  involved  on  the  present  appeals. 
These  several  claims  are  recited  in  the  margin  below,  in  the  terms  in 
which  they  were  made  in  the  Patent  Office.*    They  were  all  rejected 

•Claims  of  No.  111,554. 

1.  Aa  a  tension-regulator  or  meana  lor  varying  the  resistance  to  a  telephonio 
carrent  linely-divided  conducting  material  in  a  loose  or  free  state,  substantially 
as  described. 

2.  The  combination  with  a  body  of  finely-divided  conducting  material  in  a  loose 
and  free  state,  of  a  vibratory  plate  or  diaphragm  for  varying  the  resistanoe  of  Maid 
body,  substantially  as  described. 

3.  In  a  telephone,  in  combination  with  the  diaphragm  thereof,  a  mass  of  com- 
minuted conducting  mati^rial  interposed  in  the  electric  current  and  operated  upon 
by  sound-waves  to  vary  the  current,  substantially  as  described. 

4.  As  a  tension-regulator  or  means  for  varying  the  resistance  in  telephone-trans- 
mitters, finely-divided  carbon  in  a  loose  and  free  state. 

5.  The  combination  in  a  telephone-transmitter  with  a  body  of  finely-divided 
carbon  in  a  loose  and  free  state  of  a  vibratory  plate  or  diaphragm  for  varying  the 
electrical  resistance  of  said  body  in  accordance  with  its  own  vibrations. 

Claims  of  No.  126,530. 

1.  In  a  telephone-transmitter,  and  in  combination  with  the  diaphragm,  a  layer  of 
tinely-divided  conducting  material,  interposed  between  two  condacting-plates,  one 
of  which  ia  connected  to  the  diaphragm,  substantially  as  described. 

2.  In  a  telephone,  a  diaphragm,  two  conduoting-platee,  one  plate  being  connected 

H.  Doc.  354 34 
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by  the  Primary  Examiner,  and  his  rejection  of  such  claims  was  duly 
affirmed  by  the  Board  of  Examiners-in-Chief  on  appeal  by  Drawbaugb, 
and  on  farther  appeals  to  the  Oommissioner  in  person,  the  rejection  of 
the  preceding  claims  was  affirmed ;  and  hence  the  appeals  to  this  Court 

The  rejection  of  the  applications  on  the  several  appeals,  was  foanded 
principally  upon  three  grounds:  First,  that  Drawbaugh,  the  appellaot, 
failed  to  overcome  and  show  antedates  of  his  alleged  invention  to  the 
dates  of  certain  references  made  in  the  Patent  Office,  being  patents 
and  publications,  showing  and  describing,  in  substantial  manner,  the 
invention  claimed  by  Drawbaugh,  by  reason  of  the  insufficiency,  and 
incredibility  of  the  affidavit  or  affidavits,  filed  by  him,  under  Role 
75  of  the  Patent  Office:  second  and  principally,  that  Drawbaugh  was 
not  in  fact  the  inventor  at  all  of  the  telephone  transmitter  claimed  by 
him,  so  held  by  the  officials  of  the  Patent  Office,  on  the  findings  and 
authority  of  the  Supreme  Court  of  the  United  States,  in  case  of  the 
American  Bell  Telephone  Company  v.  The  Peoples  Telephone  Company, 
reported  with  other  cases,  in  C.  D.,  1888,  321 ;  43  O.  G.,  377  and  126 
U.  S.,  1,  and  known  as  the  ^^  Telephone  Cases,^^  And  thirdly,  that  if 
Drawbaugh  had  in  faet  made  any  progress  toward  completing  soch 
invention  as  that  claimed  by  him,  he  had,  by  his  great  delay  and  neg* 
lect  in  completing  and  bringing  forward  the  same,  abandoned  all  claim 
thereto. 

The  appellant  has  assigned  a  great  number  of  reasons  for  the 
appeals — eighteen  in  all, — ^the  reasons  being  the  same  in  both  appeals. 
The  errors  assigned  against  the  rulings  of  the  Patent  Office  officials 
are  reducible  to  three  or  four;  and  are  that  the  Commissioner  erred  in 

to  said  diaphragm,  and  the  other  plat«  having  a  means  of  adjustment  for  varying 
its  position  with  reference  to  the  first  plate,  and  a  mass  of  comminuted  conductiDf 
material  interposed  between  said  plates,  snbstantiaUy  as  described. 

3.  In  a  telephone-transmitter,  commiunted  conducting  material,  the  supporting 
tube  or  cup  and  the  conducting-plates,  substantially  as  described. 

4.  In  a  telephone,  comminuted  conducting  material,  the  supporting  tube  or  cop  of 
non-conducting  material,  and  the  oonductiug-plates,  substantially  as  described. 

5.  In  a  telephone,  comminuted  conducting  material,  the  supporting  tube  or  eap 
attached  to  and  carried  by  the  mouthpiece  or  cover  and  the  conduoting-platei, 
substantially  as  described. 

6.  The  combination  in  a  telephone  and  with  the  circuit  thereof,  a  diaphragm,! 
mass  of  finely-divided  conducting  material,  a  support  for  the  latter  and  ac^jusling 
devices  engaging  said  support,  substantially  as  described. 

7.  In  a  telephony,  a  diaphragm,  two  plates  of  conducting  material,  one  of  which 
is  influenced  by  the  vibrations  of  said  diaphragm,  a  mass  of  divided  condacling 
material  between  said  plates,  and  a  means  of  varying  the  initial  pressure  applied  to 
said  mass  by  said  plates,  or  either  of  them,  substantially  as  described. 

8.  In  a  telephone,  and  in  combination  with  the  two  conducting-plates,  one  of 
which  is  vibrated  by  the  diaphragm  and  an  interposed  electrode,  a  support  for  the 
electrode  passing  through  the  diaphragm  and  attached  to  the  cover  or  mouthpiece, 
substantially  as  described. 

9.  In  a  telephone,  the  combination  of  a  resistance- varying  electrode,  a^justiD^ 
devices  for  varying  the  initial  pressure  upon  said  electrode,  located  upon  aod  ope^ 
ated  outside  of  the  cover  or  mouthpiece,  substantially  as  described. 
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ejecting  as  incompetent  and  insufficient  the  affidavits  of  applicant 
Lied  under  Rule  75,  to  the  effect  that  applicant's  invention  was  com- 
»Iete  and  reduced  to  practice  prior  to  the  dates  of  the  patents  and 
publications  cited  against  him  by  the  Primary  Examiner:  that  the 
Commissioner  erred  in  holding  in  effect  that  the  applicant  Drawbaugh 
ras  discredited  and  rendered  incompetent  to  establish  the  actual  fact 
.nd  prior  date  of  his  invention,  by  reason  of  the  opinion  and  findings 
if  the  Supreme  Court,  in  the  ^^  Telephone  Cases'":  that  the  Commis- 
iouer  erred  in  admitting  and  considering  the  opinion  and  findings  of 
he  Supreme  Court  in  the  ^^  Telephone  Gases^\  as  proof  of  the  facts 
lleged  therein;  and  that  the  Commissioner  erred  in  giving  effect  to 
he  opinion  and  findings  of  the  Supreme  Coupt,  as  an  estoppel.  And 
ui'ther  that  the  Commissioner  erred  in  finding  as  matter  of  fact,  and 
Q  the  absence  of  competent  evidence,  that  the  telephone-transmitter 
lade  and  used  by  the  applicant  prior  to  June,  1878,  and  referred  to  in 
is  affidavit,  was  inoperative,  incomplete,  or  abandoned.  The  reasons 
.ssigned  for  the  appeals  are  set  out  in  detail  in  the  margin  below.* 

*  Reasons  of  Appeal. 

1.  That  the  CommissioDer  erred  in  admitting  and  considering  the  opinion  of  the 
npreme  Court  of  the  United  States  in  American  Bell  Telephone  Company  v.  T%e 
*eopW8  Telephone  Company  (C.  D.,  1888,  321;  4309,  377;  126  U.S.,1)  as  proof  of  the 
icts  alleged  tharein. 

2.  That  the  Commissioner  erred  in  considering  evidence  dehors  the  record. 

3.  That  the  Commissioner  erred  in  predicating  his  finding  of  fact  upon  an  examina- 
ion  of  an  alleged  copy  of  the  evidence  in  A%ntrican  Bell  Telephone  Company  v.  The 
People's  Telephone  Company,  said  evidence  not  having  heen  produced  as  part  of  the 
Dcord  and  no  opportunity  afforded  applicant  to  be  heard  thereon  or  to  offer  evi- 
ence  in  explanation  or  denial  thereof. 

4.  That  the  Commissioner  erred  in  giving  effect  to  the  said  opinion  of  the  Supreme 
!ourt  of  the  United  States  as  an  estoppel. 

5.  That  the  Commissioner  erred  in  holding  in  effect  that  the  questions  of  origi- 
ality  and  invention  of  the  subject-matter  of  this  application  are  res  adjudicata  in 
lew  of  American  Bell  Telephone  Company  v.  The  People's  Telephone  Company, 

6.  That  the  Commissioner  erred  in  holdiug  in  effect  that  the  applicant,  Drawbangh, 
ras  discredited  and  rendered  incompetent  to  establish  the  actual  fact  and  date  of 
is  invention  by  reason  of  the  said  opinion  and  finding  of  the  Supreme  Court  of  the 
Inited  States. 

7.  That  the  Commissioner  erred  in  finding  as  a  matter  of  fact  and  in  the  absence 
f  competent  evidence  that  the  telephone-transmitter  made  and  used  by  the  appli- 
ant  prior  to  June,  1878,  and  referred  to  in  his  affidavit  was  inoperative,  incomplete, 
r  abandoned. 

8.  That  the  Commissioner  erred  in  rejecting  as  incompetent  and  insufficient  the 
ffidavits  of  applicant  filed  under  Rule  75,  to  the  effect  that  applicant's  invention 
ras  completed  and  reduced  to  practice  prior  to  the  dates  of  the  patents  and  publica- 
ions  cited  against  him  by  the  Primary  Examiner. 

9.  That  the  Commissioner  erred  in  finding  as  a  matter  of  fact  that  the  apparatus 
escribed  and  claimed  in  this  application  is  in  all  respects  as  to  construction  and 
peration  the  same  as  the  alleged  reproduction  of  exhibit  **¥'*  referred  to  in  the 
pinion  of  the  Supreme  Court  of  the  United  States. 

10.  That  the  Commissioner  erred  in  deciding  and  holding  that  applicant  is  bound 
nd  concluded  by  the  opinion  and  decision  of  the  Supreme  Conrt  of  the  United. 
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It  is  not  denied  by  Drawbaugii,  indeed  could  not  be,  tliat  the  patents 
and  publications  given  as  references  in  the  Patent  Office,  show  and 
describe  substantially  the  same  invention  as  that  claimed  by  hinu 
Some  of  the  claims  set  forth  in  his  application  are  almost  literal  tran- 
scripts of  the  claims  in  the  Hunning's  patents  of  1881,  given  as  refer- 
ences, with  others,  in  the  Patent  Office.  But  the  contention  of  Draw- 
baugh  is,  that  he  made  the  invention,  the  subject  of  his  present  claim, 
before  the  dates  of  the  patents  and  publications  referred  to  in  the 
Patent  Office.  He  claims,  according  to  his  affidavits,  that  his  inven- 
tion was  prior  to  June,  1878.  He  says,  in  his  brief,  that  he  is  now 
fighting  for  a  status.    He  says, — 

**  he  does  not  expect  that  the  decision  of  this  court,  at  this  time,  will  award  him  t 
pateut.  He  expects  to  have  to  prove  by  legal  evidence  h\%  prwritjf  over  other  claim- 
ants to  the  same  invention,  and  what  he  now  desires  is  to  be  pnt  in  position  to  mstke 
the  contest." 

In  his  attempt  to  put  himself  in  position  to  make  such  contest,  and 
to  show  priority  of  his  alleged  invention  over  the  references  given  be 
filed  affidavits  in  each  case,  substantially  in  the  same  terms,  under 
Kule  75.    In  the  first  of  these  affidavits  he  deposed  and  said, 

''that  he  is  the  inventor  of  the  snbject-matter  described  and  claimed  in  the  above- 
entitled  application:  that  prior  to  the  month  of  Jane,  1878,  he  constructed,  used 
and  practically  operated  a  telephone-transmitter  the  same  in  aU  essential  partico- 

States  in  the  case  of  the  American  Bell  Telephone  Company  v.  The  Peoples  Tel^kont 
Company  from  asserting  originality  and  priority  of  invention  of  the  subject-matter 
of  this  application,  the  parties,  subject-matter,  and  issues  tried  in  said  suit  being 
essentially  different  from  those  presented  in  this  case. 

11.  That  the  Commissioner  exceeded  his  Jurisdiction  in  importing  into  the  ca«e,]u 
a  reason  for  rejection,  the  alleged  insufficiency  of  the  affidavit  filed  by  applicant 
under  Rule  75. 

12.  That  the  Commissioner  erred  in  considering  on  appeal  and  in  relying  uponw 
one  of  the  grounds  for  the  affirmance  of  the  decision  of  the  Board  the  alleged  insafli- 
ciency  of  the  affidavit  filed,  said  objection  or  reason  for  rejection  not  having  been 
advanced  in  the  first  instance  by  the  Primary  Exan^iner  and  no  opportunity  having 
been  allowed  applicant  to  either  traverse  or  meet  said  grounds  or  reasons  of  rejec- 
tion. 

13.  That  the  Commissioner  erred  in  considering  on  appeal  reasons  and  grounds  of 
rejection  not  given  by  the  Primary  Examiner  and  which  the  applicant  under  the 
statutes  and  the  rules  was  not  required  to  meet. 

14.  The  Commissioner  erred  in  finding  that  the  invention  of  this  application  bis 
been  in  public  use  for  more  than  fifteen  years  or  for  any  period,  there  being  no  evi- 
dence in  the  record  establishing  the  fact  or  time  of  use. 

15.  The  Commissioner  erred  in  deciding  that  applicant  is  debarred  by  considera- 
tions of  public  policy  from  obtaining  a  patent  for  the  invention  described  and 
claimed  in  his  said  application. 

16.  That  the  Commissioner  erred  in  refusing  to  grant  a  patent  as  prayed,  because 
of  the  decision  of  the  Supreme  Court  of  the  United  States  in  American  Bell  Telephone 
Company  v.  The  Peoples  Telephone  Company. 

17.  That  the  Commissioner  erred  in  deciding  that  the  affidavit  filed  by  applicant 
under  Rule  75  is  insufficient. 

18.  Tliat  the  Commissioner  erred  in  deciding  that  the  invention  described  and 
claimed  in  said  application  was  abandoned  or  the  right  to  a  patent  thereto  forfeite<l. 
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Ian  as  described  in  said  application ;  that  portions  of  the  said  transmitter  bo  made 
and  used  prior  to  Jnne,  1878,  are  in  existence,  bnt  are  not  now  in  deponent's  posses- 
sion, being  filed  as  exhibit-s  in  the  suit  now  pending,  entitled  *^The  American  Bell 
Telq^hone  Companff  ▼.  The  PeapWe  Telephone  Company;"  that  he  has  never  abandoned 
said  invention,  and  that,  to  the  best  of  his  knowledge  and  belief,  the  said  invention 
was  not  in  pnblio  nse  or  on  sale  in  this  country  for  more  than  two  years  prior  to  the 
filing  of  his  application  therefor/' 

In  appeals  No.  34,  the  affidavit  of  Drawbaugh  states,  that  deponent 
is  the  inventor  of  the  improvements  in  telephone-transmitters  described 
and  claimed  in  his  application,  Serial  No.  126,530,  filed  by  him  April 
3,1884; 

"that  prior  to  the  month  of  September,  1878,  he  was  engaged  in  perfecting  certain 
inventions  he  had  made  relating  to  the  art  of  telephony,  and,  as  a  part  of  his  efibrts 
in  this  direction,  he  constructed  at  his  shop,  at  Eberly's  Mill,  a  transmitter  in  all 
particulars  substantially  identical  with  the  exhibit  heretofore  filed  in  this  case;  that 
the  said  transmitter  was  connected  in  circuit  with  a  magneto-receiver  and  a  battery; 
that  words  and  sentences  spoken  to  said  transmitter  were  transmitted  over  the  line- 
wire  and  reproduced,  heard,  and  understood  at  the  receiver;  that  the  instrument 
was  used  and  exhibited  to  numerous  persons  at  affiant's  shop,  in  Eberly's  Mill,  at 
various  times  prior  to  the  month  of  September,  1876;  that  it  was  a  full-sized,  prac- 
tical and  operative  instrument,  and  that  said  instrument  was  exhibited  to  many 
persons  in  the  years  1876  and  1877,  among  whom  may  be  mentioned,"  [naming  sev- 
eral persons] 

As  will  be  observed,  while  the  deponent  states  that  the  invention  of 
the  transmitter  claimed  was  made  prior  to  Jnne,  1878,  and  the  instru- 
ment is  in  a  general  way  described,  yet,  there  is  a  total  omission  of  the 
statement  of  facts  as  to  the  time  and  circumstances  of  the  conception 
of  the  invention,  and  its  development  to  completion,  prior  to  June,  1878, 
such  as  is  required  by  Eule  75. 

Bat,  without  going  into  an  examination  as  to  whether  these  affidavits 
taken  separately,  or  all  together,  present  sufficient  specific  facts  to 
gratify  Eule  75,  which  requires  the  applicant  to  make  oath  to  facts 
showing  a  completion  of  the  invention  in  this  country  before  the  filing 
of  the  application  on  which  the  domestic  patent  issued,  or  before  the 
date  of  the  foreign  patent,  or  before  the  date  of  the  printed  publica- 
tion, etc.»  we  shall  proceed  to  the  consideration  of  the  more  material 
and  important  questions,  whether  the  affidavits  are  entitled  to  credence, 
in  view  of  the  case  and  decision  therein,  reported  as  "  Telephone  Cases,^^ 
(CD.,  1888, 321;  43  0.G.,377;  126U.S.,1;)  and  whether  it  was  com- 
petent and  proper  for  the  officials  of  the  Patent  Office  to  refer  to  and 
make  the  decision  of  those  cases  the  ground  for  refusing  a  patent  on 
the  claims  made  by  the  appellant,  Drawbaugh. 

But,  before  proceeding  to  consider  these  questions,  it  is  proper  that 
we  shall  refer  to  the  provisions  of  the  statute,  and  see  what  such  pro- 
visions require  of  the  applicant  as  conditions  upon  which  his  applica- 
tion will  be  entitled  to  favorable  consideration  in  the  Patent  Office. 

By  section  4886  of  the  Eevised  Statutes  of  the  United  States  it  is 
provided  that — 

"Any  person  who  has  invented  or  discovered  any  new  and  useful  art,  maohinej 
manufacture  or  composition  of  matter,  or  any  new  and  useful  improvem^iitlVi^^^jKs,^^ 
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not  known  or  used  by  others  in  this  country,  and  not  patented  or  described  in  aoy 
printed  publication  in  tbis  or  any  foreign  country,  before  bia  invention  or  discovery 
thereof,  and  not  in  public  use  or  on  sale  for  more  than  two  years  prior  to  his  appli- 
cation, unless  the  same  is  proved  to  have  been  abandoned,  may  upon  payment  of  the 
fees  required  by  law,  and  other  due  proceedinji^  had,  obtain  a  patent  therefor. 

Sec.  4888.  Before  any  inventor  or  discoverer  shall  receive  a  patent  for  his  inven- 
tion or  discovery,  he  shall  make  application  therefor,  in  writing,  to  the  CommitsioDer 
of  Patents,  and  shall  file  in  the  Patent  Office  a  written  description  of  the  same,  and 
of  the  mauner  and  process  of  making,  constructing,  compounding,  and  using  it,  in 
such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  pei*son  skilled  in  the  art 
or  science  to  which  it  appertains,  or  with  which  it  is  most  nearly  connected,  to 
make,  construct,  compound,  and  use  the  same;  and  in  case  of  a  machine,  he  shall 
explain  the  principle  thereof,  and  the  best  mode  in  which  he  has  contemplated 
applying  that  principle,  so  as  to  distinguish  it  from  other  inventions;  and  he  shall 
particularly  point  out  and  distinctly  claim  the  part,  improvement,  or  combination 
which  he  claims  as  his  invention  or  discovery.  The  specification  and  claim  shall  be 
signed  by  the  inventor  and  attested  by  two  witnesses. 

Sbc.  4889.  When  the  nature  of  the  case  admits  of  drawings,  the  applicant  shall 
famish  one  copy  signed  by  the  inventor  or  his  attorney  in  fact,  and  attested  by  twe 
witnesses,  which  shall  be  filed  in  the  Patent  Office,  etc.     •     «     « 

Sbc.  4891.  In  all  cases  which  admit  of  representation  by  model,  the  applicant,  if 
required  by  the  Commissioner,  shall  furnish  a  model  of  convenient  size  to  exhibit 
advautagiBoasly  the  severiU  parts  of  his  invention  or  discovery. 

Sec.  4893.  On  the  filing  of  any  such  application  and  the  payment  of  the  fees 
required  bylaw,  the  Commissioner  of  Patents  shall  cause  an  examination  to  be  made 
of  the  alleged  new  invention  or  discovery;  and  if  on  such  examination  it  shall 
appear  that  the  claimant  is  justly  entitled  to  a  patent  under  the  law,  and  that  the 
same  is  sufficiently  useful  and  important,  the  Commissioner  shall  issue  a  patent 
therefor.  ' 

These  provisions  of  the  statate  indicate  very  clearly  the  oonditions 
upon  which  a  patent  is  granted;  and  they  also  clearly  indicate  that  tbe 
onus  of  showing  that  all  the  conditions  and  provisions  of  the  law  have 
been  fully  complied  with,  is  upon  the  applicant.  It  is  incumbent  npon 
him  not  only  to  comply  with  all  the  conditions  and  provisions  of  the 
statute,  but,  in  the  language  of  the  statute,  to  make  it  appear  that  he 
is  justly  entitled  to  a  patent  under  the  law,  and  that  the  invention  is 
snfBciently  useful  and  important  to  justify  the  issue  of  such  patent 
therefor.  The  patent  should  not  issue  as  an  experiment  upon  the  pub- 
lic, nor  to  embarrass  or  infringe  the  use  of  other  inventions  having  just 
priority.  To  every  application  for  a  patent  the  public  is  a  party  in  an 
important  sense,  more  than  that  of  mere  formal  grantor.  It  is  sub- 
stantially interested  in  preventing  the  people  from  being  harassed  by 
the  claims  of  a  monopoly,  when  in  fact  there  may  be  no  just  grounds 
for  such  claims.  It  is  the  duty  of  the  Commissioner  of  Patents,  rep- 
resenting the  public,  and  also  the  private  rights  of  the  inventor 
involved  in  the  pending  application,  as  well  as  all  other  inventors 
having  the  sanction  of  the  Patent  Office,  to  see  that  entire  justice  be 
done  to  all  concerned.  The  law  has  provided  certain  official  agencies 
to  aid  and  advance  the  work  of  the  Patent  Office,  such  as  the  Primary 
Examiners,  the  Examiners  of  Interferences,  and  the  Examiners-iu- 
Chief;  but  they  are  all  subordinate,  and  subject  to  official  direction 
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of  the  Commissioner  of  Patents,  except  iu  the  free  exercise  of  their 
judgments  in  the  matters  submitted  for  their  examination  and  deter- 
mination. The  Commissioner  is  the  head  of  the  Bureau,  and  he  is 
responsible  for  the  general  issue  of  that  Bureau.  If,  therefore,  tliere 
may  be  any  substantial,  reasonable  ground,  within  the  knowledge  or 
cognizance  of  the  Commissioner,  why  the  patent  should  not  issue, 
whether  the  specific  objection  be  raised  and  acted  upon  by  the  Exam- 
iners or  not,  it  is  his  duty  to  refhse  the  patent;  and  especially  it  is 
so,  when  the  Primary  Examiner,  and  the  Examinersin-Chief^  have 
found  such  ground  for  refusal  to  exist. 

It  is  a  settled  principle,  that  where  a  party  claims  as  original  inventor, 
and  the  defense  of  the  defendant  is,  that  he  is  a  prior  inventor,  thus 
conceding  the  invention  of  the  plaintiff,  but  challenging  the  claim  of 
priority  of  invention, 

"the  invention  or  discovery  relied  apon  as  a  defense,  must  hare  h&en  oompleie,  and 
capabU  of  producing  the  result  sotight  to  he  accomplished;  and  this  must  be  shown  by 
the  defendant.  The  burden  of  proof  rests  upon  him,  and  every  reasonable  doubt 
should  be  resolved  against  him.  If  the  thing  were  embryonic  or  inchoate;  if  it 
rested  in  speculation  or  experiment;  if  the  process  pursued  for  its  development  had 
failed  to  reach  the  point  of  consummation,  it  cannot  avail  to  defeat  a  patent  founded 
upon  a  discovery  or  invention  which  was  completed,  while  in  the  other  case  there 
was  only  progress,  however  near  that  progress  may  have  approximated  to  the  end 
in  view.  The  law  requires  not  conjecture,  but  certainty.  {Coffin  v.  Ogden,  5  O.  G., 
270;  18  Wall.,  120, 124.) 

The  principle  applies  with  full  force  to  the  facts  of  the  present  case. 
Upon  the  most  favorable  view  for  the  appellant,  and  even  supposing 
that  he  was  placed  in  a  position  to  contest  the  priority  of  the  invention 
described  in  the  patents  and  publications  given  as  references  against 
bis  applications,  he  would  be  confronted  with  and  required  to  overcome 
the  facts  disclosed  in  the  answer  and  his  own  testimony  given  in  the 
case  of  The  American  Bell  Telephone  Company  v.  The  People's  Telephone 
Campanyy  reported  in  C.  D.,  1888,  321 ;  43  O.  G.,  377,  and  126  U.  S.,  1. 
The  facts  deposed  to  in  this  case  by  him  would,  at  least,  be  admissi- 
ble against  him  as  admissions;  but  the  question  is,  whether  the  find- 
ings and  opinion  of  the  Supreme  Court  in  that  case  can  be  invoked 
and  relied  upon  by  the  oflBcials  of  the  Patent  Office,  and  by  this  court 
on  review  of  the  action  of  such  officials,  to  show  either  that  the  claims 
for  invention  of  the  transmitter  here  involved  had  no  real  or  colorable 
existence  prior  to  June,  1878,  or  July,  1880,  or  if  Drawbangh  had  in 
fact  experimented  and  made  some  progress  toward  the  invention  of 
such  instrument,  prior  to  those  dates,  or  either  of  them,  that  the  same 
remained  in  an  inchoate  and  incomplete  condition,  not  sufficient  upon 
which  to  found  a  claim  for  a  patent. 

It  is  contended  by  the  appellants,  Drawbaugh  and  his  assignees,  that 
the  case  of  The  American  Bell  Telephone  Company  v.  The  People's  Tele- 
phone Company^  as  reported  in  C.  D.,  1888,  321,  43  O.  G.,  377,  and  126 
tr.  8.,  1,  could  not  be  taken  notice  of  and  made  the  ground  for  the  rul- 
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ings  ill  the  Patent  Office,  wbereby  the  applications  qf  Drawbaagb  and 
his  assignees  were  refused :  first,  because  the  present  applicants  weie 
not  parties  to  that  proceeding,  and  therefore  not  bound  thereby;  and 
second,  because  the  subject-matter  of  litigation  in  that  proceeding  was 
other  and  different  from  the  subject  matter  in  the  present  proceeding. 

This  contention  on  the  part  of  the  appellants  renders  it  necessary 
that  we  refer  to  and  state  with  particularity  the  nature  of  the  case  of 
The  American  Bell  Telephone  Company  v.  The  PcopWH  Telephone  Com 
panpj  and  what  was  iii  reality  involved  therein,  and  what  was  in  reality 
determined  by  the  decision  of  the  Court,  and  to  what  extent  Draw- 
bangh  and  his  assignees  were  affected  thereby. 

The  bill  in  that  case  was  filed  by  the  American  Bell  Telephone  Com- 
pany and  others,  as  owners  of  two  patents,  known  as  the  "Bell  tele- 
phone patents,"  to  enjoin  the  defendants,  the  People's  Telephone 
Company,  from  infringement  of  those  patents.  The  first  of  those 
patents  was  granted  to  Alexander  Graham  Bell  on  the  7th  of  March, 
1876,  for  new  and  useful  improvements  in  telegraphy,  and  the  second 
was  granted  to  the  same  inventor,  for  new  and  useful  improvements  in 
electric  telephony,  on  the  30th  of  January,  1877.  The  bill  against  the 
People's  Telephone  Company,  assignees  of  Drawbaugh,  was  filed  on 
the  25th  of  October,  1880;  and  it  was  alleged — 

"that  telephone  exchauges  then  existed  in  more  than  two  hundred  and  seyenty-five 
towns  and  cities  of  the  United  States,  and  in  every  State  thereof,  and  existed  in  sob- 
stantiaUy  every  oity  of  the  United  States  having  more  than  fifteen  thousand  inhub* 
itants,  and  in  many  similar  places;''  'Hhat  there  were  then  in  use  more  than  one 
hundred  thousand  electric  speaking- telephones  licensed  by  and  paying  royalty  to 
the  Bell  Company  ;'^  ''that  the  owners  of  said  Bell  patents,  and  those  who  had  been 
licensed  by  them,  had  devoted  great  time  and  attention,  and  large  sums  of  money, 
to  the  development  of  the  telephone  and  the  introduction  thereof  into  extensive  ase, 
and  to  the  proper  construction  of  the  most  suitable  telephone  lines  and  systems,  and 
telephone  appliances,  and  had  constructed  many  thousand  miles  of  telephone-linei 
for  use  with  telephones  owned  by  the  Bell  Company.'* 

The  bill  then  alleged  that  certain  parties  named,  claiming  to  be 
assignees  under  Drawbaugh,  had  set  up  a  claim  that  Drawbaugh  had 
made  certain  experiments  relating  to  electric  speaking-telephones,  and 
they  alleged  and  pretended  that  Drawbaugh  was  the  original  and  first 
inventor  of  the  electric  speaking-telephone,  and  that  electric  speaking- 
telephones  had  not  before  the  application  made  by  Drawbaugh  been  in 
public  use  or  on  sale  for  more  than  two  years,  with  the  knowledge  and 
consent  of  Drawbaugh,  and  that  they,  the  alleged  assignees,  on  or 
about  the  2l8t  of  July,  1880,  induced  Drawbaugh  to  make  and  cause 
to  be  filed  in  the  Patent  OflBce  of  the  United  States  an  application  for 
a  patent  to  issue  to  them  as  assignees  of  said  Drawbaugh,  as  the  first 
and  original  inventor  of  the  electric  speaking-telephone,  the  said 
defendants  well  knowing  at  the  time  that  electric  speaking-telepliones 
had  been  in  public  use  by  the  Bell  Company  and  its  licensees  for  more 
than  two  years  before  said  application. 
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It  was  ftirthor  alleged  that  if  Drawbaugh  had  ever  made  his  pre- 
tended inventions  they — 

''had  not  been  by  him,  or  any  one  claiming  under  him^  introduced  into  public  use, 
and  that  knowledge  thereof  had  been  withheld  from  the  complainants  and  the 
public,  except  so  far  as  they  had  been  disclosed  within  the  three  months  then  last 
passed  by  certain  newspaper  publications ; '' — 

those  publications  being  specially  referred  to  in  the  bill  and  afterward 
in  the  testimony.    (126  U.  S.,  562.) 

These  allegations  made  it  necessary  for  Drawbangh,  or  his  assignees, 
composing  a  corporation  of  which  he  appears  to  have  been  a  member, 
or  interested  therein,  and  which  corporation  was  made  a  formal  tech- 
nical party  defendant,  to  disclose  fully  and  particularly  the  circum- 
stances of  the  invention  claimed  to  have  priority  over  those  claimed 
and  asserted  by  the  Bell  Company.  The  assignees  of  Drawbaugh, 
representing  him  in  all  respects,  and  asserting  what  were  claimed  to 
be  his  rights  as  an  inventor,  put  in  an  elaborate  answer,  whereby  they 
undertook  to  disclose  what  they  alleged  to  be  the  facts  and  the  history 
of  bis  invention  of  the  telephone  and  its  apparatus  for  practical  use^  in 
order  to  show  priority  of  invention  and  superior  claim  to  that  of  the 
Bell  Company.  The  parts  of  the  answer  material  to  the  questions 
here  involved,  are  as  follows :^the  marks  of  italics  being  ours: 

"II.  Further  answering,  this  defendant  says,  that  Daniel  Drawbaugh,  of  Eberly's 
Mill,  etc.  was  and  is  the  original  and  first  inventor  and  discoverer  of  the  art  of 
communicating  articulate  speech  between  distant  places  by  voltaic  and  magneto 
electricity,  and  of  the  construction  and  operation  of  machines  and  instruments  for  carry- 
ing  such  art  into  practice;  that  long  prior  to  the  alleged  inventions  by  said  Alexander 
Graham  Bell,  and  long  prior  to  the  respective  inventions  of  said  Gray  and  Kdison, 
said  Daniel  Drawbaugh,  then  and  now  residing  at  Eberly's  Mill,  constructed  and 
operated  practical  working  electric  speak  ing- telephones  at  said  Eberly's  Mill,  and 
exhibited  their  successful  operation  to  a  great  number  of  other  persons  resident  in 
his  vicinity  and  elsewhere;  that  the  said  electric  speaking- telephones,  so  constructed 
and  successfully  and  practically  used  by  him,  contained  all  the  material  and 
substantial  parts  and  inventions  patented  in  said  Patents  No.  174,465  and  No. 
186,787,  granted  to  said  BeU;  and  also  contained  other  important  and  valuable 
inventions  in  electric  and  magneto  telephony,  and  were  fully  capable  of  trans- 
mitting, and  were  actually  used  for  transmitting,  articulate  vocal  sounds  and 
speech  between  distant  points  by  means  of  electric  currents ;  that  some  of  the 
original  machines  and  instruments  invented,  made,  used,  and  exhibited  to  many 
others,  long  prior  to  the  said  alleged  inventions  of  said  Bell,  or  either  of  them,  are 
still  in  existence,  and  capable  of  successful  practical  use,  and  are  identified  by  a 
large  number  of  persons  who  personally  tested  and  used,  and  knew  of  their  prac- 
tical operation  and  use,  in  the  years  1870, 1871, 1872, 1873,  1874,  and  both  subse- 
quently and  prior  thereto;  that  certainly  more  than  fifty,  and  probably  not  less 
than  one  hundred  persons,  or  even  more,  were  cognizant  of  said  Drawbaugh's 
invention  and  use  of  said  telephones,  and  of  his  claim  to  be  the  original  and  first 
inventor  thereof,  prior  to  the  alleged  inventions  of  Bell,  or  either  of  them;  that 
said  Drawbaugh,  for  more  than  ten  years  prior  to  the  year  1880,  was  miserably 
poor,  in  debt,  with  a  large  helpless  family  dependent  upon  his  daily  labor  for  sup- 
port, and  was,  from  such  cause  alone,  utterly  unable  to  patent  his  said  invention, 
or  caveat  it,  or  manufacture  and  introduce  it  npon  the  market;  that  said  Draw- 
baugh never  abandoned  his  said  invention,  nor  acknowledged  the  claims  of  any 
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other  person  or  persons  thereto,  but  always  persisted  in  his  claims  to  it,  sad 
intended  to  patent  it  as  soon  as  he  could  procure  the  necessary  pecuniary  means 
therefor;  that  said  Drawbangh  never  acquiesced  in  the  public  use  of  said  Bell, 
Gray,  Edison,  Blake,  or  other  telephones,  nor  in  the  clainis  of  the  alleged  inventon 
thereof,  nor  gave  his  consent  to  such  use;  and  that,  in  view  of  the  facts  aforesaid, 
neither  said  Bell  nor  any  other  person  or  persons  whatever,  except  the  said  Draw- 
baugh,  can  now  obtain  a  valid  patent  therefor,  nor  are  the  patents  granted  to  said 
Bell  as  aforesaid y  or  either  of  them,  of  any  validity  or  valoe  whatever. 

<'12.  Further  answering,  this  defendant  says,  that  the  said  Daniel  Draw  baugh, 
after  making,  testing,  using  and  extensively  exhibiting  his  invention  to  others,  and 
allowing  them  experimentally  to  personally  test  and  ascertain  its  sncoessful  practi- 
cal operation  and  utility,  as  aforesaid,  and  after  the  full  and  repeated  demonstratioB 
of  its  suecessful  working,  as  aforesaid,  conceived  that  its  range  and  capacity  of  uw- 
fulness  to  the  public  might  be  very  greatly  enlarged;  that  many  improvements  of 
great  value  might  be  made  and  added  to  it  which,  without  departing  from  its  prin- 
ciple, might  increase  its  value  to  himself  and  to  the  public,  and  therefore  set  himself 
at  work  to  discover  and  invent  such  improvements;  that  he  discover^  and  invented 
some  of  said  additional  improvements  prior  to  any  alleged  invention  by  the  said 
Bell ;  and  that,  notwithstanding  his  embarrassed  and  impoverished  pecuniary  con- 
dition, and  his  utter  want  of  proper  mechanical  tools,  materials,  and  appliances  to 
conduct  such  work,  he  labored  with  all  reasonable  diligence  to  perfect  and  adapt  his 
said  improvements,  and  did  finally,  in  due  exercise  of  suck  reasonable  diligence,  perfect 
and  adapt  the  same;  and  that,  in  so  far  as  the  said  Bell  has  incorporated  sacfa 
improvements  in  his  said  two  patents,  or  either  of  them,  he,  the  said  Bell,  has  sur- 
reptitiously and  unjustly  obtained  a  patent  or  patents  for  that  which  was  in  fact 
first  invented  by  said  Drawbangh,  who  was  using  reasonable  diligence  in  perfecting 
and  adapting  the  same;  and  therefore  the  patent  or  patents  of  the  said  Bell  there- 
for is,  or  are,  invalid  and  void. 

''13.  Further  answering,  this  defendant  says,  that  it  has,  by  purchase,  and  for 
valuable  consideration,  acquired  the  right,  title,  and  interest  of  said  Daniel  Draw- 
bangh in  and  to  all  his  said  incentions,  discoveriesj  and  improvements  in  electric  speakinf- 
telephones,  and  has  full  right,  at  law  and  equity,  to  make,  sell,  and  use  electric 
speaking-telephones,  embodying  the  inventions,  discoveries,  and  improvements  of 
said  Drawbangh,  without  interference  from  or  molestation  by  said  Bell  or  his  assigns, 
and  without  liability  to  these  complainants  therefor." 

In  sapport  of  the  averments  of  this  answer,  a  great  many  witnesses 
were  examined,  and  prominent  among  them  was  Drawbangh  himself. 
He  admitted  in  his  testimony  that  he  furnished  to  counsel  to  enable 
him  to  prepare  the  answer,  a  full  account  or  history  of  his  invention  of 
the  telephone  apparatus,  and  he  adopted  in  his  testimony,  as  said  by 
the  circuit  judge,  (22  Fed.  Rep.,  311,)  the  statements  of  the  answer  as 
true.  This  answer  of  the  assignees  was  filed  in  December,  1880,  or 
January,  1881.  The  precise  date  does  not  appear.  After  a  great  many 
witnesses  had  been  examined,  Drawbaugh  was  produced  as  a  witness 
in  behalf  of  the  defense  in  December,  1881,  and  he  was  subjected  to  a 
most  full  and  exhaustive  examination  and  cross-examination,  in  refer- 
ence to  everything  that  related  to  his  conception  and  experimental  work 
on  what  he  claimed  to  be  his  prior  invention  of  the  telephone.  Among 
the  exhibits  produced  and  identified  by  him,  with  the  time  of  their  con- 
struction, were  the  "Teacup  transmitter  and  receiver,  1866  and  1867j" 
and  the  "Tumbler  and  tin-cup  and  mustard-can,  (*F'  and  *B.')1867, 
1869.''  The  cut  or  drawing  of  exhibit "  P,''  representing  the  transmitter, 
the  Gambler  exhibit,  with  the  fixtures  thereto  belonging,  is  shown  on 
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page  116  of  126  17.  S.,  and  the  parts  are  shown  to  be  in  a  broken  and 
fragmentary  condition.  The  exhibits  **F^  "B,'^  "O"  and  "I"  were  not 
in  condition  for  nse  when  they  were  produced  and  pnt  in  evidence. 
They  were  mere  <' remains,"  as  said  by  the  Supreme  Court,  and  no  one 
bat  Drawbaugh  himself  conld  tell  how  they  were  made  or  to  be  used. 
At  a  subsequent  stage  of  the  taking  of  the  testimony,  in  the  latter  part 
of  1881,  Drawbaugh  reproduced  exhibit  ^^F"  in  a  more  complete  and 
perfect  form,  and  the  cut  or  drawing  of  this  reproduced  exhibit  appears 
on  page  117  of  the  Telephone  CaseSy  (126  U.  S.,)  and  its  construction  and 
various  parts  are  fully  indicated  by  the  reporter. 

The  transmitter,  the  invention  of  which  is  claimed  in  the  present 
cases,  is  the  same  as  that  represented  by  the  letter  <^  F  "  and  exhibit  in 
the  case  of  TJie  American  Bell  Telephone  Company  v.  The  Peoples  Tele- 
phone Company^  and  is  the  same  mentioned  and  referred  to  in  the  affi- 
davits of  Drawbaugh  filed  in  the  present  cases,  as  having  been  filed  in 
the  case  of  The  Bell  Telephone  Company  v.  The  Peoples  Telephone  Com- 
pany, then  pending  in  the  Gircuit  Court  of  the  United  States  for  the 
Southern  District  of  Kew  York.  Ko  model  of  the  original  transmitter 
has  ever  been  filed  or  exhibited  with  the  present  applications  in  the 
Patent  Office.  The  excuse  for  this  omission,  as  stated  in  the  affidavits, 
was — 

"that  portions  of  said  transmitter  was  made  and  used  prior  to  June,  1878,  are  in 
existence,  bnt  are  not  now  in  deponent's  possession,  being  filed  as  exhibits  in  the  suit 
now  pending  in  the  Circuit  Court  of  the  United  States  for  the  Southern  District  of 
New  York,  entitled'!^  American  Bell  Telephone  Company  v.  The  PeopWe  Telephone 
Company,* " 

It  is  thus  made  plain  beyond  question,  that  the  claim  now  made  in 
these  appeals  is  the  same  that  was  presented,  questioned,  and  defi- 
nitely passed  upon,  in  the  case  referred  to  and  reported  in  G.  D.,  1888 
321;  43  O.  G.,  377,  and  126  U.  S.,  1.  Indeed,  it  could  not  be  credited 
for  a  moment,  that  so  important  a  part  of  the  telephone  apparatus  as 
the  transmitter,  now  claimed  to  have  been  completed  and  fully  reduced 
to  practical  operation  prior  to  June,  1878,  would  not  have  been  included 
in  the  assignment  to  those  who  composed  the  People's  Telephone  Com- 
pany, and  have  been  included  in  the  application  of  21st  of  July,  1880, 
for  a  patent,  if  such  alleged  invention  had  in  fact  been  made  as  now 
claimed,  prior  to  the  date  of  the  assignment  by  Drawbaugh;  but  the 
application  of  Drawbaugh,  of  July,  1880,  for  a  patent  for  the  benefit  of 
his  assignees,  contains  no  such  claim  for  invention  as  that  now  set  up 
in  the  present  applications.  Indeed,  the  whole  transaction  between 
Drawbaugh  and  his  assignees  would  seem  clearly  to  imply  that  there 
was  no  such  claim  then  existing  for  the  invention  now  set  up  and  sought 
to  be  maintained.  In  the  assignment  by  Drawbaugh  to  EJemm,  Marx, 
Wolf,  and  Loth,  of  the  21st  of  July,  1880,  it  is  recited  by  Drawbaugh 
that — 

"  I  have  inyented  certain  new  and  useful  improvements  in  the  iranemiseion  of  vocal 
speech,  and  the  apparatus  to  he  used  for  such  purpose,  for  which  I  am  ahont  to  make 
application  for  Letters-Patent  of  the  United  States ; " 
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and  he  then  proceeds  to  assign  to  Klemm,  Marx,  Wolf,  and  Lotb  t^e 
full  and  exclusive  right  to  the  said  invention,  as  ftilly  set  forth  and 
described  in  the  specification  prepared  by  him,  dated  the  21st  of  Jaly, 
1880,  preparatory  to  obtaining  Letters  Patent  therefor.  It  is  not  shown 
or  pretended  that  the  present  claim  was  embraced  in  that  assigom^t 
or  in  the  application  that  was  made  to  the  Patent  OfiBce  in  July,  1880. 
nor  is  there  any  reason  assigned  why  it  was  not  so  embraced,  if  it  then 
had  real  existence.  And  by  the  answer  of  the  assignees  of  Drawbaagh, 
claiming  under  the  assignment  of  July,  1880,  and  the  subsequent  assip 
inent  of  the  4th  of  September,  1880,  which  answer  was  based  on  infor- 
mation furnished  by  Drawbaugh,  it  is  expressly  averred — 

*'  that  the  People^s  Telephone  Company,  by  purchase,  and  for  valnable  oonsideration, 
acquired  the  right,  title,  and  interest  of  said  Daniel  Drawbangh  in  and  to  all  hit 
said  inventianSf  discoveries,  and  improvements  in  electric  speaking  telephimes,  and  has  foil 
right,  at  law  and  in  eqnity,  to  make,  sell,  and  use  electric  speaking- telephone, 
embodying  the  inventions,  discoveries,  and  improvements  of  said  Drawbangh,  mth- 
out  interference  from  or  molestation  by  said  BeU  or  his  assigns/' 

There  can  be,  therefore,  no  doubt  that  all  claims  to  invention  or  dis- 
coveries of  whatever  nature  or  kind  relating  to  the  electric  speaking- 
telephone  and  the  operative  apparatus  pertaining  thereto,  that  had  been 
made  or  attempted  before  the  date  of  the  assignments  were  intended  to 
be  transferred,  and  to  be  made  the  subject  of  patent;  and  if  no  such 
claim  as  that  now  made  for  the  transmitter  was  embraced  in  the  assign- 
ment and  application  for  patent  in  1880,  it  was  because  no  such  claim 
to  invention  then  had  existence.  Indeed,  upon  review  of  the  whole 
ca«e,  the  conclusion  is  irresistible  that  it  was  not  until  Drawbangh  was 
put  forward  as  a  witness  to  sustain  the  defense  of  the  People's  Tele- 
phone Company  in  1881,  that  the  idea  was  conceived  or  the  pretense 
made  that  the  exhibit  "F,"  and  exhibit  **F^  reproduced,  representing 
the  transmitter,  the  subject  of  the  claims  in  the  present  cases,  km  a 
completed  and  operative  instrumentj  prior  to  the  patent  inventions  owned 
and  operated  by  the  Bell  Company.  And  this  was,  in  effect,  according 
to  the  findings  and  opinion  of  both  the  Circuit  Court  for  the  Southern 
District  of  New  York,  and  the  Supreme  Court  of  the  United  States  on 
appeal. 

In  the  Circuit  Court,  the  case  underwent  most  careftil  examination, 
and  reexamination  upon  additional  evidence,  but  with  the  same  result 
The  learned  judge  of  the  Circuit  Court,  commenting  on  the  defense  of 
Drawbaugh  and  his  assignees,  (22  Fed.  Rep.,  312,)  said: 

"According  to  the  theory  of  the  defendants,  therefore,  as  early  as  Febmary,  1875, 
Drawbaugh  had  not  only  distanced  Bell  in  the  race  of  inyention,  bnt  also  Gray  and 
Edison,  and  had  accomplished  practically  all  that  has  since  been  done  by  a  host  of 
other  inventors.  The  case  for  the  defendants  mnst  stand  or  fall  by  this  theory. 
The  proofs  leave  no  room  for  fair  doabt  that  the  defendants'  contention  is  sabstao- 
tially  tme,  or  that  the  defense  has  no  fonndation  in  fact.  It  is  either  true  that  Drav- 
bangh  had  long  been  treading  his  solitary  path  of  investigation,  and  experimentio; 
in  poverty  and  obscurity,  bnt  had  perfected  hia  work  when  the  inventioiis  of  otlxr 
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explorers  were  in  embryo,  or  hJA  story  is  an  ingenious  fabrication.  And,  as  will 
hereafter  appear,  if  the  defense  is  a  fabrication,  many  disinterested  witnesses  have 
contriboted  innocently  to  give  it  color  and  strength ;  but  Drawbaugh  has  deliber- 
ately fa]sitied  the  facts." 

On  page  552  of  the  report  it  is  said  by  the  Court — 

**  Those  with  whom  Drawbaugh  is  associated  in  the  defense  nnderstood  fully,  and 
so  did  he,  that  the  fact  that  a  professional  inventor  and  patentee  did  not  go  to  the 
Patent  Ofiice,  to  secure  an  invention  like  the  telephone,  for  ten  years  after  it  had 
been  completed  and  demonstrated,  was  almost  conclusive  against  the  theory  that  he 
had  made  the  invention;  and  that,  unless  this  presumption  could  be  parried,  uo 
court  would  credit  his  story.  The  theory  of  constraining  poverty  was,  therefore, 
formulated  in  the  answer,  elaborately  fortified  by  witnesses,  and  testified  to  by 
Drawbaugh.    It  is  overthrown  by  a  few  plain,  indisputable  facts,  and  Drawbaugh's 

veracity  falls  with  it." 

• 

And  the  conclasion  was  that  the  defense  founded  upon  the  Draw- 
baugh claims  had  wholly  failed. 

On  appeal,  the  language  of  the  Supreme  Court  was  not  less  direct 
and  emphatic  in  rejecting  all  the  claims  and  pretentions  put  forward,  as 
originating  with  Drawbaugh,  thau  that  of  the  Circuit  Court.  All  his 
claims  were  wholly  refuted  and  rejected  as  unfounded  in  truth.  The 
.Court,  in  an  elaborate  and  able  opinion  by  the  late  Chief- Justice  Waite, 
(C.  D.,  1888,  321;  43  O.  G.,  377;  126  U.  8.,  1, 546, 665,)  after  stating  the 
claims  of  invention  in  detail,  and  after  examiniug  the  evidence  at  great 
length,  held,  that  the  claim  of  the  alleged  invention  of  the  telephone 
by  Drawbaugh,  prior  to  Bell's  discovery  and  invention,  patented  to 
him  March  7, 1876,  was  not  made  out;  that  the  claim  was  not  founded 
in  truth  and  fact  And  in  regard  to  exhibits ''  P"  *'B,"  the  transmitter 
and  receiver,  and  other  exhibits  filed  in  that  case,  the  Court  said — 

**  We  have  not  overlooked  the  depositions  that  have  been  taken  in  such  large  num- 
bers to  show  that  Drawbaugh  was  successful  with  '  F/  '  B/  '  C/  '  1/  and  ^  A '  before 
'  D '  and  *  £ '  were  made.  They  have  been  studied  with  care,  and  if  they  contained 
all  the  testimony  in  the  case  it  would  be  more  difficult  to  reach  the  conclusion 
that  Drawbaugh's  claim  was  not  sustained.  But  in  our  opinion  their  effect  has 
been  completely  overcome  by  the  conduct  of  Drawbaugh,  about  which  there  is  no 
dispute,  from  the  time  of  his  visit  to  the  Centennial  until  he  was  put  forward  by 
the  promoters  of  the  People's  Company,  nearly  four  years  afterward,  te  contest  the 
claims  of  Bell.  He  was  silent  so  far  as  the  general  public  were  concerned,  when  if 
be  had  really  done  what  these  witnesses  now  think  he  did  he  would  most  certainly 
have  spoken.  There  is  hardly  a  single  act  of  his  connected  with  his  present  claim, 
from  the  time  he  heard,  before  going  to  Philadelphia,  that  some  one  else  had  invented 
a  telephone  which  was  on  exhibition  at  the  Centennial,  that  is  not  entirely  incon- 
Bistent  with  the  idea  even  then  of  a  complete  discovery  or  invention  by  himself 
which  could  be  put  to  any  practical  use.  It  is  not  pretended  that  what  he  did  was 
(lone  in  private.  He  had  influeutial  friends  with  ample  pecuniary  resources,  ready 
to  help  him  iu  bringing  out  his  inventions  when  they  promised  success.  He  easily 
got  aid  for  his  clock  and  for  his  faucet.  The  news  of  Bell's  invention  spread  rapidly 
Hud  at  once,  and  it  took  but  a  few  months  to  demonstrate  to  the  world  that  he  had 
achieved  a  brilliant  success.  If  it  were  known  at  Eberly's  Mill  alone  that  Draw- 
baugh had  been  doing  the  same  thing  for  years  in  his  shop  there — and  it  certainly 
^would  have  been  known  aU  through  the  little  village  if  it  had  actually  been  done — 
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no  one  can  believe  that  the  public  would  be  kept  in  iterance  of  it  until  four  jtut 
afterward,  when  a  'special'  from  Washington  to  the  'Cincinnati  Commercial' 
announced  a  *  telephone  consolidation  to  have  entire  charge  of  the  telephones  not 
only  in  this  country  but  in  the  world/  that  could  transmit  messages  'for  almost i 
soug.' 

"But  there  is  another  fact  in  this  case  equally  striking.  As  ha«  already  beeo 
seen,  'F/  'B/  'C/  and  'I'  were  in  no  condition  for  use  when  they  were  produced  and 
put  in  evidence.  They  were  mere  '  remains/  and  no  one  but  Drawbaugh  himself 
could  tell  how  they  were  made  or  how  they  were  to  be  used.  He  undertook  !« 
reproduce  some  of  them,  especially  '  F  *  and  '  B.'  This  was  in  the  latter  part  of 
1881,  while  the  testimony  was  being  taken.  The  Bell  Company  proposed  that  tbej 
should  be  tried  to  see  if  they  would  do  what  the  witnesses  said  had  been  done  with 
the  originals,  which  the  remains  show  must  have  been  exceedingly  primitive  in  their 
character.  The  testimony  also  shows  that  when  they  were  originally  used  by  or  u 
the  presence  of  the  witnesses  no  particular  care  was  taken  in  their  a^justmsDi 
They  were  lying  around  in  the  shop  or  standing  upon  shelves.  Some  say  that  when 
experiments  were  made  they  were  held  in  the  hand  or  allowed  to  stand  on  the  table. 
Many  testified  to  satisfactory  results  and  Drawbaugh  himself  said  in  his  deposition: 
'  I  would  have  persons  in  the  cellar  reading  printed  matter — some  advertisemeiit  or 
something — and  I  could  hear  the  words  that  were  read ;  and  at  other  times  I  wooM 
go  down  into  the  cellar  and  read  something,  and  coming  up  they  would  repeat  tbe 
words  to  me  that  I  had  read.' 

The  proposition  of  the  Bell  Company  was  accepted,  and  the  reproductions  wen 
tried  in  March,  1882,  under  the  most  favorable  circumstances.  Three  days  wen 
occupied  in  the  test,  and  it  is  substantially  conceded  that  it  was  a  failure.  Ocoa- 
sionally  a  sound  was  heard  and  sometimes  a  word,  but '  it  would  not  transmit  saa- 
tences.'  At  the  time  of  these  experiments  'F,'  which  was  the  transmitter,  was 
placed  on  a  table,  and  used  as  Drawbaugh  said  it  was  originally.  Two  years  after- 
ward other  reproductions  were  presented,  differently  constructed  and  used  in  a  dif- 
ferent way,  and  these  would  '  talk,'  but  they  were  neither  made  nor  used  in  the  same 
way  as  the  originals.'  To  our  minds  the  result  of  the  second  experiments  ecacla- 
sively  showed  that  the  original  instruments  could  not  have  done  what  the  witoeiMi 
supposed  they  did,  and  that  what  they  saw  and  heard  was  produced  by  some  other 
means  than  an  electric  speaking-telephone.  We  do  not  doubt  that  Drawbaugh  maj 
have  conceived  the  idea  that  speech  could  be  transmitted  to  a  distance  by  means  of 
electricity  and  that  he  was  experimentiug  upon  that  subject;  but  to  hold  that  he 
had  discovered  the  art  of  doing  it  before  Bell  did  would  be  to  construe  testimony 
without  regard  to  '  the  ordinary  laws  that  govern  human  conduct.'  (107  U.  S.,  20S.) 
Without  pursuing  the  subject  further,  we  decide  that  the  Drawbaugh  defense  has 
not  been  made  out." 

It  is  not  supposabie  for  a  moment  that  if  the  transmitter^  the  subject 
of  the  present  claim,  produced  and  represented  in  a  crude,  incomplete, 
and  ineffective  state  by  the  defense  in  the  Bell  Telephone  Cctse^  as  exhibit 
"  E;,''  was  or  had  been  in  fa>ct  completed  and  practically  operative^  in  the 
fall  of  188L  or  March,  1882,  and  it  is  now  claimed  to  have  been,  that  it 
would  not  have  been  produced  in  evidence  in  that  case  in  that  condi- 
tion^ instead  of  the  original  crude  fragments  (or  the  first  reprodaction 
thereof,  in  March,  1882,  that  would  not  transmit  sentences,)  that  were 
in  fact  produced  by  Drawbaugh  in  that  case.    There  is  no  reason 
assigned,  and  there  could  be  none,  why  the  improved  and  perfected 
instrument,  if  it  existed  as  now  claimed,  was  not  produced  in  Uiat  case; 
and  it  was  not  until  two  years  afterward  that  a  completed  and  eftectin 
instrument  was  produced,  and  then  it  was  not  shown  by  whom  it  was 
invented. 
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Kow,  on  this  state  of  case,  and  seeing  wliat  the  Supreme  Court 
of  the  United  States  have  found  and  determined  in  respect  to  the 
alleged  claims  to  invention  by  Drawbaugh,  including  the  claim  to  the 
invention  of  the  transmitter,  the  subject  of  the  present  application, 
and  how  completely  such  claims  have  all  been  rejected  as  wholly 
unfounded  in  truth,  the  question  is,  are  not  such  findings  and  adjudi- 
cation by  the  highest  court  of  the  country  to  be  accepted  as  final  and 
conclusive  as  to  the  alleged  claim  to  the  invention  involved  in  the  pres- 
ent cases!  Or  is  tbere  to  be  allowed,  in  the  Patent  Office,  an  attempt 
to  oveiTule  that  decision? 

It  is  argued  that  the  subject-matter  of  the  present  application  is  dif- 
ferent from  that  presented  in  the  case  of  the  Bell  Telephone  Company 
against  the  assignees  of  Drawbaugh,  and  therefore  Drawbaugh  is  not 
concluded  by  the  findings  and  decree  in  the  Telephone  Oases.  But  to 
this  contention  we  cannot  assent.  We  have  shown  that  the  present 
claim  for  invention  of  the  transmitter  was  made  in  the  case  of  The  Bell 
Telephone  Co.  v.  Drawhaugh'^s  Assignees^  and  was  attempted  to  be  sup- 
ported by  the  testimony  of  Drawbaugh  himself.  It  is  true,  the  object 
of  presenting  the  claim  and  the  attempt  to  support  it  in  that  case  was 
not  to  procure  a  patent,  as  it  is  in  the  present  case.  But  the  issue  was 
as  to  the  invention  in  fact,  and  as  to  the  priority  of  invention.  The 
question  was,  whether  Drawbaugh,  and  those  claiming  under  him,  had 
the  right,  by  reason  of  priority  of  invention,  to  use  the  instruments 
alleged  to  have  been  invented  by  Drawbaugh,  as  against  the  inven- 
tions claimed  and  owned  by  the  Bell  Company.  The  issue  in  that  case 
was  substantially  the  same  as  it  would  have  been  on  an  issue  of  inter- 
ferences as  between  the  alleged  invention  of  Drawbaugh  and  the  pat- 
ents issued  to  Bell,  or  otiier  patents  for  the  invention  claimed  by 
Drawbaugh.  In  both  cases  alike  the  burden  of  proof  was  and  would 
be  upon  Drawbaugh,  or  his  assignees;  and,  as  we  understand  his  posi- 
tion on  these  appeals,  it  is  that  he  desires  to  be  given  a  status  in  the 
Patent  Office  to  enable  him  to  establish  the  fact  of  invention,  and  the 
priority  thereof  to  the  dates  of  the  references  set  up  in  the  Patent 
Office.  But,  as  we  have  shown,  these  questions  have  been  definitively 
settled  adverse  to  Drawbaugh  and  his  assignees  in  the  case  of  The  Bell 
Telephone  Company  v.  The  Peoples  Telephone  Company^  (C.  D,,  1888, 321 ; 
43  0.  G.,377;  126  U.  8.,  1.) 

It  is  further  argued,  however,  that  the  parties  to  the  two  proceed- 
ings are  not  the  same,  and  therefore  the  judgment  of  the  Supreme 
Court  in  the  case  of  The  Bell  Telephone  Company  v.  The  Peoples  Tele- 
phone Company^  cannot  bind  or  conclude  Drawbaugh  or  his  assignees 
in  the  present  applications;  but  in  this  we  cannot  concur.  While 
Drawbaugh  may  not  have  been  a  technical  party  defendant  to  the  case 
of  the  Bell  Company  against  his  assignees,  he  was  a  substantial  party 
thereto.  He  was  fully  and  completely  represented  by  the  corporation, 
his  assignee,  in  which  he  was  interested;  and  he  was  an  active  party 
in  conducting  the  defense.    He  furnished  the  facts  upon  which  the 
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defense  depended;  and  he  was  treated  and  referred  to  thronghout  as 
the  substantial  party  concerned  in  maintaining  the  defense.  To  hold, 
after  the  proceedings  and  all  that  has  occurred  in  that  case,  that  Draw- 
baugh  and  his  assignees  are  not  bound  by  the  findings  and  judgment 
therein,  would  be  to  sacrifice  substance  to  mere  technicality,  and  do 
that  at  which  reason  and  common  sense  would  revolt.  It  is  not  neces- 
sary that  a  person  should  appear  upon  the  record  as  a  technical  party 
to  the  proceedings  in  order  to  be  bound  by  the  judgment.  (1  Green- 
leaf  Evidence,  sees.  522,  523,  535,  536;  4  G.  &  J.,  407,  408.)  If  he  is 
represented  in  the  proceedings,  or  is  a  party  in  fact,  though  not  of  rec- 
ord, be  will  be  bound.  We  are  therefore  decidedly  of  opinion  that 
Drawbaugh,  and  those  claiming  under  him,  are  bound  by  the  findings 
and  decree  of  the  Supreme  Court  in  the  case  of  The  Bell  Telephone 
Company  v.  The  People's  Telephone  Company,  reported  in  O.  D.,  1888, 
321 ;  43  O.  G.,  377  and  126  IT.  S.,  1,  on  the  present  applications  to  the 
Patent  Office. 

But  there  is  still  another  objection  urged,  and  that  is,  that  it  was  not 
competent  to  the  Patent  Office  officials,  nor  to  this  court,  to  take  notice 
of  and  be  guided  by  the  decision  of  the  case  of  The  American  B^ 
Telephone  Company  v.  The  Peoples  Telephone  Company,  as  officially 
reported  in  C.  D.,  1888,  321;  43  O.  G.,  377,  and  126  U.  S.,  1;  and  that 
the  proceedings  in  that  case  could  only  be  recognized  and  made  the 
basis  of  action  in  the  Patent  Office,  in  the  present  applications,  if  at 
all,  by  filing  therein  a  duly  certified  transcript  of  the  record  of  that 
case,  to  be  made  a  part  of  the  record  of  the  present  appeals,  as  in 
ordinary  judicial  proceedings.  This  contention  is  founded  upon  the 
theory  that  the  Primary  Examiner,  the  Examiners-in-Ghief,  and  the 
Commissioner  of  Patents,  are  all  essentially  judicial  officers,  and  act 
judicially  in  the  discharge  of  their  respective  functions,  in  determining 
the  question  for  or  against  the  right  of  an  applicant  for  a  patent;  and 
that  they  act  only  upon  such  evidence  as  is  received  in  courts  of  justica 
That  the  investigation  of  every  disputed  claim  presented  for  a  patent 
involves  the  adjudication  of  questions  of  fact  upon  scientific  or  legal 
principles,  and  that  such  questions  are,  therefore,  essentially  judicial 
in  their  character,  may  well  be  conceded.  But  it  does  not,  by  any 
means  follow,  that  those  officers  can  only  found  their  conclusions  and 
judgments  upon  such  evidence,  produced  in  such  manner  and  form,  as 
is  required  by  the  rules  of  the  common  law.  Their  methods  of  proce- 
dure, and  the  nature  of  the  evidence  and  means  of  reaching  facts  upon 
which  they  may  act,  are  altogether  different  from  those  prevailing  in 
the  ordinary  courts  of  the  country.  They  are  supposed  to  be  not  only 
learned  in  the  law  that  pertains  to  their  offices,  but  skilled  and  expert 
in  the  various  branches  of  science  and  art,  and  fully  learned  in  the 
history  of  inventions,  and  able  always  to  determine,  in  the  interest  of 
the  public  as  well  as  in  that  of  the  applicant,  whether  the  invention  u 
new  and  useful,  and  not  before  known  or  used  by  others.    To  ascertain 
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these  facts,  tbe  officials  of  the  Patent  Office  are  not  confined  to  tech- 
nical evidence,  snch  as  may  be  required  in  a  court  of  justice.  They 
may  resort,  and  do  constantly  resort,  to  Official  Gazettes,  journals  of 
science  and  art,  and  to  books  and  publications  of  all  kinds  and  descrip- 
tions for  information  that  may  enlighten  them  in  their  investigations, 
as  well  as  to  the  files  of  the  Patent  Office  itself.  Any  source  that 
brings  to  them  intelligence  upon  which  they  can  re^isonably  and  safely 
act,  may  be  consulted  and  made  the  basis  of  their  judgment. 

In  the  present  cases,  it  appears,  the  officials  in  the  Patent  Office,  in 
support  and  as  the  foundation  of  one  of  the  principal  grounds  of  their 
rulings  and  determination  against  the  applications  of  the  appellants, 
have  referred  to  and  relied  upon  the  findings  and  judgment  of  the 
Supreme  Court  of  the  United  States,  in  the  case  of  The  American  Bell 
Telephone  Company  v.  The  People's  Telephone  Company^  as  reported  in 
C.  D.,  18S8,  321;  43  O.  G.,  377,  and  126  U.  S.,  1.  That  is  an  official 
report,  made  under  the  authority  of  law,  and  the  findings  of  the  Court 
and  the  decision  thereon,  in  respect  to  all  questions  arising  under  the 
laws  of  the  United  States,  not  only  bind  the  parties  to  the  proceedings, 
formal  or  otherwise,  but  all  the  Departments  of  Government.  The 
decision  had  reference  to  what  had  transpired,  and  to  what  was  still 
pending,  in  the  Patent  Office.  The  officials  in  that  office,  as  well  as 
this  court,  and  all  other  United  States  courts,  were  and  are  bound  to 
take  notice  of  that  decision  and  the  findings  and  conclusions  of  the 
Court,  and  to  act  in  conformity  to  them.  The  law  has  provided  for 
distributing  the  reports  of  the  Supreme  Court  to  the  judges  and  to  the 
Departments,  and,  among  others,  to  the  Patent  Office,  (Bev.  Stats. 
U.  S.,  sec.  683,)  and  there  was,  therefore,  no  practical  use  to  be  sub- 
served, nor  any  substantial  principle  to  be  gratified,  by  the  production 
of  a  verified  transcript  of  the  record,  of  the  case  referred  to  upon  which 
the  decision  of  the  Supreme  Court  was  based.  It  would  only  have 
added  to  the  expense  and  volume  of  the  proceedings  in  the  Patent 
Office,  and  the  transcript  made  up  for  this  court,  without  at  all  adding 
to  the  verity  of  the  findings  and  decision  of  the  Court,  as  officially 
reported  in  C.  D.,  1888,  321;  43  O.  G.,  377,  and  126  U.  S.,  1. 

We  are  of  opinion,  therefore,  that  the  official  report  of  the  case  of 
The  American  Bell  Telephone  Company  v.  The  People's  Telephone  Com- 
pany (C.  D.,  1888,  321;  43  O.  G.,  377;  126  U.  S.,  1)  was  properly 
referred  to  and  made  the  basis  of  the  rulings  of  the  officials  iu  the 
Patent  Office;  and  that  upon  the  findings  and  decision  of  tbe  Supreme 
Court  in  that  case,  all  credit  was  properly  denied  to  the  affidavits  filed 
by  Drawbaugh  in  these  cases;  and  that  the  case  reported  in  C.  D., 
1888,  321 ;  43  O.  G.,  377,  and  126  U.  S.,  1,  furnished  ample  ground  for 
the  rejection  of  the  claims  made  by  the  appellants  in  these  cases, 
which  have  been  considered  together  as  one  case. 

There  is  another  principal  ground  acted  upon,  in  the  Patent  Office 
for  the  rejection  of  these  claims,  and  that  is  abandonment  by  Draw- 
H.  Doc.  354 35 
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baugh.  Upon  the  assumption  that  he  may  have  made  a  patentable 
invention  of  a  transmitter,  as  he  now  claims,  that  by  his  great  delay 
and  neglect  in  applying  for  a  patent,  and  allowing  others  to  invent  and 
occupy  the  field,  and  expend  their  money  and  time  in  developing  the 
business  and  establishing  the  use  of  the  alleged  invention,  he  has  for 
feited  and  abandoned  all  claim  to  such  invention,  if  he  ever  had  any  id 
fact,  and  for  that  reason  his  claim  should  be  rejected.  If  it  were 
necessary  to  invoke  this  principle,  in  order  to  dispose  of  this  case,  we 
should  not  hesitate,  upon  the  facts  disclosed,  to  approve  of  the  rulings 
of  the  oflScials  of  the  Patent  Office,  in  this  respect,  upon  the  principle 
of  either  of  the  cases  of  Penrwck  &  Sellers  v.  Dialogue,  (2  Pet.,  1, 16, 19, 
23;)  Shaw  v.  Cooper,  (7  Pet.,  292;)  Kendall  y.  Winsor,  (21  How.,  322;) 
Seymour  v.  Osborne,  (11  Wall.,  516;)  Consolidated  Fruit  Jar  Co,  v. 
Wright,  (6  O.  G.,  327;  12  Blatchf.,  149,)  and  same  case,  (94  U.  S.,  92.) 
But  as  we  held  that  Drawbaugh  was  never  the  inventor  of  the  trans 
mitter  as  now  claimed  by  him,  and  as  stated  in  his  affidavits,  prior  to 
the  dates  given  in  the  references  cited  against  him  in  the  Patent  Office, 
it  is  therefore  unnecessary  to  rest  the  decision  of  the  case  upon  this 
objection. 

We  shall  direct  a  certificate  of  the  proceedings  in  these  cases,  Nos. 
32  and  34,  and  of  this  opinion  and  decision,  sustaining  the  decisions 
appealed  from,  to  be  returned  to  the  Gommissioner  of  Patents,  to  be 
entered  of  record  in  the  Patent  Office;  and  it  is  so  ordered. 


[U.  S.  Circuit  Court  of  Appeals— Third  Circuit.] 

Taylor  et  al  v.  Sawyer  Spindle  Company. 

Decided  June  SO,  1896. 
76  O.  G.,  452. 

1.  Atwood — Support  for  Spindles  for  Spinning-Machines — Infringkmbkt- 

Valid. 
Letters  Patent  No.  253,572,  dated  February  14, 1882,  granted  to  John  E.  Atwood, 
for  supports  for  spindles  for  spinning-macbines,  Held  valid  and  infHnged  as  to 
claims  3,  4,  and  5. 

2.  Same — Construction  of  Clairts — Omission  of  Elements. 

In  a  claim  for  a  particular  form  of  spindle  and  support  there  is  no  necessity 
for  expressing  in  terms  the  devices  for  revolving  the  spindle,  since  the  appro- 
priate means  for  operating  it  will  be  understood. 

3.  Same— Anticipation— Double  Use. 

A  new  combination  and  arrangement  of  old  parts,  whereby  spinning-spindles 
instead  of  running  in  rigid  bearings  are  flexibly  mounted  on  the  rails,  so  as  to 
allow  of  greatly-increased  speed  of  revolution.  Held  to  involve  invention  and  not 
to  be  anticipated  by  the  use  of  similar  devices  in  centrifugal  machines 'for  drr- 
iiig  sugar  or  creaming  milk.  The  two  devices  are  so  different  in  size,  stroctaie. 
and  uses  to  which  they  are  adapted  that  it  is  not  a  case  of  double  use.  (Potts  i 
Co.  V.  Creagei;  C.  D.,  1895,  143;  70  O.  G.,  494;  15  Sup.  Ct.,  194;  155  U.  S.,  607, 
applied.) 
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4.  Samb — Infringement. 

Mere  differences  in  form  are  not  sufflcient  to  avoid  infHngement. 

5.   INFRINOBMBNT  SUITS — L ACHES. 

Mere  delay  in  prosecuting  infringers,  unaccompanied  by  oiroumstances  amount- 
ing to  equitable  estoppel,  will  not  prevent  a  patent  owner  from  maintaining 
suits  for  equitable  relief. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  District 
of  New  Jersey. 

Before  Acheson,  Wales,  aud  Gbeen,  Judges. 

Mr.  Edward  Q,  Keasby  for  the  appellants. 
Mr.  Frederick  P.  Fish  for  the  appellee. 

Wales,  J.  ; 

This  is  an  appeal  from  the  decree  of  the  United  States  Circuit  Court 
for  the  District  of  New  Jersey,  made  October  19,  1895,  sustaining  the 
validity  of  Letters  Patent  No.  253,572,  issued  to  John  E.  Atwood,  dated 
February  14, 1882,  for  improvements  in  the  supports  for  spindles  for 
spinning-machines,  declaring  that  the  defendant  corporation  had 
infringed  the  third,  fourth,  and  fifth  claims  of  the  patent  and  ordering 
an  accounting  of  profit-s  from  March  23, 1891,  the  date  of  the  organiza- 
tion of  the  defendant  company.  The  patented  improvements  pertain 
to  what  are  known  as  <^ self-adjusting  spindles"  and  relate  '*to  that 
class  of  such  spindles  having  step  and  bolster  bearings  within  a  sup- 
porting-tube." The  specification  gives  the  following  description  of  the 
invention : 

The  characteristic  feature  of  my  present  invention  is  a  sapporting-tube  which  is 
flexibly  moanted  with  relation  to  the  spindle-rail  and  contains  the  step  and  bolster 
bearings  for  the  spindle,  so  that  the  latter  and  said  tube  may  move  together  later- 
ally in  all  directions  during  the  self-adjustment  of  the  spindle,  while  carrying  an 
unequal ly-balanced  bobbin  and  its  yarn,  instead  of  relying  upon  the  movement  of 
the  spindle  and  its  bearings  within  and  independently  of  the  supporting-tube,  as 
heretofore  in  this  class  of  spindles.  By  reason  of  my  improvement  the  means  whereby 
the  movable  capacity  or  flexibility  of  the  spindle  is  afforded  are  rendered  openly 
accessible,  and  more  easily  renewed,  if  need  be,  than  heretofore;  and,  further,  elas- 
tic materials  may  be  successfully  employed,  which  would  be  liable  to  injury  and 
rendered  inelastic  by  oil  if  located  within  the  supporting- tube,  as  heretofore.  I  am 
also  enabled  to  readily  graduate  the  degree  of  flexibility  of  the  spindle  with  relation 
to  the  spindle- rail,  so  as  to  accommodate  the  self-adjusting  capacity  of  the  spindle 
to  the  various  conditions  incident  to  its  use  in  working  with  bobbins  materially 
differing  in  size  and  weight.  All  of  these  advantages  are  due  to  the  novel  charac- 
teristic feature  before  referred  to. 

The  claims  in  issue  are  these : 

3.  The  combination,  substantially  as  hereinbefore  described,  of  a  spindle-rail  of  a 
spinning-machine,  a  spindle,  and  a  supporting-tube  flexibly  mounted  with  relation 
to  the  spindle-rail  and  containing  step  and  bolster  bearings. 

4.  The  combination,  substantially  as  hereinbefore  described,  of  a  spindle-rail,  a 
spindle,  a  supportiug-tube  containing  step  and  bolster  bearings,  flexible  connections 
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between  said  tube  and  the  spindle-rail^  and  adjusting  devices  for  varying  the  degree 
of  flexibility  of  the  snpporting-tube  and  spindle  therein. 

5.  The  combination  of  the  spindle-rail,  the  spindle,  the  supporting- tube,  looiel? 
mounted  with  relation  to  the  rail  and  containing  the  step  and  bolster  bearings  for 
the  spindle,  the  spring,  and  the  nut  for  compressing  it,  substiintially  as  described. 

The  validity  of  the  complainants'  title  is  admitted.  The  first  defense 
to  the  suit  is  that  of  laches,  which  was  urged  with  much  earnestnegs 
and  is  made  on  the  ground  that  the  complainants  had  deprived  them- 
selves of  relief  in  a  court  of  equity  by  neglecting  to  prosecute  any  one 
for  infringement  until  more  than  seven  years  after  the  date  of  the 
patent,  and  that  the  defendant  had  no  notice  of  their  claims  until  more 
than  ten  years  after  that  date.  It  is  alleged  that  the  complainants 
permitted  the  manufacture  and  sale  of  the  spindles  complained  of  to  be 
carried  on  for  many  years  by  men  who  were  ignorant  of  their  claim  and 
allowed  the  persons  composing  the  defendant  corporation  to  purchase 
the  business  without  giving  them  notice;  that  spindles  mounted  flexi- 
bly, like  those  now  complained  of,  were  made  and  sold  by  the  Cooke 
Locomotive  and  Machine  Company  continuously  and  to  a  large  extent 
from  August,  1881,  until  they  sold  the  business  to  Mr.  Taylor,  Mr.  Shaw, 
and  Mr.  Cocker,  and  that  the  latter  continued  to  make  and  sell  the 
same  spindles  until  the  defendant  corporation  was  formed,  March  23, 
1891 ,  the  date  from  which  infringement  is  charged  in  the  bill.  The  first 
suit  brought  against  any  infringer  of  the  Atwood  patent  waa  that  of 
these  complainants  against  W.  G.  &  A.  E.  Morrison  Company,  Septem- 
ber 2, 1889,  in  the  district  of  Connecticut,  (52  Fed.  Rep.,  590,)  in  which 
the  validity  of  the  patent  was  sustained,  and  there  was  a  decree  for  the 
infringement  of  the  second^  third,  and  fifth  claims  and  for  an  accoan^ 
ing.  Subsequently  another  suit  was  brought  by  complainants  against 
the  Morrison  Company  for  infringement  of  the  same  patent  by  types  of 
modified  spindles  manufactured  by  them,  in  which,  on  motion  for  a 
preliminary  injunction,  the  patent  was  upheld.  (54  Fed.  Itep.,  693,) 
The  theory  of  this  defense  is  that  there  is  no  absolute  right  to  an  iujonc- 
tion  on  proof  of  infringement  of  a  patent;  that  the  complainant  mast 
present  a  case  for  equitable  relief,  and  if  it  appears  by  the  bill  or  by  the 
evidence  that  by  reason  of  his  deLay  he  is  not  entitled  to  the  aid  of  a 
court  of  equity  it  will  be  refused  on  final  hearing,  as  well  as  on  motion 
for  a  preliminary  injunction.  It  is  insisted  that  if  the  Atwood  patent 
has  been  infringed  by  the  defendant  the  only  remedy  for  the  complain 
ants  would  be  by  an  action  at  law  for  damages,  and  that  the  only  possi- 
ble relief  obtainable  in  the  present  suit  would  be  an  injunction  against 
future  infringement. 

It  has  never  been  held  that  mere  laches,  unaccompanied  by  circum- 
stances which  amount  to  an  equitable  estoppel,  shut  out  a  party  tcom 
all  relief  in  a  court  of  equity.  Knowledge  of  and  long-continued  acqui- 
escence by  a  complainant  in  an  infringement  may,  in  special  cases,  be 
fatal  on  a  motion  for  a  preliminary  injunction,  but  will  not  on  a  final 
hearing  prevent  the  court  from  granting  such  relief  as  may  be  just  and 
equitable.    This  is  the  general  rule  which  is  recognized  in  the  authori- 


DECISIONS   OP   U.  8.  COURTS   IN   PATENT   CASES.  549 

ties  which  are  cited  in  the  briefs  of  coausel.  There  is  a  want  of  satis- 
factory proof  that  the  defendant  acted  in  ignorance  of  the  rights  of 
the  complainants  or  that  the  latter  had  always  had  full  knowledge  of 
the  alleged  infringement.  Notice  was  given  to  the  pablic  at  large  that 
the  spindles  were  patented,  and  the  defendant  could  not  have  been 
blind  to  the  fact  that  the  new  spindles  had  gone  into  extensive  use. 
The  testimony  of  Mr.  Taylor,  of  the  defendant  corporation,  had  refer- 
ence to  a  time  prior  to  the  issue  of  the  patent,  when,  as  he  says,  Mr. 
Atwood  saw  the  infringing  spindles,  or  ones  just  like  them,  in  opera- 
tion in  Patersou,  and  made  no  claim  that  the  invention  was  his;  but  it 
is  not  pretended  that  Taylor,  Shaw,  and  Cocker,  or  either  of  them,  at 
the  date  of  their  incorporation  in  March,  1891,  did  not  know  of  the 
complainants'  claims,  for  the  suit  against  the  Morrison  Company  had 
then  been  pending  for  more  than  a  year.  In  Kittle  v.  Hall  (C.  D.,  1887, 
329;  39  O.  G.,  707;  29  Fed.  Rep.,  508)  it  was  held  that  whUe  long 
acquiescence  might  defeat  a  bill  for  infringement  no  precedent  had  been 
discovered  for  the  dismissal  of  a  bill  for  so  short  a  period  as  seven 
years,  and  that  the  defendants  had  not  been  misled,  but  knew  of  the 
plaintiff's  rights.  In  McLean  v.  Fleming  (C.  D.,  1878,  262;  13  O.  G., 
913;  96  U.  S.,  245)  the  Court  said: 

Eqnity  courts  will  not,  iu  general,  refase  an  injunction  on  account  of  delay  in 
seeking  relief,  where  the  proof  of  infringement  is  clear,  even  though  the  delay  may 
be  such  as  to  preclude  the  party  from  any  right  to  an  account  for  past  profits. 

To  the  same  effect  are  the  cases  of  Menendez  v.  Holtj  (C.  D.,  1889, 344; 
46  O.  G.,  961;  128  U.  S.,  514;  9  Sup.  Ct.,  143;)  Price  v.  Steel  Co., 
(C.  D.,  1891,  469;  56  O.  G.,  664;  46  Fed.  Rep.,  107;)  New  York  Orape- 
Sugar  Co.  v.  Buffalo  Grape  Sugar  Co.^  (18  Fed.  Rep.,  638;)  Oilmore  v. 
Anderson^  (38  Fed.  Rep.,  846;)  Brush  Electric  Co,  v.  Electric  Imp,  Co,^ 
(45  Fed.  Rep..  241.)  In  the  last-cited  case  the  Court  remarked  that  the 
doctrine  of  laches  is  generally  applicable  to  preliminary  injunctions 
only.  In  Menendez  v.  Rolt^  supra^  the  Court,  in  discussing  the  ques- 
tion of  laches,  said : 

Mere  delay  or  acquiescence  cannot  defeat  the  remedy  by  injunction  in  support  of 
the  legal  right,  unless  it  has  been  continued  so  long  and  under  such  oiroumstances 
as  to  defeat  the  right  itself.  Hence,  upon  an  application  to  stay  waste,  relief  will 
Dot  be  refused  on  the  ground  that,  as  the  defeudant  had  been  allowed  to  cut  down 
half  the  trees  upon  the  complainants'  land,  he  had  acquirecl  by  that  negligence  the 
right  to  cut  down  the  remainder  [citing  Attorney  General  v.  Eaetlake,  11  Hare,  205.] 
*  *  *  Acquiescence  to  avail  must  be  such  as  to  create  a  new  right  in  the  defend- 
ant. Where  consent  by  the  owner  *  *  *  is  to  be  inferred  from  his  knowledge 
and  silence  merely,  'Mt  las\s  no  longer  than  the  silence  from  which  it  springs;  it  is 
in  reality  no  more  than  a  revocable  license.'' 

The  defendant  asserts  that  the  complainants  are  not  entitled  to  an 
accounting  for  profits;  but  the  decree  of  the  Circuit  Court  orders  an 
accounting  only  from  the  date  of  the  defendant's  incorporation,  from 
and  after  which  time  there  were  no  laches,  as  complainants  had  already 
begun  their  suit  against  the  Morrison  Company.  This  was  sufficient 
notice  to  the  defendant  that  the  validity  of  the  patent  Yf«ta%  va.  V\\x^*diCvcsv^^ 
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iuid  thoB  takes  away  the  excnse  of  ignorauce  for  continaing  the  infringe- 
ment. There  is  no  proof  of  non-nser  or  abatidonment  by  the  complain- 
ants nor  of  any  act  or  omission  of  theirs  which  could  have  indnced  the 
defendant  to  believe  that  it  woald  uot  be  Jield  liable  for  mannfactoring 
and'selllDg  the  infHngiag  articles.  The  evidence  falls  far  short  of 
proving  an  estoppel  or  of  proving  snch  delay  or  acquiescence  on  llie 
part  of  the  complainants  as  should  defeat  the  present  suit. 


Infringement  is  not  seriously  dispated,  the  defense  on  this  point  being 
that  if  the  patent  is  8astaine<l  at  all  it  must  be  confined  to  the  precise 
form  described  and  shown  in  the  specification  and  drawings.  The 
specification  states: 

Tlie  spindle  choBen  to  illnatrate  my  invention  is  of  that  weU~kiiown  vftilety  vhicb 
ia  oonntruoted  with  n  sleeve  atUoheil  to  the  spin  die- blade,  extending  downwanilj, 
■o  Ml  to  encotupBM  a  support  containing  the  boUtt-r- bearing;,  and  which  has  a  driviLg- 
vhirl  located  at  oi  near  the  base  of  such  sleeve.  Such  Hjtiiidles  have  their  foot-itsta 
In  tbe  hose  or  closed  end  of  the  bolster-support,  nud  the  spinning- frame  therefore 
rBjjuires  only  oue  spiudle-rail.  As  shown  iu  all  the  (iKi"'e8  of  the  drawings.  A  repre- 
■enta  the  spindle,  B  the  sleeve,  and  h  the  whirl  thereon.  As  shown  iu  Fig.  2,  tbe 
Bpindte  is  monnted  Id  a  supporting- tube,  C,  which  extends  both  above  and  below  tlie 
■plndle-raJl  D,  and  fuTuishes  aa  uppcror  bolster  bearing  for  the  apjndle  in  its  portioo 
0  and  a  lower  or  step  bearing  in  its  portion  c'.  The  supporting  piece  or  tuber, cou- 
tainlngos  it  doea  tht-  bolster  nnd  step  bearings  for  the  spindle,  constitutes  com- 
bined bolster  and  step,  which  moves  laterally  with  tbe  spindle  in  all  directioni 
dariagita  self-adjustment. 
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In  order  to  permit  the  supporting- tabe  C  to  move  with  the  spindle,  as  described, 
the  spindle-rail  D  has  a  circalar  opening,  as  at  d.  Pigs  1  and  2,  which  has  a  diameter 
slightly  greater  than  the  diameter  of  the  lower  portion,  c'j  of  the  tube  C,  so  that 
between  their  coincident  surfaces  an  ample  annular  space  is  afforded  to  allow  of  the 
desired  lateral  movement  of  said  tube  and  the  spindle  contained  therein.  For  so 
securing  the  supporting  tube  and  its  spindle  to  the  rail  D  that  they  will  nevertheless 
be  capable  of  the  requisite  lateral  movement  incident  to  the  self-adjustment  of  the 
spindle,  the  lower  end  of  the  tube  o'  is  screw-threaded  and  provided  with  a  nut,  £. 
A  strong  spiral  spring,  F,  the  tension  of  which  may  be  variably  regulated  by  said 
nut,  surrounds  said  portion  of  the  supporting-tube  between  the  nut  and  the  under 
side  of  the  rail,  and  the  base  or  flange  portion  c  of  said  tube  is  seated  upon  a  washer 
or  annulus,  G,  of  flexible  or  elastic  material,  placed  between  said  base  and  the  top  of 
the  rail. 

The  defendant's  spindle  is  almost  identical  with  the  Atwood  spindle, 
differing  only  in  form,  but  containing  all  the  elements,  or  their  equiva- 
lents, of  the  latter.     The  differences  between  the  two  are  immaterial. 
In  defendant's  spindle  a  collar  and  £et-screw  are  substituted  for  the  nut 
below  the  spring,  and  the  whirl  is  attached  directly  to  the  shaft  of  the 
spindle,  the  supporting-tube  bein^  made  in  two  parts  and  then  rigidly 
fastened  together  by  two  arms,  which  bridge  over  the  whirl,  thus  prac- 
tically making  one  tube  for  the  step  and  bolster  bearings.   The  defendant 
has  adopted  the  essential  elements  of  the  Atwood  combination — namely, 
the  Hexibly-mounted  supporting-tube,  containing  both  step  and  bolster 
bearings,  which  is  connected  with  the  rail  by  a  strong  spiral  spring 
and  an  adjusting-nut.    The  defenses  chiefly  relied  on  are  want  of  inven- 
tion, (as  distinguished  from  mechanical  skill,)  anticipation,  and  because 
the  claims  are  inoperative  and  void.    Atwood  had  invented  his  spindle 
and  put  it  into  use  as  early  as  July,  1878,  although  he  did  not  make 
application  for  a  patent  until  February  27, 1880.    Prior  to  his  invention 
spindles  had  been  run  in  rigid  bearings,  and  their  speed  was  limited  on 
account  of  their  tendency,  under  a  high  rate  of  revolution,  to  gyrate 
and  cause  severe  pressure  on  the  bearings,  developing  friction  and 
throwing  off  the  bobbins.    The  production  of  a  spinning-frame  is  in 
direct  ratio  to  the  speed  of  the  spindles,  and  every  increase  in  speed  at 
which  the  spindle  can  be  practically  run  makes  a  proportionate  increase 
in  the  production,  and  thus  it  was  that  inventors  had  long  been  endeav- 
oring to  mount  a  spindle  in  such  a  way  as  to  obtain  a  greater  rate  of 
speed  than  was  possible  with  the  then  existing  machines.    Numerous 
patents  had  been  granted  for  improvements  in  these  machines;  but  none 
of  them  contained  the  device  of  Atwood,  who  was  the  first  to  combine 
the  step  and  bolster  bearings  of  the  supporting  tube  with  a  flexibly, 
mounted  spindle,  whose  rotary  speed  was  only  limited  by  relation  to 
other  parts  of  the  machinery.    Invention  and  patentability,  however, 
are  denied  on  the  ground  that  Atwood's  combination  is  only  a  new 
arrangement  of  well  known  parts,  which  had  already  been  combined  to 
accomphsh  the  same  result,  and  that  its  only  novelty  consists  in  the 
location  of  the  yielding  attachments  between  tlie  supporting-tnbe  and 
the  rail  and  the  use  of  adjusting  devices  for  varying  tbe  degree  of  ft^^i- 
bility— in  substance,  nothing  more  than  patting  a  cwaVv^^"^  ^^  ^^^\\^s|^^\ 
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some  kind  between  the  journal-box  of  a  revolving  shaft  and  the  fixed 
base  of  support,  Jind  therefore  showing  only  mechanical  skill.  In  sup- 
port of  this  proiK)8ition  reliance  is  placed  on  the  patent  of  F.  J.RabbetL, 
Ko.  227,129,  dated  May  4, 1880,  for  a  spinning-spindle  and  bearing,  and 
on  certain  prior  patents  for  centrifugal  machines.  The  essential  dif- 
ference between  the  Rabbeth  spindle  and  the  Atwood  spindle  is  that 
the  8uppoi*ting-tnbe  in  the  former  is  rigidly  fixed  in  the  rail,  while  in 
the  latter  it  is  loosely  or  flexibly  mounted  on  the  rail.  This,  it  has  been 
well  said,  is  the  gist  of  the  Atwood  improvement,  the  value  and  superi- 
ority of  which  have  been  proved  by  its  general  adoption  and  large  use 
by  silk-spinners.  1  ts  novelty  and  utility  are  thus  placed  beyond  doubt, 
and  that  it  required  the  exercise  of  inventive  faculty  to  produce  it 
appears  from  the  prior  history  of  the  art. 

It  would  require  too  much  si)ace  to  review  the  long  list  of  patents 
set  out  in  the  answer  as  being  suggestive  of  the  one  in  suit,  only  a  few 
of  which,  liowever,  are  referred  to  in  the  brief  of  defendant's  counsel. 
It  may  be  sufficient  to  say  that,  with  all  the  information  derived  from 
the  alleged  anticipations,  it  does  not  appear  that  any  one  before  Atwood 
had  caught  the  idea,  and  reduced  it  to  practice,  of  arranging  and  com- 
bining old  elements  in  such  a  manner  as  to  produce  a  flexibly-mounted 
spindle.  He  invented  a  new  arrangement  of  parts,  by  which  a  new 
relation  was  formed  between  the  rail  and  the  supporting-tube,  and  by 
that  means  superseded  the  former  rigid-bearing  spindle.  It  was  a 
decided  advance  over  all  other  supports,  and  that  it  required  moi-e 
than  mechanical  skill  is  evidenced  by  the  fact  that  it  had  escaped  the 
notice  and  observation  of  numerous  inventors  whose  attention  had 
been  directed  for  many  years  to  the  achievement  of  the  same  or  a  simi- 
lar result  as  the  one  reached  by  Atwood.  In  coming  to  this  conclusion 
we  have  not  overlooked  the  contention  that  the  use  of  yielding  attach- 
ments with  adjustable  devices  applied  to  the  combined  step  and 
bolster  bearings  of  a  spinning-spindle  was  anticipated  by  the  use  of 
similar  devices  in  centrifugal  machines  or  hydroextractors  for  drying 
sugar  or  creaming  milk.  In  this  connection  reference  is  made  to  fonr 
patents  for  centrifugal  machines — namely,  Weston's,  (No.  82,049,)  of 
September  8,  18G8;  Cramer's,  (No.  144,319.)  of  November  4,  1873; 
English  patent  to  Day,  (No.  772,)  of  1874,  and  Tolhurst's,  (No.  199,)  of 
January  8, 1878.  It  is  claimed  for  the  defendant  that  the  Atwood 
spindle  and  the  centrifugal  machines  contain  the  same  combination  of 
elements  for  the  purpose  of  flexible  adjustment  to  an  unbalanced  load, 
the  only  difference  being  that  in  the  one  case  it  is  a  spindle  flexibly 
mounted  upon  a  rail  and  in  the  other  a  larger  revolving  shaft  flexibly 
attached  to  the  floor.  The  argument  deduced  from  this  is  that  mere 
changes  of  use  and  dimensions  without  any  change  of  function  do  not 
involve  invention— in  other  words,  that  the  Atwood  adjustable  device 
is  only  a  "double  use''  of  that  made  use  of  in  the  centrifugal  machines 
for  the  same  puipose.    The  Cramer  patent  is  particularly  relied  on  in 
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support  of  this  proposition,  and  may  be  taken  as  a  fair  representative 
of  the  class  to  which  it  belongs.  The  two  classes  of  machines  are  so 
different  in  size,  in  structure,  and  in  the  uses  to  which  they  are  adapted 
that,  as  Mr.  Southworth,  a  witness  for  the  complainants,  said — 

the  inspection  of  a  centrifugal  machine  woald  not  lead  a  mechanic  to  use  a  flexible 
spindle,  bat  wonld  be  likely  to  deter  one  from  even  experimenting  in  that  direction. 

The  object  of  flexibly  mounting  the  hydroextractor  is  to  prevent  the 
jar  and  concussion  which  arise  from  the  great  weight  of  the  machine, 
and  not  to  increase  its  speed.  On  the  other  hand,  the  flexible  bearings 
in  the  spinning-spindle  are  made  use  of  to  increase  its  speed,  for  the 
spindle  can  run  as  well  at  a  speed  of  five  thousand  revolutions  in  a 
rigid  bearing.  A  careful  examination  of  the  specification  and  draw- 
ings of  the  Cramer  patent  does  not  induce  the  belief  that  Atwood 
could  have  derived  any  aid  from  that  source  in  contriving  his  spindle. 
Centrifugal  machines  had  been  in  use  in  many  mills  where  yarn  was 
spun  and  in  shops  where  machinery  was  made  for  spinning  yarn  for 
years  before  the  Atwood  improvement  was  invented,  and  no  one  ever 
supx)osed  that  a  similar  construction  could  be  applied  to  a  spinning- 
spindle.  One  of  the  objects  to  be  attained  by  loosely  mounting  the 
spindle  in  the  rail  was  to  maintain  the  spindle  in  a  perpendicular  posi- 
tion and  to  diminish  its  inclination  to  gyrate.  It  is  obvious  that  the 
functions  of  the  one  machine  are  different  from  the  functions  of  the 
other,  and  it  is  also  apparent  that  the  means  adopted  by  Cramer  to 
produce  a  flexible  adjustment  differ  from  those  adopted  by  Atwood  for 
a  similar  purpose.  The  specification  of  the  Cramer  patent  states 
that — 

bolts  b  are  provided  with  large  beads  and  a  washer,  and  each  is  encircled  for  a  por- 
tion «f  it«  length  by  a  heavy  elastic  cushion,  preferably  resembling  a  rubber  car- 
spring.  These  bolts  are  passed  up  ward  through  holes  in  the  platform,  «  «  "  and 
are  provided  with  nuts  at  their  up])er  ends,  and  which,  on  being  screwed  down, 
securely  and  safely  fasten  the  machine  to  the  platform. 

In  contrast  to  this  the  spiral  spring  in  the  Atwood  patent  pulls  the  sup- 
X>orting-tube  down  upon  the  rail,  so  as  to  prevent  the  tipping  of  the  spin- 
dle, and,  all  parts  of  the  machine  being  openly  accessible,  the  degree  of 
flexibility  of  the  spindle  with  relation  to  the  rail  can  be  readily  gradu- 
ated. The  Cramer  patent  is  only  a  "paper  patent,"  and  has  never  been 
put  into  practical  use,  and  may  be  considered  as  an  abandoned  experi- 
ment. It  belongs,  however,  to  the  same  class  as  the  other  centrifugal 
machines  which  have  been  referred  to  as  anticipations  of  the  flexible 
devices  of  Atwood  to  show  that  the  latter  are  only  reproductions  of  the 
former.  As  we  have  seen,  they  are  very  difterent.  The  clamping-nut 
and  rubber  spring  usd  by  Cramer  have  little  or  no  analogy  to  the  spiral 
spring  and  the  provision  made  for  regulating  its  tension  a^^  described  in 
the  Atwood  patent.  The  centrifugal  machine  must  have  a  strong  foun- 
dation to  rest  upon,  and  to  which  it  is  "securely  and  safely^  fastened, 
while  the  spinning-spindle  is  sustained  in  mid-air  by  the  rail  on  which 
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it  is  loosely  mounted;  but,  admittiug  the  existence  of  a  closer  resem- 
blance and  analogy  between  the  two  classes  of  machines  than  have 
been  shown,  it  by  no  means  follows  that  the  Atwood  spindle  would 
come  within  the  rule  of  "a  double  use,"  and  thus  fall  short  of  invention 
and  patentability.  In  the  recent  case  of  Potts  ci-  Co.  v.  Creager  (C.  D., 
1895, 143;  70  O.  G.,  494;  156  U.  S.,  607;  15  Sup.  Ct.,  194)  Mr.  Justice 
Brown,  speaking  for  the  Court,  said: 

Indeed,  it  often  requires  as  acute  a  perception  of  the  relations  between  cause  and 
efiect,  and  as  much  of  the  peculiar  intuitive  genius  which  is  a  characteristic  of  great 
inventors,  to  grasp  the  idea  that  a  device  used  in  one  art  may  be  made  available  in 
another,  as  would  be  necessary  to  create  the  device  de  novo.  And  this  is  not  the  less 
true  if,  after  the  thing  has  been  done,  it  appears  to  the  ordinary  mind  so  simple  as 
to  excite  wonder  that  it  was  not  thought  of  before.  *  »  •  but  the  decisive 
answer  is  that  with  dozens  and  perhaps  hundreds  of  others  laboring  in  the  same 
field,  it  had  never  occurred  to  any  one  before.     *     •     * 

As  a  result  of  the  authorities  upon  the  subject,  it  may  be  said  that,  if  the  new  nse 
be  80  nearly  analogous  to  the  former  one,  that  the  applicability  of  the  device  to  its 
new  uso  would  occur  to  a  person  of  ordinary  mechanical  skill,  it  is  only  a  case  of 
double  use,  but  if  the  relations  between  them  be  remote,  and  especially  if  the  nse 
of  the  old  device  produce  a  new  result,  it  may  at  least  involve  an  exercise  of  the 
inventive  faculty. 

To  the  same  effect  are  Dn  Bois  v.  Kirk  (C.  D.,  1895,  843;  71  O.  G., 
889;  158  U.  S.,  58;  15  Sup.  Ct.,  729)  and  Tannage  Patent  Co.  v.  Zakn, 
(C.  D.,  1895,  307;  71  O.  G.,  1161;  17  0.  C.  A.,  552;  70  Fed.  Etep.,  1003.) 
In  Topliffv.  Topliff(G.  D.,  1892, 402;  59  O.  G.,  1257;  145  U.  S.,  156;  12 

Sup.  Ct.,  825)  the  Court  held  it— 

not  sufficient,  iu  order  to  constitute  an  anticipation  of  a  patented  invention,  that 
the  device  relied  upou  might,  by  modification,  be  made  to  accomplish  the  function 
performed  by  that  invention,  if  it  were  not  designed  by  its  maker,  nor  adapted,  nor 
actually  used,  for  the  performance  of  such  function. 

As  a  further  defense  it  is  contended  that  the  claims  sued  on  must  be 
construed  as  containing  the  sleeve-whirl,  in  which  case  they  are  DOt 
infringed,  because  the  defendant  does  not  use  the  latter,  or  else  they 
have  no  operative  mechanism  and  are  void.  The  law  on  this  subject 
is  too  well  settled  to  be  open  for  discussion.  A  patentee  is  not  required 
to  claim  the  entire  machine  in  each  claim.  Each  of  the  claims  at  issue 
is  for  a  complete  combination  of  the  spindle  and  its  sup|)orting-tnbe 
and  devices,  and  there  was  no  necessity  for  expressing  in  terms  the 
devices  for  revolving  the  spindle.  Any  appropriate  means  for  operat- 
ing it  will  be  understood.  The  omission  of  the  sleeve-whirl  does  not 
aflfect  the  validity  of  either  one  of  the  claims,  which  belong  to  that  class 
where  reference  may  be  made  to  the  specification  to  supply  in  a  claim 
what  it  is  plain,  to  any  one  skilled  in  the  art,  is  a  necessary  incident. 
{Reeee  Buttonhole  Madi,  Go.  v.  Qlohe  Buttonhole  Mach.  Co.j  C.  D.,  1894, 
360;  67  O.  G.,  1720;  10  C.  C.  A.,  194;  61  Fed.  Rep.,  970;  Deering  t. 
Harvester  Works,  C.  D.,  1894,  672;  69  O.  <!.,  1641;  155  IT.  S.,  286;  15 
Sup.  Ct.,  118.) 

The  decree  of  the  Circuit  Court  is  affirmed. 


DECISIONS   OF    U.  S.  COURTS   IN   PATENT   CASES.  555 

[U.  S.  Circuit  Coart — District  of  MaBftachasetts.] 

Electric  Boot  and  Shoe  Finishing  Company  v.  Little  et  al 

Decided  June  IS,  1S96, 
11  O.  G.,  456. 

1.  Crooker — Blacking  and  Burnishing  Boots  or  Shoes — Defective  Specifi- 

cation—Void. 
Reissne  Letters  Patent  No.  11,144,  issuod  February  10,  1891,  to  William  W, 
Crooker,  for  blacking  and  burnishing  boots  or  shoes,  Held  to  be  void,  because 
the  specification  does  not  disclose  the  whole  truth  in  relation  to  the  invention. 

2.  Deceptive  Specification — Void  Patent. 

Where  the  patentee  at  the  time  of  his  application  considered  that  a  dye  to  be 
used  should  be  waterproof  and  that  the  yielding  surface  used  in  polishing  must 
be  an  inflated  air-cushion,  neither  of  which  facts  was  disclosed  by  the  specifl- 
<*ation,  Held  that  the  patent  is  void  because  of  implied  purpose  to  deceive  the 
public. 

Mr,  Chas.  A.  Taber  for  the  comiilaiuaiit. 

Mr.  James  E.  Maynadier  and  Mr.  Oliver  R.  Mitchell  for  the  defendants. 

statement  of  the  case. 

This  was  a  suit  in  equity  by  the  Electric  Boot  and  Shoe  Finishing 
Company  against  Alexander  E.  Little  and  others  for  alleged  infringe- 
ment of  a  patent  for  blacking  and  burnishing  boots  or  shoes. 

Gabpenteb,  J.: 

This  is  a  bill  in  equity  to  restrain  an  alleged  infringement  of  the  first 
claim  of  Beissue  Letters  Patent  No.  11,144,  issued  February  10, 1891, 
to  William  W.  Crooker,  for  blacking  and  burnishing  boots  or  shoes. 
The  claim  is  as  follows : 

1 .  The  improvement  in  the  art  of  polishing  and  finishing  sole  and  heel  edges  and 
other  parts  of  boots  or  shoes,  which  consists  in  dyeing  the  said  parts  or  surfaces 
black  and  treating  the  said  surfaces  with  wax  or  other  resinous  or  waterproof  com- 
pound and  polishing  the  same  by  contact  with  a  rapidly-moving  yielding  surface, 
substantially  as  described. 

The  process  in  use  before  this  invention  was  to  blacken  the  leather 
with  ink,  the  sediment  of  which  was  fixed  to  the  fiber  of  the  leather  by 
bnfling  and  then  by  rubbing  the  leather  with  a  hard  heated  surface. 
In  the  use  of  a  dye  the  surface  of  the  leather  is  left  smooth  and  may 
be  polished  by  an  instrument  having  a  soft  yielding  surface.  I  do  not 
find  in  the  record  evidence  of  the  use  of  this  process  before  the  inven- 
tion here  patented. 

It  is  objected  that  the  patent  does  not  sufficiently  describe  the  proc- 
ess, and  on  this  point  the  respondents  strongly  argue  that  the  mate- 
rials necessary  to  the  process  were  not  commonly  known,  and  hence 
that  the  manner  of  preparing  them  should  have  been  described  in  the 
patent.    I  have  finally  reached  the  conclusion  that  the  materials  used 
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in  the  patented  i^rocess  were  sufficiently  known  to  those  familiar  with 
the  art  as  it  stood  at  the  time  of  the  invention,  so  that  the  patentee 
is  not  called  on  to  describe  the  methods  of  preparing  them.  Those 
familiar  with  the  art,  I  am  persuaded,  would  understand  the  nature 
of  the  materials  required,  although  it  is  true,  as  disclosed  by  the  evi 
deuce,  that  there  was  at  that  time  a  practical  difficulty  in  obtaining  a 
supply  in  the  market. 

I  am  of  opinion,  however,  that  the  specification  was,  for  the  purpose 
of  deceiving  the  public,  made  to  contain  less  than  the  whole  truth 
relative  to  the  invention,  and  hence  that  the  patent  must  be  held  to 
be  invalid.     (R.   S.,   sec.  4920.)    The  patentee  had  discovered  pre- 
viously to  his  application  that  the  dye  used  should  be  waterproof  and 
that  the  yielding  surface  used  in  polishing  should  be  an  inflated  air- 
cushion.    The  use  of  a  waterproof  dye,  he  testifies,  is  "an  important 
feature;''  and  as  to  the  air-cushion,  he  testifies  that  it  "is  necessary 
to  be  practical,"  and  that  without  this  "it  would  not  be  my  process.'^ 
The  specification,  however,  contains  no  reference  to  these  requirements. 
The  necessity  of  a  waterproof  dye  is  hardly  even  suggested,  and  the 
polishing-surface  is  described  as  formed  of  cotton  cloth  or  chamois- 
«kin  covering  a  bed  of  "felt  or  any  other  suitable  material.''    Since 
the  great  importance  of  the  waterproof  quality  in  the  dye  was  weJI 
understood  by  the  inventor,  as  well  as  the  absolute  necessity  to  his 
process  of  a  certain  specific  yielding  surface,  I  must  hold  that  the 
purpose  to  deceive  the  public  is  necessarily  implied  from  his  failure 
even  to  suggest  these  requirements. 

The  bill  will  be  dismissed,  with  costs  to  the  respondents. 


[Supreme  Court  of  the  United  States.] 

American  Eoad  Machine  Company  et  «/.  v.  Pennock  &  Sharp 

Company,  Limited. 

-   Decided  October  19 f. 1896. 
77  O.  G.,  633. 

1.  Taft — Machine  for  Making,  Repairing,  anj)  Cleaning  Roads— Invalid. 

Claims  4,  10,  11,  and  13  uf  Letters  Patent  No.  331,920,  granted  Decembers, 
1885,  to  G.  W.  Taft,  for  a  machine  for  making,  repairing,  and  cleaning  roads, 
construed  in  connection  with  the  prior  art  and  Held  to  be  invalid. 

2.  Estoppel — Acquikscing  in  Rejection  by  Office. 

^^^lere  the  patentee  acquiesced  in  the  ruling  of  the  Patent  Office  that  the 
application  of  hand-wheels  to  a  road-grading  machine  for  imparting  motion  to 
the  devices  for  raising  and  depressing  the  scraper-blade  was  old,  and,  for  the 
purpose  of  obtaining  his  patent,  restricted  his  claims  in  this  particular  to 
inonlentum  or  balance  wheels,  Held  that  he  is  bound  by  such  restriction. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastoru 
District  of  Pennsylvania. 
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Mr.  F.  P.  Fish  for  the  appellauts. 

Mr.  J,  L.  Jackson,  Mr,  L.  L.  Bond,  Mr.  A,  H.  Adams,  and  Mr.  C.  E. 
Packard  for  the  appellee. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  Court. 

This  was  a  bill  for  infringement  of  claims  4,  10,  11  and  13  of  Letters 
Patent  No.  331,920,  issued  to  G.  W.  Taft,  December  8,  1885,  for  a 
"machine  for  making,  repairing,  and  cleaning  roads.''  The  defenses 
were  want  of  patentable  novelty,  anticipation,  and  uon  infringement. 
On  hearing  the  Circuit  Court,  held  by  Judge  Butler,  entered  a  decree 
dismissing  the  bill.     (45  Fed.  Rep.,  252.) 

The  application  was  filed  May  6, 1885,  and  the  specification  declared: 

The  objects  of  my  present  invention  aro  to  provide  an  efficient  and  convenient 
''stid'-angled"  or  non-reversible  road-machine  in  "which  the  ends  of  the  blade  are 
positively  sustained  against  the  working  strain^  -vvhUe  permitted  vertical  adjustment 
by  means  of  pnsh-bars  extending  from  the  reiir  of  the  machine  to  the  back  of  the 
blade;  also,  to  provide  in  a  non-reversible  road-machine  a  vertically-swinging 
thrust-frame  and  push-bar  arrangement  that  will  permit  the  required  adjustments 
of  the  scraper  in  relation  to  the  plane  of  the  road ;  also,  to  provide  in  a  road-machine 
a  hand-wheel-operating  device  for  imparting  motion  to  the  blade-elevating  mechan- 
ism, whereby  the  respective  ends  of  the  blade  can  be  raised  and  depressed  in  a  quick, 
easy,  and  convenient  manner;  also,  to  provide  an  improved  lifting  mechanism  for 
elevating  and  depressing  the  blade;  also,  to  afford  facilities  in  a  road-machine,  in 
connection  with  hand- wheel-operating  devices,  of  a  brake  or  stop  device  for  retain- 
ing the  hand-wheel,  lifting  mechanism,  and  blade  at  position  of  adjustment. 

Then  followed  the  drawings  and  the  description,  omitting  a  part  of 
which,  the  specification  thus  continued : 

0 

The  front  end  of  the  blade  D  is  suspended  by  a  bar  or  link,  6,  from  the  arm  of  a 
lever,  H,  that  is  arranged  along  the  side  of  the  machine  and  iulcmmed  at  h  on  a 
support,  A',  that  projects  from  the  carriage-frame.  The  rear  arm  of  said  lever  is 
provided  with  a  gear-segment,  H',  that  meshes  with  an  actuating-pinion,  I,  by  which 
the  arm  of  the  lever  may  be  moved  up  and  down  for  raising  and  depressing  the  front 
end  of  the  lever  and  blade.  The  rear  end  of  the  blade  is  connected  by  a  link,  G',  to 
a  vertically-sliding  rack,  J,  that  meshes  with  an  actuating-pinion,  T,  and  is  guided 
by  a  flanged  friction-roU,  K,  pivoted  on  a  suitable  bracket  or  support  connected  to 
the  carriage- frame  A.  The  pinion  I  that  operates  the  lever  H  may  be  provided  with 
flanges  i  t',  for  embracing  the  sides  of  the  internally-toothed  segment  H',  and  thus 
serving  to  guide  and  retain  said  segment  and  its  lever  H  in  prox>er  relation  there- 
with as  it  is  moved  up  and  down  by  the  rotation  of  the  hand- wheel  M.  The  rack  J 
and  its  guide-roll  K  are  preferably  fitted  to  each  other  by  intermatohing  grooved  and 
flanged  surfaces,  as  indicated  in  Figs.  3  and  3%  and  the  operating-pinion  I'  is  pro- 
vided with  flanges  j  to  embrace  the  sides  of  the  rack,  so  that  said  rack  is  confined 
and  guided  in  proper  relations  as  it  slides  up  and  down,  and  works  with  but  little 
friction  or  resistance  when  adjusting  the  blade. 

Hand- wheels  M  and  M'  are  provided  for  imparting  motion  to  the  respective  pinions 
1 1'  or  operating-gear  of  the  blade-lifting  mechanism  when  elevating  and  depressing 
the  blade  or  adjusting  the  blade  to  differently-inclined  positions  in  relatiom  to  the 
plane  of  the  road.  These  wheels  may  be  made  some  three  feet  in  diameter  (more  or 
less,)  with  round  or  other  formed  rims  that  can  be  conveniently  grasped  by  the 
hand  at  any  part  of  their  periphery.  In  the  present  instance  the  hand-wheels  and 
their  pinions  are  respectively  attached  to  each  other  or  formed  on  the  same  hub. 
They  are  mounted  on  a  shaft,  L,  that  extends  across  the  carriage  A  and  is  supported 
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in  bearings  on  suitable  standards,  I  V,  One  of  the  iivheels  (M  or  M')  is  arranged  to 
tarn  loose  on  shaft  L,  so  that  the  two  wheels  can  be  revolved  independently  of  each 
other  for  separately  adjusting  either  end  of  the  blade  required.  The  rims  of  the 
hand- wheels  are  made  sufficiently  heavy  to  act  as  a  balance  against  the  weight  of 
the  blade-lifting  devices,  so  that  the  momentum  of  the  wheel  will  greatly  assist  the 
operator  in  the  manipulation  of  the  machine.  Short  shafts  or  studs  may  be  used  in 
lieu  of  shaft  L  as  journals  for  the  hand-wheels  and  gears,  if  desired.  I  prefer,  how- 
ever, to  have  the  shaft  extend  across  the  machine,  as  it  makes  a  stronger  and  more 
rigid  construction. 

Brake  mechanism  is  arranged  in  connection  with  the  carriage*  for  stopping  and 
retaining  the  hand- wheels  to  hold  the  blade  at  any  position  of  adjustment.  Said 
brake  mechanism  may  be  made,  as  indicated,  with  levers  n,  having  one  end  fill- 
crumed  beneath  the  platform  at  n',  and  the  other  provided  with  a  pad  or  shoe,  N, 
to  press  against  the  rim  of  the  hand- wheel,  a  suitable  spring,  s,  being  connected 
therewith  to  give  the  required  holding  pressure.  A  foot  piece  or  pedal,  P,  arranged 
at  a  convenient  position  enables  the  attendant  to  depress  the  lever  and  brake-shoe 
by  placing  his  foot  thereon  when  he  desires  to  throw  off  the  brake  for  releasing  the 
hand-wheel. 

In  lieu  of  connecting  the  hand-wheel  and  blade-lifting  bar  or  lever  by  means  of  a 
toothed  pinion  and  rack,  said  parts  may  be  connected  by  a  strap  or  chain,  (one  or 
more,)  one  end  whereof  connects  with  the  lift  bar  or  lever,  while  the  other  eod  u 
arranged  to  wind  onto  the  pinion  or  hub  on  the  hand*  wheel,  or  onto  a  sheave  geared 
to  the  hand-wheel  hub. 

The  operation  of  this  road-machine  is  obvious  from  the  drawings  and  foregoing 
description.  The  operator,  standing  upon  the  platform  A,  when  he  deslres.to  raise 
or  depress  either  end  of  the  blade,  places  his  foot  upon  the  brake-pedal  P  correspond- 
ing to  the  end  to  be  adjusted,  and  grasping  the  rim  of  the  wheel  where  it  is  mo^t 
convenient  to  his  hand,  swings  it  backward  or  forward  (accordingly  as  required) 
with  a  free  and  easy  action,  and  to  a  greater  or  less  extent,  as  desired,  then  releases 
the  pedal  and  the  brake  or  stop  is  automatically  applied  by  its  spring  «. 

A  hand-wheel,  in  combination  with  and  for  imparting  motion  to  mechanism  for 
elevating  and  depressing  the  scraper  or  blade  in  a  road-machine,  is  of  great  prac- 
tical utility  and  advantage,  as  it  enables  the  operator  to  handle  and  control  the 
machine  with  greater  ease  and  facility  than  with  a  lever  handle  or  crank,  and  does 
not  necessitate  his  taking  an  awakward  or  constrained  position  at  any  part  of  the 
action.  The  rim  of  the  wheel,  acting  by  its  momentum  as  a  balance-wheel,  also 
enables  the  operator  by  a  quick  movement  to  suddenly  throw  the  blade  completely 
up  from  the  ground  to  avoid  contact  of  large  stones  or  other  obstructions  while  the 
machine  is  in  motion.  Said  rim  also  serves  as  a  continuous  seat  for  the  stop  or 
brake,  so  that  the  adjustment  can  be  held  with  the  blade  at  any  degree  of  elevatiou 
desired. 

A  hand-wheel  adapted  to  act  by  its  peripheral  momentum,  or  a$  a  halane^whetl  J^r 
aaeieting  or  augmenting  the  throio  or  movement  when  adjusting  the  eoraper,  in  combination 
with  the  scraper-blade  and  blade-adjusting  mechanism,  for  the  purpose  specified,  is  an 
important  feature  of  my  invention. 

Hand- wheels  may  be  employed  for  elevating  and  depressing  the  scraping-blade  in 
a  road-machine,  in  combination  with  connections  or  lifting  devices  of  other  con- 
struction and  arrangement  from  those  herein  shown,  with  beneficial  results,  and  I 
so  intend  to  employ  said  hand-wheels ;  and  I  have  in  other  applications  (see  Serial 
Nos.  167,212,  and  173,968)  for  Letters  Patent  described  and  claimed  certain  combina- 
tions in  which  other  forms  of  lifting  mechanism  are  employed  for  efiecting  the  ver- 
tical adjustment  of  the  blade. 

/  am  aware  that  a  railroad  snow-plow  or  track-clearer  has  heretofore  been  patented,  it 
which  the  plow  was  braced  from  the  car-axle  by  parallel  braces  rigidly  connected  to  tht 
plow;  and  that  a  swinging  transverse  scoop  or  shovel  pivoted  between  the  endt  or  rear* 
wardly-extending  braces  of  equal  length,  and  in  connection  with  a  wheeM  carriage^  hai 
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aUo  been  shown  in  another  patent  I  am  aUo  aware  th4it  other  patents  exhibit  road  scrapers 
wherein  braces  or  links  are  shotvn  which  connect  bUi4e-$upporting  standards  in  rear  of  the 
blade,  with  one  of  the  side  bars  of  the  carriage-frame.  Such  devices  I  do  not  therefore 
herein  claim,  as  neither  of  them  attain  the  results  incident  to  my  improvement — vis,,  perfect 
flexUnlity  of  adjustment  with  direct  support  or  thrust  under  all  conditions  of  use  and 
positions  of  adjustment, 

[The  foregoing  words  in  italics  were  inserted  by  way  of  amendment, 
the  disclaimer  being  preceded  by  the  statement:  ^'Eegardlng  the  iirst 
claim  for  recognition  of  the  state  of  the  arf,  insert  at  the  end  of  the 
descriptive  part  of  the  specification,  page  9,  the  following  clause,  viz.''] 

Of  the  fifteen  claims  the  first,  fourth,  fifth,  tenth,  eleventh,  and 
twelfth  were: 

I.  In  a  machine  for  grading  and  clearing  roads,  the  combination,  with  a  scraper 
bar  or  blade  suspended  from  the  carriage  between  it«  front  and  rear  wheels,  of  thrust- 
bare  extending  from  the  axle  or  rear  of  said  carriage  and  attached  to  the  back  of 
said  scraper  near  its  ends  by  connecting-joints  that  permit  upward  and  downward 
adjustment  at  each  end  of  the  scraper-blade  independent  of  the  other^  substantially 
for  the  purpose  set  forth. 

4.  In  a  road-grading  machine,  a  hand- wheel  in  combination  with  the  blade-elevat- 
ing devices,  for  imparting  motion  to  said  devices,  when  raising  and  depressing  the 
blade,  substantially  as  hereinbefore  set  forth. 

5.  In  a  machine  for  grading  and  cleaning  roads,  the  combination,  with  the  scraper- 
blade,  supported  by  a  push-frame  at  the  rear  of  said  blade,  and  blade-elevating 
mechanism  connected  therewith,  of  a  hand-wheel  for  imparting  motion  to  said  ele- 
vating mechanism  for  effecting  the  upward  and  downward  adjustment  of  the  blade, 
substantially  as  hereinbefore  set  forth. 

10.  In  a  road-machine  the  standards  I  V  and  shift  L  in  combination  with  the 
carriage,  blade-lifting  devices,  and  operating  wheels  and  pinions,  as  and  for  the  pur- 
poses set  forth. 

II.  The  flanged  guide-roll  K  and  flanged  pinion  V,  in  combination  with  the  rack  J, 
blade  D  and  carriage-f^ame  A,  and  hand- wheel  M',  substantially  as  and  for  the  pur- 
pose seth  forth. 

12.  In  combination  with  the  blade-elevating  lever  H  having  the  int>emally-toothed 
segment  H',  of  an  operating-pinion  I,  provided  with  flanges,  t,  for  guiding  said  seg- 
ment, substantially  as  set  forth. 

The  application  was  examined  by  the  Patent  Office,  and  the  follow- 
ing objections  were  made : 

If  claim  1  is  to  stand,  the  state  of  the  art  as  shown  in  Patents  226,686,  Sweatt,  Apr. 
20,  1880  (self-load'g  carts;)  52,028,  Camcross,  Jan.  16,  1866;  191,287,  Jefferson,  May 
29,  1877,  and  288,261,  Raab,  Nov.  13,  1883  (wheeled  scrapers,)  must  be  recognized. 

Claim  4  is  met  in  Patent  220,812,  Day,  Oct.  21,  1879  (same.)  Furthermore  the 
devices  of  patenta  297,861,  Smith,  April  29,  1884 ;  275,614,  Edwards  and  Durkee, 
April  10,  1883,  and  135,475,  Ham,  Feb'y  4,  1873  (ex.  carrier.) 

As  to  claim  5,  in  view  of  the  Patents  160,535,  McCall,  Watkins,  Scott,  M'ch  9, 1875, 
and  296,138,  Cook,  Apr.  1, 1884  (wheeled  scrapers,)  the  claim  does  not  present  patent- 
able novelty,  these,  with  the  patent  of  Day,  showing  that,  broadly  considered,  a 
hand-wheel  and  a  lever  are  equivalent  substitutes. 

Claims  10,  11  and  12  are  met  in  patent  of  Cary,  152,072,  June  16,  1874  (self-load'g 
rarts.) 

Patent  145,736,  Humphreys,  Dec.  23,  1873  (ex.  carrier,)  may  also  be  referred  to  as 
showing  the  state  of  the  art  in  connection  with  claim  11. 

Claim  15  is  met  in  patent  of  Camcross  above  cited. 
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Thereupon  the  specification  was  amended  as  before  pointed  oat,  and 
applicant  further  said: 

Regarding  the  fourth  and  fifth  claims,  in  the  references  cited.  Patent  No.  220,812, 
it  in  shown  that  a  smaU  hand-wheel  moanted  on  a  vertical  shaft  and  adapted  for 
winding  up  a  rope  or  chain  in  manner  similar  to  a  car-brake  hae  been  used  for  bodily 
lifting  a  diagonal  scraper  or  snow-plow  on  a  railroad-car,  both  ends  of  the  scraper 
being  lifted  simultaneously ;  further,  in  other  patents  it  is  shown  that  wheels  having 
a  series  of  projecting  handles  or  pins  are  employed  in  connection  with  means  for 
lifting  the  plow  and  conveyer^n  ditching-maohinee.  Neither  of  these  devices,  it  is 
thought,  embody  the  features  which  applicant  desires  to  secure,  and  while  there  ii 
no  question  but  that  the  present  wording  of  said  claim  is  met  by  these  refereooesi, 
yet  it  is  believed  that  applicant  has  a  point  to  which  these  former  inventions  have 
not  attained. 

The  claims  are  hereafter  amended  with  this  feature  in  view,  viz.,  that  in  applicaoU 
invention  the  wheel  is  designed  and  adapted  to  be  worked  in  combination  with  a 
diagonal  blade  and  as  a  balance  or  momentum  wheel,  so  that  a  quick  throw  of  Ihe 
wheel  with  the  hand  will,  by  the  weight  of  the  periphery  of  the  wheel,  angmeDt 
the  action,  or  carry  the  blade  mechanism  up  or  down  to  a  greater  extent  than  the 
ftiere  movement  of  the  hand. 

The  fourth  and  fifth  claims  were  amended,  the  tenth,  eleventh,  and 
twelfth  canceled  and  two  others  substituted,  and  the  fifteenth  was 
erased. 

The  fourth,  tenth,  eleventh,  and  thirteenth  claims  of  the  patent  as 
issued  read : 

4.  The  combination,  with  a  diagonal  scraper  supported  in  connection  with  a  wheeled 
carriage  and  adapted  for  upward  and  downward  adjustment  independently  at  either 
of  its  ends,  of  an  operating-wheel  (or  wheels)  for  effecting  such  adjustment,  adapted 
to  act  as  a  momentum  or  fly  wheel,  as  set  forth,  whereby  the  peripheral  weight  of 
said  wheel  is  utilized  to  assist  in  the  adjustment  of  the  blade,  substantially  as  hereiu- 
before  explained. 

10.  In  a  road-machine,  the  combination  of  a  scraper-blade  adapted  for  upward 
and  downward  adjustment  at  its  respective  ends,  an  operating  hand-wheel  (or  wheels) 
connected  therewith  for  effecting  such  adjustment,  and  a  brake  (or  brakes)  acting 
against  said  wheel  to  arrest  movement  thereof  and  retain  the  parts,  substantially 
as  set  forth. 

11.  In  a  wheel  road-soraper,  the  combination  of  a  scraper- blade  adapted  for 
upward  and  downward  adjustment  at  its  respective  ends,  nn  operating- wheel  (or 
wheels)  connected  therewith  for  effecting  such  adjustment  and  adapted  for  develop- 
ing peripheral  momentum  for  throwing  the  blade  up  or  down,  and  a  brake  acting 
against  said  wheel  to  arrest  the  movement  thereof  and  retain  the  parts  in  position, 
substantially  as  set  forth. 

13.  In  a  road-machine,  the  combination,  with  an  oblique  scraper  suspended  beneath 
a  carriage  or  body  mounted  on  front  and  rear  wheels,  of  means  for  imparting  inde- 
pendent upward  and  downward  adjustment  at  the  respective  ends  of  said  scraper 
provided  with  hand-wheel  and  pinion  devices  for  imparting  movement  thereto,  and 
stops  or  brake  devices  acting  in  connection  with  said  hand-wheels  for  retaining  the 
parts  at  positions  of  adjustment,  substantially  as  described. 

Thus  it  appears  that  the  patentee  acquiesced  in  the  ruling  of  the 
Patent  Office  that  the  application  of  hand-wheels  to  a  road-grading 
machine,  for  imparting  motion  to  the  devices  for  raising  and  depressing 
the  scraper-blade,  was  oid,  and,  for  the  purpose  of  obtaining  his  patent^ 
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restricted  his  claims  in  this  particalar  to  moinentam  or  balance  wheels. 
And  it  is  with  reference  to  the  momentum  feature,  treated  as  an  ele- 
ment in  all  the  claims,  that  the  case  must  be  disposed  of. 

Momentum  is  the  quantity  of  motion  in  a  ipoving  body,  and  is  pro- 
portioned to  the  quantity  of  matter  mnltiplied  into  its  velocity.  All 
revolving  wheels  possess  momentum,  but  "momentum-wheels,"  so 
called,  as  balance  or  fly  wheels,  aie  wheels  whose  momentum  is  utilized 
in  the  operation  of  machinery  by  a  sufficient  accumulation  of  force, 
through  the  weight  and  velocity  of  the  wheel  combined,  to  overcome 
the  effects  of  temporary  loss  of  power. 

The  knowledge  was  common  that  when  a  continuous  power  is  applied, 
but  the  resistance  to  be  overcome  is  unequal,  a  fly  or  balance  wheel 
will  store  some  of  the  power  expended  during  the  operation  and  not 
needed  at  one  stage,  and  give  it  out  at  another.  This  familiar  principle 
is  thus  expressed  in  the  specification: 

The  rims  of  the  band-wheels  are  made  sufficiently  heavy  to  act  as  abalance  against 
the  weight  of  the  blade-lifting  devices,  so  that  the  momentnm  of  the  wheel  will 
greatly  assist  the  operator  in  the  manipulation  of  the  machine. 

The  momentum- wheel  of  the  patent  is  described  in  appellant^s  brief 
as  being — 

a  wheel  having  such  peripheral  weight,  in  relation  to  the  weight  of  the  scraper-blade 
to  be  lifted,  that  it  will  oontinne  in  rotation  after  the  hand  of  the  operator  is  removed, 
so  as  to  enable  him  to  secure  a  new  grasp  of  the  wheel  to  continue  the  hfting 
process. 

Appellant's  expert,  Mr.  Brevoort,  puts  it  thus: 

In  the  case  of  the  Taft  invention,  the  peripheral  momentum  was  relied  upon  to 
continue  the  blade  of  a  road-scraper  in  its  upward  motion  so  that  the  operator 
conld  again  grasp  the  wheel  to  give  further  rotative  force  thereto  without  the  blades 
falling  and  without  the  necessity  of  locking  the  wheel  to  enable  him  to  get  another 
grip  thereon. 

And  the  patentee  testifies: 

The  object  of  making  the  wheel  with  the  heavy  rim  was  that  there  might  be  suf- 
ficient momentnm  generated  in  the  hand-wheel  to  make  a  continuous  rotary  motion 
of  the  wheel  when  it  was  desired  to  raise  the  blade  over  an  obstacle,  like  a  rock  or 
a  **  thank-you-ma'am,^'  or  when  approaching  a  cross-walk  on  a  street.  This  we  conld 
not  do  with  levers,  if  the  lever  had  sufficient  leverage  to  give  this  operation ;  and  by 
making  the  rim  of  these  wheels  heavy  I  secured  that  ability  to  cause  a  continuous 
motion  of  the  hand- wheel.  After  giving  it  one  impulse  from  the  hand,  I  conld  reach 
forward  and  give  it  a  second  without  applying  a  brake  or  stop  to  the  wheel,  thus 
keeping  up  a  continuous  motion  of  the  hand-wheel  until  I  had  raised  the  blade  as 
high  as  desired. 

In  short,  as  the  ordinary  hand- wheels  used  for  the  same  or  analogous 
purposes  in  similar  constructions  were  old,  the  claim  of  patentable 
novelty  rests  on  the  proposition  that  Mr.  Taft  was  the  first  to  increase 
their  weight  and  apply  them  as  momentum- wheels  in  a  common  device 
for  regulating  road-scrapers  to  secure  the  well-known  result  attendant 
on  the  use  of  such  wheels.  Was  he  the  first  to  do  this,  and,  if  so,  did 
such  increase  of  weight  involve  patentability! 
H.  Doc.  354 36 


562  DECISIONS   OF   U.  8.  COURTS   IN    PATENT   CASES. 

The  record  contains  a  nnmber  of  prior  patents  of  road-machines  in 
which  the  vertical  adjustment  of  the  scraper-blade  is  effected  by  levers 
on  each  side  of  the  machine,  with  connecting  ^mechanism  to  each  end 
of  the  blade,  the  actuation  of  either  lever  raising  one  end  of  the  blade, 
and  of  both,  raising  the  blade  as  a  whole. 

The  patent  of  Bead  of  November  25, 1873,  shows  a  reversible  scraper- 
blade  adjustable  up  and  down,  at  either  end,  adjustable  laterally  in 
respect  of  side  projection  of  its  blade,  susceptible  of  being  raised 
^quickly  at  either  end  or  as  an  entirety,  carried  by  a  four-wheeled 
frame,  and  directly  controlled  by  levers  through  suspending  cords  or 
bars,  the  rear  ends  of  the  levers  being  adapted  to  be  held  by  catches 
or  uprights  projecting  up  from  the  frame  of  the  machine. 

The  McCall,  Watkins,  and  Scott  patent  of  March  9, 1875,  has  a  push- 
bar  reversible  scraper,  with  hand-levers  and  stops  for  the  vertical 
adjustment  of  the  scraper-blade  and  hand- wheels  for  steering. 

The  Cook  patent  of  September  22, 1885,  has  a  scraper  supported  by 
a  wheeled  frame  and  moved  by  push-bars,  and  capable  of  being  raised 
and  lowered  at  either  end  independently  by  means  of  racks  connected 
to  the  scraper,  and  pinions,  operated  by  levers,  which  engage  the  racks 
and  move  them  up  and  down. 

These  lever- machines  were  all  operative,  and  these  and  other  patents 
were  introduced  in  evidence  as  showing  that  wheeled  frames,  reversible 
and  nonreversible  blades,  levers  of  various  forms  for  adjusting  either 
or  both  ends  of  the  blade,  stops  for  locking  the  levers  in  place,  stops 
and  various  other  devices  for  connecting  the  levers  with  the  blades, 
were  all  well  known,  but  as  this  is  conceded  we  need  spend  no  time 
upon  them.  It  should,  however,  be  observed  that  broadly  considered 
a  hand-wheel  and  a  lever  are  substantial  equivalents  in  these  devices. 
The  wheel  is  a  continuous  lever.  The  rim  enables  the  operator  to  lay 
hold  at  any  point  desired,  and  takes  the  place  of  a  number  of  levers. 
But  it  is  denied  that  momentum  hand-wheels  are  the  equivalents  of 
levers. 

Other  prior  patents  adduced  illustrate  the  use  of  hand- wheels,  cranks, 
and  momentum- wheels. 

Dyson's  patent  of  June  2, 1868,  for  a  "street-scraper,^  has  a  trian- 
gular frame,  D,  having  slots  in  which  the  bars  slip  up  and  down  freely* 
to  which  the  scraper-blades  are  pivoted.  The  dirt  is  gathered  up 
within  this  triaugle  and  deposited  by  the  operation  of  the  rear  part  of 
a  frame,  E.  The  triangular  frame  D  is  raised  by  a  crank-wheel  with  a 
crank  connected  by  cords  with  two  wheels  in  such  manner  as  to  revolve 
both  wheels  simultaneously,  and  the  whole  scraper  is  thereby  raised 
and  retained  by  the  engagement  of  the  crank  with  a  catch.  The 
experts  differ  as  to  whether  these  wheels  can  be  used  as  hand-wheels 
if  so  desired  as  well  as  by  means  of  the  cords  as  described  in  the  patent 

The  Carey  patent  of  June  16, 1874,  for  an  improvement  in  scrapers, 
has  a  scraper  or  dirt-scoop,  a  rack  attached  to  a  lever  which  carriei 
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the  scraper,  a  pinion  engaging  the  rack  to  raise  and  lower  the  scraper, 
a  crank-handle,  as  an  equivalent  for  a  hand- wheel,  to  turn  the  pinion, 
and  a  lock  to  hold  the  devices  in  their  ao^asted  position.  The  Taft 
machine  seems  to  embrace  the  connecting  devices  of  this  patent,  bat  it 
has  a  shaft  with  a  hand- wheel  instead  of  with  a  crank. 

April  10, 1883,  Edwards  and  Durkee  obtained  a  patent  for  an  improve- 
ment in  grading  and  ditching  machines,  in  which  all  the  adjustments 
are  made  by  hand- wheels.  This  has  a  plow-beam  and  a  carrying  apron 
or  belt,  and,  ^^by  arranging  the  several  hand-wheels,  as  shown  and 
described,"  the  operator  *^can  raise  and  lower  either  end  of  the  plow- 
beam  independent  of  the  other,  and  raise  or  lower  the  apron  as 
required.'' 

The  patent  of  Elmer  H.  Smith  of  April  29,  1884,  for  a  ditching- 
machine,  shows  a  plow  <^  consisting  of  an  inclined  flat  plate,"  supported 
by  a  wheeled  frame,  and  raised  and  lowered  by  means  of  a  hand-wheel 
and  pinion  acting  upon  a  rack  connected  to  the  lever  which  carries  the 
blade.  The  blade  is  operated  by  a  single  hand  wheel,  in  this  resem- 
bling the  fourth,  tenth  and  eleventh  claims  under  consideration,  which 
call  for  ^^an  operating- wheel  (or  wheels,)"  although  it  is  testified  that 
^4n  no  case  could  the  adjustments  described  in  the  patent  be  effected 
by  a  single  wheel." 

May  28, 1878,  Letters  Patent  No.  204,205,  for  an  "improvement  in 
track-clearers,"  were  issued  to  Augustus  Day.  This  was  a  device  "for 
effectually  clearing  street-railways  from  snow  and  ice,  so  arranged  that 
the  snow  will  not  only  be  cleared  away  from  the  face  of  the  rails,  but 
also  from  between  the  rails  and  a  suitable  distance  on  each  side  of  the 
track,"  it  being  so  spread  and  packed  as  not  to  be  left  "in  ridges  or 
snowbanks  along  the  street."  It  has  a  diagonal  scraper  suspended 
beneath  a  wheel-carriage  and  provided  with  a  lifting  mechanism  con- 
sisting of  a  chain  or  rope  wound  upon  the  shaft  by  means  of  a  hand- 
wheel,  there  being  several  hand-wheels  for  effecting  the  different 
adjustments  of  the  scraper-blade,  which  is  raised  at  either  end  at  the 
will  of  the  operator.  This  concurs  with  the  mechanism  thus  described 
in  the  Taft  specification: 

In  lien  of  connecting  the  hand- wheel  and  blade-lifting  bar  or  lever  by  means  of  a 
toothed  pinion  and  rack,  said  parts  may  be  connected  by  a  strap  or  chain,  (one  or 
more,)  one  end  whereof  connects  with  the  lift-bar  or  lever,  while  the  other  end  is 
arranged  to  wind  onto  the  pinion  or  hab  on  the  hand- wheel,  or  onto  a  sheave  geared 
to  the  hand-wheel  hnb. 

Day's  patent  of  October  21, 1879,  Ko.  220,812,  for  "  snow-plows,"  has 
a  diagonal  scraper  suspended  beneath  a  wheeled  carriage  and  capable 
of  being  raised  and  lowered  by  a  chain  or  cord  wound  upon  a  shaft 
turned  by  a  hand-wheel,  the  shaft  having  a  locking  device  consisting 
of  a  rachet- wheel  and  a  dog.  There  is  but  one  hand-wheel  which  raises 
and  lowers  both  ends  of  the  scraper  together,  while  the  previous  Day 
patent  had  two  hand- wheels  and  chains  for  raising  and  lowering  the 
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two  ends  of  the  scraper  independently.  The  sabstance  to  be  dealt 
with  was  snow,  and  rails  and  their  bed,  with  some  distance  on  each 
side,  the  snrface  to  be  cleared,  bat  so  as  not  to  encumber  the  circam- 
jacent  highway.  In  view  of  the  work  to  be  done,  light  hand-wheels 
might  be  sufficient,  yet  if  momentum  as  a  positive  aid  were  found  neces- 
sary, their  weight  could  be  increased. 

The  Boone  patent  of  October  21, 1851,  shows  a  windlass  with  drums 
for  winding  up  cords  to  raise  weights,  with  a  wheel  and  pinion  and 
suitable  gearing  for  turning  the  drums,  and  a  brake-stop. 

The  Lyon  patent  of  August  6,  1878,  for  improvement  "in  combined 
ship's  pump  and  windlass,"  has  very  heavy  momentum  hand- wheels  for 
operating  either  pumps  or  a  winding-drum.  Apparently  these  wheels 
are  heavier  for  the  same  diameter  than  the  Taft  hand- wheels. 

The  Tyler  patent  of  February  14, 1882,  for  "friction-brake  for  steer- 
ing-wheels," shows  a  momentum  hand-wheel  for  operating  the  rudder 
of  a  vessel,  and  a  pedal  brake  for  holding  the  wheel  in  any  desired 
position.  The  wheel  is  not  descnbed  in  the  specifications  as  a  momen- 
tum-wheel, but,  as  it  is  such  in  fact,  this  is  not  material. 

Appellee's  expert  Bates  testifies  that  such  wheels — 

are  commonly  used  as  momentum- wheels  and  have  been  as  long  ago  as  1S71.  The 
operator  gives  them  an  impulse  and  their  momentum  carries  them  on. 

It  is  not  controverted  that  a  heavy  wheel  with  a  crank-pin  at  the 
side,  such  as  shown,  was  a  common  and  very  well-known  form  of  con- 
struction for  the  specific  purpose  of  applying  momentum  to  a  crauk. 
The  wheels  employed  in  landing  ferry-boats  and  the  ancient  spinniug- 
wheels,  instanced  by  the  district  judge,  readily  recur  as  illustrations 
of  the  use  of  momentum  in  the  continuance  of  motion.  Indeed,  it  is 
admitted  that  all  wheels  for  raising,  winding  up  and  hoisting,  if  the 
load  is  light  enough,  "are  capable  of  performing  some  movement  after 
the  hand  of  the  operator  has  left  them,"  and  the  principle  does  not 
depend  upon  the  extent  of  the  aid  thus  given  to  propulsion. 

We  find  then  that  hand-wheels  in  the  regulation  of  scraper-blades 
for  ditching,  grading,  street  and  road  clearing  were  old,  and  that  this 
was  true  of  the  utilization  of  momentum  when  required  by  the  exigen- 
cies of  the  case,  as  in  capstan-wheels,  crank-shaft  wheels,  rudder- 
regulating  wheels,  pump-operating  wheels,  and  so  on.  Every  one  knew 
that  momentum  propelled  the  capstan-wheel,  the  rudder-wheel,  the 
pump- wheel,  the  spinning-wheel,  after  the  hand  of  the  operator  was 
withdrawn.  The  law  of  nature  was  familiarly  understood  that  any 
moving  body  tends  to  continue  in  motion  with  a  force  proportionate  to 
its  speed  and  weight;  and  it  was  well  known  that  the  function  of  fly- 
wheels and  balance-wheels  was,  in  the  language  of  Mr.  Brevoort— 

to  absorb  energy  when  the  machine  is  moving  at  greater  speed  with  the  least  resist- 
ance, and  to  give  it  out  again  when  the  parts  meet  with  greater  resistance. 

The  Circuit  Court  was  of  opinion  that  the  use  in  road-machines  of 
wheels  made  heavier  in  the  a<^'ustment  of  momentum  to  resistance  was 
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Dot  a  new  use  of  momeDtum-wheels  in  working  machinery,  and  that 
the  difiference  in  weight  in  hand-wheels  performing  the  service  of 
rotary  levers  was  a  difference  in  degree  and  not  in  kind.    And  the  con- 
tention as  to  infringement  confirms  this  view. 
Mr.  Bates  describes  appellee's  machine 


composed  of  a  wheeled  frame  or  carriage,  beneath  which  is  suspended  a  tnrn-table 
and  to  this  tarn-table  the  scraper-blade  is  attached.  The  turn-table  is  suspended 
by  rods  from  the  ends  of  a  bar  which  extends  across  the  machine  and  is  capable  of 
vertical  motion  between  uprights.  The  bar  is  supported  by  being  pivoted  near  each 
end  to  the  lower  end  of  a  rack-bar.  The  rack-bars  are  moved  up  and  down  by  pin- 
ions on  horizontal  shafts,  the  shafts  extending  back  toward  the  rear  of  the  machine. 
At  their  rear  ends  are  bevel-gears  which  mesh  with  pinions  on  cross-shafts,  and 
there  is  a  hand-wheel  on  each  cross-shaft  to  turn  it.  There  is  also  a  band-wheel  on 
each  cross-shaft,  which  is  embraced  by  a  friction-band  or  band-brake.  The  band  is 
connected  to  a  spring-treadle  so  that  the  operator  can  loosen  it  by  putting  his  foot 
on  the  treadle.  The  hand- wheels  are  smaU  wheels  comparatively  similar  to  those 
used  on  oar-brakes,  and  are  certainly  much  too  light  to  act  as  fly-wheels  or 
momentum-wheels  against  such  a  weight  as  that  of  the  scraper  and  turn-table  and 
attachments.  Besides  this,  the  strain  on  this  weight  is  a  constant  one,  always  act- 
ing in  the  same  direction  upon  the  hand- wheels.  The  scraper  is  moved  forward  by 
means  similar  to  ordinary  plow-beams,  which  are  connected  with  the  turn-table, 
the  turn-table  being  connected  with  the  front  of  the  machine,  or  rather  to  the  king- 
bolt by  a  draft-ring  and  link.  There  is  no  device  for  acting  with  a  thrust  upon  the 
scraper- wheel. 

Without  subjecting  the  evidence  to  critical  examination,  it  is  enough 
that  it  is  admitted  that  these  hand- wheels  are  smaller  and  lighter  than 
those  of  appellant,  and  that  to  make  out  infringement  it  is  requisite  to 
construe  the  patent  in  suit  as  covering  all  wheels  whose  momentum  can 
be  utilized  in  operating  a  road-making  machine. 

On  the  one  hand  it  is  contended  that  appellee's  hand- wheels  are  not 
momentum-wheels  at  all  and  that  the  continued  motion  of  the  blade  is 
due  to  earth-pressure  and  not  to  momentum,  while,  on  the  other,  this 
is  denied,  and  it  is  insisted  that  these  wheels  are  to  be  treated  as 
momentum-wheels  because  they  will  store  up  "  a  useful  amount  of 
energy  to  make  them  continue  their  further  movement,  when  the  hand 
of  the  operator  is  taken  therefrom,''  provided  "  the  operator  shall  give 
to  the  wheel  a  rapid  and  vigorous  pull,  moving  it  while  his  hand  is  upon 
it  at  a  greater  speed  than  it  afterward  maintains." 

We  can  hardly  doubt  that  similar  manipulation  of  many  of  the  old 
wheels  would  produce  the  same  result,  and  if  there  could  be  infringe- 
ment if  this  were  not  so,  there  would  be  anticipation  if  it  were. 

But  the  decision  of  the  Circuit  Court  rested  on  the  want  of  invention, 
and  in  that  conclusion  we  concur. 

"The  whole  essence  of  the  Taft  invention,^  says  appellant's  counsel, 
is  the  application  of  momentum  to  carry  the  wheel  along  "sufficiently 
to  enable  the  operator  to  take  a  new  grasp,  (as  explained  by  Mr.  Bre- 
voort,)  without  clamping  the  wheel  to  prevent  its  running  backward.'^ 

Did  increasing  the  weight  of  the  hand- wheels  in  this  class  of  road- 
machines,  in  order  to  correct  the  tendency  of  smaller  wheels  to  reverse, 
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involve  patentable  novelty  t  We  do  not  think  so.  The  nse  of  band- 
wheels  as  a  snbstitnte  for  straight  levers  in  this  class  of  machinery  was 
old^  and,  whether  the  wheels  were  light  or  heavy,  (and  heavy  wheels 
were  old,)  they  alike  performed  the  service  of  rotary  levers. 

The  patentee  had  acqniesced  in  the  rejection  of. his  claim  for  a  load- 
machine  with  a  blade  that  was  elevated  or  depressed  by  a  baud- 
wheel  operating  throngh  suitable  gearing,  and  could  not  claim  the  bene- 
fit thereof,  or  of  an  equivalent  construction  of  the  claims  allowed.  To 
make  the  hand-wheels  heavier  was  to  increase  their  capacity,  but  the 
same  end  was  accomplished  by  substantially  the  same  means.  The 
means  were  old,  and  their  enlargement  by  a  common  method  to  attain 
a  better  result  in  the  particular  instance  merely  carried  forward  the 
original  idea,  and  was  nothing  more  than  would  occur  to  the  expe- 
rienced mechanic. 

It  appears  to  us  that  it  being  seen  that  the  tendency  to  reverse  would 
prove  objectionable  in  the  proposed  machine,  the  suggestion  that  the 
hand- wheels  should  be  made  heavier  iu  order,  by  greater  momentum,  to 
correct  that  tendency,  as  it  was  well  known  increase  in  weight  coupled 
with  adequate  rotative  force  would,  sprang  naturally  from  the  expected 
skill  of  the  maker's  calling,  and  that  this  use  of  the  heavier  wheel  did 
not  make  the  mechanism  in  any  proper  sense  a  new  thing  evolved  by 
the  inventive  faculty. 

The  substitution  of  the  heavier  wheel  was  not  the  product  of  a  crea- 
tive mental  conception,  but  merely  the  result  of  the  exercise — 

of  the  ordinary  faculties  of  reasoning  npon  tbe  materials  supplied  by  a  special  knowl- 
edge, and  the  facility  of  manipulation  which  results  £h>m  its  habitual  and  intelli- 
gent practice. 

Decree  affirmed. 


[U,  S.  Cirooit  Court  of  AppMls-^venUi  Clroidi.] 

Standabd  Elevator  Company  et  al.  v.   Obane  Elbtatob 

Company  et  al. 

Decided  October  16,  1896. 
77  O.  G.,  811. 

1.  Reynolds — Means  for  Controlling  the  Operation  of  Elevators— Vaiuh- 

Infringed. 
Letters  Patent  No.  456,122,  granted  July  14,  1891,  to  G.  H.  Reynolds,  for  meanB 
for  controlling  the  operation  of  elevators,  Held  to  be  valid  and  infringed. 

2.  Samb^Hydraulic  Elevator — Validity — Infringement. 

Claims  2,  4,  and  6  of  Letters  Patent  No.  328,614,  granted  October  20, 1885,  to 
George  H.  Reynolds,  for  improvements  in  hydraulic  elevators.  Held  to  be  valid 
and  claims  2  and  4  infringed,  but  claim  6  not  infringed. 
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iiOKMENTS— Recording — Section  4898— Prima  Facie  Inference  of  Record 

OR  Official  Copy  of  an  Assignment. 
Section  48d8  does  not  require  that  any  instrument  in  the  chain  of  title  to  a 
itent  shall  be  recorded;  bnt  all  such  assignments  may  be  recorded.  The  sense, 
e  essential  significance  and  intent,  of  this  section  is  that  the  record  or  official 
*py  of  any  assignment  shall  give  to  any  person  interested  the  prima  facie 
surance  that  an  original  assignment  was  made  in  terms  as  shown  in  the  record; 
lat  such  instrument  was  subscribed  as  shown ;  that  it  was  delivered;  that  the 
g^nature  thereto  is  the  genuine  signature  of  the  assignor,  and  that  such  assignor 
id  an  assignable  interest  according  to  the  purport  of  the  instrument. 

HE— Record  of— "Belonging  to  the  Patent  Office,"  in  Section  892, 

Revised  Statutes. 
The  record  of  assignments  in  the  Patent  Office  is  a  record  "belonging  to  the 
Atent  Office''  within  the  literal  terms  of  section  892;  but  in  the  absence  of  that 
tction  and  on  the  general  principles  of  evidence  a  paper  purporting  to  be  a  copy 
*  a  record  in  the  Patent  Office  could  be  proven  to  be  such  copy  by  the  sworn 
istimony  of  the  person  who  made  it  or  of  a  person  who  had  compared  it  with 
le  original  record  in  the  Patent  Office. 

cording  Assignments— Spurious  Instruments— Duty  of  Commissioner. 
The  statute  makes  it  the  duty  of  the  Commissioner  of  Patents  to  record 
isignments,  meaning  assignments  that  are  genuine.  He  has  no  authority  to 
tcord  a  spurious  instrument.  A  spurious  assignment  recorded  in  the  Patent 
ffice  would  not  be  in  law  a  record  of  that  Office.  The  record  of  an  assignment 
in  law  tantamount  to  a  finding  or  certificate  by  the  Commissioner  that  the 
iginal  is  genuine.  It  matters  not  that  the  Commissioner  may  act  on  the  mere 
(sumption  that  whatever  paper  of  this  kind  is  presented  for  record  is  genuine, 
e  is  a  public  officer  charged  by  law  with  the  duty  of  recording  only  such  as  ore 
)nuine.  The  law  attaches  to  his  act  in  making  the  record  the  pritna  facie  pre- 
imption  that  the  instrument  copied  upon  his  record-book  is  entitled  to  record — 
lat  is  to  say,  is  genuine.  (The  view  announced  in  Mayor  of  2iew  York  et  al,  v. 
merioan  Cable  Railway  Company  not  acceded  to.) 

PEALS — "Interlocutory  Order  or  Decree"  of  Amended  Section  7,  Act 

March,  1891— State  of  Record. 
The  "interlocutory  order  or  decree"  made  appealable  by  section  7  of  act  of 
iarch  3, 1891,  for  the  organization  of  the  Courts  of  Appeal,  as  amended  Feb- 
lary  18,  1895,  must  be  ono  which  leaves  the  cause  pending  on  the  issues  in  the 
)urt  of  original  Jurisdiction.  The  state  of  the  record  of  progress  of  the  cause 
lUst  be  such  when  said  appealable  "interlocutory  order  or  decree"  is  entered 
lat  a  "  final  decree"  upon  the  matter  with  which  said  "  interlocutory  order  or 
ecree"  has  to  do  may  yet  be  made. 

MB— Same — "Final  Decree"  of  Same  Act. 

The  contrast  suggested  by  the  words  "  interlocutory  order  or  decree,"  and 
final  decree,"  as  used  in  the  first  paragraph  of  amended  section  7,  is  between 
decree  which  is  preliminary  to  a  hearing  on  the  merits,  and  hence  discretionary 
1  the  court,  and  one  which  follows  a  hearing  on  the  merits  and  is  hence  final, 
inclusive,  and  as  of  right  in  the  prevailing  party — between  a  decree  which  is 
leant  to  preserve  the  subject-matter  of  the  litigation  or  prevent  irreparable 
ijury  till  a  hearing  on  the  merits  can  be  had  and  a  decree  which  follows  the 
earing  on  the  merits  and  ultimately  determines  the  rights  of  the  litigants. 

PEAL  from  Preliminary  Injunction— "Final  Decision"  of  Section  6, 

Same  Act. 

By  providing  an  appeal  from  a  preliminary  or  pendente  lite  injunction  and  in  an 

djoining section  of  the  same  act  giving  an  appeal  from  any  "  final  decision"  the 

iw-makers  indicated  that  a  pei*petaal  injunction  decreed  as  the  outcome  of  a 

nal  hearing  on  the  merits  in  a  patent  case  was  appealable  as  a  "final  decision." 
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0.  Samb— Perfbcting  Appbal— Stat  of  Procbbdikos. 

The  words  'Hhe  proceedings  in  other  respects  in  the  court  below  shall  not  be 
stayed  unless  otherwise  ordered  by  that  court  during  the  pendency  of  such 
appeal/'  in  section  7,  seem  to  imply  that  the  mere  perfecting  the  appeal  sh&ll 
not  in  legal  effect  stay  the  suit. 

10.  Final  Decrrk  of  Circuit  Court— Power  of  thb  Court  of  Appeals. 

There  is  no  power  in  the  Court  of  Appeals  whereby  its  affirmance  or  approv»l 
on  review  of  a  decree  of  the  Circuit  Court  can  give  a  finality  to  that  decree  which 
it  did  not  have  when  entered  of  record  in  the  Circuit  Court. 

11.  Same— Same. 

The  power  incidental  to  appellate  Jurisdiction  is  the  power  to  direct  the  cir- 
cuit court  to  enter  such  a  decree  as  on  the  showing  of  the  record  ought  to  hare 
been  entered  by  that  court.  What  is  done  by  a  court  of  original  jurisdiction 
pursuant  to  a  mandate  from  a  court  of  review  on  reversal  is  precisely  what  ought 
to  have  been  done  by  the  court  of  original  jurisdiction  in  the  first  instance. 

12.  Dissenting  Opinion. 

Dissenting  opinion  by  Judge  Woods. 

On  appeal  from  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  Illinois. 

Mr.  Benjamin  Harrison  and  Mr.  Frank  T.  Brown  for  the  appellants. 
Mr.  James  H.  Raymond  and  Mr,  Edwin  H.  Brown  for  the  appellees 

STATEMENT  OF  THE  CASE. 

On  December  1, 1891,  appellees  filed  their  bill  of  complaint  agaisst 
appellants,  alleging,  among  other  matters  not  in  controversy  on  this 
appeal,  the  issuance  to  one  Reynolds  of  Letters  Patent  of  the  United 
States  Nos.  317,202,  328,614,  and  456,122;  to  one  Baldwin  of  Letters 
Patent  Nos.  248,908  and  456,107,  and  to  one  Moore  of  Letters  Patent 
No.  309,865;.  that  by  assignment  appellees  had  become  owner  of  all  the 
rights  originally  vested  by  force  of  said  patents  in  said  patentees;  that 
appellants  had  infringed  said  patents  and  each  of  them,  and  that  '^gains 
and  profits  to  a  large  sum  of  money,"  "the  full  amount  of  which  is 
unknown  to"  appellees,  "had  accrued  to"  appellants  "from  the  useof 
appellees'  "exclusive  rights  aforesaid,"  whereby  appellees  were  entitled 
to  an  accounting.  They  asked  that  an  injunction  and  an  accountiDg 
be  adjudged  in  their  favor. 

After  a  hearing  upon  the  bill,  answer,  and  replication,  and  proofe 
duly  taken  on  the  issue  so  made,  and  on  March  12,  1895,  a  decree  was 
made  and  duly  entered  of  record.  As  to  Letters  Patent  numbered 
317,202  and  309,865  the  bill  was  by  this  decree  dismissed  for  want  of 
equity.  As  to  Letters  Patent  numbered  248,908  and  456,107  the  bill 
was  dismissed  without  prejudice.  As  to  claims  2,  4,  and  6  of  Letters 
Patent  No.  328.614,  there  being  no  controversy  touching  the  other 
claims  of  that  patent,  and  as  to  the  two  claims  of  Letters  Patent  No. 
456,122,  the  court  found  and  decreed,  without  reserving  any  further 
consideration  of  that  subject,   that  appellants  had  infringed.    An 
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[iijanction  (withoat  limitation  in  time  and  without  reservation  on  that 
matter)  was  therefore  awarded.  Appellees'  claim  to  an  accounting  was 
Qot  resisted  on  any  ground  other  than  non-infringement.  The  cause 
wras  therefore  referred  to  a  master  to  take  proofs  and  report  thereon — 

ais  to  the  complainants'  damages  and  as  to  the  defendants'  profits  or  savings  resnlt- 
lug  from  the  infringement  by  the  defendants  of  said — 

five  claims.    The  decree  closes  with  the  statement  that — 

the  question  of  costs  in  this  cause  is  reserved  till  the  entry  of  a  final  decree  herein 
in  this  court. 

Appellants,  after  the  entry  of  the  decree,  filed  their  petition  in  words 
following: 

The  defendants,  Standard  Elevator  Company,  Herbert  A.  Beidler  and  Wm.  H. 
^'ells,  Jr.y  Jointly  and  severally  pray  an  appeal  to  the  United  States  Circuit  Court 
>f  Appeals  for  the  Seventh  Circuit,  from  the  order  of  his  honor,  Judge  Jenkins, 
panting  an  injunction  against  the  defendants  under  the  2ud,  4th  and  6th  claims  of 
Patent  No.  328,614,  granted  to  G.  H.  Reynolds,  Oct.  20,  18S5,  and  Patent  No.  456,122, 
gpranted  to  G.  H.  Reynolds,  July  14, 1891. 

We  assign  the  foUowing  reasons  for  appeal,  viz : 

First.  The  honorable  judge  erred  in  deciding  that  the  construction  of  the  defend- 
uits  was  an  infringement  of  the  2nd,  4th  and  6th  claims  of  the  Reynolds  patent, 
^o.  328,614,  and  of  the  claims  of  the  Reynolds  patent.  No.  456,122. 

Second.  The  honorable  judge  erred  in  deciding  that  the  said  Reynolds  patents, 
^o.  328,614  and  No.  456,122,  are  good  and  valid  in  law,  notwithstanding  the  evidence 
idduced  against  them  in  the  cause. 

Third.  The  honorable  court  erred  in  deciding  that  the  complainants  had  made  out 
ind  proved  a  valid  title  to  the  patent,  No.  328,614,  mentioned  aforesaid,  or  that  such 
complainants  had  such  property  or  right  under  such  patents  as  would  justify  them 
n  maintaining  their  bill  of  complaint. 

These  defendants  further  pray  that  pending  the  determination  of  this  appeal  the 
nj  unction  may  be  stayed  upon  the  filing  by  such  defendants  with  the  clerk  of  this 
:onrt  of  a  supersedeas  bond  to  the  complainants  in  such  sum  Us  the  court  shall 
lirect.  They  also  pray  such  other  and  further  order  as  may  be  deemed  necessary  to 
[>erfect  this  appeal  and  stay  the  injunction. 

The  order  of  the  court  on  this  petition  is  in  words  following: 

Now  comes  the  Standard  Elevator  Company,  by  its  solicitor,  Frank  T.  Brown,  and 
91es  its  petition  for  appeal  to  the  United  States  Circuit  Court  of  Appeals  for  the 
^venth  Circuit,  from  the  decree  entered  herein  on  the  12th  day  of  March,  1895,  and 
ilso  files  its  assignment  of  errors. 

The  court  being  advised  in  the  premises,  it  is  ordered,  that  said  appeal  be  aUowed 
upon  the  defendants  filing  an  appeal  bond  in  the  sum  of  one  thousand  doUars  with 
inrety  to  be  approved  by  the  court. 

It  is  further  ordered  that  a  supersedeas  be  granted  upon  said  defendants  filing  a 
bond  in  the  sum  of  fifteen  thousand  dollars,  conditioned  to  abide  and  perform  any 
final  decree  herein,  if  the  appeUant  fail  to  make  good  its  plea,  with  security  to  be 
approved  by  the  court.  It  is  farther  ordered  that  the  proceedings  under  said  decree 
be  stayed  for  ten  days. 

The  bonds  were  thereupon  made  by  the  three  defendants,  they  being 
named  therein  appellants  and  principals,  with  sureties,  as  required  by 
law.    These  bonds,  each  reciting  that  the  "  appeal"  was  "  from  the  order 
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granting  such  injunction,''  were  duly  approved  and  the  record  broagbt 
to  this  court. 

Section  692  of  the  Eevised  Statutes  of  the  United  States  is  in  words 
following: 

Sec.  692.  Au  appeal  shall  be  allowed  to  the  Snpreme  Court  from  all  final  deci«eg 
of  any  circnit  court,  or  of  any  district  conrt  acting  as  a  circait  court,  in  cases  of 
equity,  and  of  admiralty  and  maritime  Jurisdiction,  where  the  matter  in  dispute, 
exclusive  of  costs,  exceeds  the  sum  or  value  of  two  thousand  dollars,  and  the  Snpreme 
Court  is  required  to  receive,  hear,  and  determine  such  appeals. 

Section  6  of  the  act  of  March  3, 1891,  for  the  organization  of  the  Fed- 
eral Courts  of  Appeal  is  in  part  in  words  following: 

Sec.  6.  That  the  circuit  courts  of  appeals  established  by  this  act  shall  exercise 
appellate  jurisdiction  to  review  by  appeal  or  by  writ  of  error  final  decisions  in  the 
district  court  and  the  existing  circuit  courts  in  all  cases  other  than  those  provided 
for  in  the  preceding  section  of  this  act,  unless  otherwise  provided  by  law,  and  the 
judgments  or  decrees  of  the  circuit  courts  of  appeals  shall  be  final  in  all  cases  Id 
which  the  jurisdiction  is  dependent  entirely  upon  the  opposite  parties  to  the  suitor 
controversy,  being  aliens  and  citizens  of  the  United  States  or  citizens  of  different 
States ;  also  in  all  cases  arising  under  the  patent  laws,  under  the  revenne  laws,  and 
under  the  criminal  laws  and  in  admiralty  cases,  excepting  that  in  every  such  subject 
within  its  appellate  jurisdiction  the  circuit  court  of  appeals  at  any  time  may  cer- 
tify to  the  Supreme  Court  of  the  United  States  any  questions  or  propositions  of  law 
concerning  which  it  desires  the  instruction  of  that  Court  for  ite  proper  decision. 

Section  7  of  the  last-named  act  was  amended  February  18, 1895,  to 
read  as  follows : 

That  where,  upon  a  hearing  in  equity  in  a  district  court  or  a  circnit  court,  an 
injunction  shall  be  granted,  continued,  refused,  or  dissolved  by  an  interlocutory 
order  or  decree  or  an  application  to  dissolve  an  injunction  shall  be  refused  in  a  case 
in  which  an  appeal  from  a  final  decree  may  be  taken  under  the  provisions  of  this  act 
to  the  Circuit  Court  of  Appeals,  an  appeal  may  be  taken  from  such  interlocutory 
order  or  decree  granting,  continuing,  refusing,  dissolving,  or  refusing  to  dissolve  an 
injunction  to  the  Circuit  Conrt  of  Appeals : 

Provided,  that  the  appeal  must  be  taken  within  thirty  days  from  the  entry  of  snch 
order  or  decree,  and  it  shall  take  precedence  in  the  appellate  court ;  and  the  pro- 
ceedings in  other  respects' in  the  court  below  shall  not  be  stayed  unless  otherwise 
ordered  by  that  court  during  the  pendency  of  such  appeal : 

And  provided  further,  that  the  court  below  may  in  its  discretion  require  as  a  con- 
dition of  the  appeal,  an  additional  injunction  bond. 

This  last  paragraph  was  added  and  the  first  made  to  comprehend  the 
refusal  or  dissolution  of  &,  pendente  lite  injunction  by  the  amendment  of 
1895. 

Section  701  of  the  Revised  Statutes  of  the  United  States  is  in  words 
following: 

Sec.  701.  The  Supreme  Court  may  affirm,  modify,  or  reverse  any  judgment,  decree, 
or  order  of  a  circuit  court,  or  district  court  acting  as  a  circuit  court,  or  of  a  district 
court  in  prize  causes,  lawfully  brought  before  it  for  review,  or  may  direct  such  j.adg- 
ment,  decree  or  order  to  be  rendered,  or  such  further  proceedings  to  be  had  by  the 
inferior  court,  as  the  justice  of  the  case  may  require.  The  Supreme  Court  shall  not 
issue  execution  in  a  cause  removed  before  it  from  such  courts,  but  shallsend  a  special 
mandate  to  the  inferior  court  to  award  execution  thereupon. 
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Section  11  of  the  act  of  March  3, 1891,  for  the  organization  of  the 
Federal  Courts  of  Appeal  is  in  part  in  words  following: 

AU  provisions  of  law  now  in  force  regulating  the  methods  and  system  of  review, 
through  appeals  or  writs  of  error,  shall  regulate  the  methods  and  system  of  appeals 
and  writs  of  error  provided  for  in  this  act  in  respect  of  the  Circuit  Court  of  Appeals, 
including  all  provisions  for  bonds  or  other  securities  to  be  required  and  taken  on 
such  appeals  and  writs  of  error,  and  any  judge  of  the  Circuit  Courts  of  Appeals,  in 
respect  of  cases  brought  or  to  be  brought  to  that  court,  shall  have  the  same  powers 
and  duties  a«  to  the  allowance  of  appeals  or  writs  of  error,  and  the  condition  of 
sach  allowance,  as  now  by  law  belong  to  the  Justices  or  Judges  in  respect  of  the  exist- 
ing courts  of  the  United  States  respectively. 

Section  10  of  the  act  of  March  3, 1891,  above  mentioned,  is  in  part  in 
words  following: 

Whenever  on  appeal  or  writ  of  error,  or  otherwise,  a  case  coming  from  a  district 
or  circuit  court  shall  be  reviewed  and  determined  in  the  Circuit  Court  of  Appeals  in 
a  case  in  which  the  decision  of  the  Circuit  Court  of  Appeals  is  final,  such  cause 
shall  be  remanded  to  the  said  district  or  circuit  court  for  further  proceedings  to  be 
there  taken  in  pursuance  of  such  determination. 

Before  Woods,  Showaltbs,  and  Bunn,  Judges. 

Show  ALTER,  J.,  after  the  foregoing  recital : 

Oounsel  in  their  printed  argument  have  discussed  the  jurisdiction  or 
province  of  this  court  on  this  appeal.  What  may  be  said  touching  the 
function  of  this  court,  the  scope  of  the  review  which  may  be  had  here, 
the  form  and  effect  of  an  adjudication  here  either  of  reversal  or  afftrm- 
ance  as  bearing  on  the  status  of  the  cause  in  the  circuit  court,  comes 
logically  first  in  any  pronouncement  to  be  made  on  this  record. 

In  England,  as  I  understand,  the  right  of  appeal  in  chancery  cases 
was  developed  by  the  courts — possibly  out  of  analogies  from  the  civil 
law.  En  this  country  the  appeal  is  by  statute,  and  ordinarily  only  from 
a  final  decree;  but,  whether  from  a  decree  which  is  final  or  interlocu- 
tory, statutory  limitations  control.  {Stephens  v.  Clark  et  al.y  62  Fed. 
Bep.,  321.)  Whether  or  not  a  decree  be  final,  and  on  that  ground 
appealable,  depends  in  one  sense  on  the  nature  of  the  adjudication  as 
affecting  the  party  against  whom  it  is  made.  In  Illinois  there  can  be 
no  appeal  in  a  chancery  case  except  from  a  final  decree.  In  Blake  v. 
Blake  (80  111.,  523)  the  supreme  court  of  that  State  said; 

It  is  apprehended  there  can  be  no  decree  against  a  party  that  wiU  worli  a  depri- 
yation  of  his  property  or  iiberty  from  which  no  appeal  or  writ  of  error  wiU  lie. 

See,  also,  the  opinion  of  the  Supreme  Court  of  the  United  States  by 
Mr.  Justice  Miller  in  Farmers^  Loan  and  Trust  Co.,  petitioner,  (129 
U.  S.,  213.)  In  Forgay  v.  Conrad  (6  How.,  202)  Judge  Taney  noticed 
that  there  might  be  two  or  more  successive  final  decrees  and  as  many 
successive  appeals  in  the  course  of  a  single  litigation.  The  power  of  a 
court  of  original  jurisdiction  over  a  final  decree,  or  over  that  portion 
of  a  decree  which  is  final,  ceases  (barring  the  matter  of  rehearing  or 
bill  of  review)  with  the  close  of  the  term  at  which  such  decree  was 
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entered  of  record.  (Trtist  Co.  v.  Ch-ant  Locomotive  WorkSj  136  U.S., 
207,  224.)  Where  no  appeal  is  pending,  a  bill  of  review,  which  is  a 
new  suit,  may  doubtless  be  entertained  after  the  term,  showing  error 
of  law  on  the  face  of  the  record,  or  some  new  matter  of  fact  occurring 
after  the  decree,  or  some  matter  of  fact  extant  when  the  decree  was 
rendered,  but  not  then,  and  without  fault  on  the  part  of  the  petitioner, 
brought  to  the  notice  of  the  court.  In  Federal  practice,  under  equity 
rule  88,  a  rehearing  (presumably  if  the  application  be  made  during  the 
term  at  which  the  decree  was  entered)  can  be  had  not  later  than  the 
following  term,  and  not  after  the  term  in  which  the  decree  was  entered 
of  record  in  any  case  where  an  appeal  could  have  been  taken.  What 
may  be  done  by  bill  of  review  after  an  appeal  is  not  here  considered. 
The  point  here  is  that  a  decree  may  be  final,  and  on  that  groaud 
appealable,  in  a  case  where,  if  no  appeal  be  taken,  a  rehearing  (Roemer 
V.  Simon,  91  U.  S.,  149;  Desty's  Fed.  Pro.,  729)  or  bill  of  review  would 
be  available  remedies  in  the  court  of  original  jurisdiction.  It  may  not 
be  ou|;  of  place  to  add  that  a  decree  may  be  none  the  less  final  because 
it  is  incomplete  in  failing  to  provide  for  its  own  execution  and  to  so  end 
the  litigation.  If  no  reservation  be  made  in  such  decree,  the  power  of 
the  court  over  it  ceases  with  the  term  at  which  it  was  recorded  and  a 
new  bill  must  be  filed,  if  need  be,  in  order  to  carry  into  execution  the 
adjudications  in  such  final  decree.  (Hindes  Chy.,  68;  1  Harr.  Pracin 
€hy.,  148;  Lubes  Eq.  Plead.,  204.) 

When  a  decree  does  not  adjourn  the  consideration  of  the  caase,  it  is  said  to  be  a 
final  decree.     (2  Daniels  Chy.  Prac.,  6tb  Am.  £d.,  994.) 

The  foot-note  to  this  text  contains  the  following: 

A  decree  which  disposes  of  a  canse,  without  reserving  anything  for  farther 
consideration,  is,  of  course,  final.  (MilU  t.  Hoag,  7  Paige,  18;  Cook  v.  Bay,  4  How., 
Miss.,  485;  Briiion  v.  Johnson,  C.  W.  Dud.,  24;  Tennent  v.  Patton,  6  Leigh,  196;  TcM 
T.  Todd,  7  J.  J.  Marsh,  456;  Johnson  v.  Everett,  9  Paige,  636;  Ex  parte  Critiendm.l 
English,  333;  see  per  Sutherland,  J.,  in  Kane\,  Whitman,  8  Wend.,  224;  HarrtjfJ. 
Branson,  1  Leigh,  108;  Longfellow  y,  Longfellow,  1  Clarke,  344;  Mey  v,  Sohoolejf,  7  Ohio, 
873;  Brewer  v.  Connecticut,  9  Ohio,  117;  Newark  Plank  Road  Co,  v.  Elmer,  9  N.  J.  Eq., 
754,  787 ;  Webster  v.  Hitchcock,  11  Mich.,  50.)  So,  if  it  decides  the  righU  of  the  parties 
on  the  merits,  although  it  may  make  a  reference  to  ascertain  the  amount  due  from 
one  party  to  the  other  on  the  hasis  of  the  adjudication,  reserving  nothing  except  to 
determine  that  the  report  is  strictly  in  conformity  with  the  decree.  (Jones  v.  Wilson, 
54  Ala.,  50;  Quackenbush  v.  Leonard,  10  Paige,  131;  see  Story  v.  Hawkins,  8  DanajU; 
Miohoud  V.  Girod,  4  How.,  503;  Forgay  v.  Conrad,  6  How.,  203.)  And  such  a  decree  is 
final,  both  as  to  an  original  and  cross  bill,  that  the  equity  of  the  case  is  with  the 
complainant  in  the  original  bill,  although  leave  is  given  to  either  party  to  apply,  at 
the  foot  of  the  decree,  for  such  further  order  as  may  be  necessary  to  the  due  execu- 
tion of  the  same,  or  as  may  be  required  in  relation  to  any  matter  not  finally  deter- 
mined by  it.  (French  v.  Shoemaker,  12  Wall.,  98;  and  see  Wyatt  y.  Qarlington,  56 
Ala.,  576.) 

Strictly  speaking,  every  decree  settling  rights  upon  a  hearing  on  the  merits  of  the 
original  cause,  or  upon  the  equity  reserved,  is  pro  tanto  a  final  decree;  but  where  an 
appeal  is  only  allowed  by  statute  from  a  final  decree  the  courts  have  not  agreed  as  to 
what  decree  shaU  be  considered  final  within  the  meaning  of  the  statute.  The  United 
Btates  Supreme  Court,  under  such  a  statute,  has  decided  that  if  the  decree  decides 
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the  right  of  property,  and  orders  it  to  be  delivered  np  or  sold,  or  adjudges  a  snni  of 
money  to  be  paid,  and  the  party  is  entitled  to  have  such  decree  carried  into  imme- 
diate execution,  it  is  a  final  decree,  under  the  act  of  Congress,  from  which  an  appeal 
lies,  although  there  is  a  reference  for  an  account  between  the  parties  upon  the  basis 
of  the  decree,  and  the  cause  is  retained  for  the  purpose  of  adjudicating  these  accounts. 
{Forgay  v.  Conrad,  6  How.,  203.) 

In  Winthrop  Iron  Co.  v.  Meeker  (109  U.  S.,  180,  182)  it  is  expressly 
decided  that  a  reservation  as  to  the  matter  of  costs  does  not  make  a 
decree  in  other  respects  any  the  less  final  and  appealable. 

In  a  patent  case  there  can  be  no  right  to  an  accounting  unless  the 
infringement  be  made  out;  but  the  infringement  may  be  found  and  the 
injunction  awarded  in  favor  of  a  complainant  who,  upon  the  proof,  has 
no  right  to  an  accounting.  Upon  the  issue  whether  or  not  the  com- 
phvinant  is  entitled  to  the  accounting  it  may  not  appear  that  the  defend- 
ant used  or  sold  the  patented  device,  but  merely  that  he  made  it;  or  it 
may  othe^^vise  appear  that  there  were,  in  fact,  no  profits  or  that  an 
account  had  already  been  stated,  conditionally  or  otherwise,  by  the 
parties  themselves,  and  that  for  want  of  notice,  as  provided  in  section 
4900  of  the  Eevised  Statutes  of  the  United  States,  no  damages  could  be 
recovered.  In  such  event  there  could  be  no  award  of  an  accounting 
in  the  decree,  although  the  perpetual  injunction  would  be  awarded. 
( Whittemore  v.  Gutter ^  1  Gall.,  478;  Elizabeth  v.  Pavement  Co.,  97  U.  S., 
127, 144.)  In  a  patent  case  on  the  equity  side  the  primary  and  essential 
contention  relates  to  the  ownership  of  the  patent  by  complainant,  the 
validity  of  the  claims,  and  the  infringement.  The  final  adjudication  in 
favor  of  complainant  on  this  contention  is  a  perpetual  injunction. 

In  the  decree  of  March  12,  1895,  the  question  of  costs,  as  already 
stated,  was  expressly  reserved,  and  the  determination  of  the  amount 
for  which  on  the  accounting  appellees  were  to  have  execution  against 
appellants  awaited  the  report  on  the  reference.  One  portion  of  a  given 
decree  may  be  final,  and  for  that  reason  reviewable  on  appeal,  while  the 
remainder  may  be  interlocutory,  and  for  that  reason  not  appealable. 
(Forgay  v.  Conrad,  6  How.,  202;  Winthrop  Iron  Co.  v.  Meeker^  109  U.  S., 
180 ;  McFarland  v.  Eall,  17  Texas,  691 ;  Malone  v.  Marriatt,  64  Ala.,  486 ; 
Williamson  v.  Field,  2  Barb.  Ohy.,  281;  Diclcinson  v.  Codxcise,  11  Paige 
Chy.,  187.)  This  appeal  on  the  face  of  the  record  comprehends  very 
clearly  as  the  matter  presented  for  review  the  ownership  of  the  five 
claims,  their  validity,  the  infringement,  and  the  perpetual  injunction. 
If  this  portion  of  the  decree  of  March  12,  1895,  wherein  the  property 
right  as  between  the  litigants  was  adjudged  and  the  sentence  of  the 
court  carried  into  immediate  execution,  be  not  in  itself  an  "interlocu- 
tory order  or  decree"  such  as  is  identified  in  amended  section  7  of  the 
act  of  March  3, 1891,  this  appeal,  if  not  authorized  by  section  6,  should 
be  dismissed,  for,  be  it  noticed,  it  is  not  any  "interlocutory  order  or 
decree,'^  but  only  one  which  comes  specifically  within  the  terms  of 
amended  section  7,  that  is  appealable. 

In  this  case  and  as  to  that  portion  here  appealed  from  of  the  decree 
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there  was  no  reservation  of  any  farther  hearing.  It  would  have  been 
within  the  power  of  the  circnit  conrt,  though  such  a  proceeding  would 
have  been  exceptional,  to  retain  the  cause  for  further  consideration  as 
to  the  ownership,  validity,  and  intringement  of  the  patents.  Such  a 
reservation  would  have  meant  that  the  injunction  was  still  within  the 
control  of  the  court,  merely  extant  until  further  order,  or  subject  to 
vacation  on  any  change  of  view  by  the  court  or  upon  additional  evidence 
which  the  court  might  choose  to  hear.  It  would  have  been  within  the 
power  of  the  court  also,  upon  such  reservation,  to  require  a  bond  from 
complainants  conditioned  to  answer  all  damages  in  case  the  court  shonld 
actually  see  fit  at  a  later  day  to  dissolve  the  injunction;  but  no  sodi 
case  is  presented. 

The  ^'interlocutory  order  or  decree"  made  appealable  by  amended 
section  7  must  be  one  wherein  the  court  grants,  continues,  refuses,  die- 
solves,  or  refuses  to  dissolve  an  injunction.  The  state  of  the  record  or 
progress  of  the  cause  must  be  such  when  said  appealable  '*  interlocutory 
order  or  decree  ^  is  entered  that  a  '^  final  decree  "  upon  the  matter  with 
which  said  '^  interlocutory  order  or  decree"  has  to  do  may  yet  be  made. 
The  contrast  suggested  by  the  words  "  interlocutory  order  or  decree'^ 
and  '^  final  decree,"  as  used  in  the  first  paragraph  of  amended  section 
7,  is  between  a  decree  which  is  preliminary  to  a  hearing  on  the  merits, 
and  hence  discretionary  in  the  court,  and  one  which  follows  a  hearing 
on  the  merits  and  is  hence  final,  conclusive,  and  as  of  right  in  the  pre- 
vailing party — between  a  decree  which  is  meant  to  preserve  the  subject- 
matter  of  the  litigation  or  prevent  irreparable  injury  till  a  hearing  on 
the  merits  can  be  had  and  a  decree  which  follows  the  hearing  on  the 
merits  and  ultimately  determines  the  rights  of  the  litigants.  The 
'interlocutory  order  or  decree"  made  appealable  by  Amended  section 
7  must  be  one  which  leaves  the  cause  pending  on  the  issues  in  thecoort 
of  original  jurisdiction.  ''The  proceedings  in  other  respects  in  the 
court  below  shall  not  be  stayed  unless  otherwise  ordered  by  that  coart 
during  the  pendency  of  such  appeal."  Upon  entering  an  "  interloca- 
tory  order  or  decree"  for  an  injunction  the  court  may,  and  ordinarily 
does,  require  the  complainant  to  give  a  bond  which  will  protect  the 
defendant  against  loss  in  case  such  injunction  be  dissolved.  If  another 
"interlocutory  order  or  decree"  be  afterward  made  on  defendant's 
motion  dissolving  said  injunction  and  the  complainant  appeal,  "the 
court  below  may  in  its  discretion  require  as  a  condition  of  the  appeal 
an  additional  injunction  bond."  In  other  words,  no  "order  or  decree'^ 
for  an  injunction  can  be  appealable  under  amended  section  7  unless  it 
would  have  been  competent  for  the  court  to  require  an  injunction  bond 
when  such  order  or  decree  was  entered. 

Can  that  portion  of  the  decree  which  constitutes  the  adjudication 
specifically  appealed  from  in  the  case  at  bar  be  crowded  into  the  limita- 
tions fixed  in  amended  section  7  for  the  "interlocutory  order  or  decree'' 
there  made  appealable  t   The  injunction  here  is  perpetual.    How  can  a 
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perpetual  iDJunction  where  no  power  over  the  same  is  reserved  be  the 
subject  of  an  interlocutory  order!  (See  2  Daniels  Chy.  Prac.,  1683.)  On 
the  face  of  the  decree  now  here  no  further  action  was  to  be  taken  by 
the  court  in  the  matter  of  the  injunction  or  of  the  ownership,  validity, 
or  infringement  of  the  patents.  On  the  face  of  the  decree  the  injunction 
without  limitation  went  as  of  right  in  the  complainants  and  not  as  of 
discretion  in  the  court.  On  the  face  of  the  record  this  decree,  so  far 
as  concerns  the  adjudication  appealed  from,  was  not  preliminary;  it 
was  technically  and  essentially  on  the  merits  and  after  the  parties  had 
had  in  the  fullest  sense  their  day  in  court.  This  was  a  decree  in  which, 
as  a  condition  of  the  injunction,  no  bond  was  or  could  without  error 
have  been  exacted  from  complainants,  they  being  on  the  face  of  this 
decree  entitled  to  the  perpetual  injunction  as  of  right.  The  hearing 
which  resulted  in  this  decree  was  of  such  kind  that  if  the  court  had 
found  no  infringement  and  an  injunction  previously  issued  against 
defendants  had  been  dissolved  no '^ additional  injunction  bond"  could 
have  been  required  as  the  condition  of  an  appeal  by  complainants.  The 
hearing  which  resulted  in  this  decree  was  of  such  kind  that  if  the  court 
had  found  no  infringement  the  decree  must  have  been  a  dismissal  for 
want  of  equity  as  to  all  the  patents  sued  on,  and  such  a  decree,  whether 
it  dissolved  a  prior  injunction  or  not,  could  not  have  been  interlocutory 
within  the  sense  of  section  7^  Furthermore,  this  appeal  would  not 
seem  entitled  to  precedence  in  this  court.  The  statutory  requirement 
of  precedence  in  appeals  under  amended  section  7  is  senseless  when 
applied  to  this  appeal.  The  precedence  is  given  because  the  decree  to 
be  appealed  from  under  that  section  awards  or  dissolves  an  injunction 
against  the  alleged  right  of  the  appellant  before  he  has  had  his  day 
in  court  upon  the  merits  of  that  right,  or,  if  the  appeal  be  from  a 
refusal  to  grant  an  injunction,  because  the  appellant  may  be  irrepara- 
bly injured  before  his  case  can  be  heard  on  the  merits. 

On  the  reversal  of  an  order  or  decree  granting  a  pendente  lite  injunc- 
tion, an  order  which  would  be  strictly  interlocutory  within  the  sense  of 
amended  section  7,  this  court  must,  if  in  the  opinion  of  the  judges  here 
the  record  call  for  such  action,  issue  its  mandate,  directing  the  tnal 
court  to  dismiss  the  bill  for  want  of  equity.  The  general  rule  that  a 
court  of  review  may,  whether  the  adjudication  appealed  from  be  inter- 
locutory or  final,  direct  the  court  of  original  jurisdiction  to  enter  what- 
ever decree  ought  to  have  been  entered  in  the  first  instance,  as  in  Le 
Guen  V.  Oovemeuvy  (1  Johns.  Gas.,  436,)  Richmond  v.  Atwood^  (C.  D., 
1892,  676;  61  O.  G.,  1666  5  62  Fed.  Rep.,  10,)  Bissell  Carpet  Sweeper  Co. 
V.  Ooshen  Sweeper  Co.,  (72  Fed.  Kep.,  646,)  and  Oreen  v.  MillSj  (69  Fed. 
Hep.,  862,)  the  opinion  in  the  last-named  case  being  by  Chief  Justice 
Fuller,  need  not  be  dwelt  on.  Section  701  of  the  Bevised  Statutes  of 
the  United  States,  quoted  in  connection  with  appropriate  provisions 
from  the  act  of  March  3, 1891,  in  the  statement  which  precedes  this 
opinion,  seems  to  be  law  for  the  Federal  courts  in  such  a  case.    The 
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order  when  entered  by  the  Circuit  Court  pursuant  to  the  mandate  woqM 
be  the  final  decree  in  the  cause.  This  Court  would  not  by  such  man- 
date exercise  original  jurisdiction.  The  mandate  would  be  the  logical 
and  necessary  outcome  of  the  review  by  this  Court  of  what  had  been 
done  in  the  court  of  original  jurisdiction.  The  words  "  the  proceedings 
in  other  respects  in  the  court  below  shall  not  be  stayed  unless  other- 
wise ordered  by  that  court  during  the  pendency  of  such  appeal,"  in 
section  7,  seem  to  imply  that  the  mere  perfecting  the  appeal  shall  not 
in  legal  eflFect  stay  the  suit.  In  view  of  the  decisions  of  the  Federal 
Courts  of  Appeal  above  cited  those  words  are  not  deemed  a  limitation 
on  the  appellate  power  of  these  courts.  A  judgment  of  reversal  in  the 
case  at  bar  would  therefore  be  the  same  in  form  and  effect  whether 
the  matter  here  appealed  be  a  "final  decision"  within  the  meaning  of 
section  6  or  an  "interlocutory  order  or  decree"  within  the  meaning 
of  amended  section  7. 

If,  however,  we  find  no  error  in  the  record,  the  stress  of  the  situation 
will  become  manifest.  This  is  a  court  of  review.  It  may,  on  the  one 
hand,  reverse,  in  whole  or  in  part,  the  decree  appealed  from,  or,  on 
the  other,  approve  and  affirm.  In  the  latter  event,  barring  the  rnle 
that  no  subsequent  appeal  on  the  same  question  can  be  entertained, 
since  this  court  has  no  power  to  review  its  own  adjudications,  th  e 
decree  would  stand  in  the  lower  court*  precisely  as  though  no  appeal 
had  been  taken.  This  Court  has  not  original  jurisdiction.  It  may  not 
usurp  or  repress  the  judicial  power  of  the  Circuit  Court.  Whatever  of 
force  or  virtue  there  may  be  in  a  decree  of  the  Circuit  Court  is  attribn- 
table  to  the  judicial  power  vested  by  law  in  that  court.  There  is  no 
power  in  the  Court  of  Appeals  whereby  its  affirmance  or  approval  on 
review  of  a  decree  of  the  Circuit  Court  can  give  a  finality  to  that  decree 
which  it  did  not  have  when  entered  of  record  in  the  Circuit  Court.  If 
the  matter  here  appealed  be  an  "interlocutory  order  or  decree,"  a 
judgment  of  affirmance — that  is  to  say,  a  refusal  to  reverse — by  this 
Court  cannot  make  it  a  final  decree.  If,  so  far  as  concerns  the  owner- 
ship of  the  claims,  their  validity,  the  infringement,  and  the  injunction, 
the  decree  entered  in  the  Circuit  Court  on  the  12th  day  of  March,  1895, 
be  an  interlocutory  order  or  decree,  then,  as  pointed  out  by  Judge  Jack- 
son in  Illinois  Watch  Co,  v.  Bobbins,  (52  Fed.  Rep.,  337,)  all  questions 
concerning  such  ownership,  validity,  infringement,  and  injunction  (the 
hypothesis  for  the  present  being  that  no  error  is  well  assigned)  are  still 
within  the  judicial  power  of  that  court.  If  to  the  order  on  the  master's 
report  and  the  costs  yet  to  be  made  in  the  Circuit  Court  there  shall  be 
added  a  recital  whereby  that  portion  of  the  decree  of  March  12  brought 
here  by  this  appeal  is  reentered  or  "  confirmed  "  by  the  Circuit  Court^ 
that  order,  on  the  hypothesis  now  in  question,  will  be  the  "  final  deci- 
sion ''  or  "  final  decree,"  and  by  the  statute  an  appeal  can  again  be  taken 
to  this  Court,  and  this  Court  will  be  bound  by  the  statute  to  rehear, 
reconsider,  and  render  a  judgment  upon  the  very  questions  which  must 
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be  decided  on  the  present  appeal,  and  that  without  any  change  what 
ever  in  the  record  so  far  as  concerns  said  questions.  In  view  of  this 
impossible  and  absurd  result,  enlarged  upon  by  the  Court  of  Appeals  of 
the  Sixth  Circuit  in  the  case  next  below  cited,  either  the  adjudication 
brought  up  by  this  appeal  was  not  "  an  interlocutory  order  or  decree  " 
within  the  meaning  of  amended  section  7,  when  entered  of  record  in  the 
Circuit  Court,  or  it  will  cease' to  be  interlocutory  and  become  final  as  the 
legal  result  of  affirmance  (or  a  refusal  to  reverse)  by  this  Court. 

In  Bissell  Carpet  Sweeper  Co.  v.  Goshen  Sweeper  Co.j  (72  Fed.  Rep., 
545,)  after  a  full  hearing  on  the  merits  in  the  Circuit  Court,  a  decree  was 
made  and  recorded  wherein  was  adjudged  the  validity  of  the  patent, 
complainant's  ownership,  the  infringement  by  defendant,  and  a  per- 
petual injunction.  It  was  also  found  in  this  decree  that  complainant 
was  entitled  to  an  accounting,  and  a  reference  to  a  master  was  made 
on  that  matter.  The  defendant  appealed,  and  the  Court  of  Appeals 
affirmed.  After  the  judgment  of  affirmance  and  long  after  the  close 
of  the  term  in  the  Circuit  Court  at  which  the  decree  was  recorded,  but 
prior  to  the  report  on  the  accounting,  the  judge  in  the  Circuit  Court, 
conceiving  the  decree  to  be  in  all  respects  still  within  his  control,  on 
motion  of  complainant  vacated  the  injunction  so  far  as  to  permit  the 
defendant  to  complete  and  sell  certain  of  the  infringing  devices,  the 
sales  so  made  to  be  accounted  ,for  before  the  master.  From  this  order 
complainant  appealed,  and  the  Court  of  Appeals  reversed,  declaring 
that  the  Circuit  Court  had  no  power  to  change  or  modify  the  injunction; 
that  the  decree  was  final  and  conclusive  so  far  as  concerned  the  patent 
property,  the  validity  of  the  patent,  the  infringement,  and  the  perpet- 
ual injunction ;  but  learned  writer  of  the  opinion  (Lurton,  circuit  judge) 
in  the  line  of  reasoning  whereby  he  reached  this  conclusion  said  that 
the  finality  of  the  decree  in  the  respects  mentioned  was  due  to  the 
affirmance  in  the  Court  of  Appeals;  that  the  decree  in  the  respects 
mentioned  was  an  interlocutory  decree  till  so  affirmed,  and  then  and  as 
the  legal  result  of  sHch  affirmance  became  final.  The  rule  whereby  on 
the  reversal  of  an  interlocutory  decree  a  mandate  may  direct  a  final 
decree  to  be  entered  in  the  Circuit  Court  was  dwelt  on  in  the  opinion; 
but  the  learned  judge  failed  to  note  the  contradiction  involved  in  the 
proposition  that  an  affirmance  can  alter  the  essential  character  of  the 
decree  affirmed.  The  decree  which  the  Circuit  Court  attempted  to 
change  was,  so  far  as  concerned  the  pronouncements  therein  which 
were  executed  by  the  perpetual  injunction,  either  a  "final  decision," 
when  entered  of  record,  or  it  remained  after  as  before  affirmance,  inter- 
locutory. The  want  of  power  in  the  Circuit  Court  over  that  portion  of 
the  decree,  if  that  court  were  foreclosed  at  all,  dated  not  from  the  order 
of  affirmance,  but  from  the  end  of  the  term  at  which  such  decree  was 
recorded. 

In  Columbus  Wateh  Company  et  al.  v.  Bobbins  et  al,,  (C.  D.,  1893,  256; 
62  O.  G.,  1963;  52  Fed.  Rep.,  337,)  also  in  the  Court  of  Appeals  of  the 
H.  Doc.  364 37 
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Sixth  Circuit,  which  was  au  appeal  by  the  defeated  defendant  in  a 
patent  case  from  a  decree  of  the  kind  already  described,  counsel  for 
both  sides  joined  in  a  motion  whereby  the  Court  of  Appeals  was  asked 
to  ''hear  and  finally  determine  the  merits  of  the  controversy  relating 
to  the  validity  of  the  patent  in  suit  and  the  infringement  of  the  same,'' 
as  though  a  decree  which  had  been  made  pursuant  to  a  final  bearing 
on  the  merits  could  be  reviewed  otherwise-  than  on  the  merits  and  as 
though  the  consent  of  counsel  (Stephens  v.  Clark  et  a/.,  62  Fed.  Rep., 
321)  could  give  to  the  Court  of  Appeals  a  jurisdiction  which  by  their 
application  they  seemed  to  concede  was  not  given  by  law.  The  Coart 
of  Appeals  assumed  without  question  that  the  decree  was  in  all  parte 
interlocutory.  From  this  assumption  it  seemed  to  follow,  as  in  effect 
pointed  out  in  the  opinion  by  Judge  Jackson,  that  the  ownership, 
validity,  and  infringement  of  the  patent  were  still  open  questions  in 
the  circuit  court — in  other  words,  that  the  Court  of  Appeals  was  power- 
less to  make  any  adjudication  (of  affirmance)  which  on  the  theory  of 
the  motion  would  have  force  in  the  circuit  court.  The  matter  was 
thereupon  certified  to  the  Supreme  Court  of  the  United  States.  The 
latter  tribunal  dismissed  the  certificate  for  want  of  form.  The  Court 
of  Appeals  thereupon  heard  the  appeal  and  delivered  a  second  opinion. 
(64  Fed.  Rep.,  384.)  The  record  was  .fully  considered  and  the  decree 
afiirmed.  The  opinion  cx)ntains  the  statement  that  on  the  then  x)reseut 
appeal  the  Court  of  Appeals  could — 

hear  <ind  finally  determine  the  merits  of  the  controversy  as  to  the  vaHdity  of  the 
patent  und  its  infringement. 

The  Court  of  Appeals  had  no  original  jurisdiction.  The  decree 
aflfirmed,  it  would  seem,  wiis  no  more  conclusive  as  the  result  of  the 
affirmance  than  it  would  have  been  if  no  appeal  had  ever  been  taken. 
The  import  of  the  opinion  is  that  no  appeal  could  be  again  entertained 
upon  '*the  validity  of  the  patent  and  its  infringement."  This  means 
that  the  circuit  court  had  exhausted  its  power  in  making  the  decree 
appealed  from  so  far  as  concerned  ''the  validity  of  the  patent  and  ite 
infringement" — in  other  words,  that  to  this  extent  the  decree  already 
of  record  in  the  circuit  court  and  under  review  in  the  Court  of  Appeals 
was  final. 

In  IlisHell  Carpet  Sweeper  Co.  v.  Goshen  Sweeper  Co,  supruj  it  is  said: 

The  doctrine  of  res  adjudicata  rests  npon  the  maxim  that  there  should  be  an  end  to 
litigation.  No  doctrine  rests  upon  sounder  principles  of  public  policy  or  is  more 
entitled  to  a  wide  application.  If  under  an  appeal  from  a  decree  awarding  an 
injunction  this  court  obtains  such  a  record  as  to  enable  it,  with  justice  to  the  par- 
ties to  the  appeal,  to  hear  and  consider  the  merits  of  the  cause,  it  would  be  moat 
anomalous  if  we  have  not  the  power  to  decide.  The  judicial  function  of  considering 
involves  the  function  of  determining.  The  decision  of  an  appeUate  court  is  final, 
and  no  second  appeal  is  maintainable,  except  as  to  matters  reserved,  or  proceedings 
subsequent  to  the  first  appeal. 

These  considerations  lead  os  to  the  conclusion  that  inasmuch  as  it  was  decided 
upon  the  former  appeal  that  the  patent  of  the  complainant  was  valid,  and  that  the 
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defendant  had  infringed  it,  and  a  perpetual  injunction  had  been  properly  awarded, 
thc^re  was  no  power  in  the  circuit  court  to  disnolve,  modify,  or  suspend  the  injuno- 
tiou.  There  was  no  room  for  the  exercise  of  judicial  discretion.  The  complainant 
was  entitled  to  the  remedy  by  injunction  which  had  been  accorded  him,  and  that 
relief  had  been  afiBrmed  by  this  court. 

If  the  ultimate  judgment  of  the  Court  of  Appeals  iu  the  last-named 
casu,  that  the  Circuit  Court  could  not  change  the  decree,  as  was 
attempted,  be  sound,  then,  since  the  Court  of  Appeals  had  no  original 
jurisdiction  iu  such  a  case,  since  in  affirming  that  court  merely  approved 
or  declined  to  reverse  or  modify  the  decree  ai)pealed  from,  that  decree, 
so  fiir  as  the  quality  of  conclusiveness  or  finality  attached  at  all,  must 
have  been  final  and  conclusive  when  entered  of  record  in  the  Circuit 
Court.  The  determining  consideration  in  the  opinion  seemed  to  be  that 
by  the  affirmance  the  decree  appealed  from  became  the  decree  of  the 
Court  of  Appeals;  but  in  the  nature  of  things,  as  well  as  by  the  terms 
of  t*eetion  701,  the  Court  of  Appeals  can  merely  direct  a  decree  '^to  be 
rendered"  in  the  Circuit  Court,  and  that  only  when  the  decree  appealed 
from  is  reversed  or  modified.  Upon  an  affirmance  and  after  the  remand- 
ing order  the  cause  stands  in  the  court  of  original  jurisdiction  as  though 
no  appeal  had  been  taken.  The  power  incidental  to  appellate  juris- 
diction is  the  power  to  direct  the  Circuit  Court  to  enter  such  a  decree 
as  on  the  showing  of  the  record  ought  to  have  been  entered  by  that 
court.  What  is  done  by  a  court  of  original  jurisdiction  pursuant  to  a 
mandate  from  a  court  of  review  on  reversal  is  precisely  what  ought  to 
have  been  done  by  the  court  of  original  jurisdiction  in  the  first  instance. 
The  legal  force  as  res  adjudicata,,  of  a  final  decree  entered  in  a  Circuit 
Court  pursuant  to  a  mandate  from  a  Court  of  Appeals  is  the  same  as 
though  such  decree  had  been  entered  originally  and  in  place  of  the 
erroneous  decree  which  was  annulled  on  appeal. 

If,  for  instance,  and  to  take  an  extreme  and  exceptional  case,  after 
the  hearing,  as  shown  by  tliis  record,  the  Circuit  Court  had  incorporated 
in  its  decree  a  reservation  whereby  the  defendants  were  at  liberty  to 
prescfnt  further  evidence  or  further  argument  on  the  ownersiiip,  validity, 
or  infringement  of  the  patents  or  given  liberty  to  move,  at  or  before 
the  coming  in  of  the  master's  report,  to  vacate  the  decree  for  the 
injunction,  it  would  then  have  been  within  the  authority  of  this  court, 
upon  ax)proval  here  of  the  holdings  below  touching  the  ownership, 
validity,  and  infringement  of  the  two  patents  in  question  on  this  |ii)peal, 
to  reverse  such  decree  so  far  as  concerned  the  reservation  specified  and 
direct  that  a  final  and  perpetual  injunction  without  reservation  or  con- 
dition be  ordered  in  the  Circuit  Court — in  other  words,  to  reverse  or 
modify  the  decree  of  the  Circuit  Court  and  direct  to  be  entered  in  that 
court  the  decree  that  ought  to  have  been  originally  entered  there.  It 
may  be  here  added  that  in  each  of  the  following  cases — Bouchier  v. 
Taylor^  (7  Brown  Pari,  Cas.,  1st  ed.,  414;)  Governors  of  St.  Stephens 
Hospital  V.  Sieatij  (5  Brown  Pari.  Cas.,  1st  ed.,  454;)  UlUs  v.  Seagrave^ 
(Id.,  478;)  White  v.  Lightbwnis,  (2  Brown  Pari.  Cas.,  Ist  ed.,  405;)  Scrib- 
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10)  the  decree  iu  favor  of  the  complaiDaut  patentee  was  reversed  and 
the  cause  remanded,  with  the  direction  that  the  order  of  reference  be 
vacated  and  the  bill  dismissed  for  want  of  equity.  Whether  the  appeal 
in  that  case  were  by  section  6  or  by  section  7,  it  was,  as  already  sug- 
gested, entirely  competent  for  the  Court  of  Appeals  upon  reversal,  to 
direct  a  decree  which,  when  entered  of  record  by  the  Circuit  Court, 
would  be  final.     (See,  also.  Green  v.  MillSj  69  Fed.  Rep.,  852.) 

By  section  6  of  the  act  of  March  3,  1891,  this  court  is  required  to 
review  any  ^^ final  decision"  of  the  Circuit  Court  in  a  patent  suit.  That 
portion  of  a  decree  in  such  a  case  which  formulates  on  the  record  of 
the  court  what  is  in  truth  a  ^^ final  decision"  is  exx)ressly  made  appeal- 
able. In  Potter  v.  Maek  (Fed.  Cas.,  No.  11, 331 )  Judge  Swayne  declared 
that  the  portion — such  as  is  here  appealed  from — of  a  decree  in  a  i)at- 
ent  case  is  a  final  decision.  If  in  a  decree  in  a  land  case  it  be  declared 
that  certain  premises  held  by  defendant,  and  which  defendant  claimed 
as  his  own,  is  the  property  of  complainant,  and  that  the  }>ossession 
thereof  be  turned  over  from  defendant  to  complainant,  or  that  a  writ 
of  possession  forthwith  issue,  and  if  in  the  same  decree  it  be  found 
that  complainant  is  entitled  to  an  accounting  as  to  the  rents  and  profits 
and  a  reference  be  made  to  a  master  on  such  accounting,  such  decree, 
apart  from  the  accounting,  is  final  and  appealable.  ( White  et  al,  v.  Ross^ 
147  111.,  427;  Forgay  et  al.  v.  Conrad,  6  How.,  202.) 

In  the  case  at  bar  the  bill  was  dismissed  for  want  of  equity  as  to  cer- 
tain of  the  patents  in  suit.  So  far  as  concerned  other  patents,  and  by 
that  portion  of  the  decree  which  constitutes  the  matter  of  this  appeal, 
the  property  in  contention  was,  after  a  final  hearing,  not  only  adjudged 
in  favor  of  complainants,  but  in  eflect  taken  from  defendants  and  actu- 
ally and  finally  put  into  the  exclusive  possession  of  complainants.  The 
adjudication  appealed  from  was  not  only  made  but  executed.  The 
business  of  defendants,  so  far  as  it  depended  on  their  ownership  and 
use  of  the  devices  in  suit,  was  stopped  at  once  and  forever.  Their  lib- 
erty in  that  regard  was  taken  away.  Their  property  rights,  or  what 
they  supposed  to  be  their  property  rights,  were  annulled  or  transferred 
to  complainants  as  distinctly  as  though  land  or  money,  being  the  sub- 
ject of  contention,  had  been  taken  from  their  possession  and  delivered 
to  complainants. 

Section  6  should  be  considered  in  connection  with  amended  section 
7.  The  latter  section  has  been  made  the  subject  of  comment  in  this 
opinion.  The  words  "final  decision"  in  section  6  may  include  a  per- 
petual injunction  decreed  against  a  defendant  after  a  full  hearing  on 
the  merits  in  a  patent  case.  Said  words  certainly  must  be  held  so 
inclusive  if  the  legislative  policy  to  that  effect  appear  aflirmatively 
and  by  reasonable  intendment.  By  providing  an  appeal  from  a  pre- 
liminary or  pendente  lite  injunction  and  in  an  adjoining  section  of  the 
same  act  giving  an  appeal  from  any  "final  decision"  the  law  makers 
indicated  that  a  perpetual  injunction  decreed  as  the  outcome  of  a  final 
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hearing  on  the  merits  in  a  patent  case  was  appealable  as  a  "final  deci- 
sion." The  proposition  tliat  a  defeated  defendant  in  a  patent  case  must 
submit  to  the  perpetual  injunction  decreed  against  him  without  any 
right  of  appeal  during  the  interval  of  months  or  years  which  may 
elapse  between  the  entry  of  such  decree  and  the  order  on  a  masters 
report  touching  the  amount  of  money  for  which  complainant  shall 
have  execution  is  not  to  be  entertained  in  view  of  the  legislation  now 
current. 

The  assumption  that  section  6  of  the  act  of  March  3,  1891,  must  be 
deemed  the  equivalent  of  section  092  of  the  Kevised  Statutes  of  the 
United  States,  as  construed  by  the  Supreme  Court  in  Barnard  v.  Gibson 
(7  How.,  650)  and  Rumiston  v.  tStantho}y^  (2  Wall.,  106,)  has  been  the 
source  of  perplexity  in  the  Federal  Courts  of  Appeals;  but  the  two 
statutes  are  not  the  same.  Section  6,  so  far  as  concerns  a  perpetual 
injunction  in  a  case  like  the  one  here,  must  be  read  in  connection  with 
amended  section  7.  It  was  competent  for  the  law-makers  to  declare 
that  a  defendant  in  a  patent  suit  can  have  an  instant  appeal  from  an 
adjudication  on  the  merits  whereby  he  is  perpetually  enjoined.  It  was 
competent  for  them  to  declare  that  the  portion — such  as  here  appealed 
from — of  a  decree  in  a  patent  suit  is  and  shall  be  deemed  final.  Sec- 
tion 6  and  amended  section  7,  when  read  together,  seem  to  carry  this 
meaning.  To  construe  these  statutes  otherwise,  assuming  jurisdiction 
in  this  Court  over  an  appeal  like  the  one  here,  would  lead,  as  suggested, 
to  exceptional  and  impossible  results. 

This  controversy  is  waged  most  strenuously  as  to  Letters  Patent  ^'0. 
456,122.  The  invention  of  that  patent  is  an  improvement  in  **  means 
for  controlling  the  operation  of  elevators"  used  for  carrying  passengers 
to  and  from  the  upper  floors  of  city  buildings. 

A  three-armed  lever  fixed  at  the  bottom  of  the  elevator-shaft — that 
is  to  say,  a  straight  beam  placed  normally  horizontal  and  pivoted  in  the 
center,  with  an  arm  extending  from  the  pivotal  point  downward — was 
at  the  time  of  this  invention  a  known  means  of  controlling,  through 
pulleys  and  cables,  with  suitable  attachments,  the  movements  up  or 
down  of  the  car  of  a  hydraulic  elevator  by  the  attendant  in  charge  of 
such  car.  The  downward  arm  is  attached  at  its  point  to  a  rod  con- 
necting with  a  valve  which,  when  such  arm  is  perpendicular  and  the 
beam  horizontal,  closes  the  opening  or  openings  whereby  water  passes 
to  and  from  the  cylinder.  When  one  side  of  the  beam  is  depressed^ 
the  water  passage  or  inlet  is  uncovered,  so  that  the  water  is  pumped 
into  the  cylinder.  The  piston  is  at  the  same  time  driven  or  pushed 
forward  in  the  cylinder,  pulling  down  the  lifting-cables,  and  the  car 
rises.  When  the  other  side  of  the  beam  is  depressed,  the  valve  shuts 
off  the  water  from  entering  the  cylinder  and  uncovers  the  opening  for 
the  exit  and  the  car  descends  by  its  own  weight,  driving  the  piston 
backward  and  expelling  the  water  through  said  place  of  exit. 

The  problem  before  the  patentee  Eeynolds  was  to  devise  a  means  of 
operating  from  the  moving  car  the  three-armed  lever  which  would  be 
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difiereiit  and  superior  to  any  means  already  known.  As  shown  by  the 
patent  in  question,  he  fixed  under  the  car  and  pivoted  to  a  downward 
projection  from  the  floor  of  the  car  a  second  three-armed  lever  or  hori- 
zontal crossbeam,  with  an  arm  projecting  upward  through  a  slot  in 
the  floor  of  the  car.  From  one  end  of  this  second  beam  a  rope 
extended  downward  around  a  pulley  on  the  corresponding  end  of  the 
beam  first  described,  thence  upward  along  the  side  of  the  car  and  the 
elevator  shaft  to  the  top  of  the  shaft,  thence  over  a  second  pulley  and 
down  to  the  roof  of  the  car  adjoining  that  side  of  the  shaft  where  it 
was  secured  to  the  car.  From  the  other  end  of  said  secondly-described 
arm  passed  another  rope  downward  and  around  a  like  pnlley  at  the 
other  end  of  the  beam  first  mentioned,  thence  upward  along  the  oppo- 
site side  of  the  car  to  a  second  pulley  at  the  top  of  the  shaft,  and 
thence  down  said  opposite  side  of  the  shaft  to  the  roof  of  the  car, 
where  it  also  was  secured.  The  two  ropes  or  cords  were  of  equal 
length  and  they  and  the  pulleys  were  arranged  symmetrically.  In  this 
construction,  assuming  the  car  to  be  stationary  at  any  x>osition  in  the 
shaft,  the  handle  or  arm  of  the  lever  projecting  through  the  car-floor 
will  be  vertical  and  the  tension  of  the  two  ropes  or  cables  will  be  the 
same.  If  the  attendant  move  this  handle  to  the  left,  the  end  of  the 
rope  to  the  right  will  be  pulled  upward,  bringing  with  it  the  right  end 
of  the  lower  beam.  The  left  end  of  the  lower  beam  will  at  the  same 
time  be  correspondingly  depressed.  By  this  action  the  car  will  be  set 
in  motion,  and  so  continue  tillthe  attendant  move  the  handle  again  to 
the  vertical  position,  when  the  car  will  stop.  By  a  movement  of  the 
handle  to  the  right  the  car  will  go  in  the  opposite  direction.  The  ten- 
sion of  the  two  cords  remains  at  all  times  substantially  the  same  and 
the  force  which  must  be  exerted  by  the  attendant  to  shift  the  handle  is 
subject  to  only  slight  variation.  Moreover,  the  movement  of  the  car  is 
steady  and  uniform  and  always  within  easy  control  of  the  attendant. 
The  patent,  the  invention  thereof  being  described  in  appropriate 
si>ecifications  and  illustrated  by  drawings,  had  two  claims.  They  are 
in  words  following: 

1.  In  a  coutrolliug  device  for  elevators,  the  combiiiattou  of  a  car,  two  cables 
attached  positively  at  each  of  their  ends  to  travel  with  the  car  and  conuectivd  with 
the  controlling  device,  and  an  operating  device  upon  the  car  to  positively  take  up 
and  pay  out  said  cables  to  shift  positively  the  controHing  device,  substantially  as 
set  forth. 

2.  In  controlling  devices  for  elevators,  the  combination  of  a  car,  traveling  cables 
connected  positively  at  each  of  their  ends  to  the  car  and  passing  over  stationary 
pulleys  at  one  end  of  the  well  and  around  movable  pulleys  connected  to  the  con- 
trolling device  at  the  other  end  of  the  well,  and  means  for  positively  contracting 
and  relaxing  the  bights  of  the  cables,  substantially  as  set  forth. 

It  is  strongly  urged  that  this  device  is  anticipated  by  a  German  pat- 
ent to  one  Lampe,  published  June  3,  1882.  This  publication  discloses 
a  control  device  for  an  elevator.  The  drawing  which  is  part  of  said 
publication  exhibits  the  device  as  applied  to  a  platform  or  freight 
elevator.    A  single  cord  attached  to  a  fixture  (marked  q\  on  ^avd  ^l^t- 
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>^.^  <o  \T  *ar\l  to  and  around  a  pulley  firmly  secured  at  tbe 

r    .   r«u  ."i.'vucor  shaft,  tlience  up  through  or  alongside  the  car  or 

^  ,.„    u   »ii»I  over  a  pulley  at  the  top  of  the  elevator- shaft,  thence 

iA:aiv  aforementioned  on  the  said  platform,  where  it  also 

r^,     I  Lie  upper  pulley  is  in  a  slotted  or  forked  lever  or  arm 

,       .,    .»    ulorumed  at  one  end,  so  that  such  ])ulley  may  be  moved 

,.   »^.ti  l\v  a  pull  from  the  person  on  the  platform,  who  seizes  for 

a.  'v*.^  a  handle  or  stirrup  (marked  h)  attached  to  the  cord  three 

,      u»   :e\*c  above  the  point,  g,  where  the  two  ends  are  fastened,  as 

,  w*..>    mentioned.    The  downward   movement  of  the   lever  shifts 

.V   ^;i;\e  whereby  motion  is  imparted   to  the  car  or  i^latform.    A 

.»,,.  .ieiaetingweight   is  depended   on   to  lift,  by  means  of  another 

•  oiu   running  over  pulleys,  the  end  of  said  lever  when  the  pull  on 

:iK  ri»i)e  by  the  attendant  or  person  using  the  elevator  ceases.    Said 

cv'uiiterweight  is  also  depended  on  to  reset  the  valve  in  its  normal 

p\>iiiiion,  and  it  must  be  sufficiently  heavy  for  that  purpose. 

In  using  this  device  as  the  downward  pull  of  the  handle  is  made  the 
i»i>rd  becomes  slack  between  h  and  g.  When  the  car  or  platform  is 
stopped  at  the  bottom  of  the  shaft,  the  counterweight  pulls  up  tbe 
lever,  (marked  (f,)  thus  raising  the  cable,  which  in  that  position  hangs 
the  full  length  of  the  shaft  on  one  side  and  nearly  the  full  length  on 
the  other,  and  also  resets  the  valve.  When  the  car  or  platform  is 
stopped  at  the  top  of  the  shaft,  the  counterweight  is  opi)Osed,  apart 
frDm  the  force  necessary  to  reset  the  valve,  by  the  weight  of  that  side 
of  the  cable  which  extends  to  the  pulley  at  the  bottom  of  the  shaft. 
The  difference  in  weight  between  the  cable  as  suspended  over  the 
upper'  pulley  and  the  counterweight  therefore  varies  with  the  posi 
tion  of  the  car,  being  least  at  the  bottom  and  greatest  at  the  top.  Tbe 
force  which  the  attendant  must  use  in  pulling  down  the  handle  h  nnist 
overcome  this  excess  of  weight,  together  with  that  resistance  which, 
when  the  pull  ceases,  resets  the  valve.  This  force  therefore  varies  in 
like  manner  as  described.  The  pull  when  the  elevator  is  at  the  top 
is  stronger  by  the  weight  of  nearly  one  entire  side  or  half  of  the  cable 
than  when  at  the  bottom,  and  the  variation  is  continuous  between 
these  extremes.  Upon  the  showing  of  the  evidence  4iere  this  varia- 
tion in  the  force  required  from  the  attendant  might  be  so  great  in  a 
tall  building  as  to  render  the  operation  of  the.  Lampe  control  device 
impractical. 
It  is  said  in  this  publication  respecting  the  Lampe  device  that — 

for  moving;:  *  »  ♦  valves  *  *  »  that  have  not  the  tendency  to  return  to  the 
closed  position  the  mechanism  is  doubled,  whereby  the  loose  pulleys  are  placed  od 
a  two-armed  lever  that  can  then  act  directly  as  a  cock-key  or  beam. 

No  suggestion  is  made  in  said  publication  touching  any  method  or 
means  of  doubling  or  duplicating  the  "mechanism."  The  matter  quoted 
is  all  that  is  shown  on  that  subject.  If  we  suppose  the  two  armed 
lever  to  be  a  beam,  such  as  is  shown  in  the  Reynolds  device,  pivoted 
in  the  center  and  having  a  pulley  at  each  end,  then,  assuming  each  of 
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the  cords  to  have  both  ends  fastened  to  the  car,  as  shown  with  respect 
to  the  one  cord  in  the  diagram  accompanying  said  publication,  the 
device  woald  be  manifestly  inoperative.  The  handle  h  could  not  be 
pulled  down,  since  the  cord  over  the  adjacent  and  opposive  pulley 
would  resist  the  pull — in  other  words,  both  cords  must,  under  »\\ch 
conditions,  necessarily  remain  taut. 

If  one  of  the  cords  or  ropes  in  the  Reynolds  device  be  discarded  and 
in  place  of  the  pulley  at  the  end  of  the  lower  rocking  beam,  around 
which  said  discarded  rope  would  pass,  a  spring  or  weight  be  made  use 
of  to  act  automaticp^lly  in  bringing  said  beam  back  into  the  pcsition 
where  the  handle  L  will  be  vertical — in  other  words,  to  react  atrainst 
the  force  used  by  the  attendant  in  handling  the  car — then  the  Reynolds 
device  would  be  analogous  to  that  of  Lampe.  It  would  then  also  be 
subject  to  the  objections  already  noticed  with  respect  to  the  Lampe 
patent.  The  attendant  must  use  force  enough  to  overcome  the  resist- 
ance of  the  weight  or  spring,  and  also  the  varying  resistance  of  that 
portion  of  the  cord  or  rope  which,  having  its  attachment  underneath 
the  car,  lengthens  as  the  car  rises.  In  the  Reynolds  patent  there  is 
no  weight  or  spring  to  be  overcome  by  the  attendant  and  the  two 
cords  pendent  from  the  ends  attached  to  the  lever  under  the  car,  and 
which  lengthen  equally  as  the  car  rises,  counterbalance  each  other  in 
weight,  so  that  the  movement  of  the  handle  L  by  the  attendant  is  not 
affected  by  any  difference  in  weight  between  the  two. 

The  arrangement  of  the  two  cables  "substantially  as  described"  in 
the  specification  and  illustrated  in  the  diagram  of  the  Reynolds  patent 
whereby  they  counterbalance  each  other  and  secure  substantial  steadi- 
ness and  uniformity  of  force  in  the  movement  by  the  attendant  of  the 
control  device  is  the  characteristic  feature — the  point  upon  which  the 
invention  centers — in  that  patent.  There  is  nothing  in  the  Lanii)e 
publication  which  could  have  suggested  the  Reynolds  device;  nor,  for 
reasons  alrea<ly  given,  does  the  arrangement  of  the  single  rope,  as 
shown  in  the  specification  of  Patent  No.  456,107,  to  Baldwin,  anticipate 
the  Reynolds  patent  in  suit.  The  last-named  invention  is  not  a  doub- 
ling or  duplication  of  cables  or  of  "mechanism,"  as  shown  by  Lampe  or 
by  Baldwin.  The  "  two  cables  attached  positively  at  each  of  their 
ends,  •  •  •  substantially  as  set  forth"  in  the  specification  and  dia- 
grams, is  an  essential  element  of  the  invention  in  suit.  With  the 
Lampe  publication  or  the  Baldwin  x)atent  before  him  it  would  have 
still  called  for  invention  in  Reynolds  to  arrange  two  cables  as  shown 
in  Patent  No.  456,122. 

There  was,  it  seems,  an  interference  proceeding  in  the  Patent  Office 
between  Baldwin  and  Reynolds.  The  issue  there  concerned  a  claim 
framed  in  words  following: 

1.  In  controlling  devices  for  eleyatore,  the  combination  of  a  car,  flexible  means 
attached  to  the  car  to  travel  therewith  and  connected  to  the  operating  mechanism^ 
and  a  device  on  the  car  to  take  up  or  pay  oat  said  flexible  means  to  shift  the  oper* 
ating  mechanism. 
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show  the  conception  of  the  device  in  suit.  We  think,  as  did  the  trial 
judge,  that  it  does  beyond  reasonable  question.  This  original  sketch 
and  the  proof  concerning  it  being  in  the  case,  it  became  necessary  for 
appellants  to  prove  that  the  invention  by  Smith  was  prior  to  Septem- 
ber, 1884.  They  attempted  to  prove  by  the  recollection  of  witnesses  that 
Smith  had  sketched  the  device  in  question  in  1881.  Rebutting  testimony 
was  introduced  by  appellees.  From  all  the  testimony  on  the  subject  it 
is  plausibly  contended  that  what  Smith  then  sketched  was  a  different 
device  forming  the  subject-matter  of  an  application  for  a  different  pat- 
ent. If  the  sketch  then  made  by  Smith  did  show  the  conception  of  the 
Reynolds  invention,  such  sketch  was  not  preserved,  nor  was  ther^  any 
reduction  to  practice  by  Smith.  If  the  idea  of  the  invention  were  pres- 
ent in  Smith's  mind  in  1881,  he  apparently  regarded  it  as  of  no  practi- 
cal value.  It  was  not  for  him  to  place  an  embargo  on  invention  by 
conceiving  and  merely  retaining  the  idea  without  taking  steps  to  put  it 
in  practice  or  secure  a  patent. 

In  December,  1884,  Reynolds  and  Smith,  who  were  intimate  acquaint- 
ances, met  and  conversed  with  each  other.  In  the  course  of  their 
conversation  they  talked  of  the  invention  sketched  by  Reynolds  in 
September.  Reynolds,  as  he  testifies,  then  made  a  pencil  drawing 
showing  his  plan  of  the  pendent  weights.  He  swears  also  that  Smith 
then  made  a  pencil  drawing  showing  the  cables  attached  to  the  car. 
These  i)encilings  by  the  two  were  not  put  in  evidence  or  preserved.  It 
may  be  that  Smith  conceived  the  invention  prior  to  this  talk.  It  is 
possible,  however,  that  he  conceived  it  during  the  talk  and  from  what 
was  then  disclosed  to  him  by  Reynolds  himself.  But  Reynolds  evi- 
dently received  at  that  conversation,  and,  for  a  time  at  least,  retained 
the  impression  that  Smith  had  anticipated  him  in  the  plan  of  attaching 
the  upper  ends  of  the  cables  to  the  car.  Admissions  subsequent  to 
this  conversation,  express  or  implied,  by  Reynolds,  are  urged  in  aid  of 
the  showing  that  Smith  was  the  prior  inventor;  but  these  admissions 
were  evidently  bases  I  on  tlie  conversation  of  December,  1884,  and  the 
impression  already  referred  to  then  made  on  Reynolds.  They  cannot 
raise  any  estoppel  as  against  these  appellees  and  in  favor  of  these 
appellants;  nor  do  they  have  any  efficiency  as  proof  against  the  sketch 
of  September,  1884.  That  memorial  of  the  Reynolds  invention,  with 
the  testimony  concerning  it,  is  substantially  unassailed.  The  showing 
of  the  record  would  not  justify  a  pronouncement  from  this  Court  that 
the  trial  judge  ought  to  have  declared  the  priority  of  Smith's  inven- 
tion as  a  ground  for  invalidating  the  Reynolds  patent. 

Assuming  the  validity  of  this  patent,  it  is  not  contended  that  appel- 
lants do  not  infringe.  The  three  claims  of  the  Patent  No.  328,014, 
together  with  the  two  claims  of  Patent  No.  456,122,  all  concern  por- 
tions of  the  equipment  of  a  hydraulic  elevator.  The  assignments  of 
error  are  three  in  number  and  are  set  forth  in  the  statement  which  pre- 
cedes this  opinion.    The  first  assignment  is  not  distributive  or  severa- 
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ble  as  between  the  five  claims.  The  proposition  to  which  appellants 
coinmit  themselves  is  that  their  construction  is  not  an  infringement  of 
any  one  of  the  five  claims.  This  Court  cannot  sustain  the  assignment 
in  fonn  and  effect  as  made  without  declaring  that  no  one  of  the  claims 
is  infringed.  So  also  as  to  the  second  assignment.  The  proposition 
therein  put  forward  by  appellants  is  that  neither  of  the  patents  is 
valid.  This  Court  cannot  sustain  this  assignment  without  holding  that 
both  are  invalid.  But  two  of  the  claims  were  infringed,  and  one  of 
the  patents — namely,  that  numbered  456,122 — is  valid.  Assuming 
that  the  two  assignments  of  error  meet  the  tecjinical  rules  of  this 
court — a  matter  not  here  decided  since  a  court  of  error  may  of  its  own 
motion  reverse  for  an  error  not  assigned — this  court  must  necessarily 
overrule  said  assignments.  The  situation  here  is  plain  enough  without 
elaboration.  It  has  been  law  time  out  of  mind  that  a  demurrer  to  an 
entire  declaration  must  be  overruled  if  there  be  one  good  count.  Such 
demurrer  asserts  that  no  cause  of  action  is  shown.  It  therefore  raises 
no  further  question  if  one  count  be  good.  The  argument  in  such  case 
may  properly  cover  all  the  counts,  but  the  ruling  is  complete  with  the 
determination  that  one  count  is  good. 

Since  this  Court  may  reverse  for  an  error  not  assigned  and  in  view  of 
misunderstandings  as  to  the  scope  and  efi'ect  of  this  appeal,  the  valid- 
ity and  alleged  infringement  of  the  three  claims  of  Patent  No.  328,614 
have  been  considered.    Claims  2  and  4  are  in  words  following: 

2.  The  combination,  with  a  hydranlic  cylinder  and  piston  and  a  change  or  reven- 
ing  valve  for  controlling  the  flow  of  water  to  and  from  the  cylinder,  of  an  air- 
escape  pipp  leading  from  the  top  of  the  cylinder  to  the  valve-casing  and  controlled 
by  said  change  or  reversing  valve,  substantially  as  and  for  the  purpose  herein 
described.  ' 

4.  The  combinatio  i,  with  the  horizontal  cylinder  A,  its  piston,  piston-rod,  and 
cross-head,  of  two  sets  of  sheaves,  B  B',  the  change  or  reversing  valve  whereby  the 
flow  of  water  to  and  from  the  cylinder  is  controlled,  and  the  water-passage  H\ 
leading  from  said  valve  to  the  bottom  of  the  cylinder  at  the  rear  end  thereof, 
whereby  the  discharge  of  any  foreign  matter  from  the  cylinder  will  be  facilitated, 
substantially  as  and  for  the  purpose  herein  described. 

Reading  these  claims  in  connection  with  the  drawings  and  specifica- 
tion, the  matter  to  be  noted  as  bearing  upon  the  infringement  in  dis- 
pute is  the  provision  whereby  at  each  backward  full  stroke  of  the 
piston  the  accumulated  air  is  expelled  from  the  cylinder  through  one 
opening  or  passage-way  and  the  water  by  another,  these  two  passage- 
ways uniting  after  they  have  ceased  to  be  integral  with  the  interior 
space  of  the  cylinder  and  thence  constituting  a  common  passage  way 
to  a  common  exit  on  an  elevation  with  the  uppermost  surface  of  the 
cylinder.  "The  flow  of  water"  spoken  of  in  claim  2  and  means  there- 
for— namely,  the  large  pipe  from  the  bottom  of  the  cylinder  or  some 
other  separate  means  for  "the  flow  of  water"— must  be  thought  of  in 
order  that  the  air-escape  pipe  can  be  an  airexit  as  contrasted  with  a 
water-exit.  By  fair  implication  from  the  terms  of  the  claim  the  change 
or  reversing  valve  controls  a  flow  of  water  which  leavers  the  cylinder 


DECISIONS   OF    U.  S.  COURTS    IN    PATENT   CASES.  589 

at  one  point  and  also  a  flow  of  air  which  leaves  the  cylinder  at  another 
point. 

Claim  4  contains  factors  other  than  and  in  addition  to  factors  shown 
in  claim  2.  The  emphatic  feature  is  the  large  pipe  or  water-passage 
H^.  This  exit  from  the  cylinder  is  a  water-exit  connected  at  the  lowest 
plane  of  the  cylinder,  so  that  the  water-flow  may  carry  with  it  hard 
substances  which  might  otherwise  remain  in  the  cylinder  and  interrupt 
the  free  movement  of  the  piston;  but  it  is  described  as  a  water-passage, 
not  an  air-exit  or  an  exit  for  water  and  air,  and  in  the  invention  of  this 
patent  described  in  the  specification  a  passage  intended  for  air  and  a 
passage  for  water,  the  two  passages  being  separate  and  distinct  from 
each  other  where  they  leave  the  cylinder,  is  a  feature.  The  "  cylinder 
A"  and  "  the  change  or  reversing  valve,"  constructed  "substantially 
as  and  for  the  purpose  herein  described,"  are  a  cylinder  with  a  hole  in 
or  near  the  upper  surface,  through  which  the  accumulated  air  escapes 
at  each  backward  stroke  of  the  piston,  and  a  valve  with  a  hole  in  the 
upper  easing  or  some  other  means  of  ingress  whereby  the  air  from  the 
cylinder  enters.  A  closed  passage  from  one  hole  to  the  other,  or  from 
the  hole  in  the  cylinder  to  the  interior  of  the  valve-casing,  is  shown  as 
part  of  the  iuventimi  and  is  necessary  to  make  the  combination  opera- 
tive as  intended.  The  air-escape  pipe  or  some  means  other  than  the 
water-passage  H^  for  the  escape  of  air  must  be  assumed  in  view  o^  the 
specification  and  drawings  in  order  that  the  passage  H^  may  be  in  fact 
what  it  is  called  and  evidently  intended  to  be — a  water-passage  and 
not  the  common  and  sole  passage  for  water  and  air. 

In  the  construction  of  appellants  the  water  is  expelled  from  the 
cylinder  through  an  opening  along  the  lowest  portion  of  its  rear  end 
into  a  compartment  the  lower  internal  level  of  which  is  not  above  the 
lowest  portion  of  the  cylinder.  It  is  thence  carried  upward  to  tlie 
liighest  elevation  of  the  cylinder,  where  it  is  joined  by  the  air  driven 
into  the  same  compartment  by  the  same  movement  of  the  piston 
through  a  hole  or  passage-way  in  the  end  and  near  or  adjoining  the 
extreme  upper  surface  of  the  cylinder,  such  water  and  air  thus  driven 
through  these  two  exits  being  from  their  place  of  junction,  as  indicated, 
carried  together  and  expelled  through  the  main  change- valve.  The  air 
is  forced  out  of  the  cylinder  at  one  place  of  exit,  the  water  mainly  at 
another,  at  each  backward  stroke  of  the  piston,  and  the  air-exit  opens 
into  the  water-passage,  so  that  the  two  elements  finally  pass  out  at  a 
common  place  of  exit  through  the  main  change- valve  and  on  an  eleva- 
tion with  the  upper  surface  of  the  cylinder.  It  may  be  added  that  the 
water-exit  from  the  cylinder  is  apparently  so  constructed  that  the  out- 
ward flow  or  wash  through  said  exit  may  carry  with  it  deposits  of 
foreign  matter  on  or  near  the  bottom  of  the  cylinder. 

We  do  not  understand  from  the  record  that  either  of  the  combina- 
tions set  forth  inf  these  claims,  as  read  in  connection  with  the  draw- 
ings and  specification,  was  contained  in  the  prior  art.    These  two  claims 
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were  held  valid  and  the  infriDgement  declared  as  well  by  Judge  Blodg- 
ett,  who  was  so  sure  upon  both  points  that  he  granted  a  preliminary 
injunction,  as  by  the  learned  circuit  judge  from  whose  decree  this  appeal 
was  taken.  Apart  from  niceties  of  construction  and  in  view  of  the 
invention,  as  shown  and  described  in  the  patent,  it  does  not  seem  appro- 
priate on  the  state  of  this  record  to  reverse  the  ruling  of  the  Circuit 
Court  on  either  of  these  claims. 
Following  are  the  words  of  claim  6: 

6.  The  combination,  with  the  cylinder  and  piston  of  a  hydraulic  elevator  aodft 
passage  for  liquid  to  and  from  the  cj'linder,  of  a  shut-off  or  safety  valve  arrnnged 
in  said  liquid-passage,  an  nnbalauced  piston  for  holding  said  valve  normally  opeu, 
and  appliances  through  which  said  valve  is  moved  automatically  against  the  pres- 
sure of  water  on  said  piston  to  close  the  valve  as  the  main  piston  approaches  the  end 
of  its  movement,  substantially  as  herein  described. 

As  shown  by  the  drawings  and  specification  of  this  patent,  the  sec- 
ondary or  limit  stop  valve,  called  in  the  claim  the  '^shut-oflf "  or  "safety'' 
valve,  is  placed  in  the  water-passage  between  the  main  or  change  valve 
and  the  cylinder.  Through  this  passage  the  water  is  driven  to  the  cyl- 
inder from  the  main  valve  and  from  the  cylinder  to  the  main  valve.  In 
or  across  this  passage  is  the  safety-valve.  Its  purpose  is  to  stop,  when 
the  car  is  at  the  top  or  bottom  of  the  shaft,  the  flow  of  water,  whether 
it  be  coming  in  toward  the  cylinder  or  going  out  from  the  cylinder.  It 
is  in  operation  and  effect  a  single  valve,  and  its  action  "against  the 
pressure"  of  the  water  or  in  returning  to  its  normal  position  by  means 
of  the  unbalanced  piston  is  the  same  whether  the  flow  be  toward  or 
from  the  cylinder.  The  unbalanced  piston,  together  with  leakage-holes 
through  the  disks  which  form  the  valve,  is  the  means  whereby  the  flow 
of  water  to  or  from  the  cylinder  is  gradually  stopped  and  started  in  the 
reverse  direction  through  the  passage  H^  when  the  car  is  at  the  bottom 
or  top  of  the  shaft.  A  passage  for  liquid  to  and  from  the  cylinder 
wherein  is  arranged  a  shut-off  or  safety  valve  held  normally  open  by 
the  expedient  of  an  unbalanced  piston,  substantially  as  shown  in  the 
drawings  and  described  in  the  specification,  is  the  important  factor  in 
this  claim.  When  a  hydraulic  cylinder  is  constructed  so  that  there  is 
one  water-passage  for  the  flow  toward  such  cylinder  and  another  for 
the  outward  flow,  a  safety-valve  in  either  to  stop  the  flow  was  in  the 
prior  art.  The  idea  of  the  patent  in  suit,  so  far  as  concerned  the  mat- 
ter of  claim  6,  was  a  single  water-passage  for  the  flow  to  and  ftom  the 
cylinder,  and  in  that  passage  a  single  valve  to  stop  the  flow  in  either 
direction  when  the  car  was  about  to  pass  the  proper  limit  at  the  top  of 
the  shaft  in  going  up  or  at  the  bottom  in  going  down.  Apart  from 
anything  in  the  prior  art  this  would  seem  to  be  the  sense  of  the  claim 
in  view  of  its  terms  and  of  the  drawings  and  specification. 

In  the  construction  of  appellants  there  is  no  passage  for  water  to 
and  from  the  cylinder  which  contains  any  shut  off*  o%safety  valve.  In 
that  construction  there  are  two  valves  operated  by  a  common  stem  or 
a  double  valve  one  part  of  which  closes  a  passage  for  the  exit  of  water 
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from  the  cylinder,  while  the  other  part  is,  adapted  to  close  another 
passage  for  the  flow  to  the  cylinder.  While  the  flow  to  the  inlet-passage 
ifi  stopped  by  one  of  these  valves,  the  outlet-passage  is  unobstructed. 
The  inlet-passage  is  closed  by  the  valve  appropriate  to  it  when  the 
car  is  at  the  top  of  the  well,  the  other  valve  being  meantime  withdrawn, 
BO  that  so  far  as  that  valve  is  concerned  the  outlet-passage  is  entirely 
open.  The  reverse  of  this  occurs  when  the  car  is  at  the  bottom  of  the 
well.  Neither  an  unbalanced  piston  nor  any  instrumentality  other 
than  the  main  change  valve  is  needed  or  used  to  start  the  flow  of  water 
to  the  cylinder  when  the  car  is  at  the  bottom  or  from  it  when  the  car 
is  at  the  top.  In  this  construction  the  safety  or  shut-off  valves  are 
not  in  the  water  passage  from  the  main  valve  to  the  cylinder.  In  this 
construction,  as  already  said,  there  is  no  passage  for  the  flow  of  water 
to  and  from  the  cylinder  in  which  is  arranged  a  safety  or  shut-off 
valve;  nor  is  there  apparently  anything  answering  to  the  leakage- 
holes,  which  seem  to  be  functional  in  the  shut  off  or  safety  valve,  as 
shown  in  the  patent  in  suit;  nor  is  there  apparently  anything  which 
has  a  function  equivalent  to  that  of  the  unbalanced  piston,  as  described 
in  the  patent  in  suit.  These  latter  suggestions  seem  not  inappropriate 
in  connection  with  the  important  point  of  distinction — namely,  that 
appellants  have  not  arranged  a  shut-off  or  safety  valve  in  a  passage 
through  which  the  water  flows  in  both  directions  between  the  main 
valve  and  the  cylinder.  Construing  claim  6  with  reference  to  the 
invention  described,  the  construction  of  appellants,  so  far  as  concerns 
that  claim,  would  not  appear  to  be  within  the  monopoly  of  the  patent 
in  question. 

* 

The  third  error  alleged  by  appellants  concerns  the  title  of  appellees 
to  the  patent  numbered  328,614.  The  title  comes  to  them  by  divers 
assignments.  Copies  of  the  record  in  the  Patent  Office  of  such  assign- 
ments were  put  in  evidence,  and  no  other  proof  of  the  original  instru- 
ments or  the  signatures  thereto  was  made.  It  is  the  want  of  such 
additional  proof,  rather  than  the  incompetency,  for  any  purpose,  of  the 
copies  from  the  record  in  the  Patent  Office,  which  appellants  insist  on. 
Section  4898  of  the  Kevised  Statutes  of  the  United  States  is  in  words 
following: 

Sec.  4898.  Every  patent  or  any  interest  therein  shall  be  assignable  in  law  by  an 
instrnmeiit  in  writing;  and  the  patentee  gr  his  assigns  or  legal  representatives  may, 
in  like  manner,  grant  and  convey  an  exclusive  right  under  his  patent  to  the  whole 
or  any  specified  part  of  the  United  States.  An  assignment,  grant,  or  conveyance 
ahan  be  void  as  against  any  subsequent  purchaser  or  mortgagee  for  a  valuable  con- 
■ideration,  and  without  notice,  unless  it  is  recorded  in  the  Patent  Office  within  three 
mouths  from  the  date  thereof.  i. 

Section  892  is  in  words  following: 

Skc.  892.  Writtei)  or  printed  copies  of  any  records,  books,  papers,  or  drawings 
belonging  to  the  Patent  Office,  and  of  letters  patent  authenticated  by  the  seal  and 
oertitied  by  the  Commissioner  or  Acting  Commissioner  thereof,  shaU  be  evidence  in 
all  cases  wherein  the  originals  could  be  evidence;  and  any  person  making  applica- 
tion therefor,  and  paying  the  fee  required  by  law  shall  have  certified  copies  thereof. 
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Section  4898  does  not  require  that  any  instrument  in  tlie  chain  of 
title  to  a  patent  shall  be  recorded;  but  all  such  assignments  maybe 
recorded.  The  sense,  the  essential  significance  and  intent  of  this  sec- 
tion, is  that  the  record  or  official  copy  of  any  assignment  shall  give  to 
any  person  interested  the  prima  facie  assurance  that  an  original  assign- 
ment was  made  in  terms  as  shown  in  the  record;  that  such  instrumeDt 
was  subscribed  as  shown;  that  it  was  delivered;  that  the  siguatore 
thereto  is  the  genuine  signature  of  the  assignor,  and  that  such  assignor 
had  an  assignable  interest  according  to  the  purport  of  the  instrument 
These  are  the  inferences,  the  prima  fa^  inferences,  which  any  person 
interested  is  authorized,  and  authorized  by  law — that  is  to  say,  by  the 
section  itself— to  draw.  The  laws  of  thought  are  not  suspended  when 
the  inquiry  arises  in  a  court  of  justice.  The  self-same  interferences 
spring  up  prima  facie  when  a  litigant  in  a  patent  case,  being  called  on 
to  prove  that  A  assigned  to  B,  produces  a  writing  purporting  to  show 
on  its  face  an  assignment  from  A  to  B,  which  is  proven  to  be  a  copy  of 
a  record  in  the  Patent  Office.  The  record  of  assignments  in  the  Patent 
Office  is  a  record  "belonging  to  the  Patent  Office''  within  the  literal 
terms  of  section  S92)  but  in  the  absence  of  that  section  and  on  the 
general  principles  of  evidence  a  paper  purporting  to  be  a  copy  of  a 
recor^  in  the  Patent  Office  could  be  proven  to  be  such  copy  by  the 
sworn  testimony  of  the  person  who  made  it  or  of  a  person  who  had 
compared  it  with  the  original  record  in  the  Patent  Office.  The  view 
here  stated  as  to  the  prima  facie  probative  force  of  a  copy  from  the 
record  of  an  assignment  in  the  Patent  Office  has  been  substantially 
taken  in  many  reported  decisions.  {Brooks  et  al,  v.  Jenkins  et  a/.,  3 
McLean,  432;  Parker  v.  Haicorth^  4  McLean,  370;  Lee  v.  Blandy,  1  Bond, 
361;  Diedrich  v.  Agricultural  Company ^  26  Fed.  Kep.,  763;  National 
Folding  Box  &  Paper  Co.  v.  American  Paper  Pail  cfc  Box  Co,j  55  Fed. 
Rep.,  488.) 

The  same  theory  as  to  the  probative  force  of  records  made  by  author- 
ity of  law  in  the  case  of  alienations  of  other  property  is  recognized 
with  more  or  less  deflniteness  in  the  following  cases:  Sudlow  v.  War- 
siting,  (108  New  York,  522;)  Chamberlin  v.  Bradley,  (101  Mass.,  188;) 
Ward  V.  Fuller,  (15  Pickering,  185;)  Lane  v.  Bommehnanny  (17  111.,  95;) 
Seeley  v.  Wells,  53  111.,  120;)  People  v.  Lee,  (112  HI.,  113;)  Sucker  v.  The 
People,  (117  111.  App.,  136;)  Sampsowv. Noble,  (14  La.  An.,  347;)  Evans- 
ton  V.  Ounn,  (99  U.  S.,  660;)  Merchants^  Navigation  Company  v.  Amsden, 
(25  III.  App.  307.) 

Said  the  Supreme  Court  of  Massachusetts,  speaking  of  the  probative 
force  of  a  copy  of  a  deed  from  the  public  registry  of  deeds,  in  Chan^ 
berlin  v.  Bradley,  supra  : 

Between  natural  persons  the  production  of  a  copy  is  evidence  of  the  exeontion  of 
the  deed  by  the  person  whose  deed  it  purports  to  be;  of  its  delivery;  of  its  due 
acknowledgment;  and,  in  the  absence  of  other  evidence,  of  the  seisin  of  the  grantor. 
This  involves  the  presumption  or  inference  of  fact,  first,  that  the  seal  was  the  seal 
of  the  grantor;  second,  that  it  was  affixed  by  him  or  by  his  authority;  third,  that 
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he  signed  his  name  or  anthorized  it  to  be  signed  by  him  or  in  his  presenoe ;  fourth, 
tha^t  it  was  the  grantor  who  made  the  acknowledgment ;  fifth,  that  the  certificate  of 
the  magistrate  is  genuine;  and  sixth,  that  the  grantor  was  seized  of  the  land  which 
the  deed  purports  to  convey. 

It  is  not  here  meant  that  a  plaintifif  in  ejectment  conld  make  ont  a 
prima  facie  case  by  patting  in  evidence  a  copy  from  the  record  of  the 
last  deed  in  his  chain  of  title.  The  presumption  that  the  assignor  of 
a  patent,  for  instance,  was  vested  with  the  interest  assigned  on  the 
face  of  the  instrument  or  that  the  grantor  in  a  land  conveyance  was 
seized  of  the  estate  transferred  on  the  face  of  the  deed,  in  the  absence 
of  other  proof  tracing  prima  facie  the  title  of  such  assignor  to  the 
original  source  or  to  a  source  which  was  common  to  the  contending 
litigants,  would,  doubtless,  be  sufficiently  rebutted,  in  the  case  of 
a  patent  by  the  adverse  user,  in  the  case  of  land  by  the  adverse 
possession. 

In  Merchants^  Navigation  Co.  v.  Amsden  (25  111.  App.,  307)  and  iu 
Sa/nnpson  v.  Noble  (14  La.  An.,  347)  records  in  the  collector's  office  were 
used  as  prima  facie  proof  to  show  the  ownership  of  a  vessel.  In  a  case 
where  the  litigant  against  whom  the  copy  is  offered  was  himself  the 
assi^ee  in  the  assignment  to  be  proved,  and  may,  for  that  reason,  be 
assumed  to  have  the  custody  of  the  original,  an  objection  that  no  notice 
was  given  to  him  to  produce  the  original  will  be  good,  but  such  objec- 
tion must  specify  the  want  of  notice  as  its  ground.  On  the  other  hand, 
if  a  litigant  should  offer  a  eopy  from  the  Patent  Office  to  prove  an 
assignment  wherein  he  himself  is  assignee  and  presumptively  in  pos- 
session of  the  original  an  objection  specifically  on  the  ground  that  he 
should  produce  or  show  the  loss  of  or  account  for  the  origins^  would 
likewise  be  good.  {Draper  v.  Hatfield^  124  Mass.,  53;  StockweU  v.  Silo- 
way^  105  Mass.,  517;  Samuels  v.  Borrowscale^  104  Mass.,  207 ;  Blanchard 
V.  Youngj  11  Gush.,  345;  Palmier  v.  Stevens,  11  Gush.,  147;  McNichols  v. 
Wil^ofij  42  Iowa,  385.) 

The  record  iu  the  case  at  bar  shows  the  following  note  of  the  objec- 
tiou  made  when  the  copy  from  the  Patent  Office  of  the  first  in  the 
chain  of  assignments  was  introduced  in  evidence  before  the  Gommis- 
sioner: 

Counsel  for  defendants  objects  to  the  introduction  of  the  said  paper  as  an  exhibit 
for  its  admission  in  evidence,  on  the  ground  that  the  original  of  which  it  is  certified 
to  be  a  copy,  so  far  as  the  purposes  of  the  suits  which  defendants'  counsel  represents, 
is  immaterial,  indefinite,  incompetent,  and  not  proven. 

This  objection  in  terms  is  that  the  record  in  the  Patent  Office  is 
^<  immaterial,  indefinite,  incompetent,  and  not  proven.'^  *'The  original 
of  which^'  the  paper  put  in  evidence  was  "certified  to  be  a  copy''  is  the 
record  in  the  Patent  Office,  not  the  original  writing  of  assignment. 
The  meaning  of  the  objection  is  that  the  record  in  the  Patent  Office  is 
"immaterial,"  etc.  This  objection  was  repeated  or,  rather,  referred  to 
in  connection  with  each  succeeding  assignment  in  the  chain  of  title, 
as  the  copy  from  the  Patent  Office  was  put  in  evidence.  There  waa\y^ 
H.  Doc.  354 38 
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call  for  any  original  writing  of  assignment;  nor  was  any  objectioii  made 
on  the  ground  that  any  original  writing  of  assignment  was  not  pro- 
duced or  its  loss  accounted  for.  The  matter  was  not  brought  in  auy 
way  to  the  attention  of  the  circuit  judge;  nor  is  it  asserted  as  error 
that  any  copy  from  the  Patent  OflBce  was  admitted  over  the  objectioii 
that  the  original  writing  was  not  produced  or  its  loss  accounted  for. 
The  only  question  presented  by  the  record  is  the  prima  fcusie  probative 
force  of  the  Patent  OflBce  record  of  an  assignment. 

In  Mayor  of  New  Yorlc  et  ah  v.  The  American  Cable  Rmlway  Co, 
(C.  I>.,  1894,  334;  67  O.  G.,  1334;  60  Fed.  Rep.,  16)  the  Federal  Court  of 
Appeals  at  New  York,  following  an  obiter  dictum  by  the  Federal  Court 
of  Appeals  at  Bostou  in  Paine  v.  Trashy  (C.  D.,  1893, 558;  65  O.  G.,  298; 
56  Fed.  Rep.,  233.)  decided  that  under  the  sections  above  quoted  from 
the  Revised  Statutes  of  the  United  States  a  certified  copy  from  the 
records  in  the  l*atent  OflBce  would  not  prima  facie  prove  the  assign- 
ment without  a  further  showing  as  to  the  execution  of  the  original 
instrument.  It  is  argued  by  the  learned  writer  of  the  opinion  that  the 
statute  does  not  require  an  assignment  to  be  recorded,  that  the  original 
is  not  left  in  the  custody  of  the  Patent  Oflfice,  and  that  no  certificate 
of  acknowledgment  or  proof  of  execution  is  required  by  the  statute  to 
be  made  in  connection  with  such  instrument;  but  the  line  of  reasoning 
upon  which  the  courts  have  developed  the  rule  already  stated  does  not 
involve  any  one  of  the  conditions  named. 

The  statute  makes  it  the  duty  of  the  Commissioner  of  Patents  to 
record  assignments,  meaning  assignments  that  are  genuine.  He  has 
no  authority  to  record  a  spurious  instrument.  A  spurious  assignment 
recorded  in  the  Patent  Ofl&ce  would  not  be  in  law  a  record  of  that  Office. 
The  record  of  an  assignment  is  in  law  tantamount  to  a  finding  or  cer- 
tificate by  the  Commissioner  that  the  original  is  genuine.  It  matters 
not  that  the  Commissioner  may  act  on  the  mere  assumption  that  what- 
ever paper  of  this  kind  is  presented  for  record  is  genuine.  He  is  a 
public  oflBcer  charged  by  law  with, the  duty  of  recording  only  such  as 
are  genuine.  The  law  attaches  to  his  act  in  making  the  record  p^'ma 
facie  presumption  that  the  instrument  copied  upon  his  record-book  is 
entitled  to  record — that  is  to  say,  is  genuine.  The  argument  that  a 
spurious  assignment  may  be  mistakenly  put  upon  the  record  might  be 
urged  against  the  policy  of  the  statute,  but  not  against  the  obvious 
sense  of  it.  Such  an  argument  might  also  be  urged  against  the  ordi- 
nary statutes  for  recording  deeds,  for  it  would  be  no  more  difiicult  to 
secure  the  recording  of  an  instrument  with  a  spurious  certificate  of 
acknowledgment  than  an  instrument  with  no  acknowledgment  at  all, 
but  with  a  spurious  signature.  All  such  enactments  proceed  upon  the 
assumed  integrity  of  men  on  the  average,  as  civil  institutions  in  gen- 
eral in  this  country  assume  a  fair  degree  of  integrity  and  intelligence 
in  the  average  man.  This  Court  cannot  accede  to  the  view  announced 
in  Mayor  of  New  York  et  aU  v.  American  Cable  Railway  Company^  supra. 
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The  rule  as  understood  and  acted  upon  prior  to  that  decision  is  con- 
sidered by  this  court  to  be  law.  For  fifty-two  years  {BrooJcs  et  al.  v. 
Jenkins  et  al.y  supra,  was  decided  in  1844)  that  rule  has  prevailed.  As 
pointed  out  by  Judge  Coxe  in  National  Foiling  Box  tC*  Paper  Co.  v. 
American  Paper  Pail  dt  Box  Co,,  supra,  a  holdinp:  that  the  Patent  Office 
record  of  an  assignment  shall  have  no  force  as  prima  facie  proof  of  the 
oriprinal  writing  would  often  entail  great  and  useless  expense,  if  not  an 
entire  defeat  of  the  rights  of  the  complainant,  in  a  patent  case.  A 
spurious  or  counterfeit  assignment  put  of  record  in  the  Patent  Office 
would  be  easily  and  certainly  detected  by  any  person  interested  in  the 
inquiry,  especially  in  the  case  of  any  patent  of  real  value.  The  possible 
gain  from  such  a  rascality  would  not  be  worth  the  risk.  The  complain- 
ant in  a  patent  suit  is  ordinarily  making  actual  use  of  the  patent. 
What  may  be  called  his  "  i>ossession"  of  the  patent  property  is  usually 
open  and  notorious.  It  is  no  hardship  upon  an  infringer  who,  claim- 
ing no  right  in  himself,  proposes  to  dispute  the  showing  of  the  Patent 
Office  on  the  matter  of  title  to  require  from  him  such  proof  as  might  at 
least  raise  a  fair  presumption  that  the  original  of  some  assignment 
shown  of  record  in  the  chain  of  title  is  spurious. 

In  accordance  with  the  prevailing  opinion  of  the  judges  on  this  hear- 
ing the  adjudication  appealed  from  is  affirmed  in  all  respects,  except 
as  to  the  sixth  claim  of  Patent  No.  328,614,  and  as  to  that  claim*the 
decree  is  reversed,  with  the  direction  that  the  order  of  reference  be  to 
that  extent  vacated  and  the  bill  to  that  extent  dismissed  for  want  of 
equity,  and  the  cause  is  remanded  to  the  Circuit  Court. 


BUNN,  J.: 

In  my  view  the  question  whether  or  not  the  decree  appealed  from  be 
interlocutory  or  final  is  not  necessarily  involved.  I  therefore  express 
no  opinion  on  that  point.  In  other  respects  I  concur  in  the  foregoing 
opinion  and  in  the  conclusion  above  announced. 


Woods,  J.,  dissenting: 

There  is  manifestly  no  present  necessity  for  considering  whether  the 
decree  appealed  from  is  final  or  interlocutory ;  but  that  it  is  interlocutory 
only  has  been  determined  too  often  to  admit  of  further  question.  (Bar- 
nard V.  Oibson,  7  How.,  650;  Humiston  v.  Stainthorp,  2  Wall.,  106;  Iron 
Co.  V.  Martin,  132  U.  S.,  91;  McGourkey  v.  Toledo  <&  Ohio  Ry.,  146  U.  S., 
536;  Latta  v.  Kilhourn,  150  U.  S.,  524;  David  Bradley  Mftg.  Co.  v.  Eagle 
Mftg.  Co.,  C.  D.,  1894, 121 ;  (y(y  O.  G.,  315;  6  C.  C.  A.,  661;  18  U.  8.  App., 
349 ;  Jones  v.  Hunger,  etc..  Co.,  C.  D.,  1892, 249;  58  O.  G.,  274;  1  C.  C.  A., 
668;  2  U.  S.  App.,  188;  Richmond  v.  Atwood,  C.  D.,  1892, 676;  61  O.  G., 
1655;  2  C.  C.  A.,  596;  5  U.  8.  App.,  151;  Harden  v.  Campbell,  etc.,  Co., 
15  C.  0.  A.,  26;  33  U.  8.  App.,  123;  Bissell  Carpet  Sweeper  Co.  v.  Ooshen 
Sweeper  Co.,  72  Fed.  Eep.,  545;  Lockwood  y.Wickes,  eighth  circuity  75 
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Fed.  Kep.,  118;  Brush  Electric  Co.  v.  Western  Electric  Co.^  this  court, 

October  5, 1896,  post^ ;  77  O.  G.,  1273;  Raymond  v.  Royal  Baking 

Powder  Co.,  this  court,  October  12, 1896,  post, ;  77  O.  G.,  1124.) 

What  shall  be  the  eltect  of  the  affirmance  or  reversal  of  an  interlocu- 
tory order  can  properly  be  considered  when  the  question  arises  out  of 
subsequent  action  of  the  court,  of  which  an  instance  is  found  in  the 
case  of  Bissell  Carpet  Sweeper  Go.  v.  Goshen  Sweeper  Co.,  supra^  where, 
after  affirmance  by  the  Court  of  Appeals,  the  Circuit  Court,  without 
proof  or  suggestion  of  any  change  in  the  situation  after  the  decree  was 
entered  or  after  it  was  affirmed,  modified  the  injunction  in  material 
respects,  and  on  a  second  appeal  it  was  held  that  the  modification 
ought  not  to  have  been  made.  That,  I  think,  is  the  extent  of  the  rul- 
ing, though  there  are  dicta  in  the  opinion  to  the  effect  that  after  the 
affirmance  the  circuit  court  had  no  power  to  alter  the  decree,  whidi 
when  appealed  from  was  conceded  to  be  only  interlocutory.  I  agree 
with  the  writer  of  the  principal  opinion  in  this  case  that — 

there  is  no  power  in  the  Court  of  Appeals  whereby  its  affirmance,  or  approval  on 
review,  of  a  decree  of  the  circuit  coort,  can  give  a  finality  to  that  decree  which  it 
did  not  have  when  entered  of  record  in  the  circuit  court. 

In  the  case  of  Andrews  v.  National  Foundry  a/nd  Pipe  Works  (24  U.  8. 
App.,  81;  8.  C.  10  C.  C.  A.,  60,  67)  this  court,  in  an  opinion  ooncnrred 
in  by  Justice  Harlan,  said: 

Notwithstanding  the  rule  in  respect  to  final  judgments,  that  on  a  mandate  from 
the  Supreme  Court  affirming  a  decree  the  circuit  court  must  execute  its  decree  as 
affirmed  {Durant  v.  B$Bex  Company,  101  U.  8.,  556);  it  haa  been  decided  that  tbe 
affirmance  of  an  interlocutory  order  of  injunction  does  not  operate  to  deprive  the 
circuit  court  of  its  inherent  power  to  suspend  the  injunction  whenever  the  ends  of 
justice  call  for  the  exorcise  of  such  power  (  United  States  Electric  Lighting  Compattn  t. 
The  Edi»ini  Electric  Light  Company  2,  11  U.  S.  App.,  600);  and  by  the  same  principle, 
we  think,  a  decision  on  appeal  reversing  or  modifying  such  an  order  should  be 
deemed  conclusive  only  in  respect  to  the  particulur  order  reviewed,  and  in  the 
further  progress  and  upon  final  hearing  of  the  case  in  the  circuit  court  the  opinion 
and  rilling  on  the  appeal  should  be  regarded  as  advisory  only, — raore  or  less  con- 
trolling according  to  the  circumstances,  [n  this  case  the  circuit  court  looked  upon 
the  mortgage  of  the  appellants  as  a  nullity.  For  the  reasons  given  in  the  opinion 
this  court  reached  the  opposite  conclusion ;  but  if,  instead  of  the  positive  conviction 
declared,  we  had  entertained  grave  doubt  upon  the  point  on  which  the  question 
turned,  it  would  have  been  our  duty  to  rule  just  as  we  did,  because  an  injunction 
before  final  hearing  should  be  allowed  only  when  the  right  to  it  is  clear.  (Standard 
Elevator  Company  v.  Crane  Elevator  Company,  C.  D.,  1893,  432;  64  O.  G.,  438;  9  U.S. 
App.,  556.)  It  is  plain,  therefore,  that  our  decision  did  not  involve  and  should  not 
be  regarded  as  a  technical  and  final  adjudication,  for  the  purposes  of  the  case,  of 
the  points  which  we  considered  in  reaching  our  conclusion  that  the  order  of  the 
circuit  court  was  wrong,  or  of  the  questions  propounded  in  the  petition  for  » 
rehearing. 

While  in  that  case  the  order  appealed  from  was  only  a  temporary 
one,  the  decision  suggests  what  it  seems  to  me  must  become  the  practice 
in  respect  to  interlocutory  injunctions  or  orders  which  result  from  ft 
hearing  on  the  merits.    Indeed,  that  is  the  scope  of  the  decision  in 
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United  Staten  EUotric  Lighting  Compttfiy  r.  The  Edison  Eltetrie  Light 
Company^  supra.  Such  orders,  being  interlocutory,  if  not  appealed 
from,  it  is  oertain,  remain  subject  to  modification  or  revocation,  and  if 
«P}>ealed  from  and  affirmed  it  must  still  be  true  from  tbeir  very  nature 
that  they  remain  interlocutory  and,  teebiiically  speaking,  not  beyond 
the  power  of  modifieation  by  the  Circuit  Court  until  made  final  by  a 
further  order  or  decree;  but  as  a  matter  of  practice  the  right  of  the 
circuit  courts  to  make  such  modifications,  without  new  proofs  showing 
the  necessity  or  propriety  of  so  doing,  on  grounds  not  j)resented  and 
considered  on  the  appeal,  ordinarily  will  not  be  recognized,  and  on  a 
seeomd  appeal  the  original  order  as  affirmed,  if  modified  or  set  aside 
after  affirmance,  will  be  summarily  reinstated  unless  the  Court  of 
Appeals  shall  choose  to  reconsider  the  merits,  as  unquestionably  it 
would  have  the  power  to  do.  On  the  other  hand,  if  an  interlocutory 
order  is  reversed  because  ui)on  the  face  of  the  bill  or  upon  the  proofs 
the  suit  cannot  be  maintained  for  want  of  equity,  the  mandate,  as  in 
Richmond  v.  Aticood  and  in  Jones  v.  Munger^  supra,  may  be  that  the 
order  for  an  accounting  be  set  aside  and  that  the  bill  be  dismissed; 
but  it  was  not  decided  in  those  cases  and  does  not  follow  that  the 
Circuit  Court,  notwithstanding  such  a  mandate,  may  not  upon  request 
permit  an  amendment  of  the  bill,  if  that  be  necessary  and  possible,  or 
upon  proi)er  showing  allow  the  introduction  of  new  or  additional  evi- 
dence. All  this  seems  to  me  to  be  the  logical  outcome  of  the  legis- 
lation whereby  Congress  has  authorized  a])peals  from  interlocutory 
orders,  and  instead  of  involving  an  ^Mmpossible  and  absurd  result^ 
the  practice,  under  limitations  always  within  the  discretion  of  the 
courts,  will  prove  in  the  highest  de<?ree  salutary,  because  in  every  suit, 
so  long  as  it  remains  pending,  it  will  be  possible,  in  the  light  of  late 
decisions  of  other  courts,  and  esi>ecially  of  tbe  Supreme  Court,  or  of 
further  investigation  by  the  same  court,  to  correct  any  error  of  law 
which  may  have  intervened,  and  likewise  to  give  the  parties  the 
benefit  of  the  discovery  of  new  evidence,  without  formal  proceedings 
to  review  or  to  open  the  decree  for  that  purpose.  The  practice  sug- 
gested involves  no  undue  prolongation  or  increase  of  litigation  to  the 
injury  of  the  public. 

It  is  said  that  ^Hhis  court  has  no  i>ower  to  review  its  own  adjudica- 
tions;" but,  while  true  in  respect  to  adjudications  upon  appeals  from 
final  decrees  or  judgments,  except  upon  petitions  for  rehearing,  the 
proposition  is  not  and  can  not  reasonably  be  deemed  applicable  to 
decisions  upon  appeals  from  interlocutory  orders.  The  same  is  true  of 
the  proposition,  taken  from  the  opinion  in  the  case  of  the  Bissell  Car- 
pet Sweeper  Company,  that  "the  judicial  function  of  considering 
involves  the  function  of  determining."  That  is  unquestionable;  but  it 
doe,s  not  follow,  under  a  statute  authorizing  the  review  of  interlocutory 
orders  pending  further  proceedings  in  the  court  below,  that  in  such 
cases  "the  decision  of  an  appellate  court  is  final.''    The  determination 
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of  a  tinal  matter  is  final,  but  a  decision  upon  an  interlocutory  matter 
ex  vi  termini  must  be  interlocutory. 

Coming  to  the  merits  of  the  appeal,  the  third  specification  of  error 
presents  the  question  whether  the  complainants  had  proved  title  to 
Patent  No.  328,614.  The  proof  made  consisted  in  certified  copies  of  the 
record  in  the  Patent  Office  of  assignments  purporting  to  have  been 
made  by  lieynolds,  the  patentee,  to  the  Crane  Brothers  ManufacturiDg 
Company,  and  by  that  company  to  the  Crane  Elevator  Company,  aud 
by  the  last-named  company  to  James  H.  Ilaymond,  trustee.  For  the 
purpose  of  showing  that  the  alleged  assignments  had  been  recorded  in 
the  Patent  Office,  as  provided  in  section  4898  of  the  Eevised  Statutes, 
the  copies  were  admissible  in  evidence  over  the  objection  of  incompe- 
tence and  irrelevancy;  but  that  they  constituted  no  proof  of  the  execu- 
tion or  genuineness  of  the  original  instruments  seems  clear  both  on 
principle  and  authority,  it  has  been  so  declared  in  well-considered 
cases  by  the  Courts  of  Appeals  in  both  the  first  and  second  circuits, 
{Paine  v.  Trask,  C.  D.,  1893,  558;  Hi)  O.  G.,  298;  5  0.  C.  A.,  497;  5  U.  S. 
App.,  283;  City  of  Neiv  York  v.  Am.  Cable  By.  Co.,  C.  D.,  1894,  334;  67 
O.  G.,  1334;  9  C.  C.  A.,  336;)  and  even  if  those  decisions  were  doubtful 
this  court  ought  not  now  to  assert  a  different  rule.  But  it  is  to  be 
observed  in  this  instance  that  the  assignments  of  which  copies  were 
put  in  evidence  were  in  the  possession  of  the  complainants  or  their 
trustee,  and,  that  being  so,  even  under  the  rule  in  respect  to  office 
copies  of  conveyances  of  real  estate  under  the  registry  laws  the  produc 
tion  of  the  originals  or  an  excuse  for  the  failure  was  necessary.  As  the 
rule  is  stated  in  Ward  v.  Fuller,  (16  Pick.,  185, 187,)  cited  in  Chamber- 
lain V.  Bradley,  (101  Mass.,  188) — 

whore  the  party  relying  apon  a  deed  of  conveyanoe  is  the  grantee,  or  person  who  ii 
entitled  to  the  possession  of  it,  he  must  produce  the  original,  or  lay  a  foundatioD,  ii 
the  osual  manner,  for  the  production  of  secondary  evidence. 

I  am  of  opinion  that  claim  2  of  Patent  No.  338,614  shows  no  inven- 
tion. An  exactly  similar  construction,  it  is  admitted,  existed  in  the 
prior  art,  and  if  it  be  true,  as  said,  that  the  prior  device  <^  was  at  once 
an  air  and  water  pipe,"  it  was  no  less  an  anticipation.  It  is  not  showi 
that  air  aud  water  both  do  not  pass  oif  through  this  pipe.  They  cer- 
tainly would  but  for  the  presence  of  the  bottom  connection,  covered  by 
claim  4,  and  the  fact  that  the  escaping  water  is  diverted  through  anew 
channel  does  not  make  of  the  unchanged  old  device  a  new  invention. 

That  claim  4  contains  nothing  patentable  is  so  evident  that  counsel 
for  appellees  are  constrained  to  insist  that  while  claim  2  is  for  the  air- 
escape  per  He,  claim  4  is  for  the  combination  of  the  bottom  discharge 
aud  air-escape  with  the  reversiug-valve.  The  wording  of  the  claim 
admits  of  no  such  interpretation.  (Lehigh  Valley  R.  R.  Co.  v.  Mellon, 
C.  D.,  1881,  485;  20  O.  G.,  1891 ;  104  U.  S.,  112;  Day  v.  Raihcay,  C.  D., 
1880,  647;  49  O.  G.,  1364;  132  II.  S.,  98,  102;  Wollensak  v.  Sargent, 
0.  D.,  1894, 164;  m  O.  G.,  1007;  151  U.  S.,  221,  227.) 
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The  third  claim  for  the  stop-vaive,  if  not  anticipated  by  the  prior 
art,  as  I  am  inclined  to  think  it  is,  especially  by  the  Curtis  patent, 
No.  314,167,  is  certainly  subject  to  a  narrow  construction  and  is  not 
infringed  by  the  valve  of  the  appellants,  which  is  different  both  in 
construction  and  mode  of  operation. 

In  respect  to  patent  No.  456,122  it  is  agreed  that  the  invention  is 
I  overed  by  the  Smith  patent,  No.  ;W4,907,  and  is  anticipated  thereby, 
rinless  it  has  been  established  that  Reynolds  was  in  fact  the  first 
inventor.  The  burden  of  jiroof  in  that  respect  was  upon  the  appellees, 
and,  unless  the  proof  is  clear  and  convincing,  the  prior  patent  should 
prevail.  Smithes  application  was  filed  December  15,  1885,  and  the 
patent  issued  January  26,  1886.  Reynolds  filed  his  application  Jan- 
uary 26, 1887,  and  obtained  his  patent  July  14,  1891.  The  evidence  is 
not  only  not  conclusive  that  Reynolds  was  the  first  inventor,  but,  as  I 
view  it,  preponderates  in  favor  of  Smith's  priority.  Reynolds's  own 
testimony  on  the  i>oint,  together  with  that  of  Smith,  is  the  most  direct 
and  satisfactory.  As  witnesses  they  were  both  inclined  to  favor  the 
ai)pellees,  and  whatever  there  is  in  their  testimony  favorable  to  the 
appellants  should  be  given  full  credence.  They  agree  that  in  Decem- 
ber, 1884,  Reynolds  made  a  statement  to  Smith  of  his  invention  for 
which  Patent  No.  317,202,  in  which  one  end  of  the  cables  is  connected 
with  weights,  was  afterward  issued,  upon  an  application  filed  January 
5,  1885,  and  that  at  the  same  time  Smith  explained  to  Reynolds  that 
he  had  invented  a  similar  device  in  which  both  ends  of  the  cables  were 
to  be  connected  with  the  car.  Smith  also  told  Reynolds,  as  the  latter 
testifies,  that  he  had  sent  drawings  of  his  design  to  his  attorney  and 
wondered  that  he  had  heard  nothing  from  the  Patent  Oflfice.  This 
strongly  corroborates  the  testimony  of  Smith  that  he  had  sent  such 
drawings  to  the  attorney;  but  whether  he  had  done  so  m  fact  is  a  col- 
lateral and  comparatively  immaterial  question.  Smith  and  Reynolds 
in  December,  1884,  were  under  no  mistake  in  respect  to  what  each 
claimed  to  have  invented,  their  devices  being  substantially  alike  in 
respect  to  levers  and  in  the  fact  that  the  cables  of  both  were  to  run 
with  the  cars,  but  different  in  that  the  cables  of  Reynolds  were 
attached  at  the  upper  end  to  weights  and  those  of  Smith  were  attached 
at  both  ends  to  the  car.  With  this  proposition  the  subsequent  con- 
duct of  both  Reynolds  and  Smith  is  consistent.  In  the  belief  of 
both,  probably,  and  certainly  in  the  mind  of  Reynolds,  the  chief  fea- 
ture of  invention  in  both  designs  was  the  double  cable  attached  to 
the  double  lever  in  the  car  and  running  with  the  car,  and  in  that  view 
Reynolds  feared  conflict  between  them,  and  obtained  of  Smith  a  written 
agreement  not  to  prosecute,  without  Reynolds's  consent,  an  applica- 
tion for  a  patent  upon  his  design.  His  own  application  for  a  patent 
Reynolds  promptly  presented,  chiiming  the  cables  with  weights,  but 
making  no  claim  for  cables  cittached  at  both  ends  to  the  car  nor  any  sug- 
gestion, either  in  the  specification  or  drawings,  that  they  could  be  so 
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attached;  and  on  that  application  he  accepted  the  patent  awarded  him, 
(No.  317,202,)  though  he  knew  by  practical  experiments  made  ag  ewly 
as  February  or  March,  1885,  that  the  preferable  method  was  to  attach 
both  ends  of  the  cables  to  the  car.  Had  he  not  been  conscious  that 
that  mode  of  construction  was  not  his,  but  was  the  conception  of  Smith, 
it  is  incredible  that  he  would  not  have  described  and  claimed  it  as  his 
own,  either  by  an  amendment  of  his  application,  after  the  value  of  the 
conception  had  been  demonstrated  by  experiment,  or  by  a  new  and 
indei^endent  application.  On  the  contrary,  through  a  period  of  two 
years  or  more  he  made  repeated  statements,  in  some  instances  to  par- 
ties i>roposing  to  invest  money  on  the  faith  thereof,  to  the  effect  that 
Smith  was  the  first  inventor,  and  not  until  persuaded  thereto  by  others 
interested  did  he  make  the  application  wherein  he  claimed  as  his  own 
the  idea  of  attaching  both  ends  of  the  cables  to  the  car,  and  in  respect 
to  that  application  he  afterward  made  affidavit  disavowing  his  right 
in  that  particular.  He  testifies  that  that  affidavit  contains  the  language 
of  another  and  not  his  own ;  but  the  force  of  that  assertion  is  removed 
by  the  further  statement  and  admission  ^<I  then  believed  and  now 
believe  the  statements  were  true." 

It  is  not  a  sufficient  or  satisfactory  explanation  of  his  repeated  dec- 
laration, contrary  to  his  testimony,  that  they  were  made  on  the  faith 
of  what  Smith  had  told  him.  What  he  had  done  and  when  he  had 
done  it  were  facts  within  his  own  knowledge,  and  when  in  December, 
1884,  he  was  told  by  Smith  of  the  latter's  mode  of  attaching  the  cables 
be  knew  whether  that  conception  was  then  new  to  him,  and  if  in  fact 
in  the  September  before  he  had  thought  it  out  and,  as  now  asserted, 
had  produced  a  drawing  wherein  it  was  illustrated  in  connection  with 
weiglits  he  would  have  so  asserted  to  Smith  at  the  time  and  would  not 
in  silence  then  and  by  repeated  declarations  afterward  have  conceded 
Smith's  priority  in  that  particular,  and  certainly  would  not  have  gone 
so  far  as  to  pay  a  price  for  an  option  to  buy  Smith's  patent  when  issued 
and  to  bargain  for  delay  by  Smith  until  he  could  patent  his  own 
conception. 

The  drawing  which  is  produced  as  an  illustration  of  Reynolds's  first 
conception  is  not  the  original,  but  an  alleged  copy  made  after  the  date 
of  Smith's  patent.  If  conceded  to  be  a  true  copy  of  a  genuine  original 
it  is  of  obscure  meaning  and  falls  far  short  of  showing  an  attachment 
of  the  cables  to  the  upper  parts  of  the  car;  and  upon  the  entire  evi- 
dence 1  am  satisfied  that  if  in  September,  1884,  Reynolds,  as  he  has 
testified,  made  a  drawing  like  the  alleged  copy,  there  was  then  in  bis 
mind  no  conception  beyond  what  is  shown  in  his  Patent  No.  317,202, 
for  which  he  applied  within  a  few  days  after  his  talk  with  Smithy  The 
rule  is  that  a  drawing  may  be  the  foundation  of  a  claim  of  priority  of 
invention  ^^if  it  be  sufficiently  plain  to  enable  those  skiUed  in  the  art 
to  understand  it."  (  Webster  Loom  Co.  v.  HigginSj  C.  D.,  1882,  285;  21 
O.  G.,  2031;  105  U.  S.,  580,  594.)  There  is  in  the  drawing  in  question, 
as  the  facsimile  in  the  margin  demonstrates,  no  sign  of  a  connection 
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between  tbe  end  of  one  of  the  cables  and  the  top  of  tbe  oar,  aud  if  the 
lines  or  scratrrhes  which  are  said  to  indicate  such  attacbraentof  the 
lopeB  to  the  upper  end  of  the  car  can  be  said  to  indicate  anything  more 
than  other  meaningless  lines  apparent  in  the  drawing  they  may  fairly 
be  said  to  snggeat  ropes  extending  ftxim  one  of  tbe  weights  to  the  car 
and  from  oue  weight  to  the  other,  designed  rather  for  the  pnrpose  of 
steadying  tbe  weights  than  to  indicate  that  they  may  be  dispensed 
with  and  the  cables  connected  directly  with  the  car.  If  Reynolds, 
when  be  produced  the  drawing,  intended  to  illnstrate  such  direct  con- 
nection, and  so  explained  to  members  of  his  fiunlly,  there  is  no  evidence 


of  the  facts,  unless  it  can  be  found  in  his  own  uncertain  testimony, 
and  manifestly  he  is  not  a  witness  whose  nnsnpported  word,  however 
explicit,  should  prevail  against  a  patent  which  in  namerona  instances 
and  once  uiion  deliberate  oath  he  baa  declared  entitled  to  preference 
over  the  later  patent  granted  to  himself. 

The  testimony  of  Smith  is  clear  and  by  reason  of  his  avowed  and  evi- 
dent friendliness  to  the  appellees  is  the  more  convincing.  Besides,  be 
is  strongly  corroborated  by  Wells,  Cartwrigbt,  and  others,  and  by  cir- 
cumstances of  which  there  can  be  do  doubt,  and,  as  it  seems  to  me, 
there  can  be  no  other  reasonable  couclnsion  iipoit  the  entire  contention 
over  these  patents  than  that  Smith  first  conceived  the  idea  of  cables 
attached  at  both  ends  to  the  car,  that  lie  communicated  the  idea  to 
lieynolds,  and  that  when  in  February  and  March,  1885^  Uv«  t^Qwt^-^Xxis^ 
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was  reduced  to  practice  in  the  shops  of  the  Crane  Company,  in  whoae 
service  both  Smith  and  Reynolds  were  then  employed,  alid  in  the  Mem- 
ory Building,  in  Chicago,  it  was  the  idea  of  Smith  and  not  of  Reynolds, 
and  was  so  understood  at  the  time  by  Reynolds  himself.  To  that  effect 
is  the  explicit  testimony  of  Wells,  who  gives  a  detailed  and  clear 
accountof  the  facts,  showing  that  it  was  upon  his  insistance  that  Smith's 
idea,  illustrated  by  drawings  which  Smith  produced,  was  put  to  tlie 
practical  test.  That  Smith's  design  was,  in  fact,  so  used  the  circura 
stances  make  probable,  and  the  only  evidence  to  the  contrary  is  the 
testimony  of  Reynolds,  discredited  by  his  prior  conduct  and  statements 
and  by  his  affidavit. 

Stress  has  been  laid  upon  the  decision  against  Smith  in  the  interfer- 
ence with  Baldwin ;  but  aside  from  the  lack  of  relevancy  of  that  matter 
to  the  present  issue  it  is  clear  enough  that  the  contest  in  behalf  of 
Smith's  patent  was  purposely  allowed  to  go  by  default — Smith  himself 
refusing  to  testify  in  support  of  it — because  his  employers,  who  owned 
the  patent,  had  on  the  other  side  an  equal  or  greater  interest.  Besides, 
if  in  respect  to  the  matter  now  in  dispute  Baldwin  was  prior  to  Smith, 
he  was  also  prior  to  Reynolds. 

But  if  Reynolds's  priority  were  conceded  it  would  be  a  grave  ques- 
tion whether  the  holders  of  the  patent  are  entitled  to  relief  in  equity. 
Their  rights,  I  suppose,  are  not  better  than  Reynolds's  would  be  if  he 
had  made  no  assignment  of  his  title,  and,  it  being  clear  that  he  entered 
into  an  arrangement  with  Smith  the  evident  purpose  of  which  was  to 
enable  each  to  obtain  a  patent  on  similar  devices  without  an  interfer- 
ence with  the  other,  ought  either  of  them  or  the  assignee  of  either  to 
be  allowed  a  standing  in  equity?  I  think  not.  In  respect  to  the  pub- 
lic and  to  the  assignees  of  either  the  agreement  which  they  made  was 
essentially  fraudulent.  Letters  in  evidence  demonstrate  that  solicitors 
so  understood  w^en  prosecuting  Reynolds's  application  for  a  patent, 
and  but  for  the  fact  of  the  agreement  and  the  subsequent  manipulation 
by  which  a  declaration  of  interference  between  Reynolds's  application 
and  Smith's  patent  was  improperly  prevented  it  is  probable  that  this 
litigation  would  not  have  occurred. 


[U.  8.  Circuit  Coart  of  Appeals— Second  Circuit.] 

TuTTLE,  Trustee,  Etc.,  v,  Claflin  et  al. 

Decided  July  B9,  1896. 

77  O.  G.,  973. 

1.  Crosby  and  Kellogg — Machine  for  Crimping  Textile  Materials— Infringk- 

MENT. 

Letters  Patent  No.  37,033,  granted  December  2,  1862,  to  C.  O.  Crosby  and 
Henry  KeUogg,  for  a  macbine  for  crimping  textile  materials,  examined  and  in 
view  of  the  art  Held  to  bo  for  a  pioneer  invention  and  to  be  infringed. 
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J.  Pioneer  Invention. 

The  mechanism  of  the  patent  in  salt  was  original  with  the  inventors  for  the 
manufacture  of  **  plaits/'  and  for  that  purpose  their  machine  is  a  pioneer  inven- 
tion, notwithstanding  the  hints  of  a  prior  device.  It  is  not  an  addition  to  an 
old  structure. 

I  Profits  in  Infringement— Improvement,  Effect  of — Burden  of  Proof. 

If  defendants  took  complainants'  device  in  its  original  form,  the  latter  are 
entitled  to  the  pecuniary  advantage  which  the  infringers  derived  from  the 
unauthorized  use  of  the  patent.  If  the  infringers  added  an  improvement,  Ihej 
have  a  right  to  an  apportionment,  the  burden  of  proof  being  upon  them  to  show 
that  a  portion  of  the  profits  was  the  result  of  the  improvement. 

L  Same— Estimates— Experiments. 

Estimates  only  and  estimates  based  upon  experiments  by  the  complainants  made 
only  in  a  small  way,  which  include  estimates  for  the  expense  of  an  unnecessary 
feature  of  a  process  and  which  make  no  allowance  for  the  economies  which 
result  from  a  subdivision  of  work,  such  as  would  be  employed  in  manufacturing 
for  wholesale  trade,  are  unsatisfactory. 

>.  Pleading— Notice— Waivkr. 

After  alleging  the  invention  and  grant  of  the  patent  and  the  assignment  the 
pleader  averred  that  the  defendants,  knowing  the  premises^  infringed.  This  is 
not  au  averment  that  they  had  notice  or  knew  that  their  machines  infringed. 
The  allegation  in  regard  to  infringement  was  traversed,  but  nothing  was  said 
below  upon  the  subject  of  notice.  It  is  too  late  to  raise  for  the  first  time  in  an 
appellate  court  technical  questions  of  pleading  or  proof  which  are  not  jurisdic- 
tional in  their  character. 

5.  Additional  Delay  to  be  Avoided — Profits. 

A  court  will  hesitate  to  compel  a  large  additional  expenditure  of  time  by 
ordering  an  accounting  in  a  suit  which  has  been  pending  for  a  long  time,  espe- 
cially when  the  manufacture  which  forms  the  basis  of  the  suit  has  ceased  and  it 
is  likely  that  further  testimony  would  result  in  mere  estimates.  The  ooart  will 
itself  determine  the  profits. 

Appeal  and  cross-appeal  from  a  decree  of  the  United  States  Cir- 
euit  Court  for  the  Southern  District  of  New  York. 

Before  Pegkham,  Lagombe,  and  Shipman,  Judges. 

Mr.  Benjamin  F.  Lee  for  the  complainant. 
Mr,  Edmund  Wetmore  for  the  defendants. 

Shipman,  J.  : 

The  plaintiff,  as  trustee  of  the  Elm  Oity  Oompany,  which  was  an 
assignee  of  Letters  Patent  No.  37,033,  dated  December  2, 1862,  issued 
to  C.  O.  Crosby  and  Henry  Kellogg,  for  a  machine  for  crimping  textile 
materials,  brought  a  bill  in  equity  July  10,  1878,  against  the  individ- 
uals formerly  composing  the  firm  of  H.  B.  Claflin  &  Co.,  which  alleged 
au  infringement  of  said  patent  and  prayed  for  an  injunction  and  an 
account. 

A  temporary  injunction  having  been  granted,  the  Circuit  Court  for 
the  Southern  District  of  New  York,  upon  *' final  hearing,"  passed  a 
decree  April  3, 1884,  which  adjudged  that  the  defendants  had  infringed 
the  second  and  fourth  claims  of  the  patent  and  directed  au  accounting. 
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(C.  D.,  1884, 450;  29  O.  G.,  696;  19  Fed.  Rep.,  599.)  The  patent  bad  in 
1873  been  sustained  by  Judge  Woodruft'  in  the  case  of  Elm  City  Co,  v. 
Wooster.    (4  O.  G.,  83;  6  Fish.  Pat.  Cas.,  452.) 

On  August  26, 1893,  the  special  roaster  filed  his  report,  which  assessed 
no  damages,  and  found  that  in  the  years  1873  and  thereafter  until  and 
during  1879  the  defendants  had  in  use  in  their  business  at  various 
tiroes  four  roller  plaiting-macbines,  all  which  inMnged  the  second 
and  fourth  claims  of  the  Letters  Patent  in  suit,  and  upon  which  they 
had  plaited  483,910  yards  of  goods,  and  that  the  saving  which  had 
resulted  from  the  use  of  said  machines  over  the  only  preexisting  roethod 
of  plaiting,  which  was  by  hand,  was  (76^215.85,  and  reported  said  sum 
as  the  profits,  gains,  and  advantages  which  they  had  derived  by  rea 
son  of  their  infiingement.  The  defendants  having  filed  exceptions  to 
this  report,  som«  of  which  were  sustained,  the  court  set  aside  the 
report,  and  in  its  final  decree  directed  that  the  complainant  recover  of 
the  defendants  six  cents  as  nominal  damages  and  costs  for  all  proceed- 
ings prior  to  and  including  the  order  of  reference,  and  that  the  costs 
before  the  roaster  be  taxed  in  favor  of  the  defendatits. 

From  this  decree  each  party  api)ealed,  the  defendants  from  that 
portion  which  adjudged  that  there  had  been  an  infringement  of  claims 
2  and  4  of  the  patent  and  the  complainants  from  the  whole  of  the 
decree  except  that  portion  which  rec!Ognized  the  validity  of  the  patent 
and  the  infringement  of  claims  2  and  4  and  directed  the  payment  of 
costs. 

The  question  of  infringement  is  naturally  to  be  first  considered. 
The  inachine  was  for  crimping  or  plaiting  textile  materials  and,  ^s 
shown  in  the  drawings  of  the  )>atent,  was  a  sewingma<3hine  attach 
ment;  but  the  specification  and  claim  1  declared  that  it  was  to  be 
used  either  with  or  without  sewing  mechanism.  The  plait-forming 
mechanism  was  simple,  but  for  the  purposes  for  which  it  was  used  was 
novel.  Its  position  in  the  history  of  the  art  will  hereinafter  be  con- 
sidered. It  consisted  of  a  blade  of  metal,  called  a  "crimper,"  and  the 
presserplate,  which,  in  connection  with  the  cloth-plate  or  table,  was  a 
holder,  and  was  also  a  presser  or  smoother  of  the  plait.  If  the  plait 
was  wider  than  the  presser-foot,  two  additious  on  each  side  of  the 
presser- foot  served  as  supplementary  smoothers.  A  spring  pressed 
upon  the  bhide  as  it  advanced  to  form  the  plait,  and  was  relaxed  when 
the  blade  was  retracted.  The  blade  in  its  forward  rootion  over  the 
table  gathered  up  the  material  into  a  partially-formed  plait,  passed 
with  it  under  the  presserfoot,  and  pushed  it  forward  between  the 
presser-foot  and  the  table,  so  that  the  plait  was  flattened,  smoothed, 
and  brought  to  a  sharp  edge. 

The  operation  of  the  machine,  including  the  sewing  mechanism, 
which  serves  to  stitch  the  crimp,  is  described  in  the  specification  as 
follows : 

Au  end  of  a  strip  of  maslin  U  to  be  laid  upon  the  platform  under  the  crimper  and 
UDiler  the  presser-foot,  and  the  needles  will  descend  and  have  their  loops  secured 
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by  the  loopers.  While  the  needles  are  still  in  the  cloth  the  crimper  has  retreated 
aa  far  as  possible  from  them.  The  orimper-presser  then  descends,  forced  down  by 
its  spring,  and  bears  the  crimper  upon  the  goods.  The  latter  then  advances  and 
makes  a  crimp  of  the  cloth  lying  between  it  and  the  line  where  the  cloth  is  grasped 
between  the  presser-foot  and  the  table,  (see  Fig.  14'',)  the  crimper  being  actuated  by 
the  cam  j.  The  latter  then  holds  the  crimper  at  rest,  and  the  needles  leave  the 
cloth.  The  cam  k  then  acts  upon  the  crimper,  and  it  shoves  the  cloth  and  the 
crimp  just  made  under  the  presser-foot,  the  latter  smoothing  down  or  flattening 
the  crimp  by  its  spring  pressure  upon  the  goods.  During  this  second  advance  of 
the  crimper  it  pushes  the  goods  along  under  the  presser-foot.  The  crimper  now 
pauses,  and  the  needles  enter  behind  the  crimp  Just  formed.  (See  Fig.  14^.)  Cam  i 
now  comes  into  action  and  lifts  the  crimper-presser,  relieving  the  crimper  from  the 
pressure  of  the  spring,  so  that  the  crimper  may  slide  back  without  an^  tendency  to 
ruck  up  the  goods,  and  when  m  is  elevated  the  cams  J  and  k  permit  the  spring  to 
draw  the  crimper  back,  ready  to  take  a  new  crimp.  »  *  *  After  the  crimp  is 
formed  it  acts  as  a  spacer  to  space  the  crimps  apart  and  as  a  pusher  to  force  the 
goods  through  the  machine.  The  presser-foot  and  the  table  in  conjunction  act  as  a 
holder,  holding  the  goo<ls  at  rest  while  the  crimp  is  formed,  and  the  presser-foot 
alone  acta  as  a  smoother,  flattening  the  crimp  down  smooth  and  to  an  edge  while 
the  goods  are  being  crimped  or  pushed  forward  by  the  crimper. 

The  8pecificatioii  also  said  that  the  patentees  intended  at  some  time 
to  add  to  the  machine  an  ordinary  roagh-snrface  feed  acting  below  the 
cloth  and  feeding  as  the  crimper  shoved  the  goods,  in  order  to  aid 
the  latter  in  forcing  the  finished  crimp  along  when  there  was  a  heavy 
pressure  upon  the  presser-foot.  They  also  intended  to  attach  a  weight 
to  the  finished  end  of  the  crimp  to  aid  in  drawing  it  along  when  the 
pusher  was  doing  its  work. 

The  second  and  fourth  claims  are  as  follows: 

2.  In  combination,  a  crimper  and  a  smoother  substantially  such  as  described,  and 
acting,  substantially  as  specified,  to  fold  the  crimps  to  an  edge. 

4.  In  combination  with  a  crimper  substantially  such  as  specified,  a  spring  acting 
to  force  said  crimper  upon  the  goods  while  (*rimpiug  them  and  relaxing  its  pressure 
while  the  crimper  is  retreating,  substantially  in  the  manner  and  for  the  purpose 
specified. 

The  defendants'  machines,  known  as  "roller"  ]>laitiug-machines  and 
as  the  "Griffith"  and  "Fanning"  machines,  from  the  names  of  the 
machinists  who  made  them,  were  in  their  important  particulars  con- 
structed like  the  machine  described  in  the  English  x)atent  to  James  Orr 
of  November  4, 1867,  which  was  never  patented  in  this  country.  These 
machines  did  not  contain  any  sewing  mechanism,  and  consisted  in  gen- 
eral of  a  wide  reciprocating  blade  and  a  yielding  upper  roll  and  a 
metallic  lower  roll.  The  blade  is  caused  to  advance  to  and  recede  from 
the  bite  of  the  rolls.  As  it  adv- ances  over  the  surface  of  the  lower  roll 
it  forms  a  plait  of  the  textile  material  lying  between  it  and  the  surface 
of  this  roll,  and  this  partially-formed  plait  is  delivered  to  the  bite  of  the 
two  rolls,  which  are  a  smoother  and  a  holder.  These  rolls  are  revolved 
intermittently  and  when  they  revolve  feed  or  pull  the  plaited  fabric. 
The  upper  roll  is  the  equivalent  of  the  presser-foot,  and,  in  fact,  a  roller 
presser-foot  is  old  in  sewing  maehine  mechanism.  The  lower  roll  is  the 
equivalent  of  the  table  or  cloth-plate  of  the  Crosby  and  Kellogg  machine^ 
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aod  the  substitution  of  rollers  for  fiat  surfaces  was  an  obvious  mechan- 
ical transition.  These  machines  were  introduced  when  plaits  upon 
wider  strips  of  cloth  than  could  ordinarily  be  presented  to  a  sewing- 
machine  became  fashionable  and  when  it  was  also  important  to 
have  a  machine  which  could  readily  adapt  itself  to  cloth  of  different 
thicknesses.  When  sewing  mechanism  was  not  needed,  the advanta;re 
of  two  rollers  or  revolving  surfaces,  to  which  the  plait  is  presented  aud 
between  which  it  ])asse8,  over  two  flat  surfaces,  between  which  it  is 
pushed,  is  obvious.  The  metallic  roll  is  heated,  so  that  the  plait  is  ironed 
as  well  as  smoothed. 

The  argujnent  of  the  defendants  in  support  of  the  theory  of  non- 
infringement of  the  second  claim  is  based  upon  the  part  of  the  specifi- 
cation which  says  that  after  the  needles  leave  the  cloth  a  cam  shoves 
the  cloth  and  the  crimp  just  made  under  the  presser-foot,  the  latter 
flattening  the  crimp  by  its  spring-pressure,  and  that  the  crimper  during 
this,  which  is  its  second  advance,  pushes  the  goods  along  under  the 
presser-foot.  The  defendants'  construction  of  the  second  claim  is  that 
it  is  limited  to  what  is  called  the  '' second"  operation  of  the  machine- 
viz.,  that  of  folding  the  crimper  to  an  edge  by  the  combined  action  of 
the  crimper  in  pushing  the  formed  crimp  along  and  the  smoother 
pressing  down  upon  it  as  it  is  thus  pressed  forward — whereas  they  say 
that  in  the  defendants'  machines  the  crimper  performs  no  part  of  fold- 
ing to  an  edge  and  that  there  is  no  conjoint  action  for  this  purpose 
between  the  crimper  and  the  smoother. 

The  position  that  the  second  claim  is  limited  to  such  a  construction 
of  crimper  and  smoother  that  both  must  continuously  act  together  to 
fold  the  crimp  to  a  perfect  edge  is  neither  required  by  the  specification 
nor  by  the  claim.  The  former  speaks  of  the  crimp  as  formed — t.  e.,  par- 
tially formed — before  it  is  pushed  under  the  presser-foot,  and  as  flat- 
tened down  to  an  edge  as  it  is  pushed  through.  In  like  manner  in  the 
defendants'  machines  the  crimper  is  folded,  though  not  to  a  complete  and 
perfect  edge,  when  the  blade  pushes  it  up  to  the  surface  of  the  lower 
roller,  delivers  it  to  the  grasp  of  the  two  rollers,  which  fold  the  crimp 
down  over  the  edge  of  the  crimper,  and  as  the  blade  recedes  complete 
the  work  of  smoothing  and  polishing.  The  defendants'  construction  of 
the  claim  would  have  the  effect  of  limiting  it  to  a  flat  presser-foot, 
between  which  and  a  flat  table  the  crimp  must  be  pushed — in  other 
words,  to  a  machine  in  which  the  crimper  spaces  the  crimps.  In  the 
language  of  Judge  Wallace  upon  final  hearing: 

While  the  defendants'  machines  do  not  employ  a  crimper  which  operates  inde- 
pendently to  space  the  crimps,  their  crimper  and  smoother  effect  the  operation  of 
folding  the  crimps  to  an  edge,  and  their  devices  in  this  hehalf  are  the  snbstantial 
equivalents  of  those  in  the  combination  described  in  the  second  claim.  In  their 
machines  the  spacing  is  done  by  revolving  rolls  or  a  holder,  which  after  each  crimp  is 
formed  advances  the  cloth  while  the  blade  is  retreating  through  a  distance  equal  to 
the  space  between  the  snccessive  crimps. 

It  is  next  said  that  the  defendants'  machines  do  not  infringe  claim  4. 
Aa  the  patent  has  expired  and  a^  cVsAm'^i  \%  Wi^  vm^ortant  and  valuable 
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one  of  the  patent,  it  is  not  necessary  to  consider  at  length  this  ques- 
tion. Claim  4  is  for  the  combiuation  of  the  blade  and  spring  which 
forces  the  blade  upon  the  cloth  when  crimping  is  done  and  relaxes  its 
pressure  when  the  crimper  is  retreating.  The  Fanning  machine  has  a 
spring  which  does  this  precise  work  in  the  same  way.  The  Griffith 
machine  has  no  spring,  but  the  blade  is  rocked  by  the  moving  mechan- 
ism down  upon  the  cloth  and  as  it  retreats  is  rocked  away  from  the 
cloth. 

It  is  not  necessary  to  discuss  at  length  the  importance  of  the  infringed 
claims  with  relation  to  the  entire  invention  of  the  patentees. 

The  master  in  his  report  found  that  the  invention  of  claim  2  was  the 
essential  feature  of  both  the  Griffith  and  Fanning  machines,  without 
which  they  would  have  been  worthless.  This  feature  was  the  blade, 
which  folded  the  material  upon  itself  and,  taking  the  plait  to  the 
smoother  to  be  ironed,  acted  in  combination  with  the  smoother  and 
was  the  gist  of  the  invention,  without  which  plaits  could  not  be  made. 

But  the  defendants  say  that  even  if  the  infringers  took  the  essential 
part  of  the  patented  machine  it  was  itself  but  an  improvement  upon 
the  George  B.  Arnold  patent  of  May  8, 1860,  and  was  not  essential  to 
plaiting  mechanism,  and  thereby  attempt  to  bring  the  case  within  the 
principle  of  Oarretson  v.  Clarkj  (C.  D.,  1884, 206 ;  27  O.  G.,  524 ;  111  U.  S., 
120.)  The  object  and  scope  of  the  Arnold  machine  sufficiently  appear 
in  his  original  specification,  and  were  to  gather  up  one  piece  of  cloth 
in  small  even  folds  or  corrugations  and  to  sew  it  to  another  piece  of 
cloth  not  so.gathered.    The  patentee  said : 

By  my  invention  I  am  enabled  to  take  two  pieces  of  cloth  of  unequal  lengths  and 
placing  their  edges  together,  with  the  longer  piece  at  the  bottom,  and  by  running 
them  through  the  machine  not  only  to  gather  the  bottom  cloth  to  any  desired  degree 
of  fuUnesB,  but  to  sew  them  iirmly  together  at  the  same  time. 

It  was  strictly  an  attachment  to  a  sewing-machine  and  depended  for 
its  success  upon  sewing  mechaijism,  but  could  be  used  without,  and 
creases  or  gathers  would  be  made  in  the  cloth.  It  was  designed  to  sew 
a  ruffle  upon  a  band  and  was  intended  to  do  nothing  else.  The  patent 
was  reissued  in  1874  and,  after  the  custom  of  that  period,  contained 
claims  some  of  which  in  their  broad  and  general  language  could  sweep 
in  the  Crosby  and  Kellogg  invention;  but  the  distinction  between 
the  two  devices  was  correctly  and  forcibly  stated  by  Mr.  Brevoort  as 
follows : 

It  (the  Crosby  and  Kellogg  machine)  was  a  new  mechanism,  in  contradistinction 
to  being  a  mere  improvement,  but  it  was  a  mechanism  which  came  under  the  broad 
terms  of  the  Arnold  reissue.  It  was  by  itself  a  diflferent  machine  from  the  Arnold 
reissue. 

The  claims  of  the  reissued  patent  to  John  A.  Pipo,  a  reissue,  on  July 
27, 1875,  of  an  original  patent  dated  January  27, 1863,  are  of  the  same 
character.    The  object  of  the  invention  was  simply — 

to  provide  means  (in  a  sewing-machine)  for  forming  and  sewing  a  ruffle  between  two 
pieces  or  folds  of  cloth  at  one  and  the  same  operation. 
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The  crimping  mechanism  of  the  patent  in  suit  was  original  with  t^ 
inventors  for  the  formation  of  the  ornamentation  properly  called 
"plaits,"  and  for  that  purpose  was  a  pioneer  invention.  The  Arnold 
and  Pipo  machines  merely  gave  hints  how  a  plaiting-machine  coald 
be  made.  The  manufacture  of  plaits  originated  with  the  mechanism  of 
Crosby  and  Kellogg,  whose  machine  was  not  an  addition  to  an  old 
structure,  as  in  Garreston  v.  Glark^  8upra,  or  in  Reed  v.  Lawretm^ 
(C.  D.,  1885,  482;  33  O.  G.,  996;  29  Fed.  Eep.,  915.) 

Upon  the  foregoing  facts  the  question  of  the  rule  of  law  in  regard  to 
the  method  of  ascertaining  the  profits  was  not  a  debatable  one.  If  the 
defendants  had  made  no  addition  to  the  Crosby  and  Kellogg  invention, 
it  being  one  of  an  original  and  primary  character,  they  took  it  as  it 
was,  although  they  furnished  their  machines  with  mechanical  equiva- 
lents which  might  produce  better  work  than  the  corresponding  devices 
for  which  they  were  substituted,  and  the  complainants  would  be  enti- 
tled to  the  pecuniary  advantage  which  the  infringers  derived  from 
their  unauthorized  use  of  the  patent,  the  profit  being  in  this  case  the 
difterence  between  the  expense  of  plaiting  by  the  use  of  the  patented 
device  and  the  expense  of  doing  the  same  thing  by  hand.  (Maury  v. 
WhiPfiey^  1  O.  G.,  492;  14  Wall.,  620;  Cawood  Patent,  C.  D.,  1877,  341; 
12  O.  G.,  709;  94  U.  8.,  695;  Thomson  v.  Woonter,  C.  D.,  1835,  279;  31 
O.  G.,  913;  114  U.  S.,  104;  Sessions  v.  Romadka,  C.  D.,  1892,  382;  59 
O.  G.,  939;  145  U.  S.,  29.)  The  defendants  insist,  however,  that  they 
made  additions  which  materially  benefited  the  machines  and  increased 
their  effective  power.  If  this  be  true,  although  they  teok  the  whole  of 
the  vital  aud  effective  part  of  the  invention,  but  superadded  and 
annexed  an  improvement  which  contributed  to  the  saving  which  they 
obtained,  they  have  a  right  to  an  apportionment,  the  burden  being 
upon  them  to  show  that  a  portion  of  the  profits  was  the  result  of  the 
improvement  which  they  annexed.  {Elizabeth  v.  Pwvemeni  Co,,  97 
U.  S.,  126;  Crosby  Valve  Co.  v.  Safety  Valve  Go,,  C.  D.,  1891,  521;  57 
O.  G.,  1000;  141  U.  S.,  441.) 

The  defendants  satisfied  the  Circuit  Court  that  the  combinations  of 
claims  2  and  4  would  not  proiluce  the  finished  product  of  the  infring- 
ing machines,  and  that  the  features  added  by  Orr,  Griffith,  and 
Fanning,  and  particularly  the  ironing  feature,  must  have  contributed 
something  to  the  value  of  the  machines,  and  that  it  was  erroneous  to 
say  that  the  whole  value  was  due  to  the  Crosby  and  Kellogg  invention. 

From  1871  to  1879  the  trimming  or  ornamentation  of  ladies'  dresses 
by  means  of  plaits  was  universal.  They  were  used  upon  materials  of 
all  kinds,  as  well  as  those  of  linen  and  cotton,  which  were  made  up 
into  cheap  suits,  as  tho^e  of  woolen  and  silk.  The  roller- machines 
were  exclusively  for  the  manufat'ture  of  these  plaits  upon  strips  of 
cloth  usually  of  four  inches,  sometimes  of  six  inches,  in  width,  which 
were  not  stitched  on  the  machine  and  were  nicely  ironed.  It  is  mani- 
festly true  that  the  patented  machine,  as  shown  in  and  while  attached 
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to  a  sewiiig-machiue,  wa«  uot  practically  adapted  to  tbe  exclusive 
manufacture  of  plaits  which  were  not  stitched.  It  becomes  important, 
in  view  of  the  conclusions  of  the  circuit  judge,  to  ascertain  to  what 
extent  and  in  what  particulars  improvements  were  made  which  brought 
the  defendants'  machines  to  their  position  of  commercial  importance. 

The  defendants  first  asserted  that  if  the  sewing  mechanism  was 
detached  the  machine  could  not  makie  merchantable  plaits  unless  it  had 
additional  feeding  mechanism  other  than  a  four-motion  feed,  and  that 
such  mechanism  must  be  produced  by  inventive  skill.  This  statement 
would  have  seemed  trustworthy  but  for  the  subsequent  introduction 
into  the  case  of  the  five  machines  and  the  bias-plaiting  machine  made 
by  Mr.  Walker  in  1871  and  efficiently  used  as  commercial  machines 
while  the  fashion  for  plaits  lasted.  They  were  the  patented  machines 
without  the  stitching  mechanism  and  with  the  ordinary  rough-surface 
feed  spoken  of  in  the  specification.  If  heat  was  required,  it  was  fur- 
nished by  means  of  gas,  which  was  carried  in  a  pipe  under  the  bed  or 
cloth  plate.  These  machines  effectually  disposed  of  the  theory  that 
sewing  mechanism  was  indispensable  in  the  practical  operation  of  the 
Crosby  and  Kellogg  machines. 

The  next  position  of  the  defendants  was  that  the  leading  improved 
feature  of  their  machines  was  the  feeding  mechanism,  which  consisted 
of  the  two  rollers,  which  was  not  the  feeding  device  of  the  patented 
ma<  hine  and  required  invention  to  produce;  but  it  was  conceded  that 
a  roller  presser-foot  was  an  early  device  in  sewing-machines  and  that 
the  upper  roll  acted  substantially  as  a  presser-foot,  with  the  additional 
function  of  helping  to  feed.  When  the  presser-foot  became  a  roller  in 
a  plaiting-machine,  the  table  must  also  become  a  roller,  and  thus 
rollers  were  naturally  substituted  for  plates.  When  thus  substituted 
they  also,  from  the  manner  in  which  they  necessarily  operate,  and  as  inci- 
dental to  the  work  of  holding  and  smoothing,  are  a  feed  which  pulls 
the  fabric  along.  This  fact  is  insufficient  to  constitute  them  a  new 
addition  to  the  Crosby  and  Kellogg  machine.  That  had  also  a  feeding 
mechanism,  and  nothing  has  been  superadded.  When  the  infringer  uses 
in  his  infringing  machine  the  essential  part  of  the  patented  machine, 
without  which  his  infringing  machine  is  worthless,  it  is  not  an  adequate 
answer  to  .the  demand  for  the  payment  of  his  entire  profits  that  his 
substituted  equivalents  improved  the  work  of  the  corresponding  ele- 
ments of  the  infringed  machine.  The  heating  of  the  lower  metallic 
roll,  and  thereby  making  it  a  device  for  ironing  as  well  as  smoothing, 
was  an  addition,  though  not  a  patentable  one,  which  was  not  made  of 
importance  in  the  testimony,  but  it  was  of  pecuniary  importance  and 
benefit.  If  the  work  had  been  done  by  hand,  it  would  have  been  nec- 
essary to  press  down  each  fold  with  a  hot  iron  as  soon  as  made,  and 
heat  must  be  applied  to  machine-made  goods  in  order  to  make  them  a 
finished  article.  The  heated  roll,  so  far  as  it  was  a  mangle,  was  an 
annex  to  the  existing  mechanism,  and  if  it  was  a  superaddition  which 
H.  Doc.  354 39 
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produced  a  pecuniary  benefit  in  its  operation  it  is  not  of  importance 
tbat  it  Lad  been  used  before  in  like  machines. 

It  follows  that  80  much  of  the  cost  of  making  plaits  by  hand  as 
included  the  cost  of  ironing  should  be  deducted  from  the  saving 
which  the  master  found  were  derived  from  the  use  of  the  infrinjnng 
mechanism,  and  it  is  probable  that  the  master  would  have  done  so  if 
the  defendants  had  furnished  any  data  from  which  the  computation 
could  have  been  made.  (Crosby  Valve  Co.  v.  Safety  -Valve  Co.,  supra,)' 
In  the  opinion  in  the  Crosby  case,  which  related  to  a  patented  valve; 
it  appears  that  no  evidence  showed  that  any  of  the  ImprovenieLt* 
which  were  patented  after  the  issuance  of  the  infringed  patent  and 
which  were  owned  by  the  defendant  gave  any  advantage  in  selling  the 
infringing  article,  and  therefore  no  allowance  was  made  for  the  alleged 
benefit  created  by  such  improvement. 

The  master  proceeded  to  ascertain  the  pecuniary  advantage  which 
the  infringer  derived  from  the  unauthorized  use  of  the  patent,  which 
was,  in  accordance  with  his  previous  findings  of  fact,  the  diflFerence 
between  the  expense  of  plaiting  by  the  use  of  the  patented  device  and 
the  expense  of  doing  the  same  thing  by  hand.  He  found  that  the 
expense  of  plaiting  about  484,000  yards,  if  other  than  woolen,  would 
have  been  fifteen  cents  per  yard,  and  that  about  00,000  j^ards  were 
woolen  goods,  which  would  have  cost  ten  cents  more.  We  are  not  sat- 
isfied with  the  accuracy  or  strength  of  the  testimony  u]>on  w^hich  this 
finding  was  made.  The  .witnesses  for  the  complainant  made  their  esti 
mate  for  plaiting  a  strip  of  linen  four  inches  wide  and  four  plaits  to  the 
inch,  which  was  the  ordinary  width  called  for  in  1877  and  1878.  Plaits 
varied  in  width  from  one-sixteenth  of  an  inch  to  three-fourths  of  an  inch. 
The  narrow  plaits  were  the  most  expensive.  About  seventy-five  per 
cent,  of  the  material  was  used  in  a  width  of  four  inches.  The  remain- 
ing twenty-five  per  cent,  was  used  in  widths  of  from  h<alf  an  inch  to  six 
inches.  The  complainant  introduced  three  witnesses  upon  the  subject 
of  the  cost  of  handmade  goods.  Kursheedt,  a  manufacturer  of  plait- 
ings,  estimated  the  cost  at  seventeen  and  one-half  cents  per  yard;  but 
he  never  plaited  goods  by  hand  for  sale  and.had  no  knowledge  of  what 
others  paid.  He  did  pay  for  making  samples  by  hand  in  accordance 
with  the  time  which  the  workmen  took.  Brown,  a  manufacturer  of 
I)laiting8,  made  attempts  to  manufacture  by  hand  between  1876  and 
1878.  His  attempts  resulted  in  a  belief  that  the  work  cost  him  firom 
fifteen  to  twenty  cents  a  yard.  Wooster,  who  was  a  large  manufac 
tnrer  of  machine-made  plaits,  who  is  pecuniarily  interested  in  the 
result  of  the  suit,  and  who  apparently  has  had  no  experience  in 
hand-plaiting,  estimated  that  such  plaitings  would  cost  twenty  cents 
per  3'ard. 

Smith,  the  defendants'  superintendent  of  the  manufacturing  part  of 
their  cloak  and  silk  department,  represented  them  before  the  master. 
He  said  nothing  in  regard  to  cost,  and  his  only  attempt  to  furnish  tes- 
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timoiiy  upon  that  subject  was  his  wife's  hurried  experiment  of  about 
twenty  minutes'  duration  to  ascertain  the  time  in  which  she  could  plait 
goods  by  hand  upon  a  sewing-machine. 

The  testimony  of  the  complainant  is  unsatisfactory.  Kursheedt  and 
Wooster  gave  estimates  only,  unaccompanied  with  knowledge  gained 
by  experiment  or  by  investigation.  Brown  made  practical  experiments, 
apparently  in  a  small  way.  But  all  of  them  included  the  expense  of 
ironing,  which  two  of  them  seemed  to  regard  as  important,  and  all 
estimated  upon  plaits  of  a  fourth  of  an  inch  in  width.  No  account  was 
apparently  taken  of  the  economies  which  would  inevitably  come  from 
increased  production.  If  the  defendants  had  entered  upon  the  manu- 
facture of  half  a  million  yards  by  hand,  the  advantages  resulting  from 
a  subdivision  of  work  among  experienced  persons  and  economical 
methods  of  doing  the  work  by  wholesale  would  have  manifested  them- 
selves. The  estimates  of  these  witnesses  are,  in  our  opinion,  the  result 
either  of  inaccurate  knowledge  or  of  an  insufficient  investigation  of  the 
exi>ense8  of  work  upon  a  large  scale. 

The  circuit  judge  was  of  opinion  that  the  facts  in  this  case  took  it 
out  of  the  general  rule  that  the  pecuniary  advantages  which  the 
infringers  derived  from  the  unauthorized  use  of  the  patent  is  to  be 
estimated  upon  the  entire  j)roduction  of  the  infringers,  because,  in  his 
opinion,  the  evidence  showed  that  the  defendants  never  would  have 
resorted  to  the  liand  method,  because  it  was  so  expensive  as  to  be  pro- 
hibitory and  because  it  was  impossible  to  make  a  marketable  plaiting 
by  hand. 

There  may  be  and  probably  will  be  cases  in  which  an  inadvertent 
infringer  of  an  old  and  unknown  patent  for  the  method  of  manufactur- 
ing an  article  which  is  made  and  sold  by  the  million  at  a  cheap  rate 
and  which  is  expensively  made  by  hand,  like  paper  bags,  the  article 
suggested  by  Judge  Coxe,  will  have  a  persuasive  equity  against  a 
decree  for  his  entire  profits,  ui)on  the  ground  that  the  owner  of  the  pat- 
ent suflfered  no  damage  and  that  the  paper-bag  business  was  created 
by  automatic  machinery  and  never  would  have  existed  if  the  bags 
must  be  made  by  hand;  but  the  equity  in  this  case  is  based  entirely 
upon  the  testimony  of  Smith,  the  defendants'  superintendent  of  manu- 
facture, who  in  answer  to  questions  which,  assuming  that  the  cost  of 
manufacture  by  hand  would  have  been  from  fifteen  to  twenty  cents, 
asked  whether  it  would  have  been  practicable  for  the  defendants  to 
have  employed  such  a  method,  replied  that  it  would  not  have  been, 
because  it  would  have  made  the  goods  cost  so  much  that  they  could 
not  have  sold  them.  What  the  effect  would  have  been  if  the  cost  had 
been  materially  less  than  that  which  was  assumed  the  witness  did  not 
state,  and  as  we  are  of  opinion  tlitit  the  assumed  cost  was  much  larger 
than  the  actual  cost  the  answer  throws  no  light  upon  the  probable 
conduct  of  the  defendants.  The  witness  furthermore  knew  nothing 
upon  the  subject  of  what  his  employers  would  have  d(me  if  they  had 
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been  obliged  to  lose  money  in  this  branch  of  their  business,  and  tbey 
gave  no  testimony.  They  were  doing  a  reputed  business  of  from 
$30,000,000  to  $40,000,000  per  year.  In  1878  the  total  sales  of  the 
cloak  and  suit  department  were  a  trifle  below  $600,000,  the  amount  of 
sales  of  suits  in  that  department  was  $131,287.03,  and  the  amouDt 
of  sales  of  plaited  suits  was  $30,614.62.  Whether  the  firm,  which 
undertook  to  do  a  leading  wholesale  dry-goods  business,  would  have 
permitted  themselves  to  disregard  the  wants  of  customers  by  keeping 
aloof  from  an  important  article  of  trade  the  witness  had  apparently  no 
adequate  means  of  information. 

The  conclusion  of  the  judge  of  the  Circuit  Court  that  a  marketable 
article  of  plaitings  could  not  be  made  by  hand  does  not  seem  to  have 
been  adequately  supported  by  the  testimony.  It  appears  that  the 
defendants  generally  plaited  silk  and  dress-goods  and  woolen  goods  by 
hand,  because  the  machines  injured  the  fine  goods,  and  when,  after  the 
injunction,  hand-made  plaiting  was  used  upon  ordinary  suits  there  was 
no  difference  in  the  appearances  of  the  two  classes  of  finished  work. 

The  defendants'  fifth  assignment  of  error  upon  its  cross-appeal  was 
the  alleged  error  of  the  court  in  ordering  that  the  complainant  conld 
recover  damages  and  profits,  and,  if  such  a  decree  could  be  lawfully 
directed,  in  not  limiting  the  recovery  to  the  period  subsequent  to  the 
receipt  of  notice  to  them  that  the  Griffith  and  Fanning  machines  were 
claimed  to  be  infringements.  This  assignment  was  for  the  purpose  of 
taking  the  benefit  of  the  decision  in  Dnnlap  v.  Schofieldy  (C.  D.,  1894, 
224;  67  O.  G.,  139;   152  U.  S.,'244.) 

The  bill  in  equity  was  silent  upon  the  allegations  called  for  by  sec- 
tion 4900  of  the  Eevised  Statutes  that  the  complainants  marked  their 
machines  or  notified  the  defendants  of  the  infringement. 

After  alleging  the  invention  and  grant  of  the  patent  and  the  assign- 
ment the  pleader  averred  that  the  defendants,  knowing  the  premise  , 
infringed.  This  is  not  an  averment  that  they  had  notice  or  knew  that 
their  machines  infringed.  The  answer  specially  traversed  the  allega- 
tions in  regard  to  infringement,  but  was  likewise  silent  upon  the  subject 
of  notice.  The  defendants  introduced  a  witness  in  January,  1884,  who 
made  the  customary  proof  of  good  faith  and  that  when  they  were  noti 
fied  they  stopped  the  use  of  the  machines.*  No  point  was  made  upon 
final  hearing  or  during  the  nine  and  one-half  years  before  the  master 
in  regard  to  the  absence  of  the  allegation  or  of  the  i)roof  of  notice. 
No  exception  upon  that  subject  was  taken  to  the  report  of  the  master. 
The  point  was  not  made  before  the  court  when  the  decree  was  made 
final,  and  appeared  for  the  first  time  in  the  assignment  of  errors,  more 
than  sixteen  years  after  the  answer  was  filed.  The  question  is  not 
whether  the  rules  of  pleading  required  the  allegation  of  notice  in  a  bill 
in  equity  which  asked  for  damages  and  profits.  That  question  is  set 
tied  in  Dunlap  v.  Schofieldj  supruy  but  it  is  whether  the  neglect  to  take 
notice  of  the  omission  either  by  answer  or  in  any  other  form  until  after 
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tbe  final  decree  was  not  a  waiver  of  the  want  of  notice.  It  was  so  held 
in  Providence  Rubber  Co.  v.  Goodyear,  (9  Wall.,  811,)  where  the  point  of 
want  of  notice  did  not  appear  until  the  hearing  before  the  master,  and 
the  court  held  that  the  triable  issues  must  be  confined  to  the  pleadings. 
This  was  affirmed  in  Sessions  v.  Romadka, (CD.,  1892, 382 ;  59  O.  G.,  939 ; 
145  U.  S.,29.)  In  Dunlap  v.  Schofield,  supra,  a  bill  in  equity  to  recover 
damages,  the  bill  and  answer  made  the  proper  averments  and  denials, 
but  no  proof  was  given,  and  the  court  held  that  the  burden  of  proof 
rested  upon  the  complainant.  In  Royer  v.  Coupe,  (C.  D.,  1895,  163 j 
70  O.  G.,  779;  155  U.  S.,  583,)  an  action  at  law,  the  pleadings  were 
silent,  but  the  question  was  actually  litigated  upon  the  trial  by  contra- 
dictory evidence,  and  the  court  thought  that  it  should  have  been 
submitted  to  the  jury.  In  this  case  the  pleadings  were  silent.  The 
question  never  became  one  actually  in  issue  and  was  never  raised  in 
tlie  Circuit  Court. 

It  is  too  late  to  raise  for  the  first  time  in  an  appellate  court  technical 
questions  of  pleading  or  proof  which  are  not  jurisdictional  in  their  char- 
acter and  which  were  not  raised  either  in  the  pleadings  or  before  the 
trial  court,  where  defects  might  have  been  remedied,  and  which  must 
therefore  be  considered  to  have  been  waived. 

It  is  therefore  not  necessary  to  consider  whether  the  provisions  of 
section  4900  are  applicable  only  to  cases  in  law  or  in  equity  in  which 
damages,  as  distinguished  from  profits,  are  the  subject  of  investigation. 

The  case  stands  upon  this  wise :  In  our  opinion  the  conclusions  of  the 
circuit  judge  were  too  sweeping  in  their  character  and  tljat  too  much 
importance  was  given  to  the  alleged  improvements  which  were  made 
upon  the  Crosby  and  Kellogg  machine  and  to  the  testimony  of  Smith 
that  the  expense  of  hand-made  plaits  would  have  prohibited  his  employ- 
ers from  their  use.  We  are,  on  the  other  hand,  of  opinion  that  an 
allowance  should  have  been  made  for  the  improvement  in  the  defend- 
ants' machine  by  which  the  plaits  were  automatically  ironed  and  that 
the  estimates  of  the  witnesses  upon  which  the  master  based  his  findings 
of  court  were  excessive  by  reason  of  the  omissions  which  have  been 
mentioned.  But  the  whole  record  and  the  silence  of  the  defendants 
show  that  they  must  properly  be  charged  with  a  large  sum  as  profits. 

We  have  been  in  doubt  as  to  the  proper  disposition  of  the  case — 
whether  it  should  be  sent  to  a  master  for  rehearing  or  whether  this  Court 
should  ascertain  from  the  record  the  proper  amount.  {Ooulds  Mfg.  Co, 
V.  Cowing,  C.  D.,  1882,  202;  21  O.  G.,  1277;  105  IJ.  S.,  253.)  This  case 
has  now  been  in  court  for  eighteen  years.  It  survived  two  masters  and 
was  before  a  master  for  more  than  nine  years.  The  lapse  of  time 
undoubtedly  arose  from  a  variety  of  circumstances,  and  we  are  not 
aware  that  it  is  attributable  to  the  counsel  in  the  case;  but  the  delays 
which  are  incident  to  an  accounting  are  well  known,  and  we  hesitate 
exceedingly  to  compel  an  additional  expenditure  of  time.  The  manu- 
facture of  plaits  in  any  large  amount  has  now  ceased,  and  it  is  very 
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likely  that  further  testimony  would  result  only  in  estimates  not  tlie 
result  of  experience.  We  have  therefore  concluded  to  ascertain  from 
the  record  a  more  satisfactory  amount  of  profits,  and  conclude  that  a 
reasonable  allowance  will  be  the  sum  of  $40,000. 

The  decree  will  be  reversed,  with  costs  of  this  court,  and  the  cause 
remanded^  with  instructions  to  enter  a  decree  declaring  the  validity  aud 
the  infringement  by  the  defendants  of  the  second  aud  fourth  claims  of 
the  Crosby  and  Kellogg  patent,  and  adjudging  that  the  complaiuaut 
recover  from  the  defendants  the  sum  of  $40,000  as  their  profits,  and  tbe 
costs  in  the  circuit  court  to  be  taxed. 


[U.  S.  circuit  Court  of  Appeals— Kin th  Circuit.] 

Chauche  et  al  r.  Pare. 

Decided  June  1,  1896. 
77  O.  G.,  1123. 

1.  Assignment  by  Attokney  in  Fact— Lack  of  Ai  thority. 

A  patentee  appointed  au  attorney  with  full  authority  to  grant  licenses  and 
also  with  authority  to  assign  the  patent,  hut  on  terms  and  conditions  to  be 
'^agreed  on  and  fipproved  hy  the  grantor,  or  every  hargain  closed  wiU  be  voIjI" 
The  attorney  thereafter,  without  referring  the  matter  to  his  principal,  trans- 
ferred in  his  own  name,  as  grantor,  to  the  plaintiff,  his  executors,  etcM 
*'the  exclusive  liberty,  license,  power,  and  authority  to  make,  use,  and 
sell  '^  the  machines  in  all  the  States  and  Territories  of  the  Union  for  the  remain- 
der of  the  term  of  the  patent.  Held  that  this  was  an  assignment  of  the  pakot 
and  was  void  as  such  both  because  made  in  excess  of  the  attorney's  authority  nod 
because  it  was  his  own  act  and  deed  and  not  that  of  his  principal. 

2.  Same— Same— Ratification  by  Principal. 

After  this  transfer  the  principal  wrote  several  letters  to  the  plaintiff  recog- 
nizing his  interest  in  the  invention,  but  all  of  which  indicated  that  the  patentee 
understood  the  plaintiff  to  have  merely  a  license.  Held  that  they  did  not  amoant 
to  a  ratification  of  the  assignment  which  the  attorney  had  attempted  to  make. 

3.  Action  by  Licensee. 

A  mere  licensee  has  no  authority  to  sue  infringers  in  his  own  name. 

In  Error  to  the  Circuit  Court  of  tbe  United  States  for  the  Northen) 
District  of  California. 

Messrs,  Wheatotij  Kalloch  &  Kierce  for  the  plaintiffs  in  error. 

Mr  J,  J,  Schrivner  and, Mr,  M.  B,  Kellogg  for  the  defendant  in  error. 

STATE^IENT  OF  THE  CASE. 

This  was  an  action  at  law  by  A.  S.  Pare  against  Marie  £.  Chanebe, 
executrix,  and  others,  for  alleged  infringement  of  a  patent.  lu  the 
Circuit  Court  a  verdict  was  given  for  plaintiff.  To  review  the  judg- 
ment entered  thereon,  defendants  sued  out  this  writ  of  error. 
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•    Before  Gilbert,  Koss,  and  Morrow,  Judges. 

Gilbert,  J, : 

The  plaiiititts  in  error  were  the  defendants  in  an  action  brought  to 
recover  damages  for  the  infringement  of  Letters  Patent  No.  299,815, 
issued  on  June  3, 1884,  to  Dominique  Lille,  for  an  improvement  in  fruit- 
presses.  On  May  22,  1885,  the  patentee,  who  resided  in  France,  exe- 
cuted to  Aime  Pare,  of  Fresno,  Cal.,  a  power  of  attorney,  with  authority 
and  upon  terms  therein  expressed  to  grant  licenses  to  manufacture  and 
sell  machines  containing  the  invention  for  and  during  the  life  of  the 
X)atent,  also  authority  to  transfer  and  assign  said  patent — 

but  at  prices,  charges,  clauses,  and  conditions  agreed  on  and  approved  by  tbe 
grantor,  or  every  bargain  closed  will  be  void. 

Concerning  the  power  to  assign  the  patent,  there  were  inserted  also 
the  following  provisions: 

However,  it  is  understood  that  the  said  Lille's  consent  and  approval  will  follow 
sufficiently  either  from  a  letter  or  frttni  a  telegraphic  despatch  addressed  by  him  on 
receipt  of  notice. 

It  is  understood  that  tbe  grantor  reserves  tbo  right  of  approving  the  sales  only 
when  the  cession  of  patents  is  concerned,  and  not  for  the  cession  of  license  which 
the  attorney  shall  have  full  power  to  make  under  the  conditions  above  stipulated. 

On  August  28,  1886,  under  the  authority  conveyed  by  this  instru- 
ment, the  attorney  therein  named  transferred  unto  the  defendant  in 
error,  Antoiiie  S.  Pare,  his  executors,  administrators,  and  assigns — 

the  exclusive  liberty,  license,  power,  and  authority  to  make,  use,  and  sell  within 
and  throughout  all  the  States  and  Territories  of  the  United  States  of  America,  for 
and  during  the  residue  or  remainder  of  ihe  term  for  which  the  said  Letters  Patent 
are  or  may  be  granted,  the  said  invention  (improvement  in  wine  or  fruit  presses,) 
upon  the  terms  and  conditions  herein  contained. 

This  assignment,  instead  of  being  made  in  the  name  of  the  patentee, 
is  by  its  expressed  terms  an  assignment  from  Aime  Pare,  the  party  of 
the  first  part,  to  Antoine  S.  Pare,  the  party  of  the  second  part,  and  is 
executed  under  the  hand  and  seal  of  the  said  party  of  the  first  part 
and  not  for  and  on  behalf  of  the  patentee.  It  contains,  however,  the 
following  recitals: 

Whereas,  Letters  Patent  of  the  United  States  of  America  were  granted  and  issued 
to  Dominique  Lille,  of  the  Republic  of  France,  and  a  resident  of  Trouceus,  in  the 
De))artment  of  Gers,  France,  for  an  improvement  in  fruit-presses,  said  Letters  Pat- 
ent bearing  date  tbe  3d  day  of  June,  1884,  and  are  numbered  299,815,  as  will  more 
fully  appear  by  reference  thereto;  and  whereas,  the  said  Dominique  Lille  did,  by  an 
instrument  in  writing,  on  the  22d  day  of  May,  A.  D.  1885,  authorize  and  empower 
the  said  Aime  Pare,  party  of  the  tirst  part,  to  convey  and  disp6se  of,  by  license,  on 
a  stated  and  fixed  royalty,  the  said  invention  and  Letters  Patent,  within  all  tbe 
States  and  Territories  of  tbe  United  States  of  America  aforesaid,  as  will  also  more 
fully  appear  by  reference  thereto. 

Upon  the  trial  the  defendants  in  the  action  disputed  the  authority  of 
the  plaintiff  therein  to  maintain  the  action  under  the  rights  conferred 
upon  him  by  the  assignment,  and  contended  that  the  instrument  was 
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void  and  ineffective  to  transfer  to  him  any  interest  in  the  patented 
invention  or  right  to  damages  for  its  infringement,  and  the  court  so  held. 
The  plaintiff  thereupon  proceeded  to  offer  in  evidence  certain  commuDi- 
cations  that  had  passed  between  the  attorney,  Aime  Pare,  and  his  prin- 
cipal, the  patentee,  whereby  it  was  claimed  that  the  latter  had  ratified 
the  transaction  of  his  agent.  The  court  admitted  these  couimunica- 
tions  in  evidence,  ruled  that  their  contents  were  sufficient  to  prove 
such  ratification,  and  instructed  the  jury  that  the  instrument  puqwrt- 
ing  to  be  an  assignment,  taken  together  with  such  subsequent  acts  of 
ratification  on  the  part  of  the  patentee,  were  sufficient  to  transfer  his 
interest  in  the  patented  improvement  to  the  plaintiff.  This  instruction 
of  the  court  to  the  jury  and  the  .admission  in  evidence  of  the  communi- 
cations referred  to,  together  with  the  exclusion  of  evidence  oft'ered  by 
the  plaintiffs  in  error  to  prove  an  assignment  to  them  from  the  patentee 
of  his  demand  for  damages  for  the  infringement,  are  the  principal 
assignments  of  error. 

There  can  be  no  question  that,  under  the  power  of  attorney,  the 
agent  had  full  authority  to  assign  the  patent^  but  it  is  equally  clear 
that  his  authority  could  be  exercised  only  upon  terms  that  should  first 
be  communicated  to  and  accepted  by  his  principal.  The  puriwrted 
assignment  therefore  was  clearly  insufficient  to  transfer  a  title  to  the 
patent,  not  only  because  it  was  the  act  and  deed  of  the  agent  and  not 
that  of  his  principal,  (Machesney  v.  Brown,  29  Fed.  Hep.,  145,  and  cases 
there  cited,)  but  for  the  further  reason  that  the  agent  exercised  a  power 
not  conferred  upon  him  in  that  he  made  a  transfer  of  the  patent  with 
out  communicating  the  terms  of  the  sale  to  his  principal  or  obtainiug 
his  approval  thereof.  {Johnson  Railroad  Signal  Co,  v.  Union  Siritch  tt* 
Signal  Co.,  59  Fed.  Kep.,  20;  Union  Switch  rf-  Signal  Co.  y.  Johnson 
Railroad  Signal  Co.,  10  C.  G.  A.,  176;  61  Fed.  Rep.,  940.) 

The  letters  the  contents  of  which  were  held  to  furnish  conclusive 
evidence  of  a  ratification  of  the  assignment  on  the  part  of  the  patentee 
were  written  during  the  period  of  two  and  one-half  years  succeeding 
the  date  of  the  assignment.  The  first  was  written  to  the  patentee  by 
his  agent  on  September  20,  1886,  and  contains  the  following: 

I  made  up  my  mind,  ami  wrote  to  my  brother  [the  ilefeudant  in  error]  and 
explained  to  him  the  situation.  I  told  him  that,  if  he  was  not  to  give  me  the  money 
required,  I  waH  to  abandon  this  business.  He  immediately  sent  me  the  funds,  and, 
later  on,  I  made  him  consent  to  buy  the  license,  at  the  price  and  conditions  inen- 
tiouQd  in  your  power  of  attorney. 

This  is  the  only  letter  in  the  record  which  contains  direct  infonna 
tion  concerning  the  extent  of  the  interest  sold  and  the  terms  and 
conditions  of  the  sale.  The  agent  here  distinctly  informs  his  principal 
that  he  has  sold,  not  the  patent,  but  a  license;  and  he  makes  that  fact 
doubly  clear  by  saying  that  the  sale  has  been  made  at  the  price  and 
conditions  mentioned  in  the  power  of  attorney.    The  price  and  coudi- 
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tions  mentioued  in  that  instrament  referred  only  to  the  transfer  of  a 
license.  The  terms  upon  which  an  assignment  or  "  cession ''  of  the 
patent  might  be  made  were  not  expressed.  They  were  to  be  fixed  after 
conference  with  the  patentee.  The  agent  was  powerless  to  assign  the 
patent  upon  terms  to  be  fixed  at  his  own  discretion.  His  authority  to 
jrrant  privileges  under  the  patent  without  the  concurrence  of  his  prin- 
cipal was  limited  solely  to  the  transfer  of  licenses.  It  is  in  the  light 
of  the  information  afforded  to  the  patentee  by  this  first  letter  from  his 
agent  that  the  subsequent  correspondence  must  be  viewed.  On  Decem- 
ber 28, 1886,  the  patentee  thus  wrote  to  the  defendant  in  error: 

If  I  had  taken  my  patent  in  the  United  States  at  lirst,  the  dnratiou  might  have 
been  of  seventeen  years ;  but,  nevertheless,  you  wiU  have  the  privilege,  at  the  expi- 
ration of  the  patent,  to  possess  all  the  relation  for  the  manafacture  of  my  system, 
and  you  wiU  receive  as  in  the  past  the  orders.  In  one  word,  there  Ih  an  infallible 
prospect,  there'is  only  to  manufacture  on  a  large  scale.  For  this,  if  necessary, 
organize  a  small  company,  because,  to  make  money,  the  cash  must  not  be  wanted. 
If  yon  pay  cash,  your  fourniaseurs  will  allow  you  great  reduction.  In  this  enterprise 
there  can  be  no  risk,  first,  because  you  are  the  only  one  who  has  the  right  to  exploiter 
my  system  in  the  United  States. 

On  April  23,  1887,  the  defendant  in  error  wrote  the  patentee: 

I  have  no  definite  plans  for  the  manufacture  of  the  machines;  most  probably  will 
have  them  made  by  different  manufacturers.  »  *  *  i  inclose  two  drawings  to 
give  J  on  an  idea  of  the  manner  we  are  going  to  make  the  machines  this  year.  Tell 
me  what  you  think  of  it. 

On  0(!tober  21,  1888,  the  patentee  wrote  to  the  defendant  in  error: 

I  send  you  herewith  the  duplicate  of  a  letter  which  I  send  to-day  to  the  address 
below,  concerning  a  lawsuit  which  you  have  instituted  against  Toulouse  iV  Delo- 
rieux.     I  believe  you  are  in  the  right. 

The  inclosed  duplicate  letter  is  addressed  to  the  attorney  of  Toulouse 
iS:  Delorieux.  After  referring  to  the  rival  presses  of  Toulouse  «S:  Delo- 
rieux,  it  contains  the  following: 

Now,  then,  if  th<"se  gentlemen  wish  t<»  continne  to  build  similar  machines,  all 
they  have  to  do  is  to  suppress  the  pieces  I  have  pointed  out,  or  else  enter  into  an 
a;:reement  with  Mr.  Pare,  ray  licensee  in  the  United  States,  for  the  development  of 
my  system  of  presses.  The  latter  may  make  arrangements  with  several  manufac- 
turers, assigning  to  each  a  special  territory.  This  is,  sir,  what  my  licensee  is 
entitled  to  have  your  clients  observe  strictly,  and  failing  to  do  which  he  must  prose- 
cute them  to  the  full  extent  of  the  law. 

On  October  31,  1888,  the  patentee  wrote  to  the  defendant  in  error. 
After  mentioning  certain  men  who  might  be  consulted  with  reference 
to  disputed  points  in  the  patent,  he  proceeded  thus: 

If  you  will  believe  so,  ask  them  the  proof,  if  it  is  for  that  reason  that  you  brought 
the  lawsuit.  ^  *  "*  As  for  the  power  of  attorney,  I  have  looked  it  over,  and  see 
that  you  have  the  right  to  make,  in  general,  all  necessary  proceedings.  Conse- 
quently, it  is  useless  for  me  to  make  such  a  trip.  I  will  go  only  later  on,  or,  if  you 
wish  to  give  up  the  license,  I  will  take  it  back.  You  have  only  to  renounce  by  a 
simj)le  letter,  and  paying  what  is  due  to  me. 
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Oil  December  20, 1888,  the  defendant  in  error  wrote  the  patentee 
concerniug  the  rival  machines  that  were  being  manufactured  by  Tou- 
louse &  Delorieux,  and  says : 

But,  no  sooner  the  United  States  decide  in  my  favor,  I  shall  no  more  be  friendly, 
and  I  will  let  them  know  my  mind;  also,  the  three  other  manufacturers  who  are 
infringing.  *  *  *  As  soon  as  the  court  will  have  finally  decided  the  validity  of 
your  patent,  I  will  pay  the  royalty  upon  all  machines  sold  by  nie. 

The  last  of  the  letters  bears  date  February  2,  1889.  It  coutaiiis 
similar  expressions  to  those  found  in  the  preceding  correspondence 
and  adds  nothing  material  to  the  force  or  effect  thereof. 

We  find  nothing  in  any  of  these  letters  to  indicate  that  the  patentee 
was  aware  that  his  agent  had  made  an  assignment  of  the  patent  or 
that  he  ever  received  information  from  which  that  fact  might  be 
deduced.  All  the  expressions  found  in  the  correspondence  point  to 
the  conclusion  that  the  patentee  understood  the  defendant  in  error 
to  be,  as  indicated  in  the  first  letter,  a  licensee  only.  If  the  letters 
prove  ratification,  they  prove  the  ratification  of  the  transfer  of  a 
license  and  not  the  ratification  of  an  assignment.  Such  being  their 
purport,  it  was  error  to  charge  the  jury  that  the  letters  connected  with 
the  attempted  conveyance  from  the  agent  to  the  defendant  in  error 
constitute  a  conveyance  to  the  latter.  As  licensee  the  defendant  iu 
error  had  no  authority  to  maintain  the  action.  (Birdsell  v.  Shaliol, 
C.  D.,  1885,  12(>;  30  O.  G.,  2(>1;  112  U.  S.,  486;  5  Sup.  Ot.,  244;  WaUr- 
man  v.  Mackenzie,  0.  D.,  1891,  320;  54  O.  G.,  1562;  138  U.  S.,  52;  11 
Sup.  Ct.,  334.) 

The  judgment  is  reversed,  with  costs  to  the  plaintiffs  in  error,  and  a 
new  trial  is  ordered. 


[U.  S.  Circuit  Court — Southern  District  of  Ohio,  Western  Division.] 

Stbom  Manufacturing  Company  r.  Weir  Frog  CoMPAi^i'. 

Decided  Jane  /,  1896. 
77  O.  G.,  1125. 

1.  Alkins— Manufacture  of  Rail-Braces — Void. 

Letters  Patent  No.  352,286,  dated  November  9,  1886,  to  Cbarles  Alkins.  for 
ioiprovements  in  rail-braces,  Held  void  on  its  face  for  want  of  novelty  and 
invention. 

2.  8ame — Same— Invention. 

There  is  no  patentable  invention  involved  in  swaging  or  striking  up  by  means 
of  a  die,  from  a  blank  of  iron  or  steel,  a  rail-brace  of  a  form  which  had  previ- 
ously been  made  of  cast  metals.  (Kilbourne  v.  JV.  Bingham  Co.,  C.  D.,  1892.477; 
60  O.  G.,  577;  1  C.  C.  A.,  617;  50  Fed.  Rep.,  697,  followed.) 

3.  Same— Same— Sufficient  Description— Section  4888,  Revised  Statutes. 

In  view  of  the  antiquity  of  the  ait  of  swaging,  Held  that  claims  1,  2,  3, 9, and 
10  are  not  void  for  want  of  a  sufficient  description  to  comply  with  Revised  Sta^ 
utes,  section  4888,  though  the  process  not  stated  iu  full.  (Kilbourne  v.  W.  Bing- 
ham Co.,  C.  D.,  1892,  477;  60  O.  G.,  577;  1  C.  C.  A.,  617;  50  Fed.  Rep.,  697, 
followed.) 
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4.  Demurrer  for  Want  of  Invention. 

TLe  cause  sbonld  be  considered  npon  the  merits  on  demurrer  to  the  bill  when- 
ever it  appears  upon  the  face  of  the  patent  that  it  lacks  invention.  iRiadon 
Iron  and  Locomotive  Works  v.  Medart,  C.  D.,  1895,  330;  71  O.  G.,  751;  15  Sup.  Ct., 
745;  158  U.  S.,  63,  followed.) 

Messrs.  Dyrenforth  <£•  Dyrenforih  and  Mr.  Oeo.  iS.  Bailey  for  the  com- 
plainaut. 
Messrs.  Wood  &  Boyd  for  the  defeudant. 

STATEMENT   OF   THE   CASE. 

This  was  a  suit  in  equity  by  the  Strom  Manufacturing  Company 
against  the  Weir  Frog  Company  for  alleged  infringement  of  Letters 
Patent  No.  352,286,  issued  November  9,  1886,  to  Charles  Alkins,  for 
improvements  in  the  manufacture  of  rail-braces.  The  cause  was  heard 
on  demurrer  to  the  bill. 

In  describing  his  invention  the  patentee  says: 

This  invention  relates  to  the  manufactnre  of  rail-braces  which  are  employed  for 
the  purpose  of  bracing  the  rails  of  a  railroad,  particularly  at  frogs  or  switches,  or 
at  points  where  bonAs  or  curves  occur  in  the  road.  These  braces  arc  usually  con- 
Htructed  with  a  base  portion  adapted  to  bo  spiked  down  upon  a  cross-tie  or  other 
appropriate  bed,  and  with  an  abutment  rising  from  said  base  portion  and  adapted  to 
fit  against  the  rail..  Prior  to  uiy  invention  rail-braces  of  Buch  character  have  been 
formed  of  cast  metal,  the  abutment  being  necessarily  caHt  solid,  in  order  to  iifsure 
the  requisite  strength  and  durability. 

The  objects  of  my  invention  are,  firnt,  to  produce  at  a  reduced  cost  and  in  a  more 
convenient  way  a  rail-1)race  possessing  in  a  high  degree  both  strength  and  durabil- 
ity, and  involving  all  of  the  advantages  without  the  disadvantages  of  the  old  con- 
struction of  rail-braces;  second,  to  rapidly  and  economically  produce  a  rail-brace 
possessing  all  of  the  necessary  features  of  strength,  durability,  and  adaptability  to 
its  destined  purpose,  and  at  the  same  time  involving  the  employment  of  considerably 
less  metal  than  in  the  old  construction  of  brace,  whereby  a  saving  in  material  is 
etfected  and  the  cost  of  production  lessened,  without  weakening  or  otherwise 
detracting  from  the  serviceability  of  the  brace ;  third,  to  effect  a  considerable  less- 
ening of  the  time  and  labor  heretofore  incident  to  the  manufacture  of  rail-braces, 
thereby  reducing  the  cost  of  their  manufacture  and  permitting  large  orders  to  be 
tilled  rapidly. 

In  carrying  out  my  invention  the  rail-brace  is  stamped  and  struck  up  by  dies  from 
a  blank  of  wrought  or  malleable  iron  or  steel  in  a  manner  to  convert  the  blank  into  a 
suitable  base  provided  with  a  hollow  abutment  adapted  to  engage  the  rail  in  order  to 
eH'ectively  brace  the  same.  As  will  be  hereinafter  seen,  the  blanks  can  be  sheared 
from  a  strip  or  oblong  plate  without  loss  of  material,  and  the  said  blanks  then  cut 
or  trimmed  so  as  to  shape  them  with  reference  to  the  desired  ultimate  shape  of  the 
abutting  end  or  face  of  the  hollow  abutment,  and  to  the  particular  way  in  which  it 
is  desired  said  hollow  abutment  shall  bear  against  or  engage  the  rail.  It  will  be 
obvious  that  in  the  production  of  said  braces  considerably  less  time  and  labor  will 
be  involved  than  in  the  production  of  the  old  brace  of  oast  metal,  particularly  for 
the  reason  that  the  provision  of  molds  for  forming  the  casting  is  rendered  unneces- 
sary, and  that  said  braces  will  be  lighter  and  more  economical  than  the  old  con- 
struction of  cast-metal  rail-brace,  on  account  of  the  saving  effected  in  the  material 
of  which  the  brace  is  formed. 

It  is  understood  that  the  metal  blanks  could  be  struck  up  to  form  hollow  abut- 
ments varying  in  shape  from  those  herein  shown,  and  that  the  blanks  can  be  com- 
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poeed  of  either  steel  or  wrought  or  malleable  iron.  The  form  of  blanks  herein 
shown  is,  however,  particularly  well  adapted  for  the  purpose,  and  the  shape  of  the 
abutment  is  especially  desirable,  since  the  material  is  utilized  in  a  most  ecoDomical 
manner,  and  an  exceedingly  strong  and  at  the  same  time  comparatively  light  rail- 
brace  produced. 

The  base  portion  of  the  brace  will  be  provided  with  any  suitable  arrangement  of 
notch  or  notches  and  holes  for  the  spikes  by  which  the  brace  is  to  be  secured  in 
place,  said  notch  and  holes  being  conveniently  formed  by  the  dies  simaltaneonslj 
with  the  operation  of  striking  up  the  hollow  abutment  and  otherwise  shaping  the 
brace  to  the  contour  of  a  rail. 

The  claims  involved  in  this  suit  are  as  follows: 

1.  The  improvement  in  the  art  of  manufacturing  rail-braces  consisting  in  striking 
up  a  metal  blank  into  a  hollow  abutment  rising  from  a  base,  with  its  front  or  abut- 
ting end  and  said  base  shaped  to  the  jtortions  of  the  rail  against  which  the  brace  is 
to  bear,  substantially  as  described. 

2.  The  improvement  in  the  art  of  manufacturing  rail-braces  consisting  in  striking 
up  bL>tween  the  two  opposite  side  edges  and  at  one  end  portion  of  a  metal  blanks 
hollow  abutment,  with  its  front  or  abutting  end  shaped  to  the  portions  of  the  rail 
against  which  it  is  to  bear,  substantially  as  described. 

3.  The  improvement  in  the  art  of  manufacturing  rail-braces  consisting  in  forming 
an  oblong  metal  blank  widening  toward  one  end,  and  striking  up  a  length  of  the 
wider  end  portion  of  said  blank  into  a  hollow  abutment,  with  its  front  or  abutting 
end  and  the  material  left  as  a  base  shaped  to  the  portions  of  the  rail  against  which 
the  brace  is  to  bear,  substantially  as  described. 

6.vThe  blank  A  for  a  rail-brace,  wideninij  toward  one  «*nd,  substantially  as 
described. 

9.  A  struck-up  metal  rail-brace  having  a  hollow  abutment  rising  from  a  base,  sub- 
stantially as  described. 

10.  The  struck-up  metal  rail-brace  formed  with  the  hollow  abutment  3,  rising 
from  a  base,  4,  substantially  as  described. 

The  following  drawings  will  aid  to  nnderstand  the  character  of  the 
alleged  invention  : 
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Sage,  J.: 

The  defendant  demurs  to  the  first,  second,  third,  sixth,  ninth,  and 
tenth  claims  of  the  complainant's  patent,  granted  to  Charles  Alkins 
November  9,  1886,  for  an  improvement  in  rail-braces. 
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First.  The  first  ground  of  demurrer  is  that  the  bill  does  not  contain  any  mutter  of 
equity  whereon  this  court  could  ground  any  decree  and  give  to  the  complainant  any 
relief  against  the  defendant  on  account  of  said  claims. 

Second.  That  the  alleged  improvements  specified  in  said  claims  were  not  new  and 
patentable  at  the  time  of  the  alleged  invention  thereof,  inasmuch  as  before  that 
time  it  was  the  common  and  general  knowledge  of  the  public,  of  which  the  court 
will  take  judicial  notice,  that  the  art  of  striking  up  metal  blanks  int-o  hollow  arti- 
cles was  old,  that  the  shaping  of  the  article  produced  depended  upon  the  form  of  the 
dies  used,  and  that  it  has  been  held  not  to  be  invention  to  change  the  form  of  a  die 
so  as  to  make  a  new-shaped  article  under  it. 

Third.  That  cast  rail-braces  of  the  character  and  form  of  the  patented  one,  but 
with  the  solid  abutments,  being  admitted  by  the  bill  to  be  old  before  the  date  of  the 
alleged  invention,  it  is  not  shown  by  said  bill  that  there  was  any  invention  in 
making  the  abutment  hollow ;  that  being  a  well  and  generally  known  result  of  the 
common  practice  of  the  art  of  striking  up  metal  into  any  hollow  form,  of  which  the 
court  will  take  judicial  notice,  and  no  novel,  special,  or  other  means  than  the  public 
possessed  is  described  in  said  patent  for  the  accomplishment  of  this  result. 

Coausel  subsequently  added  the  following  causes  of  demurrer: 

Fourth.  That  there  is  no  allegation  that  the  invention,  or  so  much  of  it  as  is  spec- 
ified in  said  claims,  had  not  been  patented  or  described  in  any  printed  publication 
in  this  or  any  foreign  country  before  the  date  of  the  invention. 

This  grouiid  of  demurrer  was  conceded  by  counsel  for  the  complain- 
ant, who  prepared  and  submitted  to  defendant's  counsel  an  amendment 
curing  the  defect,  which  has  been  admitted  to  the  files. 

Fifth.  That  the  patent  is  void,  so  far  as  it  relates  to  claims  1,  2,  and  3,  because 
there  is  no  sufficient  description,  as  required  by  section  4888  of  the  Revised  Statutes 
of  the  United  States. 

Sixth.  That  the  patent  is  void,  so  far  as  it  relates  to  claims  9  and  10,  because  there 
is  no  sufficient  description,  as  required  by  section  4888  of  the  Revised  Statutes  of 
the  United  States. 

The  fifth  and  sixth  causes  for  demurrer  will  be  overruled  for  the 
reasons  stated  in  Kilhourne  v.  IV^  Bingham  Co.,  (C.  D.,  1892,  477;  60 
O.G.,577;  1  CO.  A.,617;  50  Fed.  Kep.,697.)  That  suit  related  to  asink 
swaged  or  struck  up  from  a  single  sheet  of  wrought  iron  or  steel  with- 
out joint,  seam,  or  interior  angle.  The  Court  said  tliat  if  that  element 
of  the  claim  were  a  new  process  it  was  not  sufficiently  described  to 
meet  all  requirements  of  section  4888,  but  that  the  antiquity  of  the 
process  and  the  fact  that  the  patentee  did  not  expressly  or  by  implica- 
tion claim  it  saved  the  patent  from  the  objection. 

The  Court  further  said  that — 

the  art  of  swaging  metals  into  any  required  form  was  venerable  long  anterior  to 
this  patent. 

Then  follow  illustrations  and  the  statement  that — 

the  variety  of  manufactures  by  this  process  has  been  limited  only  by  the  art  of 
designing,  the  ductility  of  metals,  and  the  possibilities  of  machinery. 

The  same  case  in  the  court  below  is  reported  in  47  Fed.  Rep.,  57,  where 
a  like  view  was  taken. 
So  here,  although  the  process  is  not  stated  in  detail  in  the  claims,  it 
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is,  considering  the  antiquity  of  the  art  of  swaging,  sufficiently  shown 
in  the  drawings  and  in  the  specification.  The  remaining  causes  for 
demurrer  are  well  founded  upon  the  authority  of  the.  cases  already 
cited.  It  appears  from  the  specification  of  the  Letters  Patent  that 
prior  to  the  complainant's  invention  braces  formed  of  cast  metal  and 
of  the  character  of  the  brace  described  upon  which  the  claims  are 
founded  had  been  in  common  use,  and  the  only  novelty  in  the  com- 
plainant's construction  consisted  in  the  production  of  a  rail-brace 
stamped  or  struck  up  by  dies  from  a  blank  of  wrought  or  malleable 
iron  or  steel  in  a  manner  to  convert  the  blank  into  a  suitable  base  pro- 
vided with  a  hollow  abutment  adapted  to  engage  the  rail  in  order  to 
effectively  brace  the  same.  The  blank,  it  is  stated  in  the  specification, 
can  be  sheared  from  a  strip  or  oblong  plate,  then  cut  or  trimmed  with 
reference  to  the  desired  ultimate  shape  of  the  abutting  end  or  face  of 
the  hollow  abutment  and  to  the  particular  way  in  which  it  is  desired 
that  the  same  shall  bear  against  or  engage  the  rail.  There  is  no  inven- 
tion displayed  in  this  improvement.  The  reasons  for  this  conclusion 
are  so  fully  stated  in  the  cases  cited  above  as  to  make  the  reference 
sufficient.  The  suggestion  made  by  counsel  for  the  complainant  that 
general  demurrers  to  bills  in  patent  suits  ought  to  be  discx)uraged,  upon 
the  authority  of  McCoy  v.  Xehon  (C.  I).,  1887,  342;  39  O.  G.,  831;  121 
U.  S.,  484;  7  Sup.  Ct.,  1000)  and  other  cases  cited  in  the  brief,  is  fully 
met  and  overcome  by  the  later  cases,  (see  Kisdon  Iron  and  Locomotive 
Works  V.  Medart,  C.  D.,  1895,330;  71  O.  G.,  751;  158  U.  S.,  68;  15  Sup. 
Ct.,  745,)  which  favor  consideration  of  the  merits  upon  demurrer  and 
dismissal  of  the  bill  whenever  it  appears  ui)on  the  face  of  the  patent 
that  it  lacks  invention.  Certainly  such  practice  ought  to  be  encour- 
aged; otherwise  the  life  of  a  worthless  or  invalid  patent  might  be  pro- 
longed and  sums  exacted  by  way  of  compromise  from  users  by  reason 
of  the  dread  of  the  heavy  expenses  attending  the  taking  of  testimony 
and  other  matters  necessary  to  the  preparation  of  patent  suits  for  final 
hearing. 

The  demurrer  will  be  sustained  upon  the  first  three  grounds  assigned. 
The  fourth  ground,  having  been  by  consent  cured  by  amendment,  will 
be  treated  as  withdrawn.  The  fifth  and  sixth  grounds  of  deniarrer 
will  be  overruled. 

The  bill  will  be  dismissed  at  the  costs  of  the  complainant. 


[U.  S.  Circuit  Court— District  of  West  Virginia.] 

Western  Mineral  Wool  and  Insi  latino  Fibre  Company  r. 

Globe  Mineral  Wool  Company. 

Decided  June  Bo,  1896. 

11  O.  G.,  1127. 

1.  Rockwell — Process  of  MANUi-AcTrisiNG   Mineral  Wool — Patentable  anp 
Infringed. 
Letters  Patent  No.  447,360,  granted  March  3,  1891,  and  No.  452,733,  granted 
May  19,  1891,  to  Charles  H.  Rockwell,  for  processes  of  mannfactnnng  mineral 
woolf  examined  and  Held  not  SLnUci\vated,  patentable,  and  infringed. 
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2.  AxTiciPATiox— New  Use  of  Old  Material — Result  Supkkiok. 

A  patent  for  the  reuse  of  previously-cooled  slag,  -which  consists  of  remelting 
it  with  lime  (or  with  silica,  or  with  both)  and  then  converting  the  mixture  into 
mineral  wool,  is  not  anticipated  by  processes  which  consist  in  nsing  slag  before 
it  has  cooled,  for  the  same  purpose,  when  it  appears  that  the  ]>attintee  was  the 
first  to  nse  snccessfnlly  previonsly-cooled  slag  and  when  it  appears  that  his 
product  is  snperior  to  the  former  product. 

3.  Same— Result  Differkxt. 

Such  patents  are  not  anticipated  by  the  use  of  fresh  hot  slag  to  which  lime 
lias  been  added  in  order  to  prodnce  a  cement. 

4.  IxvEXTioN — Simplicity — Result  New  and  Useful — Public  Loss. 

Simplicity  does  not  negative  invention,  when  a  new  and  useful  result  is 
accomplished,  where  the  process  has  clearly  assisted  in  the  manufacture  of  the 
product  and  where,  if  the  process  were  to  be  eliminated  from  the  public  knowl- 
edge, loss  to  the  public  would  result. 

Messrs.  Chilton  tO  Thayer  and  Mr,  W,  J.  Tomisend  for  the  com- 
plainant. 

Mr.  J.  L,  Parkinson  and  Messrs.  Eicing^  Melvin  d;  Ewing  for  tlie 
defendant. 

STATEMENT   OF   THE    CASE. 

This  was  a  suit  in  equity  by  the  Western  Mineral  Wool  and  Insu- 
lating-Fibre  Company  a^^ainst  the  Globe  Mineral  Wool  Company  for 
alleged  infringement  of  Letters  Patent  Nos.  447,360  and  452,7^33,  issued 
to  Charles  H.  Rockwell  on  March  3,  1891,  and  May  19, 1891,  respec- 
tively, for  a  process  of  manufacturing  mineral  wool. 

GOFF,  J.  : 

This  is  a  suit  in  equity  in  which  the  defendant  is  charged  with 
infringing  two  Letters  Patent  of  the  United  States  owned  by  the  com- 
plainant. One  of  them,  No.  447,300,  dated  March  3,  1891,  was  issued 
to  Charles  H.  Rockwell,  and  by  him  on  the  9th  day  of  March,  1891, 
duly  assigned  to  the  complainant.  By  the  first  of  said  patents  there 
was  granted  to  the  i^atentee,  his  heirs  and  assigns,  the  exclusive  right 
of  manufacturing  mineral  wool  in  accordance  with  the  process  claimed 
therein,  which  was  (claim  1)  by  remelting  hardened  slag  or  scoria  from 
a  smel ting-furnace  with  lime  and  silica  or  silica  and  lime  bearing  stone, 
mixed  in  the  proper  proportions,  and  blowing  the  same  into  mineral 
wool,  substantially  as  described;  (claim  2)  the  process  of  manufactur- 
ing mineral  wool,  consisting  of  remelting  hardened  slag  or  scoria  from 
a  smelting-furnace  with  lime  or  lime-bearing  stone,  mixed  in  proper  pro- 
portions, and  blowing  the  same  into  mineral  wool.  The  said  second- 
mentioned  patent  granted  to  the  patentee  the  right  to  tlie  process,  in 
the  manufacture  of  mineral  wool,  of  melting  in  a  cupola  hardened  slag 
or  scoria  with  silica  or  silica  bearing  stone,  mixed  in  proper  propor- 
tions, and  converting  the  same  into  mineral  wool.  The  defenses  are 
anticipation,  non-patentability,  and  non  infringement. 

Defendant  insists  that  by  printed  publications,  as  well  as  by  prior 
knowledge  and  universal  use  for  many  years  by  others,  it  is  shown  the 
process  described  in  complainant's  patents  was  not  novel  att\\^tvceL^ 
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of  its  alleged  inveutiou.  The  publications  referred  to — to  wit,  Ency- 
clopcedia  Britannica^  niuth  edition,  Literary  Digest^  1895,  and  Engineer- 
ing and  Mining  Journal,  1872 — do  not,  in  my  judgment,  sustain  tbis 
contention.  They  show  the  use  to  which  slag  can  be  pat  and  how  min- 
eral wool  has  been  and  can  be  made  from  it,  but  do  not  even  remotely 
discuss  or  suggest  the  process  included  in  the  first  Rockwell  patent. 
Complainant  admits,  and  it  is  a  fact  well  known,  of  which  the  court 
will  take  judicial  notice,  that  mineral  wool  has  been  for  many  years 
manufactured  from  the  slag  taken  from  blast-fnrnaces;  but  it  must  be 
conceded  that  the  pro<5ess  of  manufacture  resorted  to  before  the  dis- 
covery now  protected  by  the  Rockwell  patent  of  March  3,  1891,  was 
very  different  from  that  described  in  said  patent.  Formerly  the  slag 
in  molten  condition,  as  it  came  from  the  blast-furnace — a  residuum— 
and  before  it  had  cooled,  was  subjected  to  a  hot-air  blast  or  steam-jets 
and  the  wool  then  used  produced.  No  other  process  was  then  known 
or  used.  At  that  time  there  was  no  way  known  or  in  use  by  which  the 
cold  slag  could  be  remelted  or  used.  It  was  to  overcome  this  difficnltj^ 
that  Rockwell  made  his  experiments,  and  the  process  patented  by  bim 
is  the  result.  Formerly  the  successful  operation  of  a  mineral-wool  plant 
depended  on  the  continuous  running  of  a  blast-furnace,  from  winch 
molten  slag  could  be  taken.  If  the  furnace  was  not  in  blast,  mineral 
wool  could  not  be  made.  All  prior  attempts  to  remelt  slag  which  had 
become  hardened  by  cooling  and  then  use  it  successfully  in  the  making 
of  mineral  wool  had  failed.  There  is  no  evidence  that  such  slag  was 
ever  profitably  worked  into  mineral  wool  until  after  it  was  mixed  with 
lime  in  the  manner  indicated  by  the  Rockwell  patent.  Some  slag  which 
when  in  melted  condition  fresh  from  the  furnace  could  be  converted 
into  mineral  wool  would  not,  when  remelted,  produce  such  wool  until 
such  mixture  was  added,  and  the  character  of  the  mixture  depended 
upon  the  quality  of  the  slag,  which  in  some  cases  required  lime  and  in 
others  silica.  The  mineral  wool  so  obtained  was  of  better  quality,  bet 
ter  color,  freer  from  impurities,  and  commanded  a  better  price  in  the 
market.  The  testimony  on  these  points  is  clear  and  uncontradicted. 
The  only  process  now  used  in  the  making  of  mineral  wool  is  that 
described  in  the  Rockwell  patents,  and  it  is  plain  that  they  have 
entirely  revolutionized  the  method  of  manufacturing  it. 

The  claim  of  defendant  as  to  '* prior  description"  in  the  patents  to 
John  James  Brodmer,  dated  November  5,  1867,  No.  70,510,  and  to 
Augusta  Amelia  Player  and  Henry  McAllister,  Jr.,  administrators, 
dated  May  31,  1870,  No.  103,050,  is  without  merit.  The  former  relates 
to  the  production  of  a  cement  and  contemplates  the  use  of  slag  as  it  is 
received  from  the  furnace  in  a  fluid  or  semifluid  state.  This  patent 
used  slag  as  it  came  from  the  furnace,  while  the  Rockwell  patent  takes 
and  utilizes  the  slag  that  has  been  thrown  away  as  useless.  The  one 
uses  molten  slag  fresh  from  the  furnace,  before  it  has  cooled,  and  adds 
to  it  unslaked  lime  for  the  purpose  of  making  a  cement,  and  the  other 
takes  hardened  slag  and,  using  it  with  lime  or  silica  or  lime  and  silica 
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beariug  stoue,  or  both,  fuses  the  combination  in  a  cupola,  and,  blowing 
with  a  steam-jet,  produces  mineral  wool,  using  for  the  said  mixture 
certain  proportions  or  per  cents,  not  required  to  be  now  set  forth. 

It  will  not  be  necessary  to  examine  in  detail  the  other  patents  relied 
upon  by  defendant  on  this  point.  I  do  not  find  that  they  sustain  the 
contention  we  are  now  considering.  1  conclude  that  there  is  novelty 
aud  invention  in  the  Rockwell  patents,  now  owned  by  the  complainant. 
The  previous  process — the  prior  art — related  to  an  entirely  different 
method  of  manufacturing  mineral  wool  from  slag.  The  Eockwell 
improvements  have  been  productive  of  most  beneficial  results  not  only 
to  the  owners  thereof,'  but  to  the  consumers  of  mineral  wool,  as  well  as 
to  the  owners  of  the  raw  material  thereof,  which  otherwise  in  many 
cases  would  remain  useless  articles. 

The  claim  is  now  made,  as  has  frequently  been  the  case,  that  the 
process  covered  by  the  invention  is  so  plain  and  simple  as  to  exclude 
the  possibility  of  inventive  genius.  But  why  was  it  never  resorted  to 
before,  if  so  simple?  Why  not  used,  if  so  plain  ?  It  may  be  simple,  yet 
nevertheless  an  invention,  and  while  now  very  plain  it  is  still  merito- 
rious. Evidently  the  patentee  has  produced  something  new  and  use- 
ful, the  benefits  of  which  have  been  enjoyed  by  the  public  ever  since 
he  promulgated  it.  The  process  described  in  the  patents  has  clearly 
assisted  in  the  manufacture  of  mineral  wool  and  greatly  benefited  the 
particular  art  to  which  it  relates.  If  it  was  to-day  eliminated,  the  for- 
mula lost,  and  the  method  of  procedure  forgotten,  would  not  the  public 
suffer  a  loss!  I  think  so,  and  hence  it  follows  that  the  owners  of  the 
patents  in  suit  are  entitled  to  the  benefits  of  the  same. 

Without  further  discussing  the  questions  involved  it  follows  from 
what  I  have  said  that  there  is  no  merit  in  the  defense  that  the  process 
described  had  not  been  anticipated  and  that  it  was  patentable.  That 
the  defendant  has  infringed  it  is  so  clear  as  not  to  admit  of  doubt,  and 
a  reference  to  the  testimony  on  that  jjoint  is  entirely  unnecessary.  A 
decree  will  be  passed  sustaining  the  bill  of  complaint  and  granting  the 
relief  prayed  for. 


[U.  S.  circuit  Court  of  Apjieala— Thinl  Circuit.] 

Caldwell  et  al.  r.  Powell. 

Decided  April  10,  Ism. 
77  O.  G.,  1272. 

1.  Van  Roden— Design— Collegb-Babgk— Not  Void. 

Design  patent  No.  20,748,  granted  May  .19, 1891,  to  Geoi^  C.  Van  Koden,  BM 
not  void  on  its  foce  for  want  of  invention. 

2.  Design — College-Badge — Patentability. 

A  design  for  a  college-badge,  consisting  of  a  pin  having  the  shape  of  a  gnidon 
flag,  upon  which  the  letters  *'U.  P."  are  placed,  is  not  so  absolutely  void  of 
invention  upon  its  face  as  to  justify  the  court  in  sustaining  a  demurrer  upon  that 
ground. 

H.  Doc.  354 40 
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s v^-^^-KrKKCT  UPON  Bill. 
w  *^i^"t  of  a  demurrer  is  ti»  admit  the  truth  of  the  charges  in  the  l»ill  when 
.K  .  *«5«*r  are  well  pleaded. 

vrrKAL  from  the  Circuit  Oourt  of  the  United  States  for  the  Eastern 
;v>friot  of  Pennsylvania. 

Mr.  J.  P.  Creasdale  arid  Mr,  Lewin  W.  Barrin(jer  for  the  appellauts. 
Mr.  George  J.  Harding  {Mr.  George  Harding,  on  the  brief)  for  the 
appellee. 

STATEMENT   OF   THE   C^ASK. 

This  T?as  a  bill  by  James  E.  Oaldwell  and  others  against  Charles  8. 
Powell  for  infringement  of  Letters  Patent  No.  20,748,  for  a  design  for 
a  college  badge  or  pin.  The  Circait  Oourt  sustained  a  demurrer  to  the 
bill  for  want  of  patentable  invention  appearing  on  the  face  of  said 
patent  and  dismissed  the  suit.  (71  Fed.  Kep.,  070.)  ( 'Omplainants 
appeal. 

Before  Aoheson,  Wales,  and  Green,  Judges. 

Green,  J.: 

This  bill  was  filed  to  restrain  the  defendant  from  infringing  a  pat 
euted  design.  The  design  itself  is  for  a  badge  or  pin  and  is  of  gold  (or 
other  metal)  and  enamel,  triangular  in  shape,  like  a  guidon,  having 
upon  the  face  a  combination  of  red  and  blue  colors,  in  two  horizontal 
stripes  or  bars,  and  bearing  the  letters  "U.  P."  embossed  thereon. 
This  badge  or  pin  was  intended  mainly  for  the  students  in  attendance 
at  the  University  of  Pennsylvania,  and  the  colors  on  the  badge  are  tJie 
well-known  colors  of  that  university.  There  is  no  question  made  as  to 
the  infringement  of  the  design  by  the  defendant.    It  is  admitted. 

The  bill  of  complaint  is  in  the  usual  form  of  such  bills  and  contains, 
inter  alia^  the  allegation  that  one  Van  Eoden — 

was  the  original  and  first  inventor  of  the  badge  iu  question,  which  was  not  knowD 
or  used  by  others  in  this  country,  and  not  patented  or  described  in  any  printed  pnb- 
lication,  in  this  or  in  any  foreign  country,  prior  to  the  invention  thereof  by  said 
Van  Roden,  and  not  in  public  use  or  sale  in  the  United  States  for  more  than  two 
years  prior  to  the  application  for  said  patent,  which  application  was  filed  in  the 
United  States  Patent  Office  on  the  11th  day  of  April,  1891;  the  said  Van  Roden  fully 
and  in  all  respects  complying  with  all  the  requisitions  of  the  law  in  that  behalf. 

The  bill  further  stated  that  the  said  Van  Roden  on  the  7th  day  of 
April,  1891,  by  a  certain  instrument  in  writing — 

did  sell  and  assign  to  the  firm  of  James  E.  Caldwell  <&  Co.  the  entire  right,  title,  and 
interest  in  and  to  the  said  invention  and  design  for  badge,  and  did  thereby  authorize 
and  request  the  Commissioner  of  Patents  to  issue  the  said  Letters  Patent  to  the  firm 
of  James  E.  CaldweU  &  Co.,  which  said  instrument  was  recorded  in  the  Patent  Office 
on  the  11th  day  of  April,  1891;  and  the  said  James  £.  Caldwell  &■  Co.,  the  complaio- 
ants,  did,  in  accordance  therewith,  obtain  Letters  Patent  for  said  design  for  badge^ 
issued  in  due  form  of  law  to  them,  bearing  date  the  19th  day  of  May,  1891,  and  num- 
bered 20,748,  whereby  was  granted  and  secured,  according  to  law,  to  your  orators, 
their  heirs  and  assigns,  for  a  term  of  fourteen  years  from  the  said  date,  the  full  and 
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exolasive  right  to  make,  use,  and  vend,  throughout  the  llnited  States  and  the  Terri- 
tories thereof,  the  invention  therein  specified  and  claimed,  as  in  and  by  said  Letters 
Patent,  or  certified  copy  thereof,  here  in  court  to  be  produced,  will  more  fully  appear. 

The  bill  contained  the  further  allegation  that — 

the  invention  or  design  for  badge  described  and  claimed  in  said  Letters  Patent  is  of 
great  value  and  importance ;  that  badges  or  pins  constructed  in  accordance  there- 
with have  been  made  and  sold  in  large  numbers  since  the  grant  of  the  patent;  that 
the  rights  of  the  complainants  have  been  generally  acquiesced  in  and  acknowledged 
by  the  public ;  and  that,  but  for  the  doings  of  this  defendant,  and  others  acting  in 
collusion  with  him,  they  would  be  in  the  exclusive  enjoyment  of  the  rights  and 
privileges  granted  by  and  under  the  said  Letters  Patent. 

The  .bill  then  avers  that  the  complainants  have  placed  upon  every 
badge  or  ))in  by  them  made^  of  this  design,  the  word  "  Patented ''  and 
the  date  of  the  granting  of  the  Letters  Patent,  and  charges  the  defend- 
ant with — 

the  making,  using,  and  vending  of  pins  and  badges  embracing  the  invention  or 
design  for  badge,  or  a  material  part  thereof,  patented  as  aforesaid,  and  thereby  the 
said  defendant  has  infringed,  and  still  does  infringe,  upon  the  exclusive  rights  and 
privileges  intended  to  be  secured  to  the  said  complainants  by  their  said  Letters 
Patent.  • 

The  bill  concludes  with  the  usual  prayer  for  injunction  and  other 
relief.  To  this  bill  the  defendant  has  interposed  a  general  demurrer, 
and  for  causen  of  demurrer  the  want  of  invention  and  of  novelty  in  the 
conception  and  production  of  the  design  were  assigned.  On  the  argu- 
ment of  the  cause  in  the  court  below  the  demurrer  was  sustained  and 
the  bill  dismissed.    From  that  decree  this  appeal  is  taken. 

It  is  a  general  principle  of  equity  pleading  that,  as  a  demurrer  pro- 
ceeds upon  the  ground  that,  admitting  the  facts  stated  in  the  bill  to  be 
true,  the  complainant  is  not  entitled  to  the  relief  he  seeks,  all  matters 
of  fact  which  are  stated  in  the  bill  are  admitted  by  the  demurrer  and 
cannot  be  disputed  in  arguing  the  question  whether  the  defense  thereby 
made  be  good  or  not,  and  such  admission  extends  to  the  whole  man- 
ner and  form  in  which  it  is  here  stated;  or,  to  state  the  principle  more 
concisely,  every  charge  in  the  bill,  well  pleaded,  is  absolutely  admitted 
by  the  demuiTcr.  Treating  the  issue  raised  by  the  bill  and  demurrer 
simply  as  one  of  pleading  it  would  be  difficult  indeed  to  find  the  slight- 
est ground  for  the  justification  of  the  demurrer.  The  bill  is  full,  com- 
plete, and  orderly  in  its  statements  of  facts  upon  which  the  prayer  for 
relief  is  based.  It  is  not  necessary  to  repeat  again  the  averments  and 
allegations,  which  have  been  already  quoted  at  some  length.  The  effect 
of  the  demurrer  is  to  admit  their  truth.  If  so,  stronger  reasons  for 
equitable  relief  could  hardly  be  advanced. 

But  the  defendant  claims  that  the  design  itself,  as  described  in  the 
patent,  shows  absolutely  no  invention  whatever.  His  insistment  is 
that  the  badge  or  pin  in  question  is  in  shape,  or  form,  or  general  appear- 
ance a  mere  copy  of  a  well-known  style  of  flag,  commonly  called  a 
"guidon,"  and  that  the  o^urt  will  take  judicial  notice  of  this  fact,  and, 
having  such  knowledge,  it  cannot  grant  to  the  complainants  any  t^H^I^ 
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for  they  utterly  fail  to  show  any  cause  for  the  interference  of  a  court  of 
equity.  But  can  it  be  said  by  this  court,  upon  demurrer,  if  it  should 
find  that  a  flag  of  the  shape  of  a  guidon  is  common  and  well  knowu, 
that  a  badge  or  a  pin  molded  into  a  similar  shape,  bearing  upon  it,  in 
combination,  certain  colors  and  letters,  is  not  novel  and  does  not  show 
invention!  The  statute  which  protects  inventors  requires  the  produc- 
tion of  a  new  and  pleasing  design.  The  invention  demanded  consists 
in  the  conception  and  production  of  a  design  which  can  be  so  charac- 
terized. The  design  in  this  case  is  not  to  be  found  alone  in  the  triangu- 
lar shape,  but  rather  in  a  conception  which  combines  shape,  coloi*s,  and 
letters.  As  was  pertinently  said  by  Mr.  Justice  Bradley  in  New  York 
Belting  and  Packing  Go,  v.  New  Jersey  Car  Spring  and  Rubber  Co» 
(C.  D.,  1891,  253;  54  O.  G.,  135;  137  U.  S.,  446-450;  11  Sup.  Ct.,  193: i 

Whether  or  not  the  design  is  new  is  a  question  of  fact,  which,  whatever  oar  impies- 
sions  may  be,  we  do  not  think  it  proper  to  determine  by  taking  judicial  notice  of 
tlie  various  designs  which  may  have  come  under  our  observation.  It  is  a  questioD 
whicli  may  and  Hhould  be  raised  by  answer  and  settled  by  proper  proofe. 

We  think,  under  the  circumstances,  the  defendant  should  have  been 
put  tA  his  answer  in  this  case,  and  hence  the  decree  below  is  reversed. 


[U.  S.  Circuit  Court  of  Appeals— Seveuth  Circuit.] 

Brush  Elbgtbic  Company  v.  Westi^irn  Electric  Company. 

Decided  October  5,  1896, 
77  O.  G.,  1273. 

1.  Brush — Eubctric  Lamp— Not  Infringed. 

Letters  Patent  No.  219,208,  fi:ranted  September  2,  1879,  to  Charles  F.  Bmsb. 
for  a  double-carbon  eleotric  lamp,  examined  and  Held  not  infringed. 

2.  Patentability — Means — Object. 

The  object  of  an  inyention  is  not  patentable,  the  means  may  be.  ''Mechanism 
*    *    *    to  separate    *    *    *    pairs  disaimultaneonsly  *^  is  an  element  of  mesos. 

3.  Infringement. 

Devices  which  effect  a  distinctly  simultaneous  separation  of  pairs  of  carbons 
of  a  lamp  do  not  infringe  a  patent  in  which  there  is  claimed  a  device  for  secur- 
ing a  dissimultaneouH  separation  of  such  pairs  of  carbons. 

4.  Same. 

The  contention  that,  since  it  is  physically  impossible  for  two  sets  of  carboos 
to  be  separated  at  one  and  the  same  electrical  instant,  the  defsndanf  s  deyioes 
must  infringe  is  manifestly  fallacious. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Northern 
District  of  Illinois,  iTorthern  Division. 

Mr.  Henry  A,  Seymour  for  the  appellant. 

Mr,  Oeorge  P.  Barton  and  Mr.  Charles  A.  Brown  for  the  appeUee. 

STATEMENT  OP  THE   OASE. 

These  cases  were  argued  at  our  October  session,  1895.     They  involve 
questions  of  the  validity,  construction^  and  infringement  of  Letters 
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Patent  No.  219,208,  granted  September  2,  1879,  to  Charles  K.  Brush  for 
a  doable-carbon  electric  lamp.  In  case  No.  271  the  Scribner  lamp, 
made  in  conformity  with  Patent  No.  418,758,  granted  January  7,  1890, 
to  (3harles  E.  Scribner,  and  in  case  No.  272  the  monitor  lamp  and  the 
twin  lamp,  which  the  appellee  asserts  the  right  to  make  and  use  under 
Letters  Patent,  also  to  Scribner,  Nos.  502,535  and  502,530,  respectively, 
granted  August  1,  1893,  are  the  devices  which  are  alleged  to  infringe 
the  Brush  patent.    The  claims  in  question  read  as  follows: 

1.  In  HD  4'lectric  lamp,  two  or  more  piiirs  or  sets  of  carbooH,  in  uombiuation  with 
mechanism  coustmcted  to  separate  said  pairs  dissimultaneously  or  sncoessively,  snb- 
staatially  as  and  for  the  purpose  specified. 

2.  In  an  electric  lamp,  two  or  more  pairs  or  sets  of  carboiis,  in  combination  with 
mechanism  constructed  to  separate  said  pairs  dissimultaneously  or  successively  and 
establish  the  eleotric  light  between  the  members  of  but  one  pair,  (to  wit,  the  pair 
last  separated,)  while  the  members  of  the  remaining  pair  or  pairs  are  maintained  in 
a  separated  relation,  substantially  as  shown. 

3.  In  an  eleotric  lamp  having  more  than  one  pair  or  set  of  carbons,  the  combina- 
tion, with  said  carbon  sets  or  pairs,  of  mechanism  constructed  to  impart  to  them 
independent  and  dissimnltaneous  separating  and  feeding  movements,  whereby  the 
electric  light  will  be  established  between  the  members  of  but  one  of  said  pairs  or 
sets  at  a  time,  while  the  members  of  the  remaining  pair  or  pairs  are  maintained  in 
a  separated  relation,  substantially  as  shown. 

4.  In  a  single  electric  lamp,  two  or  more  pairs  or  sets  of  carbonn,  all  placed  in 
circuit,  so  that  when  their  members  are  in  contact  the  cuiTent  may  pass  freely 
through  all  said  pairs  alike,  in  combination  with  mechanism  constructed  to  sepa- 
rate said  ])airs  dissimultaneously  or  successively,  substantially  as  and  for  the  pur- 
pose shown. 

5.  In  an  electric  lamp  wherein  more  than  one  set  or  pair  of  carbons  are  employed, 
the  lifter  D  or  its  equivalent,  moved  by  any  suitable  means,  and  constructed  to  act 
upon  said  carbons  or  carbon-holders  diBsimultaneously  or  successively,  substantially 
as  and  for  the  purpose  shown. 

6.  In  an  electric  lamp  wherein  more  than  one  pair  or  set  of  c«brbons  are  employed, 
a  clamp,  C,  or  its  ociuivalent,  for  each  said  pair  or  set,  said  clamps  C  adapted  to 
grasp  and  move  said  carbons  or  carbon-holders  dissimultaneously  or  successively, 
substantially  as  and  for  the  purpose  shown. 

The  lifter  D  and  the  clamps  C  referred  to  in  the  fifth  and  sixth  claims 
are  illustrated  by  Fig.  2  of  the  patent,  of  which  the  following  is  a  copy : 

liruah'/i  Patent  Xo.  S19,20S. 
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The  second  claim,  which  as  first  presented  was  rejected  because 
"altogether  too  broad  if  not  functional,"  read  in  this  wise: 

Au  electric  lamp  or  light  regulator  having  two  or  more  pairs  or  sets  of  carbons 
each  pair  or  set  adapted  to  have  independent  separating  and  feeding  movementft, 
whereby  the  voltaic  arc  will  be  established  between  the  members  of  but  a  single  oob 
of  8aid  pairs  or  sets,  substantially  as  shown. 

This  patent  has  been  in  frequent  litigation,  and  while  the  validity  of 
some  of  the  claims  is  not  now  denied  their  construction  and  scope  are 
strenuously  contested.  In  the  following  cases  are  reported  opinions  in 
some  of  which  the  prior  art  and  other  pertinent  facts  are  so  follj 
stated  and  discussed  as  to  make  a  further  statement  or  extended  dis- 
cussion here  unnecessary :  Brush  Electric  Co.  v.  Ft.  Wayn^  Electric  Co» 
(C.  D.,  1890,  211;  60  O.  G.,  434;  40  Fed.  Rep.,  826;)  Same  v.  iSame,  (44 
Fed.  Kep.,  284;)  Brush  Electric  Co.  v.  West.  Elec.  Light  iC*  Power  Co.^ 
(C.  D.,  1890,  471;  52  O.  G.,  1950;  43  Fed.  Rep.,  533;)  Brush  Elec.  Co.  v. 
yew  Am.  Arc  Li^ht  Co.,  (46  Fed.  Rep.,  79;)  Brush  Elec.  Co.  v.  Elec.  Imp, 
Co.,  (52  Fed.  Rep.,  965.) 

It  is  contended,  under  pleadings  and  proofs  which  present  the  i\ne^ 
tion,  that  the  issues  in  case  No.  271,  and  in  No.  272  in  part,  were  tried 
and  determined  in  the  suit  against  the  Western  Electric  Light  and 
Power  Company,  called  the  Toledo  Case^  and  that  the  Western  Electric 
Company  was  privy  to  and  had  sole  and  open  charge  of  the  defense  in 
that  suit,  and  therefore  is  conclusively  bound  by  the  decree  therein 
rendered.  That  case  was  heard  by  Judges  Brown  and  Ricks,  and, 
summing  up  the  prior  art.  Justice  Brown  said: 

The  English  patent  of  Deuayroase,  it  is  true,  contaiDs  the  principal  feature  of 
the  Brush  patent  in  the  successive  oomhustiou  of  two  pairs  pf  carbons,  but  by  means 
so  different  that  they  can,  by  no  stretch  of  oonstrnctiou,  be  regarded  as  mechanical 
equivalents.  The  invention  has  no  application  to  carbons  placed  end  to  end,  as  in 
the  American  patents,  but  to  those  lying  side  by  side,  as  in  the  patent  to  Jabloch- 
kolf,  who  appears  to  have  originated  this  arrangement.  It  is,  in  fact,  a  duplicatiou 
of  the  Jablochkoff  candle,  with  the  addition  of  "an  electric  key  for  making  and 
breaking  contact  with  the  electric  current  for  each  such  candle.  This  key  is  worked 
by  one  arm  of  a  lever,  the  other  arm  of  which  has  a  stud  pressed  by  a  spring  agaiit^^t 
the  caudle  which  is  burning  near  its  lower  end.  When  this  candle  is  bnmed  nearly 
down,  so  that  the  stud  of  the  lever  is  no  longer  supported  by  the  solid  matter  of  tiie 
caudle  or  carbon,  the  lever  and  key  are  moved  by  the  spring,  and  contact  is  thus 
broken  with  the  circuit  for  the  nearly-consumed  candle,  and  is  made  with  the  cir- 
cuit for  a  f^esh  candle,  which  is  thereby  kindled,  and  thus  successively,  as  candle 
after  candle  becomes  consigned,  fresh  candles  are  kindled  automatically  to  take 
their  place." 

But  a8  this  patent  is  not  seriously  claimed  as  an  anticipation  no  further  reference 
to  it  will  be  made. 

The  main  questions  in  this  case  turn  upon  the  proper  constructiou  of  the  Brush 
patent.  While  the  claims  are  undoubtedly  broad,  they  ought  not  to  be  interpreted 
as  for  a  function  or  result,  since  there  is  nothing  novel  in  substituting  one  pair  of 
carbons  for  another,  and  thus  securing  a  successive  combustion  of  two  or  more  pairs- 
It  was  done  long  before  the  Brush  patent,  and  may  still  be  done  by  manual  interfer- 
enre,  by  replacing  one  set  of  carbons  with  another,  or  by  any  mechanism  which  does 
not  involve  the  dissimultaneous  or  successive  separation  of  two  pairs  of  carbons,  or 
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an  iudependeDt  dissimultaneoiis  separating  and  feeding  movement.  What  the  claims 
purport  to-coyer  are  briefly  all  forms  of  mechanism  constructed  to  separate  the  two 
or  more  pairs  of  sets  of  carbons  **  dissimultaneoosly  ^'  (ft  word  coined  for  the  occasion, 
but  readily  understood)  or  successively,  in  order  that  the  light  may  be  established 
between  the  members  of  but  one  pair  or  set  at  a  time,  while  the  members  of  the 
remaining  pair  are  maintained  in  a  separate  relation.  It  is  claimed  by  the  defendant, 
however,  that  the  words  "  dissimultaneously  or  successively,''  contained  in  the  first 
8ix  claims  of  the  patent  refer  only  to  the  exact  instant,  the  verj  punoium  temporis,  of 
the  separation  of  the  carbons,  and  that,  as  the  Scribner  patent,  under  which  the 
defendants  are  operating,  provides  for  the  initial  simultaneous  separation  of  the 
<  arbons,  there  is  no  infringement,  though  the  light  is  formed  between  but  one  pair, 
the  other  being  held  in  reserve  to  await  their  consumption.  If  this  contention  be 
correct,  then  it  necessarily  follows  that  Brush,  who  is  acknowledged  to  be  the  actual 
inventor  of  the  double  carbon,  and  whom  defendants'  expert,  Mr.  Lockwood,  frankly 
admits  to  be  justly  regarded  as  having  done  more  than  any  one  else  to  make  electric- 
arc  lighting  on  a  large  scale  a  practical  success,  secured  by  his  patent  the  mere  shade 
of  an  idea,  a  wholly  immaterial  and  useless  feature,  abandoning  to  the  world  all  that 
was  really  valuable  in  his  invention. 

The  court  below,  holding  the  dissimultaneous  initial  separation  of 
the  carbons  to  be  an  essential  feature  of  the  Brush  lamp,  found  that 
the  appellee  had  not  infringed.  (CD.,  1895,  524:  72  O.  G.,  1203;  69 
Fed.  Kep.,  240.) 

Before  Woods,  Jenkins,  and  Bunn,  Judges. 

Woods,  J.,  after  making  the  foregoing  statement,  delivered  the  opin- 
ion of  the  Court. 

The  decree  in  the  Toledo  Case  awarded  a  perpetual  injunction,  but 
with  an  order  of  reference  to  a  master  to  ascertain  the  damages  by 
reason  of  infringement,  and  for  that  purpose  the  suit,  it  is  conceded,  is 
still  pending.  It  is  therefore  only  an  interlocutory  decree  and  not 
available  as  an  estoppel  in  respect  to  any  issue  in  these  suits.  ( Barnard 
V.  GibsoHj  7  How.,  650;  Humuton  v.  Stainthorpj  2  Wall.,  106;  McGourJcey 
V.  Toledo  &  Ohio  By.y  146  CJ.  S.,  545;  Bamd  Bradley  Mftg.  Co.  v.  EagU 
Mftg.  Co.,  C.  D.,  1894, 121;  m  O.  (I.,  315;  6  O.  0.  A.,  661;  18  U.  S.  App., 
349;  Jones  v.  Hunger j  etc.,  Co.,  O.  D.,  1892,  249;  oS  O.  G.,  274;  1  C.  C.  A., 
668;  2  U.  S.  App.,  188;  Richmond  v.  Atwood,  C.  D.,  1892, 676;  61  O.  G., 
1655;  2  0.  C.  A.,  596;  5  U.  S.  App.,  151 ;  Marden  v.  Campbell,  etc.,  Co.,  15 
C.  C.  A.,  26;  33  U.  S.  App.,  123;  Biasell  Carpet  8weeper  Co.  v.  Goshen 
Sweeper  Co.,  72  Fed.  Rep.,  545.) 

The  proposition  that  the  claims  of  the  Brush  patent,  excepting  the 
fifth,  are  void  because  they  are  for  a  result  or  a  function  and  not  for 
definite  means  we  do  not  consider  tenable.  As  was  said  in  the  Fort 
Way^ie  Cane,  (C.  D.,  1890,  211 ;  50  O.  G.,  434;  40  Fed.  Rep.,  826, 833)— 

the  Hpecitioation  describee  mechanism  whereby  a  result  may  be  accomplished,  and 
the  claims  are  not  for  mere  functions.  *  ^  *■  They  are  for  combinations  of  spe- 
cific mechanisms,  and  their  substantia]  equivalents,  and  not  for  results  irrespective 
of  means  for  their  accomjilishment. 

In  the  sixth  claim  the  clamp  C  is  described  as  "adapted"  to  grasp 
and  move  the  carbons;  but,  there  being  no  express  reference  to  any 
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mecbaiiisin  to  be  used  in  connection  with  tbem,  we  are  not  ready  t4> 

a^ree  that  the  claim  is — 

» 

for  the  two  clamps  in  combination  with  the  mechaniBm  described  iu  the  patent  for 
actuating  the  clamps.  (See  Temple  Pump  (-o.  v.  (ioas  Pump,  eic.^  Co.,  7  C.  C.  A.,  174; 
18  IT.  S.  App.,  229.) 

Upon  the  controlling  question,  whether  the  claims  of  the  patwit 
refer  to  the  initial  separation  or  only  to  an  arc-forming  separation  of 
the  carbons  of  the  lamp,  we  concur  in  the  view  of  the  court  below. 

It  is  not  to  be  questioned  that  Brush's  object  was  to  produce  an  elec 
trie  lamp  in  which  by  means  of  automatic  mechanism  two  or  more  sets 
of  carbons  should  be  consumed  successively;  but  while  that  feet 
should  not  be  overlooked  in  any  attempt  to  determine  the  meaning  of 
the  claims  of  his  patent,  the  distinction  between  the  object  of  an  inven- 
tion and  the  means  contrived  for  its  accomplishment  should  not  be  for 
gotten.  The  object  to  be  sichieved  is  not  patentable;  the  means  may 
be.  The  claims  in  question,  as  it  was  necessary  they  should  be  in 
order  to  be  valid,  are  for  the  means  described,  and  their  equivalents^ 
of  eitecting  in  a  single  lamp  the  successive  burning  of  two  or  more 
])airs  of  carbons.  To  accomplish  that  purx)ose  Brush  devised  and 
claimed  a — 

iiiechanisui  constructed  to  separate  said  pairs  dissimnltaueonsly  or  successively, 
substantially  as  described  and  for  the  purpose  specified. 

As  the  lamp  and  its  operation  are  described  there  occurs  in  it  first  a 
separation  of  one  pair  of  carbons,  and  closely  following  a  separation 
of  the  second  pair,  producing  between  the  latter,  if  there  be  but  two 
sets,  an  arc-light  which  bums  until  the  carbons  are  consumed,  where 
upon  the  carbons  of  the  other  pair  are  brought  again  into  contact  and 
at  once  are  separated  the  second  time,  producing  an  instant  renewal 
of  the  arc,  which  continues,  barring  accident,  until  the  carbons  sup- 
porting it  are  consumed.  In  the  light  of  the  prior  art,  how  ought  the 
claims  to  be  construed?  Without  attempting  a  presentation  of  that 
art,  we  are  content  with  the  summary  statement  of  it  made  in  the 
Toledo  Case, 

While  the  claims  [an  it  is  there  said]  are  uudqubtedly  broad,  they  ought  uot  to  be 
interpreted  as  for  a  function  or  rcHult,  since  there  is  nothing  novel  in  substituting 
one  pair  of  carbons  for  another,  and  thus  securing  a  successive  combustion  of  two 
or  more  paira.  It  was  done  long  before  the  Brush  patent,  and  may  still  be  done  by 
manual  interference  by  replacing  one  set  of  carbons  with  another,  or  by  any 
mechanism  which  does  not  involve  the  dissimultaueoiis  or  successive  separation  of 
two  pairs  of  carbons^  or  an  independent  and  disslmultaneous  separating  and  feeding 
movement. 

It  is  of  course  an  obvious  and  necessary  characteristic  of  the  Brush 
lamp  that  there  shall  be  in  it  a  successive  or  disslmultaneous  arc- 
forming  separation,  because  otherwise  there  cannot  be  a  successive 
consumption,  of  the  different  sets  o/  carbons.  In  other  words,  in  a 
double-carbon  lamp  successive  burning  and  disslmultaneous  arc  form- 
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iug  separations  are  inseparable  eonditious.  A  claim  for  one  is  eqaiva- 
lent  to  a  claim  for  the  other.  The  final  object  to  be  accomplished  is  the 
successive  burning  of  the  different  sets  of  carbons :  but  that  cannot  be 
without  an  arc-forming  separation  of  each  set  us  it  begins  to  burn.  If, 
therefore,  the  claims  of  the  patent,  as  contended  and  as  seems  to  have 
been  adjudged  in  the  Toledo  Case^  cover  the  arc-forming  separation 
with  which  the  burning  of  each  set  of  carbons  begins,  the  patent  gives 
a  monopoly  of  all  possible  lamps  in  which  two  or  more  sets  of  carbons 
are  brought  automatically  into  successive  use,  no  matter  what  the 
means  or  mechanism  employed.  So  broad  a  construction  is  not  admis- 
sible. It  is  anticipated  by  the  pateut  of  Denayrouse  and  probably 
by  those  of  Wilde,  Reynier,  and  Siemens  and  Halske,  at  least  when 
considered  together  and  in  connection  with  the  Day  lamp.  (Floresheim 
V.  SchiUing,  C.  D.,  1890,  660;  53  O.  G.,  1737;  137  U.  8.,  64.)  There 
cannot  be  a  mechanism  capable  of— 

snbstitnting  one  pair  of  carbons  for  another,  and  tbns  securing  a  snccesRive  combus- 
tion of  two  or  more  pairs,  «  #  «  ^i^icb  does  not  ioTolvo  the  dissimoltaneons  and 
the  dissimultaneonsly  separating  and  feeding  movement, 

if  that  expression  means  the  so-called  << arc-forming  separation"  and 
not  the  initial  separation  so  plainly  illustrated  by  the  lifter  D,  as  shown 
in  the  drawings  and  explained  in  the  specification  of  the  patent.  The 
second  claim,  which  was  first  presented  to  the  Patent  Office,  covered  in 
terms — 

independent  separating  and  feeding  movements  whereby  the  voltaic  arc  will  be 
established  between  the  members  of  bnt  a  single  one  of  said  pairs  or  sets,  sabstan- 
tially  as  shown. 

That  was  an  appropriate  and  accurate  mode  of  expressing  the  idea 
of  arc-forming  separation,  and  in  none  of  the  claims  allowed  is  there  an 
equivalent  expression.  That  claim,  however,  was  rejected,  not  because 
functional,  but  because  it  was  "  altogether  too  broad  if  not  functional,'^ 
and  the  authorities  are  familiar  which  forbid  a  construction  of  claims 
allowed  which  will  make  them  equivalent  to  broader  claims  rejected. 

It  does  not  follow  from  this  construction  of  the  claims  that  Brush — 

fiecured  by  bis  patent  the  mere  shade  of  an  idea — a  wholly  immaterial  and  useless 
feature. 

It  is  Still  possible  to  give  his  patent  the  benefit  of  a  liberal  though 
not  unrestricted  application  of  the  doctrine  of  equivalents  and  to  bring 
under  it  merely  colorable  departures  from  the  terms  of  its  claims.  In 
the  case  against  the  Ft.  Wayne  EUctric  Company,  (44  Fed.  Rep.,  284,) 
for  instance,  a  device  in  which  one  set  of  carbons  was  at  first  separated 
by  hand  was  declared  an  infringement,  though  it  is  to  be  observed  that 
it  was  so  held — 

bocaase  it  clearly  appears  from  the  proof  and  operation  of  the  maehines,  as  exhib- 
ited upon  the  hearing  of  the  motion,  that  if  the  attendant  did  not  latch  up  the  upper 
carbon  of  one  pair  the  machine  itself  would  automatically  do  so,  the  same  as  u  is 
done  in  the  Brush  lamp. 
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It  is  easy  to  conceive  a  mechaiiism  which  at  first  and  for  a  short 
while  woald  lift  the  carbons  simultan^usly  and  allow  them  to  barn 
alternately,  as  in  the  Day  lamp,  and  then  produce  a  distinct  and  wider 
separation  of  one  pair,  leaving  the  other  set  to  burn  until  consumed, 
when,  as  in  the  Brush  patent,  the  pair  which  had  been  held  in  separa 
tion  would  come  into  play;  but  such  an  attempt  at  evasion  would 
hardly  be  allowed  to  succeed.  Again,  if  it  be  true^  as  contended,  that 
the  carbons  in  the  Brush  lamp,  as  described  and  illustrated,  are  ope- 
rated by  a  single  mechanism,  the  fact  is  not  mentioned  in  the  claims^ 
and  by  a  liberal  construction  the  monitor  and  twin  lamps,  it  might  be 
said,  do  not  escape  infrfngement  merely  because  in  them  each  pair  of 
carbons  is  moved  by  a  separate  mechanism  connected  with  the  other 
only  by  the  electric  current  which  passes  through  both.  Those  lamps 
and  the  Scribner  lamp  do  not  infiringe,  we  agree  with  the  court  below 
in  holding,  because  instead  of  the  dissimultaneous  initial  separation, 
which  we  consider  an  essential  feature  of  the  Brush  lamp,  they  have  a 
distinctly  simultaneous  initial  separation,  which  deprives  them  of  the 
advantage  asserted  in  Brush's  specification  to  result  from  the  formation 
of  the  first  arc  between  a  predetermined  pair  of  carbons,  and,  on  the 
other  hand,  secures  for  them  the  advantage  of  arcs  of  equal  length 
between  both  sets  of  carbons,  which  in  the  Brush  lamp,  it  seems,  is  nor 
effected. 

The  contention  that  there  has  been  infringement  even  if  the  patent 
be  limited  to  the  initial  separation  of  the  carbons,  because  it  is  phys- 
ically impossible  that  two  sets  of  carbons  sb&U  <^  be  separated  at  one 
and  the  same  electrical  instant  of  time,"  is  manifestly  fallacious,  though 
the  physical  fact  be  conceded.  The  separatioji  contemplated  in  the 
Brush  patent  is  certain,  controlled,  and  predetermined,  and  in  so  far  as 
there  may  be  a  failure  to  effect  a  simultaneous  separation  by  the  mech- 
anism in  the  lahips  of  the  appellee  it  is  uncontrolled  and  not  intended. 

In  respect  to  the  invention  covered  by  this  patent  Brush  was  not  in 
the  broad  sense  a  pioneer,  though  doubtless  by  reason  of  his  prior 
inventions  he  may  have  been — 

justly  regarded  as  haying  done  more  than  any  one  else  to  make  electric-arc  lighting 
on  a  large  scale  a  practical  success. 

In  support  of  the  application  for  this  patent  his  attorneys  before  the 
Commissioner  of  Patents  insisted  that  the  real  invention  was  "  broadly 
a  principle,  or  a  method  of  moving  the  carbons  in  a  lamp,''  and  that 
that  ^^  mode  per  86^^  was  the  true  invention  sought  to  be  protected;  but 
it  is  clear  that  the  patent  as  granted  is  for  a  mechanism  only,  and 
while  under  a  liberal  application  of  the  doctrine  of  equivalents — 

if  the  device  is  appropriated  in  its  essential  features  it  will  be  an  infringement,  not- 
withstanding some  change  in  the  location  and  relation  of  parts, 

even  though  a  doubtful  function  of  little  comparative  worth  be  elimi- 
nated, ( TFc«tern  Electric  Co.  v.  Sperry  Electric  Co,  C.  D.,  1893,  573; 
65  O.  G.,  697;  7  C.  C.  A,,  164, 173;  18  IJ.  S.  App.,  177,)  vet  the  propo 
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sitioii  enunciated  in  Te^npleJ^ump  Co.  v.  Qoss  Pumpj  etc,  Co.,  (7  C  C  A., 
174,  182;  18  U.  S.  App.,  229,)  is  not  iuapplicable,  namely — 

that  when  a  device  designed  merely  for  the  improvement  of  a  well-advanced  art  in 
described  as  having  particular  features  of  construction,  which  are  adapted  to  accom- 
plish specific  results  or  modes  of  operation,  and  the  claim  of  the  patent  is  for  that 
device,  the  features  so  described  are  covered  by  the  claim,  and  may  not  be  rejected, 
or  treated  as  of  secondary  importance,  in  order  to  extend  the  patent  over  other  forms 
or  features  not  described. 

The  decree  of  the  Circuit  Court  is  attirmed. 


[II.  S.  Circuit  Court—Northern  District  of  New  York.] 

Beach  v.  Ins^an  et  a  I. 

Decided  September  7/,  189*:. 
77  O.  G.,  1275. 

1.  Prkliminary    Injunction — Surstaxtial    Identity    ok   Structure— Prior 

Adjudication. 
A  motion  for  a  preliminary  iigunction  wiU  be  granted  when  it  appears  that 
the  defendant's  structure  is  the  same  as  thef  complainant's  in  all  respects  save 
one,  and  that  one,  though  differing  in  a  narrow  technical  sense,  is  the  same  in 
principle,  and  when  it  further  appears  that  the  complainant's  patent  has  been 
uniformly  apheld  during  years  of  arduous  litigation  with  the  present  defendant. 

2.  Substitution  op  Equivalents — Prior  Litigation— Wording  op 'Claims. 

The  substitution  of  a  horizontally-moving  roUer  presser  and  cutter  for  a  ver- 
tically-moving direct  plunger  and  cutter  will  not  suffice  to  avoid  infringement 
in  the  case  of  a  defendant  who  was  also  an  unsuccessful  defendant  in  a  long 
course  of  prior  litigations,  (>veif  though  the  structure  complained  of  evades  the 
wording  of  the  claims  in  suit. 

3.  Infringement — Previous  Adjudication. 

A  court  of  equity  will  not  be  over/.ealous  in  behalf  of  a  defendant  who  per- 
sists in  producing  an  old  article  which  concededly  contains  all  the  elements 
save  one  of  a  combination  uniformly  forbidden  him  in  previous  suits. 

Motion  for  a  preliminary  iiy  unction.  The  patent.  Reissue  No.  11,167, 
granted  May  26, 1891,  to  F.  H.  Beach,  was  sustained.  (0.  D.,  1894, 
618;  69  O.  G.,  1067;  63  Fed.  Rep.,  697;  affirmed  ante,  167;  74  O.  G., 
379;  71  Fed.  Rep.,  420.) 

}fr.  John  Dane^  Jr,,  for  the  complainant. 
Mr.  Edmund  Wetmore  for  the  defendants. 

CoxE,  J.  : 

The  hrst  three  claims  of  the  Beach  patent  are  involved. 

That  the  defendants'  machine  contains  all  the  elements  of  the  com-  ^ 
binations  of  these  claims  save  one  is  conceded.    It  does  not,  it  is  said, 
have  the  upper  clamping-die  of  the  patent.    In  a  narrow  technical 
sense  this  is  true.    The  defendants'  die  moves  horizontally  instead  of 
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vertically  and  has  a  roller-pressure  instead. of  that  of  a  plunger.  Both 
reciprocate,  both  cut  off  the  stay -strip,  and  both  press  it  ui>on  the  box- 
corner  with  suilicient  force  to  make  it  stick.  One  has  a  rolling?  pro- 
gressive cut.  In  the  other  the  knife  has  a  straight  edge  which  cuts 
across  the  strip  synchronously  as  the  die  descends.  So  far  as  the  cnt 
ting  action  is  concerned  it  is  like  the  substitution  of  a  circular  saw  for 
a  straight  saw  or  a  simitar  for  a  claymore.  The  character  of  the  cut 
is  not  of  the  essence  of  the  invention,  and  it  is  wholly  immaterial 
whether  a  round  cutter  begins  operations  at  the  edge  or  a  straight  cut- 
ter begins  on  the  top  or  bottom  of  the  stay-strip,  so  long  as  the  cut  is 
completed  in  time  to  enable  the  die  to  press  the  severed  portion  down 
upon  the  corner  of  the  box.  The  same,  substantially,  is  true  of  the 
pressing  action  of  the  two  machines.  It  is  the  difference  between  a 
roller  and  a  hammer — instruments  often  used  interchangeably  in 
mechanics. 

The  defendants'  upper  die  is  provided  with  a  V-shaped  groove  around 
its  periphery  which  cooperates  with  the  diverging  faces  of  the  lower 
die,  and  between  the  two  dies  the  stay-strip  is  pressed  into  position. 
In  principle  the  two  machines  are  identical.  They  differ  in  details 
only.  So  long  as  the  strip  is  made  to  adhere  in  the  proper  manner  to 
the  corner  of  the  box  it  can*make  no  difference  whether  pressure  is 
applied  uniformly  to  the  entire  adhesive  surface  or  by  beginning  the 
applic<ation  at  the  side  and  continuing  it  until  the  desired  result  is 
accomplished.  A  postage-stamp  can  be  made  to  stick  as  well  by  pass 
ing  a  blotting-roller  over  it  as  by  pressing  it  down  with  the  hand.  In 
short,  the  defendants  accomplish  the  same  result  by  equivalent  means. 
Having  in  mind  the  broad  construction  placed  upon  the  patent,  the 
court  is  convinced  that  the  defendants  infringe. 

The  complainant  is  not  limited  to  the  precise  mechanism  shown.  He 
is  entitled  to  a  liberal  application  of  the  doctrine  of  equivalents. 

The  lirst  three  claims  are  broad  ones,  [says  the  Circuit  Court  of  Appeals,]  ooToriDg 
the  particular  combinations  referred  to  without  any  restriction  to  the  details  of 
mechanical  construction.  ^^  *  *  xhe  only  question  is  whether  in  view  of  ihe 
state  of  the  art  Beach  was  entitled  to  appropriate  as  broad  a  combination  as  he  hi* 
set  forth  in  his  first  three  claims,  which  cover  every  device  for  affixin^^  stay-strips  to 
the  outside  of  box-comers,  where  the  operation  is  performed  by  the  combined  action 
of  a  feeding  mechanism,  a  cutting  mechanism,  and  a  pasting  mechanism,  in  combint* 
tioii  with  any  opposing  clamping-dies  whose  faces  diverge.  The  Circnit  Conrt  sns- 
tained  these  broad  claims,  and  we  concur  in  this  decision. 

It  must,  therefore,  be  held  that  the  changes  made  by  the  defendants 
are  of  form  and  not  of  substance.  They  introduce  no  new  function, 
accomplish  no  new  result,  and  are  only  such  as  would  occur  to  an 
ingenious  mechanic  whose  object  is  to  produce  a  machine  which  will  do 
^  the  forbidden  work  while  presenting  a  different  appearance  to  the  eye. 
When  a  patentee  has  obtained  a  final  decree  after  years  of  arduous 
litigation,  it  should  be  final  in  reality  as  well  as  in  name.  It  should 
guard  his  rights  against  all  intruders.     It  should  be  a  document  of  the 
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utmost  value  and  not  a  mere  brutum  fulmen.  If,  after  having  pasaed 
the  ordeal  of  the  courts,  patents  are  still  to  be  scanned  with  a  hostile 
microscope  and  the  inartistic  and  perhaps  thoughtless  noineDclature  of 
the  description  is  to  be  substituted  for  the  machine  itself,  an  invitation 
is  extended  to  infringers  to  begin  again  the  work  of  spoliation  under  a 
new  disguise.  They  have  only  to  change  the  mechanism  by  substi- 
tuting a  new  part,  taking  care  that  it  shall  be  known  by  a  different 
name  from  the  one  used  by  the  inventor  to  describe  the  corresponding 
part  in  the  patented  machine,  and  they  may  proceed  with  impunity. 
When  the  actual  invention  is  made  clear,  the  inventor  should  not  be 
impaled  upon  a  sharp  construction  of  his  ill  chosen  adjectives.  An 
infringer  should  not  escape  because  he  is  able  ''  to  evade  the  wording 
of  the  claims."  Parts  of  speech  should  yield  to  parts  of  iron  and 
brass.  A  defendant  who  has  been  pronounced  in  the.  wrong  at  every 
stage  of  a  litigation  extending  over  a  period  of  eight  years  should  be 
satisfied.  He  should  stop.  When  he  persists  in  producing  the  old 
article  by  using  a  machine  which  concededly  contains  all  the  elements 
of  the  forbidden  combination  save  one,  the  court  should  not  be  over- 
zealous  to  strain  the  rules  of  equity  in  his  behalf.  The  presumptions 
are  all  against  him. 
The  motion  is  granted. 


(U.  S.  Circuit  Cumrt  of  Appeals— First  Circuit.] 

Long  et  aL  v.  Pope  Manufactubinu  Company.* 

Decided  July  14,  1896. 
77  0.  G.,  1428. 

1.  Long — Steering-Head  for  Road- Vehicles — Not  Invringed. 

Claim  5  of  Letters  Patent  No.  281,091,  granted  July  10, 1883,  to  George  A.  Long, 
for  an  improved  steering- head  for  road-vehicles,  construed  and  Held  not  infringed. 

2.  Specification— Failure  to  Describe  Invention  Clearly— Effect  of  on 

Decibion  of  Judicial  Tribunal. 

Where  a  patent  fails  to  state  the  inventor's  conception  of  the  state  of  the  art, 
the  particular  advance  which  he  understood  himself  to  have  accomplished,  or 
the  parts  of  his  device  or  its  functions,  except  incidentally  and  in  a  crude  and 
incomplete  manner,  Held  that  if  judicial  tribunals  misapprehend  tlie  scope  of 
the  invention  the  cause  will  lie  in  the  want  of  a  full  and  f)rank  disolosuie  on  the 
fa<*e  of  the  patent  of  what  it  was,  and  as  this  is  the  fault  of  the  inventor,  or  iu 
law  attributable  to  him,  he  must  accept  the  result  as  one  of  his  own  making. 

3.  Claims — Interpretation  of — Functions  Not  Mentioned. 

Thc^  fact  that  an  inventor  claims  only  certain  functions  for  his  invention  does 
not  prevent  him  from  reaping  the  advantage  of  any  other  function  within  the 
claim,  as  properly  construed,  available  without  a  modification  of  the  machine 
which  involves  the  use  of  farther  inventive  faculty,  although  known  to  him  and 
omitted  in  the  specification  without  fraud  or  not  known  to  him.  {Ueece  Co,  v. 
Globe  Co.,  C.  D.,  1894,  360;  67  O.  G.,  1720;  61  Fed.  Rep.,  958.) 


Rehearing  denied  August  17,  1896. 
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4.  Specifying  Functions — Broadening  Claims. 

So  much  of  the  mere  form  given  in  the  specificatioD;  drawings,  and  claim  as  b 
necessary  to  accomplish  all  the  functions  expressly  enumerated  is  essential  and 
must  be  retained.  A  function  afterward  discovered  cannot  be  used  to  broaden 
a  claim,  and  such  function  is  available  to  the  patentee  only  when  the  patent, 
oonstmed  in  the  light  of  the  circumstances  existing  when  it  is  applied  for,  is 
broad  enough  to  embrace  it.  When  there  is  nothing  to  show  that  the  nev 
function  was  in  the  mind  of  either  the  inventor  or  of  the  Patent  Office  when  tbe 
patent  issued,  it  cannot  be  said  that  if  the  patent  be  narrow  on  its  face  itshoald 
be  broadened  out  by  construction  to  cover  this  new  function. 

5.  Construction  of  Patent— Paper  Patent — New  Functions  of  the  In^^n- 

TiON— Broadening  the  Invention. 

It  would  establish  a  very  dangerous  precedent  to  give  to  a  mere  paper  patent 
which  has  lain  dormant  for  years  a  breadth  not  contemplated  on  its  faoe  by  rea- 
son of  some  new  function  discovered  long  after  its  issue  and  after  that  funetioo 
had  been  availed  of  in  practice  by  others.  Such  precedent,  if  established,  wonJd 
on  the  whole  operate  more  to  entrap  honest  manufacturers  than  to  advance  tbe 
useful  arts. 

Appeal  from  tbe  Circuit  Court  of  the  Uiiite<l  States  for  the  District 
of  Massachusetts. 

Mr.  Jds,  E.  MayfMtdiei'  for  tbe  appellants. 

Mr,  Wm.  A.  Redding  and  Mr.  Edmund  Wetmore  for  the  appellee. 

STATEMENT  OF  THE  CASE. 

This  was  a  suit  in  equity  by  George  A.  Long  and  others  against  the 
Pope  Manafactaring  Company  for  alleged  infringement  of  Letters 
Patent  l^o.  281,091,  issued  July  10,  1883,  to  George  A.  Long,  for  an 
improved  steering-head  for  road- vehicles.  Tbe  Circuit  Court  held  that 
there  was  no  infringement  and  dismissed  the  bill.  (70  Fed.  Bep.,  855.) 
The  complainants  appeal. 

Before  Colt,  Putnam,  and  Nelson,  Judges. 

Putnam,  J.  : 

This  patent  was  taken  out  in  1882,  and,  so  far  as  it  comes  in  issue 
here,  it  has  not  been  put  into  practical  use.  Therefore  in  determining 
the  inventor's  conception  of  the  functions  of  the  claim  in  issue,  of  the 
condition  of  the  art,  and  of  the  improvement  which  he  gave  to  the  public 
our  safest  resource,  after  so  long  a  lapse  of  time,  is  the  patent  itselil 
For  these  purposes  the  patent  is  very  meager.  It  fails  to  state  the 
inventor's  conception  of  the  state  of  the  art,  the  particular  advance 
which  he  understood  himself  to  have  accomplished,  or  the  parts  of  his 
device  or  its  functions,  except  incidentally  and  in  a  crude  and  incom- 
plete manner.  If,  therefore,  judicial  tribunals  misapprehend  the  scope 
of  the  invention,  the  cause  will  lie  in  the  want  of  a  full  and  firank  dis- 
closure on  the  face  of  the  patent  of  what  it  was,  and  as  this  is  the  fiiolt 
of  the  inventor,  or,  in  law,  attributable  to  him,  he  must  accept  the 
result  as  one  of  his  own  making. 
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Tbe  claim  in  issue  ta  as  follows: 

r>.  The  improved  stenring-liead  fur  ri>a<l-vebicleti,  cniioisting  of  shonlder  g'',  cup  i', 
ehpck'iiiit  ^',  sleeve  it-',  and  balls  h-,  in  oombinatioii  with  the  stem  nf  tb«  crotch  A", 
eitbatautiklly  as  dsacribed. 

The  OQly  refereDces  Ut  thitt  claim  in  the  aiyecificatiou  are  a  drawing 
showing  tlie  parts  and  the  following: 

My  impruvement  in  the  steeriug-poit  conaiata  of  tbe  ahonldet  ^,  nbove  the  crotch 
h=,  cup  ■'  at  the  upper  entl,  secured  b;  cbock-iiat/<,  sleeve  tfl,  with  head  I<  and  shonl- 
der n*,  aod  the  balle  n',  tbe  arraugement  beiag  such  that  the  cap  i^  and  cbeol(-niit>' 
may  be  aet  dowu  readily  from  time  to  time  whenever  the  parCa  maj  wear  aiaolc ;  and 
in  prM^tlce  the  cap  t'  will  fit  over  bead  I',  and  tbe  flange  of  ahoulder  n'  n-itl  lit 
over  tbe  shoulder  of  the  crotch  so  tightly  as  to  exclude  tbe  dust,  and  thnx  insure  the 
moBt  laating  and  easy- working  contrivance. 

Au  enlarged  rep  rod  net  ion  of  the  nteeriug-poxt  shown  thus: 


It  will  be  observed  that  the  bead  l\  over  which  the  substantial  con- 
troversy in  this  case  arises,  is  not  expressly  named  in  tbe  claim  in  issue. 
Tbe  same  must  be  said  with  reference  to  the  particular  locations  of  the 
balls  n^,  on  which  the  complainants  rely  as  establishing  the  most  impor- 
tant fanction  which  they  claim  for  their  patented  device.  In  this  par- 
ticular both  stand  on  tbe  same  footing,  and  the  complainants  must 
accept  tbe  head  P  as  an  element  in  the  combination  if  they  claim  the 
locations  of  tbe  balls  n^  as  an  element.  They  cannot  take  tbe  one  and 
reject  tbe  other.  It  may  be  that  a  strict  comparison  of  tbe  claim  in 
issne  with  the  specification  and  a  stringent  application  of  the  require- 
ments of  the  law  with  reference  to  the  constmction  of  claims  would 
flefeat  tbe  claim  for  want  of  a  proper  enumeration  of  the  elements 
which  necessarily  enter  into  it;  but  we  are  not  required  to  determine 
any  question  of  that  character.  The  claim  enumerates  expressly  sleeve 
Ic',  followed  by  the  words  "substantially  as  described."  The  descrip- 
tion of  the  sleeve  ^,  aa  shown  in  the  drawing,  made  a  part  of  the 
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Bpeeiticatioii,  may  be  coustrued  to  carry  with  it  the  head  t^  and  also 
the  shoulder  ?h%  whirb  likewise  is  not  specified  in  the  claim.  We 
therefore  accept  as  valid  the  claim  in  issue  and  give  to  it  and  make  a 
part  of  it  these  elements  which  are  enumerated  in  the  specification  and 
shown  in  the  drawing,  although  not  expressly  stated  in  the  claim. 

It  will  be  seen  that  the  only  functions  expressly  claimed  are  conveu- 
ience  in  setting  down  the  check-nut  and  exclusion  of  dust;  but  by 
settled  rules  this  fact  does  not  prevent  the  inventor  from  reaping  the 
advantage  of  any  other  function  within  the  claim,  as  properly  con- 
strued, a\railable  without  a  modification  of  the  machine  which  involve^s 
the  use  of  further  inventive  fjpiculty,  although  known  to  him  and  omitted 
in  the  specification  without  fraud  or  not  known  to  him.  (Beece  Button- 
hole Mack.  Co.  V.  Olobe  Buttonhole  Mach.  Co.^  decided  by  this  Court 
and  reported  in  C.  D.,  1894,  360;  67  O.  G.,  1720;  10  C.  C.  A.  194;  61 
Fed.  liep.,  958,  1)66.)  An  additional  function  is  thus  stated  by  the 
complainants : 

The  Long  steering-head  diDera  in  principle  from  the  prior  art;  for  the  balls  which 
take  the  weight  in  all  prior  steering-heads  are  on  opposite  sides  of  the  stem,  with  the 
result  that  in  steering  the  initial  movement  of  the  stem  is  on  an  axis  which  passes 
diagonally  through  the  stem,  while  in  the  Long  head  it  is  on  an  axis  which  passes  on 
one  side  of  the  stem. 

The  complainants'  propositions  relative  to  the  alleged  "dust- 
shedding"  function  do  not  impress  us. 

The  only  differences  in  the  respondent's  machine  are  shown  in  the 
following  drawing  of  the  head  of  respondent's  steering-post: 


The  only  particular  in  which  this  is  alleged  to  differ  substantially 
from  complainants'  device  is  in  the  exterior  slope  of  complainants'  head 
P,  which,  as  shown  in  the  patent,  is  a  straight  hypotenuse,  whUe  iu 
respondent's  head  it  is  curved  and  shows  a  lip  or  groove.  We  are  sat 
isfied  that  the  function  now  claimed,  and  which  we  have  described,  \& 
a  useful  one,  and  that,  in  view  of  it,  the  device  shows  an  advance  in 
the  state  of  the  art.  Indeed,  the  circumstances  under  which  the 
respondent  is  availing  itself  of  it  confess  this.  The  only  questioa 
therefore,  is  whether  the  substitution  of  the  curved  surface  with  a 
groove  or  lip,  or  with  VKith,  avo\v\^  t\vft  claim,  so  that  there  is  no 
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infringemeDt.  The  addition  of  the  lip  and  groove,  or  either  of  thedi, 
cannot  avail  the  respondent,  within  the  well-known  rule  that  infringe- 
ment is  not  usually  avoided  by  adding  new  elements  to  those  enumer- 
ated in  the  claim.  We  have,  therefore,  left  for  consideration  only  the 
curvilinear  line  substituted  for  the  straight  one.  That  this  mere  change 
of  form  does  not  of  itself  determine  the  question  was  settled  in  Winans 
V.  Denmead^  (15  How.,  330.)  There  the  patent  covered  an  improved 
car  for  the  transportation  of  coal.  It  showed  no  form  but  that  of  an 
inverted  cone,  and  for  aught  that  appeared  the  inventor  had  in  his 
mind  no  other  whatever.  Yet  the  court  held  that  a  car  having  a 
pyramidal  form  infringed.  Such  a  form  was  within  the  function  which 
the  inventor  had  conceived  when  he  applied  for  the  patent,  and  this 
was  plain  on  the  face  of  the  application.  The  Court  said,  at  page  343, 
as  follows: 

Where  form  and  substanoe  are  inseparable,  it  is  enongb  to  look  at  the  form  only. 
Where  they  are  separable — where  the  whole  Bubstance  of  the  invention  may  be  cop- 
ied in  a  different  form — it  is  the  daty  of  courts  and  jarics  to  look  through  the  form 
for  the  substance  of  the  invention ;  for  that  which  entitled  the  inventor  to  his  pat- 
ent, and  which  the  patent  was  designed  to  secnre.  Where  that  is  found,  there  is  an 
infringement;  and  it  is  not  a  defense  that  it  is  embodied  in  a  form  not  described 
and  in  terms  claimed  by  the  patentee. 

On  the  other  hand,  in  Recce  Buttonhole  Mach,  Co.  v.  Olobe  Buttonhole 
Mach.  Co.y  (C.  D.,  1894,  360;  67  O.  G.,  1720;  10  C.  C.  A.,  194;  61  Fed. 
Rep.,  958,)  already  cited,  we  referred  at  page  197, 10  C.  C.  A.,  and  page 
963,  61  Fed.  Rep.,  to— 

the  roles  of  interpretation  found  in  the  decisions  of  the  coui*ts,  and  in  text-books, 
which  appertain  solely  to  inventions  plainly  and  essentially  narrow ; 

and  at  page  197,  10  C.  C.  A.,  and  page  961, 61  Fed.  Kep.,  we  also  stated 
another  rule,  as  follows: 

On  the  other  hand,  it  is  true  that  words  and  phrases  which  mi^ht  have  been  omit- 
ted, on  the  presumption  that  they  relate  to  non-essentials,  may  be  introduced  in  such 
direct  and  positive  manner  as  to  leave  the  courts  no  option  except  to  regard  them  as 
affecting  th^  objects  and  limitations  of  the  instrument  in  question. 

We  are  therefore  to  apply  the  foregoing  rules  to  tlie  case  at  bar.  If 
the  functions  of  the  invention  weie  solely  those  stated  in  the  specifica- 
tion, the  claim  must  clearly  have  a  narrow  range,  while  if  the  other 
function  now  suggested  is  permitted  to  aid  in  controlling  its  construe 
tion  it  is  entitled  to  a  broad  one.  It  is  plain,  nevertheless,  on  all  rules 
that  so  much  of  the  mere  form  given  in  the  specification,  drawings, 
and  claim  is  essential  and  must  be  retained  as  is  necessary  in  order  to 
accomplish  all  the  functions  expressly  enumerated  therein.  This  last 
proposition  is  only  an  application  of  the  well-known  rule  that  patents, 
like  other  instruments,  are  to  be  construed  by  what  appears  on  their 
face — 

in  the  light  of  all  the  circumstances  and  of  the  apparent  purposes  of  the  parties  to 
them.  (Reece  Buttonhole  Mach,  Co,  t.  Globe  Buttonhole  Maoh,  Co.,  ubi  supray  at  page 
194,  10  C.  C.  A.,  and  page  958,  61  Fed.  Rep.) 

H.  Doc.  354 41 
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Of  course^  as  usual  with  other  instrnmeuts,  this  applies  only  when 
construction  is  needed,  and  not  when  the  patent  is  clear  on  its  ^BMse. 
It  is  only  the  (drcumstanoes  existing  at  the  time  the  patent  is  applied 
for  which  are  to  be  taken  into  consideration  in  its  construction.  A 
ftinotion  afterward  discovered  cannot  be  used  to  broaden  it,  and  such 
a  function  is  available  to  the  patentee  only  when  the  patent,  construed 
in  the  light  of  the  circumstances  existing  when  it  is  applied  for,  is 
broad  enough  to  embrace  it.  In  the  case  at  bar  there  is  nothing  to 
show  that  the  function  now  claimed  for  the  invention  was  in  the  mind 
of  either  the  inventor  or  of  the  Patent  Office  when  the  patent  issued. 
Therefore  it  cannot  be  said  that,  if  the  patent  be  narrow  on  its  face,  it 
should  be  broadened  out  by  construction  to  cover  this  new  function. 
That  claim  5  is  thus  narrow  is  clear.  There  is  nothing  in  the  patent 
to  suggest  that  it  is  to  be  construed  beyond  what  the  drawing  itself 
exhibits.  In  this  particular  Weir  v.  Morden^  (0.  D.,  1888,  380;  43 
O.G.,7535  125  U.  8.,  98, 106, 107 ;  8  Sup.  Ct.,  869,)  where  a  narrow  con 
struction  was  given  to  a  patent,  is  very  much  akin.  There  appear  on 
the  face  of  the  specification  some  things  which  have  especial  force  in 
calling  for  a  narrow  and  precise  construction.  For  example,  the  check- 
nut  f  is  made  an  express  element  in  the  combination.  This  would 
hardly  be  the  case  if  a  broadly  new  function,  like  that  now  claimed, 
was  to  be  covered  by  it.  Moreover,  the  function  particularly  described 
in  the  specification  is  that  of  setting  down  the  set-screw  "readily  from 
time  to  time  whenever  the  parts  may  wear  slack."  Indeed,  this  may 
be  said  t>  be  the  only  function  expressly  stated,  the  other,  that  of 
excluding  the  dust,  being  apparently  mentioned  only  incidentally. 
For  this  availability  of  the  set-screw  the  straight  hypotenuse  is  essen- 
tial, giving  the  ball  two  bearings  only  and  allowing  it  to  be  pressed 
down  from  time  to  time  as  the  parts  wear  loose.  In  the  respondent's 
device  the  ball  has  a  bearing  at  the  base,  so  that  the  function  thns 
expressly  relied  on  could  have  no  special  or  peculiar  application.  A 
construction  of  the  claim  in  controversy  which  would  under  any  cir- 
cumstances exclude  this  special  function  is,  as  we  have  said,  not 
admissible.  If  this  invention  had  been  put  in  early  use,  and  so  con 
tinued  with  a  long  public  acquiescence,  it  might,  perhaps,  have  safely 
received  therefrom  a  practical  construction  more  favorable  to  the 
complainants;  but  in  view  of  the  rapidity  with  which  mechanical 
improvements  advance  in  this  age  it  would  establish  a  very  dangerons 
precedent  to  give  to  a  mere  paper  patent,  which  has  lain  dormant  for 
years,  a  breadth  not  contemplated  on  its  face  by  reason  of  some  new 
function  discovered  long  after  its  issue  and  after  that  function  had 
been  availed  of  in  practice  by  others.  There  appear  in  this  case  some 
elements  which  perhaps  would  render  it  not  inequitable  to  permit  that 
result  here;  but  the  precedent,  if  established,  would  on  the  whole 
operate  more  to  entrap  honest  manufacturers  than  to  advance  the 
useful  arts. 

The  decree  of  the  Circuit  Court  is  affirmed,  with  the  costs  of  this 
court  for  the  appellee. 


DECISIONS   OF    U.  8.  COURTS   IN   PATENT   CASES.  643 

[IT.  S.  Circuit  Court— Northern  District  of  New  York.] 

Edison  Blbotbic  Light  Company  v.  Kaelbeb. 

Decided  November  if,  1896. 
77  O.  G.,  1430. 

1.  Stieringbr — Sajety-Catch    for    Electric- Light    Circuits — Infringement 

Not  Proven. 
Letters  Patent  No.  281,576,  granted  Jnly  17,  1883,  to  Luther  Stieringor,  for  an 
improvement  in  safety-catches  for  electrie-light  cironits,  not  proven  to  have 
been  infringed  and  bill  dismissed. 

2.  Testimony— -Infringement. 

Testimony  on  behalf  of  complainant  that  there  was  no  arrangement  between 
complainaut  and  defendant  whereby  the  latter  should  procure  articles  from  the 
former  to  be  used  at  a  ])articular  place  is  very  far  from  a  denial  that  the  particn- 
lar  articles  iu  dispnto  con  Id  be  purchased  in  the  open  market  and  does  not 
amount  to  a  charge  of  infrii)gement. 

3.  Infringement — Agknt  Defendant — Quia  Timet  Action. 

The  expression  "was  awarded  to  the  Western  Electric  Company  through  its 
agent,  Mr.  Kaelber''  is  not  sufficient  to  establish  the  character  of  Mr.  Kaelber's 
agency  or  to  Justify  an  apprehension  of  infringement  from  him.  A  quia  timet 
action  will  not  lie  unless  there  is  something  to  fear. 

4.  Same — Same — Liability. 

A  series  of  guesses  will  not  suffice  to  inculpate  a  defendant.  Neither  will  the 
fact  that  he  received  a  bid  for  alleged  infHnging  devices  in  behalf  of  another 
party,  in  the  absence  of  any  threat  on  his  part  and  in  the  absence  of  any  show- 
ing of  profit  resulting  to  him,  render  him  liable. 

Final  hearing  in  equity. 

Mr.  Frederic  H,  Beits  and  Mr,  L.  F,  H.  Belts  for  the  complainant. 
Mr,  Charles  A,  Brown  for  the  defendant. 

COXE,  J.  : 

The  defendant  is  sued  as  agent  of  the  Western  Electric  Company  for 
the  infringement  of  Letters  Patent  No.  281,570,  granted  to  Luther  Stier- 
iBger  July  17,  1883,  for  an  improvement  in  safety-catches  for  electric- 
light  circuits. 

The  defendant  insists  at  the  outset  that  no  infringement  is  shown. 

The  issue  of  infringement,  as  made  up  by  the  pleadings,  is  as  follows: 
The  bill  alleges  that  the  defendant,  as  agent  of  the  Western  Electric 
Company,  the  said  company,  and  the  Bufllalo  State  Hospital,  confeder- 
ating together,  have  contracted  to  erect,  sell,  and  use  an  electric  plant 
involving  the  use  of  the  safety-catch  of  the  patent — 

and  have  infringed  the  said  Letters  Patent  as  aforesaid,  and  are  now  infringing  the 
same  *  *  *  by  erecting,  selling,  and  using  and  causing  to  be  erected,  sold,  and 
used  as  aforesaid    *     *     *    the  improvementH  covered  by  said  Letters  Patent. 

The  bill  alleges,  further,  that  by  reason  of  the  said  infringement  great 
injury  will  result  to  the  complainant  and  great  gains  to  the  defendant. 
In  short,  the  bill  charges  that  the  defendant  has  made  a  contract  which 
involves  infringement,  that  he  has  actuaUyinMiig^^V^  VQSML^^^^^K^^ 
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cure  articles  from  the  former  to  be  used  at  the  Buffalo  hospital.  This 
is  very  far  from  a  denial  that  the  particular  articles  in  dispute  could 
be  purchased  in  the  ojien  market,  and  especially  so  in  view  of  Mr. 
Hughes's  further  testimony  that  the  complainant  sells  the  Stieringer 
safety-catches  in  the  general  market  "subject  to  existing  contracts.'' 
He  is  asked : 

Is  it  possible  that,  if  the  patent  had  been  installed,  any  articles  which  mi^ht  come 
within  the  description  of  Patent  No.  281,576  are  those  manufactured  by  the  Cieneral 
Electric  Company! — Ans.  I  am  not  prepared  to  say  that  it  is  impossible. 

There  is  no  evidence  that  a  contract  was  made  or  that  any  plant  was 
installed  at  the  Buffalo  hospital.  In  fact,  the  entire  case  against  the 
defendant  rests  upon  the  aforesaid  statement  of  Mr.  Hughes  that  the 
contract — 

was  awarded  to  the  Western  Electric  (.'ompany,  through  its  agent  Mr.  Kaelber. 

Omit  the  last  five  words  and  there  is  absolutely  nothing  connecting 
Kaelber  with  the  transaction.  If  this  loose  statement  is  sufficient  to 
establish  agency  at  all,  what  was  the  character  of  the  agency?  Was 
he  a  general  agent  or  was  he  a  special  agent  only  to  represent  the  West- 
ern Company  before  the  hospital  board?  For  aught  that  appears  he 
may  have  rei)resented  the  Western  Company  as  Mr.  Crowell  repre- 
sented the  complainant,  or  he  may  have  been  simply  an  attorne3^-at-law 
to  hand  in  the  company's  bid  and  receive  the  award  in  case  the  bid  was 
accepted.  It  is  manifest  that  there  can  be  no  well-grounded  apprehen- 
sion of  infringement  from  such  an  agent.  A  quia  timet  action  will  not 
lie  unless  there  is  something  to  fear. 

There  is  not  a  particle  of  evidence  to  show  that  Kaelber  ever  infringed, 
or  threatened  or  agreed  to  infringe,  or  assisted  any  one  else  to  infringe, 
or  that  he  was  in  a  position  where  he  could  do  or  would  be  likely  to  do 
any  of  these  things. 

It  is  impossible  to  inculpate  this  defendant  except  by  a  series  of 
guesses  which  equity  will  not  tolerate.  Kaelber  has  said  nothing  and 
done  nothing  blamable.  When  the  hospital  board  concluded  to  accept 
the  Western  Company's  bid,  they  communicated  the  fact  to  him.  This 
was  all.  If  upon  such  proof  a  party  can  be  held  as  a  wrong-doer,  sub- 
ject to  an  injunction  and  an  accounting,  and  compelled  to  pay  a  bill  of 
costs,  few  will  be  safe. 

In  any  view  the  real  defendant  is  the  Western  Electric  Company. 
The  real  injury,  if  any,  has  been  inflicted  by  it.  Viewed  in  its  most 
favorable  light  for  the  complainant,  Kaelber's  action  placed  the  West- 
ern Company  in  a  position  where  it  might  infringe.  The  moment  the 
contract  was  made,  assuming  that  it  compelled  infringement,  there 
was  reason  to  fear  that  company,  but  not  the  defendant.  He  has  made 
no  threat.  An  injunction  against  him  would  not  have  stopped  the 
work.  To  make  him  pay  for  profits  which  he  has  never  received  would 
be  an  injustice. 


646  DECISIONS   OF   U.  6.  COURTS    IN   PATENT   CASES. 

But  in  order  to  test  the  question  still  further  let  it  be  assumed  tiiat 
the  Western  Electric  Company  and  not  Kaelber  is  the  defendant 
How  then  does  the  case  stand?  There  is  an  alle<>:ation  of  infiringement 
on  information  and  belief  and  a  positive  denial  under  oath.  There  is 
no  proof  of  actual  infringement.  There  is  proof  that  a  contract  was 
awarded  the  company  which  if  carried  out  pursuant  to  the  speciticatious 
may  involve  infringement  and  may  not.  There  is,  as  before  stated,  do 
proof  that  a  contract  was  actually  entered  into  or  a  plant  installed. 
There  is  proof  that  the  infringing  devices  were  sold  in  the  oi>eu  market 
by  the  complainant  or  its  licensees.  Xon  constat^  the  Western  Com- 
pany may  have  had  a  quantity  of  these  on  hand  when  it  made  the  bid. 

Eemembering  that  the  burden  of  proving  infringement  is  upon  the 
complainant  and  that  even  in  a  quia  timet  suit  there  must  be  well- 
grounded  proof  of  an  apprehended  intention  to  violate  the  patent-right, 
it  is  thought  that  there  is  a  failure  to  prove  a  case  against  the  defendant 

It  would  seem  that  the  complainant  may  have  overlooked  the  fact 
that  Kaelber  is  the  sole  defendant,  for  in  the  brief  it  is  argued  that 
enough  has  been  shown  to  indicate  that  there  was  a  fair  probabih'ty 
that  the  safety-catches  of  the  patent  would  be  installed  at  Buffalo. 
The  brief  proceeds : 

If  the  defendant  did  not  actually  install  such  apparatus  as  is  described  and  illus- 
trated in  the  patent  in  suit,  the  burden  was  upon  it  to  h^ve  proved  it. 

There  can  be  no  pretense  upon  this  proof  that  the  burden  was  upou 
Kaelber  to  prove  this,  for  the  reason  that  the  hypothesis  upon  whioli 
the  proposition  is  founded  fails  wholly  as  to  him. 

The  Western  Electric  Company  is  not  a  party.  It  evidently  declined 
the  invitation  of  the  bill  to  '* subject  itself  to  come  within  the  jurisdic 
tion  of  this  court." 

As  to  the  only  defendant  who  is  before  the  court,  thei  complainant's 
difficulty  is  not  with  the  law,  but  with  the  facts.  The  rule  of  law  is 
plain  and  simple;  but  the  proof  does  not  bring  the  defendant  within 
the  rule.  Too  much  is  left  to  uncertainty  and  speculation.  Should  the 
court  decree  for  the  complainant,  it  could  never  rid  itself  of  the  pain- 
ful doubt  that  it  may  have  done  an  injustice  to  an  absolutely  blame- 
less man. 

The  bill  is  dismissed. 


[U.  8.  Circuit  Coart— Western  Diatrict  of  Peniisylvania.] 

Bennett  &  Shepherd  v.  Schooley. 

Decided  Norember  18,  1896, 

77  O.  G.,  1432. 

1.  SuppLEBfBirrAL  Bill  in  the  Nature  op  a  Bill  of  Review— New  Evidence— 
Dlugbngb. 
A  party  askmg  relief  by  biU  of  review  must  satisfy  the  court  that  the  tri- 
flence  upon  which  he  relies  could  not,  with  the  exercise  of  due  diligence,  have 
been  secured  prior  to  the  heax\ii|^. 
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2.  Proof  of  Cark  in  Seci  ring  Evidknce. 

Proof  that  respondent  wrote  to  a  firm  of  attorneys  instructing  them  to  send 
him  copies  of  all  patents  relating  to  a  certain  subject  does  not  amount  to  proof 
that  such  attorneys  made  a  search  to  discover  all  such  patents,  though  they  sent 
a  number,  and  presumption  in  favor  of  such  search  having  been  made  is  nega- 
tived by  the  dis<'overy  of  the  patents  now  urged  in  the  place  where  prudence 
would  have  suggested  a  Hearch. 

StJH  Application  for  leave  to  tile  a  supplemental  bill  in  the  nature 
of  a  bill  of  review. 

Mr.  A.  S.  Pattison  and  Mr,  J.  M.  Xeshit  for  the  complainants. 
Messrs.  Straxohridge  &  Taylor  for  the  respondent. 

BUFFINGTON,  J.: 

This  is  an  application  by  the  respondent  for  leave  to  file  a  supple- 
mental bill  in  the  nature  of  a  bill  of  review.  There  has  been  a  hearing 
upon  proofs,  opinion  filed,  decree  entered  adjudging  complainants^ 
patent  valid  and  that  respondent  had  infringed  cei*tain  claims,  and  a 
reference  to  a  special  master  for  accounting.  The  alleged  ground  for 
the  present  application  is  after-discovered  evidence — namely,  United 
States  Patent  for  Railway-Torpedoes  No.  273,441,  granted  March  6, 
1883,  to  J.  H.  Bevington,  and  English  Patent  No.  2,908,  granted  in 
1867  to  Marmaduke  Wilkin  and  John  W.  Clark,  which  are  alleged  to 
disclose  the  invention  shown  by  Beck  with  in  the  patent  in  suit. 

The  principle  is  well  settled  that  to  warrant  the  relief  here  sought 
the  party  asking  it  must,  inter  alia,  satisfy  the  court  that  he  could  not, 
with  the  exercise  of  due  and  reasonable  diligence  and  care,  have 
obtained  such  evidence  prior  to  the  hearing  of  the  cause.  {Hitchcock 
V.  Tremaine,  Fed.  Cas.  No.  6,540;  Beeves  v.  The  Keystone  Bridge  Com- 
pany^ Fed.  Cas.  No.  11,661;  Baker  v.  Whiting^  Fed.  Cas.  No.  786;  Page 
V.  Holmes  Co.,  2  Fed.  Rep.,  333.) 

Tested  by  this  standard  we  are  clearly  of  opinion  the  petitioner  has 
not  shown  himself  entitled  to  the  relief  sought.  Patent  No.  298,935,  to 
J.  H.  Bevington,  was  by  him  offered  in  evidence  and  examined  and  con- 
sidered by  his  expert  witness.  It  expressly  referred  to  the  Bevington 
patent  now  sought  to  be  shown  as  after-discovered  evidence  in  these 
words : 

The  object  of  this  invention  is  to  improve  certain  devices  on  which  I  have  already 
obtained  Letters  Patent  No.  273,441,  date<l  March  6,  1883,  and  to  which  -reference  is 
had  in  this  specification. 

With  such  notice  of  the  existence  of  the  prior  patent  then  and  there 
brought  home  to  him  he  cannot  urge  it  as  after-discovered  evidence. 

As  to  the  English  patent,  the  respondent  has  not  met  the  burden  the 
law  easts  on  him.  The  only  proof  is  that  after  conference  with  his  then 
local  counsel  he  wrote  a  firm  of  patent  solicitors  in  Washington  for 
copies  of  all  patents  prior  in  date  to  the  patent  in  suit  relating  to  the 
subject  of  torpedoes;  that  they  sent  him  a  number  of  patents,  bat  the 
two  patents  now  complained  of  were  not  among  them.     There  is  no 
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proof  as  to  the  nature  of  search  made  by  the  firm  to  which  he  sent,  or, 
indeed,  that  any  was  made.  We  cannot  presume  such  search  was 
made.  Indeed,  if  presumptions  were  to  avail,  the  presumptiou  is 
rather  against  the  theory  of  a  thorough  search.  The  patents  sent  did 
not  inchide  the  Beviiigton  patent  now  complained  of,  and  which  was 
covered  by  the  respondent's  request.  Then,  too,  resi)ondent'8  afiSda 
vits  show  that  on  search  by  his  Philadelphia  counsel,  made  in  prepara 
tion  for  the  present  application,  the  English  patent  was  found  in  the 
place  in  the  Patent  Office  where  prudence  suggested  a  search  be  made. 
In  the  absence  of  all  affirmative  proof  that  such  a  search  was  made  by 
the  parties  to  whom  respondent  first  applied  we  think  we  are  justified 
in  assuming  that  if  such  search  had  been  made  when  the  bill  was  filed 
it  would  have  resulted  as  the  present  one  did — viz.,  in  finding  the  Eng- 
lish patent. 
Respondent's  application  will  be  disharged  at  his  cost. 


[Coart  uf  AppealH  of  the  District  of  Colanibia.] 

Bryant  r.  Sbymoitr,  Commissioner  of  Patents. 

Decided  Noremher  17,  1S9G. 
11  O.  (i.,  1599. 

1.  Bryant— Shoe— Commissioner's  Decision  Affirmed. 

Upon  a  consideration  of  the  merits  of  the  case,  Held  that  there  was  no  saf- 
ficient  reason  to  disturb  the  decision  of  the  Commissioner  of  Patents. 

2.  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia. 

Appeal  from  the  decision  of  the  Contmissioner  of  Patents,  nearly  a  year  after 
snch  decision,  is  brought  in  violation  of  Rnle  20  of  the  rules  of  this  court,  and 
should  not  be  entertained,  especially  wht^n  no  excuse  for  the  delay  is  urged. 

3.  Rules  of  the  Court— Time  of  Appeal — Binding  Power  of  Such  Rule. 

While  some  rules  of  court  may  be  modified  in  special  cases,  they  are  in  general 
as  binding  upon  the  court  as  upon  parties  and  counsel,  and  rigid  adherence  it 
required  to  time-rules  which  are  intended  to  have  the  effect  of  statutes. 

In  the  Matter  of  the  application  of  George  Bryant  for  reissue  of 
Letters  Patent. 

Mr,  Alex,  F,  Browne  and  Mr,  Marcellus  Bailey  for  the  appellant. 
Mr,  W,A,  Megrath  (law-clerk)  for  the  Commissioner  of  Patents. 

Morris,  J,  : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
refusing  an  application  for  a  reissue  of  Letters  Patent. 

The  decision  of  the  Commissioner,  as  appears  from  the  record,  was 
made  on  May  24, 1895,  ante^  66;  77  O.  G.,  451,  and  this  appeal  was  not 
taken  until  April  8, 1896,  nearly  a  year  after  the  decision.  By  the  rules 
of  this  court,  which  were  in  force  at  the  time  that  decision  was  rendered 
and  for  upward  of  seven  months  prior  thereto  and  which  were  promul- 
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gated  in  pursuance  of  the  express  terms  of  the  Acts  of  Congress  of 
February  9,  1893,  and  July  30,  1894,  creating  this  court  and  defining 
its  powers,  the  appeal  comes  too  late  and  cannot  be  considered.  The 
second  section  of  Rule  20  provides  that  appeals  from  the  decisions  of 
the  Commissioner  of  Patents — 

sball  be  taken  within  forty  days  from  the  date  of  the  ruling  or  order  appealed  frim, 
and  not  afterwardR ; 

and  the  ]>resent  appeal  has  been  taken  in  plain  disregard  of  that  rule, 
^'ot  even  an  excuse  is  sought  to  be  given  for  the  delay.  Now,  while 
some  rules  of  court,  from  their  peculiar  nature  and  application,  may 
have  in  them  an  inherent  element  of  elasticity  that  would  justify  their 
modification  from  time  to  time  in  si>ecia]  cases,  rules  of  court  are 
intended  to  be  a  law  for  the  court  itself,  as  well  as  for  parties  and 
counsel,  until  they  are  changed  in  pursuance  of  the  same  power  under 
which  they  have  been  promulgated;  and  to  no  rule  is  rigid  adherence 
required  more  than  to  those  which  prescribe  the  time  within  which 
appeals  are  to  be  taken,  and  which  in  their  nature,  as  long  as  they  are 
in  force,  are  intended  to  have  the  ettfect  of*  statute. 

Before  these  rules  were  promulgated  there  was  much  controversy  in 
regard  to  the  time  to  be  allowed  for  the  taking  of  appeals  from  the  Com- 
missioner of  Patents,  and  this  rule  was  made  for  the  express  purjwse 
of  setting  the  controversy  at  rest.  We  do  not  feel  that  we  are  at  liberty 
ourselves  to  disregard  the  rule  or  to  permit  it  to  be  disregarded  by 
parties  to  proceedings  in  the  Patent  Office. 

We  come  to  this  conclusion  more  readily  in  the  present  case  for  the 
reason  that  even  upon  a  consideration  of  the  merits  of  the  case  we  see 
no  sufficient  reason  to  disturb  the  decision  of  the  Commissioner  of 
Patents. 

The  appeal  will  be  dismissed,  and  the  clerk  of  this  court  will  certify 
this  opinion  and  the  proceedings  in  the  cause  to  the  Commissioner  of 
Patents  in  accordance  with  the  law. 


[Court  of  Appeal*!  of  the  Diutrict  of  Columbia.] 
HiEN    V.   PUNGS. 
Decided  December  7,  1896. 
11  O.  (i.,  1600. 

1.  Appeal  to  the  Court  of  Appeals  of  the   District  of  ('olumbia — Limita- 

tion OF  Tlme. 
There  is  no  justitication  for  the  theory  that,  since  Revised  Statutes  4894  gives 
an  applicant  a  possible  two  years  in  which  to  prosecnte  his  application,  he  has 
two  years  in  which  to  take  an  appeal  to  the  Court  of  Appeals  of  the  District  of 
Cohimbia. 

2.  Appeal— Alteration  of  Time. 

The  right  of  ap]K^al  is  not  a  vested  right,  but  may  be  altered  by  statute  or  by 
rule  of  court  made  in  pursuance  of  statutory  authority  to  enact  such  rule. 
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3.  Appeal  Rule  Binding  Afteii  Promulgation. 

Even  if  there  were  no  rule  at  the  time  the  right  of  appeal  accrued,  after  the 
promulgation  of  a  rule  regulating  the  time  for  taking  appeals  the  appellant 
became  bound  by  it. 

Mr,  Wm.  H.  Singleton  for  the  appellant. 
No  appearance  for  the  appellee. 

Mr.  W,  A.  Megrath  (law-clerk)  for  the  Commissioner  of  Patents 
appeared  as  amicus  curiw  on  motion  to  dismiss  the  appeal. 

MOBBIS,  J.: 

This  is  an  appeal  taken  on  May  12, 1890,  from  a  decision  rendered  by 
the  Commissioner  of  Patents  on  June  9,  1894,  C.  D.,  1894, 92;  68  O.  G., 
657;  and  the  appeal  wb,s  not  filed  in  this  court  until  June  2,  1896, 
nearly  two  years  after  the  rendition  of  the  Commissioner's  decision. 

We  have  just  determined  in  the  case  of  "  in  the  matter  of  the  applica 
tion  of  George  Bryant"  that  no  such  appeal  can  be  entertained  by  us. 
It  comes  too  late.  There  is  no  justification  for  the  delay  and  no  attempt 
to  excuse  it.  Whether  the  case  is  to  be  governed  by  the  rules  of  tbig 
court  promulgated  on  September  29, 1894,  whereby  a  limitation  of  forty 
days  was  provided  for  appeals,  or  by  the  rules  in  force  prior  thereto, 
which  i3rovided  for  a  general  limitation  of  twenty  days  for  appeals  to 
this  court,  the  right  of  appeal  is  now  barred. 

The  theory  of  the  appellant  seems  to  be  that  he  had  two  years 
wherein  to  file  his  appeal,  and  this  theory  is  based  upon  section  4894  of 
the  Revised  Statutes  of  the  United  States,  wherein  it  is  provided  that- 
All  applications  for  patents  shall  be  completed  and  prepared  for  examination 
within  two  years  after  the  filing  of  the  application,  and  in  default  thereof,  or  upon 
failure  of  the  applicant  to  prosecute  the  same  within  two  years  after  any  action 
therein,  of  which  notice  shall  have  been  given  to  the  applicant,  they  shall  be 
regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the  satisfaction 
of  the  Commissioner  of  Patents  that  such  delay  was  unavoidable. 

But  even  if  we  assume  that  before  the  promulgation  of  the  rules  of 
this  court  on  September  29, 1894,  there  was  justification  for  this  theory, 
there  was  no  justification  for  it  after  the  date  of  such  promulgation. 
The  right  of  appeal  is  not  a  vested  right  that  may  not  be  altered  by 
statute  or  by  rule  of  court  made  in  pursuance  of  statutory  authority  to 
enact  such  rules,  and  when  the  rule  of  this  court  regulating  the  time 
for  taking  appeals  was  promulgated  the  appellant  became  thereafter 
bound  by  it,  and,  having  the  full  time  limited  by  the  rule,  he  has  uo 
just  causcof  complaint. 

The  ai>peal  in  this  case  must  be  dismissed,  and  it  is  accordingly 
dismissed. 

The  clerk  of  this  court  will  certify  this  opinion  and  the  proceedings 
in  the  cause  to  the  Commissioner  of  Patents  in  accordance  with  the  law. 
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[Court  of  Appeals  of  the  Difltrit't  of  Columbia.] 

PeLTON    V.   BVERED. 

Decided  November  10,  1896, 

11  O.  (i.,  1600. 

Appeai^— Failure  to  Pbint  Record. 

The  parties  failing  to  print  the  transeript  of  record,  the  appeal  was  dismisBod. 

Appeal,  from  the  Commissioner  of  Patents. 

Mr.  T.  J.  W.  Robertson  for  the  appellant. 
Messrs,  Parker  &  Burton  for  the  appellee. 

MOBBIS,  J.: 

This  cause  having  been  called  for  hearing  in  its  regular  order,  and  it 
appearing  to  the  court  that  the  parties  have  failed  to  print  the  tran- 
script of  record,  it  is  therefore,  in  pursuance  of  the  eighteenth  rule  of 
this  Court,  now  here  ordered  and  ac^judged  by  this  court  that  this 
appeal  be  and  the  same  is  hereby  dismissed. 


[U.  S.  Circuit  Court — Eastern  District  of  Pennsylvania.] 

J.  G.  Brill  Company  v.  Wilson  et  al. 

Decided  June  29,  1896, 
11  O.  G.,  1937. 

1.  Brill— Street-Car—Void. 

Letters  Patent  No.  315,898,  granted  April  14,  18H5,  to  George  M.  Brill,  for 
improvements  in  summer-cars  for  street  or  tram  railways,  Held  to  be  void  for 
want  of  invention. 

2.  iNVEirnoN— Substitution  of  Material. 

An  improvement  consisting  mainly  in  the  use  of  metal  instead  of  wooden 
panels  for  the  ends  or  sides  of  seats  for  street-cars  does  not  amount  to  invention. 

STATEMENT   OF   THE   CASE. 

This  was  a  suit  in  equity  by  the  J.  G.  Brill  Company  against  Edward 
H.  Wilson  and  others,  trading  as  B.  H.  Wilson  &  Co.  and  as  the  Lani- 
okin  Car  Works,  for  i^leged  infringement  of  a  patent. 

Mr.  Francis  Raicle  for  the  complainant. 
Mr.  Bernard  Oilpin  for  the  defendants. 

ACHESON,  J. : 

The  defendants  are  charged  with  the  infringement  of  Letters  Patent 
No.  315,898,  granted  on  April  14, 1885,  to  George  Martin  Brill,  for 
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improvements  in  summer-cars  for  street  or  tram  railways.    The  nature 
and  object  of  the  alleged  invention  are  thus  set  forth  in  the  specification: 

My  invention  has  relation  to  that  form  of  cars  for  street  or  tram  railways  known 
i\»  ^'open  or  summer  cars/^  and  of  that  kind  provided  with  transverse  seats,  andha« 
particular  reference  to  the  panels  for  the  ends  or  sides  of  the  seats,  and  the  manner 
of  securing  the  panels,  seat-arms,  and  frames  to  one  another,  anu  the  panels  to  the  sill- 
pieces  of  the  car.  Heretofore  these  panels  have  been  made  of  thin  wood  or  veneering 
suitably  backed  and  provided  with  strengthening  ribs  or  cleats,  and  screwed  to  the 
side  posts  and  seat-frames.  These  wooden  pauels  being  extremely  light  and  frail 
soon  crack  or  break,  and  are  susceptible  of  being  readily  damaged,  besides  which, 
as  they  do  not  provide  any  support  for  or  strengthen  the  connections  of  the  seat- 
frame  and  side  posts,  the  latter  have  to  be  made  of  extra  thickness,  in  order  to 
obtain  the  requisite  strength  for  supporting  the  seat-frames,  and  in  many  cases  bent 
or  curved  or  other  metal  braces  or  bars  attached  to  the  side  posts  are  used  for  sup- 
porting the  seat- frames. 

My  invention  has  for  its  object  to  overcome  the  above-described  objections  or  to 
provide  a  summer  or  open  street-car  with  panels  which  are  not  liable  to  cracks,  can- 
not be  readily  damaged,  and  which  form  a  support  for  the  seat-frame  and  strengthen 
the  side-post  connections,  whereby  the  thickness  of  said  posts  may  be  reduced,  and 
all  sustaining  braces  or  bars  for  the  seat-frame  are  dispensed  with. 

My  invention  accordingly  consists  of  the  combination,  construction,  and  arrange- 
roeut  of  parts,  as  hereinafter  described  and  claimed,  having  reference  particularly  to 
a  curved  or  other  appropriately -configured  panel  made  of  metal,  and  provided  with 
inwardly-projecting  lags  with  bolt  or  screw  holes  at  its  bottom  and  near  its  top, 
and  with  cups  or  boxes  for  supporting  the  ends  of  foot  bars  or  rungs;  second,  to  a 
summer-car  having  side  panels  bolted  to  the  sill-pieces,  and  having  snpporting-lugs 
for  the  ends  of  the  seat-frame,  which  is  secured  to  the  panels  by  a  bolt  connection 
known  as  a  ''bed-post  bolt ;  "  and,  third,  to  a  like  car  having  metal  panels  supporting 
the  seat-f^ame  and  the  ends  of  the  foot  bars  or  rungs. 

Then,  after  a  particular  description  of  the  several  parts,  the  specifica- 
tion further  states : 

It  is  evident,  therefore,  that  the  use  of  the  metal  panels  F  affords  strong  and  durable 
end  supports  for  the  seat-frames  and  attached  parts,  and  that  said  parts  may  be  of 
a  lighter  construction  than  has  heretofore  been  employed  in  the  above-described 
class  of  street-cars. 

All  the  claims  of  the  patent  are  for  combinations,  and  the  panel  is  an 
element  in  each  of  them.  One  cannot  read  the  above  extracts  from 
the  specification,  especially  in  connection  with  the  plaintiflPs  proofs, 
without  perceiving  that  a  *'  panel  made  of  metal"  is  the  great  feature 
of  this  patented  improvement.  The  other  described  details  of  con- 
struction and  arrangement  are  incidental  aad  subordinate.  It  will  he 
observed  that  the  specification  states  that — 

heretofore  these  panels  have  been  made  of  thin  wood  or  veneering  suitably  backed. 

In  substance,  the  representation  is  here  made  that  metal  panels  for 
the  ends  or  sides  of  car-seats  had  never  been  used  in  the  construction 
of  street-cars  before  the  described  improvement  was  devised.  Now, 
had  this  been  true  the  patent  possibly  might  be  sustained.  {Smith  v. 
VulcanUe  Co.,  CD.,  1877, 171;  11  O.G.,24(>;  93  U.S.,  486.)  But  the  proof 
is  clear  that  as  early  as  the  year  1878  the  plaintiff  built  a  street-car  in 
which  the  panels  for  t\\e  ^uds  or  sides  of  the  car-seats  were  made  of 
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metal,  and  this  car  was  saccessfally  used  ou  the  Thirteenth  and  Fif- 
teenth Streets  Passenger  Railway  (Philadelphia)  in  March,  1879,  and 
thereafter.  It  is  also  shown  that  in  1883  the  plaintiff  built  and  deliv- 
ered to  the  East  Saginaw  Company  four  cars  equipped  with  metal 
panels  of  the  same  construction.  Moreover,  the  metal  panel  of  the 
Thirteenth  and  Fifteenth  Streets  car  structure  was  used  in  connection 
with  a  post,  the  latter,  howe\'er,  being  on  the  outside  of  the  panel, 
whereas  the  post  of  tl^e  patented  structure  is  on  the  inner  side  of 
the  panel.  Had  this  old  car  structure  been  brought  to  the  attention 
of  the  Patent  Officer  Examiner,  it  may  be  confidently  affirmed,  in  view  of 
the  contents  of  the  file-wrapper,  that  the  patent  would  not  have  been 
allowed,  but  the  original  rejection  would  have  been  adhered  to.  The 
evidence  now  produced,  I  think,  completely  overthrows  the  presumption 
of  patentability  arising  from  the  grant  of  the  patent.  There  is  no  nov- 
elty in  any  of  the  elements  of  the  combinations,  and  ail  these  elements 
had  been  used  previously  in  street  cars  for  the  like  purposes  as  in  the 
patented  structure.  Whatever  may  be  new  in  the  construction  and 
arrangement  of  parts  seems  to  have  been  the  result  of  mere  good  judg- 
ment and  the  natural  outgrowth  of  mechanical  skill.  {Brown  v.  District 
of  Columbia,  C.  1).,  1889,  398;  47  O.  G.,  398;  130  IT.  8.,  87;  9  Sup.  Ct., 
437 ;  Florsheim  v.  Schilling,  C.  I).,  1890, 560 ;  53  O.  G.,  1737 ;  137  U.  S.,  64 ; 
11  Sup.  Ct.,  20.)  The  improvement  of  the  patent  at  the  most  was  the 
mere  carrying  forward  to  better  results  of  the  original  idea  embodied  in 
the  car  structure  of  1878,  and  therefore  was  not  invention.  {Smith  v. 
Nichols,  21  Wall.,  112, 119 ;  Burt  v.  Evory,  C.  D.,  1890, 245 ;  50  O.  G.,  1294 ; 
133  U.  S.,  349;  10  Sup.  Ct.,  394;  Belding  Manu/g.  Co.  v.  Challenge  Corn- 
Planter,  Co.,  C.  D.,  1894,  228;  67  O.  G.,  141;  152  U.  S.,  100,  107;  14 
Sup.  Ct.,  492.)  If  the  Brill  ])atent  could  be  sustained,  then  in  view  of 
the  prior  state  of  the  art  the  plaintiff  would  be  limited  to  the  precise 
form  and  arrangement  of  parts  described  and  shown  in  the  patent. 
{Bragg  v.  Fitch,  C.  D.,  1887,  338;  39  O.  G.,  829;  121  U.  S.,  478;  7  Sup. 
Ct.,  978.)  Under  such  a  construction  of  the  patent  it  is  (question- 
able whether  infringement  is  shown.  The  i)ost  of  the  patent  is  mortised 
into  the  sill,  whereas  the  defendants'  post  is  not  let  into  the  sill,  but 
fits  in  a  metal  socket  or  cup  on  the  bottom  of  the  panel  and  is  held  by 
a  rib  on  the  interior  of  the  panel.  These  differences  are  slight,  it  is 
true;  but  where  the  patented  improvement  itself  is  so  slight  there  is 
great  force  in  the  suggestion  that  these  differences  are  sufficent  to 
avoid  the  charge  of  infringement.  {Bernheim  v.  Boehme,  20  C.  C.  A., 
31;  73  Fed.  Rep.,  833;  Bragg  v.  Fitch,  supra.)  This  point,  however, 
was  not  much  discussed,  and  I  express  no  positive  opinion  thereon,  but 
place  my  decision  upon  the  lack  of  invention. 

Let  a  decree  be  drawn  dismissing  the  bill,  with  costs. 
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[U.  S.  Circuit  Courtr-Northern  District  of  Ohio,  Eastern  Diviiion.] 

F.  E.  KoHLES  &  Company  v.  Geobge  Wobthington  Company,  «i«l 

Decided  November  6j  1896, 
77  O.  G.,  1938. 

1.  Plant— Currycomb — Not  Infringed. 

LetterR  Patent  No.  220,986,  granted  October  28, 1879,  to  Paselial  Plant,  forai 
improvement  in  currjcombs,  Held  not  infringed  by  carrycombs  made  nnder 
Letters  Patent  No.  407,313,  granted  July  16,  1889,  to  James  Dushane. 

2.  Infringement  of  Prior  Patent — Grant  of  Subsequent  Patent — Presump- 

TioN  Created  Thereby. 
The  grant  of  Letters  Patent  by  the  United  StateR  Patent  Office  creates  a  pre- 
sumption of  non-infringement  of  a  prior  patent  claiming  a  similar  device.    (Nti 
Manufaciurinn  Co.  v.  Superior  DHll  Co.,C.  D.,  1893,  475;  64  O.  G.,  1133;  56  Fed. 
Rep.  152,  cited  and  approved.) 

Mr.  Charles  R.  Miller  for  the  complainant. 
Mr.  Wm.  H.  Doolittle  for  the  defendants. 

Kicks,  J.: 

The  complainant  brings  this  suit  on  Letters  Patent  No.  220,986, 
issued  October  28, 1879,  to  Paschal  Plant,  for  an  improvement  in  curry- 
combs. Complainant  alleges  that  it  is  the  owner  of  said,  patent,  that 
the  defendants  are  infringing  the  same,  and  it  prays  for  an  account 
and  a  perpetual  injunction. 

The  defendants  in  their  answer  claim  that  they  are  the  assignees  of 
James  Dushane,  of  South  Bend,  Ind.,  to  whom  a  patent  was  issued 
on  July  16, 1889,  No.  407,313.  It  appears  from  the  pleadings  and  testi- 
mony that  nearly  thirteen  years  intervened  between  the  grant  of  the 
Plant  patent  and  the  commencement  of  this  suit.  The  defendants  in 
their  answer  allege  that  no  currycombs  were  in  fact  ever  made  nnder 
complainant^s  patent  and  that  they  have  no  plant  or  establishment  for 
the  manufacture  and  sale  of  such  currycombs.  The  complainant's  own 
expert  admits  that  he  has  never  seen  a  comb  made  as  shown  and 
described  in  said  patent.    The  defendant's  expert  says: 

I  have  never  seen  any  of  the  Plant  currycombs  npon  the  market. 

The  defendants  in  their  answer  aver  that  the  alleged  improvement  of 
the  complainant — 

hath  never  been  applied  to  any  practical  nse  by  the  patentee  or  his  alleged  assignor, 
and  that  curry cooibs  embodying  the  said  alleged  improvement  are  not  in  the  market, 
nor  to  be  obtained ;  and  that  said  alleged  Letters  Patent  have  not  been  acquiesed  in 
by  the  public  or  by  the  trade,  because  the  said  improvements  are  of  no  value. 

The  defendants  are  not  manufacturers,  but  are  venders  and  dealers 
in  hardware  supplies,  and  in  this  line  of  business  deal  in  currycombs 
made  under  the  Dushane  patent  by  the  Spring  Curry  Comb  Company, 
of  South  Bend,  Ind. 

It  is  a  Uttle  significant  that  no  combs  were  made  under  the  com- 
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plainant's  patent  for  tliirteen  years  and  that  this  salt  was  brought  to 
interfere  with  the  sale  of  combs  made  by  a  responsible  manufacturing 
concern.  The  infringement  ought  to  be  very  clear  and  the  rights  of 
the  complainant  made  very  plain  before  the  patent  should  be  sustained 
or  an  injunction  be  allowed. 

I  have  examined  the  briefs  of  counsel,  and,  not  deeming  it  necessary 
to  pass  upon  the  question  of  the  validity  of  the  complainant's  patent,  I 
go  at  once  to  the  question  of  infringement,  because  I  think  upon  this 
point  the  complainant  has  failed  wholly  to  make  out  its  case.  The  very 
respects  in  which  by  its  specifications,  its  exhibits,  and  the  opinion  of 
its  expert  its  patent  is  deemed  to  be  valuable  are  wholly  wanting  in 
the  defendapts'  device.  The  complainant's  comb,  it  is  said,  was 
invented  and  constructed  and  sold  in  the  spirit  of  humanity,  to  pre- 
vent the  skin  of  animals  being  broken  and  bruised  or  the  animals 
roughly  treated  when  their  hair  and  skin  was  being  combed.  All  this 
is  accomplished  by  making  the  comb  flexible,  so  as  to  yield  to  the  lumps 
and  hollows  of  the  animal's  body  and  hide.  In  these  respects  the 
defendants'  comb  is  entirely  different.  It  is  more  rigid,  constructed 
more  in  the  nature  of  the  currycomb  generally  in  use,  and  could  be  used 
in  the  very  inhuman  and  cruel  respects  referred  to  by  the  complainant. 

The  complainant's  patent  was  granted  in  1879.  The  patent  which  it 
is  claimed  infringes  complainant's  patent  was  granted  in  1889.  The 
Patent  Office  had  before  it  the  complainant's  patent  and  all  other 
jmtents  showing  the  state  of  the  art  when  the  Dushane  patent  was 
granted.  The  presumption  of  non-infringement  referred  to  by  the 
Court  of  Appeals  in  the  case  of  Ney  Manufacturing  Co.  v.  Superior 
Drill  Co.  (CD.,  1893, 475;  64  0.G.,  1133  j  56  Fed.  Rep.,  152)  arises  in  this 
case  and  has  not  been  overcome  by  any  testimony  on  the  part  of  the 
complainant. 

I  think,  therefore,  no  infringement  is  shown,  and  the  bill  must  be 
dismissed  for  want  of  proof  upon  this  point. 


[U.  S.  Circuit  Court— Northern  District  of  New  York.] 

Eastman  Company  v,  Getz  &  Hoovbb. 

Decided  November  ?5,  1S96. 
11  O.  G.,  1938. 

1.  Eastman    and    Walkbr — Apparatus    for    Manufacturing    Photographic 

Films— Void. 
Letters  Patent  No.  358,848,  granted  March  8,  1887,  to  George  Eastman  and 
William  H.  Walker,  for  a  machine  for  making  photographic  films,  examined  and 
Held  void  for  want  of  patentability  in  view  of  the  prior  art. 

2.  Same — Process  of  Coating  Photographic  Paper — ^Non-Infringement, 

Letters  Patent  No.  370,110,  granted  September  20,  1887,  to  George  Eastman 
and  William  H.  Walker,  for  a  process  of  coating  photographic  paper,  examined 
and  Held  not  infringed. 
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3.  Same— Process  of  Coating  Paper— Void. 

Letters  Patent  No.  370,111,  granted  September  20,  1887,  to  George  EastmaB 
and  William  H.  Walker,  for  a  process  of  coatiog  photographic  paper,  examined 
and  Held  void  for  want  of  patentability  in  view  of  the  prior  art. 

4.  Testimony— Unduly  Enlarging  the  Rfxord. 

It  is  bad  practice  to  stuff  the  records  of  patent  causes  with  prolix  cro^ss-exam- 
illations  and  irrelevant  testimony. 

5.  Analogous  Use- Skill  of  Mechanic. 

The  use  of  ironing-rolls  for  smoothing  webs  of  bromid-paper  is  analogous  to 
their  use  in  making  carbon-paper.  It  requires  nothing  beyond  mechanical  skiD 
to  increase  the  distance  between  such  rollers  and  a  set  of  haug-nps. 

6.  Same— Non-Invention. 

The  application  of  parts  of  a  sandpapering-machine,  used  in  their  ordinary 
relatiouH,  to  the  manufacture  of  bromid-paper  does  not  involve  invention,  since 
the  process  of  coating  with  glue  is  closely  allied  to,  if  not  identical  with,  that 
of  coating  paper  with  gelatin. 

7.  Infringement. 

A  claim  for  "applying  coating  material  evenly  "  and  for  ••  causing  the  paper 
to  emerge  from  the  level  surface"  is  not  infringed  by  a  process  in  which  the 
coating  emubion  is  kept  stirred  by  an  agitotor. 

Messrs.  Philipp,  Munson  d!  Phelps  for  the  complainant. 

Mr.  W.  A.  Jenner  and  Mr.  George  B.  Selden  for  the  defendants. 

TOWNSEND,  J.  : 

The  bill  in  equity  herein  alleges  infringement  of  the  third  claim  of 
Patent  No.  358,848,  dated  March  8,  1887,  for  a  machine  for  making 
sensitive  photographic  films,  and  of  the  second,  third,  and  fourth 
claims  of  Patent  No.  370,110  and  of  the  third  claim  of  Patent  No. 
370  111,  both  dated  September  20, 1887,  for  processes  of  coating  photo- 
graphic paper,  all  three  of  these  patents  having  been  granted  to  George 
Eastman  and  William  H.  Walker  and  duly  assigned  to  this  complainant 
These  patents  will  be  considered  in  their  chronological  order. 

The  machine  of  Patent  No.  358,848,  so  far  as  its  construction  is 
luaterial  in  the  consideration  of  the  claim  in  suit,  comprises  a  roll  of 
uucoated  paper  suitable  for  photograi)hic  films,  arranged  to  revolve  in 
bearings,  passing  through  guide- rolls  and  around  a  coating- roll  partially 
submerged  in  a  coating-trough  of  gelatin  emulsion,  and  thence  over 
driven  smooth-faced  rolls  to  a  hangup  of  loopingslats  arrange<l  at 
such  a  distance  from  the  coating-roll  as  to  allow  the  coating  to  set 
before  reaching  the  hang-up. 

Several  weeks  consumed  in  the  examination  of  records,  briefs,  and 
paper  exhibits,  covering  more  than  four  thousand  pages,  have  demon- 
strated that  this  case  more  forcibly  illustrates — 

the  extensive  practice  which  now  prevails  in  patent  causes  of  stuffing  the  reconl 
with  prolix  cross-examinations  and  irrelevant  testimony — 

than  Ecaubert  v.  Appleton  (C.  D.,  1894,  450;  08  O.  G.,  1035;  67  Fed. 
Rep.,  917)  or  Thomson- Hon ston  Electric  Co.  v.  Winch ( ster  Are,  R.  R* 
Co.  (C.  D.,  1895,  788;  73  O.  G.,  2155;  71  Fed.  Rep.,  192.)    The  patents 
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in  suit  coyer  a  machine  and  process  so  simple  as  to  require  only  brief 
expert  testimony  to  explain  certain  details  of  operation.    Only  two  or 
three  of  the  constructions  of  the  prior  art  require  extensive  examina- 
tion or  discussion. 
The  third  claim  of  Patent  No.  358,848  is  as  follows : 

3.  In  an  organized  machine  for  making  sensitive  gelatino-argentic  paper  for  pho- 
tographic nse^  the  combination  of  one  or  more  driven  smooth-faced  rolls  for  main- 
taining the  coated  paper  in  motion,  a  suitable  hang-up  machine,  and  a  coating 
mechanism  consisting  of  a  smooth-faced  roll  partially  submerged  in  the  coating 
miaterial,  said  coating-roll  being  arranged  at  such  a  distance  from  the  hang-up 
machine  as  to  allow  the  gelatinous  coating  to  set  before  it  reaches  the  looping-slat, 
Bubstantially  as  described. 

The  defendants  contend,  as  to  said  claim,  as  follows: 

First.  That  it  is  void,  because  it  appears  from  the  file- wrapper  and 
contents  that  the  original  specification  described  a  single  driven  roll, 
and  that  this  was  stricken  out  by  an  amendment  requiring  a  construc- 
tion with  two  or  more  rolls,  and  that  there  is  no  warrant  in  the  specifi- 
cation for  the  claim  of  a  single  driven  roll,  which  was  allowed  through 
inadvertence. 

Second.  That  it  is  either  anticipated  or  void  for  want  of  patentable 
novelty  in  view  of  the  state  of  the  prior  art. 

Third.  That  it  is  further  void  because  it  covers  a  mere  aggregation 
of  ordinary  coating  devices  and  a  hang-up,  each  of  which  was  well 
known  in  the  art,  without  any  cooperating  action  between  them. 

Fourth.  That,  if  sustained  at  all,  it  must  be  confined  to  a  claim  for 
two  or  more  driven  smooth- faced  rolls,  in  which  case  defendants  do  not 
infringe,  as  they  use  a  single  feed- roll  covered  with  carding-cloth,  which 
has  been  specifically  disclaimed  by  the  patentees. 

In  view  of  the  facts  above  mentioned  it  has  seemed  best  to  state  only 
the  conclusions  reached  upon  the  single  question  of  patentable  novelty 
in  view  of  the  prior  art. 

The  complainant  claims  that — 

the  patented  process  and  machine  attains  the  extreme  delicacy  required  for  bromid 
coatings  by  providing  means  for  maintaining  the  evenness  of  the  coating  until  the 
gelatin  has  set,  these  consisting  of  the  smoothing  roll  or  rolls  which  eliminate  the 
hoUows  and  cheek  and  reverse  the  tendency  to  flow.  *  *  *  And  by  the  uniform 
and  reliable  action  of  the  hang  up  the  delicate  product  is  preserved  and  stored  until, 
by  drying,  it  is  completed,  instead  of  being  injured  or  destroyed  as  it  would  be  by 
ordinary  handling. 

For  the  purpose  of  considering  the  question  of  patentable  novelty 
it  will  be  assumed  that  complainant's  contention,  as  above  stated,  is 
correct. 

Prior  to  this  alleged  invention  various  machines  for  coating  paper  for 
photographic  and  other  purx)oses  had  been  made  and  publicly  described. 
The  state  of  the  prior  art  is  sufficiently  shown  by  the  Colas  and  Bertsch 
German  patents,  the  Sarony  and  Johnson  British  patent,  the  Johnson 
British  and  French  patents,  the  Beaurain  and  De  Launay  French  pat- 
H.  Doc.  354 42 
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ents,  and  the  Allen  and  Bowell  and  Anthony  machines.  Prior  to  said 
alleged  invention  Walker^  one  of  the  patentees,  had  seen  the  AUen  and 
Bowell  machine,  and  Eastman,  the  other  patentee,  had  used  the  Anthony 
machine,  as  to  which  his  testimony  is  as  follows: 

Q.  In  what  respect,  if  any,  did  the  coating  device,  meaning  thereby  the  emalsion- 
roller,  the  emulsion-tank  and  the  emnlsion-warming  apparatus,  differ  from  the  coat- 
ing device  shown  in  your  patents  in  this  suit?    A.  I  think  not  at  all. 

Q.  The  coating  device  in  the  machine  that  you  received  from  Anthony  &  Companv 
about  1882  was  then  substantially  the  same  in  construction  and  mode  of  operation 
as  the  coating  device  shown  by  your  patent  in  this  suit?  A.  So  far  aa  those  parts 
are  concerned  they  are. 

Q.  Did  the  coating  device  in  this  said  Anthony  machine  apply  the  emulsion  to  the 
face  of  the  paper  in  a  uniform  manner,  or  prevent  an  excess  of  the  emulsion  at  the 
rear  side  of  the  paper?    A.  It  did. 

Mr.  Eastman's  testimony  as  to  the  coating  devices  used  by  them  is 
as  follows : 

Q.  You  did  adopt  for  practical  use  in  your  machine  this  coating  device  which  wm 
already  well-known  in  the  art?  A.  We  finally  adopted  the  smooth-faced,  sub- 
merged coating-roller. 

Q.  Without  making  any  substantial  modifications  in  it  beyond  a  change  of 
dimensions?    A.  Not  in  the  roller. 

Q.  Nor  in  the  trough  or  heating  devices!    A.  No. 

The  coating  devices  here  referred  to  are  those  of  the  Anthony  and 
Allen  and  Rowell  machines.  These  admissions  render  it  unnecessary 
to  discuss  the  construction  of  the  Anthony  machine. 

German  patent  No.  12,607,  granted  July  29, 1880,  to  Colas,  and  a 
modification  thereof  in  German  patent  Ko.  18,535,  granted  to  Bertsch 
August  3,  1881,  describe  machines  for  applying  sensitive  liquids  to 
photographic  papers.  The  solution  to  be  used  in  the  Colas  patent  is 
for  coating  blue-print  paper.  The  Bertsch  patent  describes  a  machine 
for  applying  sensitive  liquids  on  one  side  of  solar-print  paper.  Each 
of  these  machines  comprises  a  partially-submerged  coating-roller  or  a 
submerging-bar,  its  equivalent,  and  driven  feed-rollers.  Hangups  are 
referred  to  but  not  described.  These  constructions  would  receive  more 
extended  consideration  were  it  not  for  the  emphatic  testimony  intro- 
duced by  complainant  that  they  were  inoperative  for  coating  paper 
with  broraid  emulsion. 

The  testimony  as  to  the  practical  working  of  the  various  machines 
of  the  prior  art  as  constructed  and  operated  by  the  opposing  parties  is 
incomprehensibly  conflicting  and  therefore  unsatisfactory.  The  com- 
plainant claimed  that  in  the  use  of  these  machines  the  liquid  was 
filled  with  bubbles  and  the  paper  wrinkled  because  the  feeding-disk 
rested  upon  the  edges  of  the  paper.  The  first  of  these  objections  is 
immaterial  upon  the  question  of  infringement,  for  the  surface  of  defend- 
ants' emulsion  is  kept  in  constant  agitation.  As  to  the  second  objec 
tion,  Mr.  Eastman,  two  years  and  a  half  after  the  application  for  the 
patent  in  suit,  advocated  in  a  subsequent  application  the  use  of  sucli 
collars  bearing  upon  the  edges  of  the  paper  as  producing  a  superior 
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qaality  of  paper.  lu  the  Johnson  French  patent  the  paper  ran  over  a 
belt,  and  it  would  therefore  be  impracticable  for  bromid-paper.  It 
shows  pegs  apparently  adapted  for  a  hang-up.  There  is  a  suggestion 
in  the  Johnson  English  patent  of  dispensing  with  the  belt  and  substi- 
tuting a  driven  roll  such  as  is  described  in  the  machine  patent  in  suit. 
The  description,  however,  is  somewhat  indefinite,  and  these  two  pat- 
ents are  only  material  as  suggesting  the  knowledge  of  hang-ups  and 
the  use  of  a  driven  roll  in  order  to  keep  the  surface  of  the  paper 
smooth. 

British  patent  granted  to  Sarony  and  Johnson  May  18, 1878,  for  a 
machine  for  making  carbon  or  pigment  paper,  comprises  a  combination 
of  all  the  elements  covered  by  the  third  claim  in  suit.  Although  said 
claim  shows  some  modification  in  their  arrangement,  yet  if  said 
machine  were  satisfactorily  proved  to  be  operative  such  proof  alone 
would  dispose  of  the  question  of  patentable  novelty  in  this  case. 
Eastman  admits  that  said  patent  describes  the  coating-roll,  trough, 
heating  apparatus,  and  driven  smooth  faced  rolls  of  his  machine. 

The  testimony  of  complainant  that  a  model  constructed  by  it  was 
inoperative  will  not  be  discussed,  because  the  conditions  under  which 
it  was  tested  did  not  permit  a  fair  test  of  its  ijracticability.  The  testi- 
mony of  defendants  as  to  the  operativeness  of  their  model  is  not  satis- 
factory  in  view  of  their  failure  to  comply  with  complainant's  request 
to  inspect  it  in  operation.  Their  alleged  successful  results  were  accom- 
plished on  machines  embodying  the  described  Sarony  construction, 
with  certain  changes  justified  by  the  .state  of  the  art  at  the  date  of 
the  Sarony  and  Johnson  patent.  The  complainant  admits,  however, 
that  with  the  second  model  constructed  by  it  and  embodying  said 
modifications  it  successfully  filled  the  machine  with  twenty  long  rolls 
of  fourteen-inch  heavy  paper.  In  view,  however,  of  Eastman's  admis- 
sion that  the  Sarony  model  constructed  by  him  was  successful  three 
times  out  of  four  in  coating  bromid-paper  and  of  the  striking  similarity 
between  the  machines  of  Sarony  and  of  the  patent  in  suit  and  of  the 
analogous  uses  for  which  they  were  employed  and  of  the  slight  modi- 
cations  required  to  adapt  it  to  the  new  use,  which  confessedly  were 
old,  I  think  this  patent  alone  shows  lack  of  patentable  novelty  in  the 
claim  in  suit. 

It  is  unnecessary  to  discuss  the  hang-ups  or  the  claim  for  the  combi- 
nation of  the  other  parts  of  the  machine  with  this  mere  frame  for 
drying  the  product,  because  such  hangups  were  well  known  in  the 
general  field  of  arts  requiring  a  drying  process,  and  therefore,  even  if 
there  be  cooperative  action,  there  is  no  invention.  The  specification 
of  the  patent  says: 

Our  invention  inyolves    •     *     •    a  hang-ap  frame  of  any  approved  construction. 

Eastman  says: 

Q.  The  Sarony  and  Johnson  patent  shows  that  a  paper-coating  device  similar  to 
that  used  in  your  patent  was  known  as  early  as  1878,  was  it  notf  A.  Yes,  at  least 
as  early  as  that,  and  the  hang-np  was  known  when  I  was  four  years  old. 
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There  is  a  conflict  of  expert  testimony  as  to  whether  it  is  more  diffi- 
cult to  produce  an  even  coating  with  carbon  emulsion  or  with  bromid 
emulsion.  It  will,  however,  be  assumed  that  the  bromid  emulsion 
re(iuired  more  delicate  treatment. 

The  Allen  and  Rowell  machine,  constructed  and  used  as  early  as 
1877,  was  adapted  for  coating  paper  with  various  gelatin  emulsions, 
l^rincipally  carbon  films.  It  comprised  a  roll  of  paper  passing  through 
a  friction-roller  into  a  submerged  roller  and  afterward  upwardly  over 
rollers  onto  a  belt  supported  on  a  driven  roller,  over  which  the  paper 
passes.  It  did  not  have  the  hang-up  of  the  patented  combination; 
but  Messrs.  Allen  and  Rowell  testify  that' they  knew  of  such  hangups 
long  prior  to  the  date  of  complainant's  invention,  and  that  the  only 
reason  why  they  did  not  use  them  was  that  they  had  insufficient  room 
and  insufficient  business  to  warrant  the  expense.  As  already  stated, 
Walker,  prior  to  the  date  of  the  patent  in  suit,  had  seen  this  machine 
in  operation. 

It  is  perhaps  not  satisfactorily  proven  that  the  Allen  and  Eowell 
machine  coated  bromidpaper  commercially  prior  to  the  invention  in 
suit.  That  it  made  good  carbon-paper  is  admitted  by  complainant. 
That  it  made  some  bromid-paper  experimentally  and  some  for  the 
market  which  was  sold  and  practically  used  is  sufficiently  shown. 
That  it  was.  not  a  great  success  commercially  appears  to  have  been 
largely  due  to  defects  in  the  emulsion  rather  than  in  the  machine. 
Complainant  claims  that  it  reproduced  the  Allen  and  Rowell  machine' 
and  attempted  to  coat  paper  upon  it  and  failed.  The  evidence  as  to  the 
way  in  which  this  machine  was  constructed  and  operated  has  failed 
to  satisfy  me  that  the  machine  could  not  have  been  successfully  operated. 

The  same  objections  do  not  apply  to  the  actual  operation  of  theorigi- 
nal  Allen  and  Rowell  machine  by  the  representatives  of  the  defend- 
ants. The  testimony  as  to  their  experiments  with  this  machine  since 
the  bringing  of  this  suit  dispenses  with  the  necessity  of  further  discuss- 
ing the  question  of  prior  use.  It  is  established  to  the  satisfaction  of 
the  court  that  the  machine,  operated  under  exceptional  circamstances 
it  is  true,  made  good  salable  bromid-paper,  from  which  satisfactory 
enlarged  prints  were  subsequently  developed.  The  complainant  con- 
tends that  the  tests  to  which  this  paper  has  been  exposed  are  not  such 
as  to  indicate  whether  or  not  it  was  a  salable  pai)er,  and  it  gives  various 
reasons  in  support  of  this  view,  and  further  claims  that  it  was  not  given 
a  proper  opportunity  to  test  this  paper.  It  appears,  however,  that 
defendants  offered  to  permit  complainant's  experts  to  examine  the  paper 
either  at  New  York  or  at  Buffalo,  provided  complainant  would  pay  cer- 
tain expenses  connected  therewith,  and  that  this  offer  was  declined. 
In  view  of  the  great  importance  of  this  evidence  upon  the  question  of 
the  operativeness  of  this  machine  this  court,  without  passing  upon  the 
question  as  to  whether  this  opportunity  was  or  was  not  a  proper  one,  is 
not  satisfied  that  the  objections  to  the  tests  made  by  defendants  are 
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sufficiently  proven.  It  may  be  further  remarked  in  support  of  this  con- 
clusion that  it  is  not  satisfactorily  shown  that  the  alleged  defects  in  the 
bromid-paper  thus  coated  on  the  original  Allen  and  Rowell  machine  or 
the  proved  defects  in  that  coated  on  the  machine  constructed  by  com- 
plainant were  such  as  to  show  that  the  original  machine  was  not  a  prac- 
tical one.  Furthermore,  Eastman,  one  of  the  patentees  of  the  patent 
in  suit,  testified  as  to  the  Allen  and  Eowell  machine  which  he  built  as 
follows : 

Q.  What  particular  feature  of  the  work  described  in  the  third  claim  did  it  not 
cover f    A.  It  did  not  make  an  even  coating — uniform  coating. 

Q.  And  yet 'the  coating  device  in  that  machine  is  substantially  the  same  as  that 
shown  in  your  patent  and  used  in  all  your  bromid  paper  machines  f  A.  I  have 
already  said  that  the  coating-roll  was  the  same,  but  it  did  not  cooperate  with  the 
other  parts  like  our  machine  to  do  the  work. 

Q.  Would  a  patent  practice  your  invention  if  the  coated  paper  from  one  of  the  top 
roUs  of  the  Allen  and  Rowell  machine  were  delivered  to  a  hang-up  similar,  for 
instance,  to  that  shown  in  the  Van  Deventer  patent  of  1858  f  A.  If  the  hang-up 
device  was  located  at  a  sufficient  distance  to  allow  the  emulsion  to  set  before  it 
reached  the  slat  and  the  hang-up  was  an  operative  one. 

It  also  appears  that  other  objections  to  the  paper  produced  on  com- 
plainant's model  of  the  Allen  and  Rowell  machine  were  due  to  its  opera- 
tion by  hand  by  one  not  familiar  with  it,  and  that  said  objections  might 
probably  have  been  obviated  by  an  experienced  hand-operator  or  by 
machinery. 

The  Allen  and  Rowell  device  contained  every  element  of  the  patent 
in  suit  except  the  hang-up.  It  is  urged  that  the  roller,  being  covered 
with  cotton  cloth,  was  not  smoothfaced.  In  that  sense  the  rollers  of 
defendants'  machines  are  not  smooth-faced.  It  is  claimed  that  it  was 
not  located  at  a  sufficient  distance  to  allow  the  emulsion  to  set  except 
under  most  favorable  circumstances,  but  to  increase  the  distance 
between  the  rolls  in  order  to  give  further  time  for  drying  and  setting 
does  not  involve  invention. 

Counsel  for  complainant  admit  that  the  driven  smooth-faced  rolls  of 
the  claim  in  suit  are  old,  but  contend  that  their  function  as  ironing- 
rolls  is  new.  For  the  discussion  of  this  contention  it  will  be  assumed 
that  said  claim  is  not  limited  by  the  specification  to  a  series  of  such 
rolls,  and  that  defendants'  rolls  are  feed-rolls  and  infringe  said  claim, 
and  that  complainant's  rolls  were  here  used  for  the  first  time  to  smooth 
out  the  hollows  in  paper  coated  with  bromid  emulsion,' and  that  in  the 
operation  of  the  machines  of  the  prior  art  by  the  parties  they  failed  to 
successftilly  produce  bromid-paper.  In  that  event  these  patentees 
have  first  described  and  claimed  the  use  of  the  old  feed  or  smoothing 
rolls  with  a  new  kind  of  gelatin  emulsion,  and  have,  as  a  result,  ironed 
bromid-paper  instead  of  carbon  or  blue-print  paper  j  but  this  is  merely 
a  double  use — the  application  of  an  old  device  to  a  new  subject-matter. 

If,  resolving  every  contention  of  fact  in  favor  of  complainant,  it  be 
assumed  that  this  patent  described  and  this  claim  covered  a  new 
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machine  wbich  secured  a  new  result  and  which  is  inMnged  by  defend- 
ants, it  would  still  fail  to  show  any  consideration  for  the  claimed  monop- 
oly of  the  patent.  The  witnesses  and  counsel  for  complainant  assert 
that  the  new  result  was  accomplished  by — 

the  carrying-roU  x  which  kept  the  coating  even  by  smoothing  out  the  hollows  in  tbe 
paper  and  checking  and  reversing  the  tendency  to  flow  until  the  coating  became  set 
and  the  hang-up  •  «  *  placed  at  the  proper  distance  *  •  •  which  had  tbe 
capacity  of  receiving  the  coated  paper  and  storing  it  until  dry  without  the  ii^jarioiis 
and  destructive  effects  upon  such  paper  of  ordinary  handling. 

But  they  admit  that  the  older  devices  thus  coated,  received,  stored, 
and  dried  fabrics;  that  the  only  material  modifications  of  the  patent 
consisted  in  increasing  the  distance  between  the  rollers  and.  hangups, 
so  as  to  allow  the  thinner  solution  to  stiffen  before  reaching  the  hang- 
ups, and  in  adding  the  old  hang-up  to  perform  its  old  fdnctions  to 
secure  the  old  results  with  a  new  coating.  Inasmuch  as  this  applica- 
tion of  the  old  devices  was  to  an  analogous  use  and.  as  tbe  changes 
made  by  the  patentee  were  such  as  would  have  occurred  to  any  skilled 
mechanic  to  whom  was  first  presented  the  problem  of  applying  an 
emulsion  of  a  different  consistency  from  that  formerly  employed  there 
is  no  patentable  novelty  in  the  alleged  invention. 

French  patent  No.  137,736,  granted  July  10, 1880,  to  De  Laanay,  for 
processes  and  apparatus  for  the  manufacture  of  glass  and  emery  papers, 
was  not  seasonably  introduced  in  evidence  and  is  therefore  only  rele- 
vant as  showing  the  state  of  the  prior  art.  It  shows  the  same  parts,  * 
same  arrangement,  same  form  of  construction,  and  same  operation  in 
a  combination  substantially  identical  with  that  of  the  claim  in  salt 
That  it  also  describes  a  sanding  device  is  immaterial.  This  may  he 
omitted,  and  the  description  evidently  contemplates  the  operation  of 
coating  the  paper  with  glue  independent  of  the  use  of  sand.  The  dif- 
ference between  the  De  Launay  coating  by  transference  and  the  pat- 
ented coating  by  submergence  is  immaterial,  as  both  were  old.  and  were  • 
known  equivalents,  and  such  a  modification  would  not  constitute  inven- 
tion. The  single  question  is  whether  there  is  such  a  transfer  from  one 
branch  of  industry  to  another  as  constitutes  invention.  The  question 
must  be  answered  in  the  negative  for  the  following  reasons:  The  proc- 
ess of  coating  paper  with  glue  is  closely  allied  to,  if  not  identical  with, 
that  of  coating  paper  with  gelatin.  The  De  Launay  patent  separately 
describes  such  a  process  by  means  of  an  apparatus  not  materially  dis 
tinguishable  from  that  of  the  patent  in  suit.  The  modification  by  run- 
ning the  paper  in  an  opposite  direction  was  a  well-known  one,  to  which 
the  coating-rolls  were  already  adapted  and  which  was  common  in  the 
general  art  of  coating-rollers.  It  may  be  assumed,  however,  that  the 
patented  machine  accomplished  a  new  result.  Even  if  such  new  result 
be  not  merely  a  higher  finish  and  greater  beauty  of  surface  due  to  the 
perfection  of  the  machinery  employed,  and  amounting  to — 

a  mere  carrying  forward  or  mere  extended  application  of  the  original  thought, 
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yet^  as  the  trifling  changes  were  such  as  must  have  occurred  to  any 
mechanic  skilled  in  the  art  of  coating  paper  as  soon  as  the  exigencies 
of  the  increased  use  of  bromid-paper  presented  the  prpblem  of  increase 
in  quantity,  it  does  not  show  patentable  novelty.  It  is  well  settled 
that  a  mere  change  of  location  of  one  of  the  elements  of  a  combination 
is  not  patentable.  {McKay  v.  Marshall^  2  Web.;  Phipps  v,  low,  26 
Fed.  Bep.,  447 ;  Troy  Laundry  Ma^ihinery  Co.  v,  Bunnell^  27  Fed.  Bep., 
810.) 
It  may  well  be,  as  contended  by  complainant,  that — 

in  uo  variety  of  ooating-machines  had  the  distance  of  separation  *  *  *  i'tom 
the  hang-up  been  a  matter  of  significance  or  importance. 

It  may  well  be  that  the  patentees  first  conceived  the  idea  of  the  con- 
venience and  utility  of  adding  to  a  coating-machine  a  hang-up  at  such 
a  distance  that  the  thin  solution  would  dry  before  it  reached  the  hang- 
up, and  that  by  the  addition  of  hang-ups  bromid-paper  could  be  co'ated 
in  larger  quantities.  The  question  involved,  however,  is  not  so  much 
as  to  their  priority  in  the  perception  of  the  problem  as  to  the  patenta- 
ble novelty  of  the  means  they  furnished  for  its  solution.  Gary  was  the 
first  to  adapt  the  process  of  bluing  fui^niture-springs,  so  as  to  resist 
strain,  and  thereby  revolutionized  the  art  of  making  furniture-springs; 
but  the  Supreme  Court  of  the  United  States,  reviewing  the  case,  held — 

that  the  application  of  an  old  process  or  machine  to  a  similar  or  analogous  subject 
-with  uo  change  in  the  manner  of  application  and  no  result  substantially  distinct  in 
its  nature  will  not  sustain  a  patent  even  if  the  new  form  of  result  had  not  before 
been  contemplated.  {Lovell  Mfg,  Co.  v.  Gary,  C.  D.,  1893,  243;  62  O.  G.,  1821;  147 
IT.  S.,  623,  637.) 

Eosenfield  was  the  first  to  adapt  mechanism  for  opening  and  closing 
apertures  distant  from  tlie  operator  to  railway-car  gates;  but  the 
Supreme  Court  of  the  United  States,  quoting  from  the  opinion  of 
Judge  Wallace,  says: 

It  rarely  happens  that  old  instrumentalities  arc  so  perfectly  adax)ted  for  a  use  for 
which  they  were  not  oricpnally  intended  as  not  to  require  any  alteration  or  modifi- 
cation. If  these  changes  involve  only  the  exercise  of  ordinary  mechanical  skill, 
they  do  not  sanction  the  patent;  and,  in  most  of  the  adjudged  oases  where  it  has 
been  held  that  the  application  of  old  devices  to  a  new  use  was  not  patentable,  there 
were  changes  of  form,  proportion,  or  organization  of  their  character  which  were 
necessary  to  accommodate  tliem  to  the  new  occasion.  The  present  case  falls  within 
this  category.  {Aron  v.  Manhattan  Railway  Co.,  C.  D.,  1889,  650;  49  O.  6.,  1365; 
132  U.  S.,  90.) 

In  Knapp  v.  Morss  (C,  D.,  1893,  651;  65  O.  G.,  1593;  150  U.  S.,  228) 
the  Court  said: 

All  that  Hall  did  was  to  adapt  the  application  of  old  devices  to  a  new  use  and 
this  involved  hardly  more  than  mechanical  skiU. 

Patents  Kos,  370,110  and  370,111,  of  even  date,  are  for  processes  of 
coating  photographic  paper.  The  claims  of  Patent  No.  370,110,  as  to 
which  infringement  is  alleged,  are  the  following: 

1.  The  herein-described  method  of  producing  uniform  coatings  upon  oontinuons" 
webs  or  stript  of  fabric,  which  consists  in  applying  the  coating  material  in  a  fluid 
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condition  evenly  upon  the  face  of  the  web  and  in  changing  the  flow  of  the  coating 
npon  the  web  to  regulate  and  maintain  its  uniformity,  and  maintaining  the  web  in 
motion  and  its  coated  surface  unobstructed  by  contact  with  foreign  bodies  until 
the  coating  has  set 'or  hardened  sufficiently  to  prevent  running,  substantially  as 
described. 

2.  The  herein-described  improvement  in  the  art  of  producing  photographic  paper, 
which  consists  in  applying  to  one  face  of  a  web  of  paper  a  thin  uniform  coating  or 
surface  of  fluid  gelatino-argentic  emulsion  by  causing  the  paper  to  emerge  from  tbe 
level  surface  of  a  body  of  emulsion,  and  subsequently  maintaining  the  coated  web 
flat  and  in  motion  continuously  and  uniformly  in  the  same  direction,  and  the  sur- 
face of  the  coating  undisturbed  by  contact  with  foreign  substances  until  the  gelatin 
has  set  or  stiffened  sufficiently  to  prevent  running,  substantially  as  and  for  the  pur- 
pose set  forth. 

3.  The  herein-described  process  of  producing  gelatino-argentic  fabric  for  photo- 
graphic reproductions,  consisting  in  applying  to  a  moving  continuous  web  of  fabric 
a  uniform  layer  of  sensitive  gelatino-argentic  emulsion,  keeping  said  web  in  motioD 
and  the  coated  side  unobstructed  until  the  coated  gelatin  is  set  or  stiflTened  suffi- 
ciently to  prevent  flowing,  and  finally  drying  said  coating. 

4.  The  herein-described  method  of  producing  uniform  coatings  upon  continnons 
webs  or  strips  of  fabric,  which  consists  in  applying  the  coating  material  in  a  flnid 
condition  evenly  upon  the  face  of  the  web,  and  subsequently  maintaining  the  web 
in  motion  and  its  coated  surface  unobstructed  by  contact  with  foreign  bodies  until 
the  coating  has  net  or  hardened  sufficiently  to  prevent  running,  substantially  su 
described. 

The  third  claim  of  Patent  No.  370,111,  the  only  one  a«  to  which 
infringement  is  alleged,  is  as  follows: 

3.  The  hereiu-doscribed  continuous  process  of  producing  gelatino-argentic  fabric 
for  photographic  reproductions,  consisting  in  applying  in  a  suitable  uon-actinic  light 
to  a  moving  continuous  wob  of  fabric  a  uniform  layer  of  sensitive  argentic-fluid 
emulsion,  keeping  said  web  in  motion  and  the  coated  side  unobstructed  until  the 
coated  gelatin  is  set  or  stiffened  sufficiently  to  prevent  flowing,  and,  finally,  while 
the  web  is  in  motion  and  the  coating  being  applied,  depositing  that  part  of  the  web 
on  which  the  coating  has  set  or  stiffened  at  rest  with  relation  to  its  supports  to  Hry. 

The  defendants  do  not  infringe  these  claims  either  by — 

applying  the  coating  material  evenly  upon  the  face  of  the  web— 

or  by — 

causing  the  paper  to  emerge  from  the  level  surface  of  a  body, 

for  they  use  an  agitator  constantly  in  motion  in  the  troagh  in  order  to 
keep  the  emulsion  stirred  np  and  thereby  to  obtain  a  better  result.  It 
has  not  been  proved  by  satisfactory  evidence  that  they  change  tbe 
flow  of  the  coating  upon  the  web,  as  claimed  in  said  third  claim  and 
described  in  said  process,  namely — 

so  that  at  one  point  it,  the  web,  will  travel  upward  and  subsequently  downward,  or 
vice  versa,  thereby  arresting  or  changing  the  direction  of  the  flow. 

Defendants  have  infringed  the  third  claim  of  Patent  No.  370,111  by 
depositing  the  coated  web  to  dry  during  the  application  of  the  coating 
to  another  part  of  the  web;  but  inasmuch  as  the  prior  art  shows  that 
such  a  process  of  depositing  a  coated  substance  on  supports  to  dry 
was  common  to  the  whole  field  of  practical  arts  long  before  the  alleged 
invention  I  am  unable  to  find  any  patentable  novelty  therein. 
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In  view  of  the  conclusions  reached  it  is  unnecessary  to  pass  upon  the 
notions  to  suppress  testimony.  Each  party  has  introduced  irrelevant 
testimony  and  witnesses  on  each  side  have  made  statements  which,  for 
various  reasons  apparent  on  the  record,  are  eu titled  to  little  or  no 
ireight.  In  these  circumstances  it  has  seemed  desirable  to  disregard 
inch  testimony  and  to  decide  the  questions  presented  upon  such  evi- 
lence  as  was  not  open  to  said  objections. 
» The  motions  to  suppress  testimony  are  denied. 

Let  a  decree  be  entered  dismissing  the  bill. 


[Coart  of  Appeals  of  the  District  of  Colambia.] 

Ross  r.  Loew:er. 

Decided  December  17 y  1S96. 

11  O.  G.,  2141. 

L.  Appeal  to  Court  of  Appeals— Limit  of. 

The  rule  that  all  appeals  taken  from  the  Commissioner  of  Patents  shall  l»e 
taken  within  forty  days  from  the  date  of  the  rnliug  appealed  from,  and  not 
afterward,  is  a  positive  law  to  the  court  and  to  the  suitors  therein. 

}.  Same— Motion  for  Rehearing  in  Patent  Office — Stay  of  Time  of  Appeal. 
The  contention  that  a  motion  for  rehearing  in  the  Patent  Office  should  operate 
as  a  stay  of  the  running  of  the  time  for  the  prosecution  of  appeal  to  this  Court 
till  after  the  motion  for  rehearing  has  been  determined  cannot  he  admitted. 

J.  Appeals — Motion  for  Rehearing — Rules  of  Court  in  Certain  Cases  Does 
Not  Apply  to  Patent  Office. 
The  ruling  that  the  time  for  prosecuting  appeals  from  decrees  in  equity  or  writs 
of  error  from  a  judgment  at  law  is  stayed  by  a  motion  for  rehearing  or  for  new 
trial  and  only  begins  to  run  from  the  refusal  of  such  motion  is  founded  upon 
the  principle  that  the  judgment  is  not  complete  until  the  rehearing  is  disposed 
of;  but  the  proceedings  of  the  Patent  Office  are  not  controlled  by  the  ordinary 
rules  of  practice  that  obtain  in  the  courts  of  the  country,  but  are  controlled  by 
statutory  provisions  and  a  code  of  rules  made  in  pursuance  of  statutory  provi- 
sions wholly  unlike  the  rules  of  practice  enforced  in  the  courts. 

4.  Construction  op  Rule — Dilatory  Motion  to  Avoid  Appeal. 

A  construction  of  the  rules  of  the  Office  by  means  of  which  motions  for  mere 
dilatory  purposes  could  be  resorted  to  should  not  be  adopted  unless  by  express 
terms  such  construction  cannot  be  avoided. 

5.  Appeal — Stay  of  Proceedings — Rule  of  Patent  Office  Applies  to  Appeal 

to  Court. 
Rule  123  of  the  Patent  Office,  which  provides  that  in  order  to  obtain  a  stay 
of  proceedings  motion  must  be  made  specifically  to  that  effect,  applies  in  reason 
and  analogy  to  this  case.    The  running  of  the  time  for  appeal  was  not  arrested 
by  filing  the  motion  for  rehearing. 

Mr,  James  L,  Norris^  Messrs.  Wood  &  Boyd^  and  Mr.  George  W.  Rea 
for  the  appellant. 
Mr.  B.  O.  Dyrenforth  foi-  the  appellee. 
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AlvBY,  J.: 

There  is  a  motion  to  dismiss  the  appeal  in  this  case,  grounded  upon 
the  allegation  that  the  appeal  was  not  taken  in  time  under  the  second 
section  of  Eale  XX  of  this  Court.  That  section  provides  that  aD 
appeals  taken  from  the  Commissioner  of  Patents — 

shall  be  taken  within  forty  days  from  the  date  of  the  ruling  or  order  appealed  from, 
and  not  afterward. 

That  rule  was  made  to  avoid  delay  and  to  ezpedit'e  the  final  determi- 
nation of  patent- rights;  and  the  rule  was  made  in  pursuance  of  the 
acts  of  Congress  of  February  9, 1893,  and  July  30, 1894.  The  rule  is  a 
positive  law  to  this  Court  as  well  as  to  the  suitors  therein.  This  has 
recently  been  decided  by  this  Court  in  the  case  in  the  matter  of  the 
application  of  George  Bryant. 

The  date  of  the  ruling  or  order  appealed  fi*om  is  the  6tli  day  of  July. 
1896,  and  notice  of  the  present  appeal,  under  the  statute,  was  not  given 
until  the  30th  of  September,  1896,  some  eighty-six  days  after  the  date 
of  the  decision  appealed  from.  It  is  conceded  that  ordinarily  the 
appeal  would  be  too  late;  but  it  is  contended  that  a  motion  for  rehear- 
ing which  was  filed  in  the  Patent  Office  on  the  10th  of  August,  1896, 
operated  as  a  stay  or  as  a  suspension  of  the  ninning  of  the  time  for 
the  prosecution  of  appeal  to  this  Court  until  after  the  motion  for  rehear- 
ing had  been  determined.    To  this  we  cannot  assent. 

The  motion  for  rehearing  was  in  fact  denied  on  the  11th  of  August, 
1896,  though  there  was  a  subsequent  application  filed  to  have  the 
motion  for  rehearing  opened  and  farther  considered,  and  this  latter 
application  was  filed,  or,  rather,  notified  to  the  opposition  that  sach 
motion  would  be  made,  on  the  21st  of  August,  1896,  and  such  applica- 
tion was  finally  denied  on  September  25, 1896. 

The  appellant  relies  upon  certain  decisions  of  the  Supreme  Court  of 
the  United  States,  which  hold  that  the  time  for  prosecuting  api>eals 
from  decrees  in  equity  or  writs  of  error  from  judgments  at  law  will  be 
stayed  by  the  pendency  of  a  motion  for  rehearing  or  a  motion  for 
new  trial,  and  that  the  time  for  the  prosecution  of  the  appeal  or  writ 
of  error  will  only  commence  to  run  from  the  time  such  motion  for 
rehearing  or  new  trial  .is  refused.  This  is  founded  ui>on  the  principle 
that  the  judgment  or  decree  is  not  complete  or  is  suspended  until  the 
motion  for  rehearing  is  disposed  of;  but  the  proceedings  of  the  Patent 
Office  are  not  controlled  by  the  ordinary  rules  of  practice  that  obtain 
in  the  courts  of  the  country,  but  are  controlled  by  statutory  provisions 
and  a  code  of  rules  made  in  pursuance  of  statutory  provisions  wholly 
unlike  the  rules  of  practice  enforced  in  the  courts.  Applications  for 
rehearing  in  courts  of  equity  and  for  new  trial  in  courts  of  law  are 
governed  by  certain  fixed  rules  and  restrictions  in  respect  to  time,  and 
are  subject  to  certain  terms  and  conditions  that  in  no  manner  apply  in 
the  case  of  motions  for  rehearing  in  the  Patent  Office.  If  the  conten- 
tion of  the  appellant  were  sustained,  it  would  virtually  abrogate  the 
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rule  of  this  Court  prescribing  the  time  within  which  appeals  from  the 
Oommissioner  of  Patents  must  be  taken.  A  losing  party  in  any  case 
who  desired  delay  could  produce  that  effect  by  simply  entering  a  motion 
for  rehearing  even  at  the  last  day  of  the  limit  of  the  right  of  appeal. 
This  was  certainly  not  contemplated  by  the  rule. 

No  appeal,  of  course,  will  lie  from  the  refusal  of  a  motion  for  rehear- 
ing, and  this  accords  with  all  the  cases.  Forty  days  from  the  decision 
of  the  principal  question  afford  ample  time  within  which  to  make  a 
motion  for  rehearing  and  to  have  the  same  disposed  of  by  the  Commis- 
sioner, who  will  doubtless  act  in  all  cases  on  such  motions  with  respect 
to  the  right  of  appeal  from  the  original  order  or  decision. 

If  the  time  for  prosecuting  appeals  from  the  Commissioner  of  Pat- 
ents could  be  prolonged  or  the  running  of  the  time  suspended  or 
deferred  by  motions  for  rehearing,  such  rule  of  practice  would  be  sub- 
ject to  great  abuse,  as  such  motions  could  and  most  likely  would  be 
frequently  resorted  to  for  mere  dilatory  purposes,  and  thus  defeat  the 
rules  intended  to  effect  expedition  in  disposing  of  patent  appeals. 
Such  construction  of  the  rules  ought  not  to  be  adopted,  unless  by 
express  terms  such  construction  cannot  be  avoided. 

The  Patent  Office  is  governed  by  a  very  salutary  rule  which  applies 
to  all  motions  made  in  that  Office  in  interference  proceedings.  It  is 
Bule  123,  relating  to  the  practice  of  the  Patent  Office  in  interference 
proceedings.    By  that  rule  it  is  provided  that^ 

The  filing  of  motions  wiU  not  operate  as  a  stay  of  proceedings  in  any  case.  To 
efifect  this,  motion  shonld  be  made  before  the  tribunal  having  jurisdiction  of  the 
interference,  who  will,  sufficient  grounds  appearing  therefor,  order  a  suspension  of 
the  interference  pending  the  determination  of  such  motion. 

Without  such  order  of  suspension  the  interference  is  effective, 
notwithstanding  the  pendency  of  a  motion  to  rehear  the  case.  That 
rule  applies  in  reason  and  by  analogy,  if  not  in  terms,  to  this  case. 
The  running  of  the  time  for  appeal  was  not  arrested  or  stayed  by 
filing  the  motion  for  rehearing,  and  the  order  overruling  such  motion 
is  not  the  subject  of  appeal. 

The  appeal,  therefore,  must  be  dismissed,  and  it  is  so  ordered. 


tn.  S.  Circuit  Court  of  Appeals— Eighth  Ciroait.\ 

Shiokle,  Harbison  &  Howard  Iron  Company  v.  St.  Louis  Oar 

Coupler  Company. 

Decided  Noremher  SO,  1896, 

77  O.  G.,  2142. 

1.  Right  to  Repair. 

Where  a  patent  covers  the  combination  of  a  draw-head,  a  knuckle,  a  pivot- 
pin,  and  a  locking-pin^  it  in  not  inftiBged  by  a  defendant  who  furnishes  the 
iLnuckles  to  replace  broken  ones. 
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2.  Same. 

The  sale  of  a  patented  article  by  the  patentee  frees  it  from  the  grasp  of  the 
monopoly,  and  the  purchaser  may  thereafter  exercise  the  same  dominion  orer  it 
which  he  exercises  over  his  other  property.  The  right  to  repair  a  patented  device 
is  incidental  to  ownership.  The  fact  that  it  is  patented  does  not  lessen  the  own- 
er's right  to  put  it  in  order  when  it  gets  ont  of  repair^  unless,  considered  as  a 
whole,  it  is  worn  out  and  useless. 

8.  Replacement. 

When  a  patented  machine  is  accidentally  destroyed  or  when  it  is  practically 
worn  out,  the  owner  thereof,  under  the  guise  of  repairing  it,  cannot  make  a  new 
machine.  In  such  oases  he  must  cast  it  aside  and  buy  a  new  one  from  the 
patentee. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  Eastern 
District  of  Missouri.  \ 

Before  Caldwell,  Sanborn,  and  Thayer,  Judges. 

Mr.  T.  A.  Post  and  Mr.  George  R,  Knight  for  the  appellant. 
Mr.  Henry  M.  Post  for  the  appellee. 

Thayer,  J.,  delivered  the  opinion  of  the  Court. 

The  St.  Louis  Car  Coupler  Company,  the  appellee,  sued  the  Shickle, 
Harrison  &  Howard  Iron  Company,  the  appellant,  for  the  infringement 
of  several  patents,  among  others  for  the  infringement  of  reissued  Let 
ters  Patent  No.  10,941,  granted  to  Madison  J.  Lorraine  and  Charles  T. 
Aubin,  dated  June  20, 1888,  and  original  Letters  Patent  No.  519,216, 
granted  to  William  Y.  Wolcott  and  Henry  O'Hara  on  May  1,  1894,  for 
car- couplings.  On  the  trial  of  the  case  in  the  Circuit  Court  the  com- 
plainant below  abandoned  its  charge  of  infringement,  except  as  to  the 
two  patents  last  described.  No  reference  therefore  need  be  made  to  the 
other  patents  referred  to  in  the  bill  of  complaint.  Both  of  the  aforesaid 
patents  on  which  the  claim  of  infringement  is  predicated  cover  an 
improvement  in  car-couplers,  and  counsel  for  the  complainant  below 
concedes  that  the  patented  device  covered  by  both  patents  consists,  as 
an  entirety,  of  four  parts  or  elements:  first,  the  drawheads  or  shanks; 
second,  the  coupling-head  or  knuckle  which  is  used  to  connect  them; 
third,  the  pivot-pin  on  which  the  knuckle  turns,  and, fourth,  the  locking- 
pin.  AH  the  claims  of  the  patents  are  of  the  class  known  as  ^^  combina- 
tion claims,''  in  which  the  several  parts  of  the  device  are  claimed  in 
combination  in  several  different  ways.  In  no  instance  is  any  one  part 
or  element  of  the  complete  coupler  claimed  by  itself  as  a  new  article  of 
manufacture  or  otherwise;  but  each  claim  is  founded  upon  a  combina- 
tion of  three  or  more  of  the  aforesaid  elements.  Usually  three  parts  or 
elements  of  the  device  are  brought  into  combination  by  the  language  of 
a  claim.  Counsel  for  the  complainant  below  further  admits  that  the 
proof  at  the  trial  did  not  show  that  the  defendant  had  either  manu 
factured  or  sold  or  offered  to  sell  the  complete  coupler.  He  clainos, 
however,  and  of  that  fact  there  is  no  doubt,  that  the  defendant  has 
manufactured  and  sold  that  part  of  the  device  which  in  the  specification 
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18  termed  the  "coupling-head."  This  part  of  the  device  may  be  aptly 
called  the  "knuckle,"  and  it  will  be  referred  to  hereinafter  by  that 
name.  It  is  accordingly  insisted  that  the  manufacture  and  sale  of  that 
part  of  the  device  without  the  consent  of  the  complainant  constitutes 
an  infringement  of  the  patents. 

The  proof  shows  without  substantial  contradiction  that  the  knuckles 
which  have  b^en  manufactured  and  sold  by  the  defendant  company 
were  manufactured  and  sold  by  it  under  the  following  circumstances: 
The  defendant  at  one  time  had  manufactured  the  entire  coupler  cov- 
ered by  the  patents  in  suit  under  and  by  virtue  of  a  contract  with  the 
complainant  company,  and  the  couplers  thus  manufactured  had  been 
sold  by  the  complainant  to  various  railway  companies  for  use  on  their 
cars.  After  the  aforesaid  contract  between  the  parties  had  been  ter- 
minated and  the  defendant  had  ceased  to  manufacture  the  entire 
coupler  it  made  and  at  various  times  sold  to  the  purchasing  agents  of 
the  aforesaid  railway  companies  certain  knuckles,  which  were  bought 
by  said  companies,  as  it  seems,  to  take  the  place  of  knuckles  that  had 
been  broken.  The  question  to  be  determined,  therefore,  upon  this 
record  is  whether  the  manufacture  and  sale  of  knuckles  for  the  pur- 
pose last  stated — that  is  to  say,  the  sale  thereof  for  the  sole  purpose 
of  repairing  broken  couplers— to  persoos  or  coporations  who  had  pre- 
viously purchased  such  patent  couplers  from  the  complainant  and 
were  entitled  to  use  them  on  their  cars  constitutes  in  law  an  infringe- 
ment of  the  patents.  The  decision  of  this  question  turns  on  the  further 
inquiry  whether  the  purchase  of  new  knuckles  by  said  railroad  compa- 
nies and  the  substitution  of  the  same  in  place  of  other  knuckles  that 
had  been  worn  out  or  broken  amounted  to  a  reconstruction  or  a  repair 
of  the  couplers  which  were  then  in  use.  If  the  respective  railway 
companies  who  had  bought  the  couplers  which  were  covered  by  the 
patents  in  suit  had  the  right  to  repair  them  to  the  Extent  of  replacing 
knuckles  that  had  been  broken,  then  it  is  obvious  that  they  had  the 
right  to  employ  the  defendant  company  to  make  the  knuckles  for  that 
purpose,  and  the  latter  company  incurred  no  liability  by  so  doing. 

The  rule  is  well  established  that  one  who  purchases  a  machine  or 
mechanical  contrivance  consisting  of  several  distinct  parts  which  as  a 
whole  is  covered  by  a  patent  has  the  right,  by  virtue  of  his  purchase 
from  the  patentee,  to  repair  a  part  of  the  machine  or  device  which  hap- 
pens to  be  broken  through  accident  or  which  becomes  so  far  worn  as  to 
render  the  machine  inoperative,  provided  the  machine  as  a  whole  still 
retains  its  identity  and  what  is  done  in  the  way  of  rendering  it  opera- 
tive does  not  amount  to  reconstruction,  and  provided,  further,  that  the 
part  so  replaced  is  not  separately  covered  by  a  patent.  The  sale  of  a 
patented  article  by  the  patentee  frees  it  from  the  grasp  of  the  monopoly, 
and  the  purchaser  may  thereafter  exercise  the  same  dominion  over  it 
which  he  exercises  over  his  other  property.  The  right  to  thus  repair  a 
patented  device  is  incidental  to  ownership.    The  £act  that  it  is  patented 
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does  not  lessen  the  owner's  right  to  put  it  in  order  when  it  gets  out  of 
repair,  unless,  considered  as  a  whole,  it  is  worn  oat  and  useless.  Wheo 
a  patented  machine  is  accidentally  destroyed  or  when  it  is  practicall)r 
worn  ont,  the  owner  thereof,  under  the  guise  of  repairing  it,  cannot 
make  a  new  machine.  In  such  cases  he  must  cast  it  aside  and  buy  a 
new  one  from  the  patentee.  ( Wilson  v.  Simpson  et  al.j  9  How.,  109, 123; 
Chaffee  v.  Boston  Belting  Co.^  22  How.,  217,  223;  American  Cotton  Tit 
Company  v.  Simmons^  O.  D.,  1882,  507;  22  O.  G.,  1976;  106  U.  S.,  89; 
Farrington  v.  Board  of  Water  Commissioners  of  the  City  of  Detroit^  4 
Fish.  Pat.  Cas.,  216;  Gottfried  v.  Conrad- Seipp  Brewing  Co.,  8  Fed.  Eep.^ 
322;  Aiken  \\  Manchester  Printing  Tfor/r«,  2  Cliff.,  435;  1  Fed.  Cas.,  245; 
Singer  Manufacturing  Co.  v.  Springfield  Foundry  Co.,  34  Fed.  Rep.,  393; 
Wallace  &  Sons  v.  Holmes^  Booth  &  HaydenSy  1  O.  G.,  117 ;  5  Fish.  Pat 
Cas.,  37, 16.) 

While  the  foregoing  propositions  are  well  settled,  a  difficulty  is  some- 
times encountered  in  applying  them.  It  is  not  always  easy  to  deter- 
mine whether  the  replacing  of  a  part  or  element  of  a  patented  machine 
should  be  regarded  as  a  recoustruction  of  the  machine  or  simply  as  a 
repair  which  does  not  destroy  its  identity.  This  remark  is  applicable 
in  a  measure  to  the  case  in  hand.  It  may  be  conceded  that  the  qaes- 
tion  to  be  decided  is  not  altogether  free  from  doubt.  While  no  one 
would  deny  that  a  purchaser  of  one  of  the  patent  couplers  now  in 
question  would  have  the  right  to  replace  the  pivot-pin  or  the  locking- 
pin,  if  one  of  these  should  happen  to  be  broken,  yet  it  may  be  admitted 
that  it  is  not  so  obvious  that  he  would  have  the  right  to  replace  a 
broken  knuckle.  The  Circuit  Court  concluded  that  the  manufactore 
and  substitution  of  new  knuckles  for  those  which  had  been  broken 
should  be  regarded  as  a  reconstruction  of  the  car-coupler  rather  than 
a  repair.  It  was  led  to  entertain  this  view,  as  it  seems,  because  it 
regarded  the  knuckle  as  the  chief  element  of  the  patented  combina- 
tion; also  because  the  knuckle  is  unique  in  form  and  structure  and 
only  susceptible  of  use  in  connection  with  the  other  elements  of  the 
complainant's  device.  {St  Louis  Car  Coupler  Co,  v.  Shicklcj  Harrison 
dt  Howard  Iron  Co.,  70  Fed.  Bep.,  783.)  It  is  undoubtedly  true  that 
the  patentee  did  display  considerable  ingenuity  in  devising  the  peculiar- 
shaped  knuckle.  It  is  also  true  that  the  knuckle  is  an  important  ele- 
ment of  the  coupling  device  in  question  and  tliat  it  is  utterly  useless 
except  in  combination  with  the  draw-heads  forming  the  coupler.  Bat 
we  are  not  able  to  say  that  for  these  reasons  the  substitution  of  new 
knuckles  for  others  that  had  been  broken  should  be  regarded  as  a 
reconstruction  of  the  coupler.  Other  considerations^  we  think,  are 
entitled  to  greater  weight.  The  knuckle,  or  «^  coupling-head,'-  as  it  is 
termed  in  the  patent,  is  an  irregular  hook-shaped  piece  of  cast  iron  or 
steel  which  is  interposed  between  the  draw -heads  or  shanks  of  the 
car-coupler  and  is  perforated  with  holes  in  which  to  insert  the  locking 
pin  and  pivot-pin.    Owing  to  its  position  between  the  draw-heads  it 
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frequently  receives  a  severe  blow  or  shock  when  in  the  act  of  coupling 
two  cars  come  together,  besides  being  subjected  to  a  great  strain  when 
a  train  is  started  or  is  in  motion.  The  proof  shows  that  it  is  much 
more  liable  to  be  broken  than  other  parts  of  the  coupling  device,  and 
from  the  peculiar  shape  of  the  knuckle  and  its  location  between  the 
draw-heads  it  seems  obvious  that  the  knuckle  will  be  broken  frequently, 
while  the  draw-heads  remain  intact,  and  that  the  knuckle  is  there- 
fore less  durable  than  other  parts  of  the  coupler.  The  president  of  the 
complainant  company  admitted  tliat  the  knuckle  of  the  coupling  device 
is  generally  the  first  to  break,  and  we  can  readily  credit  his  further 
statement  that  knuckles  have  been  known  to  break  the  first  time  they 
were  used  in  pulling  an  empty  car  out  of  the  yard.  Moreover,  the 
draw-heads  of  the  coupling  device,  besides  being  more  durable  than 
the  knuckle,  are  also  an  essential  part  ot  the  patented  combination. 
It  is  not  wholly  accurate  to  say  that  the  knuckle  is  the  chief  element 
of  the  combination.  The  draw-heads  have  an  equally  important  func- 
tion to  perform.  They  are  not  like  the  draw-heads  in  use  in  the  ordi- 
nary coupling  device,  but  are  of  a  peculiar  design,  being  so  cast  as  to 
fit  or  complement  the  knuckle  and  render  it  operative.  The  draw- 
heads  are  also  much  the  larger  part  of  the  coupling  device  and  doubt- 
less cost  more  than  the  knuckle.  Neither  can  we  say  that  the  knuckle 
is  the  only  part  of  the  coupler  which  affords  evidence  of  invention,  for 
that  is  found  in  the  conception  of  the  coupler  as  a  whole  and  in  the 
shape  and  arrangement  of  all  its  parts,  including  the  draw-heads. 

In  view  of  the  foregoing  considerations  we  think  that  a  purchaser 
of  the  patent  coupling  device  should  be  accorded  the  right  to  replace 
a  broken  knuckle  without  the  payment  of  an  additional  royalty,  pro- 
vided the  draw-heads  remain  intact  and  serviceable.  It  can  hardly  be 
supposed  that  a  railroad  company  would  equip  its  cars  with  a  patent 
coupling  apparatus  like  the  one  in  controversy,  one  part  whereof  is 
liable  to  be  broken  long  before  the  draw-heads  are  worn  out,  unless 
the  purchase  of  the  coupling  apparatus  was  made  on  the  implied 
understanding  that  the  purchaser  should  have  the  right  to  replace 
that  part  of  the  apparatus,  if  it  was  accidentally  broken,  without 
being  compelled  to  pay  further  tribute  to  the  owner  of  the  patent. 
In  all  of  its  essential  features  the  case  disclosed  by  the  record  bears  a 
strong  resemblance  to  several  cases  heretofore  cited,  in  which  the 
right  of  a  purchaser  of  a  patented  device  to  replace  a  part  thereof 
which  had  been  worn  out  was  upheld.  Thus  io  the  leading  case  of 
Wilson  V.  Simpson  et  al,  (9  How.,  109)  the  patent  covered  a  planiiig- 
machine  the  cutters  and  knives  of  which  were  not  as  durable  as  other 
parts  of  the  patented  combination,  but  had  to  be  renewed  at  intervals 
to  render  the  planing-machine  serviceable.  It  was  held  that  a  pur- 
chaser of  the  machine,  by  virtue  of  his  purchase  from  the  patentee, 
acquired  the  right  to  renew  the  cutters  and  knives  when  they  were 
worn  out,  and  that  such  renewal  should  be  regarded  as  a  repair  of  the 
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machine  which  did  not  destroy  its  identity.  In  the  case  of  Farrington 
V.  Board  of  Water  Coinmwsioners  of  the  City  of  Detroit  (4  Fish.  Pat 
Cas.,  216}  the  patent  covered  a  tubular  or  hollow  auger  for  boring 
pump-logs.  Atta<;hed  to  the  outer  end  of  the  hollow  tube  and  forming 
a  part  of  the  patented  combination  were  certain  bits  or  lips  turned 
inward  toward  the  center  of  the  tube,  by  means  of  which  the  boring 
was  effected.  These  lips  were  not  as  durable  as  other  parts  of  the 
patented  combination,  but  would  wear  out  after  the  auger  had  been  in 
use  for  about  forty  days.  It  was  held  that  the  owner  of  the  device 
might  replace  the  bits  or  lips  when  they  were  so  far  worn  as  to  be  no 
longer  fit  for  use.  In  the  case  of  Gottfried  v.  Conrad-Seipp  Brewing 
Co.  (8  Fed.  Kep.,  322)  the  patent  involved  covered  a  device  for  pitching 
barrels,  consisting,  as  it  seems,  of  a  furnace,  grate,  ash-pit,  and  blower- 
pipes,  by  means  of  which  a  blast  of  hot  aii^  was  driven  into  a  barrel 
for  the  purx)08e  of  pitching  it.  It  was  ruled  that  a  purchaser  of  the 
device  had  the  right  to  renew  the  blower-pipes  and  grates  of  the  furnace 
when  they  were  burned  out  without  being  subject  to  the  charge  of 
infringement,  inasmuch  as  it  appeared  that  these  parts  of  the  patented 
combiDation  were  less  durable  than  the  other  parts.  In  our  judgment 
the  principle  which  underlies  these  decisions  is  strictly  applicable  to 
the  case  at  bar.  The  knuckle  of  the  complainant's  car-coupler  is  shown 
to  be  less  durable  than  the  draw-heads,  but  no  more  essential  to  the 
successful  operation  of  the  coupling  apparatus.  The  knuckle  is  not 
claimed  separately  and  is  not  in  itself  a  patented  article.  It  follows, 
we  think,  that  within  the  rule  which  is  deducible  from  the  cases  last 
cited  a  person  who  purchases  one  of  the  patent  car-couplers  thereby 
acquires  the  right  to  replace  a  knuckle  which  happens  to  be  broken, 
provided  the  draw-heads  still  remain  serviceable.  To  that  end  we 
think  that  a  purchaser  may  either  manufacture  a  knuckle  or  procore 
some  one  else  to  manufacture  it  for  his  use. 

It  must  be  borne  in  mind,  however,  that  the  right  to  manufacture 
and  sell  the  knuckle  in  question  should  be  confined  strictly  within  the 
limits  last  stated.  We  would  not  be  understood  as  deciding  that  the 
defendant  company  has  the  right  to  manufacture  the  knuckles  which 
form  a  part  of  the  complainant's  device  and  to  sell  them  indiscrimi- 
nately to  all  persons  who  see  fit  to  buy  them,  for  clearly  such  is  not  the 
law.  We  have  no  doubt  that  the  defendant  would  be  liable  as  an 
infringer  if  it  so  happened  that  the  knuckles  by  it  made  and  sold 
should  be  used  by  the  purchasers  in  the  construction  of  complete  coup- 
lers such  as  are  described  in  the  complainant's  patent.  ( WaXlaoe  & 
Sons  V.  HolmeSy  Booth  c&  Haydens,  1  O.  G.,  117 ;  6  Fish.  Pat.  Cas.,  37, 
45. )  Therefore  if  the  defendant  continues  to  manufacture  the  couphng- 
heads  or  knuckles  and  keeps  them  in  stock  it  must  see  to  it  that  they 
are  sold  for  the  purpose  of  repairing  the  patent  coupling  device  to  per- 
sons or  corporations  who  have  acquired  the  right  to  make  and  use  theoi 
for  that  purpose. 
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The  testimony  contained  in  the  present  record  does  not  show  that 
any  sales  have  been  made  by  the  defendant  company  except  to  certain 
railroad  companies  who  had  theretofore  bought  patent  car-couplers  from 
the  complainant  or  its  predecessors  in  interest  and  were  entitled  to 
use  them.  Neither  does  it  show  that  the  knuckles  so  bought  by  said 
railroad  companies  were  used  for  other  purposes  than  to  repair  such 
couplers  as  were  then  in  use.  Under  these  circumstances  it  must  be 
held  that  the  complainant  below  failed  to  show  an  infringement  of  its 
patents. 

The  decree  of  the  circuit  court  is  accordingly  reversed  and  the  case 
is  remanded  to  that  conrt^  with  directions  to  dismiss  the  bill  of  com- 
plaint at  the  complainant's  cost. 
H.  Doc.  354 43 
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HABBISON  V.  MOBTOir, 

Decided  June  17, 1896. 
76  O.  G.,  1276. 

1.  AssiONMBNTS— Equitable  Titlb. 

An  assignment  of  an  unpatented  invention  which  does  not  contain  a  request 
that  the  patent  issue  to  the  assignee  does  not  convey  a  legal  title  to  the  patent 
when  granted,  hut  gives  only  an  equitahle  interest. 

2.  Same— Samk— Notice. 

He  who  takes  such  an  equitahle  title  takes  suhject  to  all  existing  equities, 
whether  he  has  notice  or  not. 

Appeal  from  the  Baltimore  Oity  Ooort. 

Before  MoShbbby,  Bryan,  Page,  Kussum,  Boyd,  and  Fo  wlee, 
Judges. 

Mr.  W.  Pinkney  Whyte,  Messrs.  John  P.  Poe  <6  Sons,  Mr.  William  A. 
Fisher^  and  Mr.  W.  R.  Harrison^  Jr.,  for  the  appellant. 

Mr.  Bernard  Carter,  Mr.  H.  Stockbridge,  Jr.y  and  Messrs.  Oans  <6 
Hamau  for  the  appellee. 

Fowler,  J.: 

On  the  8th  of  December,  1894,  Walter  H.  Harrison,  the  appellant, 
claims  to  have  entered  into  an  agreement,  under  seal,  with  the  appellee, 
Franklin  J.  Morton.  By  the  terms  of  this  agreement  Harrison  was  to 
assign  to  Morton  a  certain  invention  for  a  machine  to  make  barrels  and 
kegs,  for  which  application  bad  been  made  to  the  Patent  Office  by 
Henry  Campbell,  the  inventor.  Harrison  alleged  himself  to  be  the 
owner  of  this  invention  by  virtue  of  an  assignment  from  the  inventor, 
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By  the  terms  of  this  alleged  agreement  Morton  was  to  pay  Harrison 
the  sum  of  $100,000  in  consideration  of  the  sale  and  conveyance  to  him 
of  all  Harrison's  rights  under  said  assignment  from  the  inventor  within 
ten  days  after  the  issuing  by  the  United  States  of  Letters  Patent  for 
the  invention,  and  also  as  part  of  the  consideration  for  said  sale  and 
conveyance  Morton  was  to  transfer  to  Harrison  a  certain  number  of 
full-paid  and  non-assessable  shares  of  a  corporation  to  be  formed  by 
the  former,  who  was  also  to  pay  Harrison  a  sum  equal  to  forty  per 
cent,  of  the  gross  royalties  upon  sales  of  the  patented  machines  under 
patents  issued  by  the  Government.  On  the  8th  of  February,  1895, 
Harrison  sued  Morton  in  covenant  on  the  agreement  of  the  8th  of 
December,  1894,  alleging  in  the  narr  ownership  of  the  patent  under 
assignment  from  the  inventor,  the  sale  and  conveyance  thereof  to  Mor- 
ton, and  the  consideration  therefor,  as  above  mentioned,  the  assip 
meut  to  Morton  and  the  issue  and  delivery  to  him  of  Letters  Patent 
and  acceptance  thereof  by  him,  and  his  failure  to  comply  with  said 
agreement. 

Harrison  claimed  as  damages  $300,000.  To  this  narr  Morton 
pleaded,  first,  7wn  est  factum;  second,  fraud,  and,  third,  undue  influence 
in  procuring  his  signature  to  the  agreement  sued  on.  He  also  pleaded 
three  additional  pleas  on  equitable  grounds — first,  that  there  was  no 
consideration  for  the  alleged  contract;  second,  that  at  the  date  of  the 
alleged  contract  Harrison  was  not  the  owner  of  and  had  no  valid  title 
to  said  invention  and  machine;  third,  at  the  time  of  the  said  alleged 
assignment  to  Morton  of  the  patent  Harrison,  the  plaintiff,  was  not  the 
owner  and  had  no  valid  title  to  the  same.  The  defendant  also  filed  a 
plea  of  set-off  and  a  bill  of  particulars  thereof  amounting  to  over 
$31,000.  The  case  was  tried  before  the  court  without  a  jury  and  resulted 
in  a  verdict  for  defendant  for  $35,091.65. 

A  number  of  questions  which  we  do  not  feel  called  on  to  consider 
here  were  discussed  at  the  hearing  by  counsel  for  both  parties.  The 
character  and  standing  of  the  parties  in  the  city  of  Baltimore  and  the 
career  of  one  of  them,  as  illustrated  by  former  litigation  in  the  courts  of 
this  State,  are  not  necessarily  or,  indeed,  at  all  involved  in  this  con- 
troversy. We  are  concerned  with  the  exceptions  which  we  find  in  the 
record,  and  shall  proceed  to  discuss  them  with  as  much  brevity  as  their 
proper  consideration  will  permit. 

The  third  and  fifth  exceptions  have  been  abandoned. 

The  plaintifi*  had  offered  evidence  tending  to  prove  that  the  contract 
sued  on  was  valid,  binding,  and  operative,  and  that  in  pursuance 
thereof  the  defendant  had  paid  certain  sums  of  money  and  had  done 
certain  acts.  When  the  defendant  was  examined  as  a  witness,  he  was 
asked  whether  before  the  contract  was  executed  he  had  any  conversation 
with  the  plaintiff,  and,  if  so,  what  he  had  agreed  upon  and  on  what 
terms  in  connection  with  that  patent  device.  The  objection  of  the 
plaintiff'  to  the  asking  of  this  question  was  overruled,  and  this  consti* 
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tales  the  first  exception.  The  objection  appears  to  be  twofold :  first, 
that  no  parole  evidence  of  prior  agreements  are  admissible  to  vary 
or  alter  the  written  contract  sued  on,  and,  second,  that  the  proposed 
question,  so  far  as  it  was  asked  for  the  purpose  of  eliciting  testimony 
upon  the  issue  of  fraud  and  undue  influence  in  procuring  the  signature 
of  the  defendant  to  said  contract,  was  irrelevant,  because  there  was  no 
such  issue  in  the  case,  the  court  below  having  found,  and  so  declared  by 
plaintiff's  second  prayer,  which  was  conceded  by  the  defendant,  that 
there  was  no  legally-suflicient  evidence  in  the  cause  to  show  such  fraud. 

In  regard  to  the  first  ground  of  the  objection  all  difficulty  would  seem 
to  disappear  when  we  remember  that  the  issue  is  not  as  to  the  construc- 
tion of  a  contract  or  what  the  contract  is,  but  whether  there  is  any 
contract  in  existence.  The  defendant  pleaded  non  est  factum^  and  evi- 
dence which  tended  to  show  that  the  money  paid  and  acts  done  by  the 
defendant  were  paid  and  performed  not  in  pursuance  of  the  alleged 
contract,  but  in  execution  of  another  contract,  and  at  the  same  time  to 
show  that  although  the  alleged  contract  was  signed  by  both  parties  it 
had  never  become  operative  because  never  delivered  would  clearly  be 
admissible. 

The  rule  which  excludes  parole  testimony,  when  offered  to  vary  or 
contradict  a  written  instrument,  can  of  course  have  no  application 
here,  for  the  testimony  objected  to  was  offered  not  to  vary  or  contradict 
the  contract,  but  to  prove  it  had  no  existence.  {Guardhouse  v.  Black' 
burny  L.  R.,  1  P.  &  D.,  115.)  In  the  case  of  Pym  v.  Cambelly  Erie,  J., 
said: 

The  distinction  in  point  of  law  is  that  •Tidence  to  vary  the  terms  of  an  agreement 
in  writing  is  not  admisbible,  but  evidence  to  show  that  there  is  no  such  an  agree- 
ment at  aU  is  admissible. 

To  the  same  effect  is  Ware  v.  Allen^  (128  U.  S.,  596.) 

And  in  regard  to  the  second  ground  of  objection  it  may  be  said  that 
it  does  not  appear  that  the  testimony  objected  to  was  offered  to  show 
fraud,  but  to  establish  the  defendant's  contention  that  the  contract, 
although  signed  by  both  parties,  was  not  to  be  valid  and  binding  until 
the  defendant  should  so  determine,  and  that  in  the  meantime  he  was 
to  hold  it  "in  trust;"  and,  in  point  of  fact,  he  appears  to  have  held 
l>os8ession  of  the  paper  uutil  it  was  produced  in  the  court  below  upon 
the  demand  of  the  plaintiff. 

What  we  have  said  in  regard  to  the  first  exception  applies  also  to 
the  fourth. 

The  second  exception  was  taken  to  the  refusal  to  rule  out  a  question 
put  to  the  defendant  in  regard  to  an  arrangement  by  which  he  agreed 
to  and  did  advance  $2,500  to  enable  the  plaintift'  to  exploit  a  North 
Carolina  gold-mine  and  the  representations  then  made  by  the  plaintiff 
to  the  defendant  in  regard  to  money  the  plaintiff  owed  the  defendant. 
The  testimony  in  regard  to  the  gold-mine  was  offered  for  the  purpose 
of  explaining  the  circumstances  under  which  the  defendant,  according 
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to  his  testimonyy  determined,  with  the  assent  of  the  plaintiff,  that  the 
contract,  the  cause  of  action  here,  should  never  be  considered  opera- 
tive. It  was  by  a  speculation  in  this  gold-mine,  with  the  money  bor- 
rowed from  the  defendant,  that  the  plaintiff  promised  to  pay  the 
defendant  some  twenty-five  thousand  dollars  then  due,  and  when,  instead 
of  paying  this  or  any  sum,  the  plaintiff  drew  a  draft  on  the  defendant 
for  $1,175  the  defendant  thereupon  determined  to  exercise  his  option 
of  declaring  the  contract  inoperative.  The  object  of  the  plaintiff  was 
to  show  the  contract  was  valid,  and  he  had  offered  much  evidence  in 
support  of  his  contention,  and  therefore  the  defendant  had  a  right,  as 
we  have  already  said,  not  only  to  show  the  contrary,  if  he  could  do  so^ 
but  also  the  circumstances  under  which  his  alleged  right  to  declare 
the  contract  void  was  exercised.  As  we  have  said,  the  testimony 
admitted  certainly  tended  to  that  end. 

The  sixth  exception  involves  the  admissibility  in  evidence  of  the 
minutes  of  the  Campbell  Barrel  Company  to  show  that  the  inventor 
long  previous  to  the  contract  of  December  8, 1894,  and  before  the  date 
of  his  assignment  to  the  plaintiff,  Harrison,  had  agreed  to  sell  and 
transfer  and  that  the  said  company  had  agreed  to  purchase  the  inven- 
tion and  patent-rights  which  are  aUeged  to  have  been  sold  and  assigned 
by  tbe  plaintiff  to  defendant,  and  that  therefore,  the  plaintiff  having 
assigned  all  his  right  and  title  to  said  invention  to  said  Barrel  Com- 
pany, he  had  nothing  to  assign  to  the  defendant.  It  was  shown  that 
the  original  paper  by  which  this  alleged  assignment  was  made  by  the 
defendant  to  the  Barrel  Company,  a  copy  of  which  is  contained  in  the 
minutes  of  the  latter,  was  searched  for  among  the  papers  of  said  com- 
pany and  iu  other  places  where  it  was  believed  it  might  be  found;  bat 
it  was  not  discovered.  We  think,  under  the  circumstances,  a  proper 
foundation  was  laid  for  the  introduction  of  tbe  copy  as  secondary  evi- 
dence; but,  independent  of  this  view,  it  would  seem  that  the  minutes 
are  admissible  to  show,  and  they  were  offered  for  that  purpose,  that 
the  plaintiff,  having  sold  his  patent  to  the  Barrel  Company,  could  not 
again  sell  it  to  the  defendant.  The  minutes  are  the  best  evidence  to 
show  that  the  stockholders  agreed  to  and  ratified  the  proposition  of 
the  inventor  to  subscribe  for  $90,000  of  tbe  company's  stock  and  pay 
for  his  subscription  by  an  assignment  of  his  said  patent.  (Beach  on 
Priv.  Corp.,  sec.  296.) 

The  effect  of  this  evidence  will  be  considered  under  the  seventh  and 
last  exception,  which  relates  to  the  rulings  upon  the  prayers,  and  which 
we  will  now  consider. 

We  think  there  cj^n  be  no  doubt  that  the  defendants  two  prayers 
were  properly  granted.  By  the  first  the  court  declared  as  matter  of 
law  that  upon  the  pleadings  the  burden  was  upon  the  plaintiff  to  prove 
the  delivery  of  the  sealed  instrument  sued  on,  and  that  if  the  court  sit- 
ting as  a  jury  should  find  that  said  paper  never  was  delivered  the  ver- 
dict must  be  for  the  defendant.    The  second  prayer  recites  the  evidence 
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more  at  length,  but  asserts  the  same  proposition  of  law,  which  appears 
to  be  well  settled  in  this  State.  (Udelen  v.  Saunders,  8  Md.,  129.)  We 
discover  no  inconsistency  between  the  two  prayers.  The  plaintiff  spe- 
cially excepted  to  the  second  on  the  groand  that  there  was  no  evidence 
in  the  canse  legally  sufficient  to  prove  the  facts  therein  set  forth.  It  is 
clear,  however,  that  the  testimony  of  the  witnesses,  Morton  and  Ooale, 
support  the  facts  set  forth  in  this  prayer,  and  we  have  already  held  it 
to  be  competent  and  admissible  under  the  issue  made  by  the  plea  of 
nan  est  factum. 

We  will  now  consider  the  prayers  of  the  plaintiff.  He  offered  five, 
the  second  having  been  conceded  and  the  fifth  granted. 

The  controlling  proposition  in  this  part  of  the  case  is  that  contended 
for  by  the  plaintiff  in  his  first,  third,  and  fourth  prayers — namely,  that 
there  is  no  legally-sufficient  evidence  in  the  case  to  show  that  he  had 
any  knowledge  or  notice  of  the  agreement  between  the  inventor,  Camp- 
bell, and  the  Campbell  Barrel  Company.  The  correctness  of  this  con- 
tention of  the  plaintiff  depends,  first,  upon  the  legal  effect  of  the 
assignments  from  Campbell  to  the  plaintiff,  and,  secondly,  upon  the 
effect  of  the  contract  of  Campbell  with  the  Campbell  Barrel  Company — 
that  is  to  say,  whether  said  Campbell  thereby  assigned  to  said  com- 
pany an  equitable  title  to  his  invention  prior  in  date  to  the  title  he 
claims  to  have  assigned  to  the  defendant,  which  latter  title  the  plain- 
tiff claims  to  be  an  absolute  legal  title.  And  the  defendant's  conten- 
tion, on  the  contrary,  is  that  it  is  a  mere  equitable  title  subsequent  in 
date  and  therefore  inferior  to  the  title  of  the  Barrel  Company.  The 
plaintiff  claims  title  through  two  assignments  from  Campbell,  each 
being  for  one-half  interest  in  a  certain  application  filed  in  the  Patent 
Office  of  the  United  States  at  Washington,  D.  C,  which  application  is 
for  Letters  Patent  covering  the  invention  of  a  machine  for  forming  and 
making  barrels  and  kegs. 

It  will  be  found  upon  an  examination  of  these  instruments  that  they 
do  not  contain  a  request  to  the  Commissioner  of  Patents  to  issue  pat- 
ents to  the  plaintiff.  Notwithstanding  tbey  were  recorded  in  the  Patent 
Office,  Letters  Patent  were'issued  in  the  name  of  Henry  Campbell,  the 
inventor,  and  the  defendant  contends  that  the  legal  effect  of  such  an 
assignment,  in  which  the  inventor  fails  to  embddy  a  request  to  the 
Commissioner  of  Patents  to  issue  letters  to  the  assignee,  is  to  convey 
to  such  assignee  only  an  equitable  title.  It  is  conceded  that  by  one  of 
the  rules  of  the  Patent  Office  the  Commissioner  will  not  and  cannot 
issue  the  Letters  Patent  to  an  assignee  unless  specially  requested  so  to 
do  by  the  terms  of  the  assignment.  One  of  the  witnesses  refers  to  this 
rule  in  his  testimony.  The  patent  having  been  issued  to  Campbell 
instead  of  the  defendant,  the  witness  thus  explains: 

I  ascertained  that  the  probahle  reason  why  it  (the  patent)  had  not  been  issued  to 
Mr.  Morton  was  this — the  original  assignment  from  Mr.  Campbell  to  Mr.  Harrison 
did  not  contain  the  reqnest  wbich  the  mles  of  the  Patent  Office  required  in  order 
that  the  patent  should  be  issued  in  the  name  of  the  assignee.  (Rule  26,  Rules  of 
Practice  in  the  U.  8.  Patent  Office,  p.  9,  revised  April  1, 1892.) 
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Eemembering  that  the  asBignments  from  Campbell  to  the  plaintiff, 
which  we  are  now  considering,  were  made  before  the  issue  of  Letters 
Patent,  let  us  ascertain  what  such  a  conveyance  carries.  The  assign- 
ment of  a  right  to  obtain  Letters  Patent  is — 

in  effect;  a  contract  to  assign  the  patent  when  issaed,  and  as  aach  is  enforceable  in 

equity. 

But- 
such  an  iustniment  creates  no  leg&l  title  to  the  patent  in  the  assignee.    (1  Bob.  on 
PatB.y  sees.  411-414.) 

The  same  author  (section  764)  thus  si)eaks  of  an  assignment  like  the 
one  we  are  now  considering,  which  was  made  before  the  issue  of  letters: 

An  assignment  of  a  completed  invention  may  be  made  eitlier  before  or  after  tlu 
issue  of  the  patent.  An  inventor  has,  by  virtne  of  his  inventive  act,  not  merely  the 
ownership  of  his  invention,  but  an  inchoate  right  to  the  monopoly,  which  is  tc 
become  vested  upon  his  application  for  and  receipt  of  Letters  Patent.  This  owner- 
ship of  the  invention  and  inchoate  right  to  ]}erfect  his  title  to  the  monopoly  by 
obtaining  Letters  Patent  is  made  assignable  by  law  equally  with  the  patented  inven- 
tion ;  and  an  assignment  covering  tliese  rights  and  properly  recorded  secures  to  the 
assignee  both  the  invention  and  monopoly  immediately  on  the  issue  of  the  patent 

To  authorize  the  issue  of  a  patent  directly  to  the  assignee,  however,  the  instra- 
meiit  of  assignment  must  contain  a  written  request  to  the  Commissioner  of  Patents 
that  the  Letters  Patent  may  be  granted  to  the  assignee.  •  *  •  Such  a  convey- 
ance transfers  to  the  assignee  the  legal  title  as  well  as  the  equitable  to  the  patented 
invention.  *  *  *  An  instrument  purporting  to  be  an  assignment,  but  not  con- 
taining the  request,  •  *  *  does  not  convey  the  legal  title  to  the  patented 
invention. 

One  of  the  earliest  cases  in  which  this  rule  thus  explained  by  the 
learned  author  was  adopted  is  that  of  Gaylor  v.  Wilder^  (10  How.,  480,) 
in  which  Chief-Justice  Taney,  delivering  the  opinion  of  the  Supreme 
Court,  said: 

The  discoverer  of  a  new  and  useful  improvement  is  vested  by  law  with  an  inchoate 
right  to  its  exclusive  use,  which  he  may  perfect  and  make  absolute  by  proceeding  in 
the  manner  which  the  law  requires. 

Again  he  says: 

It  appears  by  the  language  of  the  assignment  that  it  was  intended  to  operate  upon 
the  perfect  legal  title  wUich  he  then  had  the  lawful  right  to  obtain,  as  well  as  upon 
the  imperfect  and  inchoate  interest  which  he  actually  possessed.  The  assignment 
requests  that  the  patent  may  issue  to  the  assignee. 

As  we  have  seen,  it  is  required  when  letters  are  to  be  issued  to  an 
assignee  that  the  assignment  must  contain  that  request,  (Rule  26,  p.  9;) 
but  it  was  suggested  that  such  a  rule  is  a  mere  regulation  for  the  con- 
venience of  the  Patent  OfQce  and  was  not  binding;  but  the  rules  estab- 
lished by  the  Commissioner  of  Patents — 

are,  until  abrogated,  as  binding  as  the  law  itself,  not  only  upon  him  and  his  inferior 
oflBcers,  but  upon  persons  doing  business  with  his  Department,  provided  such  mlee 
are  not  in  contravention  of  any  statute.  (R.  S.,  1874,  sec.  483;  1  Bob.  on  Pats.,  p.  84 
and  note.) 
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It  follows  from  what  Chief  Justice  Taney  says  in  Oaylor  v.  Wilder^ 
snpra^  that  prior  to  the  issue  of  Letters  Patent  to  the  inventor  he  has 
an  imperfect  inchoate  right  to  its  exclusive  use,  which  he  m&.y  perfect 
and  make  absolute  by  taking  the  steps  required  by  law,  and  especially 
by  having  Letters  Patent  issued  to  him;  or  he  may  by  an  assignment 
of  this  inchoate  right,  coupled  with  a  request  to  issue  letters  to  his 
assignee  in  compliance  with  Eule  26  of  the  Patent  OfQce,  transfer  to 
such  assignee  a  legal  title  to  such  invention.  The  legal  title  x>a:$ses  to 
the  assignee  under  such  an  assignment,  because  he  has  under  it,  as  the 
inventor  had  by  law,  the  right  to  secure  letters  in  his  own  name.  But 
the  only  way  in  which  such  letters,  which  are  the  evidence  of  a  perfect 
legal  title,  can  be  secured  by  the  assignee  is  by  the  request  of  the 
inventor  first,  and  of  his  assignees,  as  the  case  may  be,  expressed  in 
the  assignment.  It  appears  by  the  evidence  that  the  letters  for  the 
invention  and  patent  which  the  plaintiff  claims  to  have  sold  and 
assigned  to  the  defendant  for  $100,000  never  have  been  in  the  name  of 
either.  Letters  Patent  were  issued  to  Henry  Campbell,  the  inventor, 
although  every  effort  was  made  by  the  plaintiff  to  have  them  issued  to 
the  defendant. 

In  the  case  of  Wright  y.  Randel,  (C.  D.,  1882, 94;  21  O.  G.,  493;  8  Fed. 
Eep.,  591,)  Blatchford,  J.,  cites  Oaylor  v.  Wilder,  supra,  to  show  that 
an  assignment  with  request  to  issue  letters  to  assignee  passes  the  legal 
title;  but  in  referring  to  another  assignment  before  the  Court  he  says 
in  the  same  ease: 

The  instrument  provided  that  Raudel  (the  inventor)  should  apply  for  new  patents 
for  the  past  improvements,  but  it  did  not,  while  assigning  the  improvements^  pro- 
vide that  the  new  patents  should  be  issued  to  Ren  del  and  the  assignee  jointly.  Out 
of  this  all  the  trouble  has  arisen. 

Further  on  in  the  opinion  the  following  language  shows  what  the 
trouble  was : 

The  omission  of  a  request  by  Randel  to  the  Commissioner  to  issue  the  patent  to  the 
assignee  jointly  with  himself  *  *  «  enabled  Randel  to  make  a  second  transfer 
of  the  invention,  and  to  secure  the  issuing  of  the  patent  as  it  was  issued — 

that  is,  to  himself  and  two  others.  The  general  rule  seems  to  be  that 
an  assignment  without  the  request  conveys  only  an  equitable  title. 
(See,  also,  Davis  Wheel  Co.  v.  Davis  Wagon  Co.,  22  Blatch.,  221;  Hendrie 
V.  Sales,  98  U.  S.,  551 ;  U.  S.  Stamping  Co.  v.  Jewett,  C.  D.,  1880,  704;  18 
O.  G.,  1529;  7  Fed.  Eep.,  877;  Littlefield  v.  Perry,  7  O.  G.,  964;  21  Wall., 
205;  Newellw.  West,  12  Blatchf.,  114;  Nail  Co.y.  Coming,  14  How.,  193.) 
It  would  seem,  therefore,  that  the  rule  so  broadly  laid  down  by  the 
learned  author,  (Kobinson  on  Patents,)  if  not  adopted  in  clear  and  dis- 
tinct terms,  has  been  often  recognized  and  never  repudiated  by  the 
courts  having  general  jurisdiction  of  questions  arising  under  the  patent 
laws  of  the  United  States.  Applying  the  rule  we  have  been  consider- 
ing to  the  assignments  from  Campbell  to  the  plaintiff,  it  will  follow 
that  the  plaintiff  took  from  Campbell  and  could  sell  and  assign  to  the 
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ilt^t^udaut  only  an  equitable  title,  because  those  assignments  were  not 
iirawu  as  required  by  law  to  carry  the  legal  title.  What  then  is  the 
tvt!ialtf  In  the  case  of  Chew  v.  Barnett,  (11  S.  &  R.,)  Chief-Justice 
Uib^^)n  said  an  equitable  title — 

is  in  truth,  nothing  more  than  a  title  to  go  into  chancery,  to  have  the  legal  estate 
conveyed,  and  therefore  every  purchaser  of  a  mere  equity  takes  subject  to  every 
olog  that  may  lie  on  it,  whether  he  has  notice  or  not. 

And  to  the  same  effect  are  Bassett  v.  Nosworthy^  (notes  to  2  White  & 
Tudor  Ldg.  0.  in  Equity,  67;)  Shora^  v.  Craig^  (7  Cranch,  34-38;)  PhU- 
lips  V.  Phillips^  (4  De.  Gex.,  F.  &  J.,  208-215.) 

If,  therefore,  the  Campbell  Barrel  Company  acquired  an  equitable 
title  to  the  patent,  as  it  undoubtedly  did  under  its  contract  with  the 
inventor  before  the  assignment  of  the  equity  to  t'he  defendant,  the  latter 
took  subject  to  the  equitable  title  in  the  said  company,  and.  the  first, 
third,  and  fourth  prayers  of  the  plaintiff  were  properly  refused,  for  they 
all  asked  the  court  to  say  that  there  was  no  legally-sufficient  evideuce 
to  show  that  the  plaintiff  had  knowledge  or  notice  of  the  agreement 
between  the  plaintiff  and  the  Barrel  Company;  but,  as  we  have  seen, 
knowledge  and  notice  will  be  imputed  to  him,  as  Chief-Justice  Gibson 
said  in  Chew  v.  Barnett^  supra,  ''whether  he  had  notice  or  not,^  holding, 
as  he  did,  only  an  equitable  title. 

By  the  fifth  prayer  of  the  plaintiff,  which  was  granted,  from  which 
ruling  there  has  been  no  appeal,  the  court  below  held  that  the  agree- 
ment of  Campbell  with  the  Barrel  Company  was  no  defense  to  this 
action  if  the  court  should  find  that  by  the  true  construction  of  that 
agreement  the  invention  and  device  described  in  the  contract  sued  on 
is  not  embraced  within  said  agreement.  Inasmuch,  however,  as  there 
was  a  verdict  for  the  defendant,  it  follows  that  the  court  below  mast 
have  found  that  the  invention  and  device  described  in  the  declaration 
was  embraced  in  the  Campbell  agreement,  and  that  therefore  the 
latter  was  a  good  defense  to  this  action.  It  will  appear  from  an  exam- 
ination of  the  whole  case  that  the  only  other  alternative  upon  which 
the  court  below  could  have  found  a  verdict  for  the  defendant  was  that 
the  contract  sued  on  never  was  in  force,  so  that  in  neither  event  could 
there  have  been  a  verdict  for  the  plaintiff. 

Finding  no  error  in  the  rulings  of  the  learned  judge  below,  the  judg- 
ment will  be  affirmed. 
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Ex  PABTB  ZWACK  &  00« 

Decided  June  18,  1894. 
76  O,  G.,  1856, 

1.  Tradb-Mark— Rbd  Gbssk  Cross— Refused. 

The  symbol,  a  red  Greek  cross,  cannot  be  registered  as  a  trade-mark  for 
medicinal  bitters. 

2.  Same — Same — ^Alleged  Conflicting  Decisions. 

There  is  no  real  conflict  between  the  decisions  in  the  cases  of  ex  parte  Ckicheeier 
Chemical  Ompany  (C.  D.,  1890, 133;  52  O.  G.,  1061)  and  ex  parte  Candy  (40  MS. 
Dec,  474)  and  the  decisions  in  the  cases  of  ex  parte  King  (CD.,  1889,  8;  46  O.G., 
119)  and  ex  parte  Turner,  (34  MS.  Dec,  469.) 

8.  Same — Same— Right  to  Registration  in  Foreign  Country. 

Anthority  conceded  by  the  Red  Cross  Society  in  foreign  country  to  applicant 
to  use  as  a  trade-mark  the  symbol  "Red  Greek  Cross"  does  not  extend  beyond 
the  boundaries  of  that  country. 

4.  Same— International  Union— Not  in  Force — Registration  of  Unlawful 
Mark. 
As  the  International  Union  has  not  the  force  or  effect  of  law  in  this  country, 
applicant  cannot  claim  under  Article  YI  thereof  the  privilege  of  registering  in 
this  country  an  unlawful  mark. 

Appeal  from  Primary  Examiner. 

TBADB-ICABK  VOB  BlimS. 

Application  for  registration  filed  January  26, 1894. 
Messrs.  Munn  i&  Co.  for  the  applicants. 

Seymour,  Commissioner: 

Petition  is  taken  from  the  refusal  of  the  Examiner  of  trade-marks  to 

register  the  symbol  of  a  red  Greek  cross  as  a  trade-mark  for  medicinal 

bitters. 
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The  Examiner  relies  upon  the  decisions  of  Mr.  Commissioner  Mitchell 
in  ex  parte  Chichester  Chemical  Company ^  (C.  D.,  1890, 133;  52  0. 6., 
1001,)  wherein  "  Eed  Cross''  was  refused,  and  ex  parte  Candy,  (40  MS. 
Dec,  474,)  wherein  the  words  "Red  Greek  Cross"  applied  to  cough 
medicine  were  refused. 

Applicants  rely,  first,  upon  a  written  concession  of  the  right  to  use 
the  mark  in  their  own  country,  Hungary,  from  the  branch  of  the  Bed 
Cross  Society  of  that  country;  second,  upon  their  registration  of  the 
mark  in  Hungary,  claiming  under  this  the  i)rivileges  of  Article  YI  of 
the  International  Union ;  third,  upon  an  alleged  conflict  of  Mr.  Com- 
missioner Mitchell's  decisions,  cited  above,  with  Mr.  Commissioner 
Hall's  decisions  in  ex  parte  King,  (C.  D.,  1889,  3;  46  O.  G.,  119)  and 
ex  parte  Turner;  (34  MS.  Dec,  469.) 

The  first  ground  herein  stated  the  Examiner  correctly  holds  cannot 
avail  applicants  in  this  country,  as  the  authority  conceded  by  the 
society  in  Hungary  does  not  extend  beyond  the  boundaries  of  that 
country. 

As  to  the  second  ground,  applicants  contend  that  they  are  entitled 
to  registry  under  Article  VI  of  the  International  Union,  entered  into 
between  the  United  States  and  Hungary,  among  other  nations,  and 
the  Examiner  denies  the  contention  under  the  last  clause  of  the  same 
article.    This  article  is  as  follows: 

Article  VI.  Every  trade  or  commercial  mark  regularly  deposited  in  the  country  of 
origin  shall  be  admitted  to  deposit  and  so  protected  in  all  the  other  countries  of  the 
Union 

ShaU  be  considered  as  country  of  origin,  the  country  where  the  depositor  has  hii 
principal  establishment 

If  this  principal  establishment  is  not  situated  in  one  of  the  countries  of  tiie 
Union,  shaU  be  considered  as  country  of  origin  that  to  which  the  depositor  belongs. 

The  deposit  may  be  refused  if  the  object  for  which  it  is  asked  is  considered  con- 
trary to  morals  and  to  public  order. 

But  this  Bureau  was  advised  by  the  Attorney  General  of  the  United 
States  (0.  D.,  1889,  253;  47  O.  G.,  398)  that  the  International  Union 
has  not  the  force  or  effect  of  law  in  this  country: 

It  is  a  contract  operative  in  the  future,  infra  territoriaUy .  It  is  therefore  not  eelf- 
«x  ecu  ting,  but  requires  legislation  to  render  it  effective  for  the  modification  of  exist- 
ing laws. 

As  to  the  third  ground,  it  does  not  appear  that  there  is  any  real  con- 
flict between  the  decisions  of  Commissioners  Hall  and  Mitchell. 

In  ex  parte  King,  supra,  a  trade-mark  consisting,  essentially,  of  the 
letters  <'  G.  A.  E."  and  the  representation  of  an  eagle,  a  flag,  and  a 
star  was  allowed.  The  Commissioner  held  that  there  was  no  sugges- 
tion in  the  record  that  th( 


design  as  used  (as  a  water-mark  on  writing-paper)  would  be  calculated  to  deceive. 

He  held  that  the  fact  that  the  Grand  Army  of  the  Republic  had  pat- 
ented the  representation  as  a  design,  which  patent  had  expired,  did 
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not  deprive  another  applicant  from  registering  it  as  a  trade-mark.  In 
ex  parte  Turner  the  trade-mark  consisted  of  the  letters  "K  of  L,'^ 
applied  to  gloves  with  a  certain  configaration.  The  Examiner  had 
refused  registry  on  reference  to  an  earlier  decision  of  Mr.  Commissioner 
Hall,  (ex  parte  Bloch,  0.  D.,  1887,  64;  40  O.  G.,  443)  wherein  the  words 
"Knights  of  Labor,^  applied  to  whisky,  were  refused  registration 
because  of  misrepresentation  contained  upon  the  face  of  the  trade- 
mark as  to  the  origin  of  manufacture  and  ownership.  Mr.  Commis- 
sioner Hall  held  that  it  was  a  "mere  matter  of  inference"  that  the  let- 
ters '*K  of  L"  necessarily  referred  to  and  meant  the  association  of 
Knights  of  Labor. 

These  decisions  are  not  inconsistent  with  the  decisions  cited  of  Mr. 
Commissioner  Mitchell.  In  ex  parte  Candy  the  trade-mark  was  sub- 
stantially the  same  as  here  applied  for.  The  Commissioner  held  that 
as  the  Eed  Cross  Society  had  to  do  with  hospital  supplies  and  medi- 
cines the  trademark  presented — 

woald  be  calculated  to  convey  the  impression  that  the  article  was  manufactured  or 
its  use  sanctioned  or  approved  of  by  that  society. 

The  decision  of  the  Primary  Examiner  is  affirmed. 
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1.  TRADB-BfARK— DoOTBnfB   A8  TO    USE  OF    NaMS    GIVBN  TO  PATENTED  ARTICLE 

After  Expiration  of  Patents. 
It  is  the  nniveTBal  AmerioaD,  English,  and  French  doctrine  that  where,  during 
the  life  of  a  monopoly  created  by  a  patent,  a  name,  whether  it  be  arbitrary  or 
be  that  of  the  inventor,  has  become,  by  his  consent,  either  express  or  tacit,  the 
Identifying  and  generic  name  of  the  thing  patented,  this  name  passes  to  the  pub- 
lic with  the  cessation  of  the  monopoly  which  the  patent  created. 

2.  SABns— Same— Use  of  Name  to  Deceive. 

Where  another  avails  himself  of  this  public  dedication  to  make  the  machine 
and  use  the  generic  designation,  he  can  do  so  in  all  forms,  with  the  fullest  lib- 
erty, by  afiBxing  such  name  to  the  machines,  by  referring  to  it  in  advertisements, 
and  by  other  means,  subject,  however,  to  the  condition  that  the  name  must  be 
so  nsed  as  not  to  deprive  others  of  their  rights  or  to  deceive  the  public,  and, 
therefore,  that  the  name  must  be  accompanied  with  such  indications  that  the 
thing  manufactured  is  the  work  of  the  one  making  it  as  will  unmistakably 
inform  the  public  of  that  fact. 

3.  Same — **  Sinoer^—Sewing-Machines — Injunction. 

Where  it  is  shown  that  defendant  failed  to  accompany  the  use  of  the  word 
''Singer"  on  the  machines  made  and  sold  by  it  with  sufficient  notice  of  their 
source  of  manufacture  to  prevent  them  from  being  bought  as  machines  made  by 
the  Singer  Manufacturing  Company,  and  thus  operate  an  injury  to  private  rights 
and  a  deceit  upon  the  public,  Held  that  he  should  be  enjoined  from  using  the 
word  "Singer"  or  any  equivalent  thereto  upon  sewing-machines  or  upon  any 
plate  or  device  connected  therewith  or  attached  thereto  without  clearly  and 
unmistakably  specifying  in  connection  therewith  that  such  machines  are  the 
product  of  the  defendant  or  other  manufacturer  other  than  the  Singer  Manu- 
£AOtaring  Company. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for  the  North- 
eru  District  of  Illinois. 

Mr.  C.  K.  Offield  and  Mr,  L.  Maxwell^  Jr,,  for  the  appellant. 

Mr.  William  Eenry  Browne  and  Mr.  John  G.  Elliott  for  the  appellee. 

STATEMENT   OF  THE  CASE. 

The  Singer  Manufacturing  Company,  a  corporation  organized  under 
the  laws  of  the  State  of  New  Jersey,  liled  its  bill  in  equity  in  the  Cir 
cuit  Court  of  the  United  States  for  the  Northern  District  of  IlliDois 
against  the  June  Manufacturing  Company,  an  Illinois  corporation. 

The  bill  alleged  that  the  complainant  was  engaged  in  the  manufacture 
of  sewing-machines,  and  had  an  exclusive  right  to  the  word  "Singer^ 
as  a  trade-name  and  "designation"  for  such  sewing-machines;  it 
averred  that  defendant,  for  the  purpose  of  inducing  the  belief  that 
sewing-machines  manufactured  and  sold  by  it  were  made  by  the  com- 
plainant, was  making  and  selling  machines  of  the  exact  size,  shape, 
ornamentation  and  general  external  appearance  as  the  machines  mana- 
factured  by  complainant;  that  the  defendant  was  imitating  a  described 
trade-mark  which  the  complainant  had  for  many  years  placed  upon  its 
machines;  that  it  was  imitating  "devices"  cast  by  complainant  in  the 
legs  of  the  stands  of  the  machines  manufactured  and  sold  by  it;  and 
that  the  defendant  advertised  the  machines,  by  it  made,  by  means  of 
cuts  and  prints,  imitations  of  the  cuts  and  prints  made  by  complainant 
and  representations  of  the  machines  manufactured  by  complainant 
An  accounting  for  the  profits  received  by  defendant  was  prayed,  as 
also  an  injunction  to  restrain  the  use  by  defendant  in  its  business  of 
the  word  "Singer"  as  a  designation  of  the  machines  manufactured  by 
it,  and  to  restrain  a  continuation  of  its  other  alleged  wrongful  practices. 

In  its  answer,  the  defendant  denied  that  it  had  attempted  to  avail 
itself  of  the  complainant's  "representation"  and  trade-name,  or  that 
in  anything  done  by  it  it  had  sought  to  induce  the  belief  that  tbe 
machines  manufactured  and  sold  by  it  were  manufactured  by  the  com- 
plainant, and  alleged  that  the  form,  size,  shape  and  appearance  of  its 
machines  were  public  property,  and  not  the  exclusive  property  of  the 
complainant.  It  was  averred  that  the  defendant  constructed  its 
machines  on  the  principles  of  machines  which  had  been  protected  by 
Letters  Patent,  held  by  the  Singer  Company,  by  license  or  otherwise, 
but  which  patents  had  long  since  expired,  and  that  the  name  "Siniarer^ 
was  the  generic  name  of  such  machines.  The  defendant  admitted  that 
it  affixed  an  oval  plate  to  its  machines,  but  claimed  that  the  device 
placed  by  it  thereon  was  dissimilar  to  that  used  by  the  complainant, 
and  averred  that  the  words  "Improved  Singer,"  stamped  on  such  plate, 
was  the  correct  name  of  the  machine.  It  was  also  averred  that  while 
formerly  an  elaborate  monogram  was  placed  on  said  plate,  composed  of 
the  letters  "  8.  M.  Co.,"  being  the  initials  of  the  "  Standard  Manufac- 
turing Company,"  (a  former  corporate  name  of  defendant,}  that  the 
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monogram  now  placed  npon  said  plate  was  "J.  M.  Co,^  It  was  also 
claimed  that  the  device  on  the  legs  of  the  stands  of  machines  manu- 
factured by  the  defendant  was  not  an  imitation  of  that  employed  by 
complainant  upon  its  machines,  but  that  on  the  contrary  the  device 
used  by  the  defendant  was  adopted  by  it  to  prevent  confusion  in  the 
minds  of  the  public  as  to  the  manufacture  of  the  machines. 

It  appeared  from  the  evidence  that  the  construction  of  the  Singer 
sewing  machines  was  commenced  in  1850,  in  the  latter  part  of  which 
year  the  firm  of  I.  M.  Singer  &  Co.  was  formed.  Witnesses  testified 
that  the  firm  named  made  and  introduced  the  first  practical  sewing- 
machine.  I.  M.  Singer  &  Co.  continued  in  the  business  of  manufactur- 
ing sewing-machines  until  June,  1863,  when  that  firm  transferred  all  its 
assets,  property,  patents  and  good- will  to  the  Singer  Manufacturing 
Company,  a  corporation  formed  under  the  laws  of  the  State  of  New 
York,  and  the  manufacture  of  Singer  sewing  machines  was  continued 
by  that  corporation.  In  the  year  1873  a  new  corporation,  known  also 
as  the  Singer  Manufacturing  Company,  was  organized  under  the  laws  oi 
New  Jersey,  to  which  corporation  the  New  York  concern  transferred 
its  assets.  The  stockholders  in  both  companies  were  the  same,  and  the 
business  of  the  New  York  corporation  has  ever  since  been  continued  by 
the  New  Jersey  corporation. 

The  original  members  of  the  firm  of  I.  M.  Singer  &  Co. — I.  M.  Singer 
and  Edward  Clark — were  the  principal  stockholders  of  both  corpora- 
tions, and  on  their  death,  in  1875  and  1882,  respectively,  their  interests 
passed  to  their  children  and  grandchildren,  who  yet  are  among  the 
principal  stockholders  of  the  concern.  During  the  existence  of  the 
firm  of  I.  M.  Singer  &  Co.,  and  the  life  of  its  successor,  the  New  York 
association,  the  domicile  of  both  was  in  New  York,  and  after  the  cre- 
ation of  the  New  Jersey  corporation  that  company  also  carried  on  the 
business  through  a  general  oHice  in  New  York  city. 

Machines  of  various  patterns  were  constructed  by  the  firm  and  the 
corporations,  intended  both  for  domestic  purposes  and  for  use  in  manu- 
facturing. The  ditierences  in  the  arrangement  of  varying  types  of 
these  machines  were  in  some  respect  essential,  and  extended  to  many, 
but  not  all,  of  the  mechanical  principles  employed,  although  all  the 
machines  were  in  certain  particulars  covered  by  a  few  fundamental  pat- 
ents of  which  the  corporations  were  owners  or  licensees.  None  of  the 
machines,  however,  were  patented  as  a  whole. 

The  patent  to  Elias  Howe,  granted  September  10,  1846,  and  which 
remained  in  forc>e  until  1807,  covered  the  use  of  the  eye  pointed  needle 
in  combination  with  a  shuttle  and  automatic  feed.  A  patent  issued  t(i 
John  Bachelder  in  1849,  and  which  remained  in  force  until  about  1877, 
covered  the  principle  of  a  continuous  feed.  The  firm  of  I.  M.  Singer  oc 
Co.  purchased  this  patent,  and  it  subsequently  passed  to  their  corporate 
successors.  A  third  important  patent  utilized  in  the  machines  was  one 
issued  in  1851  to  Allen  B,  Wilson,  for  a  feeding-bar.  This  extended 
H.  Doc.  354 44 
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patent  expired  in  1872.    The  Singer  Mannfactaring  Company  becanitt 
a  part  owner  of  this  latter  patent. 

The  use  of  the  patents  of  Howe  and  Bachelder  were  not  confined  to 
the  Singer  machines,  but  were  employed  under  license  by  manu&ctorers 
of  other  sewing-machines,  where  an  automatic  feed  was  employed. 

Nearly  one  hundred  other  patents  relating  to  sewing-machine  mech- 
anism and  attachments  to  sewing-machines  were  Qwned  or  controlled 
from  time  to  time  by  the  Singer  firm  or  its  corporate  successors,  and 
among  those  owned  by  them  were  "a  vibrating  presser,  tbread-guide, 
binders,  embroidery  attachments,''  etc.  The  use  of  some  of  these  was 
early  discontinued,  and  others  have  been  and  are  still  in  general  use  by 
the  Singer  Company  on  machines  made  by  it,  and  some  were  used  under 
license  by  other  manufacturers.  While  it  is  true  that  all  the  patented 
inventions  owned  or  controlled  by  the  Singer  Company  were  not  all 
used  on  every  type  of  Singer  ma<5hine,  it  is  also  true  that  all  Singer 
sewing-machines  contained  some  features  of  some  of  these  inventions 
which  to  that  extent  distinguished  them  from  machines  made  by  others 
of  a  similar  class.  Among  the  machines  made  by  the  Singer  corpora- 
tion, for  general  domestic  use,  was  one  by  it  styled  the  "Singer  Nev 
Family  Machine." 

These  Singer  "  New  Family  ^  machines  were  intended  to  take  the  place 
of  a  machine  which  had  theretofore  been  known  as  "  Old  Family" 
and  letter  "A''  machines,  and  were  first  sold  in  the  spring  or  winter  of 
1866.  The  New  Family  machine  was  essentially  different  in  form  and 
appearance  and  in  some  of  the  mechanical  principles  employed,  from 
machines  of  other  manufacturers  used  for  similar  purposes,  and  formed 
a  distinctive  Singer  machine. 

Some  of  its  parts  were  covered  by  patents.  It  passed  into  very 
general  use,  and  its  sale  formed  a  large  part  of  the  business  of  the 
corporation. 

On  the  front  or  top  of  the  arm  of  the  machines  made  by  the  Singer 
firm  was  marked  the  name  "  I.  M.  Singer  &  Co.,"  and  on  those  con- 
structed by  the  corporations  the  words  "The  Singer  Mfg.  Co."  At 
infrequent  periods,  prior  to  1877,  the  successors  of  I.  M.  Singer  &  Co. 
marked  upon  various  styles  of  their  machines,  sometimes  upon  the 
treadle  and  again  on  the  arm  of  the  machine,  the  name  ^^  Singer  "  alone, 
but  even  where  this  was  done  the  corporate  name  of  the  company  was 
always  somewhere  af^xed  to  the  machines.  Some  few  years  before  the 
Bachelder  patent  expired  the  Singer  Company  began,  in  addition  to 
the  name  of  the  corporation,  as  above  stated,  to  fix  to  all  its  sewing- 
machines,  of  every  grade,  a  trade-mark,  which  device  consisted  of  a 
shuttle,  two  needles  crossed  with  a  line  of  cotton  in  the  form  of  a  letter 
*'  S,"  with  a  bobbin  underneath.  This  device  was  placed  in  the  center  of 
an  ellipse.  Surrounding  the  upper  half  of  the  device  were  the  words 
^'  The  Singer  Mfg.  Co.,  N.  Y.,"  and  underneath  it  were  the  words  "Trade 
Mark]"  beneath  those  words  a  wreath  of  flowers.    This  trade-mark  was 
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stamped  on  a  brass  plate  of  oval  shape,  w  hich  plate  was  attached  at  the 
base  of  the  arm  of  the  machiDe,  so  as  to  be  readily  seen  and  to  be  at 
once  under  the  eye  of  a  person  using  or  looking  at  the  machine. 

The  Bachelder  patent  expired  about  187G,  and  at  once  on  the  monoixoly 
which  it  had  created  coming  to  an  end,  the  prices  of  the  Singer  machines 
were  very  materially  reduced,  and  competitors  sprang  into  existence, 
who  began  to  manufacture  machines  which  they  called  Singer  sewing- 
machines.  Controversies  arose  between  the  Singer  Manufacturing 
Company  and  such  persons  as  to  the  right  of  the  latter  to  make 
machines  in  the  form  and  appearance  of  those  manufactured  by  the 
Singer  Company,  and  their  right  to  style  such  machines  Singer  machines. 
In  order  to  more  completely  mark  the  machines  made  by  it,  the  Singer 
Company,  in  1879,  cast  their  trade-mark  on  the  side  of  the  legs  of  the 
stand  of  each  machine,  and  at  the  time  this  was  done  the  following 
warning  was  issued : 

WARNING!  To  protect  the  public  against  .the  devices  of  a  swarm  of  counterfeiters 
every  real  Singer  machine  is  now  being  made  with  our  trade-mark  cast  into  the  etand 
as  in  the  above  cut.    Buy  no  Machine  without  it. 

The  trade-mark  was  registered  in  July,  1885. 

As  already  stated,  some  of  the  machines  made  by  the  Singer  Company 
before  the  expiration  of  the  Bachelder  and  other  patents  were  sporad- 
ically marked  ^'  Singer ''  in  addition  to  the  name  or  initials  of  the  firm 
or  corporation  and  to  the  trade-mark.  After  the  expiration  of  the  last 
of  the  patents  the  Singer  corporation  changed  its  method  and  put  the 
word  "  Singer  ^  on  the  front  and  rear  of  the  arm  of  each  machine, 
unaccompanied  with  the  name  of  the  corporation,  except  in  so  far  as  it 
appeared  on  the  trade-mark.  At  all  times,  also,  it  was  the  custom  of 
the  Singer  Company  to  mark  on  its  machines  the  number  thereof;  these 
numbers  ran  consecutively  from  the  beginning,  and,  therefore,  indicated 
with  substantial  accuracy  the  total  number  of  machines  made.  In 
addition  all  the  machines,  during  the  life  of  the  various  patents,  were 
marked  with  the  numbers  of  the  patents  by  which  the  mechanism  was 
in  part  covered. 

The  commencement  of  the  Singer  business  was  small.  Thus  in  1851 
the  firm  of  I.  M.  Singer  &  Co.  employed  about  twenty-five  machinists, 
and  up  to  that  time  had  only  sold  about  three  hundred  machines.  The 
proof  shows  that  the  business  was  rapidly  pushed,  agencies  were 
established  in  all  parts  of  the  world,  and  the  machines  became  widely 
known.  In  the  development  of  the  business  the  Singer  Company  con- 
stantly advertised  their  machines  as  "  Singers,"  and  they  were  referred 
to  on  the  bill-heads,  circulars,  etc.,  of  the  company  as  ^^ Sirif/ers^^  or 
Siru/er  sewing-machines.  The  agents  of  the  company  in  selling  the 
machines  spoke  of  them  as  Singer  machines,  and  the  greater  part  of 
the  business-signs  in  use  by  the  company  and  its  predecessors  at  its 
various  offices  or  agencies,  as  also  its  wagons,  cardSj,  letter-heads,  bill- 
heads, etc.,  had  upon  them  the  words  *^  Singer  Sewing  Machines." 
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The  vast  increase  in  the  business  carried  on  by  the  Singer  corporation 
is  shown  by  the  fact  that  in  the  year  1870,  127,883  Singer  machines 
were  sold;  in  the  year  1878, 356,432;  while  in  1882  the  sales  aggregated 
603,292.  Of  those  sold  in  the  year  1882,  451,538  were  the  New  Family 
machines. 

The  defendant  started  in  Chicago  in  1879  in  the  business  of  maim 
facturing  "sewing-machine  heads,'-  under  the  name  of  the  Standard 
Manufacturing  Company,  which  company  purchased  a  bnsinesfi  there- 
tofore carried  on  by  one  Hughes,  who  thereupon  entered  the  employ  of 
the  Standard  Company  as  superintendent.  A  sewing-machine  head  is 
the  mechanical  part  of  a  sewing-machine  ready  to  be  attached  to  a 
stand.  These  heads,  thus  made,  were  in  all  respects  similar  as  to  style 
and  pattern  with  the  "  !New  Family  Singer." 

For  some  time  its  entire  product  was  furnished  by  the  Standard  Com- 
pany to  one  H.  B.  Goodrich  of  Chicago,  a  dealer  in  sewing  machines. 
In  1880  sales  were  made  to  one  or  two  other  dealers,  and  still  other 
customers  were  supplied  in  1881.  In  the  month  of  June,  1881,  tbe 
name  of  the  corporation  was  changed  to  the  June  Manufacturing  Com- 
pany. In  the  fall  of  1881  that  company  commenced  manufacturing  the 
i^ands  as  well  as  heads  of  machines,  and  sold  its  machines  direct  to 
dealers  throughout  the  country. 

Although  the  machine-heads  as  stated  were  in  the  exact  form  and 
shape  of  the  "New  Family  Singer,"  they  contained  no  mark  indicating 
the  source  of  their  manufacture,  except  an  oval  brass  plate  a  trifle 
larger  than,  but  of  exactly  the  same  shape  as,  the  one  found  on  the 
Singer  machines,  and  attached  at  the  base  of  the  arm  in  the  same  posi- 
tion as  the  Singer  Company  i^laced  its  plates.  Upon  this  plate  the 
Standard  Company  stamped  in  circular  form,  around  the  upper  half, 
the  words  "Improved  Singer,"  with  the  word  "Chicago"  at  the  lower 
part  of  the  plate,  and  a  monogram,  "S.  M.  Co.,"  with  the  words  "Trade 
Mark"  above  such  monogram.  The  oval  plate  thus  used  by  tlie 
Standard  Company  continued  to  be  used  by  the  June  Company  after 
the  change  of  name;  this  fact  being  explained  by  testimony  showing 
that  there  was  a  supply  of  these  plates  on  hand.  When  the  supply 
was  exhausted,  the  June  Company  attached  an  oval  plate  of  exactly 
the  same  description,  except  that  the  monogram  was  "J.  M.  Co.,"  and 
the  words  "J.  Mfg.  Co."  were  placed  beneath  the  monogram.  In  both 
of  these  plates  the  words  "Improved  Singer"  was  cast  in  prominent 
lines.    The  June  Company  never  attempted  to  register  a  trado-niark. 

On  the  bed-plate  of  each  machine  the  defendant  stamped  or  east  a 
number,  and  on  one  of  these  machines  put  in  evidence  by  complainant 
the  number  was  2,543,707.  The  president  of  the  defendant  company 
gave  as  an  explanation  for  this  method  of  numbering  that  he  merely 
followed  what  he  claimed  was  the  custom  of  other  companies,  to  affix 
three  additional  figures  to  the  actual  number  of  the  machines  manu- 
factured.   When  the  defendant  began  to  make  complete  macliines, 
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that  is,  including:  stands,  it  placed  on  the  latter  a  device,  cast  in  the 
legs  thereof,  in  the  same  relative  position  as  was  the  trademark  device 
cast  in  the  legs  of  the  stand  which  had  been  adopted  by  the  Singer 
Company,  as  heretofore  stated,  in  lieu  of  the  plain  style  of  stand  used 
during  the  life  of  the  patents.  This  device  of  the  defendant  consisted 
ot  the  word  "Singer"  alone,  in  very  large  letters;  the  word  "I.  S."  in 
monogram  form  above  this  word  "Singer,"  and  the  words  "J.  Mfg.  Co.," 
in  small  letters  underneath.  Concerning  this  stand,  the  president  of 
the  defendant  testified  as  follows: 

The  stand  being  the  most  pruminent  and  more  generaUy  noticed  by  the  public, 
we  adopted  as  a  device  *  *  *  the  word  '^iSinger"  alone,  which,  never  to  our 
knowledge,  had  been  used  by  the  Singer  Manufacturing  Company,  with  the  letters 
"J.  Mfg.  Co."  under  it,  and  the  large  letters  '*!.  S."  in  monogram  over  it. 

At  the  time  when  the  right  to  make  Singer  machines  vested  in  the 
l^nblic,  the  complainant  also  used  a  device  for  regulating  the  tension, 
called  a  "  tension-screw,"  which  it  placed  upon  the  top  of  the  face-plate 
of  its  machines.  This  improvement  continued,  however,  to  be  protected 
by  a  patent.  In  precisely  the  same  position  upon  its  machines,  the 
June  Company  placed  a  "dummy"  screw. 

The  defendant  advertised  its  machines  extensively  and  also  issued 
many  circulars  concerning  them,  and  furnished  with  their  machines  a 
printed  warranty.  Their  machines  were  referred  to  as  the  "Imj^roved 
Singer  Sewing  Machine,"  "June  Improved  Singer  Sewing  Machine," 
^'Genuine  Improved  Singer,"  "The  Improved  Singer,"  "High  Grade 
Singer  Sewing  Machines,"  "Improved  Singer  New  Family  Sewing 
Machine,"  and  "The  New  Greatly  Improved  Singer  Sewing  Machine;" 
but  all  the  circulars  oft'ered  in  evidence  contained  substantially  the 
statement  that  the  machines  referred  to  in  them  were  manufactured 
by  the  June  Manufacturing  Company. 

After  hearing  there  was  a  decree  dismissing  the  bill  for  want  of 
equity,  the  court  below  substantially  concluding,  first,  that  the  sewiDg- 
machine  in  the  form  made  by  the  defendant  was  public  jjroperty,  and 
therefore  no  infringement  of  the  rights  of  the  complainant  had  resulted 
from  its  use;  second,  that  the  name  "Singer"  was  also  public  property, 
and  hence  no  legal  injury  was  caused  to  the  complainant  by  the  use  of 
the  name  in  the  manner  and  form  in  which  it  was  eni])loyed  by  the 
defendant;  third,  that  the  defendant  had  not  imitated  the  trade-mark 
of  the  complainant.  The  opinion  is  reported  in  C.  D.,  1890,  395;  51 
O.  G.,  1945;  41  Fed.  Kep.,  208. 

Mr.  Justice  White,  after  stating  the  foregoing  facts,  delivered  the 
opinion  of  the  Court. 

The  facts  recapitulated  in  the  statement  just  made  are  undisputed. 
Those  wliich  are  seriously  controverted  and  upon  which  the  legal 
issues  depend  are,  first,  were  the  sewing-machines  made  by  the  Singer 
Company  so,  in  whole  or  in  part,  protected  by  patents  as  to  cause  the 
name  "Singer"  to  become,  during  the  existence  of  the  monopoly,  the 
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generic  designation  of  such  machines^  as  contraclistingnished  irom  a 
name  indicating  exclusively  the  source  or  origin  of  their  manufacture: 
second,  irrespective  of  the  question  of  patent,  was  the  name  *'  Singer," 
by  the  consent  and  acquiescence  of  Singer  himself  and  that  of  the 
Singer  Company,  voluntarily  used  as  a  generic  designation  of  the  class 
and  character  of  machines  manufactured  by  I.  M.  Singer  &  Go.  or  the 
Singer  Manufacturing  Company,  so  that  in  consequence  of  this  volun- 
tary action  the  name  became  the  generic  designation  of  the  machiues, 
or  was  the  name  solely  used  by  the  company  as  a  trade-name,  a  trade- 
mark, or  one  exclusively  indicating  machines  made  by  I.  M.  Singer  & 
Co.  or  the  Singer  Manufacturing  Company! 

We  will  consider  these  two  controverted  propositions  of  facts  sepa- 
rately. Before  doing  so  we  deem  it  well  to  say  that  on  both  these 
questions  there  are  many  conflicting  and  confusing  statements,  in  the 
record,  adduced  by  both  parties.  Whatever  may  be  their  merit,  they 
are  not  testimony  in  the  proper  sense  of  the  word,  being  rather  the 
expression  of  the  opinion  of  the  witnesses  than  substantative  proof  of 
existing  facts.  And  the  testimony  of  this  character  in  favor  of  the 
respective  parties,  if  allowed  all  possible  weight,  produces  no  aflBrm- 
ative  result,  since  it  is  equally  as  strong  by  way  of  opinion  on  one  side 
as  it  is  upon  the  other.  We  shall,  therefore,  rest  our  conclusions  on  a 
consideration  of  the  facts  themselves,  rather  than  upon  the  conflicting 
and  irreconcilable  opinions  of  witnesses. 

First.  It  cannot  be  denied  that  the  Singer  machines  were  covered  by 
patents,  some  of  which  were  fundamental,  some  merely  accessory. 
There  can  also  be  no  doubt  that  the  necessary  result  of  the  existence  of 
these  patents  was  to  give  the  Singer  machines,  as  a  whole,  a  distinc- 
tive character  and  form  which  caused  them  to  be  known  as  Singer 
machines,  as  deviating  and  separable  from  the  form  and  character  of 
machines  made  by  other  manufacturers.  This  conclusion  is  not  shaken 
by  the  contention  that  as  many  different  machines  were  made  by  the 
Singer  Manufacturing  Company,  therefore  it  was  impossible  for  the 
name  "  Singer "  to  describe  them  all,  because  the  same  designation 
could  not  possibly  have  indicated  many  different  and  distinct  things. 
The  fallacy  in  the  argument  lies  in  failing  to  distinguish  between  genus 
and  species.  To  say  that  various  types  of  sewing-machines  were  made 
by  the  Singer  Manufacturing  Company  in  no  way  meets  the  view,  borne 
out  by  the  testimony,  that  all  machines  by  them  constructed  were  in 
some  particular  so  made  as  to  cause  them  all  to  be  embraced  under  the 
generic  head  of  "  Singer,"  and  to  be  protected  in  some  respects  by  the 
patents  held  by  the  company.  From  this  fact  it  resulted  that  during  the 
life  of  the  patents  none  of  the  machines  as  a  whole  were  open  to  public 
competition.  Persuasive  support  of  this  view  is  afforded  by  the  fact 
that  in  many  adjudicated  cases,  to  which  we  shall  have  occasion  here- 
after to  advert,  where,  since  the  expiration  of  the  patents  the  right 
to  the  exclusive  use  of  the  name  "Singer"  has  been  asserted,  it  has, 
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almost  without  exception,  been  found  that  Singer  machines,  as  a  whole, 
were  a  distinctive  class,  preserving  a  general  uniformity  of  nature 
however  varying  may  have  been  the  types  by  which  their  structure  was 
manifested. 

It  may  be  assumed  that  the  proof  establishes  that  for  certain  classes 
of  the  general  type  of  Singer  machines,  that  is,  the  species  used  only 
for  particular  and  exceptional  manufacturing  purposes,  an  addition  of 
some  other  word  or  description  to  the  generic  name  " Singer"  was  nec- 
essary to  completely  convey  a  perfect  indication  of  the  machine  referred 
to,  that  is,  Singer  ''carpet-machine,"  Singer  "leather-machine,"  etc. 
But  this  fact  does  not  counterbalance  the  conclusive  proof  that,  as  a 
wJiole,  the  Singer  machines  represented  a  general  class,  and  were 
known  to  the  public  under  that  comprehensive  name  and  no  other. 
Indeed,  any  prol>ative  force  which  might  result  from  the  fact  that,  as 
to  a  particular  class  of  Singer  machines,  some  additional  word  may 
have  been  essential  to  a  perfect  designation  bears  no  relation  to  the 
variety  of  the  machine  which  the  defendant  is  averred  to  have  unlaw- 
fully imitated.  That  machine  known  as  the ''New  Family,"  intended 
for  general  domestic  purposes,  constituted  the  larger  part  of  the 
enormous  output  of  the  Singer  companies.  It  was  of  a  uniform  type 
and  had  no  other  i)ossible  designation,  in  the  mind  of  the  general 
public,  other  th.an  the  word  ''  Singer."  The  foregoing  views  find  con- 
clusive support  from  the  unquestioned  fact  that  upon  the  expiration  of 
the  patents  held  by  the  Singer  Company  the  price  of  the  machines, 
made  by  that  company,  fell  enormously  in  amount.  Thus  to  adopt  the 
theory  advanced  by  the  complainant  we  should  have  to  deny  the  inevi- 
table law  of  cause  and  effect. 

Abundant  corroborative  proof  that  the  word  "Singer"  became  gen- 
erically  descriptive  of  the  machines  manufactured  by  the  Singer  Com- 
pany is  afforded  by  the  conduct  of  that  company.  From  the  beginning 
every  machine  made  by  it  had  conspicuously  marked  on  it  the  name  of 
the  manufacturer,  "I.  M.  Singer  &  Co."  or  the  "Singer  Ml*g.  Co.;"  only 
occasionally  was  the  word  "Singer"  alone  attached  to  any  of  the 
machines.  This  continued  until  the  technical  trade -mark  came  into 
play,  which  was  about  the  time  the  patents  expired.  Alter  this  the 
trade-mark  was  affixed  to  the  machines,  and  the  name  of  the  manu- 
facturer, except  as  indicated  by  the  trade-mark,  disappeared,  and  was 
regularly  supplanted  by  the  word  "Singer"  alone.  The  trademark 
then  adopted  could  not  have  been  essential  to  designate  the  source  of 
mannlacture,  since  from  the  inception  the  company  had  subserved  that 
purpose  by  marking  the  name  of  the  firm  or  corporation  i)lainly  upon 
the  machines.  The  omission  of  the  name,  indicating  the  origin  of 
manufacture  and  the  substitution  of  the  word  "Singer''  just  before 
the  expiration  of  the  patents,  suggest  a  coincident  relation  of  puri)ose 
which  is  not  explained  by  any  testimony  in  the  record.  This  coinci- 
dence between  the  expiration  of  thei  patents  and  the  appearance  of  the 
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trademark  ou  the  machines  and  the  use  of  the  word  "  Singer"  alone 
tends  to  create  a  strong  implication  that  the  company,  with  the  knowl- 
edge that  the  patents,  which  covered  their  machines,  were  about  to 
expire  substituted  the  trade-mark  for  the  plain  designation  of  the 
source  of  manufacture  theretofore  continuously  used  and  added  the  word 
"Singer,"  which  bad  become  the  designation  by  which  the  public  knew 
the  machine,  as  a  distinctive  and  separate  mark,  in  order  thereby  to 
retain  in  the  possession  of  the  company  the  real  fruits  of  the  monopoly 
when  that  monopoly  had  passed  away. 

Second.  Irrespective  of  the  patents  and  the  designative  significance 
of  the  word  "Singer,"  which  arose  during  their  life,  the  proof  also 
clearly  establishes  that  the  word  "Singer"  was  adopted  by  I.  M. 
Singer  &  Co.,  or  the  Singer  Manufacturing  Company,  in  their  dealings 
with  the  general  public,  as  designative  of  their  distinctive  style  of 
machines  rather  than  as  solely  indicating  the  origin  of  manufacture. 
This  is  demonstrated  by  the  fact  that  at  the  inception  of  the  manufac- 
ture of  the  machines  the  word  "Singer"  alone  was  not  used  on  them. 
The  general  method  then  adopted  to  indicate  the  source  of  the  manu- 
facture was  to  mark  conspicuously  on  the  machines  the  name  of  the 
liim  or  corporation.  The  name  "Singer"  alone  was  used  by  the  com- 
pany on  signs,  on  wagons,  on  advertisements,  on  bill-heads,  aceonipa- 
iiied  with  the  name  of  the  lirm  or  corporation.  This  could  have  had 
no  other  purpose  than  to  denote  to  the  public  the  <5orporation- s  under 
standing  of  the  general  name  of  the^  machines  made  by  it.  There  is  no 
l)roof  that  the  name  thus  adopted  by  the  cor^wration  did  not  subserve 
this  contemplated  purpose  of  designating  all  the  machines  of  whatever 
type,  or  that  its  inadequacy  compelled  the  corporation  to  add  to  it,  in 
l)articular  cases,  the  word  "carpet"  or  "leather"  to  describe  machines 
intended  for  other  than  domestic  use.  The  conduct  of  the  company 
in  adopting  the  trade-mark  and  first  affixing  the  name  at  the  time 
of  the  exi)iration  of  the  patents,  to  which  we  have  already  adverted, 
is  also  of  gieat  significance  in  considering  the  question  of  the  voluntary 
previous  selection  by  the  corporation  of  the  word  "Singer"  as  a  desig- 
nation. 

But  the  proof  renders  it  unnecessary  to  base  our  conclusions  ui)on 
the  deductions  to  which  we  have  just  referred,  since  it  contains  affirma- 
tive testimony  as  to  the  purpose  of  I.  M.  Singer  &  Co.,  or  the  Singer 
Manufacturing  Company,  in  their  general  use  of  the  word  "  Singer.'' 

William  F.  Proctor  was  sworn  for  the  complainant,  and  his  relations 
with  the  Singer  Company  are  shown  by  the  following  excerpts  from 
his  testimony: 

Q.  State  in  detail  what  connection  you  have  had  with  the  sewing-machine  busi- 
ness.— A.  I  have  been  connected  with  the  manufacture  of  sewing-machines  since 
1H58  up  to  the  present  time.  I  have  been  engaged  in  various  capacities,  first  as  a 
machinist  with  I.  M.  Singer  &  Co.  I  afterward  went  to  France  for  them  for  the 
sale  of  a  patent,  and  established  a  manufactory  of  machines  there.  Since  the  Singer 
Msiuufactnring  Company  has  become  established  I  have  been  a  director  since  its 
oriiriii  and  an  officer  in  various  cuvacities,  and  am  now  its  vice-president. 
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Oontiiiuing  his  examination -iu- chief,  the  following  questions  were 
asked  this  witness: 

Q.  72.  For  what  purpose  and  for  what  object  was  the  name  "  Singer "  marked 
upon  the  mncliines  of  the  complainant  and  its  predecessors,  and  applied  to  them  in 
a«lvertisingj  theraf  (Objected  to  by  defendant's  counsel  as  being  merely  accumula- 
tive and  irrelevant  to  the  issue.)  A.  To  designate  them  and  after  the  formation  of 
the  company  to  gratify  the  desire  of  Mr.  Singer  to  perpetuate  his  name  associated 
with  the  machine. 

Q.  73.  State  what  you  mean  by  designating  them. — A.  As  a  Singer  machine. 

Q.  74.  State  whether  the  name  was  continued  by  the  corporate  successors  of  the 
firm  for  any  other  reason  than  to  gratify  the  desire  of  Mr.  Singer.  (Objected  to  as 
suggesting  the  answer  the  witness  is  to  make.)     A.  It  was  to  continue  the  name. 

It  is  true  that  this  conclusive  statement,  made  by  the  vice-president 
of  the  company,  is  followed  in  the  continuation  of  his  testimony  by 
several  leading  questions,  which  could  not  have  failed  to  suggest  to 
him  that  it  was  desired  that  the  statement  thus  made  should  be  mate- 
rially qualified.  But  the  result  of  this  effort  to  lead  the  witness  rather 
strengthens  than  weakens  the  force  of  the  testimony  just  quoted. 

We  conclude,  then,  upon  the  two  pivotal  and  controverted  questions 
of  fact,  which  we  proposed  at  the  outset  to  consider — 

First.  That  the  Singer  sewing-machines  were  covered  by  pateiits 
which  gave  to  the  manufacturers  a  substantial  monopoly;  that  in  con- 
sequence of  the  enjoyment  of  this  monopoly  by  the  makers,  the  name 
''  Singer  "  came  to  indicate,  in  its  primary  sense,  to  the  public,  the  class 
and  type  of  machines  made  by  the  Singer  company  or  corporations, 
and  thus  this  name  constituted  their  generic  description;  that  also  jis 
this  name  applied  to  and  described  machines  made  alone  by  the  Singer 
firm  or  corporations,  the  use  also  came  in  a  secondary  sense  to  convey 
to  the  public  mind  the  machines  made  by  the  firm  or  corporations. 

Second.  That  the  word  "Singer"  was  also  voluntarily  applied  by  the 
Singer  firm  or  companies  as  a  designation  of  the  general  type  of 
machines  made  by  them,  with  the  intention  that  such  machines  should 
be  accepted  by  the  public  under  that  name;  thus  the  course  of  the 
business  and  the  purposes  for  which  the  name  "Singer"  wiis  used 
brought  about  results  identical  with  those  which  sprang  from  the 
existence  of  the  monopoly,  hence  that  name  became  not  only  the  descrip- 
tion of  the  machines,  but  also,  in  a  subordinate  sense,  the  indication 
of  the  source  of  manufacture. 

The  case,  as  stated  by  the  appellant  in  the  pleadings  and  in  the 
argument,  fails  to  discriminate  between  distinct  and  different  causes  of 
action.  The  right  to  relief  arising  from  the  wrongful  use  by  the  defend- 
ant of  a  specific  trade  mark  and  from  the  illegal  use  of  a  trade-name, 
and  also  acts  asserted  to  have  been  done  by  him  which  would  justify 
the  relief  commonly  accorded  where  unfair  competition  in  business  has 
been  carried  on,  are  commingled  and  treated  as  one.  Avoiding,  for  the 
sake  of  brevity,  a  statement  of  the  elementary  grounds  upon  which 
rest  the  law  of  specific  trade-mark,  of  trade-name  or  of  unfair  competi- 
tion in  business,  and  the  distinction  between  them,  it  is  sufficient  to  say 
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.V  tvCrt^f  which  comphxinant  seeks  is  necessarily  embraced  in 
V  .  ^  .v^  olassitication: 
^^air;ur  competition  in  business,  resulting  from  the  form  in  which 

N  ^-  :v:ui»nt  makes  its  machines,  and  also  from  the  employment  by  it 

,;tt»  word  "  Singer"  in  connection  with  the  marks  and  devices  on  tbe 

t  svvhines,  and  the  use  of  the  same  name  in  circulars  and  advertise- 

nu  nts;  second,  the  alleged  violation  of  the  specific  trade-mark  of  the 

iH>mphunant  by  the  devices  found  on  defendant's  machines  and  by  the 

use  of  the  word  <^  Singer."    We  will  examine  these  contentions. 

First  Unfair  competition  in  business^  resulting  from  the  form  in  tchich 
the  defendant  makes  his  machines^  and  also  from  the  use  made  by  him  of 
the  icord  '^  Singer  ^^  in  connection  with  the  marks  and  devices  on  his  machines^ 
and  the  use  of  the  same  in  circulars  and  advertisements. 

This  question  subdivides  itself  into  two  inquiries:  Where  the  name 
of  a  patented  machine,  whether  it  be  an  arbitrary  one  or  the  surname 
of  the  inventor  or  manufacturer,  has  become  during  the  monopoly,  flow- 
ing from  the  patent,  a  generic  description  of  such  machine,  and  at  the 
same  time  in  a  secondary  and  relative  sense  indicates  to  the  public 
the  source  of  manufacture,  has  the  manufacturer,  on  the  cessation  of  the 
monopoly,  the  right  to  prevent  the  making  by  another  of  a  like  machine 
in  the  form  in  which  it  was  made  during  the  life  of  the  i)atents,  and  has 
he  also  a  right  to  prevent  another  from  calling  such  uiacbines,  by  him 
made,  by  the  generic  name  attributed  to  them  during  the  monopoly, 
and  from  placing  this  name  on  them,  and  using  it  in  advertisements,  in 
circulars,  and  generally  for  such  purposes  as  his  interest  may  suggcstT 
If  no  right  exist  in  the  original  manufjicturer  to  prevent  another,  under 
the  foregoing  circumstances,  from  making  machines  of  like  form  and 
structure  and  using  the  name,  under  the  conditions  stated,  does  the 
one  who  so  makes  and  uses  or  sells  them  enjoy  the  liberty  without  any 
resulting  duty  whatever,  or  is  it  accompanied  with  the  obligation  of  so 
exercising  the  right  as  not  to  destroy  the  property  of  others,  and  also 
in  such  a  manner  as  not  to  deceive  the  public? 

It  is  self-evident  that  on  the  expiration  of  a  patent  the  monopoly 
created  by  it  ceases  to  exist,  and  the  right  to  make  the  thing  formerly 
covered  by  the  patent  becomes  public  propert3^  It  is  upon  this  con- 
dition that  the  patent  is  granted.  It  follows,  as  a  matter  of  course, 
that  on  the  termination  of  the  patent  there  passes  to  the  public  the 
right  to  make  the  machine  in  the  form  in  which  it  was  constructed 
during  the  patent.  We  may,  therefore,  dismiss  without  further  com- 
ment the  complaint,  as  to  the  form  in  which  the  defendant  made  bis 
machines.  It  equally  follows  from  the  cessation  of  the  monopoly  and 
the  falling  of  the  patented  device  into  the  domain  of  things  public^ 
that  along  with  the  public  ownership  of  the  device  there  must  also 
necessarily  pass  to  the  public  the  generic  designation  of  the  thing 
which  has  arisen  during  the  monopoly,  in  consequence  of  the  designa- 
tion having  been  acquiesced  in  b}'  the  owner,  either  tacitly,  by  accept- 
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ing  the  benefits  of  the  monopoly,  or  expressly  by  his  having  so 
connected  the  name  with  the  machine  as  to  leiul  countenance  to  the 
resulting  dedication.  To  say  otherwise  would  be  to  hold  that  although 
the  public  had  acquired  the  device  covered  by  the  patent,  yet  the  owner 
of  the  pa|)ent  or  the  manufacturer  of  the  patented  thing  had  retained 
the  designated  name  which  was  essentially  necessary  to  vest  the  public 
with  the  full  enjoyment  of  that  which  had  become  theirs  by  the  disap- 
X>earance  of  the  monopoly.  In  other  words,  that  the  patentee  or  manu- 
facturer could  take  the  benefit  and  advantage  of  the  patent  upon  tbe 
condition  that  at  its  termination  the  monopoly  should  cease,  and  yet 
when  the  end  was  reached  disregard  the  public  dedication  and  practi- 
cally perpetuate  indefinitely  an  exclusive  right. 

The  public  having  the  right  on  the  expiration  of  the  patent  to  make 
the  patented  article  and  to  use  its  generic  name,  to  restrict  this  use, 
either  by  preventing  its  being  placed  upon  the  articles  when  manu- 
factured, or  by  using  it  in  advertisements  or  circulars,  would  be  to 
admit  the  right  and  at  the  same  time  destroy  it.  It  follows,  then,  that 
the  right  to  use  the  name  in  every  form  passes  to  the  public  with  the 
dedication  resulting  from  the  expiration  of  the  patent. 

Nor  is  this  right  governed  by  different  principles  where  the  name 
which  has  become  generic,  instead  of  being  an  arbitrary  one,  is  the 
surname  of  the  patentee  or  original  manufacturer.  It  is  elementary 
that  there  is  a  riglTt  of  property  in  a  name  which  the  courts  will  pro- 
tect But  this  right,  like  the  right  to  an  arbitrary  mark  or  any  other, 
may  become  public  property  by  dedication  or  abandonment.  The  latter 
is  defined  by  De  Maragy,  in  his  International  Dictionary  of  Industrial 
Property,  as  follows : 

Abandonment  in  indastrial  property  is  an  act  by  which  the  public  domain  origi- 
nally enters  or  reenters  into  the  possession  of  the  thing,  (commercial  name,  mark  or 
sign,)  by  the  wiU  of  the  legitimate  owner.  The  essential  condition  to  constitute 
abandonment  is,  that  the  one  having  a  right  should  consent  to  the  dispossession. 
Outside  of  this  there  can  bo  no  dedication  of  the  right,  because  there  cannot  be 
abandonment  in  the  juridical  sense  of  the  word. 

But  it  does  not  follow,  as  a  consequence  of  a  dedication  that  the 
general  power,  vested  in  the  public,  to  make  the  machine  and  use  the 
name  imports  that  there  is  no  duty  imposed,  on  the  one  using  it,  to 
adopt  such  precautions  as  will  protect  the  property  of  others  and  pre- 
vent injury  to  the  public  interest,  if  by  doing  so  no  substantial  restric- 
tion is  imposed  on  the  right  of  freedom  of  use.     This  principle  is 
elementary  and  applies  to  every  form  of   right,   and   is   generally 
expressed  by  the  aphorism  sic  utere  tuo  nt  alienum  non  ledas.    This 
qualification  results  from  the  same  principle  upon  which  the  dedicatiou 
rests,  that  is,  a  regard  for  the  interest  of  the  public  and  the  rights  of 
individuals. 

It  is  obvious  that  if  the  name  dedicated  to  the  public,  either  as  a 
consequence  of  the  monopoly  or  by  the  voluntary  act  of  the  party,  aaa 
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a  twofold  .significaDce,  one  generic  and  the  other  pointing  to  the  origin 
of  manufacture  and  the  name  is  availed  of  by  another  without  clearly 
indicating  that  the  machine,  upon  which  the  name  is  marked,  is  made 
by  him,  then  the  right  to  use  the  name  because  of  its  generic  siguifi 
cation,  would  imply  a  power  to  destroy  any  good-will  which  belonged 
to  the  original  maker.  It  would  import,  not  only  this,  but  also  the 
unrestrained  right  to  deceive  and  defraud  the  public  by  so  using  the 
name  as  to  delude  them  into  believing  that  the  machine  made  by  oue 
person  was  made  by  another. 

To  say  that  a  person  who  has  manufactured  machines  under  a  pat- 
ented  monopoly  can  acquire  no  good-will,  by  the  excellence  of  his  work, 
or  the  development  of  his  business,  during  the  patent,  would  be  to 
seriously  ignore  rights  of  i^rivate  property,  and  would  be  against  jiablic 
policy,  since  it  would  deprive  the  one  enjoying  the  patent  of  all  incen 
tive  to  make  a  machine  of  a  good  quality,  because  at  its  termination  all 
the  reputation  or  good-will  resulting  from  meritorious  work  would  be 
subject  to  appropriation  by  every  one.  On  the  other  hand,  to  compel 
the  one  who  uses  the  name  after  the  expiration  of  the  patent,  to  indi 
cate  that  the  articles  are  made  by  himself,  in  no  way  impairs  tbe  right 
of  use,  but  simply  regulates  and  prevent!^  wrong  to  individuals  aud 
injury  to  the  public. 

Tliis  fact  is  fully  recognized  by  the  well  settled  doctrine  which  holds 
that  although —  • 

©very  one  has  the  absolute  right  to  use  his  own  name  honestly  in  his  own  business, 
even  though  he  may  thereby  incidentally  interfere  with  and  injnre  the  busine'sof 
another  having  the  same  name.  In  such  case  the  inootivenience  or  loss  to  which 
those  having  a  common  right  are  subjected  is  damnum  absque  injuHa,  But  alth(>n|;h 
he  may  thus  use  his  name,  he  cannot  resort  to  any  artifice  or  to  do  any  act  calculated 
to  mislead  the  public  as  to  the  identity  of  the  business  lirm  or  e&<tablishmeDt,  or  of 
tbe  article  produced  by  them,  and  thus  produce  injury  to  the  other  beyond  that 
which  results  from  the  similarity  of  name.  (Russia  Cement  Company  v.  Le  Page^  147 
Mass.,  206,  208;  PilUhury  v.  Pillshury,  24  U.  S.  App.,  395,  404;  Croft  v.  Day,  7  Bear.. 
84;  HoUoway  v.  Holloway,  13  Beav.,  209;  Woiherspoon  v.  Currie,  L.  R.  5  H.  L.,  K^; 
Montgomery  v.  Thompson,  1891,  App.  Cas.,  217;  Howard  v.  Henrxques,  3  Sandf..  725; 
Meneely  v.  Meneely,  62  N.  Y.,  427;  Laicrenoe  Manufacturing  Company  v.  Tennessee  Mast- 
fuvluring  Company,  C,  D.,  1891,  415;  55  O.  G.,  1528;  138  U.  S.,  537;  Brown  CAmtoii 
Company  v.  Meyer,  C.  D.,  1891,  346;  55  O.  G.,  287;  139  U.  S.,  540;  Coats  v.  J/emdfc 
Thread  Company,  C.  D.,  1893,  373;  63  O.  G.,  1531;  149  U.  S.,  562.) 

Where  the  name  is  one  which  has  previously  thereto  come  to  indicate 
the  source  of  manufacture  of  particular  devices,  the  use  of  such  name 
by  another,  unaccompanied  with  any  precaution  or  indication,  in  iteelf 
amounts  to  an  artifice  calculated  to  produce  the  deception  alluded  to 
in  the  foregoing  adjudications. 

Indeed,  the  enforcement  of  the  right  of  the  public  to  use  a  generic 
name,  dedicated  as  the  results  of  a  monopoly,  has  always,  where  tbe 
facts  required  it,  gone  hand  in  hand  with  the  necessary  regulation  to 
make  it  accord  with  the  private  i)roperty  of  others  and  the  requireinent^j 
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of  public  policy.  The  courts  have  always,  in  every  such  case  without 
exception,  treated  the  one  as  the  correlative  or  resultant  of  the  other. 
In  Fairbanks  v.  Jacobus^  14  Blatchf.,  337,  (1877,)  it  was  sought  to 
restrain  the  defendant  from  making  or  selling  an  imitation  of  Fair- 
banks' scales  and  from  casting  the  words  "Fairbanks'  patent"  upon 
scales  so  made  in  imitation  of  scales  of  the  manufacture  of  the  com- 
plainant, Johnson,  J.,  held  (p.  339)  that  by  reason  of  the  expiration  of 
the  patents,  under  which  plaintiff  manufactured  his  scales,  there  was 
not,  in  the  acts  complained  of,  any  invasion  of  the  plaintiff'^s  rights. 
The  Court  said : 

Certainly,  if  the  words  "Fairbanks'  patent  do  not  mean  to  assert  tbe  existence 
of  a  patent  securing  the  scales,  but  only  that  they  are  made  in  coui'ormity  with,  and 
embody  the  invention  of,  the  expired  Fairbanks'  patent,  they  are  free  to  all  the 
world.  What  is  not  free  is  to  pretend  that  a  scale  is  made  by  one  person,  which  is, 
in  fact,  made, by  another. 

In  Singer  Mfg.  Co.  v.  Larsen,  8  Biss.,  151,  (1878,)  it  was  sought  to 
restrain  the  defendant  from  the  use  of  the  name  "Singer"  in  connec- 
tion with  machines  manufactured  or  sold  by  him.  Drummond,  J.,, 
observed  (p.  152:) 

On  a  machine  called  "the  Singer  Sewing  Machine"  there  were  various  patents. 
These  patents  have  all  expired,  and  nothing  can,  therefore,  be  claimed  under  them. 
Other  persons  cannot  be  prevented  from  manufacturing  a  machine  like  the  Singer 
sewing-machine,  and  which  may  be  called,  to  distinguish  it  from  other  machines, 
**  Singer's  Sewing  Machine."  If  a  sewing-machine  has  acquired  a  name  which  desig- 
nates a  mechanism  or  peculiar  construction,  parts  of  which  are  protected  by  patents, 
other  persons,  after  the  expiration  of  the  patents,  have  the  right  to  construct  the 
machine  and  call  it  by  that  name,  because  that  only  expresses  the  kind  and  quality 
of  the  machine. 

But  in  upholding  the  right  a  duty  was  also  enjoined,  the  Court 
adding: 

While  I  hold  that  the  defendant  is  not  prevented  from  constructing  a  "Singer 
Sewing  Machine,"  still,  he  cannot  be  permitted  to  do  any  act  the  necessary  eft'ect  of 
which  will  bo  to  intimate,  or  to  make  any  one  believe  that  the  machine  which  he 
constructs  and  sells  is  manufactured  by  the  plaintiff.  Neither  has  he  the  right  to 
use  any  device  which  may.be  properly  considered  a  trade-mark,  so  as  to  induce  the 
public  to  believe  that  his  machine  has  been  manufactured  by  the  plaintiff;  and, 
therefore,  I  shall  modify  the  injunction  in  this  case  by  simply  requiring  the  defend- 
ant to  refrain  from  selling  any  dinger  sewing-machir.es  manufactured  by  any  pei'son 
or  company  other  than  the  plaintiff,  without  indicating  in  some  distinct  manner 
that  the  said  machines  were  not  manufactured  by  the  Singer  Manufacturing  Company. 

In  Singer  Mfg.  Co.  v.  Stanage^  6  Fed.  Rep.,  279,  (1881,)  Treat,  Distnct 
Judge,  said  (p.  280:) 

The  plaintiff  and  its  predecessors  had,  in  connection  with  others,  through  other 
patents,  a  monopoly  as  to  certain  sewing-machines,  known  as  the  *'  Singer  machines. 
When  these  patents  expired  every  one  had  an  equal  right  to  make  and  vend  such 
machines.     If  the  patentees  or  their  assignees  could  assert  sucessfully  an  exclusive 
right  to  the  name  "Singer"  as  a  trade-mark,  they  would  practically  extend  the^ 
patent  indefinitely. 
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The  Court  entered  into  no  discussion  of  the  limitations  resting  on  a 
party  in  the  use  of  a  name  or  designation  dedicated  to  public  use, 
because  the  facts  rendered  it  unnecessary,  the  Court  saying  (p.  282): 

Sixth.  The  distinctive  names  and  devices  of  the  plaintiff  corporation  were  Dot 
used  by  the  defendant,  and  no  one  of  ordinary  intelligence  conld  suppose  that  the 
'' Stewart''  manufacture  was  the  manufacture  of  the  plaintiff.  Each  had  its  dir 
tiuetive  and  detailed  names  and  devices,  so  that  there  was  no  probability  thatt^e 
machine  made  by  one  would  be  mistaken  for  the  manufacture  of  the  other. 

In  Singer  Mfg.  Co.  v.  Rileyj  11  Fed.  Eep.,  706,  (1882,)  where  a  suit 
was  brought  to  restrain  the  use  of  the  word  "Singer''  by  the  defend 
ant  in  connection  with  sewing-machines,  the  preliminary  injunction  vas 
refused,  following  the  decision  in  the  Stanage  case.  The  court  called 
attention  to  the  fact  that  the  word  "Singer''  was  not  used  on  defend 
aufs  machines.  It  made  no  ruling  as  to  the  duty  of  the  defendants 
so  use  the  name  "Singer"  as  not  to  deceive,  because  it  found  that  the 
defendant's  devices  were  not  calculated  to  mislead. 

In  Brill  v.  Singer  Mfg.  Co.,  41  O.  S.,  127,  (1884,)  it  was  held  (pp.  137, 
£t  seq.)  that  as  Singer  machines  had  been  protected  by  patents  and 
during  the  existence  of  such  patents  became  known  and  identified  in 
the  trade  by  their  shape,  external  appearance  or  ornamentation,  the 
patentee  could  not,  after  the  expiration  of  the  patent,  prevent  others 
from  using  the  same  modes  of  identification,  in  machines  of  the  same 
kind,  manufactured  and  sold  by  them.  It  was  also  held  that  the  Singw 
machines  had  become  known  to  the  public  by  a  distinctive  name  during 
the  existence  of  the  patent,  and  that  any  one  at  the  expiration  of  the 
patent  might  make  and  vend  such  machines  and  use  such  name. 

It  would  appear  that  the  name  "Singer"  had  not  been,  directly  or 
indirectly,  marked  upon  the  machines.  It  might  also  be  inferred  from 
the  report  of  the  case  that  the  designation  of  the  defendant's  machine 
was  accompanied  by  a  statement  as  to  who  was  the  manufacturer.  At 
all  events,  the  court  did  not  discuss  the  obligation  of  the  defendant  t» 
avoid  misleading,  since,  under  the  facts,  the  question  did  not  arise. 

In  Gaily  v.  CoWs  Patent  Fire  Arms  Mfg.  Co.,  C.  D.,  1887,  560;  41 
O.  G.,  676;  30  Fed.  Rep.,  122,  (1887,)  it  was  held  that  the  name  "Uni 
versal,"  apj^lied  by  a  patentee  to  his  patented  printing-press,  ui)on  the 
expiration  of  the  patent  could  not  be  appropriated  by  the  inventor  as 
a  trade-mark,  Shipman,  J.,  said : 

Any  manufacturer,  who  nses  the  name  now,  does  so  to  show  that  he  mannfactnrei 
the  Gaily  press,  which  he  may  rightfuUy  do,  and  does  not  represent  to  the  public 
that  it  is  getting  any  skiU  or  excellence  of  workmanship  which  Galley  possessed, 
and  does  not  induce  it  to  helieve  that  the  presses  are  manufactured  hy  the  plaintiff. 

The  machines  manufactured  by  the  defendant,  upon  which  was 
stamped  the  name  "  Universal,"  also  bore  the  name  of  their  maker. 

Merriam  v.  Holloway  Pub.  Co.,  C.  D.,  1890,  553;  53  O.  G.,  1409;  43 
Fed.  Eep.,  450,  (1890,)  involved  the  right  of  the  defendants  to  use  the 
words  *' Webster's  Dictionary"  in  connection  with  a  reprint  of  the  1847 
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-edition  of  that  work  upon  which  the  copyright  had  expired.    Mr.  Justice 
Miller,  in  the  opinion  delivered  by  him,  said  (p.  451:) 

I  want  to  say,  however,  with  reference  to  the  main  issue  in  the  case,  that  it  occnrs 
to  me  that  this  proceeding  is  an  attempt  to  establish  the  doctrine  that  a  party  who 
has  had  the  copyright  of  a  book  until  it  has  expired,  may  continue  that  monopoly 
indetinitely,  under  the  pretense  that  it  is  protected  by  a  trade-mark,  or  something 
of  that  sort.  I  do  not  believe  in  any  such  doctrine,  nor  do  my  associates.  When  a 
man  takes  out  a  copyright  for  any  of  his  writings  or  works,  he  impliedly  agrees 
that,  at  the  expiration  of  that  copyright,  such  writings  or  works  shall  go  to  the 
public  and  become  public  property.  I  may  be  the  first  to  announce  that  doctrine, 
but  I  announce  it  without  any  hesitation.  If  a  man  is  entitled  to  an  extension  of 
liis  copyright,  he  may  obtain  it  by  the  mode  pointed  out  by  law.  The  law  provides 
^  method  of  obtaining  such  extension.  The  copyright  law  gives  an  author  or  pro- 
prietor a  monopoly  of  the  sale  of  his  writings  for  a  definite  period,  but  the  grant  of 
a  monopoly  implies  that,  after  the  monopoly  has  expired,  the  public  shall  be  entitled 
•ever  afterward  to  the  unrestricted  use  of  the  book. 

And  the  Justice  further  observed  (p.  452 :) 

The  contention  that  complainants  have  any  special  property  in  *'  Webster's  Dic- 
tionary "  is  all  nonsense,  since  the  copyright  has  expired.  What  do  they  mean  by 
the  expression  "their  book,"  when  they  speak  of  Webster's  Dictionary!  It  may 
be  their  book  if  they  have  bought  it,  as  a  copy  of  Webster's  Dictionary  is  my  book 
if  I  have  bought  it.  But  in  no  other  sense  than  that  last  indicated  can  the  com- 
plainant's say  of  Webster's  Dictionary  that  it  is  their  book. 

Although  the  right  to  use  the  words  was  thus  adjudged,  the  duty 
not  to  deceive  by  the  method  of  their  employment  was  upheld  and 
enforced,  the  Court  saying  (p.  451:)   • 

Now,  taking  all  these  allegations  together,  there  may  be  some  evidence  of  a  fraudu- 
lent intent  on  defendants'  part  to  get  the  benefit  of  the  reputation  of  the  edition  of 
Webster's  Dictionary  which  the  complainants  are  publishing,  and  it  may  possibly  be 
that,  in  consequence  of  the  facts  averred,  the  public  are  deceived  and  that  the  com- 
plainants are  damaged  to  some  extent.  We  think,  therefore,  that  this  is  one  of  those 
•cases  where,  as  the  facts  are  stated  in  the  complaint,  the  interests  of  justice  would 
be  best  subserved  by  requiring  the  defendants  to  answer,  so  that  there  may  be  a  full 
And  fair  investigation  of  the  law  and  facts  upon  a  final  hearing. 

In  Merriam  v.  Famous  Shoe  Co.  (47  Fed.  Eep.,  411)  a  ruling  similar  to 
that  announced  by  Mr.  Justice  Miller  was  made.  But  although  the 
right  to  use  the  words  "Webster's  Dictionary"  was  sustained,  the 
obligation  to  so  use  as  not  to  mislead  was  again  stated,  Thayer,  J., 
saying  (p.  414 :) 

It  is  unnecessary  at  this  time  to  determine  what  form  of  relief  should  be  adminis- 
tered, if  the  allegations  of  the  bill  are  proven  on  final  hearing.  It  may  be  that  some 
change  in  the  form  of  defendant's  circulars  and  advertisements  will  be  all  the  relief 
that  the  circumstances  of  the  case  fairly  warrant;  or  it  may  be  that  the  proof  will 
warrant  an  order  that  the  defendant  place  a  notice  in  their  book  that  it  is  a  reprint 
of  the  edition  of  1847  of  Webster's  Dictionary,  with  such  additions  as  they  m.iy 
have  made  to  it.  This  is  a  matter,  however,  to  be  considered  on  final  hearing,  when 
the  exact  nature  of  the  injury  and  the  causes  that  mislead  the  public  are  ascertained. 
It  is  sufficient  to  say  at  present  that,  on  the  showing  made,  the  complainants  are 
'entitled  to  relief,  aud  the  demurrer  to  the  bill  is  accordingly  overruled. 
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The  principles  thus  maintained  by  the  American  cases  are  also  sup- 
ported by  the  Englisli  decisions. 

In  Wheeler  &  WiUon  Mfg.  Co.  v.  ShaJcespear,  39  L.  J.,  cb.36,  (tSOO,) 
Vice-Chancellor  James  refused  to  enjoin  the  use  of  the  name  of 
"Wheeler  &  Wilson'^  as  a  designation  in  advertisements  of  machines 
dealt  in  by  the  defendant.  The  advertisements  of  the  defendant  clearly 
indicated,  however,  that  the  machines  in  question  were  not  manufac- 
tured by  the  plain  tills.    He  said  (p.  40:) 

I  could  not  restrain  the  defendant  from  using  the  words  "Wheeler  &  Wilson" as 
descriptive  of  any  sewing-machine  other  than  the  sewing-machine  manufactured  by 
the  plaintiffs.  It  appeared  to  me  that  **  Wheeler  &  Wilson"  was  really  not  the  name 
of  the  manufacturer  or  the  name  of  the  company,  either  abbreviated  or  otherwise, 
but  the  name  of  the  thing  in  particular.  As  the  plaintiffs'  bill  represents  it.  it  is 
called  '^The  Wheeler  &  Wilson  Sewing  Machine,"  and  there  being  no  other  desi^a- 
tion  for  this  particular  machine,  one  can  easily  understand  that  that  was  the  name 
of  the  patentee  or  the  person  who  at  one  time  had  the  patent,  for  I  take  it  that 
Wheeler  «&  Wilson  are  not  really  the  patentees'  names,  because  the  allegation  in  the 
bill  is  that  they  became  entitled  to  the  Letters  Patent.  It  seems  to  me  that  the  name 
"Wheeler  &  Wilson"  machine  has  come  to  signify  the  thing  manufactured  accord- 
ing to  the  principh?  of  that  patent.  That  being  so,  I  cannot  restrain  anybody,  after 
the  expiration  of  the  pat«ut,  from  re])re8enting  his  article  as  being  the  article  which 
was  so  patented.  A  man  cannot  prolong  his  monopoly  by  saying  **I  have  got  a 
trade  mark  in  the  name  of  a  thing  which  was  the  subject  of  the  patent,"  and,  there- 
fore, to  that  extent  I  think  the  plaintiffs  are  not  entitled  to  the  relief  they  ask. 

In  Cheavin  v.  WalJcer,  5  Ch.  Div.,  850,  (1877,)  it  was  held  that  the 
trade -mark  or  label  of  the  defendant,  which  fully  stated  that  a  filter  to 
which  it  was  attached,  upon  which  the  patent  had  expired,  was  made 
by  him,  did  not  infringe  the  trade  mark  or  label  of  the  complainant, 
who  had  succeeded  to  the  rights  of  the  original  patentee.  In  the 
Court  of  Appejils  James,  L.  J.,  said  (p.  863:) 

It  is  clear  that  on  the  expiration  of  this  patent  it  was  open  to  all  the  world  to 
manufacture  the  article  which  had  been  patented;  that  is  the  consideration  which 
the  inventor  gives  lor  the  patent.  The  invention  becomes  then  entirely  publicijurii. 
The  plaintiff,  and  also  the  defendants,  had  a  right  to  tell  the  world  that  they  were 
making  the  article  according  to  the  expired  patent,  and  both  parties  have  donethi.^. 
It  is  impossible  to  allow  a  man  to  prolong  his  monopoly  by  trying  to  turn  a  descrip- 
tion of  the  article  into  a  trade-mark.  Whatever  is  mere  description  is  open  to  all 
the  world.  In  the  present  case  the  plaintiff's  lal)el  was  nothing  more  than  a  descri]H 
tion,  and  he  cannot,  therefore,  have  protection  for  it  as  a  trade-mark. 

Bagalley,  L.  J.,  said  (p.  865:) 

The  vice  chancellor  thought  that  the  words  "Cheavin's  patent"  were  calculated 
to  deceive  the  public.  But  '^Cheavin's  patent'*  is  a  correct  description  of  the  prin- 
ciple according  to  which  the  article  was  made,  and  there  follows  a  distinct  statenjeni 
that  it  was  manufactured  by  Walker,  Brightman  &  Co.  Therefore  ou  this  grouDd 
also  the  case  made  by  the  plaintiff's  claim  fails. 

In  Linoleum  Mfg.  Co.  v.  Kairn^  7  Ch.  Div.,  834,  (1878,)  where  the  riglit 
to  the  exclusive  use  of  the  word  "Linoleum"  was  asserted,  the  sub 
stance  to  which  the  name  was  attached  having  been  covered  by  x)atei]ts 
which  had  expired,  Fry,  J.,  said  (p.  836:) 

In  the  first  place,  the  plamtifts  have  alleged,  and  Mr.   Walton  has  swoni,  that 
iaving  invented  a  new  anbfttwuc^,  \i?v\xivi\N: ,  W\<i  ^^A\v\\^fev^.  vir  oxidized  oil,  he  gave  ii> 
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it  the  name  of  ^'Lineoleum/'  and  it  does  not  appear  that  any  other  name  has  ever 
been  given  to  this  substance.  It  appears  that  the  defendants  are  now  minded  to 
make,  as  it  is  admitted  they  may  make,  that  substance.  I  want  to  know  what  they 
are  to  call  it.  That  is  a  question  I  have  asked,  but  I  have  received  no  answer;  and 
for  this  simple  reason  that  no  answer  conld  be  given,  except  that  they  must  invent 
a  new  name.  I  do  not  take  that  to  be  the  law.  I  think  that  if  ''Lineoleum'' 
means  a  substance  which  may  be  made  by  the  defendants,  the  defendants  may  sell 
it  by  the  name  which  that  substance  bears.     ♦     *     * 

In  my  opinion  it  would  be  extremely  difficult  for  a  person  who  has  been  by  right 
of  some  monopoly  the  sole  manufacturer  of  a  new  article,  and  has  given  a  new 
name  to  the  new  article,  meaning  that  new  article  and  nothing  more,  to  claim  that 
the  name  is  to  be  attributed  to  his  manufacture  alone  after  his  competitors  are  at 
liberty  to  make  the  same  article. 

As  the  article  manufactured  by  the  defendant  was  clearly  marked 
with  the  source  of  manufacture,  the  case  was  not  one  requiring  the 
enforcement  of  the  duty  to  designate  the  origin  of  the  mauufaeture, 
but  the  Court  also  said  (p.  837:) 

If  I  found  they  were  attempting  to  use  that  name  in  connection  with  other  parts 
of  the  trade-mark,  so  as  to  make  it  appear  that  the  oxidized  «oil  made  by  the 
defendants  was  made  by  the  plaintiffs,  of  course  the  case  would  be  entirely 
different.     ♦     *     » 

It  appears  to  me,  therefore,  that  there  has  been  neither  infringement  of  any  essen- 
tial part  of  the  plaintiffs'  trade-mark  nor  any  attempt  on  the  part  of  the  defendants 
to  represent  the  goods  which  tbey  mtedded  to  sell  as  goods  made  by  the  plaintiffs, 
(p.  838.) 

Nor  is  there  anything  in  the  Scotch  case  of  Ths  Singer  Mfg,  Co.  v. 
Kimball  £  Morton^  (11  Ct.  Sess.,  3d  s.,  267,)  or  the  English  cases  of 
Shiger  Mfg.  Co.  v.  WiJsoii,  (3  App.  Cas.,  376;  2  Ch.  Div.,  434,)  and 
Singer  Mfg.  Co.  v.  Loog,  (8  App.  Cas.,  15,  and  18  Ch.  Div.,  412,)  which 
in  any  way  contravene  the  doctrines  heretofore  stated.  In  the  Kimball 
case,  the  fact  tliat  there  had  been  no  patents  in  England  was  expressly 
referred  to,  the  court  finding  that  for  many  years  prior  to  1870  machines 
like  Singer  macliines  had  been  manufactured  under  various  names  in 
England  and  Scotland  by  other  parties  than  the  Singer  Company.  It 
was  upon  these  facts  that  the  court  based  the  right  of  the  Singer  Com- 
pany to  an  exclusive  trade-mark  in  the  name.  Indeed,  Lord  Ard- 
millon  (p.  270)  expressly  declared  that  he  regarded  the  facts,  above 
stated,  as  distinguishing  the  case  from  the  Shakespear  case,  stipra. 

This  distinction  is  also  true  of  Singer  Mfg.  Co.  v.  Wilson^  and  Singer 
Mfg.  Co,  V.  Loog.  In  neither  was  there  a  claim  of  a  generic  description 
as  a  conseciuence  of  a  monopoly,  and  it  becomes,  therefore,  needless  to 
review  these  cases  at  length.  It  may,  however,  be  said  that  both  these 
eases  recognize  the  right  of  a  party  in  his  advertising  matter  to  state 
that  his  machines  were  constructed  upon  the  Singer  system  or  model. 

The  contention  advanced  by  the  complainant  that  his  right  to  the 
exclusive  use  in  the  name  "Singer,''  after  the  expiration  of  the  pat- 
ents, although  that  name  became  the  generic  description  of  the 
machines  during  the  monopoly,  is  in  acc^ord  with  the  law  of  France,  is 
without  foundation.  On  the  contrary,  the  French  writers  and  courts 
H.  Doc.  354 45 
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recognize  the  doctrine  to  be  substantially  like  that  which  is  enforced 
in  America  and  England.  Braun  Marques  de  Fabrique  (sec  68,  p. 
232)  says: 

The  question  is  not  whether  an  inventor  can  attribute  to  his  patented  invention  a 
particular  designation  which  remains  the  exclusive  property  of  the  patentee  by  the 
same  title  and  for  as  long  a  time  as  the  invention  itself.  This  is  evident,  for  with* 
out  this  right  existing  in  the  patentee  his  patent  would  be  in  certain  respects 
illusory.  But  at  the  expiration  of  the  patent  does  the  designation  fall  into  the 
public  domain  with  the  patented  invention  t  Does  the  patented  thing  Ipee  the  right 
to  be  solely  individualized  in  favor  of  the  inventor  by  the  designation  which  up  to 
that  time  has  served  as  its  mark  t    Three  theories  present  themselves. 

After  fully  stating  these  three  different  points  of  view  the  author 
adds: 

To  resume,  the  three  systems  may  be  formulated  as  follows :  First,  the  designa- 
tion of  the  thing  patented  becomes  public  property  on  the  expiration  of  the  patent; 
second,  the  patentee  retains  in  every  case  the  sole  nse  to  the  designation,  after  the 
expiration  of  his  monopoly,  if  he  had  deposited  the  name  (as  a  legal  trade-mark) 
before  the  expiration  of  the  patent;  third,  the  designation  continues  to  belong  to 
the  patentee  in  every  case  but  one,  if  the  name  given  to  the  product  has  become  the 
only  and  necessary  designation  of  the  patented  article.  We  think  there  can  be  no 
hesitation  in  pronouncing  in  favor  of  the  third  proposition,  except,  however,  that  it 
requires  to  be  completed  by  a  second  exception,  which  is  that  the  name  is  also  public 
property  if  in  the  interval  which  has  elapsed  between  the  expiration  of  the  patent 
and  the  deposit  of  the  trade-mark  the  inventor  has  allowed  the  designation  to 
become  public  property. 

Pouillet  Brevets  D'Invention  (Fos.  327, 328,  pp.  278,  279)  reviews  the 
opinions  of  the  commentators  and  the  decisions  of  the  courts  as  follows: 

The  expiration  of  a  patent  has  for  its  natural  effect  to  permit  every  one  to  make 
and  sell  the  object  patented;  and  it  has  also  for  effect  to  anthorize  every  one  to  sell 
it  by  the  designation  given  it  by  the  inventor,  but  upon  the  condition  in  every  case 
not,  in  so  doing,  to  carry  on  unfair  competition  in  business  (Concurrence  D^  Loyal) 
against  him.  Without  this,  say  Pecard  Sl  Olin,  the  monopoly  would  be  indefinitely 
prolonged,  because,  in  commerce  one  could  not  recognize  the  thing  produced  by  the 
invention  under  any  other  designation  than  that  given  during  the  life  of  the  patent 
However,  the  question  is  not  without  difficulty,  when  the  name  of  the  inventor 
enters  into  the  designation  of  the  product,  *  *  *  in  such  case  the  courts  should 
not  allow  third  persons  to  employ  the  name  of  the  inventor,  bat  with  extreme 
caution  and  by  taking  the  most  rigorous  measures  to  prevent  a  confusion  as  to 
the  origin  of  the  product,  of  which  it  would  be  very  easy  to  abuse.  It  has  been 
adjudged  conformably  to  these  principles  (Paris,  20th  of  January,  1844,  Trib.  comm.; 
Seine,  22d  of  December,  1853, Trib.  comm.;  Seine, 28th  of  July,  1853,)  first,  that  the 
denomination  under  which  a  patented  article  is  designated  by  the  inventor  falls 
into  the  public  domain  at  the  same  time  as  the  invention,  at  least  when  this  denomi- 
nation has  been  drawn  from  common  language  and  does  not  reproduce  the  name  of 
the  inventor  himself,  nevertheless  the  right  to  announce  the  product  under  the  same 
denomination  affixed  to  it  by  the  inventor,  does  not  go  the  extent  of  allowing  its 
sale  with  the  plates  or  stamps  or  metallic  paper,  or  tickets,  or  the  manner  of  secur- 
ing it,  or  the  envelops  or  form  or  color  analogous  to  that  used  in  such  a  way  as  to 
cause  appearances  of  deception,  (Nancy,  7th  of  July,  1854,  Verly,  Sir.,  1855, 2  vol.,  581;) 
second,  that  when  an  invention  falls  into  the  public  domain,  it  enters  with  the  name 
which  the  inventor  has  given  it,  and  he  cannot  prevent  a  person  from  employing  tiiis 
designation;  thus,  the  ioventor  of  the  ''harmonium''  was  not  allowed  after  the 
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expiration  of  his  patent  to  prevent  others  f^om  making  this  instrument  and  selling  it 
nnder  the  name  which  had  heen  given  to  it,  (Paris,  30th  December,  1859,  Pattaille, 
1859,414;)  third,  that  the  patented  invention  falling  into  the  public  domain  can  be 
advertised  and  sold  by  the  designation  given  to  it  by  the  inventor,  even  when  the 
name  of  this  last  person  figures  therein.  If  by  usage  and  by  the  act  of  the  inventor 
bis  name  has  become  the  necessary  element  to  designate  the  product,  it  is  essential, 
however,  that  the  competitors  of  the  inventor  avoid  all  confusion  which  can  induce 
the  public  into  error  as  to  the  origin  of  the  prodaots.  (Cassation,  81st  of  January, 
1860,  Charpentier.) 

The  same  author  again  says: 

In  principle,  a  surname  is  inalienable  and  each  one  keeps  the  imprescriptible  own- 
ership in  it.  We  know,  however,  that  when  the  name  of  the  inventor  has  become 
the  designation  of  the  thing  patented,  it  belongs  to  every  one,  at  the  expiration  of 
the  patent,  to  make  use  of  this  designation.  (Pouillet  Brevets  D'Invention,  sec. 
329,  p.  280.) 

The  French  decision  mainly  relied  on,  by  the  plaintiff  in  error,  is 
that  relating  to  the  use  of  the  surname  ^<  Bully  "  in  a  toilet  preparation 
known  as  the  "  Vinegar  of  Bully,"  but  the  facts  upon  whicb  the  case 
was  decided  are  misapprehended.  In  that  case  the  sole  question  was 
whether  the  surname  "Bully"  had  been  either  expressly  or  tacitly 
dedicated,  by  him,  to  the  public  by  connecting  it  with  his  preparation. 
The  Court  of  Cassation  rested  its  decree  upon  the  finding  of  fact  by 
the  court  b^low,  which  was  conclusive  on  it,  that  no  such  association 
of  the  name,  by  either  the  express  or  tacit  consent  of  Bully,  had  ever 
taken  place.  We  excerpt,  briefly,  the  language  of  the  Court  of  Cas- 
sation as  reported  in  the  Dictionary  of  De  Marafy,  (voL  1,  p.  11 :) 

Whereas,  without  doubt,  the  methods  of  manufaotnre  of  a  patented  product  fall 
into  the  public  domain,  after  the  expiration  of  the  patent,  but  it  is  otherwise  as  to 
the  name  of  the  inventor,  and  that  this  rule  suffers  no  exception,  except  in  the  case 
where,  either  by  long  usage  or  in  consequence  of  a  consent  either  expressly  or 
tacitly  given  by  the  inventor,  his  surname  having  become  the  sole  nsnal  designation 
of  his  invention,  it  is  employed  to  indicate  the  mode  or  the  system  of  manufacture 
and  not  the  origin  of  the  particular  manufacture. 

Whereas,  it  is  declared  by  the  Judgment  appealed  from,  that  Claude  BnUy  has 
never  manifested  an  intention  to  indissolubly  bind  up  or  unite  his  name  for  the 
benefit  of  his  invention,  etc. 

And  the  same  distinction  controlled  the  case  of  Howe,  where  the 
French  courts  ei^joined  the  use  of  that  name  on  a  sewing-machine. 
There  the  Court,  as  a  basis  of  its  decree,  used  the  following  language: 

And  whereas,  they  (Howe  and  his  heirs)  did  not  take  patents  in  France  for  the 
invention  and  their  improvements,  which  have  therefore  fiftllen  into  the  pubUo 
domain — 

and  have — 

never,  either  expressly  or  tacitly,  abandoned  the  right  to  affix  his  name  (that  of 
Howe)  to  the  products  of  the  invention. 

The  result,  then,  of  the  American,  the  English  and  the  French  doc- 
trine universally  upheld  is  this,  that  where,  during  the  life  of  a 
monopoly  created  by  a  patent,  a  name,  whether  it  be  arbitrary  or  be 
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that  of  the  inventor,  has  become,  by  his  consent,  either  express  or 
tacit,  the  identifying  and  generic  name  of  the  thing  patented,  this 
name  passes  to  the  pnblic  with  the  cessation  of  the  monopoly  which  the 
patent  created.  Where  another  avails  himself  of  this  public  dedica- 
tion to  make  the  machine  and  use  the  generic  designation,  he  can  do 
so  in  all  forms,  with  the  fullest  liberty,  by  affixing  such  name  to  the 
machines,  by  referring  to  it  in  advertisements  and  by  other  means, 
subject,  however,  to  the  condition  that  the  name  must  be  so  used  as 
not  to  deprive  others  of  their  rights  or  to  deceive  the  public,  and, 
therefore,  that  the  name  must  be  accompanied  with  such  indications 
that  the  thing  manufactured  is  the  work  of  the  one  making  it,  as  will 
unmistakably  inform  the  public  of  that  fact. 

It  remains  only  to  apply  these  legal  conclusions  to  the  facts  already 
recapitulated.  Of  course,  from  such  application  all  claim  of  right,  on 
the  part  of  plaintiff  in  error,  to  prevent  the  use  of  the  name  "  Singer^ 
is  dispelled.  This  leaves  only  two  questions,  first,  whether  that  name 
as  used  in  the  circulars  and  advertisements  of  the  defendant  is  accom- 
panied with  such  plain  information  as  to  the  source  of  manufacture  of 
the  machines  by  them  made  as  to  make  these  circulars  and  advertise- 
ments lawful;  and,  second,  whether  this  also  is  the  case  with  the  use 
of  the  word  "  Singer  "  on  the  machines  which  the  defendant  makes  and 
sells.  As  to  the  first  of  these  inquiries,  the  proof  shows  that  tlu*  cir- 
culars were  so  drawn  as  to  adequately  indicate  to  any  one  in  whose 
hands  they  may  have  come  that  the  machines  therein  referred  to  were 
made  by  the  June  Manufacturing  Company,  and  not  by  the  Sinjrer 
Company.  We  therefore  dismiss  the  circulars  from  view.  As  to  tbe 
advertisements,  without  going  into  details,  some  of  those  offered  in 
evidence  were  well  calculated  to  produce  the  impression  on  the  public 
that  the  Singer  machines  referred  to  therein  were  for  sale  by  the  June 
Manufacturing  Company,  as  the  agent  or  representative  of  the  Singer 
Company. 

On  tbe  second  question  the  proof  also  is  clear  that  there  was  an 
entire  failure  on  the  part  of  the  defendant  to  accompany  the  use  of  the 
word  ^'  Singer,"  on  the  machines  made  and  sold  by  him,  with  sufficient 
notice  of  their  source  of  manufacture,  as  to  prevent  them  from  being 
bought  as  machines  made  by  the  Singer  Manufacturing  Company,  and 
thus  operate  an  injury  to  private  rights  and  a  deceit  upon  the  public. 
Indeed,  not  only  the  acts  of  omission  in  this  regard,  but  the  things 
actually  done,  give  rise  to  the  overwhelming  implication  that  the 
faihire  to  point  to  the  origin  of  manufacture  was  intentional,  and  that 
the  system  of  marking  pursued  by  tlie  defendant  had  the  purpose  of 
enabling  the  machines  to  be  sold  to  the  general  public  as  machines 
made  by  the  Singer  Company. 

The  marks  on  the  machines  are  found  on  the  oval  plate  and  on  the 
device  cast  in  the  leg  of  the  stand.  On  the  first  of  these  (the  oval 
plate)  the  words  "Improved  Singer"  are  found  in  prominent  letters, 
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V 

UDaccoinpanied  by  aiiytbing  to  indicate  that  the  machines  were  manu- 
factured by  the  June, Company,  except  the  words  "J.  M.  Co."  and  the 
monogram  "J.  Mfg.  Co."  The  shape  of  the  plate,  its  material,  the 
position  in  which  it  was  placed  upon  the  machines,  its  size,  its  color, 
the  prominence  given  the  words  "Improved  Singer,"  all  could  have 
conveyed  but  one  impression  to  one  not  entirely  familiar  with  the  exact 
details  of  the  device  upon  the  Singer  Company's  plates,  and  that  is 
that  the  machine  was  one  coming  from  the  factory  of  the  Singer  Com- 
l>any.    So,  in  the  second  (the  device  cast  in  the  legs  of  the  stand),  the 

• 

word  '* Singer"  alone  without  any  qualification  is  there  found  in  bold 
relief,  and  above  this  the  word  "I.  S."  and  in  small  letters  "J.  Mfg.  Co." 
The  similarity  between  the  letter  "J."  and  the  letter  "S.,"  the  failure 
to  state  in  full  the  name  of  the  manufacturer,  the  general  resemblance 
to  the  device  of  the  Singer  Company,  the  place  where  it  was  put,  which 
had  no  necessary  connection  with  the  structure  or  working  capacity  of 
the  machines,  and  the  prominence  of  the  casting  of  the  word  "Singer" 
in  comparison  with  the  other  mark,  brings  out  in  the  plainest  way  the 
purpose  of  suppressing  knowledge  of  the  actual  manufacturer,  and 
suggesting  that  it  was  made  by  the  Singer  Company.  It  is  significant 
of  the  fraudulent  purpose  of  the  defendant  that  the  device  which  the 
Singer  Company  cast  in  the  legs  of  its  machines  was  only  by  them 
adopted  after  the  expiration  of  the  patents  and  the  resulting  cessation 
of  the  monopoly,  and  for  the  avowed  purpose  of  distinguishing  their 
machines  from  others  which  had  come  ufJon  the  market,  and  therefore 
the  colorable  imitation  which  the  defendant  immediately  proceeded  to 
make  bad  no  necessary  connection  with  the  right  to  make  machines 
ac<*ording  to  the  Singer  system  and  to  call  and  sell  them  as  Singer 
machines  in  consequence  of  their  dedication  to  the  public.  But  there 
are  other  circumstances  in  the  record  which  throw  light  upon  the  facts 
which  we  have  just  stated,  and  lend  to  them  an  increased  significance. 
On  the  plate  of  the  Singer  machines  there  was  plainly  marked  a  num- 
ber, which  the  proof  shows  had  run  with  relatively  accurate  consecu- 
tiveness  from  the  beginning.  These  numbers,  as  a  result  of  the  vast 
development  of  the  business  of  the  Singer  Company  and  the  enormous 
number  of  New  Family  machines  sold  by  them,  ran  into  the  millions. 
The  defendant,  who  was  in  the  commencement  of  his  business,  at  once 
began  also  to  number  his  machines  in  the  millions,  thereby  conveying 
the  obvious  impression  that  they  were  the  result  of  a  manufacture  long 
established,  and  as  they  were  marked  "Singer"  suggesting,  by  an 
irresistible  implication,  that  they  were  machines  made  by  the  Singer 
Company.  There  is  an  attemjit  in  the  evidence  to  explain  this  fact  by 
the  statement  that  it  was  the  habit  of  sewing-machine  makers  to  add 
three  figures  to  the  actual  number  of  machines  by  them  made,  but  the 
proof  does  not  sustain  the  explanation,  and  if  it  did,  it  amounts  to  but 
the  contention  that  the  commission  of  a  fraud  should  be  condoned 
because  others  were  guilty  of  similar  attempts  to  deceive.    There  is 
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another  significant  fact.  On  the  machines  made  by  the  Singer  Com- 
pany there  was  a  tension-screw.  This  screw  oi^  the  Singer  machines 
served  a  usefal  mechanical  purpose,  and  did  not  pass  into  the  public 
domain  with  the  expiration  of  the  fundamental  patents,  because  spe- 
cially covered  by  a  subsisting  patent.  The  defendant  in  making  his 
machines  placed  thereon  a  dummy  screw,  serving  no  mechanical  pur- 
pose whatever,  and  which  could  have  had  no  object  but  that  of  produo 
iug  the  impression  that  his  machine  was  made  by  the  Singer  Company. 
There  remains  only  for  examination  the  second  proposition,  that  is: 
Second.  The  alleged  violatiotif  of  the  specific  trade-mark  of  the  com- 
plainant by  the  device  found  on  the  defendnnfs  ma>chine  and  by  the  use  of 
the  word  ^^ Singer.^ 

This  question  is  necessarily  involved  in  and  determined  by  the  fore- 
going considerations.  There  can  be  no  doubt,  if  the  right  to  use  the 
word  "Singer"  did  not  exist,  that  the  plate  and  the  device  cast  in 
the  leg  of  the  defendant's  machine  would  be  a  plain  infringement  of 
the  specific  trade-mjirk  of  the  Singer  Company.  There  can  also  be  no 
doubt  that  the  marks  used  by  the  defendant  would  not  constitute 
a  specific  infringement  unless  they  contained  the  word  "Singer"  era 
representation  equivalent  in  the  public  mind  to  that  word.  It  follows 
that  the  marks  used  by  the  defendant  become  only  an  infringement 
from  the  fact  that  each  of  them  contained  and  embodied  the  word 
"Singer."  But  the  word  "Singer,"  as  we  have  seen,  had  become 
public  property,  and  the  deftndant  had  a  right  to  use  it.  Clearly,  as 
the  word  "Singer"  was  dedicated  to  the  public,  it  could  not  be  taken 
by  the  Singer  Company  out  of  the  public  domain  by  the  mere  fact  of 
using  that  name  as  one  of  the  constituent  elements  of  a  trade-mark. 
In  speaking  of  a  mark  containing  composite  words,  some  of  which 
become  dedicated  to  public  use,  others  of  which  are  not,  Braun  in  his 
Traits  des  Marques  de  Fabrique  (No.  135,  pp.  354-355)  says : 

The  Burnamey  says  a  Judgment  of  the  conrt  of  Paris,  is  property  in  the  most 
necessary  and  in  the  most  imprescriptible  sense.  (Paris,  18th  of  November,  1875, 
Pnttaille.)  Does  this  mean  that  a  mark  composed  of  a  name  can  never  be  lostf 
The  conrts,  ou  the  contrary,  have  decided  that  two  elements  which  compose  a  name, 
that  is,  the  surname  of  the  iudividual  or  the  firm  upon  the  one  side  and  its  tracing 
or  distinctive  form  (in  a  trade-mark)  are  snsceptible  of  falling  into  the  public 
domain  together  or  separately.  In  this  last  case,  the  exclusive  right  to  the  trade- 
mark may  survive  the  exclusive  right  to  the  name  and  vice  versa.  Thus  one  may 
keep  the  exclusive  right  to  the  use  of  the  name,  while  the  remainder  of  the  mark 
will  belong  to  every  one. 

The  right  to  use  the  word  ^'Singer,*^  which  caused  the  imitative 
infringement  in  the  device,  being  lawful,  it  is  plain  that  the  infringe- 
ment only  resulted  from  the  failure  to  plainly  state  along  with  the  use 
of  that  word  the  source  of  manufacture,  and  therefore  this  branch  of 
the  question  is  covered  by  the  same  legal  principle  by  which  we  have 
determined  the  other. 

It  follows,  therefore,  that  the  judgment  below,  which  recognized  thd 


DECISIONS    OF   U.  8.  COURTS   IN   TRADE-MARK   CASES.         711 

right  of  the  defendant  to  make  or  vend  sewing-machines  in  the  form  in 
which  they  were  made  by  him — that  is,  like  unto  the  machines  made 
upon  the  principles  of  the  Singer  system — with  the  use  of  the  word 
"Singer,"  without  a  plain  and  unequivocal  indication  of  the  origin  of 
manufacture,  was  erroneous  and  should  be  reversed. 

It  follows  that  the  decree  below  must  be  reversed  and  the  cause  be 
remanded,  with  directions  to  enter  a  decree  in  favor  of  complainant, 
with  costs,  perpetually  enjoining  the  defendant,  its  agents,  servants 
and  representatives,  first,  from  using  the  word  "  Singer"  or  any  equiv- 
alent thereto,  in  advertisements  in  relation  to  sewing-machines,  with- 
out clearly  and  unmistakably  stating  in  all  said  advertisements  that  the 
machines  are  made  by  the  defendant,  as  distinguished  from  the  sewing- 
machines  made  by  the  Singer  Manufacturing  Company;  second,  also 
perpetually  enjoining  the  defendant  from  marking  upon  sewing- 
machines  or  u])on  any  plate  or  device  connected  therewith  or  attached 
thereto  the  word  '*  Singer,"  or  words  or  letters  equivalent  thereto, 
without  clearly  and  unmistakably  specifying  in  connection  therewith 
that  such  machines  are  the  product  of  the  defendant  or  other  manufac- 
turer, and  therefore  not  the  product  of  the  Singer  Manufacturing  Com- 
pany. And  the  decree  so  to  be  entered  must  also  contain  a  direction 
for  an  accounting  by  the  defendant  as  to  any  profits  which  may  have 
been  realized  by  it,  because  of  the  wrongful  acts  by  it  committed. 
And  it  is  so  ordered. 


[Supreme  Court  of  the  United  StAtes.] 

Singer  MANUFACTURma  Company  v.  Bent. 

Decided  May  18, 1896. 
75  O.  Q.,  1713. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  Illinois. 

Mr.  G.  K.  Offield  and  Mr.  L.  Maxwell^  Jr.j  for  the  appellant. 
Mr.  Wallace  Reckman  for  the  appellee. 

Mr.  Justice  White  delivered  the  opinion  of  the  Court. 

The  pleadings  here  are  substantially  similar  to  those  in  the  case  of 
the  Singer  Manufacturing  Company  against  the  June  Manufacturing 
Company,  and  the  testimony  in  that  case,  in  so  far  as  applicable,  was 
by  stipulation  used  in  this.  Some  additional  testimony  was,  however, 
introduced  bearing  upon  the  particular  alleged  wrong-doing  here  com- 
plained of.  The  Circuit  Court  rendered  a  decree  in  favor  of  the  defend- 
ant.    (C.  D.,  1890,  402;  51  O.  G.,  1948;  41  Fed.  Rep.,  214.) 

There  is  no  difli'erence  in  legal  principle  between  the  two  cases.  The 
sewing-machines  sold  by  the  defendant  were  made  by  the  June  Manu- 
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facturing  Company,  and  were  in  form  like  those  generally  made  and 
sold  by  it.  These  machines  contained  the  oval  plate  fixed  at  the  base 
of  the  arm,  a  device  cast  in  the  leg  of  the  stand  of  the  machine,  the 
plate  and  the  casting  being  of  the  same  general  shape,  size  and  appear- 
ance of  those  used  by  the  Singer  Manufacturing  Company.  There 
was,  however,  no  exact  identity  between  the  words  and  marks  used  on 
the  brass  plates  and  in  the  casting  of  the  Singer  Company  and  those 
palced  on  the  machines  of  the  defendant.  The  device,  which  the 
defendant  styled  his  trade-mark,  contained  an  eagle  surrounded  with 
the  wording  "  New  York,  S.  M.  Mfg.  Co.  Warranted.^  The  lettering 
**New  York  S.  M.  Mfg.  Co."  on  the  brass  plate  of  defendant  corre- 
sponded in  size  and  style  of  letters  with  the  lettering  "  The  Singer 
Manfg.  Co."  on  the  brass  plates  of  the  latter  company.  It  is  plain  that 
the  position  and  size  as  well  as  the  inscription  found  on  these  devices 
were  calculated  to  deceive  by  creating  the  impression,  on  one  not 
familiar  with  all  the  details  of  the  marks  of  the  Singer  Manufacturing 
Company,  that  they  were  the  marks  of  that  company.  The  defendant 
argued  that  there  is  a  difference  between  his  devices  and  those  of  the 
June  Manufacturing  Company  in  that  he  does  not,  in  so  many  words, 
employ  the  name  "  Singer."  In  other  words,  the  contention  is  that  a 
fraudulent  device  which  is  tantamount  to  a  certain  word  is  not  equiv- 
alent in  law  to  the  word  for  which  it  stands.  The  deceptive  pur- 
pose of  the  devices  and  the  lettering  or  words  on  them  is  abundantly 
established  by  the  proof.  The  principal  business  office  of  the  Singer 
Manufacturing  Company  is  in  the  city  of  New  York.  In  the  so-called 
trade-mark  of  the  defendant  the  letters  *'  S.  M.  Mfg.  Co."  are  preceded 
by  the  word  *^  New  York,"  although  there  was  no  such  company  and 
the  defendant  had  no  factory  or  office  there,  but  did  business  in  Chi- 
cago, and  bought  in  that  city  from  the  June  Manufacturing  Comi>auy 
the  machines  upon  which  he  put  the  marks  in  question.  There  is  no 
doubt  that  the  marks  were  imitations  of  those  used  by  the  Singer 
Company  and  were  intended  to  deceive,  and  were  made  only  seemingly 
different  to  afford  a  plausible  pretext  for  asserting  that  they  were  not 
illegal  imitations,  although  they  were  so  closely  imitative  a«  to  deceive 
the  public.  The  defendant  therefore  must  be  treated  as  if  he  had 
actually  used  the  Singer  marks.  So  treating  him,  however,  we  should 
be  obliged  to  allow  the  use  of  the  name  ''  Singer,"  since  that  name, 
as  we  have  already  held  in  the  case  just  decided,  fell  into  the  domain 
of  things  public,  subject  to  the  condition  on  the  one  who  used  it  to 
make  an  honest  disclosure  of  the  source  of  manufacture.  This  rule 
controls  and  is  applicable  to  this  case,  and  renders  necessary  a 
reversal  of  the  decree  below. 

It  follows  that  the  decree  below  must  be  reversed  and  the  cause  be 
remanded,  with  directions  to  enter  a  decree  in  favor  of  complainant, 
with  costs,  perpetually  enjoining  the  defendant,  his  agents,  servants 
and  representatives,  irom  marking  upon  sewing-machines  made  or  sold 


DECISIONS   OP   U.  S.  COURTS   IN   TRADE-MARK   CASES.         713 

by  him,  or  upon  any  plate  or  device  connected  therewith  or  attached 
thereto,  the  word  "Singer,"  or  words  or  letters  equivalent  thereto, 
without  clearly  and  unmistakably  specifying  in  connection  therewith 
that  such  machines  are  the  product  of  the  defendant  or  other  manu- 
facturer, and  not  the  manufacture  of  the  Singer  Manufacturing  Com- 
pany; and  the  defendant  must  be  ordered  to  account  as  to  any  profits 
which  may  have  been  realized  by  him,  because  of  the  wrongful  acts  by 
him  committed.    And  it  is  so  ordered. 


[U.  S.  Circuit  Court— Northern  District  of  Illinois.] 

Dadirrian  v.  Yacubian. 

Decided  March  27, 1896. 
75  O.  G.,  1856. 

1.  Trade-Mark — "  Matzoon  "— Fokeign  Word,  No  Right  to  Exclusive  Use  Of. 

The  exclusive  use  of  the  word  ** Matzoon''  as  applied  to  a  form  of  fermented 
milk,  when  such  word  is  well  known  in  a  foreign  country  with  the  same  appli- 
cation of  meaning,  cannot  be  permitted,  although  in  this  country  prior  to  the 
introduction  of  the  compound,  said  word,  save  to  a  few  persons  acquainted  with 
the  language  of  the  foreign  country,  possessed  no  significance. 

2.  General  Right  at  First— No  Monopoly  Later. 

When  the  article  was  first  imported  or  made  in  this  country  and  called  by  the 
name  ^'Matzoon/'  the  right  to  such  importation  or  making  and  to  the  use  of  the 
name  belouged  to  any  one,  and  there  is  no  rule  in  law  by  which  that  right  can 
be  taken  away  or  abridged.  The  fact  that  the  plaintiff  long  monopolized  the 
trade  in  the  article  in  this  country  and  introduced  it  to  the  trading  public  gives 
him  no  exclusive  use  in  the  word  as  a  trade-mark. 

3.  Ignorance  in  This  Country— No  Property  In. 

The  ignorance  of  people  in  this  country  touching  ''matzoon,"  its  uses,  and  its 
name  cannot  be  treated  as  property  and  be  in  a  manner  capitalized  as  an  element 
in  the  good-will  of  the  complainant,  as  would  be  the  case  if  no  one  else  were 
permitted  to  tell  what  it  is  and  what  a  considerable  portion  of  the  race  has  long 
found  it  useful  for. 

4.  ANoniER  Name— Immaterial. 

The  fact  that  defendants  might  have  used  another  name  which  in  another 
foreign  country  indicates  the  same  product  cannot  be  construed  as  indicating 
unfair  competition. 

Messrs.  Betts^  Hyde  &  Beits  for  the  complainant, 
Mr.  Alex.  P.  Browne  for  the  defendant. 

Showalter,  J.: 

Complainant,  Dr.  Dadirrian,  is  a  physician.  He  is  a  native  of 
Cesarea,  a  city  in  Turkish  Asia  Minor,  and  since  August,  1884,  has 
been  and  now  is  a  resident  and  citizen  of  this  country.  Commencing 
in  1885,  he  has  manufactured  and  from  July  of  that  year  has  sold  in 
l^ew  York,  Chicago,  and  other  cities  a  liquid  or  semiliquid  preparation, 
which  from  the  first  he  has  called  and  named  on  his  bottles  "Matzoon'' 
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or  **Dr.  Dadirrian's  Matzoon."  He  now  moves  for  an  injunction  to 
stop  defendants,  natives  of  Armenia,  but  naturalized  in  this  country, 
from  using  the  name  "Matzoun"  in  connection  with  a  like  product 
manufactured  and  sold  by  them  in  this  country  from  a  time,  it  woald 
seem,  prior  to  1894. 

In  Armenia  and  other  Oriental  countries  other  than  Japan  and 
China  a  familiar  and  common  article  of  food  or  diet  is  and  for  centuries 
has  been  made  from  sterilized  and  fermented  milk.  This  product  varies 
in  consistency  from  a  jelly  to  a  liquid  or  semiliquid  form,  the  latter 
being  especially  appropriate  also  as  a  diet  for  the  sick.  In  Armenia 
the  common,  ancient,  and  familiar  name  of  this  product  is  a  word 
which  by  transliteration  into  English  letters  becomes  **madzoon"  or 
"matzoon." 

In  connection  with  the  sworn  pleadings  and  a  very  large  number  of 
affidavits  two  books  of  Oriental  travel,  written  in  English  and  pub- 
lished in  this  country  in  1868,  one  in  Boston  and  the  other  in  New 
York,  were  produced  at  the  hearing.  In  these  books  the  word  *'  mad- 
zoon"  repeatedly  appears,  the  reference  being  to  the  article  of  food  or 
diet  already  mentioned.  As  written  in  Armenian  characters  the  name 
which  these  authors  thus  reproduced  in  English  letters  is  not  intelligi- 
ble to  persons  unacquainted  with  the  Armenian  tongue.  The  writers 
referred  to  either  used  a  transliteration  which  had  previously  come 
under  their  notice  or  spontaneously  adopted  what  seemed  to  them  the 
appropriate  letters  to  indicate  in  English  the  name  as  sounded  by  the 
people  who  habitually  spoke  of  the  food  product  in  question.  It  is 
insisted  by  complainant  that  "matzoon"  as  used  by  him  is  not  a  trans- 
literation, at  least  not  the  correct  transliteration,  of  the  Armenian 
word.  The  point  is  not  very  material;  but  I  cannot  hold  on  the  testi- 
mony here  that  "matzoon"  rather  than  "madzoon"  is  not,  under  the 
rules  which  comparative  philologists  would  apply  to  the  case,  the 
more  accurate  and  correct  transliteration. 

Complainant  contends  also  that  the  liquid  or  semiliquid  form  of  the 
food  has  a  distinctive  name  in  Turkish,  and  is  properly  called  "taan,'' 
and  not  ^^matzoon,"  even  in  Armenia.  In  his  older  circulars  Dr. 
Dadirrian  said: 

Fermented  milk  as  an  article  of  food,  and  as  a  refreshing  beverage  both  for  mT»- 
Hds  and  persons  in  health,  has  been  known  and  used  in  Oriental  countries  since  the 
earliest  date.  The  inhabitants  of  these  countries  during  the  seasons  of  intense  heat, 
both  within  doors  and  under  the  sun,  resort  to  it  to  allay  their  buminjr  thirst,  instead 
of  using  beer,  soda-water  and  the  like,  and  obtain  great  refreshment  therefrom. 

During  a  practice  of  fifteen  years  in  Asia  Minor  and  Constantinople,  Dr.  Dadirrian 
found  Matzoon  the  best  adapted  preparation  of  fermented  milk  to  supply  nourish- 
ment for  the  sick-room.  Since  its  introduction  into  this  country  the  uniform  excel- 
lence and  recognized  efficacy  of  Matzoon  has  gained  the  absolute  confidence  and 
esteem  of  every  physician. 

As  a  preventive  of  Asiatic  cholera,  cholera  morbus,  summer  complaint  of  infants, 
and  all  diarrhoBal  disturbances  and  as  the  only  food  in  these  diseases,  Matzoon  iB 
nsed  extensively  in  Asia  and  America. 
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Matzoon  is  a  fermented  milk;  sach  as  is  used  extensively  in  the  Orient  as  a  refresh- 
ing beverage  and  as  invalid^s  food.  This  preparation  of  milk  as  made  in  the  Oriental 
countries  is  materially  different  from  and  believed  to  be  greatly  superior  to  any 
other  in  use  in  this  country. 

The  two  English  writers  ah^eady  spoken  of  in  their  use  of  the  word 
**  madzoon  ^  refer  to  the  liquid  or  semi-liquid  form  of  the  article  in 
question.  The  record  contains  other  and  conflicting  testimony  on  the 
point.  But  on  the  entire  showing  I  am  hardly  at  liberty  to  hold  that 
the  preparation  made  and  sold  by  Dr.  Dadirrian  is  not,  in  fact,  "  mat- 
zoon," as  so  called  in  Armenia  and  familiarly  and  commonly  made, 
used,  and  dealt  in  in  that  and  other  Oriental  countries. 

Apart  from  the  word  "  Matzoon"  the  device  noted  on  complainant's 
label  as  his  trade-mark  is  a  pictorial  representation  of  Mount  Ararat 
with  the  ark  and  dove  at  the  summit!  Defendants  on  their  label  place 
above  the  word  "  Matzoon,"  conspicuously  displayed  in  red,  the  capitals 
"  Y"  and  *'T"  intertwined,  being  the  initial  letters  of  their  names 
"Yacubian"  and  "Tekirian."  They  call  their  product  '»Y.  T.  Mat- 
zoon." In  other  respects  their  label  is  not  an  imitation  of  complain- 
ant's. Their  right  to  use  the  word  ''  matzoon  "  is,  therefore,  the  matter 
in  controversy.    They  say  on  their  label : 

T.  T.  Matzoon  is  made  from  the  best  and  purest  sterilized  milk.  Matzoon  htis  been 
in  use  in  all  parts  of  the  Orient  for  thousands  of  years  as  a  food  for  invalids,  and 
persons  in  health,  to  aDay  thirst  during  fevers,  etc. 

Matzoon  has  the  advantage  over  milk  in  being  more  easily  digested  and  because 
it  does  not  curdle  and  can  be  retained  in  the  stomach  when  any  other  form  of  food 
would  be  rejected. 

Y.  T.  Matzoon  and  matzoon  used  in  the  Orient  are  the  same  preparation,  the  addi- 
tional initials  denoting  our  brand. 

"  Matzoon"  had  been  brought  to  this  country  and  had  been  made  and 
nsed  and  probably  sold  here  by  Armenians  resident  here  long  prior  to 
1884;  but  it  had  no  currency  or  established  place  in  trade  in  this  coun- 
try until  Dr.  Dadirrian  commenced  his  manufacturing  business.  To 
him  is  largely  due  the  introduction  of  "  matzoon  "  as  an  article  of  trade 
in  America.  It  is  doubtless  true  that  his  success  and  the  currency 
given  this  article  with  the  trading  public  by  him  was  q.  condition  care- 
fully noted  by  these  defendants  and  determinative  of  their  policy  in 
entering  the  field  as  competitors  with  him  in  trade.  It  is  possibly  true 
also  that  his  profits  would  be  greater  if  defendants'  business  should  be 
stopped,  or  if,  being  permitted  to  go  on,  they  should  be  stopped  from 
calling  their  product  "matzoon"  and  should  be  obliged  to  use  the 
Turkish  name  or  to  coin  and  familiarize  the  trading  public  with  a  name 
for  the  same  other  than  "  matzoon." 

It  may  be  law  that  whoever  produces  a  manufactured  article  which 
is  new  may  also  coin  a  name  for  the  same  and  use  that  name  as  a  trade- 
symbol  to  indicate,  as  against  persons  who  may  choose  to  manufacture 
and  seU  a  similar  product,  the  origin  of  the  article  as  made  by  himself, 
and  that  so  long  as  such  name  continues  to  have  the  function  of  identi- 
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fyiug  his  goods — that  is  to  say,  until  it  shall  have  pjissed  into  tbe 
vocabulary  of  common  speech  as  a  generic  name  for  goods  of  the  same 
kind,  and  thus  shall  have,  in  fact,  ceased  to  indicate  the  origin  of  goods 
made  by  said  pioneer  manufa<3turer — a  competitor  cannot  use  such 
name  as  a  mark  of  origin  for  his  product.     (See  sec.  220,  Browne  on 
Trade-Marks.)     Again,  a  manufacturer  of  an  article  of  a  class  well 
known  and  designated  by  a  name  in  common  use  may  coin  or  select  an 
arbitrary  or  fanciful  word  as  a  trade-symbol  to  indicate  the  article  as 
made  by  him.     He  may  possibly  select  from  a  foreign  language  a  word 
which  to  the  people  who  speak  that  language  indicates  the  same  prod- 
uct, and  be  protected  in  his  monopoly  of  said  foreign  word  as  a  trade- 
symbol  for  his  own,  product.    But  I  cannot  hold  on  the  showing  here 
that  this  complainant  originated,  either  a  manufactured  product  or  a 
name.    The  article  which  he  in  July,  1885,  commenced  to  manufactare 
and  sell  was  no  less  new  and  strange  to  the  trading  public  in  this  coan- 
try  than  was  the  name  which  belonged  to  it.    If  the  thing  now  called 
"  matzoon  "  had  been  old  and  familiar  in  the  American  markets,  with  a 
name  likewise  old  and  familiar  in  the  vocabuhiry  of  trade  and  custom 
in  this  country,  it  may  be  that  complainant  might  have  used  the  strauge 
and  unfamiliar  combination  of  letters  "matzoon''  as  a  mark  for  the 
goods  made  by  himself;  but  no  competitor  could  even  then  have  been 
prevented  from  instructing  or  informing  the  public  that  the  product 
made  by  himself  and  all  similar  products  belonged  to  the  class  of  goods 
used  from  time  immemorial  by  Oriental  peoples  and  called  in  Armenia 
or  elsewhere  in  the  Orient  "  matzoon." 

Under  the  circumstances  supposed  the  word  might,  perhaps,  to  a 
degree  perform  the  function  of  a  trade-mark;  but  its  use  in  good  faith 
as  a  medium  of  information  concerning  the  food  product  in  question 
could  not  have  been  inhibited. 

When  Dr.  Dadirrian  commenced  business  in  1885,  the  liberty  of 
importing  or  of  making  and  selling  <* matzoon,"  and  of  calling  it  by  its 
name,  and  of  informing  the  trading  public  by  advertisements  or  labels 
what  ''matzoon"  was  and  of  the  long  and  familiar  use  which  had  been 
made  of  it  in  Eastern  countries  belonged  to  any  one.  I  know  of  no 
rule  in  the  law  of  trade-marks  or  good-will,  nor  does  any  way  of  think- 
ing about  the  subject  occur  to  me,  whereby  that  liberty  could  be  taken 
away  or  in  any  manner  abridged  as  the  result  of  what  has  been  done 
by  Dr.  Dadirrian.  The  semblance  of  right  in  him  arises  out  of  the 
circumstances  that  he  in  effect  long  monopolized  the  trade  in  "  matz«)on'' 
in  this  country  and  out  of  the  further  circumstance  that  he  by  his  skill 
and  industry  has,  in  effect,  introduced  »* matzoon"  to  the  trading  pub- 
lic here.  As  long  as  there  was  no  competition  he  had  no  need  of  a 
trade-mark — that  is  to  say,  the  word  *' matzoon"  could  not  have  had 
any  function  as  distinguishing  his  goods  from  the  goods  of  another; 
but,  as  will  be  seen  from  his  circulars  already  quoted,  he  did  not  in  his 
relations  with  the  trading  public  even  seek  to  use  word  "matzoon-'  as 
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a  trade-mark.  It  was  more  profitable  as  well  as  more  bonest  for  bim  to 
inform  bis  p<atron8  and  tbe  public  tbat  wbat  be  was  offering  tbem  bad 
8tood  tbe  t>e8t  of  time  and  use  among  tbe  peoples  of  tbe  East.  He 
therefore  called  tbe  product  by  a  name  wbicU  tbe  immemorial  usage  of 
a  people  familiar  witb  tbe  same  bad  given  it. 

Neitber,  on  tbe  otber  band,  do  tbese  defendants,  as  will  be  seen  from 
their  label,  use  "matzoon''  as  a  mark  of  origin  for  tbeir  goods.  This 
word  with  tbem  is  tbe  generic  name.  Tbe  intertwined  letters  *' Y.  T.^ 
is  tbeir  mark  of  origin.  Tbcy  bad  no  more  right  to  make  and  sell  their 
product  than  to  inform  tbe  public  wbat  "matzoon^^  is,  bow  long  and 
how  universally  it  has  been  used  in  the  East,  what  are  its  specific  vir- 
tues, and  that  they  are  making  it  and  selling  it  in  this  country. 

It  is  said  tbat  because  the  word  here  in  question  would  be  entirely 
nnrecognizable  to  tbe  ordinary  English-speaking  i)erson  if  seen  in 
Armenian  characters  tbe  transliteration  "  matzoon  "  may  be  monopolized 
in  this  country  as  a  trade-symbol.  I  am  cited  to  certain  prior  litiga- 
tions instituted  by  Dr.  Dadirrian  in  which  this  view  has  apparently 
prevailed.  A  word  is  a  combination  of  articulate  sounds  by  which  men 
communicate  witb  each  other.'  To  say  that  the  Armenian  characters 
whereby  the  sound  "  matzoon  ^  is  indicated  are  unknown  to  a  person  who 
does  not  know  them  is  a  proposition  which  carries  witb  it  no  informa- 
tion. The  impulses  by  which  a  word  extends  itself  from  the  usage  of 
one  people  to  tbat  of  another,  the  laws  of  comparative  philology  by 
which  a  transliteration  when  the  elemental  sounds  of  one  language 
are  signified  by  written  signs  unknown  in  tbe  other  is  explained  and 
held  to  be  accurate,  and  the  arrangement  c»f  English  letters  which 
reproduce  tbe  word  are  subject  to  the  exclusive  dominion  of  no  man. 

In  the  vocabulary  of  a  person  unacquainted  with  the  letters  or  char- 
acters in  which  any  language  is  written,  but  knows  the  article  here  in 
question  made  from  sterilized  and  fermented  milk  as  "matzoon,'^  that 
word  has  a  i)lace.  By  such  person  such  word  will  be  spontaneously 
used  as  a  means  of  communication.  A  word  must  exist  in  speech 
before  it  can  be  signified  in  letters  or  characters.  I  am  not  able  to 
see  bow  the  legal  aspects  of  the  case  would  be  different  if  the  name 
*' matzoon"  were  written  in  the  same  characters  in  Armenian  as  in 
English. 

A  declaration  by  these  defendants,  whether  written  or  spoken,  tbat 
tbe  article  made  and  offered  for  sale  by  them  is  "  matzoon "  is  true 
equally  with  the  like  written  or  spoken  declaration  by  complainant  as 
to  the  article  made  and  ofl'ered  for  sale  by  him. 

Let  it  be  assumed  that  these  defendants  are  taking  advantage  of  a 
popularity  and  knowledge  of  "matzoon"  on  the  part  of  the  trading 
public  which  Dr.  Dadirrian  has  been  the  chief  instrument  in  bringing 
about.  IIow,  in  view  of  their  labels  and  of  the  facts  shown  on  this 
bearing,  can  it  be  fairly  declared  that  they  are  trying  to  pass  off  or 
sell  tbeir  product  as  having  been  manufactured  by  himt    The  strong 
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contention  is  that  Dr.  Dadirrian  introduced  into  this  country  a  prodaol 
which  was  unknown  here,  and  by  a  name  which  was  equally  unknown, 
and  that  since  the  name  has  become  identified  here  with  the  article  as 
made  by  him  his  property  in  the  name  should  be  recognized ;  butaa 
already  said,  the  product  was,  in  fact,  old,  as  was  also  the  name.  The 
ignorance  of  people  in  this  country  touching  it,  its  uses,  and  its  name 
cannot  be  treated  as  property  and  be  in  a  manner  capitalized  as 
an  element  in  the  good- will  of  this  complainant.  This  would  be  the 
case  if  no  other  dealer  were  permitted  to  tell  what  "matzoon"  is  and 
what  a  considerable  portion  of  the  human  race  has  found  it  useful  for 
after  an  experience  with  it  which  under  the  name,  according  to  the 
record,  dates  back  some  eight  centuries. 

In  the  EugliBh  case  of  Davis  v.  Stribolt  (59  Law  Times  Reports,  new 
series,  854)  both  plaintiff  and  defendant  were  importing  from  [Norway 
and  selling  in  England  a  kind  of  beer  made  in  Norway,  and  there 
known  as  "  bokol."  Both  the  article  and  the  name  were  new  in 
England,  and  because  the  name  ^^  bokol "  was  unknown  in  that  coantiy 
it  was  urged  in  that  case,  as  in  this,  that  plaintiff  could  make  it  the 
subject  of  exclusive  appropriation  as  a  trade-symbol;  but  the  Court, 
Chitty,  J.,  said : 

If  the  argument  were  well  fonnded  the  importer  into  this  country  of  any  foreign 
article  not  previously  known  in  this  country  could  restrain  any  one  else  from  iiBiog 
the  name  by  which  it  was  called  in  the  country  in  which  it  was  produced. 

And  also : 

The  complainant's  position  amounts  to  this,  that,  although  they  cannot  stop  th# 
sale  of  the  article  here,  they  can  prevent  anybody  else  from  selling  the  article 
under  its  only  appropriate  name. 

In  Canal  Co,  v.  Clark  (13  Wall.,  311)  complainant  had  for  more  than 
twenty  years  been  the  sole  producer  of  coal  from  a  certain  region 
in  Pennsylvania.  This  coal  complainant  marketed  under  the  name 
^'Lackawanna  coal,"  and  by  that  name  complainant's  product  was 
known  to  the  trade.  In  course  of  time  other  and  cheaper  coals  from 
the  same  region  became  known  as  '*Pittston''  and  "Scranton"  coals. 
The  defendant  was  advertising  and  selling  these  latter  coals  as  '<  Lacka- 
wanna coal,"  and  the  complainant  sought  to  have  him  enjoined.  It 
appeared  that  all  coals  from  that  region  had  come  to  be  classed  in 
statistics  and  not  infrequently  spoken  of  in  the  trade  as  "Lackawanna 
coal."  The  injunction  was  denied.  The  Supreme  Court  of  the  United 
States  said : 

The  office  of  a  trade-mark  is  to  point  out  distinctively  the  origin  or  ownership  of 
the  article  to  which  it  is  affixed  or,  in  other  words,  to  give  notice  who  was  the 
producer. 

Where  rights  to  the  exclusive  use  of  a  trade-mark  are  invaded,  it  is  invariably 
held  that  the  essence  of  the  wrong  consists  in  the  sale  of  the  goods  of  one  manuiao- 
turer  or  vender  as  those  of  another,  and  that  it  is  only  when  this  false  representa- 
tion is  directly  or  indirectly  made  that  the  party  who  appeals  to  a  court  of  eqoil/ 
can  have  relief. 
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No  one  can  claim  protection  for  the  exclnsive  use  of  a  trade-mark  or  trade  name 
vrhich  would  practically  give  him  a  monopoly  in  the  sale  of  any  goods  other  than 
those  produced  or  made  by  himself. 

It  is  only  when  the  adoption  or  imitation  of  what  is  claimed  to  be  a  trade-mark 
amounts  to  a  false  representation,  express  or  implied,  designed  or  incidental,  that 
there  is  any  title  to  relief  against  it.  True,  it  may  be  that  the  use  by  a  second  pro- 
ducer, in  describing  truthfully  his  product,  of  a  name  or  a  combination  of  words 
already  in  use  by  another,  may  have  the  effect  of  causing  the  public  to  mistake  as 
to  the  origin  or  ownership  of  the  product,  but  if  it  is  just  as  true  iu  its  application 
to  his  goods  as  it  is  to  those  of  another  who  first  applied  it,  and  who  therefore 
claims  an  exclusive  right  to  use  it,  there  is  no  legal  or  moral  wrong  done.  Pur- 
ehasers  may  be  mistaken,  but  they  are  not  deceived  by  false  representations,  and 
equity  will  not  enjoin  against  telling  the  truth. 

We  are  therefore  of  the  opinion  that  defendant  has  invaded  no  right  to  which  the 
plaintiffs  can  maintain  a  claim.  By  advertising  and  selling  coal  brought  from  the 
Lackawanna  Valley  as  ''Lackawanna  coaP'  he  has  made  no  false  representation, 
and  we  see  no  evidence  that  he  has  attempted  to  sell  his  coal  as  and  for  the  coal 
of  the  plaintiffs.  If  the  public  are  led  into  mistake  it  is  by  the  truth,  not  by  the 
false  pretense.  If  the  complainant^s  sales  are  diminished,  it  is  because  they  are 
not  the  only  producers  of  "  Lackawanna  coal;''  and  not  because  of  any  fraud  of  the 
defendant. 

In  the  same  opinion  the  foUowing  is  quoted  with  approval: 

The  owner  of  an  original  trade-mark  has  an  undoubted  right  to  be  protected  in 
the  exclusive  use  of  all  the  marks,  forms,  or  symbols  that  were  appropriated  as  des- 
ignating the  true  origin  or  ownership  of  the  article  or  fabric  to  which  they  are 
affixed,  but  he  has  no  right  to  the  exclusive  use  of  any  words,  letters,  figures,  or 
symbols  which  have  no  relation  to  the  origin  or  ownership  of  the  goods,  but  are 
only  meant  to  indicate  their  name  or  quality.  He  has  no  right  to  appropriate  a  sign 
or  a  symbol  which,  from  tho  nature  of  the  fact  it  is  used  to  signify,  others  may 
employ  with  equal  truth,  and  therefore  have  an  equal  right  to  employ  for  the  same 
purpose. 

The  last  sentence  is  again  qaoted  in  Corbin  v.  Oouldy  (0.  D.,  1890, 
295;  51  O.  G.,  622;  133  IT  S.,  314.)  I  understand  that  the  showing 
made  here  differs  somewhat  from  that  made  in  the  prior  litigation, 
wherein  Dr.  Dadirrian's  contention  has  been  sustained.  I  understand 
also  that  on  substantially  the  same  stat^  of  facts  as  shown  here  the 
Circuit  Court  of  the  United  States  for  the  District  of  Massachu- 
setts denied  the  application  of  Dr.  Dadirrian  for  an  injunction.^  The 
circumstance  that  these  defendants  might  have  used  instead  of  the 
name  ^'matzoon''  the  Turkish  name — for  complainant  insists  that  there 
is  a  Turkish  name  for  the  product — can  hardly  be  construed  as  indi- 
cating unfair  competition. 

These  defendants  are  themselves  Armenians,  and  the  capital  fact 
insisted  on  by  them  is  that,  whatever  may  be  the  name  in  Turkish  or 
Arabic,  it  is  '^matzoon''  in  Armenian.  Moreover,  the  article  is  now  to 
some  extent  known  in  this  country,  and  so  far  as  known  it  is  <<mat- 
zoon."  That  Dr.  Dadirrian  was  instrumental  in  importing  this  knowl- 
edge is  not  material. 

>  By  Carpenter,  J.,  iu  a  suit  between  the  same  parties.  No  opinion  was  rendered 
by  the  court. 
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It  would  seem  to  be  not  only  truthful  and  appropriate  but  due  to 
that  portion  of  the  trading  public  which  has  been  made  acquainted 
with  the  article  as  "Matzoon"  that  another  manufacturer  of  the  same 
thing  should  call  it  by  that  name.    (Browne  on  Trade-Marks,  sec.  220.) 

On  the  present  showing  the  application  for  the  injunctioD  is  denied 


[U.  S.  Circnit  Court— Northern  District  of  Illinois.] 

American  Cereal  Company  t\  Eli  Pettijohn  Cereal  Compaot. 

Decided  March  £5,  1896. 
76  O.  G.,  610. 

1.  Trade-Mark — '*  Pettuohn's  California  Breakfast  Food.** 

Defendants  have  the  right  to  use  the  name  ''  £11  Pettijohn,'^  and  to  make  m 
pronounced  as  possible  upon  their  labels  the  personality  of  this  man  when  it 
appears  that  he  was  for  many  years  engaged  in  another  section  of  the  couDtry 
in  the  manufacture  of  the  product  to  which  the  labels  applied  and  when  it  also 
appears  that  complainants  had  previously  joined  with  him  in  the  manufactois 
of  the  t»ame  product  in  such  other  section. 

2.  Same— Name — Unfair  Competition. 

Tlie  good-will  of  a  manufacture  will  be  protected  f^om  a  colorable  artifice  in 
the  use  of  a  name  or  from  one  who  merely  buys  from  an  indifferent  third  pereon 
who  happens  to  have  the  name  which  the  buyer  wants  to  use;  but  it  is  not 
unfair  competition  on  the  part  of  the  defendants  to  use  in  their  business  the 
name  of  a  man  who  is  a  stock-owner  in  their  company  and  who  has  been  for 
years  engaged  in  the  same  line  of  manufacture.  Such  a  man  is  not  an  indiHerent 
third  person. 

Suit  for  iuj unction  by  the  American  Cereal  Company  against  the 
Eli  Pettijohn  Cereal  Company.  Complainant  moves  that  deteiidant  be 
piitiisbed  for  violating  a  preliminary  injunction,  and  defendant  moves 
to  dissolve  such  injunction. 

Messrs,  Swift^  Campbell^  Jones  cfc  Martin  for  the  complainant. 
Messrs,  Willurd  &  Evans  and  Mr.  Frederick  Reed  for  the  defendant 

SlIOWALTER,  J,  : 

In  October,  1889,  William  A.  Pettijohn  left  San  Francisco,  Cal., 
where  he  had  been  engaged  in  manufacturing  rolled  wheat,  and  came 
to  Minneapolis,  in  the  State  of  Minnesota.  He  leased  a  mill  in  the 
latter  city,  and,  having  equipped  it  with  machinery  brought  by  him 
from  California,  he,  with  his  two  brothers,  Samuel  and  Lawrence,  com- 
menced what  proved  to  be  a  successful  business  in  the  manufacture  of 
rolled  wheat.  This  product,  called  by  them  *'Pettijohn's  California 
Breakfast  Food,"  was  put  on  the  market  in  small  paper  or  pasteboard 
boxes  or  parcels,  as  is  the  custom  of  the  trade  with  similar  products. 
The  wrapper  contained,  as  a  trade-mark,  the  pictorial  representation 
of  a  bear,  and  also  the  words: 

Pettijohu's  California  Breakfast  Food,  Prepared  by  W.  A.  Pettijohn,  Sole  Manufac- 
turer, San  Francisco,  California,  and  Minneapolis,  Minnesota.  Machinery  invented 
for  this  purpose,  and  shipped  from  California. 
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Some  seven  inonths  later  one  Beeman  was  admitted  as  a  partner,  and 
the  firm-name  became  Beeman  &  Pettijohn.  In  October,  1890,  the 
three  brothers  caused  a  corporation  to  be  formed,  called  the  "Pettijohn 
California  Breakfast  Food  Company.^  This  concern  succeeded  to  the 
business  of  Beeman  &  Pettijohn,  and  carried  on  the  same  down  to 
October,  1893,  when  it  leased  its  mill  to  complainant,  at  the  same  time 
Belling  to  complainant  (which  took  possession  Kovember  1,  1893)  its 
machinery  and  all  its  tangible  property,  together  with  its  business  and 
goodwill,  including  its  trademarks.  The  bill  states  that  up  to  the 
time  of  this  assignment  to  complainant  some  sixty  five  thousand  dollars 
had  been  expended  in  advertising  the  "Pettijohn  California  Breakfast 
Food,"  the  trade  in  such  article  having  been  widely  extended  through 
the  territory  east  of  the  Eocky  Mountains.  Upon  the  wrapper  used 
at  the  time  of  the  transfer  to  complainant  the  bear  appears,  but 
not  the  words  ^'Machinery  invented  for  this  purpose  and  shipped 
from  California,"  though  said  words  were  used  on  the  wrapper  or  boxes 
for  a  time  after  the  Pettyjohn  California  Breakfast  Food  Company  had 
succeeded  to  the  business.  The  said  machinery,  however,  still  remained 
in  use  in  the  mill.  The  complainant  continued  the  business  for  about 
two  and  one-half  months,  or  until  January  17,  1894,  when  said  mill 
was  destroyed  by  fire.  At  the  time  of  said  fire  complainant  was  the 
owner  of  several  other  mills,  in  different  parts  of  the  country,  at  which 
rolled  wheat  was  made — two  in  Ohio,  one  at  Chicago,  and  another  at 
Cedar  Falls,  in  Iowa.  These  mills  had  apparently  been  purchased  by 
complainant  from  prior  owners.  The  rolled  wheat  made  at  each  was 
put  upon  the  market  with  distinctive  labels  and  markings  upon  the 
boxes  identifying  the  mill  at  which  it  had  been  made  or  the  place  of 
manufacture.  Upon  the  destruction  of  its  Pettijohn  mill  at  Minne- 
apolis complainant  ceased  doing  business  in  that  city,  but  supplied  the 
market  for  the  "Pettijohn  California  Breakfast  Food''  with  the  product 
made  at  these  different  mills,  using  for  that  trade  the  labels  which  had 
been  in  use  at  the  Minnesota  mill  up  to  the  time  of  the  fijre,  but  without 
the  designation  of  the  place  of  manufacture  or  any  other  designation  of 
the  mill  at  which  the  product  was  made.  In  this  manner  complainant's 
business  as  a  manufacturer  of  the  "Pettijohn  California  Breakfast 
Food"  was  conducted  at  the  time  of  the  filing  of  this  bill  in  April,  1895. 

Eli  Pettijohn,  father  of  the  three  brothers  already  mentioned,  was  by 
trade  a  millwright.  He  went  to  Minnesota  in  1840,  and  resided  there 
until  1876,  when  he  left  Minneapolis  and  went  to  California.  In  1877 
he  commenced  making  rolled  wheat  at  the  city  of  San  Francisco  and 
selling  it  under  the  name  of  '^Pettijohn's  Eolled  Wheat."  In  1879  his 
son,  William  A.,  became  interested  with  him;  but  the  enterprise  was 
experimental,  the  partners  were  not  strong  financially,  and  from  1880 
to  1884  there  appears  to  have  been  a  cessation  in  the  business.  In 
May,  1884,  they  recommenced,  at  the  same  time  improving  the  product, 
as  it  would  seem,  by  experimental  modifications  in  the  process  of  man- 
H.  Doc.  364 46 
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ufacture.  Thenceforward  Pettijobn's  rolled  wlieat,  under  tbe  oames 
**Pettijohii'8  Breakfast  Food,'^  ''Pettijobn's  Breakfast  GemSj^or^'Petta 
John's  Breakfast  Pearls,"  has  been  constantly  made  in  Califoraia,  and 
in  1890  this  product  bad  gained  wide  currency  in  the  markets  west  of 
the  Rocky  Mountains.  It  was  also  known  to  some  extent  in  the  east- 
ern portion  of  the  country.  William  A.  Pettijobn  was  constantly 
employed  in  this  business.  Eli  was  also  intermittently  employed, 
either  in  the  sale  or  manufacture  of  the  article.  He  claims,  also,  to 
have  been  interested  as  a  partner  with  bis  son  William  in  sacb  rolled- 
wheat  business  as  was  carried  on  by  the  son  in  California,  but  this  is 
denied  by  the  son.  After  William  left  California,  Eli  was  employed  in 
the  mill  of  one  Laumeister,  where  Pettijobn's  rolled  wheat  was  mann- 
factured  and  sold  under  the  name  "  Pettijobn's  Breakfast  Gems."  In 
1892  William  returned  to  California  and  he  and  his  father  resnmed 
business  together  in  San  Francisco  as  manufacturers  of  the  product  in 
question.  This  business  was  continued  until  December,  1892,  when 
Eli  formed  a  partnership  with  Hartwell  and  another,  under  the  name 
"Pettijobn's  Manufacturing  &  Milling  Company."  This  firm  madethd 
Pettijobn  rolled  wheat  at  a  mill  in  Oakland,  Cal.  This  business  was 
carried  on  until  March,  1894.  They  called  their  produet  "Pettijobn's 
Breakfast  Pearls."    Pending  this  last  enterprise,  and  in  November, 

1893,  Eli  Pettijobn  went  fi'om  California  to  Minneapolis.     In   April^ 

1894,  the  defendant  corporation,  the  Eli  Pettijobn  Cereal  Company, 
was  organized  pursuant  to  the  laws  of  Minnesota.  Eli  Pettijobn 
became  the  owner  of  twenty  shares  out  of  two  hundred  and  fifty  shares 
of  $100  each,  that  being  the  capital  stock  of  said  company.  He  was 
made  a  director,  and  he  became  and  at  the  time  of  the  hearing  still  was 
an  employee  of  said  company.  The  machinery  for  making  rolled  wheat, 
beretofore  spoken  of  as  having  been  brought  from  California  and  as 
having  been  mentioned  on  the  labels  of  William  A.  Pettijobn  and  of 
the  Pettijobn  California  Breakfast  Food  Company  and  as  still  being  in 
use  in  the  mill  at  Minneapolis  purchased  by  complainant,  was  not  seri- 
ously damaged  in  the  fire.  Said  machinery  was  purchased  by  the 
defendant  company  and,  with  other  mcachinery  made  by  Eli  Pettijobn, 
was  in  use  by  the  defendant  company  in  its  mill  at  Minneapolis  at  the 
time  this  bill  wa«  filed.  The  rolled  wheat  produced  at  said  mill  is 
substantially  the  same  as  the  Pettijobn  rolled  wheat  made  by  the  com- 
plainant and  its  preckccessors  prior  to  said  fire.  The  sworn  answer 
contains  the  statement  that  defendant^  has  expended  some  twenty-five 
thousand  dollars  in  advertising  the  product  of  its  mills.  Defendant 
insists  that  prior  to  this  expenditure  and  prior  to  the  commencement 
of  its  business  it  submitted  to  complainant  its  proposed  wrapper,  show- 
ing the  name  adopted  for  its  product,  "Bli  Pettijobn's  Best,*'  together 
with  a  picture  of  Eli  Pettijobn,  and  the  remaining  designs,  colors, 
words,  and  figures,  all  as  since  used;  that  said  proposed  wrapper  wafi, 
in  fact,  brought  to  the  notice  of  the  complainant  and  its  ofiBcers;  that 
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tliey,  aft^r  such  notice,  made  no  objection  until  this  litigation  was  eom> 
menced.  Complainant,  on  the  other  hand,  insists  that  its  officers  had, 
in  fact,  no  notice  either  of  the  sale  of  the  machinery  or  of  the  label, 
said  sale  having  been  effected  by  a  subordinate  agent  of  complainant, 
and,  as  to  part  of  said  machinery,  to  one  of  the  incorporators  of  defend- 
ant company  instead  of  to  defendant  by  name,  and  said  label  never 
having  been  submitted  to*any  person  authorized  by  complainant  to 
consider  and  pass  upon  the  same.  > 

The  canse  of  action  in  the  bill  is  unfair  competition  in  trade.  An 
injunction  was  prayed  to  stop  the  use  by  defendant  of  the  name  '*  Petti- 
john"  in  defendant's  corporate  name  and  in  the  designation  of  defend- 
ant's product  and  to  stop  the  use  by  defendant  of  its  wrapper  or  any 
wrapper  showing  the  name  "Pettijohn."  An  ex  parte  injunction  was 
granted  in  the  State  court.  The  cause  was  then  removed  to  this  court. 
After  a  somewhat  prolonged  contention  in  this  court  touching  the  valid- 
ity of  the  service  of  process,  which  was  decided  adversely  to  the 
defendant,  complainant  moved  that  defendant — 

be  punished,  by  line  or  otherwise,  as  may  seem  proper  to  the  conrt,  for  contempt  of 
court  in  disobeying  the  injunction  herein. 

Defendant  appeared  to  that  motion,  and  was  permitted,  without 
objection  by  complainant,  to  present  at  the  same  hearing  a  motion  for 
the  dissolution  of  said  injunction. 

Eli  Pettijohn  believed  himself  to  be  the  originator  of  the  article  of 
food  known  as  "rolled  wheat."    The  record  seems  to  show  a  continu- 
ing effort  or  purpose  on  his  part  to  establish  a  profitable  business  in 
the  manufacture  or  preparation  of  that  article.    H(b  was  actually 
engaged  in  that  business  when  he  went  from  California  to  Minneapolis 
in  November,  1893,  as  already  mentioned.    It  can  hardly  be  contended 
that  he  had  not  then  the  right  to  make,  or,  rather,  to  continue  making, 
rolled  wheat  and  to  market  the  same  in  packages  bearing  his  name  in 
any  part  of  the  United  States.    Neither  complainant  nor  its  assigns 
could  by  advertising  the  name  '^Pettijohn"  prevent  Eli  Pettijohn  from 
doing  this.     It  would  seem  to  follow  also  that  he  might  secure  the 
cooperation  of  others  willing  to  assist  him  financially  in  the  business 
and  that  he  might,  with  such  cooperation,  form  a  corporation  for  the 
purpose  of  carrying  on  such  business,  provided  always  he  should  take 
reasonable  precautions  to  distinguish  the  business  thus  carried  on  by 
him  from  that  of  a  competitor  rightfully  using  the  name  "Pettijohn." 
The  defendant  corporation  took  the  name  "Eli  Pettijohn  Cereal  Com- 
pany."   As  already  stated,  a  picture  of  Eli  Pettijohn   appears  on 
defendant's  wrapper,  and  the  name  "Eli  Pettijohn  "  appears  in  full  and 
in  plain,  large,  and  conspicuous  type,  and  the  product  is  called  "  Eh 
Pettijohn's  Best."    The  personality  of  this  man,  as  distinguished  from 
any  other  Pettijohn,  is  made  as  pronounced  as  possible,  and  the  com- 
parison obviously  suggested  by  the  word  "best"  is  with  other  like 
products  made  formerly  or  contemporaneously  by  Eli  Pettijohn  liim- 
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self  and  not  by  any  other  manafactorer,  bat  with  a  suggestion  of 
advertising  puffery  not  uncommon  and  well  understood  by  the  trading 
public.  Assuming  a  right  in  defendant  to  use  the  name  '^EliPetti- 
johu,"  I  see  no  substantial  ground  of  objection  to  defendant's  wrapp^. 
One  person  cannot  by  colorable  artifice  benefit  by  the  trade  reputation 
of  another..  Where,  for  instance,  one  man  has  long  made  ale  at  a 
place  called  ^' Stone"  and  has  long  branded  his  goods  as  *^  Stone  ale/ 
another  who  should  remove  a  like  business  to  the  same  locality  simply 
for  the  purpose  of  marking  his  goods  ^< Stone  ale"  would  be  enjoined. 
Again,  the  good- will  of  a  manufacturer  will  be  protected  from  a  com- 
petitor who  simply  buys  from  an  indifferent  third  person  happening  to 
have  a  name  identical  with  said  manufacturer  the  privilege  of  usiDg 
that  name.-  But  William  A.  Pettijohn  and  his  assigns  could  not  by 
extensively  advertising  the  name  '<  Pettijohn"  prevent  Eli  Pettijolm, 
who  has  for  nearly  twenty  years  been  making  or  selling  the  same 
product,  from  selling  or  manufacturing  in  any  part  of  the  (Jnited 
States  under  the  name  ^^  Eli  Pettyohn."  So  far  as  manofactaring  and 
selling  Pettijohn's  rolled  wheat  is  concerned,  Eli  Pettijolm  was  not  an 
indifferent  third  person.  To  hold  that  he  was  would  be  plainly  against 
the  showing  made  here.  Complainant  says  that  before  organizing  the 
defendant  corporation  Eli  Pettijohn  offered  to  ''sell  his  name"  to  com- 
plainant. This,  assuming  it  to  be  true,  meant  nothing  more  than  that 
he  claimed  the  right  to  compete  in  the  territory  east  of  the  Boeky 
Mountains,  or  in  the  markets  available  to  a  manufacturer  at  Minne- 
apolis. He  also  was  willing,  for  a  price,  to  covenant  against  such  com- 
petition. Said  offer  was,  in  fact,  a  notice  to  complainant  that  £li 
Pettijohn  supposed  himself  to  be  identified  with  the  rolled-wheat  busi- 
ness and  that  he  desired  or  intended  to  start  a  mill  for  the  manufac- 
ture of  that  article  at  Minneapolis  or  at  some  locality  which  would  bring 
him  into  competition  with  the  complainant.  Complainant  insists  that 
retail  dealers  and  traveling  salesmen  impose  on  the  public  by  substi- 
tuting defendant's  rolled  wheat  for  that  made  by  complainant,  and 
that  such  fraud  is  made  possible  by  the  use  of  the  name  ''Pettijohn' 
by  defendant.  Some  confusion  might,  no  doubt,  arise  by  the  common 
use  of  this  name  by  the  two  competitors,  but  defendant  denies  any 
instigation  of  frauds  of  this  kind.  I  cannot  hold  that  the  wrapper  used 
by  defendant,  of  itself,  assuming  defendant's  right  to  use  the  name 
"Pettijohn,"  indicates  any  purpose  of  confusing  one  product  with  the 
other  or  of  playing  into  the  hands  of  persons  disposed  to  fraudulently 
confuse  the  one  product  with  the  other. 

Whatever  ought  to  be  the  ruling  as  to  the  matters  already  spoken 
of,  there  is  another  point  in  the  case  which  seems  to  me  decisive.  Boiled 
wheat  is  an  article  made  at  divers  mills  in  this  country.  Each  mill 
appears  to  indicate  its  own  product  by  its  own  peculiar  markings. 
Each  mill  in  this  wiiy  preserves  the  identity  of  its  own  product  and 
commeuds  it  to  the  public — in  other  words,  retains  its  own  patronage 
or  good- will.    Several  of  these  mills,  as  already  stated — two,  at  least^ 
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in  Ohio,  one  at  Chicago,  and  one  in  Iowa — are  owned  by  complainaut. 
After  the  clestructioD  of  its  Pettijohn  mill  at  Minneapolis  complainant 
ceased  to  mannfactnre  in  that  cify.  As  already  mentioned,  it  thence- 
forward supplied  the  patronage  of  the  Minneapolis  mill  with  the  product 
of  the  mills  in  Ohio,  at  Chicago,  and  in  Iowa.  It  nsed  the  same  boxes 
and  wrappers  as  had  been  nsed  at  the  Minnesota  mill,  bnt  left  off  the 
words  ^^Minneapolis,  Minnesota,"  without  specifying  any  other  place 
or  indicating  in  any  manner  the  mill  from  which  the  product  came. 
The  machinery  brought  from  California  and  nsed,  np  to  the  fire,  in 
making  the  ^^  Pettijohn  California  Breakfast  Food,"  was  sold,  as  has 
been  already  stated,  to  defendant,  and  by  defendant  was  and  appar- 
ently is  still  used  to  make  the  rolled  wheat  now  called  '^Eli  Pettijohn's 
Best."  The  specific  complaint  is  that  the  public  buy  the  latter  product 
believing  that  complainant's  mill  is  still  running  at  Minneapolis  and 
that  said  product  is  made  by  complainaut  at  said  mill.  In  other  words, 
8o  far  as  the  goodwill  bought  by  complainant  from  the  Pettyohn  Cali- 
fornia Breakfast  Food  Company  depends  on  the  belief  by  the  trading 
public  that  said  product  is  still  made  at  the  original  Pettijohn  mill  in 
Minnesota,  defendant  trespasses  on  the  same.  It  may  be  that  the  rolled 
wheat  produced  at  complainant's  mills  at  Akron,  Ohio,  foi*  instance,  is 
just  as  good  as  or  even  better  than  that  made  by  William  A.  Pettijohn 
and  his  successors  at  the  original  Pettijohn  mill  in  Minneapolis;  but 
the  product  of  the  mill  at  Akron,  Ohio,  is  not  the  product  of  the  Pet 
tijohn  mill  at  Minneapolis.  It  is  not  the  ^^ Pettijohn  California  Break- 
fast Food"  as  understood  in  the  trade  up  to  the  time  when  the  good- will 
of  the  Minneapolis  mill  was  purchased  by  complainant.  A  court  of 
chancery  cannot  preserve  for  complainant  the  benefit  of  an  impression 
on  the  trading  public  which  no  longer  has  any  basis  of  fact.  I  cannot 
declare  a  right  in  complainant  to  have  people  continue  in  the  belief 
that  the  "Pettijohn  California  Breakfast  Food"  now  marketed  by  it  is 
made  at  a  Minneapolis  mill. 

The  injunction  is  dissolved,  and  in  view  of  this  ruling  and  of  the 
circumstances  of  the  case  the  contempt  proceeding  may  be  dismissed. 


[U.  S.  Cironrt  Coart--Sonthern  District  of  New  Tork.] 

OooK  &  Bebnheimeb  Company  v.  Boss  et  oL 

D0oiied  March  31,  1896. 
76  O.  G.,  613. 

Tradk-Mark— Shape  of  Pack ao«— "Mount  Vbrnon"  Whisky— Ukfair  Compe- 
tition. 
Complainant  is  entitled  to  an  ix^ auction  pendente  lite  against  the  further  use 
by  defendants  of  a  sqnare-shaped  balging-necked  bottle  as  a  package  for  "Monnt 
Vernon"  whisky,  when  it  appears  that  complainant  was  the  first  to  nse  a  bottle 
of  this  shape  as  a  package  for  whisky  and  when  it  also  appears  that  said  shape 
has  come  to  be  principally,  if  not  ezclnsivelyt  relied  upon  by  ordinary  customers 
as  a  means  of  identifying  this  bottling  of  <'Moont  Vernon"  whisky  from  all 
other  bottlings. 
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Motion  for  iryunction  pendente  lite. 

Mr,  Livingston  Oifford  for  tlie  motjoiu 
Mr.  John  A.  Straley^  opposed. 

Lagombe,  J.: 

The  Hannis  Distilling  Oompany  has  for  many  years  manafactnred  a 
rye  whisky  which  it  sells  at  wholesale  in  barrels  nnder  the  name  of 
"  Monnt  Vernon  Pure  Rye  Whiskey."  The  brand  has  long  been  well 
known  and  popular.  Dealers  in  whisky  have  been  accustomed  to  bay 
this  variety  in  barrels,  and,  after  bottling  it  themselves,  offer  it  to  the 
trade  in  the  smaller  package  under  the  name  of  <^  Mount  Yernou."  The 
purchaser's  assurance  that  the  whisky  in  the  bottles  is  pare  '^Moant 
YernoD,"  unaltered  by  rectification  or  otherwise,  of  course  depeodB 
upon  the  reputation  and  character  of  the  individual  bottler.  Complain- 
ant is  the  successor  of  the  firm  of  Oook  &  Bernheimer.  That  firm  in 
1889  entered  into  a  contract  with  the  Hannis  Distilling  Gompany 
whereby  said  firm  and  its  successors  became  possessed  of  the  exclusive 
right  of  bottliug  <<  Mount  Yernon"  whisky  at  the  distillery  of  the  com- 
pany. The  importance  of  this  concession  lies  in  the  fact  that  under 
the  provisions  of  sections  3280,  3244,  and  3456,  Kevised  Statutes  of  the 
United  States,  no  one  is  allowed  to  carry  on  the  business  of  distilling 
on  any  premises  less  than  six  hundred  feet  in  a  direct  line  from  any 
premises  used  for  rectifying,  nor  to  rectify  distilled  spirits  on  any  prem- 
ises less  than  six  hundred  feet  from  a  distillery.  A  heavy  fine  is 
imposed  for  any  violation  of  these  provisions.  It  is  evident,  therefore, 
that  when  whisky  is  bottled  at  a  distillery  the  purchaser  has  a  further 
assurance  than  the  mere  reputation  of  the  individual  bottler  that  there 
has  been  no  adulteration  or  modification  of  the  original  article  during 
the  process  of  so-called  ^^rectification."  It  is  evident,  therefore,  that 
the  exclusive  right  of  bottling  a  popular  brand  of  whisky  at  the  dis- 
tillery is  valuable  to  its  possessor.  Moreover,  being  itself  assured  that 
the  bottling  would  be  honest,  the  Hannis  Distilling  Company  further 
agreed  that  Cook  &  Bernheimer  might  put  on  their  labels  the  words 
^'Purity  Guaranteed  by  the  Hannis  Distilling  Company.*'  Immedi- 
ately after  securiug  this  concession  Cook  &  Bernheimer  began  and  their 
successor,  the  complainant,  has  continued  to  bottle  ^' Mount  Yemen" 
whisky  and  offer  it  to  the  public.  Complainant's  name  does  not  appear 
on  the  labels  used,  the  name  of  the  bottler  being  considered  immaterial, 
since  the  honesty  of  the  bottling  no  longer  depends  solely  on  his  good 
faith,  but  upon  the  circumstance  that  it  is  bottled  at  the  distillery. 
Complainant's  name  and  the  distilling  company's  monogram  appear  on 
the  capsule.    On  the  front  of  each  bottle  is  the  following  label: 

MOUNT  VBRNON  PURE  RYB  WHISKEY, 
Bottled  at  the  Distillery  and  Parity  Quaranteed  by  the 

HAKKX8  DISTILLING  CO. 
Bottled  for  Export.  Copyright  1890,  by  Hannis  Distilliog  Ce. 
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On  the  rear  of  the  bottle  appears  the  following  label : 

I  certify  that  to  this  bottle,  after  being  filled,  corked,  and  capped  in  the  ware- 
house of  the  Mount  Vernon  Distillery,  Baltimore,  Md.,  was  attached  this  numbered 
label. 

H.  W.  WHITE. 

Series  A,  No.  635,195,  Snp't.  Mt.  Vernon  Dist. 

The  capsule  of  this  bottle  is  wired  and  sealed  and  cork- branded.  The  absence  of 
this  protection  is  evidence  that  the  contents  are  not  as  bottled  at  the  distillery.  The 
label  is  registered,  and  the  design  of  the  bottle  patented. 

The  defendants'  front  label  reads: 

MOUNT  VERNON  PURB  RYE  WHISKEY. 

Bottled  and  Guaranteed 

by 

ROSS  &  KEANY, 

New  York. 

The  defendants'  rear  label  reads: 

CAUTION :  We  guarantee  this  whiskey  distilled  by  THE  HANNI8  DISTILLING 
CO.  Baltimore,  Md.,  matured  by  age  and  bottled  under  our  own  supervision. 

ROSS  &  KEANY. 

Complainant  of  oonrse  has  no  exclusive  right  to  the  name  ^^  Mount 
Vernon,"  and  the  labels  of  defendants  are  in  no  sense  an  imitation  of 
the  labels  of  the  complainant.  Complainant's  case  rests  solely  on  the 
form  of  package,  which  it  claims  has  been  so  imitated  as  to  make  out  a 
case  of  unfair  competition. 

Undoubtedly  a  large  part  of  the  consumption  of  whisky  is  in  public 
drinking-places,  where  it  is  dispensed  to  the  consumer  from  the  opened 
bottle.  It  is  always  desirable,  therefore,  for  a  dealer  who  wishes  to 
push  the  sale  of  his  own  goods  on  their  own  merits  to  devise,  if  he  can, 
some  earmark  more  permanent  than  a  pasted  label  to  distinguish  them. 
Complainant's  predecessors  accordingly  in  March,  1890,  adopted  a  brown 
glass  bottle  of  a  peculiar  square  shape,  unlike  any  that  had  theretofore 
been  used  for  bottling  whisky,  or,  indeed,  so  far  as  the  evidence  shows, 
for  any  other  purpose.  It  is  a  form  of  package  well  calculated  by  its 
novelty  to  catch  the  eye  and  be  retained  in  the  remembrance  of  any  one 
who  has  once  seen  it.  In  order  to  develop  and  extend  the  business 
they  expected  to  control  under  their  agreement  with  the  Hannis  Dis- 
tilling Company,  complainant  and  its  predecessors  have  expended  more 
than  tifty  thousand  dollars  in  advertising  its  said  bottling.  In  all  these 
advertisements  the  peculiar  square-shaped  bottle  is  the  chief  and  most 
prominent  feature.  It  is  not  surprising,  therefore,  to  find  it  stated  in  the 
moving  affidavits  that  the  shape  and  general  appearance  of  the  bottle 
has  come  to  be  principally,  if  not  exclusively,  relied  on  by  ordinary 
purchasers  as  the  means  of  identifying  this  bottling  of  *' Mount  Vernon'' 
whisky  from  all  other  bottlings  the  purity  of  which  is  not  guaranteed 
by  the  distillers,  but  only  by  the  bottler.  Complainant's  bottling 
seems  to  have  acquired  a  high  reputation,  large  and  increasing  quanti- 
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ties  of  it  beiDg  yearly  sold  at  a  price  in  excess  of  that  obtained  by  other 
bottlers  of  "  Mount  Vernon^  whisky. 

About  December,  1895,  defendants,  who  had  been  dealing  in  ^<  Monnt 
Vernon  "  whisky  for  many  years,  began  first  to  put  up  in  bottles  which 
are  Chinese  copies  of  the  peculiar  square-shaped  bulging-necked  bottles 
of  the  complainant.  Of  course  they  aver  that  this  was  without  anj 
intention  "  to  deceive  the  public''  "  or  to  palm  off  defendants'  goods  for 
complainant's."  They  account  for  the  sudden  appearance  of  their  oat- 
put  of  "  Mount  Vernon  "  whisky  in  this  form  as  follows: 

There  was  a  demaDd  for  **  Mount  Vernon  "  whisky  along  in  November  last,  and 
defendants  sought  a  convenient  and  nsefnl  package  in  which  to  place  their  product 
npon  the  market,  and  parchased  a  stock  of  bottles  of  the  square  form  for  that  pur- 
pose, without  making  a  special  design  therefor,  and  in  the  open  market; 

and  allege  that — 

such  bottles  can  be  purchased  of  reputable  bottle-manufactorers  ftt)m  molds  used 
for  some  time  last  past. 

This  last  averment  may  well  be  true.  The  industry  of  defendants' 
counsel  has  marshaled  here  an  array  of  square-shaped  bottles  filled 
with  whisky,  which  shows  that  for  some  time  imitations  of  complaiB- 
ant's  bottle  have  been  on  the  market;  but  there  is  not  a  word  of  proof 
to  trace  back  any  one  of  these  bottles  to  a  period  anterior  to  the  adop- 
tion of  the  square  shape  by  complainant's  predecessor  as  a  distinctive 
form  of  package.  Despite  defendants'  denials — and  they  only  deny 
intent  to  deceive  the  public,  not  intent  to  use  a  form  of  package  jnst 
like  complainant's — the  court  cannot  escape  the  conviction  that  they 
found  the  square-shaped  bottle  "convenient  and  useful"  because  it  was 
calculated  to  increase  the  sale  of  their  goods,  and  that  such  increase,  if 
increase  there  be,  is  due  to  the  circumstance  that  the  purchasers  from 
defendants  have  a  reasonable  expectation  that  the  ultimate  consumer, 
deceived  by  the  shape,  will  mistake  the  bottle  for  one  of  complainant's. 
This  is  unfair  competition  within  the  authorities  and  should  be 
restrained. 

It  is  contended  that  complainant  is  not  entitled  to  an  injunction 
because  its  own  representations  are  untruthful.  This  contention  is  not 
established  by  the  proof.  The  label  does  not  assert  that  the  whisky  is 
"bottled  by  the  Hannis  Distilling  Company,"  but  only  that  it  is  "bot- 
tled at  the  distillery."  Nor  is  there  anything  in  the  suggestion  that  the 
bottling  is  not  done  within  the  very  four  walls  in  which  the  whisky  is 
distilled.  It  is  done  on  premises  of  the  Hannis  Distilling  Company^ 
known  generally  as  its  "distillery,"  and  within  the  six  hundred  feet 
prescribed  by  the  statute  from  the  room  in  which  the  stills  are  located. 

The  fact  that  complainant  also  puts  up  in  bottles  of  the  same  shape 
another  brand  of  whisky,  known  as  "Hannisville,"  made  by  the  same 
distilling  company  in  another  of  its  distilleries  and  bottled  by  com- 
plainant under  a  similar  contract  to  the  one  above  referred  to,  is  wholly 
immaterial. 
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Injunction  pendente  lite  is  granted  against  the  farther  use  of  the 
square-shapedbulgingnecked  bottle  as  a  package  for  <*  Mount  Yernou'' 
whisky. 


(V.  8.  ClroaU  Court— BMteni  District  of  Misaonrl.  Battern  DlTitloB.) 

J.  0.  HuBiNGEB  Bros.  Company  v.  Bddt  ei  dU 

Decided  May  St,  1896. 

76  O.  G.,  1120. 

Trai>s-Mabk— *'  FLAT-Imnr  Starch  "— iNFRXKosBfENT. 

A  trade  mark  consisting  of  a  lal>el  npon  which  appears,  on  a  white  backgronnd, 
in  two  colors  ^ed  and  black— certain  words,  in  the  midst  of  which  is  displayed, 
in  a  large-sized  cnt,  in  prominent  black  colors,  an  old-fashioned  flat-iron,  is  not 
infringed  by  another  trade-mark  in  the  form  of  a  label  having  certain  words  promi- 
nently displayed  on  a  deep-red  backgroand,  in  three  colors — white,  yellow,  and 
black — ^having  abont  the  middle  of  this  display,  on  a  steel-colored  background,  a 
ftiH-length  picture  of  a  colored  woman  holding  up  prominently  in  her  extended 
arms  a  fleshly-ironed  shirt-bosom,  underneath  which  is  a  table,  upon  which 
appears  a  diminutive-sized  flat-iron.  The  phraseology,  the  display,  the  colon 
and  the  symbols  of  the  two  labels  are  each  and  all  essentially  different* 

Messrs.  Hughes  A  Roberts  for  the  complainant. 
Mr.  W.  B.  Homer  for  the  defendants. 

Adams,  J.: 

The  amended  bill  of  complaint  in  this  case  shows  that  the  complain- 
ant is  the  owner  of  a  trade-mark,  used  in  connection  with  its  business 
of  manufacturing  and  selling  starch,  consisting  of  a  label  placed  upon 
each  package  of  starch  sold,  upon  which  appear,  on  a  white  back- 
ground, in  two  colors — red  and  black — and  with  attractive  display,  the 
words: 

Elastic  Starch.  Latest  improved.  A  great  invention.  Requires  no  cooking. 
Hakes  collars  and  cuffs  stiff  and  nice  as  when  first  bought  new.  Prepared  for  laun- 
dry purposes  only.  One  pound  of  this  starch  will  go  as  far  as  one  pound  and  a  half 
of  any  other  starch.  Manufactared  only  by  the  J.  C.  Hubinger  Bros.  Co.,  Keokuk, 
Iowa.    New  Haven,  Connecticut.    Trade-Mark. 

In  the  midst  of  this  display,  nearly  at  the  top,  of  the  label,  there  is  a 
large-sized  cut,  in  prominent  black  color,  of  an  old-fashioned  flat-iron, 
with  the  word  "Trade-Mark"  imprinted  upon  its  upper  surface.  The 
bill  further  shows  that  the  complainant  made  use  of  this  label,  as 
designating  the  article  of  starch  prepared  and  sold  by^it,  for  many 
years  prior  to  the  year  1893;  that  in  the  year  1893  the  defendants  com- 
menced manufacturing  and  selling  starch,  "  and  for  the  purpose  of 
deceiving  the  public,  and  to  take  advantage  of  the  great  reputation 
which  complainant's  starch  had  acquired  as  the  ^Flat-iron  Starch,'" 
adopted  a  trade-mark  in  the  form  of  a  label,  with  words  prominently 
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displayed  on  a  deep-red  baokground,  in  three  colors — white,  yellow,  and 
black — as  follows: 

Eddy's  New  Prooeas  Laundry  Starch.  For  laandry  use  only.  Eddy  &.  Eddy, 
St.  LuuiSy  Mo.,  U.  S.  A.    Registered  Trade-Mark. 

lu  about  the  middle  of  this  display,  on  a  steel-colored  backgroaud, 
there  appears  nearly  a  full-length  picture  of  a  colored  woman  holding 
up  prominently  in  her  extended  arms  a  freshly-ironed  ^hirt-bosom, 
underneath  which  is  a  table,  upon  which  appears  a  diminutive-sized 
sad-iron.  Complainant  claims  that  in  using  the  label  last  described 
with  the  sad-iron  upon  it  the  defendants  infringe  upon  its  rights  as 
owner  of  the  label  first  described.  I  do  not  think  so.  Conceding  that 
the  complainant  may  properly  appropriate,  and  thereby  secure  tha 
exclusive  right  to  use,  the  symbol  of  an  old  flat-iron  as  designatiug  its 
ownership  of  a  particular  kind  of  starch,  which,  under  the  authorities, 
may  be  doubtful,  I  prefer  to  put  my  ruling  on  the  ground  that  no 
infringement  of  complainant's  rights  is  shown  by  the  bill.  The  essence 
of  the  wrong  which  courts  of  equity  interfere  to  prevent  in  such  cases 
as  this  consists  in  the  sale  of  the  goods  of  one  manufacturer  or  vender 
as  those  of  another  by  deceiving  the  public  in  respect  thereto.  {Cand 
Co.  V.  Clark,  13  Wall.,  311.) 

All  that  courts  of  justice  can  do  in  that  regard  is  to  say  that  no  trader  can  adopt 
a  trade-uiark  so  resembling  that  of  another  trader  as  that  ordinary  purchasers,  bay- 
ing with  ordinary  caution,  are  likely  to  be  misled.  (McLean  ▼.  Flentingf  C.  D.,  1878| 
262;  13  O.  G.,  913;  96  U.  S.,  245.) 

Even  in  the  case  of  a  valid  trade-mark,  the  similarity  of  brands  most  be  such  si 
to  mislead  the  ordinary  observer.  {Columbia  Mill  Co.  ▼.  Alcorn,  C.  D.,  1893,  672;  66 
O.  G.,  1916 ;  150  U.  S.,  460 ;  14  Sup.  Ct.,  151. ) 

The  phraseology,  the  display,  the  colors,  and  the  symbols  of  the  two 
labels  are  each  and  all  essentially  different.  The  most  inadvertent 
glance  at  them  could  not  fail  to  disclose  their  total  dissi^iilarity.  The 
striking  efiQgy  of  the  colored  laundress  on  defendants'  label  proudly 
attracting  attention  to  the  shirt-bosom  she  has  just  finished  so  com- 
pletely overshadows  the  diminutive  sad-iron  on  the  table  near  her  as 
to  render  it  scarcely  noticeable  to  the  ordinary  observer.  Certainly  no 
purchaser  of  ordinary  discernment  could  in  the  midst  of  so  many  and 
striking  dissimilarities  be  deceived  by  the  presence  of  this  little  iron 
and  by  reason  of  its  presence  and  any  supposed  similarity  between  it 
and  the  complainant's  well-displayed  large  flat-iron  be  led  to  believe 
he  was  purchasing  the  complainant's  article. 

From  the  foregoing  it  sufficiently  appears  that  I  cannot  adopt  the 
view  of  learned  counsel  for  complainant  to  the  effect  that  any  use  by 
defendants  of  the  symbol  of  a  flat-iron  by  itself  or  in  combination  with 
pther  things,  whether  it  misleads  purchasers  or  deceives  the  pubhc 
or  not,  is  a  technical  infringement  of  complainant's  rights  for  the 
redress  of  which  courts  of  equity  will  interfere  by  injunction.  Neither 
principle  nor  authority,  in  my  opinion,  supports  such  a  proposition. 


PECISIONS   OF   U.  8.  COURTS  IN   TRADE-MARK   CASES.        731 

Unless  a  sabstantial  iujury  is  threatened  no  injunction  onght  to  issue, 
and  in  this  case  no  sabstantial  injury  is  threatened  or  done  unless 
(applying  the  language  of  the  Supreme  Court  in  cases  supra)  the 
defendants  have  adopted  a  trade-mark  so  resembling  that  of  the  com- 
plainant that*  ordinary  purchasers,  buying  with  ordinary  caution,  are 
likely  to  be  misled,  and  this,  as  already  stated,  I  oannot  find  to  be  true. 
The  demurrer  most  be  sustained. 


\V,  S.  Ciionit  Codrl  of  App6«U— Seeond  Ofavotk] 

Clark  Thread  Company  t;.  Armitaqb. 

Deloided  Ma^  £8, 1896. 
76  O.  O.,  1419. 

1.  Thadb-Mark— <<Clabk'8  Spool  Cotton"— Ikcorforatb  Nams— Fraud. 

Although  the  corporate  name  of  defendant,  **  The  William  Clark  Company," 
wae  not  improper,  yet  when  he  called  his  goods  '^ Clark's  Spool  Cotton"  he  was 
attempting  to  make  the  public  believe  ^at  the  goods  belonged  to  another  Clark, 
and  he  was  restrained  firom  the  use  of  the  name. 

2.  Same— Samk— Same. 

It  does  not  follow  that  because  the  complainant  is  not  exclusively  entitled  to 
use  the  words  ** Clark's  Spool  Cotton"  that  therefore  it  oannoi  rightfolly  eigoin 
a  person  who  is  fraudulently  making  use  of  its  labeL 

8.  Same— Same— *'N-E-W-"— Fraudulent  Imitation. 

The  acts  of  the  defendant  in  imitating  the  label  of  complainant  are  a  fraudu- 
lent invasion  of  the  good-will  of  complainant  and  an  unfair  and  inequitable 
competition,  and  defendant  is  enjoined  against  the  use,  by  labels,  circulars,  etc., 
of  the  designation  ''Clark's"  as  the  name  of  the  thread  manufactured  by  the 
William  Clark  Couipany  and  from  selling  thread  manufactured  by  said  company 
under  the  name  of  "Clark's,  or  "Clark's  Spool  Cotton,"  or  "Clark's  Thread," 
and  from  the  use  of  the  letters  "N-E-W-"  upon  labels,  etc. 

Jlfr.  Rowland  Cox  and  Mr.  Charles  B.  Meyer  for  the  complainant. 
Mr.  Charles  JE.  Mitchell  and  Mr.  R.  D.  Donnelly  for  the  defendant* 

Shipman,  J,: 

The  Clark  Thread  Company,  a  New  Jersey  corporation,  brought  its 
bill  in  equity  before  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York  against  Herbert  G.  Armitage,  an  alien, 
who  was  duly  served  with  process,  appeared,  and  defended  upon  the 
merits.  The  bill  was  brought  for  the  purpose  of  enjoining  the  defend- 
ant against  the  improper  use  of  the  complainant's  trade-marks  and 
against  the  unfairness  of  his  competition  in  trade.  From  the  decree  of 
the  Circuit  Court  against  the  defendant  each  party  has  appealed. 

One  of  the  defenses  which  the  defendant  apparently  regards  as  of 
value  relates  to  alleged  historical  misstatements  by  the  complainant 
upon  its  labels,  and  it  therefore  becomes  important  to  give  the  commer- 
cial genealogy  of  the  complainant  corporation  somewhat  in  detaiL 


732        DECISIONS   OF    U.  S.  COURTS   IN   TRADE-MARK    CASES. 

Except  for  the  consideration  of  this  defense  the  history  conld  have 
commenced  with  the  organization  of  the  corporation. 

The  manufacture  of  cotton  thread  has  long  been  prosecuted  in  Scot- 
land by  the  members  of  a  family  by  the  name  of  Clark,  and  in  the 
early  part  of  this  century  was  carried  on  at  Paisley  by  two  brothers, 
John  and  James  Clark,  sons  of  James  Clark,  who  was  the  earliest 
Clark  in  the  business,  under  the  name  of  J.  &  J.  Clark  or  J.  &  J.  Clark 
&  Co.  This  firm,  continuously  composed  of  the  sons  and  relatives  of 
John  and  James  Clark  and  also  known  for  some  years  prior  to  1866  as 
Clark  &  Co.,  finally  became,  in  1880,  a  Scotch  corporation  under  that 
name,  still  manufactures  thread  in  Paisley,  and  is  largely  a  family  cod- 
cern.  About  the  year  1826  the  firm  of  J.  &  J.  Clark  &  Co.  established 
an  agency  in  New  York  for  the  sale  of  itil  thread  in  the  United  States, 
which  agency  continued  until  1866.  George  A.  Clark,  a  member  of  J. 
&  J.  Clark  &  Co.,  was  their  sole  selling  agent  in  this  country  from 
1854  to  1SG2,  when  his  brothers,  William  and  Alexander,  became  his 
partners,  under  the  name  of  George  A.  Clark  &  Brothers.  This  firm 
continned  to  be  selling  agents  of  the  Scotch  mantlfacturers  until  1866, 
as  hereinafter  stated,  when  J.  &  <f.  Clark  &  Co.  sold  all  their  stock  and 
the  good-will  and  trade-marks  pertaining'  to  their  business  in  this 
country  to  the  complainant,  the  Clark  'I'hread  Company.  The  princi- 
pal incorporators  of  this  company  were  the  members  of  J.  &  J.  Clark 
&  Co.  and  George  A.  Clark  &  Brothers.  This  last-named  firm  became 
the  sole  selling  agent  of  the  new  corporation,  and  so  continued  niitil 
1869,  when,  in  consequence  of  the  death  of  Alexander  Clark,  the  firm- 
name  was  changed  to  George  A.  Clark  &  Brother,  who  are  still  the 
complainant's  sole  selling  agents. 

In  1851  George  A.  Clark  and  his  brother-in-law,  Peter  Kerr,  who 
were  also  members  of  J.  &  J.  Clark  &  Co.  after  the  year  1854,  began 
the  manufacture  of  thread  in  Paisley  under  the  name  of  Kerr  &  Clark. 
George  A.  Clark  was  also  the  sole  agent  for  Kerr  &  Clark's  thread  in 
this  country  until  1865.  At  some  time  between  1857  and  1865  it  was 
agreed  between  J.  &  J.  Clark  &  Co.  and  Kerr  &  Clark  that  the  former 
should  take  the  entire  English  and  colonial  business  and  that  the 
latter  should  take  the  business  in  the  United  States.  In  1865  the  firm 
permanently  united  or  "amalgamated"  with  J.  &  J.  Clark  &  Co.,  and 
was  so  united  when  the  sale  of  the  business  in  this  country  to  the 
complainant  took  place. 

Other  members  of  the  Clark  family  in  like  manner  from  time  to  time 
started  in  the  same  manufacture  as  separate  firms,  but  after  a  while 
became  absorbed  in  the  original  J.  &  J.  Clark  or  in  the  complainant 
J.  &  R.  Clark  &  Co.  commenced  to  manufacture  in  Scotland  in  1859, 
and  sold  their  thread  there  and  in  the  United  States  until  1869,  when 
they  sold  their  mills,  stock,  and  business  to  J.  &  J.  Clark  &  Co. 
J.  Clark  &  Co.,  of  Paisley,  were  also  in  existence  for  a  few  years,  were 
bought  out  by  the  complainant,  and  ceased  to  exist.     The  firm  of 
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Jobii  Clark,  Jr.,  &  Co.,  whose  members  were  of  the  same  Clark  family, 
is  an  exceptioii  to  this  rale  of  absorption.  It  was  established  at  Glas- 
gow in  the  early  part  of  the  present  century,  soon  began  to  sell  its 
thread  in  the  United  States,  and  in  1882  sold  all  its  Scottish  property 
and  business  to  Clark  &  Co.,  but  reserved  the  good  will  of  its  business 
in  this  country  and  transferred  it  to  the  Clark  Mile  End  Spool  Cotton 
Company,  which  built  a  factory  in  New  Jersey  and  still  exists,  largely 
engaged  in  the  manufacture  and  sale  of  thread. 

The  complainant  and  the  Mile  End  Company  are  thus  the  only  two 
manufacturing  successors  in  this  country  of  the  original  Scotch  family 
of  Clarks,  who  bad  acquired  a  very  high  and  widely-known  reputation 
as  thread-manufacturers. 

The  complainant  has  built  large  factories  in  and  near  ^Newark,  does 
an  immense  business  in  this  country,  and  has  fully  maintained  the 
reputation  and  character  of  its  predecessors.  At  first  J.  &  J.  Clark 
&  Co.  manufactured,  in  the  gray,  the  thread  which  was  sent  to  this 
country  and  finished  by  the  complainant;  but  of  late  years  the  entire 
mannfacture  has  been  carried  on  by  the  complainant. 

William  Clai'k,  who  is  known  in  the  case  as  William  Clark  Xo.  1, 
was  a  grandson  of  the  original  James  Clark,  became  a  member  of  the 
firm  of  George  A.  Clark  &  Bros,  in  1862,  was  one  of  the  original  pro- 
moters of  the  complainant,  in  1873  succeeded  his  brother  George  as 
its  treasurer  and  managing  director,  is  a  member  of  Clark  &  Co.,  and 
upon  the  death  of  his  brother  Alexander  became  the  sole  resident 
partner  in  this  country  of  George  A.  Clark  &  Brother,  and  is  very 
well  known  in  connection  with  the  complainant's  business. 

William  Clark  No.  2  was  born  in  1819,  entered  the  employment  of 
J.  &  J.  Clark  in  Paisley  when  he  was  twelve  years  old,  continued  with 
them  for  five  years,  was  a  manager  of  Kerr  &  Clark's  factory  from 
1851  to  1864,  when  he  came  to  this  country,  superintended  in  1866  the 
construction  of  the  complainant's  factory,  and  continued  in  its  employ- 
ment as  a  superintendent  until  1891,  having  a  high  reputation  as  a 
thread-maker  and  during  the  latter  part  of  his  term  of  service  receiv- 
ing a  salary  of  $12,000  per  annum.  During  a  portion  of  this  time  he 
was  a  director  in  the  company.  In  the  spring  of  1891  he  resigned  and 
with  his  two  sons,  who  had  also  been  in  the  complainant's  employ- 
ment, organized  "The  William  Clark  Company,"  built  a  thread-mill 
near  Westerly,  B.  I.,  employed  the  defendant  as  Its  chief  selling  agent, 
who  forthwith  entered  extensively  by  circulars,  advertisements,  and 
the  use  of  varied  means  into  active  competition  with  the  complainant. 
A  portion  of  these  means  was  the  use  of  words  and  a  style  of  label 
upon  the  spools  of  cotton  which  he  sold  with  which  the  public  had 
long  been  familiar  as  the  language  and  style  which  characterized  the 
complainant's  goods. 

As  a  first  defense  the  defendant  says  that  the  complainant  has  itself 
been  guilty  of  misrepresentation  in  the  labels  upon  its  boxes  and  other- 
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wise,  which  ought  to  prevent  it  from  receiving  the  help  of  a  court  of 
equity.  It  is  said,  and  said  truly,  that  the  top  label  upon  the  spool 
contains  the  words  "George  A.  Clark,  Sole  Agent;"  that  the  label 
upon  the  top  of  the  boxes  has  the  words  "  Manufactory  Established 
1812;  George  A.  Clark,  Sole  Agent;"  that  the  label  inside  the  boxes 
has  the  words  "Established  1812.  George  A.  Clark,  Sole  Agent  It 
has  been  awarded  prize  medals  at  all  the  great  international  exposi- 
tions from  1856  to  1878,"  whereas  the  factory  of  the  complainant  was 
not  built  until  1866.  and  George  A.  Clark,  alone,  was  never  its  sole 
agent.  It  is  urged  that  the  complainant  is  representing  that  its  factory 
was  built  in  1812,  when  there  was  hardly  a  manufacturing  corporation 
in  this  country,  certainly  not  one  for  the  manufacture  of  thread,  and 
hardly  a  structure  which  would  now  be  dignified  with  the  name  of 
manufactory.  The  complainant  was,  in  fact,  representing  its  commer- 
cial origin  and  the  beginning  of  its  mercantile  history,  and  when  it  bore 
upon  its  label  the  words  *' George  A.  Clark,  Sole  Agent,"  who  died  in 
1873  and  never  was  its  sole  agent,  it  used,  as  it  lawfully  might,  the 
trade-mark  which  was  assigned  to  it  by  J.  &  J.  Clark  &  Co.,  and  which 
it  still  used  to  designate  the  fact  that  it  was  the  successor  in  business 
of  the  old  firm  whose  representative  in  this  country  was  George  A« 
Clark. 

The  principle  which  is  applicable  to  this  part  of  the  subject  and  some 
of  the  authorities  by  which  it  is  supported  are  stated  in  Ijc  Page  Co.  v, 
Russia  Cement  Co.,  (51  Fed.  Rep.,  943,)  in  which  the  Court  of  Appeals 
for  the  First  Circuit,  speaking  by  Judge  Putnam,  said: 

It  is  also  in  accordance  with  tbe  principles  of  law,  and  with  jnstice  to  the 
oommnnity,  that  any  trade-mark,  including  a  sarname,  may  be  sold  with  the  busi- 
ness or  the  establishment  to  which  it  is  incident;  because,  while  it  may  be  that 
individual  efforts  give  them  their  value  at  the  outset,  yet,  afterward,  this  is  ordi- 
narily made  permanent  as  a  part  of  the  entire  organization,  or  as  appurtenant  to 
the  locality  in  which  the  business  is  established,  and  thenceforward  depends  less  on 
the  individual  efforts  of  the  originator  than  on  the  combined  result  of  all  which  he 
created. 

Two  other  particulars  are  alleged  to  indicate  fraud  upon  the  part  of 
the  complainant.  One  is  that  the  black-andgold  labels  upon  spools  of 
thread  of  the  numbers  above  one  hundred,  which  designate  the  thread 
of  very  small  sizes,  represent  that  the  thread  upon  those  spools  is 
made  of  six  cord,  whereas  it  is  made  of  three  cord;  the  other  is  that 
the  complainant  has  sold  thread  upon  black  wooden  spools  bearing  the 
name  of  "J,  &  J.  Clark  &  Co.,  Paisley"  on  the  box-cover,  which,  it  is 
said,  indicated  that  the  thread  was  made  in  Paisley.  One  of  the  trade 
marks  which  was  assigned  to  the  complainant  in  1866  was  "J.  &  J. 
Clark's  Paisley  Six  Cord,  200  yards.  George  A.  Clark,  Sole  Agent, 
New  York.'^ 

The  first  charge  is  not  true.  The  second,  if  originally  of  importance, 
was  true  prior  to  the  commencement  of  this  suit  to  such  an  insignificant 
extent  as  to  be  a  matter  of  no  consequence  in  this  case.    Whether  any 


DECISIONB   OP    U.  S.  COURTS   IX   TSADE-HASK   CASES. 


735 


of  Bnch  spools  were  in  tbe  stock  of  the  complaiDant  or  its  agent  at  the 
commencetneat  of  tbis  eiiit  cannot  be  known  with  perfect  accuracy. 
For  the  fonr  years  prior  to  September,  1894,  the  complainant  sent  to  its 
agent  only  thirty-one  dozen  boxes  of  a  dozen  spools  each,  which  bore 
tbis  label : 


Turning  now  to  the  complainant's  case,  the  thread  made  by  .T.  &  J. 
Clark  &  Co.,  and  sold  by  George  A.  Clark,  was  popniarly  known  as 
"Clark's  Thread"  or  "Clark's  Spool  Cotton,"  and  the  trade-marks, 
devices,  and  labels  which  they  nsed  and  sold  to  the  complainant  char- 
acterized their  thread  as  "Clark's''  thread  or  cotton  in  different  forms 
of  expression,  but  preserving  tbe  word  ''Clark's,"  Tbe  exclnsive  title 
to  the  use  of  the  word  "Clark's"  or  "Clark's  Spool  Cotton*' will  be 
hereinafter  considered. 

The  spools  of  tbe  manufacturers  of  spool-cotton  bear  circular  labels 
upon  the  ends  of  the  spools.  Tbe  two  labels  which  were  adopted  by 
the  complainant  when  it  commenced  business,  and  hare  ever  sinre  been 
nsed,  and  which  have  become  identified  in  tbe  minds  of  the  public  with 
their  thread  are  here  shown: 


Label  A  was  one  of  those  used  by  J,  &  J.  Clark  &  Co.  and  which 
were  sold  in  1S66.  Label  B  was  adopted  by  the  complainant  in  18l>6. 
The  letters  "O,  N.  T."  had  not  previously  been  nsed  on  a  label.  The 
words  "Our  New  Thread"  had  been  used,  and  are  mentioned  in  the 
aasignment  of  186C.    They  seem  to  have  been  first  nsed  by  Kerr  & 
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Clark  iu  1858,  and  were  applied  to  a  six-cord  tliread,  espec^ially  for 
sewing-macbinesj  but  the  letters  "O.  N.  T."  have  not  been  associated 
in  the  minds  of  the  public  with  tlieir  early  history. 

The  i^pool-labels  wbicli  the  defendant  devised  and  caused  tu  be  iised 
are  as  follows: 

F  G 


A  black-and-^ld  label  is  nsed  by  all  spool-eotton  maniifa^-'tarers.  and 
the  use  of  label  F  will  not  be  hereinafter  considered  except  in  connec- 
tion witli  the  use  of  the  corporate  name  of  "The  William  Chirk  Com- 
pany." In  regard  to  labels  B  and  G,  it  iipjiearH,  in  the  langua;:*  of  tie 
circuit  judge,  tbat  "the  name  'Clark's'  appears  on  each,  printed  in  tbe 
same  heavy  Gothic  type,  and  occupies  identically  tbe  same  iKisitioii  iu 
the  upper  half  of  the  circle."  Tbe  same  is  true  of  tbe  words  "Siwol 
Cotton"  in  the  lower  half.  Horizont:illy  across  the  middle  of  ctic  com- 
plainant's label  are  the  letters  '"O.  N.  T.,"  separated  by  iwrioils.  They 
are  white  letters  on  a  dark  background.  Horizontally  across  tbt-  mid 
die  of  tbe  defendant's  label  are  tbe  letters  "N-E-W-,"  separated  by 
hyphens.    They  are  white  letters  on  a  dark  background. 

A  similarity  of  labels  is  manifeat,  and  when  it  is  known  tiiat  label 
B  bad  been  used  by  a  thread- manufacturing  corporation  for  aboat 
twenty-five  years  before  it  was  adopted  by  tbe  new  corporation;  tbat 
tbe  business  of  tbe  old  manufacturer  had  become  immense;  that  the 
language  of  the  label  had  become  by  daily  observation  in  a  part  of  the 
honKeholds  of  tbis  country  a  familiar  'tradename  of  the  article  wbicli 
the  complainant  made;  that  tbe  label  represented  to  the  minds  of  cus 
tomers  the  thread  which  they  jjrefened,  and  that  the  new  cor|>oratiou 
had  not  ac^qutred  a  reputation  and  had  been  in  existence  but  a  fev 
months,  the  bare  inspection  of  the  two  labels  would  lead  a  court  to 
suppose  that  the  similarity  had  been  adopted  for  a  purpose  which  was 
not  an  honest  one.  The  record  shows  that  tbe  object  of  the  similarity 
was  to  deceive  the  public  into  the  belief  that  the  article  was  the  work 
of  the  old  and  well-known  manufacturer,  the  excellence  of  whose  prod 
net  has  been  recognized  by  daily  use,  and  thus  to  decoy  tbe  public  into 
tbe  purchase  of  the  unknown  product  of  a  new  maker. 

The  defendant  asserts  that  this  conclasion  takes  no  cognizance  of 
tbe  existence  of  tbe  letters  "O.  N.  T."  upon  the  label,  which  be  con- 
siders  to  be  tbe  complainant's  distinctive  designation  of  iia  thread,  and 
of  the  substitution  of  the  letters  "X-U-W-." 

It  is  true  tbat  as  between  tbe  two  Clark  threads,  the  complainant 
and  the  .Mile  Knd,  tbe  letters  "O.  N.  T,"  differentiate  the  one  from  the 
other  in  the  minds  of  the  jobber  and  tbe  retail  merchant;  but  theordi- 
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nary  retail  customer  is  most  familiar  with  the  term  ^^Olark's  Cotton" 
or  "Clark's  Spool  Cotton." 

It  is  obvious  that  the  new  letters  have  the  same  relative  situation 
upon  the  defendant's  label  that  '*0.  N.  T."  had,  and  that  they  present 
themselves  to  the  eye  of  the  purchaser  in  like  dress  and  with  the  same 
surroundings.  If  any  other  letters  had  been  selected,  there  would 
have  been  only  a  plausible  variation  from  the  old  label;  but  the  use  of 
the  new  letters  had  a  larger  purpose  than  that  of  a  mere  departure 
from  the  complainant's  label. 

The  exhibits  in  the  case  make  it  manifest  that  the  defendant  has 
been  ingenious  and  persistent,  by  advertisements,  circulars,  cards,  and 
devices  of  various  sorts,  to  represent  that  the  thread  which  he  was  sell- 
ing was  "Clark's  New  Spool  Cotton" — that  is  to  say,  a  new  thread  by 
the  old  manufacturer — and  for  that  purpose  the  letters  "N-B-W-"have 
been  constantly  presented.  They  were  not  arbitrarily  selected  and 
were  not  selected  merely  to  create  a  difference  from  the  old  label,  but 
they  had  a  meaning  and  an  object,  which  are  shown  everywhere  in  the 
literature  which  has  been  profusely  issued  by  the  defendant,  the  intent 
being  to  make  the  letters  present  to  the  mind  the  idea  of  the  word 
"new"  and  that  the  advertised  thread  is  a  new  kind  of  the  old-fash- 
ioned "  Clark's  Spool  Cotton."  The  use  which  is  attempted  to  be  made  of 
these  letters  has  an  important  bearing  upon  the  question  of  unfairness 
of  competition. 

In  reply  the  defendant  makes  two  points: 

First.  Inasmuch  as  the  new  corporation  was  entitled  to  use  the  cor- 
I)orate  name  the  defendant  had  a  right  to  advertise  and  sell  its  thread 
as  and  for  "Clark's  Spool  Cotton"  and  "Clark's  Thread." 

Assuming  that  the  corporate  name  was  not  improper,  the  fallacy  of 
the  defendant  consists  in  the  assertion  that  when  he  called  the  goods 
"Clark's  Spool  Cotton"  he  was  simply  telling  the  truth.  On  the  con- 
trary, he  was  attempting  to  make  the  public  believe  that  the  goods 
belonged  to  another  Clark,  and  there  is  evidence  that  the  attempt  was 
partially  successful. 

Second.  That  the  complainant's  right  to  use  the  words  "Clark's  Spool 
Cotton"  is  not  exclusive  and  that  the  words  did  not  point  solely  to  its 
product. 

It  is  true  that  John  Clark,  Jr.,  &  Co.,  of  Glasgow,  an  early  competitor 
of  J.  &  J.  Clark  &  Co.,  began  to  sell  their  own  thread  in  New  York  in 
1820  and  that  the  Mile  End  Company  is  their  successor  in  this  country, 
which  uses  and  has  a  right  to  use  upon  its  labels  "John  Clark,  Jr.,  & 
Co."  and  "Clark's  Mile  End  Spool  Cotton"  and  has  a  right  to  call  its 
product "  Clark's  Thread."  Its  thread  is  distinctively  recognized  in  the 
trade  by  the  words  "Mile  End"  and  by  its  black  spools;  but  its  history 
shows  that  it  has  a  rightfiil  claim  to  the  use  of  the  word  "Clark."  It 
does  not  follow,  however,  because  the  complainant  is  not  exclusively 
entitled  to  use  the  words  "Clark's  Spool  Cotton"  that  therefore  it 
H.  Doc  354 47 
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cannot  rightfully  enjoin  a  person  who  is  fraudulently  making  use  of 
its  label. 

The  litigation  in  regard  to  the  ^^ Sogers"  trade-mark,  which  has  beeo 
abundant  in  the  courts  of  Connecticut  and  which  has  also  appeared  in 
the  courts  of  Massachusetts  and  New  York,  showed  that  three  distinct 
corporations  were  entitled  to  use  the  name  ^^ Sogers''  upon  their  goods; 
but  it  was  never  supposed  by  a  court  that  either  injured  owner  had  not 
a  1  ight  to  suppress  the  use  of  the  trade-name  by  a  fraudulent  competitor 
or  that  it  was  an  adequate  defense  that  there  were  other  owners  whose 
Uvse  was  not  fraudulent. 

It  follows  that  the  appeal  of  the  defendant,  whose  defense  has  been 
assumed  and  maintained  by  the  William  Clark  Company,  cannot  be 
sustained. 

The  Circuit  Court  found  that  the  acts  of  the  defendant  were  a  fraad- 
ulent  invasion  of  the  good-will  of  the  complainant  and  an  unfair  and 
inequitable  competition  and  enjoined  the  defendant  against  the  use  by 
labels,  circulars  publication,  or  by  word  of  mouth  of  the  designation 
^'Clark's"  as  the  name  or  part  of  the  name  of  the  thread  manutactared 
by  the  William  Clark  Company,  and  from  selling  thread  manufactured 
by  said  company  under  the  name  of  "Clark's,"  or  ** Clark's  Spool  Cot- 
ton,^ or  "Clark's  Thread,"  but  did  not  restrain  the  use  of  the  letters 
"N-E-W-"  or  the  use  of  the  corporate  name  of  the  William  Clark  Com 
pany  on  labels  or  otherwise,  provided  that  the  word  "  Clark  ^  was  not 
printed  so  as  to  be  a  practical  violation  of  the  rest  of  the  injunction. 
In  each  of  these  omissions  the  complainant  insists  that  the  court  erred. 

The  first  question  is  in  regard  to  the  use  of  the  corporate  name.  The 
corporators  first  selected  as  its  name  "  The  William  Clark  Thread  Com- 
pany," and  upon  the  objection  of  William  Clark  No.  1  and  at  his  sug- 
gestion of  the  new  name  the  name  was  altered  to  "  The  William  Clark 
Company."  He  does  not  recollect  giving  an  assent  to  the  new  name, 
but  remembers  that  there  was  an  interview  and  an  objection  to  the  name 
originally  selected. 

If  there  had  been  no  assent,  the  selection  of  the  name  ^*-  The  Wilham 
Clark  Company"  would  have  been  both  unnecessary  and  improper.  The 
new  company  was  to  be  a  thread  company  and  was  started  as  a  com- 
petitor of  the  Clark  Thread  Company,  of  which  W^illiam  Clark  Ko.  1 
had  been  the  treasurer  and  managing  director  and  the  representative 
man  in  this  country  since  1873.  The  name  was  adopted  not  merely  to 
obtain  the  benefit  of  the  reputation  of  William  Clark  No.  2,  but  to  gain 
the  enlarged  reputation  which  had  belonged  to  Clark's  thread  for  a 
great  many  years.  (JB.  W.  Rogers  Oo.  v.  Wm.  Rogers  Mfg.  Co.,  70  Fed. 
Bep.,  1017;  Holmes,  Booth  A  Hoydens  v.  Holmes^  Booth  A  Atwood  Mfg. 
Co.,  37  Conn.,  278.) 

It  is  not  probable  that  William  Clark,  the  treasurer,  understood  the 
capabilities  of  the  name  "  William  Clark  Company"  and  the  uses  which 
could  be  made  of  it;  but  he  did  assent,  or  at  least  did  not  object,  to  itf 
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when  its  adoption  was  nnder  discnssion  in  a  formal  interview  with  him 
as  the  representative  of  the  complainant,  and  his  aotion  had  enough  of 
an  official  and  binding  character  to  prevent  his  company  from  snccess- 
fully  objecting  to  the  mere  nse  of  the  corporate  name.  For  the  reasons 
that  have  been  heretofore  given  the  use  by  the  defendant  of  the  letters 
**  N-E- W-"  upon  label  G  and  other  labels,  pictures,  cards,  circulars,  and 
advertisements  of  a  similar  character  should  have  been  enjoined. 

The  decree  of  the  Circuit  Court  in  favor  of  the  complainant,  so  far  as 
the  decree  was  rendered,  is  sustained;  but  the  cause  is  remanded  to 
that  court,  with  instructions  to  enter  a  decree,  with  costs  of  this  court, 
which  shall  also  enjoin  against  the  use  oi  the  letters  ^<S'-E-W-"in 
accordance  with  this  opinion. 


[U.  S.  Circait  Court  of  Appeals— Serenth  ClroaH.] 
BEADLBSTON  &  WOEBZ  V.  COOKB  BBEWINO  COMPAITT, 

Decided  May  4,  1896. 

76  O.  G.,  1576. 

1.  Tradb-Mark— "Impkrial"— Not  Lawful. 

The  word  ^*  imperial  '*  is  an  adjectiye  in  general  nsa  to  indicate  enperior  qnalitj 
and  cannot  be  need  as  a  valid  trade-mark. 

2.  Same — Same— Same. 

The  word  "imperial''  baving  been  adopted  and  nsed  by  appellant  to  charac- 
terize a  particular  grade  of  beer,  he  is  not  entitled  to  be  protected  in  the  exclu- 
sive use  of  the  word  as  a  lawful  trade-mark. 

3.  Same — Terms  Signifying  Quauty— Use  of  as  Trade-Marks. 

The  word  in  question  may  be  close  to  the  border-line  between  terms  that 
signify  quality  and  those  that  do  not.  It  is  safer,  however,  in  the  interest  of 
freedom  of  trade,  to  protect  the  use  of  those  terms,  and  those  terms  only,  which 
clearly  do  not  refer  to  grade  or  quality.  The  monopoly  of  use  granted  by  the 
law  of  trade-marks  should  not  be  extended  to  embrace  terms  of  doubtful  signi- 
fication. 

4.  Same— Primary  Object— iDENTiFYmG  Class  or  Quauty  of  Gk>ODS. 

A  trade-mark  muat  be  designed,  as  its  primary  object  and  purpose,  to  indicate 
the  owner  or  producer  of  the  commodity  and  to  distinguish  it  from  like  articles 
manufactured  by  others,  and  the  device  or  symbol  employed  cannot  be  sustained 
as  a  valid  trade-mark  if  it  be  used  for  the  purpose  of  identifying  the  class, 
grade^  style,  or  quality  of  the  article.  {Columbia  Mill  Co,  t.  AUwm,  C.  D.,  1893, 
672;  66  O.  G.,  1916;  150  U.  S.,  460.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the  North- 
ern District  of  Illiuois. 

Before  Woods,  Jenkins,  and  Showalteb,  Judges. 

Mr.  L.  0.  Raegener  for  the  appellant. 

Mr.  J,  JE.  DeaJcin  and  Mr.  Richard  Prendergas  for  the  appellee. 

STATEMENT  OP  THE  CASE. 

The  appellant,  Beadleston  &  Woerz,  a  corporation  existing  under  the 
laws  of  the  State  of  New  York,  filed  its  bill  in  the  court  below  for  an 
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iujuiictiou  to  restrain  the  appellee,  the  Cooke  Brewing  Oorapai]y,acoT 
poration  of  the  State  of  Illiuois,  from  the  ase  of  the  word  ^' imperial,^ 
claimed  by  the  appellant  as  its  trade- mark  when  applied  to  beer.    Prior 
to  the  year  1889  the  brewing  business  now  conducted  by  the  appellant 
in  the  State  of  Kew  York  had  for  many  years  been  conducted  by  the 
firm  of  Beadleston  &  Woerz,    The  brewery  was  known  as  the  "Empire 
Brewery."    The  appellant,  the  corporation,  in  that  year  sacceededto 
and  has  since  conducted  the  business.    Prior  to  June,  1885,  Beadlestou 
&  Woerz  brewed  several  grades  of  beer,  the  best  quality  of  which  was 
designated  as  "  Kulmbacher."    On  the  30th  of  June,  1885,  the  firm  pur 
chased  of  the  receiver  of  a  defunct  corporation,  which  had  been  engaged 
in  the  maunfacture  and  sale  of  beer,  the  supposed  title  to  the  word 
"imperial"  as  a  trade-mark  when  applied  to  beer,  its  use  having  been 
.abandoned  by  such  corporation.    Thereafter  Beadleston  &  Woerz  and 
the  appellant,  as  their  successor,  brewed  and  sold  several  qualities  or 
grades  of  beer — ^the  '^  Kulmbacher,"  the  ^^  Imperial,"  and  a  grade  of  beer 
of  poorer  quality.    The  firm  and  the  corporation  used  as  a  trade-mark 
the  coat  of  arms  of  the  State  of  New  York  in  connection  with  the  name 
"Beadleston  &  Woerz,"  the  words  '* Empire  Brewery^  surmounting  the 
coat  of  arms.    There  was  also  added  the  particular  name  of  the  beer 
to  which  the  trade- mark  was  attached.    In  the  case  of  beer  sold  in 
bulk  the  name  and  general  trade-mark  were  burned  into  the  keg  or 
barrel  containing  the  beer  and  a  label  pasted  upon  the  keg  or  barrel 
with  the  word  "Imperial"  printed  thereon,  in  red  lettering,  in  case  the 
keg  or  baiTel  contained  beer  of  that  grade.    Afterward  they  bottled 
their  "Imperial"  beer  for  the  export  trade  and  placed  upon  the  bottie 
a  label  bearing  the  name  "Beadleston  &  Woerz,  Imperial  Beer,  Brewed 
Especially  for  Export."    In  the  lower  left-hand  corner  of  the  label 
appeared  the  coat  of  arms  of  the  State  of  New  York,  surmounted  by 
the  words  "Empire  Brewery,"  and  underneath  it  the  words  "Bottliug 
Department,  New  York."    At  the  left-hand  side  of  the  coat  of  arms 
was  the  word  "Trade"  and  on  the  right-hand  side  "Mark."    Other 
devices  came  in  use  with  substantially  the  same  marks  afi&xed,  differiog 
mainly  in  the  color  of  the  label.    The  appellee,  the  Cooke  Brewing 
Company,  is  the  proprietor  of  a  brewery  in  the  city  of  Chicago, 
established  in  the  year  1887,  and  since  the  year  1892  has   brewed 
and  sold  in  bottles  beer  of  three  grades  or  qualities,  the  most  expen- 
sive being  called  "Munich  Hotbrau,"  next  the  "Imperial,"  differing iu 
color  and  its  manufacture  from  the  other,  less  expensive  to  make,  bat 
said  to  be  of  equal  quality,  and  a  lower  grade  of  beer  called  "Pilseuer," 
and  also  an  annual  brew  of  "Bock"  beer.    The  label  used  upon  tht 
bottles  had  printed  thereon  the  words  "Cooke's  Imperial  Beer,"  ii 
red  lettering,  and  "Chicago,  U.  S^  A.,  Bottled  j^t  the  Brewery's  Owi 
Bottling  Works,"  in  black  lettering,  and  its  trade-mark,  consisting  of 
a  shield  of  stars  and  stripes  with  the  monogram  "C  and  a  ctowid; 
cock  printed  thereon  in  red.    The  sales  of  the  appellant,  Beadlestoi 
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&  Woerz^  are  largely  in  the  eastern  and  southern  States  and  to  the 
foreign  trade^  although  to  some  slight  extent  they  sell  in  the  central  and 
western  States.  The  sales  of  the  appellee  are  mainly  confined  to  the 
central  and  western  States. 

Jenkins,  J.,  after  the  foregoing  statement  of  the  case,  delivered  the 
opinion  of  the  court. 

This  case  in  no  wise  falls  within  the  ruling  in  PilUhury  v.  Pillshury- 
Washburn  Flour  MilU  Co.j  (24  U.  S.  App.,  395;  12  0. 0.  A.,  432;  64  Fed. 
Kep.,  841.)  There  is  here,  neither  in  design  nor  in  fact,  a  palming  off 
upon  the  public  of  the  goods  of  one  as  those  of  another.  The  labels 
nre  wholly  dissimilar,  with  the  exception  of  the  use  of  the  word  '^impe- 
riaL"  The  parties.did  not  occupy  the  same  market  with  their  wares. 
The  adoption  by  the  appellee  of  the  word  '< imperial"  seems  to  have 
l>een  in  entire  good  faith  and  without  knowledge  of  its  prior  adoption 
by  the  appellant.  The  case  is  therefore  one  of  a  trademark  pnre  and 
simple.  The  questions  for  consideration  are,  first,  whether  the  word 
^*  imperial"  was  appropriated  by  the  appellant  and  designed  for  use,  in 
connection  with  the  designation  of  its  beer,  as  a  mark  of  origin  or  own- 
ership, or  as  indicative  of  the  grade  or  quality  of  the  beer,  and,  secondly, 
whether  the  term  '< imperial"  is  of  itself  a  designation  of  quality. 

First.  It  was  ruled  in  Columbia  Mill  Co.  v.  Alcorn  (C.  D.,  1893, 672; 
65  O.  G.,  1916;  150  IT.  S.,  460;  14  Sup.  Ot.,  151)  that  a  trade-mark  must 
be  designed,  as  its  primary  object  and  purpose,  to  indicate  the  owner 
or  producer  of  the  commodity  and  to  distinguish  it  from  like  articles 
manufactured  by  others,  and  that  the  device  or  symbol  employed  can- 
not be  sustained  as  a  valid  trade-mark  if  it  be  used  for  the  purpose  of 
identifying  the  class,  grade,  style,  or  quality  of  the  article.  In  that 
case  the  word  ^'Columbia"  was  employed  to  denote  a  particular  grade 
of  flour.  It  was  held  that  the  word  did  not  indicate  original  manufac- 
ture or  ownership,  and,  under  the  proof,  was  shown  to  be  used  to  des- 
ignate the  grade  of  the  flour,  and  therefore  could  not  be  exclusively 
appropriated.  That  case  is  in  accord  with  the  leading  cases  of  Manu- 
facturing Co.  v.  Spear  (2  Sandf.,  599)  and  AmosJceag  Manufacturing  Co. 
V.  Trainer^  (0.  D.,  1880, 464;  17  O.  G.,  1217;  101  U.  8.,  51,)  in  which  cases 
the  letters  "A.  0.  A.,"  although  of  themselves  arbitrary  and  conveying 
no  meaning,  were  held  to  have  been  used  to  designate  quality.  The 
Court  in  the  latter  case  observed,  at  page  55: 

The  device  preTionsly  and  subsequently  used  stated  the  name  of  the  mannfiMS- 
turer,  and  no  purpose  could  have  been  subserved  by  any  further  declaration  of  the 
fact. 

So  in  the  case  in  hand  the  device  employed  by  the  appellant  and  its 
predecessor  as  a  trade-mark  upon  packages  containing  beer  was  the 
firm  or  corporate  name  and  the  coat  of  arms  of  the  State  of  New  York, 
snrronnded  by  the  words  '^Empire  Brewery  Bottling  Department.* 
The  words  "Trade  Mark''  are  connected  with  the  device.  The  various 
names  employed-^"  Kulmbach,"  '*  Imperial,''  and  others — merely  deslg- 
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nate  different  grades  or  qualities  of  beer,  and  were  manifestly  so  designed 
to  be  used.  It  is  not  deemed  necessary  to  review  the  evidence.  It  is 
strong  to  show  that  the  word  ^Mmperial"  was  adopted  long  after  the 
employment  of  other  words  ased  to  characterize  particular  grades  of 
beer  and  to  designate  another  grade  or  quality  of  beer  not  known  by 
the  name  ^'Kulmbacher"  or  the  other  terms  employed.  Being  there- 
fore so  designed  and  used,  the  appellant  is  not  entitled  to  be  protected 
in  the  exclusive  use  of  the  word  ^4mperial"  as  a  lawful  trade-mark. 
It  was  said  in  Candee^  Swan  &  Co.  v.  Deere  &  Co.,  (54  111..  439,  457:) 

No  man  can  have  more  than  one  mark  or  brand,  and  it  is  required  to  be  recorded. 
If  the  owner  could  have  more  than  one  trade-mark  by  which  to  distinguish  hit 
property,  great  confusion  and  uncertainty  would  be  producedy,to  snoh  an  extent  u 
to  defeat  the  object  in  view. 

Whether  that  statement  be  strictly  accurate  with  resx)ect  to  one  deal- 
ing with  two  or  more  different  articles  of  manufacture  need  not  be  here 
considered;  but  this  is  certain,  that  names,  whether  they  of  themselves 
do  or  do  not  indicate  grade  or  quality,  cannot  be  employed  to  designate 
the  grades  or  quality  of  goods  and  be  exclusively  appropriated  as  vahd 
trade- marks. 

Second.  The  line  of  demarcation  between  words  which  of  themselves 
do  or  do  not  import  grade  or  quality  is  not  at  all  times  easy  to  be  distin- 
guished. This  is  owing  to  the  growth  and  development  of  language. 
Words  that  originally  had  signification  in  relation  to  but  one  subject  or 
matter  come  in  time  to  be  employed  in  a  sense  wholly  foreign  to  their 
original  signification.  The  word  ^^ epicure"  is  a  notable  instance  of 
this.  Derived  from  Epicurus,  a  Greek  philosopher,  who  taught  that 
peace  of  mind  based  on  meditation  is  the  origin  of  all  good,  the  word 
in  its  original  sense  indicated  a  follower  of  or  believer  in  the  ethical 
system  of  that  philosopher.  Through  popular  misapprehension  of  his 
teachings  the  word  has  come  to  mean  and  is  chiefiy  and,  perhaps,  solelj 
used  to  designate  a  devotee  of  sensual  enjoyment;  a  voluptuary;  a 
gourmand.  Examples  might  be  multiplied.  It  is  thus  with  the  adjee- 
tive  ^^mperial"  here  in  question.  Its  primary  signification  was  ^^Per- 
taining to  supreme  authority;  royal;  sovereign;  supreme."  It  had 
like  meaning  with  the  adjectives  ** royal,"  "kingly,"  "  princely,"  indi- 
cating, however,  a  more  exalted  authority.  Like  those  terms,  it  has 
also  come  to  be  employed  to  designate  that  which  is  of  imx>osing  size 
or  of  great  excellence.    Thus  Pope  in  his  "Moral  Essays"  observes: 

**  Bid  harbors  open,  public  ways  extend. 
These  are  imperial  works,  and  worthy  kings." 

And  in  the  last  century— certainly  before  the  year  1778— Townley 
employed  the  term  as  indicative  of  high  quality  of  excellence.  Ii 
^^High  Life  Below  Stairs"  he  uses  the  expression: 

"J?Yom  hnmble  Port  to  imperial  Tokay.* 

The  Imperial,  Encyclopaedic,  Standard,  Century,  and  Webster's  dic- 
tionaries also  give  one  d^^uitiou  of  the  term  to  be  ''  of  superior  size  ar 
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qaality."  One  illustration  given  in  the  Standard  Dictionary  is  <Mmpe- 
rial  tea,"  indicating  a  tea  of  superior  excellence;  tea  fit  for  an  emperor. 
80  one  speaks  of  a  dinner  as  a  *' royal,"  "kingly,"  "princely,"  "lordly," 
or  ^^mperial"  feast  to  indicate  its  great  excellence  of  quality.  The 
record  contains  evidence  of  general  use  of  the  word  in  the  sense  of 
superior  quality.  Thus  we  find  the  markets  flooded  with  "  Imperial 
Champagne,"  "Imperial  Whisky,"  "Imperial  Gin,"  "Imperial  Cigars," 
"Imperial  Ginger  Ale,"  "Imperial  Cider,"  "Imperial  Claret,"  "Impe- 
rial Port,"  "Imperial  Kimmel."  That  the  adjective  does  of  itself 
indicate  quality  is  not  without  support  of  judicial  authority.  Thus  in 
Corwin  v.  l)aly[l  Bosw.,  222,  223)  the  words  "Club  House," as  applied 
to  an  article  of  gin,  were  held  to  indicate  quality  or  grade,  the  court 
observing  that  the  "term  meant  no  more  than 'royal,' 'imperial,' or 
*  princely' would  do;"  and  in  the  case  of  Poicder  Co.  v.  Sherrell  (93 
N.  Y.,  331)  the  term  "royal"  applied  to  the  article  of  baking-powder 
was  held  to  be  indicative  of  quality,  not  of  origin  or  ownership.  The 
ease  of  Crawford  v.  Shuttock  (13  Grant,  17.  C,  149)  has  not  been  over- 
looked. There  an  injunction  pendente  lite  was  granted  by  YiceChan- 
cellor  Spragge  restraining  the  use  of  the  words  "Imperial  Soap."  The 
learned  jurist,  however,  expressed  hesitation  by  reason  of  the  frequent 
use  of  the  word  "imperial"  as  a  term  of  designation  in  various 
branches  of  manufacture,  but  felt  impelled  to  issue  the  restraining  writ 
through  fear  of  serious  injury  to  the  plaintiff  if  his  trade  were  interfered 
with.  This  case  was  decided  in  1867  and  seems  not  to  have  been  car- 
ried farther.  It  may  be  remarked  that  since  that  date  a  period  of 
nearly  thirty  years  has  elapsed,  and  the  adjective  "imperial"  has  in 
that  time  been  quite  generally  employed  to  indicate  quality.  We  do 
not,  therefore,  feel  bound  to  yield  our  judgment  to  a  ruling  that  was 
delivered  with  hesitation  and  has  never  been  reviewed  by  a  higher 
court.  The  word  in  question  may  be  close  to  the  border-line  between 
terms  that  signify  quality  and  those  that  do  not.  It  is  safer,  however, 
in  the  interest  of  freedom  of  trade,  to  protect  the  use  of  those  terms, 
and  those  terms  only,  which  clearly  do  not  refer  to  grade  or  quality. 
The  monopoly  of  use  granted  by  the  law  of  trade-marks  should  not  be 
extended  to  embrace  terms  of  doubtful  signification. 

Upon  either  and  both  of  the  grounds  stated  the  judgment  appealed 
from  was  correct. 


Showalteb,  J.; 

Upon  the  showing  of  this  record  complainant  uses  the  word  "  impe- 
rial" to  distinguish  one  grade  of  the  beer  made  by  it  from  another. 
Defendant  uses  the  same  word  for  the  same  purpose  with  respect  to  its 
product.  We  must,  therefore,  under  the  law  applicable  to  such  a  state 
of  facts,  affirm  the  judgment.  But  I  do  not  concur  in  the  proposition — 
if  we  are  called  on  in  this  case  to  discuss  it — that  the  word  "  imperial " 
is  descriptive  of  beer.    When  used  by  a  trader,  this  word  does  not 
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touch  or  have  any  relation  that  can  be  called  descriptive  to  any  quality 
or  attribute  of  an  article  like  beer. 

I  do  not  understand  the  record  as  showing  that  ^^  imperial "  has  been 
or  that  by  any  possibility  it  could  have  been  applied  to  whisky,  gin, 
cigars,  etc.,  in  any  sense  descriptive  of  any  one  of  said  commodities. 
The  use  of  a  fancy  word  by  a  given  manufacturer  to  distinguish  a  par- 
ticular grade  of  his  goods  from  other  grades  made  by  him  is  one  thing; 
the  use  of  the  same  word  as  a  mark  of  origin  by  the  manufacturer  of  a 
different  article  is  another. 

A  fancy  word  certainly  does  not  become  descriptive  of  cigars  because 
a  distiller  uses  it,  not  as  a  mark  of  origin,  but  to  distinguish  one  grade 
from  other  grades  of  his  own  whisky.  A  fancy  word,  when  used  to 
distinguish  grade,  does  not  describe;  it  identifies.  By  ^<  fancy  word'' 
I  here  mean,  not  a  newly-coined  word,  but  a  word,  like  ^<  imperial," 
when  applied  to  a  commodity  in  trade,  to  distinguish  either  grade  or 
origin.  In  Powder  Co.  v.  Sherrell  (93  N.  Y.,  331)  the  word  "  royal"  was 
used,  not  as  a  mark  of  origin,  but  to  distinguish  one  grade  of  flavoring 
extracts  from  two  other  grades  of  the  same  product,  all  made  by  com- 
plainant. Defendant  used  the  same  word  to  designate  one  grade  of 
flavoring  extracts  from  other  grades  of  the  same  goods  as  made  by 
himself.  On  this  ground  went  the  ruling  in  that  case.  There  was  in 
that  case  no  question  touching  the  application  of  the  word  '^  royal"  to 
the  commodity — baking  powder.  By  suggestion  or  metaphor  the  word 
^^mperial,''  when  applied  to  an  article  of  trade,  carries  the  idea  of  com- 
parative excellence  or  superiority,  as  does  the  word  "excelsior,"  held 
by  Sir  W.  Page  Wood  in  Braham  v.  Bustard  (1  Hem.  &  M.,  447,)  to  be 
a  valid  trade-mark  for  soap,  and  as  does  the  word  "  ideal,"  held  in 
Waterman  v.  Shipman  (0.  D.,  1889,  694;  49  O.  G.,  892;  130  N.  Y.,  301; 
29  N.  E.,  Ill)  to  be  a  valid  trade-mark  for  pens.  It  has  been  repeat- 
edly ruled  (Keashey  v.  Chemical  WorkSyl^  K  Y.,  467;  37  N.  E.,  476, 
for  instance)  that  a  word  which  suggests  even  the  composition,  quality, 
or  characteristics  of  an  article  to  which  it  is  applied  may  yet  be  a  good 
trade-mark.  I  am  not  willing  to  say  that  the  word  ^^  imperial,''  wh^ 
applied  to  a  manufactured  article  to  indicate  origin,  and  when  it  does 
in  fact  indicate  origin,  and  is  so  understood  in  the  particular  instance 
by  the  trading  public,  ought  not  to  be  held  a  valid  trade-mark. 

As  was  declared,  in  substance,  by  the  Supreme  Court  of  the  United 
States  in  Canal  Co.  v.  C^rA;,  (13  Wall.,  311, 322,)  every  trade-mark  case 
is  a  case  of  unfair  competition  in  trade.  If  there  be  no  unfair  or  fraud- 
ulent competition,  either  extant  or  apprehended,  there  can  be  no  recov- 
ery. The  significance  of  a  word  alleged  in  a  particular  instance  to  be 
a  trade-mark,  as  being  by  general  usage  descriptive  or  non-descriptive, 
is  incidental  or  subordinate  to  the  essential  point — namely,  that  defend- 
ant shall  not,  for  the  express  purpose  of  trespassing  on  plaintiflTs 
good- will,  use,  not  descriptively,  but  as  a  mark  of  origin  for  bis  goods, 
a  word  which  in  fact  already  setves  that  very  function  in  the  case  of 
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plaintiffs  goods.  A  trade-mark,  as  in  effect  said  by  the  United  States 
Supreme  Court  in  the  case  last  mentioned,  is  a  notice,  a  medium  of 
information  touching  origin  or  ownership.  Whatever  word  does  in 
fact  serve  that  purpose  is  to  that  extent  a  trade-mark.  The  reason  of 
the  rule  against  a  descriptive  word  is  that  it  is  incapable  of  the  func- 
tion. People  will  not  understand  it  as  a  mark  of  origin.  They  will 
not  be  deceived  by  it  into  buying  the  goods  of  one  manufacturer  for 
those  of  another.  Or  if  any  person  be  in  fact  misled  it  will  not  be 
because  of  any  representation  by  the  competing  manufacturer  which 
can  rightly  be  deemed  false.  A  representation  concerning  a  given 
product  which  is  none  the  less  true  when  made  by  one  dealer  in  that 
product  than  by  another  cannot  be  actionable.  The  point  is  illustrated 
in  Raggett  y.Findlaterj  (L.  R.,  17;  Eq.,  29,)  where  the  controversy  arose 
over  the  word  "  nourishing,''  as  applied  to  malt  liquor.  And  in  Bennett 
V.  McKinley  (13  G.  G.  A.,  25;  65  Fed.  liep.,  505)  the  word  <<  instantane- 
ous," as  applied  to  tapioca  to  indicate  that  variety  which  was  ground 
and  on  that  account  could  be  most  quickly  prepared  for  the  table,  being 
as  truthful  and  appropriate  when  used  by  defendants  as  by  plaintiffs, 
the  action  failed. 

The  word  ^^imperial"  by  association  or  suggestion  may  call  up,  among 
other  fancies,  the  notion  of  excellence  or  superiority,  but  it  seems  to  me 
not  descriptive  in  the  sense  of  trademark  law.  I  am  not  willing  to 
declare  that  this  word  habitually  stamped  by  a  manufacturer  on  his 
product  would  not  signify  to  the  trading  public,  so  far  as  his  goods  are 
concerned,  the  origin  thereof,  or  that  a  subsequent  similar  use  of  the 
word  by  a  competitor  would  not  be  a  false  representation.  In  Bennett 
V.  McKinley y  above  cited,  the  Court,  speaking  of  the  capability  of  a  word 
to  serve  as  a  trade-mark,  said : 

If  it  is  merely  snggestive  or  is  figurative  only,  it  may  be  a  good  trade-mark,  not- 
withstaDdiiig  it  is  also  indirectly  or  remotely  descriptiye. 

In  the  case  at  bar  the  good- will  of  complainant  is  not  trespassed  upon, 
since  neither  it  nor  the  defendant  uses  the  word  *< imperial"  as  a  mark 
of  origin. 

The  decree  is  affirmed. 


[U.  S.  Oircnit  Court— Southern  District  of  Kew  York.] 

HOSTBTTEB  GOMPANT  V.  BOWBB. 

Decided  May  11,  1896. 

76  o.  G.,  isse. 

1.  Tbadk-Mark— Fraud  on  Public— Burden  of  Proof. 

Where  it  is  alleged  that  defendant  deceives  the  pnblio  by  pnrchaafng  tpnTiont 
articles  and  sells  to  the  pnblic  from  packages  which  once  contained  the  gennine 
article  and  still  contain  complainant's  labels  and  trade-marks,  Held  that  the  bar- 
den  is  npon  complainant  to  establish  the  charge  by  clear  preponderance  of  proof. 
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2.  Samb— Unfair  Compbtihok— Credibiutt  ov  Witnrbsks. 

Witnesses  hired  by  the  manafaotarer  of  a  proprietary  medicine  to  secore  STi- 
dence  against  suspected  infringers  are  not  disinterested  and  their  testimony 
should  be  scrutinized  with  unusual  caution. 

3.  Same — Weight  of  Evidence. 

Testimony  of  witnesses  hired  to  secure  evidence  against  inMngen  that  tiiay 
purchased  of  defendant  imitation  bitters  put  up  in  genuine  bottles  procured  for 
the  purpose  Held  insnflBcient  where  they  relied  solely  on  opinions  formed  from 
tasting  the  liquid  and  where  they  were  opposed  by  the  testimony  of  defendant 
and  his  employees  and  others  that  the  bitters  so  sold  were  genuine  and  that  he 
had  never  procured  or  sold  any  imitation  article. 

Mr.  Albert  JET.  Clarke  and  Mr.  James  Watson  for  the  complaiiiaut 
Mr.  Charles  Putzel  for  the  defendant. 

STATEMENT  OF  THE  CASE. 

This  was  bill  in  eqoity  by  the  Hostetter  Oompany  against  Simoa 
Bower  for  alleged  inirlngement  of  trade-marks  and  other  unfair  compe- 
tition in  trade.    Final  hearing  on  pleadings  and  proofe. 

CoxE,  J.: 

This  canse  tnrns  solely  upon  a  qaestion  of  fact.  The  bill  is  based 
apon  alleged  nufair  competition  in  trade.  The  defendant,  who  is  a 
retail  liquor  dealer,  is  charged  with  fraud  in  selling  as  the  genaine 
bitters  of  the  complainant  a  cheap  imitation  thereof  manafactared  bj 
one  Emil  Becker.  It  is  alleged  that  he  deceives  the  pablic  by  purchas- 
ing the  spurious  article  in  large  quantities  and  selling  it  to  his  customers 
from  bottles  which  once  contained  the  genuine  Hostetter  Bitters  and 
still  retain  the  complainant's  labels  and  trade-marks. 

The  charge  against  the  defendant  is  a  serious  one.  He  is  accused  of 
perpetrating  a  petty  and  contemptible  fraud  by  which,  for  a  paltry 
reward,  he  cheated  not  only  the  complainant  but  his  own  customers  as 
well.  The  burden  is  upon  the  complainant  to  establish  this  charge  by 
a  clear  preponderance  of  proof!  Nothing  must  be  left  to  conjecture  or 
guesswork.  The  witnesses  called  for  the  complainant  are  not  disinte^ 
ested.  They  are  paid  by  the  complainant .  to  secure  evidence  against 
infringers  upon  its  rights.  Although  there  is  nothing  in  their  conduct 
to  warrant  the  superlative  denunciation  which  has  been  heaped  upon 
them,  it  cannot  be  denied  that  their  testimony  must  be  scrutinized  with 
unusual  caution.  They  say  that  on  several  occasions  at  the  defendant's 
place  of  business  they  purchased  bogus  bitters  which  were  poured  from 
genuine  bottles.  The  defendant  concedes  the  sales,  but  says  that  on 
each  occasion  he  sold  the  genuine  article.  The  proof  that  the  bitters 
were  spurious  is  confined  to  the  opinions  of  the  complainant's  witnesses 
who  tasted  the  bitters.  Several  bottles  were  produced  before  the 
examiner  sealed.  The  seal  has  not  been  broken.  No  analysis  of  their 
contents  has  been  made.  They  may  contain  imitation  bitters  andtbej 
may  contain  genuine  Hostetter  bitters.    The  genuine  and  the  counter- 
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feit  are  alike  in  appearance  and.  are  somewhat  similar  in  taste.  The 
witnesses  who  give  their  opinion  from  taste  merely  may  be  mistaken. 
In  short,  the  complainant's  proof  is  not  fr«e  from  doabt.  When,  how- 
ever, the  testimony  stands  contradicted  by  every  one  connected  with 
the  transaction  on  behalf  of  the  defendant,  the  coart  would  hardly  be 
justified  in  saying  that  the  complainant  has  sustained  the  burden  which 
the  law  places  upon  it.  The  defendant  swears  that  he  never  bought 
bitters  of  any  kind  of  Becker,  and  Becker  swears  that  he  never  sold 
bitters  of  any  kind  to  defendant.  Both  are  corroborated  by  their 
employees.  The  defendant  says  that  for  twenty-one  years  he  has  sold 
the  genuine  Hostetter  Bitters,  and  never  sold  any  spurious  bitters; 
that  the  bitters  sold  to  the  complainant's  witnesses  were  genuine.  In 
this  the  defendant  is  corroborated  by  his  two  barkeepers. 

Without  pursuing  the  discussion  farther  it  is  thought  that  the  com- 
plainant has  failed  to  prove  the  alleged  fraud  by  testimony  which  out- 
weighs that  of  the  defendant.  The  denial  is  as  broad  and  as  well 
sustained  as  the  accusation.  The  argument  for  the  defendant  might 
be  stated  even  more  strongly,  but  it  is  not  necessary.  In  order  to 
recover,  the  complainant  must  preponderate  the  defendant.  In  this 
the  complainant  has  failed. 

It  follows  that  the  bill  must  be  dismissed,  with  costs* 


[U.  S.  Circuit  Court  of  Appeals— Serenth  Clronli.1 

Batmond  v.  Eotal  Baking  Powder  Compant. 

Decided  October  15, 1896. 

77  O.  G.,  1124. 

Appbals— Dismissing — Intbrlocutort  Appeal— Appeal  Taken  Out  of  Time. 
Where  the  lower  coart  held  that  defendant  had  infringed  and  referred  the 
cause  to  a  master  in  chancery,  to  take,  state,  and  report  to  the  court  an  account 
with  respect  to  the  infringement  and  the  gains,  profits,  and  advantages  which 
the  defendant  had  received  or  which  had  arisen  or  accrued  by  reason  of  such 
infringement,  and  while  the  matter  was  so  pending  before  the  master  and  before 
any  report  by  him  the  appellant  (here)  perfected  an  appeal  from  that  decree  t* 
the  Court  of  Appeals,  Held  that  the  appeal  should  be  dismissed,  as  the  decree 
appealed  from  was  interlocutory,  and  that  the  appeal  was  taken  after  the  expira^ 
tion  of  thirty  days  from  the  entry  of  the  interlocutory  decree. 

On  appeal  from  the  Oircoit  Oonrt  of  the  United  States  for  the  North- 
ern District  of  Illinois. 

Before  Woods  and  Jenkins,  Jadges. 

Mr,  Frank  A.  Helmer  for  the  appellant. 
Mr.  Rowland  Cox  for  the  appellee. 

Jenkins,  J.,  delivered  the  opinion  of  the  Oonrt. 
The  Royal  Baking  Powder  Company  filed  its  bill  in  the  oonrt  below 
to  restrain  the  alleged  appropriation  and  nse  of  the  word  "Eoyal"  im 


748        DECISIONS   OF   U.  S.  COURTS   IN   TRADE-MARK    CASES. 

respect  to  baking-powder.  The  cause  was  heard  in  the  Circait  Conrt 
on  bill,  answer,  and  proofs,  and  a  decree  entered  on  Janaary  21, 1896, 
which  foand  that  the  complainant  was  entitled  to  the  exclusive  ase  of 
the  word  <' Royal"  as  a  designation  for  and  as  distinguishing  and  identi- 
fying baking-powder  by  it  manufactured  and  sold;  that  the  defendant 
had  infringed  this  exclusive  right;  that  an  injunction  should  issue  per- 
petually restraining  such  infringement;  that  the  complainant  shonld 
recover  the  profits,  gains,  and  advantages  which  had  been  received  or 
made  by  the  defendant  from  such  infringement,  and  that  the  cause  be 
referred  to  a  master  in  chancery  to  take,  state,  and  report  to  the  court 
an  account  with  respect  to  the  infringement  and  the  gains,  profits,  and 
advantages  which  the  defendant  had  received  or  which  had  arisen  or 
accrued  by  reason  of  such  infringement. 

While  the  matter  was  so  pending  before  the  master,  and  before  any 
report  by  him,  on  June  17, 1896,  the  appellant  here  perfected  an  appeal 
from  that  decree  to  this  court.  The  appellee  now  moves  to  dismiss  this 
appeal  upon  the  ground  that  the  decree  appealed  from  was  interlocu- 
tory and  that  the  appeal  was  taken  after  the  expiration  of  thirty  (30) 
days  from  the  entry  of  the  interlocutory  decree. 

Section  7  of  the  act  of  March  3,  1891,  (26  Rev.  Stats.,  chap.  617,  p. 
826,)  establishing  this  Court,  as  amended  by  the  act  of  February  18, 
1895,  (28  Rev.  Stats.,  chap.  96,  p.  666,)  provides— 

that  where  upon  a  hearing  in  equity  in  a  district  court  or  a  circuit  court,  an  iiynno- 
tion  shall  be  granted,  continued,  refused  or  dissolved  by  an  interlocutory  order  or 
decree,  or  an  application  to  dissolve  an  injunction  shall  be  refused  in  a  cause  in 
which  an  appeal  from  a  final  decree  may  be  taken  under  the  provisions  of  this  act 
to  the  Circuit  Court  of  Appeals,  an  appeal  may  be  taken  from  such  interlocutory 
order  or  decree  grauting,  continuing,  refuRing,  dissolving,  or  refusing  to  dissolve  an 
injunction  to  the  Circuit  Court  of  Appeals,  provided  that  the  appeal  must  be  taken 
within  thirty  days  from  the  entry  of  such  order  or  decree  and  it  shall  take  preced- 
ence in  the  Appellate  Court;  and  the  proceedings  in  other  respects  in  the  court 
below  shall  not  be  stayed,  unless  otherwise  ordered  by  that  court,  during  the  pend- 
ency of  such  appeal. 

And  provided  further  that  the  conrt  below  may,  in  its  discretion,  require  as  a  con- 
dition of  the  appeal,  an  additional  injunction  bond. 

The  determination  of  the  question  involved  depends  upon  the  further 
question  whether  the  decree  appealed  from  was  an  interlocutory  or  a 
final  decree.  If  interlocutory,  the  appeal  was  not  within  the  time  pro- 
vided and  it  must  be  dismissed.  If  the  decree  was  final,  the  appeal 
was  timely  and  the  nation  to  dismiss  should  be  denied.  The  purpose 
of  the  statute  regulating  appeals  was  to  allow  a  speedy  review  of  the 
action  of  the  court  below  in  granting  or  refusing  an  injunction,  and 
this  speedy  review  was  granted  while  the  cause  was  yet  pending  below 
because  of  the  great  detriment  that  might  result  by  reason  of  the 
improvident  issuing  or  refusing  of  an  injunction.  The  statute  was  not 
designed  to  and  does  not  change  the  rule  which  theretofore  obtained 
that  an  appeal  would  only  lie  from  a  final  decree,  except  in  the  partio- 
olaars  stated  and  with  regard  to  the  injunction  granted  or  refused;  nor 
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was  the  statute  designed  to  nor  does  it  change  the  nature  of  a  decree 
as  theretofore  established.  It  is  true  that  the  hearing  which  resulted 
in  the  decree  in  question  was  upon  the  merits  of  the  controversy,  and 
those  merits  were  adjudicated,  except  with  respect  to  the  matters 
referred  to  the  master.  That,  however,  does  not  constitute  the  decree 
a  final  one  for  the  purposes  of  an  appeal,  for,  while  the  right  of  the 
complainant  and  the  infringement  by  the  defendant  was  determined 
by  the  decree,  the  matter  was  still  at  large  and  still  remained  in  the 
breast  of  the  chancellor  and  was  subject  to  change  by  him  prior  to 
the  final  decree  and  during  the  term  at  which  the  final  decree  might 
be  entered.  This  is  elementary,  the  law,  in  its  desire  that  right  should 
be  done,  allowing  the  chancellor  a  breathing-time,  so  to  speak — the 
interval  between  the  interlocutory  decree  and  the  end  of  the  term  at 
which  the  final  decree  should  be  entered — within  which  he  might  recon- 
sider his  judgment.  A  final  decree  is  one  where  nothing  remains  to 
be  done  by  the  court  except  to  execute  it  ministerially.  The  decree 
appealed  from  was,  therefore,  clearly  interlocutory.  (Bostwiek  v.  Brink- 
erlwff,  106  U.  8.,  3;  Leicishurg  Bank  v.  Sheffeyy  140  U.  S.,  445;  Keystone 
Manganese  and  Iron  Company  v.  Martin^  132  U.  S.,  91;  MoOourkey  v. 
Toledo  and  Ohio  Central  Railway  Company ^  146  IT.  S.,  536,  545;  Latta 
Y.  Kilbourny  150  U.  S.,  524, 539;  David  Bradley  Manufa^ituring  Company 
V.  Eagle  Manufacturing  Company j  0.  D.,  1894,  121;  66  O.  G.,  315;  18 
U.  S.  App.,  349 ;  The  Brush  Electric  Company  v.  The  Western  Electric 
Company y  decided  by  this  court  October  5, 1896,  ante^  — ;  77  O.  G.,  1273; 
Lockwood  V.  WickeSj  U.  S.  App.,  75  Fed.  Eep.,  118.) 
In  Latta  v.  Kilhoum  the  Court  states  the  settled  rule  to  be — 

that  if  the  ooort  made  the  decree  fixing  the  rights  and  liabilities  of  the  parties  and 
thereupon  referred  the  case  to  a  master  for  a  ministerial  purpose  only,  and  no  fur- 
ther proceedings  in  court  were  contemplated,  the  decree  is  final;  but  if  it  referred 
the  case  to  him  for  a  judicial  purpose,  as  to  state  an  account  between  the  parties 
upon  which  a  further  decree  is  to  be  entered,  the  decree  is  not  final. 

The  appeal  taken  was,  therefore,  under  section  7  of  the  act  above 
referred  to,  and  to  be  efifectual  should  have  been  taken  within  thirty 
(30)  days  from  the  entry  of  the  interlocutory  decree. 

The  appeal  will  be  dismissed. 


[IT.  S.  Giroait  Coart— District  of  Indisna.] 

BuoK's  Stove  and  Range  Company  v.  Kieohle  et  oL 

Decided  October  2S,  1896, 

77  O.  G.,  1786. 

Tradr-Mark — Unfair  Compktition— Deception. 

It  is  sufficient  to  justify  the  interposition  of  a  court  of  equity  if  articles  man- 
ufactured by  the  defendant  are  purposely  constructed  and  marked  in  the  simili- 
tude of  those  manufactured  by  the  complainant,  with  the  intention  and  result 
of  deoeiying  the  trade  and  the  public  and  inducing  them  to  purchase  the  articles 
of  the  defendant  in  the  belief  that  they  are  purchasing  those  of  the  complainant. 
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Mr.  Paul  BflJceweU  for  the  complainant. 

Messrs.  Morris^  Newberger  it  Curtis  for  the  defendants. 

STATEMENT  OF  THE   CASE. 

After  stating  the  requisite  facts  to  show  jorisdiction  the  bill  aven 
that  many  years  ago — to  wit,  in  or  about  1866 — the  complainant 
adopted  as  a  distinguishing  characteristic  for  its  cooking  stoves  and 
ranges  white-enamel  lining — that  is  to  say,  a  lining  of  white  enamel 
for  the  inside  of  the  doors  of  its  cooking  stoves  and  ranges — to  the 
end  that  the  trade  and  public  might  come  to  recognize  the  cooking 
stoves  and  ranges  of  complainant's  manufacture  by  this  i)ecaliarity  as 
a  characteristic  which  would  distinguish  the  cooking  stoves  and  ranges 
of  complainant's  manufacture  from  the  cooking  stoves  and  ranges  of 
all  other  manufacturers  of  cooking  stoves  and  ranges,  the  fact  being 
that  at  the  time  the  complainant  adopted  the  aforesaid  distinguishing 
characteristic  and  for  years  thereafter  and  until  the  actions  of  the 
defendants  hereinafter  complained  of  no  other  cooking-stove  manufac- 
turer in  the  United  States  had  or  has  made  and  sold  cooking  stoves 
and  ranges  with  oven-doors  having  the  inside  thereof  lined  with  white 
enamel;  that  the  similarity  in  general  style,  shape,  and  design  of  cook- 
ing stoves  and  ranges  made  by  diil'erent  stove-manufacturers  in  the 
United  States  is  and  has  been  during  all  the  time  hereinafter  referred 
to  so  very  similar  that  to  the  average  i)urchaser  buying  a  stove  or 
range  for  use  in  the  household  it  is  difficult  to  distinguish  the  stove 
or  range  of  one  manufacturer  from  the  stove  or  range  of  another,  especi- 
ally so  in  view  of  the  fact  that  the  plates  comprising  the  different  parts 
of  the  stove  or  range  can  be  and  readily  are  taken  apart  and  used  hy 
a  rival  manufacturer  as  patterns  from  which  to  mold  a  stove  or  range 
of  its  own  in  close  similitude  to  the  stove  or  range  of  the  manufacturer 
who  has  obtained  celebrity  in  the  market  for  his  goods;  that  com  plain- 
ant  since  in  or  about  1866  has  used  great  skill  and  fidelity  in  the  man- 
ufacture of  its  stoves  and  ranges,  always  enameling  with  white  enamel 
the  inner  face  of  its  stove  and  range  doors,  with  the  result  that  for 
years  last  past  and  long  prior  to  the  action  of  defendants,  hereinafter 
complained  of,  its  stoves  and  ranges  had  obtained  great  celebrity  in 
the  market  of  the  United  States,  especially  in  the  Middle,  Northern, 
Southern,  and  Western  States  and  in  the  city  of  Evansville,  Ind.,  as 
"White  Enamel"  stoves  and  ranges,  and  were  so  known  by  the  trade 
and  public  in  all  the  territory  aforesaid  and  distinguished  by  the 
trade  and  public  from  the  stoves  and  ranges  of  other  stove-manufac- 
turers as  "White  Enamel"  stoves  and  ranges;  that  in  exposing  stoves 
and  ranges  for  sale  it  is  the  custom  and  demand  to  show  the  intending 
purchaser  the  oven  of  the  stove  or  range,  and  to  open  the  oven-door  to 
that  end,  or,  what  is  also  common,  to  leave  at  least  one  of  the  oven- 
doors  open,  so  that  the  oven  is  in  plain  view,  and  that  in  reoognition 
of  this  custom  and  demand  as  an  effective  way  of  impressing  on  the 
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mind  of  the  trade  and  public  complainant's  stoves  and  ranges  and 
characterizing  by  a  distinguishing  feature  its  stoves  and  ranges  from 
all  others  it  has  since  1866  continuously  used  and  now  uses  white- 
enamel  lining  for  the  oven-doors  of  its  cooking  stoves  and  ranges,  with 
the  result  intended  and  desired,  as  hereinbefore  set  forth ;  that  its  trade 
in  the  manufacture  and  sale  of  cooking  stoves  and  ranges  with  white 
enamel  used,  as  aforesaid,  as  a  distinguishing  feature  has  steadily 
increased  from  year  to  year;  that  it  was  the  first  to  adopt  the  afore- 
said white  enamel  for  an  inner  lining  for  oven-doors  of  cooking  stoves 
and  ranges,  and  that  but  for  the  action  of  defendants,  hereinafter  com- 
plained of,  it  would  now  be  in  the  undisturbed  enjoyment  of  the  celeb- 
rity which  it  has  earned  with  the  trade  and  public  for  its  cooking 
stoves  and  ranges  as  '^  White  Enamel"  stoves  and  ranges;  that  the 
good-will  of  complainant  in  the  manufacture  and  sale  of  cooking  stoves 
and  ranges  under  said  name  ^^  White  Enamel"  because  of  said  distin- 
guishing characteristic  is  of  the  value  of  $100,000;  that  defendants, 
welfknowing  the  premises,  but  seeking  how  they  might  trade  on  the 
reputation  of  complainant  and  find  a  ready  sale  for  their  products, 
without  authority  of  complainant  and  in  violation  of  its  rights  and 
contrary  to  equity  and  good  conscience  have  recently,  before  the  filing 
of  this  bill,  made  or  caused  to  be  made  cooking  stoves  and  ranges  in 
general  external  appearance  similar  to  complainant's  manufacture, 
enameling  the  inside  face  of  such  cooking  stoves  and  ranges  with  white 
enamel,  with  the  result  that  said  cooking  stoves  and  ranges  can  be  and 
in  fact  are  sold  to  the  trade  and  by  the  trade  to  the  public  as  <^  White 
Enamel"  cooking  stoves  and  ranges,  to  the  manifest  and  irreparable 
injury  of  complainant,  the  actions  of  said  defendants  hereinbefore 
set  forth  being  calculated  to  deceive  and  resulting  in  actual  deception 
of  the  trade  and  public;  that  by  reason  of  such  wrongful  conduct  the 
complainant  has  suffered  loss  and  damage  in  the  sum  of  $10,000;  that 
complainant  has  called  the  attention  of  defendants  to  its  aforesaid 
rights  and  to  defendants'  wrongful  conduct  and  asked  them  to  desist, 
which  they  have  refused  to  do.  The  complainant  has  no  adequate 
remedy  at  law,  and  it  therefore  brings  this  suit  and  prays  for  an 
injunction  and  for  an  accounting  of  damages. 

Baker,  J, : 

The  defendants  have  interposed  a  demurrer  to  the  complainant's  bill. 
If  the  question  for  decision  were  simply  whether  the  plaintiff  could 
acquire  the  sole  right  to  use  white  enamel  for  the  lining  of  the  doors 
of  its  stoves  and  ranges,  it  would  present  a  question  whose  solution 
would  prove  embarrassing;  but  the  case  made  upon  the  bill  and 
admitted  by  the  demurrer  is  that  the  defendants  are  manufacturing 
stoves  and  ranges  having  white-enamel  doors  in  the  similitude  of  those 
manufactured  by  complainant  and  with  the  fraudulent  purpose  of 
palming  them  off  upon  the  trade  and  the  public  as  the  stoves  and 
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ranges  manafactared  by  the  complainant.  It  is  not  necessary  to  deter- 
mine whether  the  white-enamel  lining,  which  has  been  long  and  excln- 
sively  used  by  the  complainant  for  the  inner  lining  of  the  doors  of  its 
stoves  and  ranges,  constitutes  a  trade-mark  or  whether  it  does  not.  It 
is  sufficient  to  justify  the  interposition  of  a  court  of  equity  if  the  stoves 
and  ranges  manufactured  by  the  defendants  are  purposely  construct^ 
in  the  similitude  of  those  manufactured  by  the  complainaut,  with  the 
intention  and  result  of  deceiving  the  trade  and  the  public  and  inducing 
them  to  purchase  the  stoves  and  ranges  of  the  defendants  in  the  belief 
that  they  are  purchasing  the  stoves  and  ranges  of  the  complainant's 
manufacture.  The  imitative  devices  used  upon  the  stoves  and  ranges 
manufactured  by  the  defendants  are  alleged  to  be  employed  by  them 
for  the  purpose  and  with  the  result  of  deceiving  the  public,  and  thereby 
diverting  the  trade  of  the  complainant  to  the  defendants.  This  they 
have  neither  the  moral  nor  the  legal  right  to  do. 

Judge  Gliftbrd,  in  delivering  the  opinion  of  the  Gourt  in  McLean  ?. 
Fleming,  (C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  8.,  245,  254,)  sayB: 

Nor  is  it  necessary  in  order  to  give  a  right  to  an  ii\i  unction  that  a  specific  trade- 
mark should  be  infringed;  but  it  is  sufficient  that  the  court  is  satisfied  that  then 
was  an  intent  on  the  part  of  the  respondent  to  palm  ofif  his  goods  as  the  goods  of  the 
complaiuant,  and  that  he  persists  in  so  doing  after  being  requested  to  desist. 

And  in  the  recent  case  of  Coats  v.  Merrick  Threes  Co.  (0.  D.,  1893, 
373;  63  O.  G.,  1531 ;  149  U.  S.,  562,  566)  it  is  said: 

There  can  be  no  question  of  the  soundness  of  the  plaintiffs'  proposition  that,  irre- 
spective of  the  technical  question  of  Trade-Mark,  the  defendants  have  no  right  to 
dress  their  goods  up  in  such  manner  as  to  deceive  an  intending  purchaser  and  induc« 
him  to  believe  he  is  buying  those  of  the  plaintiffs.  Rival  manufacturers  may  lav- 
fully  compete  for  the  patronage  of  the  public  in  the  quality  and  price  of  their  goods, 
in  the  beauty  and  tastefulness  of  their  inclosing  packages,  in  the  extent  of  their 
advertising,  and  in  the  employment  of  agents,  but  they  have  no  right,  by  imitative 
devices,  to  beguile  the  public  into  buying  their  wares  under  the  impression  they  are 
buying  those  of  their  rivals.  {Perry  v.  Truefitt,  6  Beav.,  66;  Croft  v.  Day,  7  Bear., 
84;  Lee  v.  Haley y  L.  R  ,  5  Ch.,  155;  Wotherepoon  v.  Currie,  L.  R.,  5  H.  L.,  508;  Joh*- 
Bton  V.  Ewing,  7  App.  Cas.,  219;  Thompeon  v.  Montgomery ,  41  Ch.  D.,  35 ;  Taylor  v.  Cer- 
penier,  2  Sand.  Ch.,  603;  Amoekeay  Mfg.  Co.  v.  Spear^  2  Sand.  N.  Y.,  599;  McLean  r. 
Fleming,  C.  D.,  1878,  262;  13  O.  G.,  913;  96  U.  S.,  245;  Boardtmn  v.  Meridtn  BHtamnU 
Co.y  35  Conn.,  402;  Oilman  v.  Huneicell,  122  Mass.,  189.) 

Uuder  the  foregoing  principles  the  facts  alleged  in  the  bill  and 
admitted  by  the  demarrer  are  sufficient  to  constitute  a  prima  facie  case 
for  relief,  and  therefore  the  demurrer  must  be  overruled. 
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[Supreme  Court  of  New  York.] 

De  Long  et  al.  v.  De  Long  Hook  and  Eye  Oohpany. 

Decided  October  18, 1895. 
74  O.  G.,  809. 

1.  Trade-Namb—Db  Long — ^Hook  and  Eyb— Namk  of  Person. 

Where  the  defendant  naed  the  name  "  De  Long  Hook  and  Eye  Company''  on 
their  gooda,  with  intent  to  identify  its  basinesa  with  that  of  the  plaintiffa,  whose 
goods  are  known  as  "  De  Long's  Hooks  and  Eyes/'  Held  that  defendant  ahonld 
be  restrained  Arom  anch  nse,  although  one  of  them  was  named  De  Long. 

2.  Same — Same — Same. 

A  man  may  use  his  own  name,  because  he  cannot  truthfully  do  business  under 
any  other,  and  the  law  protects  that  right  ordinarily,  even  though  such  use  may 
be  injurious  to  another  who  has  established  a  prior  business  of  the  same  kind; 
but  the  name  must  not  be  used  in  such  a  way  as  to  mislead  the  public  into  pur- 
chasing his  goods  under  the  belief  that  they  are  the  manufacture  of  another. 
(Higgine  Company  y.  Higgine  Soap  Company ,  144  N.  Y.,  462;  William  Rogere  Mfg, 
Company  v.  B.  W,  Rogere  Company,  C.  D.,  1895,  630;  73  O.  G.,  970;  66  Fed. 
Rep.,  66.) 

3.  Same—Same— Slight  Differences  in  Names,  Etc. 

While  there  might  be  slight  differences  in  the  name,  yariation  of  coloring,  and 
size  of  package  and  shape  of  goods,  and  in  printed  matter  on  the  package,  yet 
similarity,  not  identity,  is  the  usual  recourse  where  one  party  seeks  to  benefit 
himself  by  the  good  name  of  another.  {Celluloid  Mfg.  Co.  y.  Cellonito  Mfg.  Co., 
C.  D.,  1887,  571;  41  O.  G.,  693;  32  Fed.  Rep.,  94.) 

4.  Same — Same — Same— Test  in  Such  Cases. 

The  real  test  in  such  cases  is  whether  the  thing  offered  for  sale  is  so  arranged 
and  exhibited  that  when  it  strikes  the  eye  of  an  intending  purchaser  possessed 
with  ordinary  intelligence  and  judgment  a  false  impression  is  likely  to  be  pro- 
duced that  the  goods  of  another  are  being  offered  for  sale;  and  when  answered 

H.  Doc.  354 48  763 
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in  the  affirmative  the  courts  will  interfere  to  protect  the  public,  aa  well  as  the 
plaintiffs,  and  to  suppress  npfair  and  dishonest  competition.  (Fischer  y.  Blank, 
138  N.  Y.,  251 ;  Coats  v.  Merrick  Thread  Co.,  C.  D.,  1893,  373;  63  O.  G.,  1531;  149 
U.  S.,  566;  Lawrence  M/g.  Co,  ▼.  Tenn.  Mfg.  Co.,  C.  D.,  1891,416;  55  O.  O.,  1528; 
138  U.  S.,  537.) 

Appeal  by  defeudant  from  an  interlocutory  decree,  entered  upon  a 
decision  after  trial  at  special  term,  enjoining  defendant  from  asing  and 
selling  and  placing  on  the  market,  in  connection  with  hooks  and  eyes, 
the  word  or  name  ''De  Long,''  etc. 

Before  Van  Beunt,  Follett,  and  Pabeeb,  Judges. 

Messrs.  Stern  &  Bushmore^  Mr.  Bradbury  Bedell,  Messrs,  Strawbridge 
&  Taylor  J  and  Mr.  Frederic  B.  Goudert  for  the  complainants. 

Mr.  Benno  Loewy^  Mr.  Edmund  Wetmore^  and  Mr.  Joseph  H.  OhoaU 
for  the  defendant. 

Pabkeb,  J.  : 

The  learned  judge  at  special  term  decided  that  the  defendant  corpo- 
ration should  be  restrained  from  using,  in  selling  or  placing  uxK>n  the 
market  its  goods,  the  name  '^De  Long  Hook  and  Eye  Company,''  apon 
the  ground  that  the  selection  of  sach  name  was  made  with  intent  to 
identify  the  defendant  with  the  plaintififs'  business,  to  the  injury  of  the 
latter,  and  that  its  use  is  calculated  to  induce  deception  and  confusion 
in  the  public  mind  as  to  the  identity  of  the  goods  sold  by  the  plaintifiOs 
and  defendant,  respectively. 

An  attentive  examination  of  the  evidence  satisfies  us  that  the  deter 
mination  of  fa€t  made  at  the  special  term  as  a  basis  for  its  decision  is 
right  Undoubtedly  the  phenomenal  growth  of  plaintiffs'  business 
and  the  large  profits  derived  therefrom  suggested  to  one  of  the  pro- 
moters of  the  defendant  corporation  the  feasibility  of  deriving  a  sub- 
stantial benefit  from  the  reputation  of  plaintiffs'  goods,  known  as 
<^De  Long's  Hooks  and  Eyes,"  because  of  the  fact  that  his  name  hap- 
pened to  be  De  Long.  The  facts  which  support  this  conclusion  were 
so  fully  discussed  in  the  opinion  of  the  learned  judge  at  special  term 
that  it  is  unnecessary  for  us  to  do  more  than  present  an  outline  of  the 
more  important  features. 

The  plaintiffs  put  upon  the  market  in  the  year  1889  a  hook  and  eye 
which  they  called  "The  De  Long  Hook  and  Eye."  They  were  sewed 
upon  cards,  at  the  top  of  which  was  printed  ^^  The  De  Long  Hook  and 
Eye."  With  much  advertising  skill  and  at  considerable  expense  the 
plaintiffs  rapidly  built  up  a  large  business.  The  sales,  which  were 
about  twelve  thousand  dollars  in  1890,  reached  nearly  four  hundred 
and  fifty  thousand  dollars  in  1893.  In  the  summer  of  1892  Oscar  A. 
De  Long,  a  buyer  for  one  of  the  departments  of  a  large  mercantile 
house,  and  who  had  from  time  to  time  purchased  the  plaintifiOs'  hooks 
and  eyes,  to  be  sold  at  retail  by  his  employers,  conceived  the  idea  of 
making  a  change  in  the  hook,  which  he  calls  an  improvement^  and 
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in  the  latter  part  of  that  year  he  sought  capital  necessary  to  enable 
him  to  engage  in  the  hookandeye  business.  He  found  persons  willing 
to  enter  into  the  enterprise  with  him,  and  as  a  result  a  corporation 
was  formed  with  the  corporate  name  of  '^  The  De  Long  Hook  and 
Eye  Company."  Immediately  thereafter  the  company  commenced  the 
manufacture  and  sale  of  hooks  and  eyes  sewed  upon  cardboard  in  the 
same  manner  as  the  plaintiffs',  each  of  which  bore  the  words  ^^De  Long 
Hook  and  Eye  Company,  Makers,  New  York.''  Later  he  pasted  over 
those  words  the  words  <'  Oscar  A.  De  Long's  Improved,"  pasting  the 
words  thus  covered  up  on  the  back  of  the  card  on  a  label. 

The  effect  intended  and  accomplished  by  the  use  of  the  word  '^De 
Long"  ill  connection  with  the  style  of  the  card  on  which  the  hooks  and 
eyes  were  placed  was  to  secure  some  part  at  least  of  the  benefit  result- 
ing from  the  extensive  advertising  which  the  plaintiff's  had  given  to  the 
name  ^'  De  Long  "  in  connection  with  their  hook-and-eye  business.  It 
is  not  conceivable  that  it  could  have  been  otherwise.  But  we  are  not 
left  to  conjecture,  for  the  plaintiffs  in  support  of  their  contention  that 
the  method  adopted  by  the  defendant  was  intended  to  and  did  deceive 
the  public  produced  witnesses  who  testified  in  effect  that  in  response 
to  requests  made  to  dealers  for  De  Long  hooks  and  eyes  they  were 
given  defendant's  hooks  and  eyes  when  they  desired  the  plaintiffs'. 

Starting,  then,  with  the  determination  of  fact  by  the  Special  Term, 
which  we  approve,  that  the  defendant  deliberately  attempted  to  make 
such  use  of  the  name  of  one  of  its  incorporators  as  to  enable  it  to 
secure  a  portion  of  the  business  which  plaintiffs  had  built  up,  we  have 
no  difficulty  in  arriving  at  the  legal  conclusion  reached  by  that  court 

That  there  were  slight  differences  in  the  name,  variations  of  coloring 
and  size  of  cards  and  shape  of  hooks,  and  some  difference  in  printed 
matter  on  the  cards  must  be  conceded.  * 

Bnt  similarity,  not  identity,  is  the  nsnal  recourse  where  one  party  seeks  to  benefit 
himself  by  the  good  name  of  another.  (Bradley,  J.,  in  Celluloid  Mfg.  Company  y, 
Cellonite  Mfg,  Company ^  C.  D.,  1887, 571;  41  O.  G.,  693;  32  Fed.  Rep.,  94.) 

The  real  test  in  such*  cases  is  whether  the  thing  offered  for  sale  is  so 
arranged  and  exhibited  that  when  it  strikes  the  eye  of  an  intending 
purchaser  possessed  with  ordinary  intelligence  and  judgment  a  false 
impression  is  likely  to  be  produced  that  tbe  goods  of  another  are  being 
offered  for  sale?  And  when  that  inquiry  must  be  answered  in  the 
affirmative,  as  it  has  been  in  this  case — 

it  is  the  province  of  equity  to  interfere  for  the  protection  of  the  purchasing  public 
as  well  as  of  the  plaintiffs,  and  for  the  snppression  of  unfair  and  dishonest  compe- 
tition.    (FUcher  ▼.  Blank,  138  N.  Y.,  251. ) 

This  equity  will  do  where  the  business  practices  complained  of  may 
not  be  of  such  a  nature  as  to  enable  the  party  aggrieved  to  obtain 
redress  under  the  restrictive  rules  of  law,  if,  nevertheless,  they  are  of 
snch  a  character  as  to  offend  that  law  of  fairness  which  should  govern 
the  acts  of  men.    This  doctrine  has  frequently  been  asserted  in  other 
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in  the  affirmative  ttie  courts  will  interfere  to  protect  the  public,  as  well  m  Ite 
plaintiffs,  and  to  suppress  npfair  and  dishonest  competition.  (F%9cker  ▼.  BloMk, 
138  N.  Y.,  251 ;  Coats  v.  Merrick  Thread  Co,,  C.  D.,  1893,  373;  63  O.  G.,  1531;  Itf 
U.  S.,  566;  Lawrence  Mfg.  Co.  v.  Tenn.  Mfg,  Co,,  C.  D.,  1891,415;  55  O.  G.,  1528; 
138  U.  S.,  537.) 

Appeal  by  defeudant  from  an  interlocutory  decree,  entered  upon  a 
decision  after  trial  at  special  term,  enjoining  defendant  from  using  and 
selling  and  placing  on  the  market,  in  connection  with  books  and  eyes, 
the  word  or  name  ''De  Long,''  etc. 

Before  Van  Brunt,  Follett,  and  Parker,  Judges. 

Messrs.  Stern  &  Bushmore,  Mr.  Bradbury  Bedell,  Messrs,  Strawbridge 
&  Taylor,  and  Mr,  Frederic  B.  Ooudert  for  the  complainants. 

JIf r.  Benno  Loewy,  Mr.  Edmund  Wetmore,  and  Mr.  Joseph  H.  OhoaU 
for  the  defendant. 

Parker,  J. : 

The  learned  judge  at  special  term  decided  that  the  defendant  corpo- 
ration should  be  restrained  from  using,  in  selling  or  placing  upon  the 
market  its  goods,  the  name  '^De  Long  Hook  and  Eye  Company,"  upon 
the  ground  that  the  selection  of  such  name  was  made  with  intent  to 
identify  the  defendant  with  the  plaintiffs'  business,  to  the  injury  of  the 
latter,  and  that  its  use  is  calculated  to  induce  deception  and  confusion 
in  the  public  mind  as  to  the  identity  of  the  goods  sold  by  the  plaintiffs 
and  defendant,  respectively. 

An  attentive  examination  of  the  evidence  satisfies  us  that  the  deter- 
mination of  fact  made  at  the  special  term  as  a  basis  for  its  decision  is 
right  Undoubtedly  the  phenomenal  growth  of  plaintiffs'  business 
and  the  large  profits  derived  therefrom  suggested  to  one  of  the  pro- 
moters of  the  defendant  corx)oration  the  feasibility  of  deriving  a  sub- 
stantial benefit  from  the  reputation  of  plaintiffs'  goods,  known  as 
<^De  Long's  Hooks  and  Eyes,"  because  of  the  fact  that  his  name  hap- 
pened to  be  De  Long.  The  facts  which  support  this  conclusion  were 
so  fully  discussed  in  the  opinion  of  the  learned  judge  at  special  term 
that  it  is  unnecessary  for  us  to  do  more  than  present  an  outline  of  the 
more  important  features. 

The  plaintiffs  put  upon  the  market  in  the  year  1889  a  hook  and  eye 
which  they  called  "The  De  Long  Hook  and  Eye."  They  were  sewed 
upon  cards,  at  the  top  of  which  was  printed  "  The  De  Long  Hook  and 
Eye."  With  much  advertising  skill  and  at  considerable  expense  the 
plaintiffs  rapidly  built  up  a  large  business.  The  sales,  which  were 
about  twelve  thousand  dollars  in  1890,  reached  nearly  four  hundred 
and  fifty  thousand  dollars  in  1893.  In  the  summer  of  1892  Oscar  A. 
De  Long,  a  buyer  for  one  of  the  departments  of  a  large  mercantile 
house,  and  who  had  from  time  to  time  purchased  the  plaintifEs'  hooks 
and  eyes,  to  be  sold  at  retail  by  his  employers,  conceived  the  idea  of 
making  a  change  in  the  hook,  which  he  calls  an  improvement^  and 
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in  the  latter  part  of  that  year  he  sought  capital  necessary  to  enable 
him  to  engage  in  the  hookandeye  business.  He  fouud  persons  willing 
to  enter  into  the  enterprise  with  him,  and  as  a  result  a  corporation 
was  formed  with  the  corporate  name  of  '^  The  De  Long  Hook  and 
Eye  Company."  Immediately  thereafter  the  company  commenced  the 
manufacture  and  sale  of  hooks  and  eyes  sewed  upon  cardboard  in  the 
same  manner  as  the  plaintiffs',  each  of  which  bore  the  words  ^^De  Long 
Hook  and  Eye  Company,  Makers,  New  York.''  Later  he  pasted  over 
those  words  the  words  "  Oscar  A.  De  Long's  Improved,"  pasting  the 
words  thus  covered  up  on  the  back  of  the  card  on  a  label. 

The  effect  intended  and  accomplished  by  the  use  of  the  word  '^De 
Long"  ill  connection  with  the  style  of  the  card  on  which  the  hooks  and 
eyes  were  placed  was  to  secure  some  part  at  least  of  the  benefit  result- 
ing from  the  extensive  advertising  which  the  plaintiff's  had  given  to  the 
name  ^'  De  Long  "  in  connection  with  their  hook-and-eye  business.  It 
is  not  conceivable  that  it  could  have  been  otherwise.  But  we  are  not 
left  to  conjecture,  for  the  plaintiffs  in  support  of  their  contention  that 
the  method  adopted  by  the  defendant  was  intended  to  and  did  deceive 
the  public  produced  witnesses  who  testified  in  effect  that  in  response 
to  requests  made  to  dealers  for  De  Long  hooks  and  eyes  they  were 
given  defendant's  hooks  and  eyes  when  they  desired  the  plaintiffs'. 

Starting,  then,  with  the  determination  of  fact  by  the  Special  Term, 
which  we  approve,  that  the  defendant  deliberately  attempted  to  make 
such  use  of  the  name  of  one  of  its  incorporators  as  to  enable  it  to 
secure  a  portion  of  the  business  which  plaintiffs  had  built  up,  we  have 
no  difficulty  in  arriving  at  the  legal  conclusion  reached  by  that  court 

That  there  were  slight  differences  in  the  name,  variations  of  coloring 
and  size  of  cards  and  shape  of  hooks,  and  some  difference  in  printed 
matter  on  the  cards  must  be  conceded.  * 

Bnt  similarity,  not  identity,  is  the  usual  recourse  where  one  party  seeks  to  benefit 
himself  by  the  good  name  of  another.  (Bradley,  J.,  in  Celluloid  Mfg,  Company  y, 
Cellonite  Mfg,  Company,  C.  D.,  1887, 571 ;  41  O.  G.,  693 ;  32  Fed.  Rep.,  94.) 

The  real  test  in  such' cases  is  whether  the  thing  offered  for  sale  is  so 
arranged  and  exhibited  that  when  it  strikes  the  eye  of  an  intending 
purchaser  possessed  with  ordinary  intelligence  and  judgment  a  false 
impression  is  likely  to  be  produced  that  the  goods  of  another  are  being 
ofi'ered  for  sale?  And  when  that  inquiry  must  be  answered  in  the 
affirmative,  as  it  has  been  in  this  case — 

it  is  the  province  of  equity  to  interfere  for  the  protection  of  the  purchasing  public 
as  well  as  of  the  plaintiffs,  and  for  the  suppression  of  nnfair  and  dishonest  compe- 
tition.    (Fischer  ▼.  Blank,  138  N.  Y.,  251. ) 

This  equity  will  do  where  the  business  practices  complained  of  may 
not  be  of  such  a  nature  as  to  enable  the  party  aggrieved  to  obtain 
redress  under  the  restrictive  rules  of  law,  if,  nevertheless,  they  are  of 
such  a  character  as  to  offend  that  law  of  fairness  which  should  govern 
the  acts  of  men.    This  doctrine  has  frequently  been  asserted  in  other 
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jarisdictioDS  besides  oar  own.     In  Coats  v.  Merrick  Thread  Compcani^ 
(0.  D.,  1893,  373;  63  O.  G.,  1531;  149  U.  S.,  666,)  the  Court  said: 

Rival  manafaotareis  may  lawfolly  compete  for  the  patronage  of  the  public  in  tlie 
quality  and  price  of  their  goodfl,  in  the  beauty  and  tastefulneBS  of  their  inclofling 
packages,  in  the  extent  of  their  adyertisingi  and  in  the  employment  of  agents,  but 
they  have  no  right,  by  imitative  devicee,  to  beguile  the  public  into  baying  their  wans 
under  the  impression  they  are  buying  those  of  their  rivala. 

And  in  Lawrence  Mfg,  Company  v.  Tenn.  Mfg.  Company  (O.  D.,  1891, 
416;  65  O.  G.,  1528;  138  U.  S.,  537)  the  Court  said: 

Undoubtedly  an  unfair  and  fraudulent  competition  against  the  business  of  tiie 
plaintiff  conducted  with  the  intent  on  the  part  of  the  defendant  to  avail  itself  of 
the  reputation  of  the  plaintiff  to  palm  off  its  goods  as  plaintiff's  would,  in  a  proper 
oase,  constitute  ground  for  relief. 

It  is  the  appellant's  contention  that,  notwithstanding  the  determina- 
tion of  the  court  that  defendant's  conduct  in  the  use  of  the  word  ^^De 
Long''  was  intended  to  deceive  the  public  and  enable  it  to  sell  its  goodfl 
as  if  they  were  plaintiffs'  goods,  and  therefore  fraudulent,  still  it  can- 
not be  visited  with  the  consequences  which  ordinarily  flow  from  such 
action,  because  of  the  fact  that  one  of  its  incorporators  and  stockholders 
bore  the  name  of  "De  Long." 

A  man  may  use  his  own  name,  because  he  cannot  truthfully  do  busi- 
ness under  any  other,  and  the  law  protects  that  right  ordinarily,  even 
when  such  use  is  injurious  to  another  who  has  established  a  prior  busi- 
ness of  the  same  kind  and  gained  a  reputation  which  goes  with  the 
name.  Even  then  the  courts  require  that  the  name  shall  be  honestly 
used  and  will  permit  no  deceit  calculated  to  mislead  the  public  into 
purchasing  his  goods  under  the  belief  that  they  are  the  manufacture 
of  another;  but  that  is  not  this  case,  for  the  promoters  of  this  corpora- 
tion could  have  given  to  it  thet  name  of  either  of  the  other  incorpora- 
tors or  any  other  name  they  liked,  provided  the  designation  was 
honestly  made  and  without  injury  to  others.  But  the  circumstances 
surrounding  the  creation  of  the  defendant  and  the  name  of  it  satisfy 
us,  as  they  did  the  trial  court,  that  the  selection  of  the  name  was  not 
an  honest  one,  but  a  part  of  the  original  scheme  of  Oscar  A.  De  Long 
to  make  such  use  of  his  own  name  as  would  enable  him  to  profit  by  the 
name  which  the  plaintiffs  had  given  to  their  hooks  and  eyes  and  which 
they  had  made  valuable  by  much  labor  and  a  liberal  expenditure  of 
money. 

The  recent  case  of  Higgins  Company  v.  Biggins  Soap  Company^  (144 
N.  Y.,  462,)  decided  since  the  entry  of  the  judgment  appealed  fjrom,  is 
conclusive  upon  the  proposition  that  a  corporation  will  not  be  permitted 
to  make  use  of  a  name  thus  acquired  and  for  such  purposes.  In  that 
case  it  appeared  that  Oharles  S.  Higgins  commenced  the  manufacture 
of  soap  for  the  market  in  1846.  After  a  time  his  son,  bearing  the  same 
name,  became  interested  with  him  in  the  business,  to  which  he  suc- 
ceeded upon  the  death  of  the  senior  Higgins.    In  1890  the  junior  Hig- 
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gins  and  others  formed  a  corporation  called  the  "Charles  S.  Higgins 
Company,''  to  which  was  sold  and  transferred  the  soap  business  of 
Higgins,  together  with  the  good-will,  labels,  trademarks,  etc.  The 
article  manufactured  was  known  to  the  trade  as  "Higgins'  Soap.^ 
About  a  year  after  the  corporation  commenced  the  conduct  of  the  soap 
business  some  trouble  arose  among  its  officers  and  directors,  resulting 
in  the  removal  of  Higgins  from  its  presidency.  As  in  the  bill  of  sale 
to  the  corporation  Higgins  had  reserved  the  right  to  engage  in  the 
manufacture  of  soap  in  the  event  of  a  termination  of  his  employment 
by  the  corporation,  he  at  oiyse  commenced  preparations  to  that  end. 
A  corporation  called  the  "Higgins  Soap  Company"  was  organized 
under  the  laws  of  New  Jersey,  and  Charles  S.  Higgins  was  chosen  as 
its  president.  Impressed  upon  its  bars  of  soap  and  printed  upon  its 
wrappers  were  the  words  "  Higgins'  Soap  Company." 

The  suit  to  restrain  the  Higgins  Soap  Company  from  making  use  of 
its  corporate  name  was  unsuccessfully  prosecuted  until  it  reached  the 
Court  of  Appeals,  where  it  was  held  that  the  injunction  should  issue. 
In  the  course  of  the  argument  the  court  said: 

The  inference  seems  irresistible  that  the  defendant  assumed  its  corporate  name  so 
that  it  should  carry  the  impression  that  it  was  the  manufacturer  of  ''Higgins'  Soap," 
so  well  known  to  the  public.  But  if  the  name  was  assumed  in  good  faith  and  with- 
out design  to  mislead  the  public  and  acquire  the  plaintiff's  trade,  the  defendant 
knowing  the  facts  must  be  held  to  the  same  responsibility  as  if  it  acted  under  the 
honest  impression  that  no  right  of  the  plaintiff  was  invaded. 

In  this  case  Oscar  A.  De  Long,  the  original  promoter  of  defendant, 
knew  all  the  facts.  He  even  had  a  conversation  with  the  plaintiff  De 
Long,  in  which  a  mutual  attempt  was  made  to  discover  whether  there 
was  any  relationship  existing  between  them,  and  this  was  some  little 
time  before  he  took  any  steps  looking  to  the  establishment  of  the  hook- 
andeye  business;  and,  further  than  that,  the  facts  before  us  are  such, 
as  we  have  already  said,  as  to  require  the  inference  that  he  brought 
about  the  naming  of  the  defendant  with  the  intent  that  the  publio 
should  receive  the  impression  that -it  was  the  manufacturer  of  ^'De 
Long's  Hooks  and  Byes,"  so  well  and  favorably  known  to  the  public. 

The  court  further  decided  in  Higgins's  case  that  the  defendant  derived 
BO  additional  immunity  from  the  fact  that  the  name  of  Higgins  in  its 
corporate  name  was  that  of  one  or  more  of  its  incorporators  or  that  one 
of  its  members  might  have  engaged  in  the  same  business  under  bis  own 
name  or  had  consented  to  the  use  of  the  name  by  the  defendant.  The 
decision  in  Higgins's  case  answers  the  contention  of  the  appellant  as 
to  that  point  The  same  proposition  was  recently  asserted  in  WilUdf^ 
Bogera  Mfg.  Co.  v.  B.  W.  Rogers  Company,  (0.  D.,  1895,  630 j  73  O.  G., 
970;  66  Fed.  Rep.,  66.) 

In  view  of  the  comment  which  the  court  made  in  Higgins's  case, 
supraj  upon  Meneely  v.  Meneely,  (62  N.  Y.,  427,)  it  is  sufficient  to  say 
in  this  case  that  it  is  not  in  point. 

While  fully  concurring  with  the  main  features  of  the  judgment,  we 
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nevertheless  think  the  complaint  of  the  appellant  that  the  judgment  i» 
too  broad  is  well  founded.  It  is  certainly  more  comprehensive  than 
either  the  decision  or  the  opinion  of  the  trial  court.  We  find  no  author- 
ity in  this  record  for  holding  that  the  defendant  may  not  manufactory 
and  sell  hooks  and  eyes  of  the  character  which  it  was  manufacturiog, 
nor  are  we  able  to  find  any  basis  for  the  claim  that  the  plaintiffs  have 
the  exclusive  right  to  the  use  of  cards  to  hold  hooks.  In  so  far  as  the 
judgment  restrains  the  defendant  from  using  the  word  "De  Long"  the 
judgment  should  be  affirmed;  but  it  should  not  embarrass  the  defend- 
ant in  any  honest  efibrt  which  it  may  hereafter  make  to  put  its  goods 
upon  the  market  in  a  manner  which  shafl  not  have  the  effect  of  per- 
suading customers  that  the  defendant's  goods  are  the  manufacture  of 
the  plaintiffs. 

It  would  seem  as  if  its  present  form  might  have  that  effect.  There- 
fore the  judgment  should  be  modified  by  inserting  between  the  word 
^^restrain"  and  the  word  <^and/'  at  the  end  of  the  first  adjudication  in 
the  judgment,  the  following: 

But  nothing  herein  shall  operate  to  prevent  the  defendant  from  manafactoriDg 
and  selling  hooks  and  eyes,  put  up  in  any  form  which  shall  not  violate  the  trade- 
mark of  the  plaintiffs  or  have  the  effect  to  induce  the  ordinary  purchaser  to  hnj 
defendant's  goods  believing  them  to  be  manufactured  by  the  plaintiffs. 

We  do  not  find  in  the  complaint  any  allegation  nor  in  the  record  any 
testimony  as  to  the  value  of  the  subject-matter  involved  in  this  suitj 
The  extra  allowance  therefore  seems  to  have  been  without  authority,! 
and  the  appellant  is  entitled  to  a  modificatioii  of  the  judgment  in  that 
respect.  {Hanover  Fire  Insurance  Company  v.  The  Qermania  Fire  Insur- 
ance Company^  138  N.  Y.,  252.) 

The  judgment  should  be  modified  in  accordance  with  this  opinion, 
and  as  modified,  affirmed,  without  costs. 


[Snprerae  Coart  of  New  York.] 

De  Long  et  al.  v.  De  Long  Hook  and  Eye  Company. 

Decided  December  88, 1895, 

74  O.  G.,  811. 

Tradk-Name— De  Long — IIook  and  Eye—Injunction— Violation  of. 

Where  the  court  had  decreed  that  the  defendant  company  be  enjoined  from 
using,  Belling,  or  placing  upon  the  market  in  connection  with  hooks  and  ejes 
the  name  ''De  Long''  alone  or  with  other  words  in  any  manner  which  might 
deceive  the  public  as  to  the  identity  of  the  goods  sold  by  the  plaintifb  and 
defendant,  respectively,  the  use  by  the  president  of  the  defendant  company  of 
the  words  "Oscar  A.  De  Long  Hook"  was  a  violation  of  the  injunction. 

Messrs.  St^n  &  ErnhmorCj  Mr.  Bradbury  Bedell^  Messrs,  Strawhridge 
dt  Taylor,  and  Mr,  Frederic  R,  Coudert  for  the  complainants. 

Mr,  Benno  Loewy,  Mr,  Edmund  Wetmorcj  and  Mr.  Joseph  H.  Choate 
for  the  defendant 
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INGBAHAM,  J.: 

I  delayed  deciding  this  motion  until  after  the  decision  of  the  General 
Term  upon  the  appeal  from  the  jadgment,  as  it  was  claimed  by  the 
defendant  that  the  judgment  was  broader  than  the  decision  warranted 
or  than  the  court  intended,  and  that,  although  the  person  charged 
with  the  contempt  might  have  violated  the  terms  of  the  judgment,  the 
judgment  that  should  have  been  entered  and  that  the  court  intended  to 
enter  was  not  violated  by  the  act  complained  of.  The  General  Term, 
however,  having  affirmed  the  judgment,  with  a  modification  which  is 
not  here  material,  the  question  is  now  presented  as  to  whether  or  not 
this  judgment  as  modified  had  been  violated  by  the  person  against 
whom  the  motion  is  made.    By  the  judgment  entered  it  is — 

ordered,  adjudged  and  decreed  that  the  defendant  company  be  ei^loined  from  UBing, 
in  selling  or  placing  upon  the  market,  in  connection  with  hooks  and  eyes,  the  word 
or  name  ^'De  Long"  alone  or  with  other  words,  in  any  manner  which  may  produce 
deception  or  confusion  in  the  public  mind  as  to  the  identity  of  the  goods  sold  by 
the  plaintifis  and  defendant  respectively. 

At  the  time  of  the  trial  of  this  action  and  the  entry  of  the  judgment 
Oscar  A.  De  Long  was  president  of  the  defendant  corporation,  had 
been  its  originator  and  active  manager,  and  it  was  because  of  his  name 
that  it  was  attempted  to  justify  the  use  of  the  word  ^^De  Long"  in  the 
title  of  the  defendant  corporation ;  and  it  was  adjudged  by  the  court 
on  the  trial  of  the  action  that  the  adoption  by  the  defendant  of  the 
corporate  title  "The  De  Long  Qook  and  Eye  Company"  and  the  use 
of  these  words  in  connection  with  the  manufacture  and  sale  of  hooks 
and  eyes,  was  an  unfair  and  fraudulent  competition  in  trade  with  the 
plaintiffs,  from  the  continuance  of  which  the  defendant  is  and  its 
clerks,  servants,  workmen,  agents,  attorneys,  and  all  persons  claiming 
under  and  through  the  defendant  were  enjoined  and  restrained. 

Oscar  De  Long  himself  testified  on  the  trial  that  he  was  the  only 
active  man  engaged  in  the  business;  that  the  company  was  organized 
at  his  suggestion;  that  he  was  and  had  been  president  of  the  company 
and  had  conducted  the  business  almost  entirely  under  his  absolute 
control ;  that  he  built  it  up  as  a  business  for  himself,  and  he  went  into 
it  as  a  business  for  himself.  The  said  Oscar  A.  De  Long  was  present 
at  the  settlement  of  the  decree,  endeavored  to  obtiain  a  stay  of  pro- 
ceedings under  the  judgment  pending  the  appeal,  and  then  described 
himself  as  president  of  the  defendant.  He  was  present  at  the  hearing 
of  the  application  for  a  stay,  which  application  was  unsuccessful,  and 
the  decree  was  served  upon  the  attorney  for  the  defendant. 

De  Long  subsequently  swore  that  he  resigned  on  the  6th  day  of 
February,  1895,  as  an  of&cer  of  the  company.  The  judgment  was  filed 
with  the  clerk  of  the  court  on  the  9th  day  of  January,  1895,  over  a 
month  prior  to  such  resignation,  and  Oscar  A.  De  Long  does  not  deny 
that  he  had  fall  knowledge  of  the  terms  of  the  judgment  entered  and 
that  he  was  at  the  time  the  judgment  was  entered,  and  subsequent 
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thereto,  the  active  manager,  having  full  control  of  the  defendant's 
business. 

A  bare  inspection  of  the  form  of  the  package  used  by  Oscar  A« 
De  Long  makes  it  entirely  clear  that  the  use  by  the  defendant  of  the 
words  ^' Oscar  A.  De  Long  Hook"  was  a  violation  of  this  iujunction, 
and  the  said  De  Long  as  the  president  and  manager  of  the  defendant 
corporation  was  under  the  express  terms  of  the  decree  enjoined  and 
restrained  from  the  nse  of  the  words  "Oscar  A.  De  Long  Improved." 

It  is  entirely  clear  that  Oscar  A.  De  Long  organized  the  corporation, 
used  the  name  that  he  did  as  the  name  of  the  corporation,  and  carried 
on  its  business  with  the  sole  purpose  of  inducing  the  public  to  believe 
that  the  hooks  and  eyes  that  he  as  an  officer  and  manager  of  the  cor- 
poration bearing  his  name  manufactured  and  sold  were  the  goods  sold 
by  the  plaintiffs;  and  it  is  also  entirely  clear  that  the  scheme  by  which 
he  put  himself  in  a  position  to  continue  this  business  in  his  own  name, 
dropping  the  use  of  the  defendant  corporation  through  whom  he  had 
conducted  the  business,  was  a  scheme  to  evade  the  injunction  con- 
tained in  the  decree  and  to  continue  to  sell  the  hooks  and  eyes  manu- 
factured by  him  in  such  a  way  as  to  induce  the  public  to  believe  that 
they  were  purchasing  the  plaintiffs'  hooks  and  eyes. 

Such  an  act  was  a  plain  violation  of  the  plaintiffs'  right  and  a  delib- 
erate and  intentional  evasion  and  violation  of  the  judgment  in  this 
action  without  excuse,  unless  it  be  an  excuse  that  he  imagined  by  his 
proceeding  that  he  had  discovered  a  way  by  which  he  could  render 
nugatory  the  judgment  against  him  and  could  continue  to  carry  on  the 
unfair  and  fraudulent  competition  in  trade  with  the  plaintiffs  which  he 
had  endeavored  to  carry  on  through  the  corporation  simply  by  chang- 
ing the  name  under  which  the  business  was  carried  on  from  that  of  the 
corporation  organized  and  managed  by  him  to  his  own  name. 

It  is  hardly  necessary  to  state  that  such  an  evasion  of  a  judgment  of 
the  court  will  not  be  allowed  and  that  any  one  guilty  of  such  an  act  must 
be  peremptorily  reminded  that  judgments  of  the  court  entered  after  a 
full  hearing  must  be  respected  and  obeyed. 

Here  the  defendant  corporation,  its  clerks,  servants,  workmen,  agents, 
attorneys,  and  all  persons  claiming  under  or  through  the  defendant 
were  included  in  the  terms  of  the  injunction. 

Oscar  A.  De  Long  was  then  a  servant  of  the  defendant.  It  might 
almost  be  said  he  was  himself  the  defendant,  and  he  was  directly 
within  the  terms  of  the  restraining  order,  and  to  allow  him  to  tnrn 
around  and  do  as  an  individual  the  very  act  he  was  restrained  from 
doing  as  a  servant  of  the  company  would  be  a  confession  of  impotence 
on  the  part  of  the  court  to  enforce  its  own  decree. 

All  that  he  would  ever  have  to  do  to  carry  on  this  unfair  and  fraudu- 
lent business  would  be  simply  to  change  the  name  of  the  person  in 
whose  name  the  business  had  been  conducted  after  the  injunction  was 
granted. 
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By  section  14  of  the  Code  of  Civil  Procedure,  subdivision  3,  the 
court  has  power  to  punish  by  fine  and  imprisonment,  or  either,  any 
person  for  any  disobedience  to  a  lawfiil  mandate  of  the  court;  and  by 
section  1241  of  the  Code  it  is  provided  that  if  a  person  willfully  refuses 
or  neglects  to  obey  a  judgment  he  may  be  punished  for  a  contempt  of 
court,  where  the  judgment  is  interlocutory  and  requires  a  party  to  do  or 
refrain  from  doing  an  act,  except  where  the  act  requires  the  payment 
of  money  into  court;  and  by  section  2284  of  the  Code  it  is  provided 
that  if  an  actual  loss  or  injury  has  been  produced  to  a  party  to  an 
action  or  special  proceeding  a  fine  sufficient  to  indemnify  the  aggrieved 
party  tnnst  be  imposed  upon  the  offender;  and  by  section  2285  it  is 
provided  that  the  offender  may  be  imprisoned  for  a  reasonable  time,  not 
exceeding  six  months,  and  until  the  fine,  if  any,  is  paid. 

This  injunction  was  a  lawful  mandate,  of  which  Oscar  A.  De  Long  had 
full  notice.  He  has  deliberately  and  intentionally  violated  it,  and  he 
must  now  subject  himself  to  the  consequences  of  his  acts. 

There  does  not  seem  to  be  any  violation  by  the  defendant  Louis  Ott 
of  this  injunction  that  would  justify  me  in  punishing  him. 

Oscar  A.  De  Long  is  therefore  adjudged  to  be  in  contempt  of  this 
court  for  having  violated  its  injunction,  and  he  should  be  fined  such  a 
sum  as  will  be  sufficient  to  indemnify  the  plaintiffs  for  the  actual  loss 
they  have  sustained  by  reason  of  the  misconduct  proved  against  the 
offender.  I  am  inclined  to  think  that  in  addition  to  such  fine  a 
substantial  imprisonment  should  be  imposed. 

A  reference  will  be  ordered  to  takte  proof  of  the  amount  of  the  injury 
caused  by  the  misconduct  proved.  The  order  may  be  settled  on  notice 
on  the  31st  day  of  December,  1895,  at  12  o'clock  noon,  at  the  court- 
house, when  I  will  hear  the  parties  as  to  the  term  of  imprisonment. 


[Supreme  Court  of  Kew  York— Kings  County.] 

Dadibbian  v.  Theodobian. 

Decided  July  8, 1896. 
74  O.  G.,  1902. 

1.  Trai*-Mark— "  MA.TZ00N  "—Foreign  Word— Descriptivb. 

The  word  ^'Matzoon/'  as  applied  to  fermented  milk,  cannot  be  regarded  in 
this  country  as  descriptive,  although  the  Armenians  give  the  name  '^maadzoon'' 
to  a  semisolid  or  custard-like  preparation  of  fermented  milk  made  in  Turkey 
and  there  is  sufficient  resemblance  in  the  sound  to  signify  to  them  that  the 
preparation  ''Matzoon''  is  some  sort  of  fermented  milk. 

2.  Same — Same— Same. 

Where  a  foreign  word  has  no  descriptive  character  which  anybody  in  this 
conntry  could  comprehend  except  the  persons  here  who  are  acquainted  with  the 
foreign  language,  Held  the  word  to  be  a  valid  trade-mark. 

Messrs,  Hyde,  Belts  <fc  Hyde  for  the  complainant. 
Mr.  Foster  L.  Backus  for  the  defendant. 
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B ARTLETT,  J.  ; 

The  equities  of  this  case  are  plainly  with  the  plaintiff. 

The  evidence  leaves  no  doubt  in  my  mind  that  the  defendant's  desire 
to  use  the  word  ^^Matzoon"  on  his  goods  is  due  to  the  trade  meaning 
which  that  word  has  acquired  through  the  efforts  of  the  plaintiff,  and 
not  at  all  to  the  descriptive  character  of  the  term.  Indeed,  until  the 
plaintiff's  use  of  it  it  had  no  descriptive  character  which  anybody  in  this 
country  could  comprehend  except  the  few  hundreds  of  persons  here 
who  were  acquainted  with  the  Armenian  language.  To  every  one  else 
it  was  a  fanciful  or  arbitrary  designation,  without  any  meaning  of  ita 
own.  The  plaintiff  by  attaching  it  to  his  preparation  of  fermented 
milk  has  after  many  years  of  labor  given  it  a  signification  which  is  now 
well  understood  by  the  trade  and  the  public,  and  the  defendant  by 
marking  his  compound  in  the  same  way  seeks  to  avail  himself  of  the 
benefit  of  the  plaintifi'^s  industry.  The  resemblance  between  his  labels 
and  those  of  the  plaintiff  satisfies  me  that  the  defendant  must  have 
intended  to  induce  purchasers  to  buy  his  preparation  under  the  impres- 
sion that  it  was  the  preparation  of  the  plaintiff,  and  under  such  circum- 
stauces  the  plaintiff  should  be  protected  unless  there  is  some  rule  of  law 
which  stands  in  the  way.  {Anheuser-Busch  Brewing  Asso.  v.  Pizaj  0.  D., 
1885, 404;  32  O.  G.,  1123;  24  Fed.  Kep.,  149.) 

The  rule  invoked  by  the  defendant  is  that  a  word  is  incapable  of 
exclusive  appropriation  as  a  trade-mark  which  was  originally  descriptive 
of  the  article  to  which  it  is  applied  or  which  has  become  incorporated 
into  the  English  language,  so  as  to^be  recognized  as  descriptive  of  tbe 
article.  "Matzoon,"  he  contends,  is  the  Armenian  name  for  fermented 
milk,  not  only  in  the  semisolid  form,  in  which  it  is  most  generally  made, 
but  also  in  the  less  common  liquid  form.  He  claims  that  this  term  is 
properly  descriptive  of  the  liquid  form  in  Armenia,  and  in  this  country 
among  those  acquainted  with  the  Armenian  tongue,  and  hence  that  no 
one  can  acquire  an  exclusive  right  to  use  it  as  a  trade-mark  here. 

The  word  ''maadzoon"  seems  most  nearly  to  represent  in  English  the 
sound  of  the  name  which  Armenians  give  to  the  semisolid  or  custard- 
like  preparation  of  fermented  milk  made  in  Turkey.  There  is  a  conflict 
of  evidence  as  to  the  application  of  this  term  to  the  same  substance 
when  liquefied.  The  fact  seems  to  be  that  when  reduced  to  the  liquid 
state,  either  intentionally  or  by  shaking  in  the  process  of  transforma- 
tion, it  is  still  denominated  ^<  maadzoon"  in  some  districts,  while  in  others 
it  is  then  called  "taan." 

When  the  plaintiff  came  to  put  his  liquid  preparation  upon  the  market 
in  this  country,  he  adopted  as  its  designation  an  inaccurate  translitera- 
tion of  the  name  most  commonly  applied  by  Armenians  to  the  semisolid 
product.  "Matzoon"  does  not  correctly  indicate  the  lettering  of  the 
Armenian  word  or  its  sound,  to  judge  from  the  testimony  of  the  numer- 
ous Armenian  witnesses  in  this  case.  There  is  probably  suflScient 
resemblance  in  the  sound,  however,  to  signify  to  Armenians  that  the 
preparation  was  aoiue  sort  of  fermented  milk. 
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Bat  I  do  not  think  that  such  a  term  can  properly  be  regarded  as 
lescriptive  in  this  coantry.  It  wonld  be  absolutely  meaningless  to  all 
>ut  a  little  group  of  Armenians  in  the  millions  of  inhabitants  of  the 
[Juited  States.  It  would  be  equally  meaningless  in  most  of  Europe. 
1  Choctaw  word  would  signify  just  as  much.  To  the  medical  profession, 
imong  whom  the  plaintiff  sought  approval  for  his  product,  and  to  the 
Irug  trade  the  name  ^^Matzoon"  was  practically  an  arbitrary  or  fanci- 
ful designation.  It  was  not  incorporated  into  the  English  language, 
[t  was  derived  from  a  language  hardly  known  here,  and  to  the  vast 
najority  of  our  people  it  meant  nothing.  Hence  the  rule  upon  which 
;he  defendant  relies  has  no  application  here. 

There  must  be  judgment  for  the  plaintiff  in  accordance  with  the  find- 
ng8  proposed  in  his  behalf,  as  modified  and  signed.  The  injunction, 
lowever,  will  not  go  to  the  extent  of  forbidding  the  use  of  the  picture 
>f  Mount  Ararat  and  the  ark.  Such  a  picture  appears  to  have  been  a 
lymbol  of  things  Armenian  long  before  the  plaintiff  contrived  his  trade- 
nark. 


[Saprcme  Coart  of  K«w  York.] 

TuERK  Hydraulic  Power  Company  v.  Tuerk  et  al. 

Decided  December  — ,  1895, 
76  O.  G.,  1274. 

I.  Tradk-Name— "The  Tubrk  Watbr-Meter  Company"— Confusion  in  Trade. 
Where  it  clearly  appeared  that  the  use  by  defendanta  of  the  name  **  The  Tuerk 
Water- Meter  Company"  and  the  practice  in  respect  thereto  adopted  by  the 
defendants  led  to  confnsion  arising  from  its  similarity  to  the  name  of  the  motor 
of  the  plaintiff;  and  that  the  similarity  was  such  as  to  canse  persons  dealing 
in  the  articles  to  suppose  it  to  be  the  same.  Held  that  defendants  should  be 
restrained  from  using  the  name  of  "The  Tuerk  Water-Meter  Company,"  or  any 
other  substantial  imitation  of  the  name  "The  Tuerk  Water-Motor  Company," 
by  which  the  plaintiff  is  generally  known,  or  from  printing,  publishing,  issuing, 
or  circulating  any  of  the  cuts,  pictures,  prints,  or  printed  matter  used  by  the 
plaintiff  in  catalogues  or  circulars  prior  to  the  formation  of  the  defendants' 
firm,  or  any  substantial  imitation  thereof. 

Z.  Referee— Disregarding  Exceptions  to  Ruling. 

Where  exceptions  were  taken  during  the  trial  to  a  referee's  admissions  and 
rejections  to  evidence.  Held  that  such  exceptions  should  be  disregarded  unlesa 
the  appellant  can  show  that  injustice  has  been  done  upon  the  whole  case  or 
that  the  ruling  complained  of  may  have  affected  the  result. 

Before  Hardin,  Martin,  and  Merwin,  Judges. 
Messrs.  Wilson,  Kellogg  &  Wells  for  the  appellants. 
Mr.  William  B.  Ellison  and  Mr.  Charles  C.  Gill  for  the  appellees. 

B ABDIN,  J.: 

Having  carefully  read  the  evidence  found  in  the  appeai^booV.^  ^^ 
Donclusion  is  reached  that  the  findings  of  fact  made  by  tbe  l^^^^ 
referee  are  sustained  by  the  testimony  offered  before  him  at  tYi^  ^^^ 
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We  think  the  evidence  indicates  very  clearly  that  the  use  by  the 
defendants  of  the  name  "The  Tuerk  Water- Meter  Company"  and  the 
practices  in  respect  thereto  adopted  by  the  defendants  led  to  confu- 
sion, arising  from  its  similarity  to  the  name  of  the  motor  of  the  plain- 
tifif,  and  that  the  similarity  was  sach  as  to  cause  persons  dealing  in 
the  articles  to  suppose  it  to  be  the  same.  In  Manufacturing  Co,  v. 
Spear  (2  Sandf.,  599)  it  was  held  that  every  manufacturer  has  ao 
unquestionable  right — 

to  distinguish  the  goods  that  he  manufactnres  or  sells  hy  a  peculiar  mark  or  deyice, 
so  that  they  may  he  known  as  his  in  the  market,  and  he  may  thus  secure  the  profits 
which  their  superior  repute  as  his  may  he  the  means  of  gaining. 

In  Colman  v.  Crump  (70  "S,  Y.,  673)  it  was  said : 

It  is  not  necessary  that  the  symhol  or  device  complained  of  should  he  a  facsimile 
of  the  genuine  trade-mark,  or  so  close  an  imitation  as  to  he  distinguished  only  by 
an  expert  or  upon  critical  examination  hy  one  familiar  with  the  original.  If  the 
resemhlance  is  such  as  to  deceive  a  purchaser  of  ordinary  caution,  or  if  it  he  calco- 
lated  to  deceive  the  careless  and  unwary,  and  thus  to  injure  the  sale  of  the  goods  of 
the  proprietor  of  the  trade  mark,  it  is  a  violation  of  his  property  rights  therein, 
and  he  may  maintain  an  action  to  restrain  such  violation,  and  to  recover  damages 
therefor. 

A  similar  document  was  stated  in  Tallcot  v.  Moore^  (6  Hun.,  106.) 
In  Popham  v.  Cole  {Q6  N.  Y.,  69)  it  was  said  that — 

when  ordinary  attention  on  the  part  of  customers  will  enahle  them  to  discriminato 
between  the  trade-marks  of  different  parties  the  court  will  not  interfere. 

We  think  the  evidence  in  this  case  warranted  the  referee  in  finding 
that  the  case  before  him  came  within  the  rule  of  law  which  the  cases 
we  have  referred  to  support.  We  think  the  contention  of  the  defend- 
ants is  not  aided  by  the  case  of  Forney  v.  Engineering  Neic%  &  Ptt^ 
lishing  Co,j  (32  St.  Rep.,  1122,)  as  in  that  case  there  was  no  evidence 
showing  actual  confhsion  in  any  instance  from  the  claimed  similarity  in 
names.  The  referee  found  that  prior  to  the  spring  of  1886  Frederick 
Tuerk  was  in  the  employ  of  the  plaintiff  and  had  charge  of  the  prepa* 
ration  of  catalogues  and  circulars  for  the  plaintiff,  and  that  he  fre- 
quently used  as  an  illustration  the  picture  of  a  girl  seated  by  an  open 
window  operating  a  sewing-machine  with  the  help  of  a  motor,  and  in 
connection  with  this  picture  a  statement  purporting  to  have  been  made 
by  a  Government  official  at  Washington  that  women  should  not  be 
permitted  to  run  sewing-machines  in  the  ordinary  way.  Thereafter  tbe 
referee  found  that  in  the  spring  of  1886  Frederick  W.  Tuerk  severed 
his  connection  with  the  plaintiff  and  entered  into  a  partnership  with 
the  defendants  under  the  style  of  "The  Tuerk  Water-Meter  Company," 
and  that  the  partnership  had  its  place  of  business  at  Syracuse,  N.  Y., 
and  that,  although  the  partnership  was  organized  for  the  purpose  of 
manufacturing  a  water-meter  invented  by  Tuerk,  no  meters  were  actu- 
ally made  or  sold,  and  that  some  time  prior  to  December,  1886,  the 
copartnership  began  the  manufacture  of  a  water-motor  similar  in  gen- 
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eral  appearance  to  that  of  the  plaintiff.  After  such  facts  were  found 
by  the  referee  in  his  report  we  think  it  was  entirely  proper,  upon  the 
evidence  before  him,  to  find  that  the  defendants  soon  thereafter  issued 
and  circulated  to  the  public  illustrated  catalogues  advertising  the 
manufacture  and  sale  by  the  Tuerk  Water-Meter  Company  of  a  water- 
motor  called  "Tuerk's  New  Water  Motor,"  and  that  upon  the  motor 
itself  it  was  designated  as  the  '.'Tuerk  Motor,  Syracuse,  K.  Y.;''  that 
in  the  circulars  issued  there  appeared  a  cut  or  picture  of  a  girl  at  a 
sewing-machine  beside  a  window,  with  a  motor  bearing  the  name 
*' Tuerk  Motor,''  so  similar  to  that  theretofore  used  by  the  plaintiff  and 
and  heretofore  mentioned  "as  to  be  indistinguishable  without  com- 
parison 5''  that  these  circulars  were  followed  by  several  others,  also 
issued  and  published  by  the  defendants,  and  containing  the  same 
picture  and  testimonial.  Upon  the  facts  found  by  the  learned  referee 
we  think  his  conclusion  of  law  was  correct  wherein  he  states  that  the 
plaintiff  was  entitled  to  judgment — 

restraining  the  defendants,  and  each  of  them,  ft-om  using  the  name  of  ''The  Tnerk 
V^ater-Meter  Company/'  or  any  other  substantial  imitation  of  the  name  ''The 
Tnerk  Water-Motor  Company,"  by  which  the  plaintiff  is  generally  known,  or  from 
printing,  publishing,  issuing  or  circulating  any  of  the  cuts,  pictures,  prints,  or 
printed  matter  used  by  the  plaintiff  in  catalogues  or  circulars  prior  to  the  formation 
of  the  defendants'  firm,  or  any  substantial  imitation  thereof.  {Xetcman  y.  Alvord, 
51  N.  Y.,  189;  Manufacturing  Co,  v.  Garner,  54  How.  Prac,  298;  Gebbie  v.  SHU,  82 
Hon.,  93;  63  St.  Rep.,  393;  De  Long  v.  Hook  4-  Eye  Co.,  ante,  753;  74  O.  G.,  809;  10 
Misc.  Rep.,  577;  65  St.  Rep.,  326;  Higgine  Co.  r.  Higgina  Soap  Co.,  144  N.  Y.,  463;  63 
St.  Rep.,  724.) 

We  are  of  the  opinion  that  the  omission  of  the  referee  to  find  dam- 
ages against  the  defendant  furnishes  no  reason  for  withholding  an 
injunction.  The  same  conclusion  was  stated  in  Manufacturing  Co.  v. 
OarneVj  supra,  near  the  close  of  the  opinion.  Nor  do  we  see  any  error 
available  to  the  appellants  in  the  refusals  of  the  referee  to  find  in 
accordance  with  certain  requests  made  by  the  defendants.  {Grim  v. 
marJcweather^  136  N.  Y.,  635;  49  St.  Eep.,  68;  Oalle  v.  Tode^  56  St 
Rep.,  851.) 

Several  exceptions  were  taken  during  the  trial  to  the  referee's  admis- 
sion and  rejection  of  evidence.  After  careful  attention  to  them  we 
have  discovered  none  which  require  us  under  the  rule  applicable  to 
equity  cases  to  interfere  with  the  conclusion  reached  by  the  referee. 
(Oalle  V.  Tode,  74  Hun.,  542;  56  St.  Rep., 851.)  The  action  was  on  the 
equity  side  of  the  court,  and  in  Donovan  v.  Clark  (138  K  Y.,  631;  62 
St.  Rep.,  358)  it  was  said: 

In  such  cases  exceptions  to  evidence  should  be  disregarded,  unless  the  appellant 
can  show  that  injustice  has  been  done  upon  the  whole  case,  or  that  the  rnling  com- 
plained of  may  have  affected  the  result. 

The  foregoing  views  lead  to  an  affirmance. 
Judgment  affirmed,  with  costs. 
All  concur. 
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AFFIDAVITS.    See  Interference,  45, 49, 50, 51, 52. 

1.  Rule  75 — Foreign  Patent — An  affidavit  which  seeks  to  overcome  a  foreign 

patent  cited  as  a  reference  must  make  a  showing  of  facts,  as  required  by 
Rule  75,  that  the  inventiou  was  completed  in  this  country  before  the  date  of 
the  foreign  patent.     Ex  parte  Grosselin,  39. 

2.  Rules  75  and  76  Distinguished— The  affidavit  required  by  Rule  75  does  not 

necessarily  mean  the  same  affidavit  as  that  required  by  Rule  76.  The  latter 
rule  is  a  general  one,  and  the  affidavits  therein  referred  to  include  not  only 
the  special  affidavit  provided  for  by  Rule  75,  but  all  other  affidavits  **  sup- 
porting or  traversing  references  or  objections.'^    Id. 

3.  Same — In  an  affidavit  under  Rule  75  total  omission  of  a  statement  of  facts  as  to 

the  time  and  circumstances  of  the  conception  of  the  invention  and  its  develop- 
ment to  completion  prior  to  the  filing  date  of  the  reference  is  fatal.  *  Draw- 
haugh  v.  Seymour,  Commissioner  of  Patents,  527. 

AGGREGATION.     See  Particular  PatenU,  90. 

AMENDMENTS.    See  Interference,  27;  Neio  Matter;  Reduction  to  Practice,  5. 

1.  Claims   Broadened — Enlargement  of   Invention — An  amendment  to  an 

application  to  state  an  obvious  use  or  modification  of  a  machine  does  not 
have  the  effect  of  stating  a  new  or  enlarged  invention.  *  Beach  v.  Inman 
Manufacturing  Company  et  al.,  157. 

2.  Admitting  Part  of  Amendment — Where  an  amendment  was  presented  can- 

celing claims  and  amending  others  and  the  Examiner  admitted  the  amend- 
ment so  far  as  it  related  to  the  cancellation  of  claims,  but  refused  to  admit 
that  part  relating  to  the  amendment  of  claims,  Held  that  such  practice  is 
incorrect  and  the  Examiner  instructed  to  reinstate  the  claims  canceled,  so 
as  to  give  applicant  a  chance  to  appeal  on  such  claims  if  he  chooses.  An 
ameudment  should  be  either  entered  as  an  entirety  or  refused  admission  as 

an  eutiretv.    Ex  parte  Stem,  ^. 
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AMENDMENTS  BY  ASSIGNEES. 
Different  Ixventiox — When  an  application  is  amended  by  the  assignees  of  the 
invention  so  a«  to  change  the  word  **  cement"  to  *^  hydraulic  cement,"  in  a 
claim  for  a  conduit  for  electric  conductors,  by  such  amendment,  when  the 
application  was  stated  both  originally  and  as  amended  to  be  for  ''an  improTe- 
meut  in  underground  conduits  for  electric  wires,"  the  assignees  did  what 
they  would  have  had  a  right  to  do  in  reissue,  and  their  act  does  n^t  amount 
to  a  perversion  of  the  application  to  a  diflFerent  invention.  *  National  Conduit 
Manufacturing  Company  v.  Connecticut  Pipe  Manufacturing  Company^  384. 

AMENDMENTS  TO  DRAWINGS.     See  Drawings,  1. 

AMENDMENTS  TO  PRELIMINARY  STATEMENTS.  See  Interference,  15, 16, 43, 44, 
45, 46, 47. 

ANALOGOUS  DEVICES.  See  Construction  of  Specifications  and  PatenU,  4,  5,  IS; 
Designs,  1;  Infringement,  3,  7,  8,  11,  15,  23,25,26,27;  Injunction,  4;  Inventiim, 
18 ;  Particular  Patents,  6, 7, 43, 77, 81, 90. 

ANALOGOUS  PROCESS.     See  Particular  PatenU,  69. 

ANALOGOUS  USE.     See  Invention,  4, 22, 23. 

ANTICIPATION.    See  Construction  of  Specifications  and  Patents,  13,  25;  Inoperatin 
Devices;  Particular  Patents,  60, 72, 77 ;  Priority  of  Invention. 
Accidental  Usb — A  mere  accidental  use  of  some  of  the  features  of  an  invention, 
without  recognition  of  its  benefit,  does  not  constitute  anticipation.    *  Taylor 
Burner  Company,  Limited,  v.  Diamond,  468. 

APPARATUS.     See  Interference,  20;  Invention,  6. 

APPEAL  FEES.     See  Refundment  of  Appeal  Fees. 

APPEAL  FROM  INJUNCTION.     See  Appeal  to  the  Circuit  Court  of  AppeaU. 

APPEAL  IN  INTERFERENCE  CASES.  See  Interference  Between  Pat^tsand  Peitd- 
ing  Applications. 

APPEAL  TO  THE  CIRCUIT  COURT  OF  APPEALS.     See  Infringement,  24. 

1.  **  Interlocutory  Order  or  Decree"  of  Amended  Section  7,  Act  March 3, 

1891 — State  of  Record — ^The  '*  interlocutory  order  or  decree  "  made  appeal- 
able by  section  7  of  act  of  March  3, 1891,  for  the  organization  of  the  Courts 
of  Appeal,  as  amended  February  18, 1895,  must  be  one  which  leaves  the  cause 
pending  on  the  issues  in  the  court  of  original  Jurisdiction.  The  state  of  the 
record  or  progress  of  the  cause  must  be  such  when  said  api>ealable  ''inter- 
locatory  order  or  decree''  is  entered  that  a  ''final  decree''  upon  the  matter 
with  which  said  ''interlocutory  order  or  decree"  has  to  do  may  yet  be  made. 
^Standard  Elevator  Company  et  al.  v.  Crane  Elevator  Company  et  al.,  566. 

2.  Same — "Final  Decree"  of  Same  Act— The  contrast  suggested  by  the  word* 

"interlocutory  order  or  decree"  and  "final  decree," as  used  in  the  first  para- 
graph of  amended  section  7,  is  between  a  decree  which  is  preliminary  to  a 
hearing  on  the  merits,  and  hence  discretionary  in  the  court,  and  one  which 
follows  a  hearing  on  the  merits,  and  is  hence  final,  conclusive,  and  as  of 
right  in  the  prevailing  party — between  a  decree  which  is  meant  to  preserve 
the  subject-matter  of  the  litigation  or  prevent  irreparable  injury  till  a  hear- 
ing on  the  merits  can  be  had  and  a  decree  which  follows  the  hearing  on  the 
merits  and  ultimately  determines  the  rights  of  the  litigants.     *Id. 

3.  Appeal  from  Preliminary  Injunction — "Final  Decision"  of  Sections, 

Same  Act — By  providing  an  appeal  from  a  preliminary  or  pendente  lite 
injunction  and  in  an  adjoining  section  of  the  same  act  giving  an  appeal 
from  any  "final  decision"  the  lawmakers  indicated  that  a  perpetual  injimo- 
tion  decreed  as  the  outcome  of  a  final  hearing  on  the  merits  of  a  patent  case 
was  appealable  as  a  "final  decision."    *Id. 
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PEAL  TO  THE  CIRCUIT  COURT  OF  APPEALS— Continued. 

.  Sabue — Pkrfectino  Appeal — Stay  of  Proceedings— The  words  "the  prooeed- 
ings  in  other  respectn  in  the  coart  below  shall  not  be  stayed  unless  otherwise 
ordered  by  that  ooart  during  the  pendency  of  sach  appeal/'  in  section  7, 
seem  to  imply  that  the  mere  perfecting  the  appeal  shall  not  in  legal  effect 
stay  the  suit.     *  Id. 

.  Final  Decree  of  Circuit  Court — Power  of  the  Court  of  Appeals — 
There  is  no  power  in  the  Court  of  Appeals  whereby  its  affirmance  or  approval 
on  review  of  a  decree  of  the  Circuit  Court  can  give  a  finality  to  that  decree 
which  it  did  not  have  when  entered  of  record  in  the  Circuit  Court.     *Id. 

.  Same — Samk — The  power  incidental  to  appellate  jurisdiction  is  the  power  to 
direct  the  Circuit  Court  to  enter  such  a  decree  as  on  the  showing  of  the  rec- 
ord ought  to  have  been  entered  by  that  court.  What  is  done  by  a  court  of 
original  jurisdiction  pursuant  to  a  mandate  from  a  court  of  review  on  rever- 
sal is  precisely  what  ought  to  have  been  done  by  the  court  of  original  juris- 
diction in  the  first  instance.     *Id. 

.  Dissenting  Opinion— Dissenting  opinion  by  Judge  Woods.    *Id. 

.  Dismissing — Interlocutory  Appeal — Appeal  Taken  Out  of  Time— Where 
the  lower  court  held  that  defendant  had  infringed  and  referred  the  cause  to 
a  master  in  chancery,  to  take,  state,  and  report  to  the  court  an  account  with 
respect  to  the  infringement  and  the  gains,  profits,  and  advantages  which  the 
defendant  had  received  or  which  had  arisen  or  accrued  by  reason  of  such 
infringement,  and  while  the  matter  was  so  pending  before  the  master  and 
before  any  report  by  him  the  appellant  (here)  perfected  an  appeal  from  that 
decree  to  the  Court  of  Appeals,  Held  that  the  appeal  should  be  dismissed, 
as  the  decree  appealed  from  was  interlocutory,  and  that  the  appeal  was  taken 
after  the  expiration  of  thirty  days  from  the  entry  of  the  interlocutory  decree. 
•  Baymond  v.  Royal  Baking  Powder  Company,  747. 

PEAL  TO  THE.  COMMISSIONER  OF  PATENTS.     See  Interference,  40,  48,  49. 
.  Rule  133 — Points  not  Mutually  Exclusive — Rule  133  does  not  enumerate 

mutually  exclusive  points  of  appeal  in  such  sense  that  one  must  be  wholly 

different  from  another.     Ex  parte  Brigge,  17. 
.  Appeal  is  from  Rejection— The  subject-matter  of  each  appeal  under  Rule 

133  is  the  rejection  of  a  claim  and  not  the  reasons  upon  which  such  rejection 

was  based.    Id, 

PEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBU. 
See  Former  Decieions  Affirmed. 

.  Violation  of  Rule  20  of  the  Court  of  Appeals  of  the  District  of 
Columbia — Appeal  from  the  decision  of  the  Commissioner  of  Patents, 
nearly  a  year  after  such  decision,  is  brought  in  violation  of  Rule  20  of  the 
rules  of  this  court,  and  should  not  be  entertained,  especially  when  no  excuse 
for  the  delay  is  urged.     *  Bryant  v.  Seymour,  Commiseioner  of  Patentt,  648. 

.  Rules  of  the  Court — Time  of  Appeal — Binding  Power  of  such  Rule — 
While  some  rules  of  court  maybe  modified  in  special  cases,  they  are  in 
general  as  binding  upon  the  court  as  upon  parties  and  counsel,  and  rigid 
adherence  is  required  to  time  rules  which  are  intended  to  have  the  effect  of 
statutes.     *Id. 

.  Limitation  of  Time — There  is  no  justification  for  the  theory  that,  since 
Revised  Statutes,  section  4894  gives  an  applicant  a  possible  two  years  in 
which  to  prosecute  his  application,  he  has  two  years  in  which  to  take  an 
appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia.  *Hien  v. 
PungB,  649. 

.  Alteration  of  Time — The  right  of  appeal  is  not  a  vested  right,  but  may  be 
altered  by  statute  or  by  rule  of  court  made  in  pursuance  of  statutory 
authority  to  enact  such  rule.     */d. 

H.  Doc.  354 49 
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APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBU- 
Continned. 
B.  Apfbai.  Rule  Binding  After  Promulgation — Even  if  there  were  no  mki 
at  the  time  the  right  of  appeal  accrued,  after  the  promulgation  of  a  rule 
regulating  the  time  for  taking  appeals  the  appellant  became  bound  by 
it.     *Id. 

6.  Fajlurb  to  print  Record— -The  parties  facing  to  print  the  transcript  of  rec- 

ord, the  appeal  was  dismissed.     *Pelton  v.  Evered,  651. 

7.  Appeal  to  Court  of  Appeals — Limit  of — The  rule  that  all  appeals  taken 

ftom  ttie  Commissioner  of  Patents  shall  be  taken  within  forty  days  from  the 
date  of  the  ruling  appealed  from,  and  not  afterward,  is  a  positive  law  to  the 
court  and  to  the  suitors  therein.     *Bo88  v.  Loewery  665. 

8.  Same — Motion   for   Rehearing   in   Patent   Office — Stay    of    Time  of 

Appeal — The  contention  that  a  motion  for  rehearing  in  the  Patent  Office 
should  operate  as  a  stay  of  the  running  of  the  time  for  the  prosecution  of 
appeal  to  this  court  till  after  the  motion  for  rehearing  has  been  determined 
cannot  be  admitted.     *Id. 

9.  Motion   for  Rehearing — Rules  of  Court  in   Certain   Cases   Do  Not 

Apply  to  Patent  Office — The  ruling  that  the  time  for  prosecuting 
appeals  from  decrees  in  equity  or  writs  of  error  from  a  judgment  at  law  is 
stayed  by  a  motion  for  rehearing  or  for  new  trial  and  only  begins  to  ran 
from  the  refusal  of  such  motion  is  founded  upon  the  principle  that  the  judg- 
ment is  not  complete  until  the  rehearing  is  disposed  of;  but  the  proceedings 
of  the  Patent  Office  are  not  controlled  by  the  ordinary  rules  of  practice  that 
obtain  in  the  courts  of  the  country,  but  are  controlled  by  st-atutory  provis- 
ions and  a  code  of  rules  made  in  pursuance  of  statutory  provisions  wholly 
unlike  the  rules  of  practice  enforced  in  the  courts.     *Id. 

10.  Construction  of  Rule— Dilatory   Motion  to  Avoid  Appeal— A  con- 

struction of  the  rules  of  the  Office  by  means  of  which  motions  for  mere  dil- 
atory purposes  could  be  resorted  to  should  not  be  adopted  unless  by  express 
terms  such  construction  cannot  be  avoided.     */d. 

11.  Stay  of  Proceedings— Rule  of  Patent  Office  Applies  to  Appeal  to  " 

Court — Rule  123  of  the  Patent  Office,  which  provides  that  in  order  to 
obtain  a  stay  of  proceedings  motion  must  be  made  specifically  to  that  effect, 
applies  in  reason  and  analogy  to  this  case.  The  running  of  the  time  for 
appeal  was  not  arrested  by  filing  the  motion  for  rehearing.     *id. 

APPEAL  TO  THE  SECRETARY  OF  THE  INTERIOR. 
Interference— Failure  to  Take  Testimony— Judgment — Appeal  to  Secre- 
tary— Jurisdiction — Upon  an  appeal  to  the  Secretary  from  the  decision 
of  the  Commissioner  refusing  to  make  an  order  of  default  against  K  and 
declining  to  entertain  and  dismiss  from  consideration  motions  on  behalf  of 
M  for  an  order  upon  B  and  upon  C  to  show  cause  why  judgment  should  not 
be  entered  against  them  as  junior  parties  for  falling  to  take  testimony 
within  the  time  assigned  them  for  that  purpose,  Meld  that  the  question 
involved  is  one  which  has  already  been  judicially  determined  by  the  Com- 
missioner, and  as  in  such  cases  the  Secretary  has  no  appellate  jurisdiction, 
the  appeal  is  dismissed.    \ Knight  v.  Bagnall  v.  CurtU  v.  Morgan,  109. 

APPEAL  TO  THE  SUPREME  COURT  OF  THE  UNITED  STATES. 
Appeal  to  Supreme  Court  from  Court  of  Appeals— Application  for  Pat- 
ent— Money  Value — Jurisdiction — The  Supreme  Court  of  the  United 
States  will  not  take  jurisdiction  on  appeal  of  applications  for  patents,  in 
view  of  the  provisions  in  relation  to  appeals  from  the  Circuit  Courts  of 
Appeals  under  the  act  of  March  3,  1891,  as  the  right  to  apply  for  a  patent 
and  the  invention  cannot  be  regarded  for  jurisdictional  purposes  as  in  itself 
property  or  a  right  of  property  having  an  actual  valu&  susceptible  of  esti- 
mation  in  money.    ""Durham  v.  Seymour,  Commianoner  of  Fat€nt9,  274. 
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APPLICATION  AS  EVIDENCE.    See  Interferenoe,  19,  20;  BeheaHng. 

APPLICATION  BY^JOINT  INVENTORS. 
One  of  the  Joint  Inventors  can  not  Fmc^Where  S  alone  filed  an  application 
for  a  patent  for  himself  and  another  as  joint  inventors,  alleging  in  the  oath, 
petition,  and  preamble  that  he  and  another  party  are  joint  inventors  of  the 
invention  for  which  a  patent  is  solicited,  Eeld  that  an  application  for  a  pat- 
ent for  a  joint  invention  must  be  made  by  all  joint  inventors,  and  the  present 
application  shonld  not  be  forwarded  for  examination.    Ex  parte  Schaeffer,  30. 

APPLICATION  FOR  PATENT.    See  Interference,  4,  8. 

APPLICATIONS.  See  Death  of  Applicant  for  Patent,  1;  Division  of  Application,  1; 
Drawings;  Reduction  to  Practice, 
Statutory  Requirements — Compliance  W/th — Onus  on  Appucant— In  an 
application  for  a  patent  the  onus  of  showing  that  all  the  conditions  and 
provisions  of  the  law  have  been  fnlly  complied  with,  making  it  appear  that 
the  inventor  is  justly  entitled  to  a  patent  under  the  law,  and  showing  that 
the  invention  is  sufficiently  useful  and  important  to  Justify  the  issue  of  a 
patent  is  upon  the  applicant.  *  Drawhaugh  v.  /Stfynuncr,  Oommiaeioner  of  Pat- 
entSf  527. 

ARGUMENT.    See  Practice  in  the  Courts. 

ASSIGNMENT  BY  ATTORNEY.    See  Assignments,  10, 11. 

ASSIGNMENT  OF  ERROR.    See  Practice  in  the  Courts, 

ASSIGNMENTS.    See  Certified  Copies  from  the  Patent  Office  as  Evidence;  Interferonoe, 
21;  Title  to  Patent;  Validity  of  Patent  Denied  hy  Patentee, 

1.  Omitting  to  Designate  One  ok  a  Series  of  Patents— Mistake — Where 

a  written  instrument  transferred  the  exclusive  right  to  make,  use,  and  sell 
machines  in  accordance  with  certain  designated  patents  of  the  defendant, 
and  it  appeared  that  the  object  of  the  transfer  unquestionably  was  to  vest 
in  the  transferee  the  exclusive  right  to  manufacture  under  all  the  patents  of 
the  defendant  during  their  entire  existence.  Meld  that  the  omission  to  desig- 
nate one  of  the  patents  from  the  transfer  was  a  mistake.  *  Newton  v.  Buck, 
343. 

2.  Title — Rbceiybr — The  rule  seems  to  be  well  settled  that  an  assignment  can 

only  be  made  by  the -actual  owner  of  a  patent;  that  rights  under  the  patent 
cannot  be  sold  by  a  sheriff  on  execution  and  do  not,  like  other  incorporeal 
rights,  vest  in  a  receiver.     *Id, 

3.  Fraud — Estoppel — Election — When  a  claim  of  an  application  assigned  was 

void  at  the  time  of  the  assignment,  in  view  of  references  cited  thereto,  and 
the  vendeee  completed  the  payment  of  the  consideration  after  they  learned 
that  such  claim  had  been  rejected,  their  act  amounts  to  an  election  of  the 
remedy  by  ratification  and  estoppel  in  preference  to  that  by  repudiation  for 
fraud.  *  National  Conduit  Manufacturing  Company  v.  Connecticut  Pipe  Mann- 
facturing  Company,  384. 

4.  Course  of  Procedure  to  Obtain  Title  to  Invention— Jurisdiction  op 

Court  of  Appeals  of  the  District  of  Columbia — It  might  be  proper 
under  some  oircumstances  to  have  the  patent  issue  to  an  inventor  of  an 
improvement  and  then  by  process  in  equity  compel  an  immediate  assign- 
ment to  an  original  inventor;  but  the  jurisdiction  of  this  court  is  equita- 
ble as  well  as  legal  in  character,  and  that  olrouitous  course  is  unnecessary. 
*  Milton  V.  Kingsley,  420. 

5.  Equitable  Title — ^An  assignment  of  an  unpatented  invention  which  does 

not  contain  a  request  that  the  patent  issue  to  the  assignee  does  not  convey 
a  legal  title  to  the  patent  when  granted,  but  gives  only  an  equitable  inter- 
est.   XHarrlMn  v.  Mwrton,  675. 


772  DIGEST   OF   DECISIONS. 

ASSIGNMENTS— Continned. 

6.  Samb — ^Notice — He  who  takes  each  an  equitable  title  takes  snbject  to  iQ 

existing  equities,  whether  he  has  notice  or  not.    t  Id.     * 

7.  Recording    Assignments — Section    4898 — Prima    Facie     Infsrence   of 

Record  or  Official  Copy  of  an  Assignment — Section  4898  does  not 
require  that  any  instrument  in  the  chain  of  title  to  a  patent  shall  be 
recorded;  but  all  such  assignments  may  be  recorded.  The  sense,  the 
essential  significance  and  intent,  of  this  section  is  that  the  record  or  offieial 
copy  of  any  assignment  shall  give  to  any  person  interested  the  prima  fade 
assurance  that  an  original  assignment  was  made  in  terms  as  shown  in  the 
record ;  that  such  instrument  was  subscribed  as  shown ;  that  it  was  deliy- 
ered;  that  the  signature  thereto  is  the  genuine  signature  of  the  assignor, 
and  that  such  assignor  had  an  assignable  interest  according  to  the  pnrport 
of  the  instrument.  "Standard  Elevator  Company  et  oZ.  t.  Crame  EUvtAtf 
Company  et  al.,  566. 

8.  Record  of  Assignments— '*  Belonging  to  the  Patent  Office,"  in  Sec- 

tion 892,  Revised  Statutes — The  record  of  assignments  in  the  Patent 
Office  is  a  record  "  belonging  to  the  Patent  Office''  within  the  literal  termi 
of  section  892;  but  in  the  absence  of  that  section  and  on  the  general  prin- 
ciples of  evidence  a  paper  purporting  to  be  a  copy  of  a  record  in  the  Patent 
Office  could  be  proven  to  be  such  copy  by  the  sworn  testimony  of  the  penon 
who  made  it  or  of  a  person  who  had  compared  it  with  the  original  record 
in  the  Patent  Office.    *fd. 

9.  Recording    Assignments —Spurious    Instruments — Duty    of    Commis- 

sioner— The  statute  makes  it  the  duty  of  the  Commissioner  of  Patents  to 
record  assignments,  meaning  assignments  that  are  genuine.  He  has  no 
authority  to  record  a  spurious  instrument.  A  spurious  aseignment  recorded 
in  the  Patent  Office  would  not  be  in  law  a  record  of  that  Office.  The  record 
of  an  assignment  is  in  law  tantamount  to  a  finding  or  certific4ite  by  the 
Commissioner  that  the  original  is  genuine.  It  matters  not  that  the  Com- 
missioner may  act  on  the  mere  assumption  that  whatever  paper  of  this  kind 
is  presented  for  record  is  genuine.  He  is  a  public  officer  charged  by  Uw 
with  the  duty  of  recording  only  such  as  are  genuine.  The  law  attaches  to 
his  act  in  making  the  record  the  prima  facie  presumption  that  the  ins^- 
ment  copied  upon  his  record  book  is  entitled  to  record — that  is  to  say,  is 
genuine.  (The  view  announced  in  Mayor  of  New  York  ei  al,  v.  AmerioM 
Cable  Railway  Company  not  acceded  to.)     */d. 

10.  Assignment  by  Attorney  in  Fact—Lack  of  Authority — A  patentee 

appointed  an  attorney  with  full  authority  to  grant  licenses  and  also  with 
authority  to  assign  the  patent,  but  on  terms  and  conditions  to  be  *'  agreed 
on  and  approved  by  the  grantor,  or  every  bargain  closed  will  be  void."  The 
attorney  thereafter,  without  referring  the  matter  to  his  principal,  trans- 
ferred in  his  own  name,  as  grantor,  to  the  plaintiff,  his  executors,  etc.,  *'the 
exclusive  liberty,  license,  power,  and  authority  to  make,  use,  and  sell"  the 
machines  in  all  the  States  and  Territories  of  the  Union  for  the  remainder  of 
the  term  of  the  patent.  Held  that  this  was  an  assignment  of  the  patent 
and  was  void  as  such  both  because  made  in  excess  of  the  attorney's  authority 
and  because  it  was  his  own  act  and  deed  and  not  that  of  his  principal. 
*Chauche  et  al,  v.  Pare,  614. 

11.  Same — Same — Ratification  by  Principal — After  this  transfer  the  principal 

wrote  several  letters  to  the  plaintiff  recognizing  his  interest  in  the  inven- 
tion, but  all  of  which  indicated  that  the  patentee  understood  the  plaintiff 
to  have  merely  a  license.  Held  that  they  did  not  amount  to  a  ratification 
of  the  assignment  which  the  attorney  had  attempted  to  make.     */d. 

ASSIGNOR  AND  ASSIGNEE.    See  Interference,  21,  22, 23, 24, 25, 26;  Partnenkip. 
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ASSISTANT  COMMISSIONER  OF  PATENTS. 
JuBiSDicnoN — Appeals — The  Assistant  Commissioner,  under  assi^ment  by  the 
Commissioner,  has  aathority  to  hear  and  determine  any  quasi -judicial  ques- 
tion on  appeal,  and  his  determination  is  a  legal  determination  thereof. 
H%8ey  V.  Petersj  22. 

ATTORNEYS.    See  ABHgnmeni$,  10, 11 ;  Construcium  of  Specifioatums  and  PatenU,  15 ; 
Correspondence  with  Patent  Office. 

BAR  TO  PATENT.    Bee  DeHgns,^;  Subsequent  Patmt$,l. 

BILL  IN  EQUITY.    See  Decree. 

BILL  OP  REVIEW. 
Suppi^MENTAL  Bill  in  the  Nature  of  a  Bill  of  Review — ^New  Evidence — 
Diligence — A  party  asking  relief  hy  hill  of  review  must  satisfy  the  court 
that  the  evidence  upon  which  he  relies  could  not,  with  the  exercise  of  due 
diligence,  have  been  secured  prior  to  the  hearing.  *  Bennett  ^  Shepherd  v. 
Schooley,  646. 

BURDEN  OF  PROOF.     Bee  Applieatione;  Damagee  and  ProfiU,  1;  /i^nn^emeii^,  20 ; 
/nler/efrenoe,  35,  37;  New  Trial;  Trade-Marks,  32. 

CERTIFIED  COPIES  FROM  THE  PATENT  OFFICE  AS  EVIDENCE. 
Title — Objection  to^Au  objection  that  complainant  has  failed  to  prove  title 
might  be  fatal  if  made  when  the  certified  copies  fh>m  the  Patent  Office  were 
offered,  but  comes  too  late  when  offered  at  the  final  hearing.    *A,  B,  Dick 
Company  v.  Henry,  377. 

CHANGE  OF  STRUCTURE.     See  In/Hngement,  7, 8, 10, 15, 16, 17,  23;  Invention,  1,2, 
3,  6,  9,  10,  11,  12,  14,  16,  18,  22,  23. 

CIRCUIT  COURT  OF  APPEALS.     See  Appeal  to  the  Supreme  Court  of  the  United 
States, 

CLAIMS.     See  Drawings,  2. 

CLAIMS  CONTAINING  NEW  MATTER.    See  Interference,  20;  New  Matter. 

COMBINATIONS.    See  Construction  of  Specifications  and  Patents,  3, 17 ;  Equivalents,  1 ; 
Infringement,  4,  5,  6,  12,  14,  16,  22;  Invention^  18;  Particular  Patents,  92. 

1.  Co(>peration — When  a  desired  object  is  attained  as  a  result  of  the  mutual 

relation  and  cooperation  of  the  several  parts  of  an  application  embraced  in  a 
claim,  said  claim  is  for  a  combination  and  not  for  an  aggregation.  'Ameri- 
can Soda  Fountain  Company  v.  Green  et  al.,  491. 

2.  Patentabiuty — Sale  of  an  Element  of  a  Combination— The  sale  of  an 

element  of  a  combination  segregated  from  the  whole  combination  does  not 
break  the  patentability  of  the  combination.  *  American  Graphophone  Com- 
pany V.  Ametf  498. 

COMMISSIONER  OF  PATENTS.  See  Appeal  to  the  Court  of  Appeals  of  the  District 
of  Columbia,  II;  Appeal  to  the  Secretary  of  the  Interior  ;  AssignmentSyd]  Former 
Decision  Affirmed;  Interference,  1,  40,  43;  Interference  between  Patents  and 
Pending  Applications,  2;  Practice  in  the  Patent  Office;  Reopening  of  Cases  after 
Decision  by  Court  of  Appeals ;  Title  to  Patent. 
Authority  and  Dui  y  of — ^Notwithstanding  that  the  law  has  provided  certain 
official  agencies  to  advance  the  work  of  the  Patent  Office,  the  Commissioner 
is  the  head  of  the  Bureau,  and  if  there  be  any  reasonable  ground  within  his 
knowledge  why  a  patent  should  not  issue,  whether  specific  objection  be 
raised  by  the  Examiners  or  not,  it  is  his  duty  to  refnse  the  patent,  and  it  is 
especially  his  duty  to  do  so  when  the  Primary  Examiner  and  the  Examiners- 
in-Chief  have  found  such  ground  for  refusal  to  exist.  *Drawbaugh  v.  Seymour, 
Commissioner  of  Patents,  527. 

COMPARISON  OF  PATENTS.    See  Construction  of  Specifications  and  Patents,  5; 
Infringement,  9. 
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CONCEPTION  OF  INVENTION.    See  Interference,  2,  4,  5,  6,  8,  9, 10, 11, 17,  52:  T«. 
Hmonyf  2. 

CONSTRUCTION  OF  CLAIMS.    See  Conetruciion  of  SpecifioatUyne  and  Patenti,  17, 
18, 19,  21,  27, 28,  29 ;  Infnngement,  16,  17,  18,  19,  22,  33 ;  Particular  PaienU,  88. 

1.  Limitation  of  Claims — Statement  of  Best  Method — A  statement  in  the 

specification  that  in  the  best  methods  of  applying  their  invention  the  pst- 
entees  use  a  snpplemeutal  device  there  described  is  not  to  be  read,  as  a  lim- 
itation, into  a  claim  which  contains  no  reference  to  it,  especially  when  the 
significance  of  its  omission  is  emphasized  by  its  incorporation  into  a  subse- 
quent claim.     *  American  Dunlop  Tire  Company  v.  Erie  Bubber  Company,  197. 

2.  Omission  of  Elements — In  a  claim  for  a  particular  form  of  spindle  and  sap- 

port  there  is  no  necessity  for  expressing  in  terms  the  devices  for  revolving 
the  spindle,  since  the  appropriate  means  for  operating  it  will  be  understood. 

*  Taylor  et  al,  v.  Sawyer  Spindle  Company,  546. 

CONSTRUCTION  OF  RULES.  See  AffidaviU ;  Appeal  to  the  Cammieeioner  of  Pat- 
ent$;  Aseignments;  Drawings,  2;  Interference,  27,  30,  35,  37,  48,  49,  50,  51,52. 
Construction  of  Rule  107 — Disclaimer— Rule  107  should  be  considered  m  a 
whole.  Applying  the  provisions  of  the  first  part  of  the  rule  to  the  second 
part,  a  copy  of  the  disclaimer  required  by  the  second  part  must  be  made  a 
part  of  the  specification.     Cook  v.  Stover,  61. 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Abandoned  Rrperi- 
mente;  Amendments  by  Assignees;  Combinations;  Construction  of  Claims; 
Designs,  1,  7,  8;  Equivalents;  Estoppel;  Infringement,  4,  5,  6,  7,  8,  10, 11, 12, 
14,  15,  16,  17,18,19,22;  Inoperative  Devices;  Interferences,  9;  Invention;  Par- 
tivular  Patents;  Patentability;  Process;  Public  Appreciation  as  Eridenee  of 
Invention;  Subsequent  Patents ;  Technical  Terms,  2 ;  Validity  of  Patents. 

1.  Novelty  and  Invention— Process  of  Fumigating  Trees- The  discovery 

that  the  old  process  of  fumigating  plants  and  trees  by  hydrocyanic-acid 
gas,  after  covering  them  with  an  oiled  tent,  is  more  efi^ective  in  the  absence 
of  the  actinic  rays  of  the  sun  gives  no  right  to  a  patent  for  the  use  of  that 
process  at  night  or  in  cloudy  or  foggy  weather,  when  such  rays  are  excladed 
by  the  processes  of  nature.  (C.  D.,  1894,  457;  68  O.  G.,  1273;  61  Fed.  Rep., 
291,  followed.)     *  Wall  et  al,  v.  Lech,  151. 

2.  Abandonment— Benefit  of  Doubt  in  Granting  Patent — Invalidity— Where 

it  appeared  that  the  device  had  never  been  manufactured  for  sale  and  use, 
but  had  been  abandoned,  Held  that  the  device  was  not  patentable  and  a 
patent  granted  after  previous  rejection  of  the  application,  and  only  granted 
to  give  applicant  the  benefit  of  a  doubt,  was  invalid.  *  Carter  Machine  Com- 
pany  v.  P.  H,  Hanes  ^  Co,,  288. 

3.  Same — Construction  of  as  Applied  to  Improvements — Mere  improvers  in 

combinations  of  old  elements  and  ingredients  should  be  limited  by  a  strict 
construction  of  their  patents,  so  as  to  leave  the  unappropriated  field  of  art 
open  to  other  improvers,  that  they  may  be  encouraged  to  exercise  their 
industry  and  inventive  genius.     *  Id, 

4.  Infringement— Analogous  Use-Syringe— Pump— Where  the  elements  of  a 

syringe  are  found  operating  together  in  a  pump  in  the  same  way  as  in  the 
syringe  and  for  the  same  purpose.  Held  that  a  syringe  being  a  kind  of 
pump,  the  uses  of  the  elements  in  each  are  closely  analogous.  The  differ- 
ence, if  any,  is  only  in  size,  which  does  not,  however,  affect  the  relation  or 
operation  of  the  elements.     *  Tagliabue  v.  Sondermann,  314. 

5.  Comparing  Patents— In  comparing  patents,  in  order  to  ascertain  whether 

the}'  cover  the  same  or  different  inventions,  not  only  the  face  of  the  patents, 
but  also  evidence  concerning  the  construction  and  operation  of  devices  made 
in  alleged  exemplification  of  the  patented  devices  should  be  considered. 

*  Thomson-HousUm  Electric  Company  v.  Western  Electric  Company  et  aU,  315. 
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6.  Diversity — Results — Distinctly  different  resalts  perceived  and  anderatood 

by  the  mere  practical  use  of  the  devices  of  different  patents  constitute  a  fair 
and  liberal  test  for  diversity  of  invention.    *  Id, 

7.  Election  in  Appucation — Binding — Patentee,  when  applicant,  having  been 

obliged,  in  view  of  certain  references  cited  by  the  Office,  to  elect  to  prosecute 
one  of  two  features  as  the  essential  characteristic  of  his  invention,  and 
electing  to  show,  describe,  claim,  and  insist  upon  his  invention  as  consisting 
in  one  feature  having  certain  functions,  is  bound  by  his  admission  and  is  not 
in  a  subsequent  suit  in  a  position  to  claim  that  his  invention  consisted  in 
the  feature  which  he  ignored  in  making  his  election.  *Bichardson  ei  ah  t. 
American  Pin  Company,  325. 

8.  Invention— Broadening  Scope — Change  of  Fashion— Advertising — Com- 

mercial success  of  a  patented  article  due  to  the  demand  caused  by  a  change 
of  fashion  and  to  extensive  and  seductive  advertising  will  not  serve  to 
broaden  the  scope  of  the  patent.     *  Id, 

9.  Patented  Machine— Presumption  as  to   Operativeness  and  Utiuty— 

Defective  Model— Error  in  Drawings — The  very  fact  that  a  machine 
is  patented  is  some  evidence  of  its  operativeness  as  well  as  of  its  utility,  and 
where  a  model  is  constructed  after  the  design  shown  in  a  patent  which  is 
not  perfectly  operative,  but  can  be  made  so  by  a  slight  alteration,  the  infer- 
ence is  that  there  was  an  error  in  working  out  the  drawings,  and  not 
that  the  patentee  deliberately  took  out  a  patent  for  an  inoperative  device. 
*  Dashiell  v.  Chroavenar  et  ah,  329. 

10.  Patent  as  Evidence  that  Requirements  of  Statute  Have  Been  Com- 

plied With— Prima  facie  Letters  Patent  are  evidence  that  all  the  require- 
ments of  the  statute  have  been  fully  complied  with,  and  if  it  be  true  that  the 
patentee  has  been  at  no  pecuniary  expenditure  in  realizing  the  conception 
of  the  designs  it  follows,  presumably,  that  no  such  expenditure  was 
demanded  by  the  circumstances.  The  burden  of  showing  the  necessity  of 
such  expenditure  is  upon  the  defendant  in  any  case.  *"Mattkew9  4"  Willard 
Manufacturing  Company  v.  Trenton  Lamp  Company  et  al,,  346. 

11.  Patentability — Validity  of  Patent  on  its  Face — ^Judicial  Notice  of 

Matters  of  Common  Knowledge — In  considering  the  question  of  the 
validity  of  a  patent  on  its  face  the  court  may  take  judicial  notice  of  facts 
of  common  and  general  knowledge  tending  to  show  that  the  device  or  proc- 
ess patented  is  old  or  lacking  in  invention,  and  the  court  may  refresh  its 
recollections  of  what  facts  were  of  common  knowledge  at  the  time  of  the 
application  for  the  patent  by  reference  to  printed  matter  which  is  known  to 
be  reliable  and  to  have  been  published  prior  to  the  application  for  the 
patent.  *  American  Fibre  Chamois  Company  v.  Buckekin  Fibre  Company  et 
al,  357. 

12.  Mechanical  Process — Patentability— A  process  of  reducing  fibrous  sheets 

to  a  soft  and  pliable  condition  by  first  moistening  and  then  pounding  the 
sheets  while  in  a  moist  condition  is  not  a  mere  mechanical  process  or  an 
SLggTegation  of  functions  within  the  limitation  announced  by  the  Supreme 
Court  in  the  case  of  Biedon  Iron  and  Locomotive  Works  v.  Medart  (C.  D.,  1895, 
330 ;  71  O.  G.,  751 ;  158  U.  S.,  68.)  The  moistening  of  the  sheets  and  the  treat- 
ment in  a  moistened  condition  is  more  or  less  chemical  in  its  character.    *Id, 

13.  Anticipation — Difference— The  prior  use  of  a  paper  with  a  fiber  too  close  to 

allow  the  ink  from  an  ink-roller  to  pass  through  it,  such  paper  being  impreg- 
nated with  wax  of  a  character  so  hard  as  to  rupture  or  abrade  the  fibers  of 
the  paper  when  it  is  removed  by  a  perforating  instrument,  is  not  an  antici- 
pation of  a  paper  with  a  fiber  so  open  as  to  permit  the  ready  passage  of  ink 
and  impregnated  with  wax  of  a  character  sufficiently  soffc  to  permit  its 
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removal  from  the  paper  without  tearing  or  breaking  the  fiber  of  the  paper. 
*A,  B,  Dick  Company  v.  Henry y  377. 

14.  Success— Prbsumption — Invention — The  facte  that  a  patented  device  was 

the  first  successful  device  and  is  of  the  greatest  utility  and  the  further  faets 
of  long-continued  use  and  public  acquiescence  confirm  the  presumption  of 
invention  in  the  patent  and  entitle  it  to  favorable  consideration.     *Jd, 

15.  SouciTOR — The  circumstance  that  a  patentee,  when  an  applicant,  had  do 

attorney  is  no  reason  for  adopting  any  peculiarly  liberal  construction  of  bis 
patent.     *  Gould  Coupler  Company  v.  Trojan  Car  Coupler  Company,  414. 

16.  Merit  of  Invention — The  fact  that  a  patented  device  is  meritorious  is  no 

reason  why  the  patent  should  be  construed  to  cover  any  other  construction 
than  that  which  was  evidently  in  the  inventor's  mind  and  expreeeed  in  the 
specification.    *  Id,   ' 

17.  Combination— Elements  in  Diffeubnt  Structures— Vaudity— The  fact 

that  all  the  elements  of  a  combination  may  be  found  partly  in  one  structure 
and  partly  in  another  is  unsafe  ground  for  overturning  a  patient.  ^Atneriea* 
Soda  Fountain  Company  v.  Green  ei  aL,  491. 

18.  Construction  of  Claims — Limitations— The  law  is  imperative  that  the 

language  of  the  description  and  claims,  when  clear  and  unambiguous,  mast 
be  adhered  to,  even  though  the  court  be  of  the  opinion  that  the  patentee 
has  unnecessarily  restricted  his  claims.     *  Beale  et  al,  v.  Spate  et  al.,  493. 

19.  Same — Limitations  by  Amendment- When,  in  order  to  obtain  an  allowance 

of  a  claim,  it  is  amended  by  the  insertion  of  certain  limiting  words,  it  can- 
not afterwards  be  construed  to  be  the  same  as  the  original  claim.  To  hold 
that  words  inserted  with  such  formality  mean  nothing  is  going  beyond  any 
reported  authority.     *Id, 

20.  Deceptive  Specification — Void  Patent— Where  the  patentee  at  the  time 

of  his  application  considered  that  a  dye  to  be  used  should  be  waterproof 
and  that  the  yielding  surface  used  in  polishing  must  be  an  inflated  aii- 
oushion,  neither  of  which  facts  was  disclosed  by  the  specification.  Held  that 
the  patent  is  void  because  of  implied  purpose  to  deceive  the  public.  *El«e- 
trio  Boot  and  Shoe  Finishing  Compainy  v.  Little  et  al,,  555. 

21.  Estoppel — Acquiescing   in    Rejection   by   Office— Where  the  patentee 

acquiesced  in  the  ruling  of  the  Patent  Office  that  the  application  of  hand- 
wheels  to  a  road-grading  machine  for  imparting  motion  to  the  devices  for 
raising  and  depressing  the  scraper -blade  was  old,  and,  for  the  purpose  of 
obtaining  his  patent,  restricted  his  claims  in  this  particular  to  momentum 
or  balance  wheels.  Held  that  he  is  bound  by  such  restriction.  *  American 
Bond  Machine  Company  et  al.  v.  Pennock  <f*  Sharp  Company f  Limited,  556. 

22.  Pioneer  Invention — The.  mechanism  of  the  patent  in  suit  waa  original  with 

the  inventors  for  the  manufacture  of  ''plaits,''  and  for  that  purpose  their 
machine  is  a  pioneer  invention,  notwithstanding  the  hints  of  a  prior  device. 
It  is  not  an  addition  to  an  old  structure.  *  Tuttle,  trustee,  etc,,  v.  Claflinei 
al,  602. 

23.  Sufficient  Description— Section  4888,  Revised   Statutes— In  view  of 

the  antiquity  of  the  art  of  swaging,  Held  that  claims  1,  2,  3,  9,  and  10 
are  not  void  for  want  of  a  sufficient  description  to  comply  with  Revised 
Statutes,  section  4888,  though  the  process  is  not  stated  in  full.  {Kilboume 
V.  W,  Bingham  Co,,  C.  D.,  1892,  477;  60  O.  G.,  577;  1  C.  C.  A.,  617;  50  Fed. 
Rep.,  697,  followed.)  *  Strom  Manufacturing  Company  v.  Weir  Frog  Com- 
pany, 618. 

24.  Anticipation— New  Use  of  Old  Material — Result  Superior— A  patent 

for  the  reuse  of  previously  cooled  slag,  which  consists  of  remelting  it  with 
lime,  or  with  silica,  or  with  both,  and  then  converting  the  mixtore  into 
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mineral  wool,  is  not  anticipated  by  processes  which  consist  in  nsing  slag 
before  it  has  cooled,  for  the  same  purpose,  when  it  appears  that  the  patentee 
was  the  first  to  use  successfully  previously  cooled  slag  and  when  it  appears 
that  his  product  is  superior  to  the  former  product.  *  Western  Mineral  Wool 
and  Ineulating  Fibre  Company  v.  Globe  Mineral  Wool  Company,  622. 
Samb — Rksult  Diffrrbnt — Such  patents  are  not  anticipated  by  the  use  of 
fresh  hot  slag  to  which  lime  has  been  added  in  order  to  produce  a  cement. 

Specification — Failure  to  Decribb  Invention  Ci^arlt — Effect  of,  on 
Decision  on  Judicial  Tribunal — Where  a  patent  fails  to  state  the 
inventor's  conception  of  the  state  of  the  art,  the  particular  advance  which 
he  understood  himself  to' have  accomplished,  or  the  parts  of  his  device  or  its 
functions,  except  incidentally  and  in  a  crude  and  incomplete  manner.  Held 
that  if  Judicial  tribunals  misapprehend  the  scope  of  the  invention  the  cause 
will  lie  in  the  waut  of  a  full  and  frank  disclosure  on  the  face  of  the  patent 
of  what  it  was,  and  as  this  is  the  fault  of  the  inventor,  or  in  law  attributable 
to  him,  he  must  accept  the  result  as  one  of  his  own  making.  *Long  et  al. 
V.  Pope  Manufacturing  Company,  637. 

Claims— Interpretation  of—Functions  not  Mentioned — ^The  fact  that  an 
inventor  claims  only  certain  functions  for  his  invention  does  not  prevent 
him  from  reaping  the  advantage  of  any  fither  function  within  the  claim,  as 
properly  construed,  available  without  a  modification  of  the  machine  which 
involves  the  use  of  further  inventive  faculty,  although  known  to  him  and 
omitted  in  the  specification  without  fraud  or  not  known  to  him.  (Reece  Co. 
V.  Globe  Co.y  C.  D.,  1894,  360;  67  O.  G.,  1720;  61  Fed.  Rep.,  958.)     *Id. 

Specifying  Functions — Broadening  Claims — So  much  of  the  mere  form 
given  in  the  specification,  drawings^  and  claim  as  is  necessary  to  accomplish 
all  the  functions  expressly  enumerated  in  essential  and  must  be  retained. 
A  function  afterwards  discovered  cannot  be  used  to  broaden  a  claim,  and 
such  function  is  available  to  the  patentee  only  when  the  patent,  construed 
in  the  light  of  the  circumstaneen  existing  when  it  is  applied  for,  is  broad 
enough  to  embrace  it.  When  there  is  nothing  to  show  that  the  new  func- 
tion was  in  the  mind  of  either  the  inventor  or  of  the  Patent  Office  when  the 
patent  issued,  it  cannot  be  said  that  if  the  patent  be  narrow  on  its  face  it 
should  be  broadened  out  by  constniction  to  cover  this  new  function.     */d. 

Paper  Patent — New  Functions  of  the  Invention — Broadening  the  Inven- 
tion— It  would  establish  a  very  dangerous  precedent  to  give  to  a  mere 
paper  patent  which  has  lain  dormant  for  years  a  breadth  not  contemplated 
on  its  face  by  reason  of  some  new  function  discovered  long  after  its  issue 
and  after  that  function  had  been  availed  of  in  practice  by  others.  Such 
precedent,  if  established,  would  on  the  whole  operate  more  to  entrap  honest 
manufacturers  than  to  advance  the  useful  arts.     */d. 

STRUCTION  OF  STATUTES.  See  Appeal  to  the  Circuit  Court  of  Jppeal8,l,2, 
3,  4 ;  Appeal,  to  the  Court  of  Appeals  of  the  District  of  Columbia,  3, 4, 9;  Appli- 
cations;  Assignments,  7,  8,  9;  Construction  of  Specifications  and  Patents^  23; 
Designs,  4;  Interference,  5,7,33;  Particular  Patents,  2;  Technical  Terms, 

sign  Statute — Meaning  of  ''Expense" — The  word  "expense"  in  the  statute 
relating  to  design  patents  means  a  "disbursement  of  money,"  and  also  "the 
employment  and  consumption  of  time  and  labor."  To  confine  its  meanmg 
to  the  mere  expenditure  of  money  would  be  contrary  to  the  purpose  of  the 
statute,  which  purpose  is  to  secure  to  those  who  shall  invent  and  produce  a 
new  and  original  design  a  monopoly  in  the  design.  ^  Mattheivs  <f  Willard 
Manufacturing  Company  v.  Trenton  Lamp  Company  et  al.,  346. 
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CONTRACT  ATTACKED  FOR  FRAUDULENT  REPRESENTATIONS. 

1.  Contracts — Fraudulent  Representations— Extent  of  Patent  Rights— 

B  &  Sons  and  L  entered  into  a  contract,  by  which  B  &  Sons  took  a  license 
under  L's  patents,  existing  and  to  be  thereafter  granted,  for  harrows  like  a 
sample  furnished,  and  agreed  to  manufacture  certain  numbers  of  harrows 
in  each  year,  and  to  pay  L  certain  royalties  thereon.  After  manofactiiriiifr 
the  harrows  and  paying  the  royalties  for  some  time,  B  &.  Sons  brought  suit 
against  L  to  set  aside  the  contract  on  the  ground  that  is  was  obtained  by 
fraudulent  representations  on  L's  part  to  the  effect  that  hi^  patents  covered 
an  entirelj'^  new  field  and  involved  an  entirely  new  principle.  In  such  salt 
it  appeared  that  both  parties,  at  the  time  the  contract  was  made,  were 
familiar  with  patents  and  patent  litigation,  and  especially  with  harrows  and 
the  state  of  the  art  relating  thereto,  and  were  persons  of  unusual  intelli- 
gence ;  that  the  main  point  of  difference  between  B  &  Sons  and  L  was  as  to 
whether  L  had  represented  himself  to  be  the  first  to  introduce  each  of  two 
valuable  features  in  harrows,  or  to  be  the  first  to  introduce  them  in  combi- 
nation, one  statement  being  false  and  the  other  true,  and  the  falsity  of  the 
former,  if  made,  being  easily  ascertainable;  that  B  &,  Sons  had  been  anxious 
to  make  the  contract,  had  sought  out  L,  and  on  seeing  the  harrow  had 
expressed  their  satisfaction  with  it  and  their  desire  to  obtain  a  license;  that 
B  &  Sons  had  had  full  opportunity  to  examine  and  test  a  sample  harrow, 
and  to  investigate  the  state  of  the  art,  before  concluding  the  contract,  and 
that,  after  the  harrows  were  placed  on  the  market,  they  sold  readily  in  large 
numbers,  and  B  &.  Sons  repeatedly  expressed  their  satisfaction  with  thrai, 
and  were  not  molested  by  attempted  infringements.  Held  that  there  was 
no  evidence  of  fraudulent  misrepresentations  inducing  the  contract.  *E. 
Bement^'  Sons  v.  La  Dow,  138. 

2.  Same — Ratification — It  further  appeared  that,  if  L  had  made  fraudulent  mis- 

representations, the  fact  must  probably  have  been  disclosed  to  B  &  Sons 
within  a  few  months  after  the  making  of  the  contract,  and  certainly  by  cir- 
cumstances which  occurred  about  two  years  after  the  making  thereof^  bat 
that,  instead  of  rescinding  the  contract  immediately,  B  &  Sons  continoed 
to  manufacture  the  harrows,  and  to  assert,  in  negotiations  with  a  third 
party,  the  value  of  the  contract,  and  sold  it  to  such  third  party  for  a  large 
sum.  It  also  appeared  that,  in  an  action  by  L  for  royalties,  B  &,  Sons  had 
set  up  fraud  as  a  defense,  and  upon  such  defense  being  overruled  had 
obtained  a  reassignment  of  the  contract,  and  tendered  the  same  back  to  L, 
but  without  offering  to  return  any  of  the  profits  made  under  the  contract 
Held  that  by  continuing  to  treat  the  contract  as  existing,  after  discovering 
the  supposed  fraud,  and  by  retaining  its  fruits,  B  &,  Sous  ratified  such  con- 
tract.    *Id. 

CONTRACT  WITH  THE  GOVERNMENT.     See  Suits  for  InfnngeiMnt  Again$i  tte 
United  States,  2,  3,  4. 

CONTRACTS.     SeeAsiignmentiy^;  Interference,  21^23;  licenses,  1, 4, 5 ;   Use  and  Sale 
of  Patented  Articles, 

1.  Patented  Articles — A  contract  to  pay  for  articles  of  manufacture  containing 

a  patented  improvement  is  an  agreement  to  pay  for  articles  which  by  reason 
of  the  omission  of  such  unnecessary  details  of  construction  as  the  patented 
article  dispensed  with  are  of  a  simple  and  less  expensive  construction,  sach 
as  the  patent  sought  to  secure,  even  though  such  manufactured  articles  are 
in  other  respects  unlike  the  patented  article.  ^Andrews  v.  Landers,  Frarif  4" 
Clark,  336. 

2.  Evidence — Prior  Art — Evidence  to  show  the  prior  state  of  the  art  is  admissi- 

ble to  explain  the  latent  ambiguity  in  the  language  ^'  containing  the  patented 
improvement,''  occurring  in  a  contract  between  manufacturers  and  a  pat- 
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CONTRACTS— Continned. 

entee,  and  as  bearing  upon  the  sitaation  of  the  parties  and  their  object  in 
making  said  contract.  *  Id, 
3.  Construction  of — Where  the  parties  entered  into  a  contract  that  a  royalty  of 
40  per  cent  should  be  paid  on  all  sales  of  the  machines,  and  the  contract 
also  contained  the  provision  ^'If  the  parties  of  the  second  part  shall  sell  or 
lease,  or  [shall]  cause  to  be  sold  or  leased,  for  use,  or  shall  cause  to  be  used, 
in  any  foreign  country  [the  machines  in  question],  *  •  **  then  the  roy- 
alty to  be  paid  shall  be  45  per  cent,  in  lieu  of  40  per  cent,  as  hereinbefore 
provided,"  Held  that  this  provision  is  not  retroactive,  and  that  therefore  a 
royalty  of  45  per  cent  should  be  paid  only  on  sales  made  after  the  commence- 
ment of  foreign  sales.  *Nationul  Scmng  Machint  Companjf  v.  Willcox  ^  Gihbi 
Sewing  Machine  Company,  484. 

COOPERATION.    See  C(mbinationB,  1. 

COPY  OF  RECORD  IN  PATENT  OFFICE.    See  Aetignmehte,  8,  9. 

CORPORATIONS.  See  Lioeneee,  A,  5. 
Estoppel — Acts  of  Stockholders — ^The  rule  that  a  corporation  has  a  distinct 
personality  of  its  own  and  is  not  responsible  for  the  personal  acts  of  its 
stockholders  will  not  apply  in  a  case  where  the  vendor  of  a  patent  holds 
almost  the  entire  stock  of  a  defendant  corporation  and  the  facts  show  that 
he  either  uses  such  corporation  as  a  mere  cover  for  the  transaction  of  his 
business  or  that  there  is  knowledge  and  privity  of  interests  between  him 
and  another  stockholder,  and  the  defendant  corporation  in  such  case  will 
be  estopped  by  the  acts  of  said  vendor.  *National  Conduit  Manufacturing 
Company  v.  Connecticut  Pipe  Manufacturing  Company,  384. 

CORRESPONDENCE  WITH  PATENT  OFFICE. 
Discourtesy  in — Irrelevant  personal  reflections  on  an  attorney  struck  oat  of 
the  Office  letter,  and  the  reply  of  the  attorney  thereto  returned  under 
Rule  22.     Ex  parU  Oliver,  29. 

COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUMBIA.  See  Appeal  to  ike 
Court  of  Appeals  of  the  District  of  Columbia;  Assignments,  4;  Interference, 
I,  25,  26;  Reopening  of  Cases  after  Deaieion  hy  Court  of  Appeals, 

CROSS-EXAMINATION.    See  Testimony,  1. 

DAMAGES  AND  PROFITS.  See  AssignmenU,  9 ;  Infringement,  13, 23, 24, 25, 26, 27, 28, 
29,  30,  31,  32,  33, 34 ;  Marking  Articles  **  Patented  ;  "  Suits  for  InfHngement,  1 ; 
Use  and  Sale  of  Patented  Articles,  1, 2;  Use  of  Patented  Articles  hy  the  United 
States,  2;   Validity  of  Patent  Denied  by  Patentee. 

1.  Profits  in  Infringement— Improvement,  Effect  of — Burden  of  Proof — 

If  defendants  took  complainants'  device  in  its  original  form,  the  latter  are 
entitled  to  the  pecuniary  advantage  which  the  infringers  derived  from  the 
unauthorized  use  of  the  patent.  If  the  infringers  added  an  improvement, 
they  have  a  right  to  an  apportionment,  the  burden  of  proof  being  upon 
them  to  show  that  a  portion  of  the  profits  was  the  result  of  the  improve- 
ment.    *Tuttle,  trustee,  etc.,  v.  Clafiin  et  al,,  602. 

2.  Same — Estimates — Experiments — Estimates  only  and  estimates  based  upon 

experiments  by  the  complainants  made  only  in  a  small  way,  which  include 
estimates  for  the  expense  of  an  unnecessary  feature  of  a  process  and  which 
make  no  allowance  for  the  economies  which  result  from  a  subdivision  of 
work,  such  as  would  be  employed  in  manufacturing  for  wholesale  trade, 
are  unsatisfactory.  *Id, 
8.  Additional  Delay  to  be  Avoided— Profits— A  court  will  hesitate  to  com- 
pel a  large  additional  expenditure  of  time  by  ordering  an  accounting  in  a 
suit  which  has  been  pending  for  a  long  time,  especially  when  the  manufac- 
tore  which  forms  the  basis  of  the  suit  has  ceased  and  it  is  likely  that  farther 
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DAMAGES  AND  PROFITS— Continued. 

testimony  would  result  in  mere  estimates.  The  court  will  itself  determise 
the  profits.     */d. 

DEATH  OF  APPLICANT  FOR  PATENT. 

1.  Deceased  Inventor— Standing  of  Appucation— Abandonment— The  fact 

that  an  inventor  is  dead  and  that  his  executor  has  not  asserted  his  rights  does 
not  deprive  an  application  of  standing  before  the  Office.  It  cannot  be  consid- 
ered abandoned  until  the  expiration  of  the  time  allowed  by  law  for  amend- 
meuts.     Decker  v.  Looaley,  106. 

2.  Samb— Interference — Heirs— The  Office,  when  it  has  reason  to  believe  that 

an  inventor  is  dead,  should  endeavor  to  ascertain  the  identity  of  his  heirs 
before  the  declaration  of  an  interference,  and  should  send  the  interferenee 
notices  to  such  heirs  if  no  formal  or  authentic  notice  of  the  death  of  the 
inventor  has  been  given.    Id, 

DECREE.    See  Appeal  to  the  Circuit  Court  of  Appeals,  1,  2,  3,  5,  6,  8. 
Equity — Bill  Charging  Fraud — Decree  on  other  Grounds — A  court  of 
equity  wiU  not  grant  a  decree  on  another  ground  where  the  bill  charges 
actual  fraud  as  the  ground  for  relief  and  the  fraud  is  not  proven.    (62  Fed. 
Rep.,  584,  reversed.)     *Da9hiell  v.  Groarenor  et  ah,  176. 

DEDICATION  TO  THE  PUBLIC.     See  Trade-MarU,  8,  9,  10. 

DEFENSE.    See  Lic«i«c«,  2;   Priority  of  Invention ;   Suits  for  Infringement^  3, 

DELAY  IN  APPLYING  FOR  REISSUE.     See  Reissues,  1,  2. 

DELAY  IN  FILING  APPLICATION.    See  Interference,  31,  32,  33. 

DELAY  IN  PATENT  OFFICE.     See  Subsequent  Patents,  3. 

DELAY  IN  PROSECUTING  SUITS  FOR  INFRINGEMENT.    See  SuiU  for  Infrings 
ment,  2,  3,  5. 

DELAY  IN  TAKING  APPEAL.    See  Appeal  to  the  Circuit   Court  of  AppeaU,  8; 
Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia,  I,  2,  3,  4,  5. 

DEMURRER.     See  Designs,  8;  Particular  Patents,  26,  51;  Validity  of  PatenU, 

1.  Invalidity  of  Patent — Where  a  bill  is  demurred  to  on  the  ground  that  let- 

ters patent  are  void  for  want  of  patentable  novelty,  Held  that  while  it  is 
./iompetent  to  raise  the  question  of  non -patentability  by  demurrer,  yet  a  case 
should  not  be  disposed  of  upon  such  a  demurrer  unless  the  invalidity  of  the 
patent  be  plain  and  the  common  knowledge  relied  upon  to  defeat  it  be  of 
matters  of  which  the  court  may  properly  take  judicial  notice.  *  Caldwell  ^ 
Co.  V.  Powell,  382. 

2.  Sustained— Lack  op  Patentable  Novelty — Demurrer  was  sustained  where 

it  appears  from  an  inspection  of  the  patent  in  suit  and  by  the  exercise  of 
common  knowledge  that  the  device  patented  is  destitute  of  patentable 
novelty.     *Chesterman  v.  Lindell  Railway  Company,  473. 

3.  Demurrer  for  Want  of  Invention — The  cause  should  be  considered  upon 

the  merits  on  demurrer  to  the  bill  whenever  it  appears  upon  the  face  of  the 
patent  that  it  lacks  invention.  (Risdon  Iron  and  Locomotive  Works  v.  Medart, 
C.  D.,  1895,  330;  71  O.  G.,  751;  15  Sup.  Ct.,  745;  158  U.  S.,  63,  followed.) 
*  Strom  Manufacturing  Company  v.  Weir  Frog  Company,  618. 

4.  Effect  Ui'ON  Bill— The  effect  of  a  demurrer  is  to  admit  the  truth  of  the 

charges  in  the  bill  when  the  latter  are  well  pleaded.  *  Caldwell  et  ah  v. 
Powell,  625. 

DESCRIPTION.    See  Construction  of  Claims,  2;   Constructiim  of  SpedfioaHons  and 

Patents,  20, 23, 26;  Particular  Patents,  2. 
DESIGNS.    See  Construction  of  SpeoifivAiiioTis  and  Patents,  10;  ConstruoHan  of  Statutes; 

Particular  Patents,  53,  85,  86,  89. 
1.  Identity — Where  two  designs  are  in  their  prominent  features  identical  and 

their  sole  difference  Ilea  in  \^  ^atil  tVi^t  the  protuberance  of  one  has  a  small 
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DESIGNS— Continued. 

nat  on  th^  end  and  the  other  has  none,  the  difference  is  not  of  such  material 
character  as  to  afford  ground  for  the  grant  of  a  design  patent.  *  Welker  t. 
Weller  ei  al.,  307. 

2.  Shadks  of  Color  on  Old  Form  of  Flag— Originality  was  not  displayed, 

invention  was  not  exercised,  and  novelty  was  not  introduced  by  placing 
different  shades  of  color  in  divided  stripes  upon  an  old  form  of  flag. 
""  Caldwell  ^  Co,  v.  Powell,  382.. 

3.  Mechanical  Patent  no  Bar — Since  the  subject-matter  of  an  application  for 

a  design  patent  and  of  a  mechanical  patent  is  different,  since  the  matter 
claimed  in  the  design  application  could  not  have  been  claimed  in  the  other, 
and  since  the  grant  of  the  design  patent  cannot  extend  the  term  of  the  other. 
Held  that  the  mechanical  patent  is  no  bar  to  the  grant  of  a  design  patent 
upon  the  same  article.    £x  parte  Lnnken,  22, 

4.  Meaning  of  "Useful"— The  word  "useful"  in  the  statute  relating  to  designs 

has  reference  to  mechanical  rather  than  purely  esthetic  features  in  designs 
relating  to  machinery.  The  excellence  of  such  a  design  depends  upon  its 
nice  adaptation.  The  word  "useful"  may  be  applied  to  the  shape  or  con- 
figuration of  a  patentable  form  with  a  signilioation  much  wider  than  "not 
harmful."    Id. 

5.  Variations — An  applicant  may  describe  and  claim  variations  in  his  patentable 

form  within  such  limits  as  are  consistent  with  unity  of  design  and  to  the 
extent  claimed.    Id. 

6.  Mechanical  Terms — The  use  of  mechanical  terms  in  setting  forth  the  relation 

of  the  parts  of  a  design  and  their  uses  is  not  objectionable.    Id. 

7.  Interference— Oil-Can— Identity — The  design  of  Fig.  2  differs  from  the 

design  of  Fig.  3  as  clearly  as  either  differs  from  the  design  of  Fig.  1. 
Priority  is  according  awarded  to  Lines.  Cuahman  v.  Lines,  62. 
B.  Collegk-Badgb — Patentability — A  design  for  a  college  badge,  consisting  of  a 
pin  having  the  shape  of  a  guidon  flag,  upon  which  the  letters  "U.  P."  are 
placed,  is  not  so  absolutely  void  of  iuveution  upon  its  ^ce  as  to  justify  the 
court  in  sustaining  a  demurrer  upou  that  ground.  Caldwell  et  al.  v.  Powell, 
625. 

DILIGENCE.    See  Bill  of  Review;  Interference,  4, 5, 6, 7, 8, 10, 17, 18, 31, 32, 33. 

No  General  Rule — Adverse  Conditions — There  is  no  general  rule  of  what 
constitutes  due  diligence.  It  is  reasonable  diligence,  and  that  is  to  be 
determined  by  all  the  facts  in  the  case.  An  inaction  of  eighteen  months, 
in  the  absence  of  controlling  adverse  conditions,  is  not  reasonable  diligence 
in  the  case  of  an  invention  which  required  but  one  month  for  actual  devel- 
opment.    *  Croekey  v.  Aiterbury,  437. 

DISCLAIMERS.     See  Conatructian  of  Bulea;  Particular  Patents,  S8. 

DISSENTING  OPINION. 

Dissenting  Opinion — Mr.  Justice  Harlan  did  not  concur  in  the  disposition  which 
was  made  of  the  case.     *  Belknap  et  al,  v.  Schild,  210. 

DIVISION  OF  APPLICATION.    See  Interference,  37. 

1.  Cajjcellation  of  Claims— Second  Appucation— Abandonment— When,  upon 

a  requirement  of  division,  claims  for  a  process  were  canceled  and  an  appli- 
cation was  limited  to  the  claims  for  an  article  and  a  second  application  for 
the  process  was  filed  while  the  first  application  was  pending,  but  not  within 
two  years  from  the  cancellation  of  the  process  claims  from  the  first  applica- 
tion. Held  that  the  process  claims  were  not  abandoned  and  that  the  second 
application  was  a  division  of  the  first.     Richardson  v.  Leidgen,  63. 

2.  Original  Disclosure— Details— In  a  divisional  application  the  addition  of 

mere  details,  such  as  braces  for  a  frame,  does  not  affect  the  status  of  such 
application  as  properly  divisional,  especially  when  such  details  were  shown 
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DIVISION  OF  APPLICATION-<Jontmued. 

in  other  figures  of  the  original  not  included  in  the  divisional  application. 
Phelps  V.  Hardy  v.  Gaitfnan  and  Stem,  70. 

DOUBLE  USE.     See  Invention,  18 ;  Particular  Patents,  6. 

DRAWINGS.    See  Canstruetion  of  Speoifioations  and  Patents,  9 ;  Interference,  12, 16, 34 ; 
New  Matter;  Reduction  to  Practice,  2. 

1.  Amendment  to  Drawing — New  Matter — If,  in  the  opinion  of  th&  Examiner, 

the  proposed  amendment  to  the  drawing  inyolves  new  matter,  the  changes 
in  the  drawing  should  not  he  allowed  until  the  question  of  new  matter  has 
heen  finally  determined,  but  claims  based  on  this  matter  should  be  consid- 
ered and  rejected  on  the  ground  of  departure  and  for  all  other  reasons  that 
are  applicable,  so  that  all  questions  may  be  settled  at  once  if  appeal  is  taken 
to  the  Examiners-in-Chief.  Ex  parte  Zuber,  C.  D.,  1894,  47;  67  O.  G.,  529. 
Ex  parte  Ernest,  33. 

2.  Practice  under  Rule  64 — Although  an  application  may  be  considerably  con- 

fused and  informal,  yet  if  the  claims,  taken  in  connection  with  the  descrip- 
tion and  drawing,  can  be  understood,  action  on  the  merits  should  be  given, 
in  accordance  with  Rule  64.    Id, 

DUTY  OF  COMMISSIONER  OF  PATENTS.    See  Commiseioner  of  Patents. 

EARLIER   AND    LATER    PATENTS    TO    SAME    INVENTOR.     See   Suhseqnent 
PatenU,  1,  2. 

EMPLOYEE.    See  Parties  to  Suit,  1. 

ENLARGEMENT  OF  CLAIMS.    See  AmendmenU;  Construction  of  Specijioations  and 
PatenU,  7, 8, 20, 21, 22, 23, 2i,  25, 26, 27, 28, 29;  Reissues. 

EQUITABLE  TITLE.    See  AssignmenU,  5,  6. 

EQUIVALENTS.    See  Infringement,  4,  6,  11. 

1.  Mechanical  Equivalents— Definition — As  a  general  definition,  a  mechan- 

ical equivalent  that  may  be  properly  substituted  for  an  omitted  mechanical 
element,  device,  or  agency  in  a  patented  machine  is  one  that  performs  the 
same  function  by  applying  the  same  force  to  the  same  object  through  the 
same  mode  and  means  of  application.  As  applied  to  a  combination  of  old 
elements,  it  is  special  in  its  significance  and  materially  narrower  in  its  range 
than  when  applied  to  an  invention  consisting  of  a  new  device  or  an  entirely 
new  machine.     *  Carter  Machine  Company  v.  P.  H.  Hanes  ^'  Co.,  228. 

2.  Doctrine  of  Equivalents— Specific  Devices — Combinations — In  apply- 

ing the  doctrine  of  equivalents  a  distinction  is  made  between  inventions  of 
specific  devices  and  those  of  combinations.  In  a  simple  invention  the  range 
of  equivalents  is  much  wider  than  in  a  combination.  In  the  former  a  change 
which  would  be  held  to  bo  a  substitution  of  equivalents  may  in  the  latter 
be  considered  to  be  an  introduction  of  a  new  idea  of  means.  *JSrie  Rubber 
Company  v.  American  Dunlop  Tire  Company,  251. 

3.  Function — Identity— It  is  an  essential  rule  governing  the  application  of  the 

doctrine  of  equivalent's  that  not  only  must  there  be  au  identity  of  function 
between  the  two  things  claimed  to  be  equivalents,  but  that  also  that  func- 
tion must  be  performed  in  substantially  the  same  way.  *Engle  Sanitary  and 
Cremation  Company  v.  City  of  Elwood,  405. 

ESTOPPEL.  ^te>^  AseignmenU,  3;  Corporations;  Interference,  29;  SuiU  for  Infringe- 
ment, 4 ;  Use  and  Sale  of  Patented  Articles ;  Validity  of  Patent  Denied  btf 
Patentee. 
Limitation  of  Claims— Proceedings  in  the  Office— It  would  be  carrying 
the  doctrine  of  estoppel  to  an  extravagant  length  to  hold  that  an  unsound 
and  unsuccessful  argument  made  in  the  Patent  Office  by  the  applicant  with 
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respect  to  a  rejected  claim  should  have  the  effect  of  imposing  a  destructive 
limitation  upon  allowed  claims.  An  estoppel  is  not  to  be  implied  from  cir- 
cumstances of  doubtful  import.  *  SocUi4  Anonyme  UaineJ.  CUret  v.  Behfu89 
et  al.,  459. 

VIDENCE.  See  Abandoned  Experiments;  Certified  Copies  from  the  Patent  Office  as 
Evidence;  Contracts,  2;  Teetimony,  1,  3. 

Proof  op  Care  in  Securing  Evidence — Proof  that  respondent  wrote  to  a  firm 
of  attorneys  instructing  them  to  send  him  copies  of  all  patents  relating  to 
a  certain  subject  does  not  amount  to  proof  that  such  attorneys  made  a 
search  to  discover  all  such  patents,  though  they  sent  a  number,  and  pre- 
sumption in  favor  of  such  search  having  been  made  is  negatived  by  the 
discovery  of  the  patents  now  urged  in  the  place  where  prudence  would  have 
suggested  a  search.     *" Bennett  ^  Shepherd  v.  Schooley,  646. 

7IDENCE  OF  INVENTION.     See  Interference,  12. 

riDENCE  OF  PRIORITY  OF  INVENTION.     See  Interference,  16. 

S^AMINATION  OF  APPLICATIONS.  See  Amendments,  2 ;  Drawings;  Interference, 
14 ;  New  Matter, 

^A-MINERS.  See  Amendments,  2 ;  Commissioner  of  Patents;  Drawings,  1 ;  Interfere 
ence,  14. 

CAMINERS-IN-CHIEF.     See  Commissioner  of  Patents;  Drawings,  1. 

CAMINER  OF  INTERFERENCES.     See  Interference,  40,  43. 

CCEPTIONS.     See  Trade-Marks,  19,  20. 

CECUTORS.     See  Death  of  Applicant  for  Patent. 

CPERIMENTS  WITH  OLD  ELEMENTS.     See  SuiU  for  InfHngement,  3. 

LING  APPLICATIONS.     See  Reduction  to  Practice,  4, 5. 

NAL  DECISIONS.     See  Appeal  to  the  Circuit  Court  of  Appeals,  3. 

EST  AND  ORIGINAL  INVENTOR.  See  Assignments,  i;  Interference,  21, 22,23,24, 
25,26,41,42;  Particular  Patents,  Si;  Partnership. 

)REIGN  PATENTS.     See  Affidavits, 

)REION  PATENTS  AS  EVIDENCE  OF  PRIORITY  OF  INVENTION.  See 
Interference,  1,4;  Priority  of  Invention,  1. 

)RM£R  DECISIONS.  See  Infringement,  27,  28 ;  Injunction,  4 ;  Priority  of  Invention,  4. 

)RMER  DECISIONS  AFFIRMED. 

^Commissioner's  Decision  AFFiRMEi>^Upon  a  consideration  of  the  merits  of  the 
case.  Held  that  there  was  no  sufficient  reason  to  disturb  the  decision  of  the 
Commissioner  of  Patents.     "Bryant  v.  Seymour,  Commissioner  of  Patents,  648. 

>RM£R  DECISIONS  FOLLOWED. 

F^ormer   Decisions  Cited— -Winans  v.  Denmead  (15  How.,  343)  cited,  approved, 

and  followed.     *  Bobbins  et  al.  v,  Dueber  Watch  Case  Manufacturing  Company 

et  al.,  202. 

tAUD.     See  Assignments,  3;  Decree;  Interference,  21,  22,  23. 

tAUDULENT  ASSIGNMENT.     See  Assignments,  9. 

tAUDULENT  REPRESENTATIONS  TO  INDUCE  A  CONTRACT.  See  Contract 
Attacked  for  Fraudulent  Bepi-esentations. 

TNCTIONS.  See  Construction  of  Specifications  and  Patents,  21,  28,  29;  Equivalents; 
Subsequent  Patents,  1. 

:NERIC  CLAIMS.     See  Subsequent  Patents,  3. 

tANT  OF  PATENT.     See  Assignments,  A ;  Interference,  24;  Title  to  Patent. 

ENTITY  OF  INVENTION.  See  Construction  of  Specifications  and  PatenU,  5,  6; 
Infringement,  7,  8. 
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ILLEGAL  CONTRACTS.    See  lAcenaes,  4, 5. 

IMPEACHMENT  OF  TESTIMONY.    See  Teatimony,  1. 

IMPLEMENTS  OF  WARFARE  REQUIRED  BY  THE  GOVERNMENT.     See  Suiit 
for  Infringement  Against  the  United  States,  1 ;   Use  of  Patented  Articles  hif  tks 
United  States ^  1. 

IMPROVEMENT.     See  Assignments^  4;  Construction  of  Specifications  and  PatenU,  3; 
Infringement,  2, 4, 9;  Particular  Patents,  10;  Subsequent  Patents,  1,  3. 

INADVERTENCE.     See  ReUsues,  4. 

INDULGENCE.     See  Interference,  32. 

INFRINGEMENT.  See  Appeal  to  the  Circuit  Court  of  Appeals,  S;  Constnuitum  of 
Specifications  and  Patents,  4,  7,  9;  Damages  and  Profits;  Equiffalents,  2;  Injunc- 
tion, 1,  4;  Invention,  3;  Xew  Trial;  Particular  PatenU,  3,  4,  5, 6,  7, 8,  9, 10, 11, 
12,  15,  16,  17^  18,  19,  20,  22,  23,  24,  25,  28,  29,  31,  35,  37,  39,  40,  43.  44,  46,  50, 
52,  54,  55,  56,  58,  59,  61,  63,  66,  67,  68,  72,  74,  75,  78,  80,  81,  83,  84,  91,  92;  Par- 
ties to  Suit,  1;  Reissues,  2;  Subsequent  Patents,  2;  Suits  for  Infringement,  4,  5; 
Use  and  Sale  of  Patented  Articles;  Use  of  Patented  Articles  by  the  United  States,  2. 

1.  Purchaser — Vendor — Owner — Infringer — Estoppel— One  who  purchases  a 

patented  machine  from  an  infringer  and  operates  it  unlawfully  for  a  term 
of  years  can  not  acquire  a  right  to  its  use  hecause  the  -vendor  and  owner 
of  the  patent  subsequently  enter  into  partnership,  and  the  owner  is  not 
estopped  from  charging  infringement  when  no  act  calculated  to  deceive  or 
mislead  the  defendant  can  be  shown.  *  Thomson-Houston  Electric  Cempany  t. 
Elmira  and  Horseheads  Railway  Company,  122. 

2.  Infringement  by  Improved  Device— A  device  is  none  the  less  an  infringe- 

ment because  it  contains  an  improvement  upon  the  patented  invention. 
*  Robbins  et  al.  v.  Dueber  Watch  Case  Manufacturing  Company  et  al.,  202. 

3.  Rule  of  Infringement — Claim  1  of  Letters  Patent  to  A.  A.  Whitely,  No. 

418,257,  for  an  elastic-cord  exercising  apparatus,  issued  December  31,  1889, 
Held  infringed.  "The  function,  utility,  or  result  of  defendant's  apparatus 
is  contained  in  that  of  complainant.  «  *  «  An  infringement  is  not 
avoided  because  the  infringing  device  is  better,  more  useful,  and  more 
acceptable  to  the  public  than  that  of  the  patent  infringed,  nor,  on  the  other 
hand,  because  the  infringing  device  by  some  colorable  variation  or  expe- 
dient merely  impairs  or  narrows  the  function  and  usefulness  of  the  device 
infringed."     "  Whitely  v.  Fadner  et  al.,  208. 

4.  Abandonment  of  One  Device — Substituting  Another — An  inventor  of  a 

machine  consisting  of  a  new  combination  of  old  elements,  which  is  shown 
by  experiment  to  be  valueless  and  impracticable  for  the  purpose  intended, 
cannot,  after  obtaining  a  patent  therefor,  abandon  his  specifically  described 
novel  invention  and  substitute  as  a  mechanical  equivalent  the  methods  of 
old  machines  which  he  claimed  to  have  improved  upon  and  sue  as  infringers 
persons  who  employed  the  old  device  in  the  old  way.  *  Carter  Machine  Com- 
pany V.  P.  H.  Hanes  4-  Co,,  228. 

5.  Machine— Combination  of  Elements — Omitting  Element — A  machine  is 

a  concret-e  thing,  being  an  entirety  of  cooperating  elements  and  agencies. 
When  it  consists  of  a  combination  of  old  elements  and  devices,  the  leaving 
out  of  one  of  the  essential  elements  of  the  combination  destroys  the  identity 
of  the  combination,  and  a  person  cannot  be  sued  as  an  infringer  who  uses 
a  machine  in  which  a  material  part  of  the  combination  patent  is  omitted. 

6.  Combination— Use  of  Elements— Equivalents— Where  a  patent  is  for  a 

combination,  to  support  a  charge  of  infringement  it  must  be  shown  that 
the  infringer  has  used  substantially  the  same  combination,  including  every 
one  of  the  elements  thereof  or  a  mechanical  equivalent  for  any  one  that  has 
been  omitted.     *Erie  Rubber  Company  v.  American  Dunlop  Tirt  Company,  251. 
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7.  Identity — Mere  change  of  proportion  is  not  sufficient  to  avoid  a  charge  of 

infringement,  and  is  not,  therefore,  sufficient  to  establish  diflference  of  inven- 
tion. *  Thomaan-JUauston  Electric  Company  v.  Western  Electric  Company  ei  a  J., 
315. 

8.  Same — Mode  of  Operation — The  omission  of  a  part  whose  presence  or  absence 

does  not  aflfect  essentially  the  mode  of  operation  nor  determine  whether  a 
particular  apparatus  exemplifies  one  patent  or  the  other  is  of  no  signifi- 
cance.    *Id. 

9.  Prima  Facie  Proof  of — Patented  Improvement — A  contention  tliat  defend- 

ant's device  being  patented  is  prima  facie  proof  that  it  does  not  infringe 
complainant's  patent,  and  that  therefore  it  is  not  competent  for  the  court, 
upon  inspection  of  the  patents  alone,  to  adjudge  infringement,  might  be 
sustained  in  some  cases;  but  it  cannot  be  in  this  one,  where  the  patent  set 
up  by  defendants  is  manifestly  for  an  alleged  improvement  upon  com- 
plainant's invention,  the  use  of  which  it  necessarily  involves.  *JIardwickv. 
Masland  et  ah,  323. 

10.  Not  Infringed — The  patentee  placed  between  the  dies  used  in  making  his 

articles  short  sections  of  a  smooth  straight- sided  tube.  One  effect  of 
the  dies  is  to  change  the  thickness  of  metal  of  these  sections  by  swaging 
or  upsetting.  This  is  not  infringed  by  a  process  for  making  similar  articles 
in  which  sections  of  a  corrugated  tube  are  used,  in  operating  upon  which 
the  effect  of  the  dies  is  to  fold  or  unfold  the  corrugations  without  upsetting 
the  metal  or  changing  its  thickness.  *  Jackson  et  al,  v.  Birmingham  Brass 
Company  et  al.,  352. 

11.  Similarity— Essential  Characteristics — The  fact  that  defendant  employs 

a  paper  impregnated  with  a  wax  having  a  melting  point  different  from  that 
of  the  wax  used  by  complainant  is  not  sufficient  to  avoid  infringement  when 
the  essential  characteristic  of  the  wax  employed  in  each  case  is  its  hardness, 
and  the  degree  of  hardness  is  the  same  in  both.  *  J .  /?.  Dick  Company  v. 
Henry,  377. 

12.  Combination — Omitting  Subordinate  Feature — Meritorious  Invention — 

Liberal  Construction  of — Where  the  true  value  of  the  invention  lies  in 
one  element  of  a  combination,  and  an  infringer  has  appropriated  that,  he 
should  not  be  permitted  to  escape  upon  the  plea  that  he  has  omitted  a  sub- 
ordinate and  comparatively  non-essential  feature,  unless  it  is  clear  that  he 
has  omitted  it.  To  find  an  invention  meritorious  and  then  defeat  it  by  an 
illiberal  construction  is  as  inconsistent  as  it  is  unfair.  To  decide  that 
an  inventor  has  conferred  a  benefit  upon  mankind  and  subsequently  destroy 
his  patent  by  a  harsh  construction  is  condemned  both  by  the  general  prin- 
ciples of  equity  and  by  express  authority.  The  court  should  be  diligent  to 
give  him  the  rewards  of  his  genius  and  labor  and  resolve  doubtful  points 
in  favor  of  the  patent.     *  Gould  Coupler  Company  v.  Pratt  et  al.,  392. 

13.  Acquiescence — Waiver  of  Right — A  trespasser  cannot  acquire  a  legal  right 

to  the  continuance  in  his  wrongful  acts  without  affirmative  proof  of  some 
such  act  or  omission  to  act  on  the  part  of  him  whose  property  rights  are 
invaded  as  would  make  it  inequitable  to  assert  such  rights.  The  inequity 
of  permitting  the  enforcement  of  such  claim  is  founded  on  knowledge  of  an 
opportunity  to  enforce  rights,  on  the  one  hand,  and  on  changes  in  the  con- 
ditions or  relations  of  the  adverse  party  on  the  other.  *  Imperial  Chemical 
Manufacturing  Company  v.  Stein  et  al.,  402. 

14.  Combination — Element  Omitted— It  is  a  rule  of  universal  application  in 

construing  "combination"  claims  that  the  omission  in  an  alleged  infringing 
device  of  one  element  of  the  combination  embodied  in  any  claim  will  repel 
the  charge  of  infringement  based  on  that  claim.  *Engle  Sanitary  and  Crema- 
tion Company  v.  City  of  Elwood,  405. 

a  Doc.  354 50 
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15.  Automatic  Means — A  claim  which  includes  ''means    *     *    *    for  automati- 

cally opening  and  retaining '^  is  not  infringed  hy  a  device  which  has  meana 
for  performing  but  one  of  these  functions.  Browning's  device  does  awaj 
with  the  presence  of  a  trainman  in  coupling  cars,  since  it  is  automatic  in  its 
character,  and  a  claim  for  it  is  not  infringed  by  a  device  which  is  withoat 
any  automatic  means  for  necessarily  placing  the  device  in  position  for 
coupling.     *  Oould  Coupler  Company  v.  Trojan  Car  Coupler  Company y  414. 

16.  Details — A  claim  for  a  torpedo,  a  detachable  clip,  and  means  for  attaching 

the  clip  to  the  torpedo,  is  infringed  by  a  device  which  has  the  same  elements, 
although  differing  in  details.     *  Bennett  ft  al,  v.  Sohooleyj  455. 

17.  Reversal   op    Parts — A  mere  transposition  or  reversal  of  parts   is  not  a 

material  departure  from  a  patented  invention  and  will  not  avoid  a  charge 
of  infringement.     *  Soci4t4  Anonyme  Usine  J.  Cliret  v.  Rehfnse  et  al.f  459. 

18.  Nox-Infringement — Absence  of  Element — A  claim  which  includes  as  s 

persistent,  express,  and  pronounced  feature  an  air  chamber  is  not  infringed 
by  a  device  some  particular  part  of  which  may  be  a  ''compartment"  or 
"  inclosure,''  but  which  never  contained  a  volume  of  air.  *  Scarborougk  et  al. 
V.  Neff  et  al,,  463. 

19.  Same — Same — "Substantially  as  Described" — A  construction  which  might 

perform  the  functions  of  a  eomplainant^s  device  to  some  extent,  but  which 
lacks  a  communication  between  two  parts  substantially  as  described  in  com- 
plainant's specification,  does  not  infringe  a  claim  in  which  such  communica- 
tion is  claimed  "substantially  as  described."    *  Id, 

20.  Burden  of  Proof — Contributory  Infringement — In  a  suit  for  preliminary 

injunction  the  burden  of  proof  is  on  complainant  to  show  an  intention  on 
the  part  of  defendants  to  infringe.  Making  and  putting  upon  the  market 
an  article  which  of  necessity  and  to  their  knowledge  is  to  be  used  to  infringe 
complainant's  patent  is  contributory  infringement  on  the  part  of  the  defend- 
ants. *  Thomson- Houeton  Electric  Company  v.  KeUey  Electric  Railway  Specialty 
Company,  474. 

21.  Contributory  Infringement— Lawful  Use — The  fact  that  the  infringing 

part  is  capable  of  a  lawful  as  well  as  an  unlawful  use,  by  way  of  reparation 
or  restoration  of  a  patented  device,  does  not  raise  the  presumption  that 
the  lawful  use  is  the  one  for  which  it  is  alone  intended.     *Id, 

22.  Same— Claims  6, 7, 8, 12,  and  16  of  Letters  Patent  No.  495,443,  granted  April  11, 

1893,  to  the  administrators  of  Charles  J.  Van  Depoele,  for  a  traveling  eon- 
tact  for  electric  railways,  which  cover  the  combination  consisting  generally 
of  an  electric  railway  having  an  overhead  conductor  and  a  car  for  said  rail- 
way provided  with  a  "  trolley-stand  "  carrying  a  trailing  arm  which  is  pressed 
into  engagement  with  the  underside  of  the  conductor,  are  not  contributory 
infringed  by  defendant,  who  makes  and  sells  only  the  "  trolley-stand"  of  the 
combination.  *  Thomson-Houston  Electric  Company  v.  Kelsey  Electric  Bailway 
Specialty  Company  et  al,,  508. 

23.  Differences  in  Form — Mere  differences  in  form  are  not  suffioient  to  avoid 

infringement.     *  Taylor  et  al.  v.  Sawyer  Spindle  Company,  546. 

24.  Pleading — Notice — Waiver — After  alleging  the  invention  and  gnmt  of  the 

patent  and  the  assignment  the  pleader  averred  that  the  defendants,  know- 
ing the  premises,  infringed.  This  is  not  an  averment  that  they  had  notice 
or  knew  that  their  machines  infringed.  The  allegation  in  regard  to  infringe- 
ment was  traversed,  but  nothing  was  said  below  upon  the  subject  of  notice. 
It  is  too  late  to  raise  for  the  first  time,  in  an  appellate  court,  technical  ques- 
tions of  pleading  or  proof  which  are  not  jurisdictional  in  their  character. 
*TuttIe,  trustee,  etc.,  v.  Claflin  et  al,,  602. 

25.  Construction  of  Invention— Devices  which  effect  a  distinctly  simultaneous 

separation  of  pairs  of  carbons  of  a  lamp  do  not  infringe  a  patent  in  which 
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there  is  claimed  a  device  for  securing  a  dissimaltaneoos  separation  of  such 
pairs  of  carbons.     *  Brush  Electric  dnnpany  v.  Western  Electric  Company,  628. 

26.  Same — The  contention  that,  since  it  is  physically  impossible  for  two  sets  of 

carbons  to  be  separated  at  one  and  the  same  electrical  instant,  the  defend- 
ant's devices  mast  infringe  is  manifestly  fallacious.     *Id, 

27.  Substitution  op  Equivalents— Prior  LrriOATiON — Wording  of  Claims— 

The  substitution  of  a  horizontally  moving  roller  pressor  and  cutter  for  a 
vertically  moving  direct  plunger  and  cutter  will  not  suffice  to  avoid  infringe- 
ment in  the  case  of  a  defendant  who  was  also  an  unsuccessftil  defendant  in 
a  long  course  of  prior  litigations,  even  though  the  structure  complained  of 
evades  the  wording  of  the  claims  in  suit.     *^ Beach  v.  Inman  et  al.,  635. 

28.  Previous  Ai>judication — A  court  of  equity  will  not  be  overssealous  in  behalf 

of  a  defendant  who  persists  in  producing  an  old  article  which  concededly 
contains  all  the  elements  save  one  of  a  combination  uniformly  forbidden  him 
in  previous  suits.     *  Jrf. 

29.  Testimony — Testimony  on  behalf  of  complainant  that  there  was  no  arrange- 

ment between  complainant  and  defendant  whereby  the  latter  should  procure 
articles  from  the  former  to  be  used  at  a  particular  place  is  very  far  fi*om  a 
denial  that  the  particular  articles  in  dispute  could  be  purchased  in  the  open 
market  and  does  not  amount  to  a  charge  of  infringement.  *Edison  Eleeirio 
Light  Company  v.  Kaelher,  643. 

SO.  Agent  Defendant — Quia  Timet  Action — The  expression  ''  was  awarded  to 
the  Western  Electric  Company  through  its  agent,  Mr.  Kaelber''  is  not  suf- 
ficient to  establish  the  character  of  Mr.  Kaelber's  agency  or  to  justify  an 
apprehension  of  infringement  from  him.  A  quia  timet  action  will  not  lie 
unless  there  is  something  to  fear.     *Id, 

31.  Liability — A  series  of  guesses  will  not  suffice  to  inculpate  a  defendant. 
Neither  will  the  fact  that  he  received  a  bid  for  alleged  infringing  devices  in 
behalf  of  another  party,  in  the  absence  of  any  threat  on  his  part  and  in  the 
absence  of  any  showing  of  profit  resulting  to  him,  render  him  liable.     "Id, 

33.  Infringement  of  Prior  Patent— Grant  of  Subsequent  Patent — Pre- 
sumption Created  Thereby — ^The  grant  of  Letters  Patent  by  the  United 
States  Patent  Office  creates  a  presumption  of  non-infringement  of  a  prior 
patent  claiming  a  similar  device.  (Ney  Manufacturing  Co,  v.  Superior  Drill 
Co.,  C.  D.,  1893,  475;  64  O.  G.,  1133;  56  Fed.  Rep.,  152,  cited  and  approved.) 
*F.  E,  Kohler  ^  Company  v.  George  Worthington  Company  et  ah,  654. 

33.  Construction  of  Patent — A  claim  for  "  applying  coating  material  evenly  " 

and  for  "causing  the  paper  to  emerge  from  the  level  surface '^  is  not 
infringed  by  a  process  in  which  the  coating  emulsion  is  kept  stirred  by  an 
agitator.     *Eastman  Company  v.  Oelz  ^  Hoover,  655. 

34.  Right  to  Repair — Where  a  patent  covers  the  combination  of  a  drawbead, 

a  knuckle,  a  pivot-pin,  and  a  locking-pin,  it  is  not  infringed  by  a  defendant 
who  furnishes  the  knuckles  to  replace  broken  ones.  *Shickle,  Harrison  f 
Howard  Iron  Company  v.  St,  Loui»  Car  Coupler  Company,  667. 

INFRINGEMENT   BY  A  GOVERNMENT  OFFICIAL.     See  SuiU  for  Infringement 
Against  the  United  States,  2,  3,  4,  5. 

INJUNCTION.  See  Appeal  to  the  Circuit  Court  of  Appeals,  3;  Infringement,  20; 
Marking  Articles  ** Patented;''  PartUular  PatenU,  68,  83;  Parties  to  Suit,  2; 
Prior  Decisions;  Trade- Marks,  17,  18,  19. 
1.  Morse  — -  Holt— Dust-Collector  —  Infringement — Preliminary  Injunc- 
tion— Infringement  of  claims  1, 2.  and  3  of  Letters  Patent  No.  403,362,  claims 
1  and  2  of  No. 403,363,  and  claim  4  of  No  403,770,  to  Orville  M.Morse,  and 
claim  4  of  Letters  Patent  No.  409,465,  to  Noah  W.  Holt,  for  improvements 
in   dust-collectors,  being  proved,  the  preliminary  injunction  asked  for  is 
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granted.     *AlUngton  v.  CurtU  ManufacktHng  Company  et  oZ.  t.  Lynch  et  cX., 

2.  Validity  of  Patent  Attacked — Where  the  validity  of  a  patent  is  attacked 

and  there  is  not  a  clear  preponderance  in  its  favor,  injunction  pendente  lite 
should  not  issue.   *Fenton  Metallic  Manufacturing  Company  v.  Chase  et  aL,  471. 

3.  Decision  of  Supreme  Court  of  the  District  of  Columbia — ^A  decision  of 

the  Supreme  Court  of  the  District  of  Columbia  in  which  no  opinion  was 
expressed  may  have  been  intended  to  express  the  conclusion  that  for  some 
reason  particular  defendants  should  be  enjoined,  while  at  the  same  time  it 
may  have  been  intended  to  avoid  giving  the  patentee  a  supporting  adjudica- 
tion.    *Id. 

4.  Preliminary  Injunction — Substantial  Identity  of  Structure — Prior 

Adjudication — A  motion  for  a  preliminary  injunction  will  be  granted  when 
it  appears  that  the  defendant's  structure  is  the  same  as  the  complainant's  in 
all  respects  save  one,  and  that  one,  though  differing  m  a  narrow  technical 
sense,  is  the  same  in  principle,  and  when  it  further  appears  that  the  com- 
plainant's patent  has  been  uniformly  upheld  during  years  of  arduous  litiga- 
tion with  the  present  defendant.     *  Beach  v.  Inman  et  al,,  635. 

INJUNCTION  RESTRAINING  USE  BY  THE  GOVERNMENT.  See  Suits  far 
Infringement  Against  the  United  States, 

INOPERATIVE  DEVICES.  See  Construction  of  Specifications  and  PatenU,  9. 
Anticipation — Failure  to  Patent — Inoperative  devices  are  frequently  set  up 
as  anticipations;  but  they  are  usually  such  as  have  proven  to  be  so  far 
failures  that  the  inventor  has  not  taken  out  patents  for  them,  and  are 
resuscitated  for  the  purpose  of  showing  that  other  machines  similar  to  the 
one  patented  have  been  invented  before.     *Daahiell  v.  Grosvenor  et  al.,  176. 

INTERFERENCE.  See  Appeal  to  the  Secretary  of  the  Interior;  AsHgnments,  4 ;  Death 
of  Applicant  for  Patent,  2;  DesignSfl;  New  Matter;  Partnership;  Priority  of 
Invention,  1;  Reduction  to  Practice,  1,  6;  Rehearing;  Technical  Terms;  TesH- 
mony,  4. 

1.  Priority — The  decision  of  the  Conmiissioner  of  Patents  awarding  priority  of 

invention  to  Bemardin  reversed  (Northall  v.  Painter  y.  Bemardin,  C.  D., 
1895,  10;   71  O.  G.,1159.)     *  Northall  v.  Bemardin,  183. 

2.  Abandoned   Application — Conception — Priority— Carty  filed  an  applica- 

tion April  20,*1885,  which  became  abandoned  October  21,  1887.  He  filed 
another  original  application  November  17, 1887  Kellogg  filed  an  original 
application  July  30,  1887.  Held  that  Carty 's  abandoned  application  is  only 
evidence  of  conception ;  that,  his  excuse  for  want  of  diligence  in  prosecu- 
ting his  claim  being  weak,  Kellogg,  who  first  constructively  reduced  to 
practice  by  filing  an  application,  is  entitled  to  award  of  priority.  *  Carty 
V.  Kellogg,  188. 

3.  Object  of — Res  Adjudicata — Other  Questions  than  Priority — The  object 

of  an  interference  proceeding  in  the  Patent  Office  is  to  determine  priority, 
not  patentability ;  and  while  the  decision  in  such  proceedings  may  be  re» 
adjudicata  as  to  this  question,  it  does  not  preclude  a  defendant  in  an  equity 
proceeding  from  raising  other  questions  not  in  issue  in  said  proceedings. 
*  National  Machine  Company  y.  Wheeler  4^  JVilson  Manufacturing  Company^  25Q. 

4.  Reduction  to  Practice— Diligence— Huson,  being  the  first  to  conceive  the 

invention,  and  was  using  reasonable  diligence  in  adapting  and  perfecting 
the  same  at  the  time  of  Yates's  conception,  must  prevail  as  against  Yate^ 
although  Huson  failed  to  reduce  to  practice  until  after  Yates  had  filed  his 
application  for  patent.     *  Yates  v.  Huson,  278. 

5.  Diligence — Construction  of  Statute— The  words  of  the  law,  *'  was  using 

reasonable  diligence,''  refer  to  the  very  time  of  the  second  conception.   The 
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prior  conceiver  to  show  that  his  diligence  only  began  with  the  time  of  the 
second  conception  would  not  be  sufficient;  bnt  all  that  is  necessary  is  that 
the  first  conceiver  shall  haye  begun  and  prosecuted  with  diligence  the  work 
of  adapting  and  perfecting  his  invention  before  the  date  of  his  rivaFs  con- 
ception.    *Id. 

6.  Same — Circumstances  Governing — While  it  is  required  that  the  first  con- 

ceiver shall  prosecute  his  labors  in  reducing  to  practice  with  reasonable 
diligence,  that  diligence,  however,  is  a  matter  to  be  determined  by  the 
special  circumstances  of  the  particular  case.     *Td, 

7.  Same— Reduction  Before  Application— Section  4920,  Revised  Statutes — 

While  the  general  policy  of  the  law  (see.  4920,  R.  S.)  is  to  require  diligence 
in  adapting  and  perfecting  inventions  on  the  part  of  those  who  wait  and 
work  to  that  end,  yet  it  is  to  at  the  same  time  encourage  those  efforts  to 
such  a  degree  as  that  their  merits  and  value  might  be  practically  tested 
before  application  for  patent.     */d. 
^.  Sams — Obtaining  Patent  "Surreptitiously  or  Unjustly" — ^Application 
Before  Reduction — An  independent  inventor  ignorant  of  another's  prior 
conception  and  diligent  efforts  in  reducing  to  actual  praotice  has  the  right 
to  file  an  application  without  testing  the  practicability  of  his  invention  and 
to  prosecute  the  same  to  the  issue  of  a  patent,  and  it  could  not  be  said  that 
he  had  obtained  the  same  surreptitiously  or  by  unfair  praotioes ;  but  it  does 
not  follow  that  he  can  retain  an  advantage  so  obtained  when  it  Is  made  to 
appear  intrinsically  uojust.     *'Id. 
K  Patentee  and  Appucant — Priority — Chase  having  failed  to  prove  conception 
and  reduction  to  practice,  although  he  has  a  patent  granted  prior  to  La 
Flare's  filing  date,  cannot  prevail  over  La  Flare,  who  conceived  and  reduced 
to  practice  prior  to  the  filing  of  Chase's  application.    *Za  Flare  v.  Chase,  285. 
'.  Conception— Abandonment— If  Chase  had  the  germ  of  the  idea  in  1883  and 
did  not  reduce  to  practice  until  1891  and  did  nothing  during  the  intervening 
years.  Held  that  the  idea  had  been  forgotten  and  abandoned.     *  Id. 
.   Wire  Fence — Priority — Shellaberger  having  proved  reduction  to  practice  in 
the  spring  of  1888  is  awarded  priority  of  invention  over  Sommer,  whose 
earliest  conception  is  September,  1888,  and  reduction  to  practice  1890.     *  Shel- 
laberger V.  Sommer  et  al.,  292. 
.  Failure  to  Produce  Sketches,  etc. — While  the  failure  to  produce  the  origi- 
nal sketches,  specimens  of  the  device  made,  or  the  machine  upon  which  it 
was   made  is  always  the  subject  of  adverse  criticism,  yet  it  may  be  so 
explained  that  priority  may  be  awarded  to  the  party  who  does  not  produce 
such  evidence  to  show  reduction  to  practice.     *Id. 
L  Access  to  Files  and  Papers — After  the  preliminary  statements  have  been 
received  and  approved  each  party  may  have  free  access  to  the  files  and  papers 
of  the  other;  but  if  an  application  contains  a  description  and  claims  of  one  or 
more  inventions  not  related  to  the  one  in  issue  in  such  a  manner  as  to  affect 
its  scope  or  meaning  the  opposing  party  should  not  be  allowed  to  inspect 
this  part  of  the  application.    Zwietuech  v.  Wittemannf  8. 
.  Priority — Foreign  Patent— Appert,  having  patented  the  invention  in  France 
before  Parker's  first  proved  conception,  is  held  to  be  the  prior  inventor. 
*  Parker  v.  Appert,  371. 
.  Amekding  Preliminary  Statement— It  is  always  a  suspicious  circumstance 
in  a  case  of  interference  that  after  the  claim  of  one  of  the  parties  has  been 
fully  disclosed  and  fixed  as  a  specified  date  the  other  party  should  then  seek, 
by  amendment  of  his  preliminary  statement,  to  show  a  date  of  invention 
prior  to  that  of  his  original  statement  and  prior  to  that  of  his  opponent.    *Id, 
,  Samk— Sketches— Dates  of— Appellant's  statement  that  he  made  the  sketches 
upon  wliich  he  relies  for  proof  of  his  earlier  date  at  said  date,  but  mislaid 
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them  and  forgot  where  they  were  until  after  the  disclosnre  of  the  dates  of 
appellee,  is  not  credible  in  view  of  the  facts  snrroanding  the  case,  aod 
amendment  to  his  preliminary  statement  should  not  ha  ve  been  allowed.    *Ii, 

17.  Priority— Diuoknck—Rkduction    to   Practice— Croekey   conceived  the 

invention  in  December,  1890,  and  reduced  it  to  practice  October  3,  1892. 
Atterbnry  conceived  the  invention  in  July,  1892,  and  filed  an  allowable 
application  October  1, 1892.  Held  that  Atterbury  is  the  prior  inventor  in 
the  absence  of  a  showing  of  reasonable  diligence  on  Croskey's  part.  *  Cro»keg 
V.  Atterbury,  437. 

18.  DiLiOKNCE— Reduction  to  Practice— When  at  any  time  within  two  yean 

Croskey  could  have  completed  his  process  and  failed  to  do  so,  he  has  not 
established  a  case  of  reasonable  diligence  against  Atterbnry,  who  con- 
ceived later  than  Croskey,  but  filed  an  application  before  Croakey  reduced 
to  practice.     *Id. 

19.  Issue  Not  Warranted^H  no  warrant  be  found  in  an  application  as  orig- 

inally filed  for  one  of  the  counts  of  an  interference  issue,  the  applicant  is 
not  the  inventor  of  such  count.    Dewey  v.  Colby ^  13. 

20.  Method  Claims— Application  for  Apparatus— Transfer — Claims  to  s 

method,  if  no  such  method  is  warranted  by  the  orig^al  disclosure,  rest 
upon  an  uncertain  basis ;  but  such  claims,  if  so  bound  up  with  the  apparatus 
of  another  application  of  the  same  inventor  as  not  to  warrant  different 
ownership  of  the  two,  may  accompany  the  real  invention,  which  is  tbe 
apparatus,  proper  oath  being  filed.    Id. 

21.  Assignment  of  Futitre  Inventions— Reduction  to  Practice— An  agree- 

ment is  made  between  an  inventor,  on  the  one  hand,  whereby  he  assigns  » 
three-fifths  interest  in  his  present  and  future  inventions  relating  to  a  par- 
ticular subject,  and  an  assignee,  who,  in  consideration  of  the  three-fifths 
intereet  thus  acquired,  agrees  to  furnish  funds  necessary  for  obtaining  let- 
ters patent  and  for  exploiting  the  invention  and  improvements.  In  an 
interference  subsequently  arising  between  them  the  question  at  issue  is 
simply  which  party  procured  from  the  other  the  idea  of  the  invention,  for 
the  roflnrtlnn  to  practice  may  be  regarded  as  of  either.  *  Milton  v.  iTiaff- 
ley,  420. 

22.  SAMK->KHAUi>^Tho  assignee,  if  he  made  the  discovery  in  question,  did  so 

only  hi  the  elaboration  and  reduction  to  practice  of  the  ideas  of  the  original 
invt^utor,  and  his  obligations  to  the  latter  he  should  not  now  be  pemutted 
|o  i^pudiate  by  procuring  a  patent  in  which  the  latter  has  no  interest.  To 
allow  this  would  be  to  place  a  premium  upon  fraud.     *Id. 

J)ji,  Hame — Same — At  the  time  of  the  contract  it  was  certainly  not  contemplated 
that  the  assignee  should  be  let  into  the  secrets  of  the  invention  and  become 
entitled  to  the  larger  share  of  the  profits  and  yet  be  free  to  experiment  as 
he  pleased  and  appropriate  to  his  own  use  the  result  of  hia  experiments. 
Such  a  course  would  be  a  fraud  upon  the  partnership.     *Id, 

24.  Partnership — Inventorship  of  Assignee  not  Decided— Patent  to  Issue 

TO  Appellant — Whether  the  appellee,  who  is  the  original  assignee,  made 
the  invention  in  question  is  not  decided;  but  if  he  did,  he  made  it  for  the 
benefit  of  the  partnership,  and  therefore  the  appellant,  who  is  the  original 
inventor,  should  receive  the  patent.     */<f. 

25.  Rehearing — Jurisdiction  of  Court  of  Appeals— Priority— Upon  a  peti- 

tion for  rehearing  on  the  ground  that  the  Court  of  Appeals  of  the  District 
of  Columbia  had  no  Jurisdiction  over  an  interference  case  appealed  to  it, 
except  on  the  question  of  priority  of  invention,  and  yet  that,  instead  of 
deciding  that  question,  it  decided  that  appellant  was  entitled  to  the  patent 
on  account  o£  tVie  lela^tlons  existing  between  him  and  the  appellee,  Sdd 
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that  it  was  not  necessary  to  adjudge  in  formal  terms  that  the  appellant  is 
the  prior  inventor  when  he  has  been  adjudged  to  be,  in  law,  the  only 
inventor.     *  Milton  ▼.  Kimgsley,  426. 

26.  Appropriatimo  Invention  of  Another — Question  to  be  Decided— If  one 

party  has  appropriated  the  invention  of  another  and  claims  it  as  his  own, 
there  can  properly  be  no  question  of  priority  of  invention  or  of  prior 
inventor.  There  is  but  one  invention  and  one  inventor,  and  the  other  is 
simply  a  claimant  without  right.  Yet  it  is  not  to  be  supposed  that  rival 
claims  of  such  parties  do  not  constitute  a  proper  subject  for  interference 
proceedings  in  the  Patent  Office.     *  Id. 

27.  Amendment— New  Matter— Motion  Under  Rule  122— Dissolution— Fail- 

ure to  make  a  motion  under  Rule  122  to  dissolve  an  interference  upon  the 
ground  that  an  accepted  amendment  to  one  of  the  applications  involved  is 
for  new  matter  amounts  to  an  acquiescence  in  such  acceptance  and  in  the 
decision  of  the  Office  that  such  amendment  does  not  involve  new  matter. 
*Croaketf  v.  Atterhuryy  437. 

28.  Patentability — Claims  Involved  in  Interference — Ex  parte  Consider- 

ation—Where  the  question  of  priority  has  been  decided  without  the  sus- 
pension of  an  interference  proceeding,  the  question  of  patentability  of  a 
claim  involved  in  the  interference  will  be  considered  not  inter  partem  but  ex 
parte  by  the  Primary  Examiner.    Pell  v.  Pierp<nnt,  38. 

29.  Preuminary  Statement— Estoppel — The  rule  that  one  is  bound  by  the 

statements  in  his  preliminary  statement  applies  only  to  the  proceedings  in 
which  the  parties  are  involved.    Sievert  v.  Shuman,  47. 

30.  Motion  to  Dissolve— Rule  122 — A  motion  to  dissolve  under  Rule  122  must 

be  made  after  the  declaration  of  an  interference,  at  which  time  both  parties 
have  the  right  to  be  heard.    Id, 

31.  Priority — Dilioence — Scudder  being  the  first  to  conceive  of  the  invention 

and  having  used  reasonable  diligence,  under  the  circumstances,  in  reducing 
to  practice,  is  awarded  priority.     Scudder  v.  Mergenthaler,  50. 

32.  Same — Diligence — Indulgence — Scudder,  after  conceiving  of  the  invention, 

being  confronted  with  large  expenditure  as  to  the  making  of  the  machine 
and  with  the  question  whether  the  machine  when  perfected  was  an  improve- 
ment upon  the  existing  Mergenthaler  machine,  and  not  capable  of  separate 
and  independent  manufacture,  except  by  license  under  the  Mergenthaler 
patents,  is  entitled  to  some  indulgence  while  he  is  enlisting  the  capital  of 
others,  while  maturing  his  own  plans,  and,  in  the  case  of  so  complicated  a 
machine,  while  dwelling  upon  the  details  of  construction.    Id, 

33.  Diligence— Fiung  Application  Before  Making  Test— While  an  inventor 

might  file  an  application  in  the  Patent  Office  covering  an  invention  before 
making  a  test,  yet  it  is  not  required  that  he  should  do  so,  but,  on  the  other 
hand,  it  is  presumable,  if  it  be  not  required,  by  plain  implication  from  the 
language  of  section  4920,  Revised  Statutes,  that  he  should  occupy  himself 
first  in  adapting  and  perfecting  his  invention.     Id. 

34.  Testimont— Construing    Drawing— Expert   Witnesses — The   negative 

opinion  of  a  witness,  however  skilled  or  expert,  that  a  drawing  is  meaning- 
less of  which  he  was  not  informed  what  the  subject-matter  was  does  not 
weigh  greatly  against  the  positive  testimony  of  another  witness  who  finds 
meaning  in  the  same  drawing  when  the  drawing  itself  appears  naturally  to 
support  such  meaning.  All  the  testimony  must  be  construed  together,  and  in 
such  maimer  that,  like  charters  and  statutes,  it  may  have  meaning,  if  it 
reasonably  may,  rather  than  that  it  fall  away.    Id, 

35.  Burden  of  Proof— I^rst  to  Make  Claim— Rule  116— The  first  to  make  a 

claim  in  substance  and  efiect  covering  the  invention  is  the  senior  party. 
(Edison  V.  Ball,  C.  D.,  1895,  811;  71  O.  G.,  1313.)    Biohardaon  v.  Leidqen^  63. 
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granted.     *  AUingUm  v.  CurU$  Matw^  ^r    ,  r  *v    a.^^oX 

oo  i  ^tAe  diBcloenTe  of  the  datM  of 

JZ4.  ,*^  ,.  m  y 

o   VATr^,,««  ^    Ti  *  i!k?to  flnnrounding  the  case,  awl 

2.  VALTOiTY  OP  Patent  Attacf-  -•^'!\     .,        u         n     ^^  .m 

,  .,        .        .       ,  ^j^uJd  not  have  been  allowed.    *1L 

and  there  is  not  a  clc  ^'^^             i-i      i_                 •     ^   *u 

,      , ,      ^  .            ^,  ,  />juctick — Croekey    conceived  the 

should  not  issue.   "^  ^     .                   *       ,  -x  *            ♦•      rk  *  v      o   lom 

Q    T\»^,«,    ,        a  nfdaeed  it  to  practice  October  3,  1892. 

3.  Decision  op  Supre'  -^  .     t  i      ^ooo       ^  «i  ^           n       w 

.,     a  ^  .Htn  in  July,  1892,  and  filed  an  allowable 

the  Supreme  C'  "^     ...  ^  a^x    i         i    xv         •       •         *     • 

^  y^d  tbat  Atterbury  is  the  prior  inventor  u 

]|^^2iabie  diligence  on  Croekey's  part.     *  CrMkeg 

..  ^  .  ^  PRAcncK — ^When  at  any  time  within  two  yean 

.    ^  '  ^  ''  uflo/eted  his  process  and  failed  to  do  so,  he  has  not 

of  reMonable  diligence  against  Atterbory,  who  con- 
>     '  "  i;roekeyj  but  filed  an  application  before  Croskey  reduced 


expressed  ma- 
reason  part' 


M 


.   ^"*!'^(^vTEX>— If  no  warrant  be  found  in  an  application  aa  orig- 
,,  A  ^^''     f^  one  of  the  counts  of  an  interference  issue,  the  applicant  is 
•'^•*' •*      Y^ntor  of  such  count.     Dewey  v.  Colbjfy  13. 
""^^  ^^.'i,^ixji»— Application  for  Appakatu»— Transfer — Claims   to  a 
^^'^t^  if  BO  such  method  is  warranted  by  the  original  discloenre,  rest 
'^   gi^aneerUdn  basis;  but  such  claims,  if  so  bound  up  with  the  apparatus 
"pother  application  of  the  same  inventor  as  not  to  warrant  different 
roeivhip  of  the  two,  may  accompany  the  real  invention,  which  is  the 
pjjstaa,  proper  oath  being  filed.    Id, 
i^GNJ«^^  ^'  Future  Inventions — Reduction  to  Practice — An  agree- 
meot  is  made  between  an  inventor,  on  the  one  hand,  whereby  he  aasigns  a 
thiee-fi^s  interest  in  his  present  and  future  inventions  relating  to  a  par- 
ticular subject,  and  an  assignee,  who,  in  consideration  of  the  three-fifths 
interest  thus  acquired,  agrees  to  furnish  funds  necessary  for  obtaining  let- 
ters patent  and  for  exploiting  the  invention  and  improvements.    In  an 
interference  subsequently  arising  between  them  the  question  at  issue  is 
simply  which  party  procured  from  the  other  the  idea  of  the  invention,  for 
the  reduction  to  practice  may  be  regarded  as  of  either.     *Milion  v.  KingB- 
ie$.  420. 
S3.  Same — Fraud— The  assignee,  if  he  made  the  discovery  in  qnestion,  did  so 
only  in  the  elaboration  and  reduction  to  practice  of  the  ideas  of  the  original 
inventor,  and  his  obligations  to  the  latter  he  should  not  now  be  permitted 
to  repudiate  by  procuring  a  patent  in  which  the  latter  has  no  interest.    To 
allow  this  would  be  to  place  a  premium  upon  f^aud.     *Id. 

S!^  Same — Same— At  the  time  of  the  contract  it  was  certainly  not  contemplated 
that  the  assignee  should  be  let  into  the  secrets  of  the  invention  and  beoome 
entitletl  to  the  larger  share  of  the  profits  and  yet  be  free  to  experiment  as 
he  pleased  and  appropriate  to  his  own  use  the  result  of  hia  experiments. 
Such  a  course  would  be  a  fraud  upon  the  partnership.     *Id. 

1M^  Tartnership — Inventorship  of  Assignee  not  Decided — Patent  to  Issue 
Tt>  Appellant — Whether  the  appellee,  who  is  the  original  assignee,  made 
the  invention  in  question  is  not  decided;  but  if  he  did,  he  made  it  for  the 
WuetU  of  the  partnership,  and  therefore  the  api>ellant,  who  ia  the  originti 
inventor,  should  receive  the  patent.    */d. 

35.  l^nmuRiNo— Jurisdiction  of  Court  of  Appeals— Priority— Upon  apeti- 
i4«M\  for  rehearing  on  the  ground  that  the  Court  of  Appeals  of  the  District 
«^  Columbia  had  no  Jurisdiction  over  an  interference  case  appealed  to  it, 
f^xt'^'pl  on  the  question  of  priority  of  invention,  and  yet  that,  instead  of 
deeidiuii:  that  question,  it  decided  that  appellant  was  entitled  to  the  ^tsot 
on  account  of  the  relations  existing  between  him  and  the  appellee,  Sdi 
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the  exercise  of  reasonable  diligence  conld  not  have  been  found,  and  in  fact 
were  not  found,  earlier.     Id. 

47.  Same — Same — The  fact  that  an  affiant  who  is  one  of  the  parties  did  not  give 

the  original  preliminary  statement  adequate  study,  did  not  follow  back  the 
details  m  his  mind,  did  not  at  the  time  it  was  made  recollect  anything 
important  about  it,  and  confused  the  article  which  he  afterwards  manufac- 
tured with  the  one  which  he  then  invented  are  not  sufficient  grounds  to  jus- 
tify disposing  of  the  original  statement  by  substituting  therefor  an  amended 
one.    Id. 

48.  Motion  to  Dissolve — No  Interference — Overcoming  Reference — Rule 

75 — Appeal  by  Appert  from  refusal  to  grant  motion  to  dissolve,  brought 
upon  the  ground  of  no  interference  in  fact  and  also  upon  the  ground  that 
Schmertz  has  not  overcome  French  patent  to  Appert  under  Rule  75, 
dismissed  upon  both  grounds.     Schmertz  v.  Jppertf  95. 

49.  Appeal — Affidavit— Rule  75^A  holding  that  an  applicant  has  not  presented 

an  affidavit  sufficient  to  overcome  a  foreign  patent  under  Rule  75,  since  it 
relates  to  the  merits,  is  not  properly  appealable  to  the  Commissioner.    Id, 

50.  Affidavit  Under  Rule  75— Stating  Facts — An    affidavit   under  Rule  75 

should  contain  not  merely  the  deponent's  conclusion  that  he  had  invented 
prior  to  the  time  of  the  reference  sought  to  be  overcome,  but  should  state 
the  facts  supporting  such  conclusion.    Id. 

51.  Sa»ie— Aided  by  Piieuminart  Statement — An  affidavit  under  Rule  75  may 

be  aided  and  supplemented  by  a  preliminary  statement  made  in  an  interfer- 
ence in  which  the  application  is  involved.    Id. 

52.  Same — Preliminary   Statement — Consideration   of   Both  Jointly — ^An 

affiant  under  Rule  75,  when  his  application  becomes  involved  in  interfer- 
ence, is  entitled  to  invoke  the  doctrine  of  priority  of  mere  conception. 
Even  though  he  can  show  evidence  of  nothing  but  mental  acts  prior  to  the 
date  of  the  reference  sought  to  be  overcome,  it  is  the  duty  of  the  Office  to 
consider  whether  his  conception  was  sufficiently  clear  and  distinct  and 
whether  under  all  the  circumstances  of  the  case  his  progress  was  marked  by 
due  diligence.    This  can  only  be  done  upon  the  full  record  of  the  case.     Id, 

53.  Priority  of  Invention— Failure  to  Assert  Priority  on  the  Part  of  a 

Junior  Party — A  contention  that  an  article  embodying  the  issue  was  in 
existence  at  a  time  anterior  to  the  production  of  any  such  article  by  the 
senior  party  is  rendered  doubtful  by  the  failure  of  such  jimior  party,  when 
he  learned  of  the  other's  invention,  to  make  any  suggestion  or  otherwise 
assert  that  he  was  the  true  inventor.    Johnston  v.  Stone,  99. 

INTERFERENCE  BETWEEN  PATENTS  AND  PENDING  APPLICATIONS. 

1.  Bar  to  Grant  op  Patent  to  Applicant— Appeal  Dismissed- During  the 

pendency  of  appeal  in  an  interference  between  a  patentee  and  an  applicant 
it  conclusively  appeared  that  it  is  not  possible  in  any  contingency  to  issue 
a  patent  to  the  applicant.  Held  that  the  appeal  should  be  dismissed  with- 
out deciding  the  question  of  priority.     Hopkinson  v.  Hunter,  1. 

2.  Same— Same — The  Commissioner  has  no  power  to  determine  the  question  of 

priority  between  contestants  except  they  be  applicants  for  patents  or  except 
one  of  them  be  an  applicant  to  whom,  if  he  should  prevail,  a  patent  might 
at  the  time  of  the  decision  be  properly  issued.  (  Bourne  v.  Goodyear,  9  Wall., 
811 ;  Mills  V.  Green,  16  S.  C.  R.,  132 ;  Cheong  Ah  Moy  v.  United  States,  1 13  U.  8., 
216;  Dakota  Co.  v.  Glidden,  113  U.  S.,222.)    Id. 

INTERLOCUTORY  DECREES.     See  Appeal  to  the  Circuit  Court  of  Appeals,  1, 2. 

INTERNATIONAL  CONVENTION  FOR  THE  PROTECTION   OF  INDUSTRIAL 
PROPERTY.     See  Trade-Marks,  31. 
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INYALIDITY  OF  PATENTS.  See  Construotum  of  SpeoifioaUant  and  PateiU$,  2; 
Demurrer s  1. 

INVENTION.  See  Conetruction  of  Specifloations  and  PatenU,  4, 6,  8, 11, 12,  U;  Demur- 
rer, 2 ;  Deeigne,  2,  8 ;  Particular  Patents,  6,  11,  12,  17,  26,  30,  33,  42,  47,  49, 51, 
79,  85,  89,  90;  Patentability;  Praceea;  Public  Appreciation  Evidence  of  Inven- 
tion; Suite  for  Infringement,  3. 

1.  Supplying  Means — Aftkuthouoht — Non-Invkntion — If  the  idea  of  famish- 

ing an  element  to  a  device  was  not  present  to  the  mind  at  the  time  the  thing 
was  made,  but  was  an  afterthought  perceived  from  subsequent  experiences 
or  scientific  inspection  and  analysis,  Held  that  there  is  no  invention  in  thns 
by  accident  supplying  the  means  of  a  function  not  contemplated.  *  Welle  r, 
Curtie  et  aL,  164. 

2.  Same— Obvious  Change — No  Invention— Where  the  change  was  reqoired  in 

consequence  of  the  defects  suggested,  and  consisted  in  widening  a  pawl  of 
a  ratohet-wheel  so  that  its  heel  would  rest  upon  the  tooth  behind  it,  and,  as 
the  tooth  is  straight  across  the  periphery  of  the  wheel,  the  pawl  would  be 
prevented  from  turning,  this  being  a  mere  change  in  form  of  a  part  of  the 
combination  adopted  for  the  purpose  of  correcting  its  occasionally  defective 
action,  Held  to  be  a  modification  so  obvious  to  a  person  skilled  in  that  sab- 
ject  as  not  to  have  required  anything  more  than  the  ingenuity  which  such 
a  person  might  be  expected  to  possess.     *Id. 

3.  Infringement— PNEUMA'nc  Tires — The  Brown  and  Stillman   patent,  No. 

488,494,  dated  December  20, 1892,  for  a  pneumatic  tire  containing  an  inflata- 
ble tube  and  made  inextensible  circumferentially  by  means  of  circumferen- 
tial reinforcements  along  two  lines  within  the  edges  and  above  the  bottom 
of  the  groove,  whereby  the  tire  is  made  to  seat  itself  on  inflation  and  the 
necessity  for  mechanical  connection  with  the  rim  is  obviated,  construed  as 
to  the  first  claim,  which  is  Held  to  show  patentable  invention  and  to  be 
infringed  by  the  Moomy  patent,  No.  513,617,  of  January  30,  1894.  Mmm- 
ean  Dunlop  Tire  Company  v.  Erie  Rubber  Company,  197. 

4.  Analogous  Use — A  claim  that  an  older  device  was  not  designed  for  the  par- 

ticular use  to  which  a  new  device  is  peculiarly  adapted  is  no  answer  to  the 
fact  that  the  older  device  would  perform  the  same  functions.  *Codfnan  etal, 
V.  Amia,  291. 

5.  Rope-Clamps — There  is  no  invention  in  simply  clamping  an  open  ring  of  metal 

around  a  braided  or  twisted  rope  to  prevent  unbraiding  or  untwisting. 
^Covert  V.  Travers  Brothers  Company,  321. 

6.  Adaptation — The  mere  adaptation  from  a  different  art  of  devices  which  sae- 

oessfully  accomplish  in  a  given  apparatus  results  hitherto  imperfectly  accom- 
plished by  crude  and  inefficient  apparatus  does  not  involve  invention. 
'Excelsior  Elevator  Guard  and  Hatch  Cover  Company  v.  Foots  et  al.,  390. 

7.  Patentability — Simple  Invention — ^An  invention  does  not  cease  to  be  mer- 

itorious because  it  is  simple.  The  test  should  be  not  whether  the  mechanism 
is  simple  or  complex,  but  whether  the  patentee  has  given  the  world  some- 
thing new,  whether  the  public  is  richer  for  his  contribution  to  the  art, 
whether  he  has  produced  novel  and  beneficial  results.  Invention  should  be 
determined  more  by  an  ascertainment  of  what  the  inventor  has  actually 
accomplished  than  by  a  te3hnical  analysis  of  the  means  by  which  the  result 
is  attained.    *  Gould  Coupler  Company  v.  Pratt  et  al.,  392. 

8.  Ice-Planer— Use  of  Rack  and  Pinion — The  use  of  a  rack  and  pinion  for 

raising  and  lowering  a  cutter-head  used  in  an  ice-planer  does  not  involve 
invention  in  view  of  the  previous  use  of  such  rack  and  pinion  for  adjusting 
a  wood-planer.     Ex  parte  Briggs,  17. 

9.  Mere  Substitution  not  Invention— There  is  no  invention  apparently  involved 

in  putting  some  other  mechanism  well  known  in  the  art  and  well  adapted 
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for  Buoh  use  in  the  place  of  previously  used  mechanism  in  an  old  device 
operating  in  an  old  way  when  such  substitntion  does  not  involve  any  material 
rearrangement.  *Kew  Departure  Bell  Company  v.  Bevin  BroikerB  Manvfaoiur- 
ing  Company,  428. 

10.  Merb  Addition,  Mbre  Change,  not  Invention — It  is  not  invention  to  insert 

an  additional  gear  and  pinion  wheel  in  a  train  of  such  wheels;  nor  is  it 
invention  to  substitute  a  reacting  spring  at  one  end  of  the  train  of  motion 
for  a  similar  spring  at  the  other  end.     ''Id, 

11.  Presumption  of  Invention — The  Production  of  Superior  Device — Pre- 

sumption in  favor  of  invention  in  a  device  which  embodies  the  substitution 
of  an  old  form  of  mechanism  for  one  which  did  not  render  the  device  practi- 
cable, though  such  substitution  renders  the  device  simple,  dnrabje,  reliable, 
convenient,  and  attractive,  when  there  is  no  showing  that  the  old  form  of 
mechanism  was  known  to  workers  in  the  art,  does  not  arise.    *ld. 

12.  New  Use  of  Old  Elements — It  does  not  require  invention  to  provide  an  old 

form  of  garment-stay  with  projections,  which  are  also  old  for  the  same  pur- 
pose in  devices  of  a  similar  character,  by  means  of  which  the  stay  may  be 
attached  to  a  garment.  *  Ypailanti  Dreaa  Stay  Manufacturing  Company  v.  Van 
Valkenburg  et  al.,  451. 

13.  Popularity — Invention  cannot  be  predicated  upon  popularity  alone.    *  Jd. 

14.  New  Use — There  is  no  patentable  novelty  in  adding  end  caps  to  the  steel  of  a 

particular  garment-stay  when  such  caps  had  previously  been  attached  to 
similar  steels.     *Id, 

15.  Patentability — Results — A  constmction  which  consists  in  giving  the  holes 

in  a  gas-heater  a  downward  inclination,  when  such  construction  is  attended 
by  greater  efficiency,  is  patentable  over  the  prior  art,  which  consisted  in 
the  use  of  holes  with  a  horizontal  or  with  only  an  accidental  inclination. 
*  Taylor  Burner  Company ^  Limited,  v.  Diamond^  468. 

16.  Change  of  Structure — It  does  not  require  invention  merely  to  unite  two 

short  cars  so  as  to  make  a  single  long  car  with  a  transverse  platform  run- 
ning across  its  center.     ^Cheeterman  v.  Lindell  Railway  Company,  473. 

17.  Anticipation — Double  Use — A  new  combination  and  arrangement  of  old 

parts,  whereby  spinning  spindles  instead  of  running  in  rigid  bearings  are 
flexibly  mounted  on  the  rails,  so  as  to  allow  of  greatly  increased  speed  of 
revolution.  Held  to  involve  invention  and  not  to  be  anticipated  by  the  use 
of  similar  devices  in  centrifugal  machines  for  drying  sugar  or  creaming 
milk.  The  two  devices  are  so  different  in  size,  structure,  and  uses  to  which 
they  are  adapted  that  it  is  not  a  case  of  double  use.  (Potts  ^  Co,  v.  Creager, 
C.  D.,  1895,  143;  70  O.  G.,  494;  15  Sup.  Ct.,  194;  155  U.  S.,  607,  appUed.) 
*' Taylor  et  al,  v.  Sawyer  Spindle  Company,  546. 

18.  Patentability — There  is  no  patentable  invention  involved  in  swaging  or 

striking  up  by  means  of  a  die,  from  a  blank  of  iron  or  steel,  a  rail  brace  of 
a  form  which  had  previously  been  made  of  cast  metals.  (Kilhourne  v.  W. 
Bingham  Co.,  C.  D.,  1892,  477;  60  O.  G.,  577;  1  C.  C.  A.,  617;  50  Fed.  Rep., 
697,  followed.)     *  Strom  Manufacturing  Company  y.  Weir  Frog  Company, BIH. 

19.  Simplicity — Result  New  and  Useful— Public  Loss — Simplicity  does  not 

negative  invention,  when  a  new  and  useful  result  is  accomplished,  where  the 
process  has  clearly  assisted  in  the  manufacture  of  the  product  and  where,  if 
the  process  were  to  be  eliminated  from  public  knowledge,  loss  to  the  public 
would  result.  *  Western  Mineral  Wool  and  Ineulating  Fibre  Company  v.  Olohe 
Mineral  Wool  Company,  622. 

20.  Patentability— Process  of  Purifying  On/— Use  of  Copper  Matte— In  a 

process  of  purifying  oil  the  use  of  pulverized  copper  matte  to  remove  the 
''skunk"  from  the  oil  is  an  improvement  upon  the  use  of  a  mixture  of  pulver- 
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ized  copper  oxid  and  pnlverized  iron  oxid  of  snch  character  as  is  not  to  be 
expected  from  those  versed  in  the  art,  and  required  invention.  Ex  parte 
Frasohf  11. 

21.  Substitution  of  Material — An  improvement  consisting  mainly  in  the  nse  of 

metal  instead  of  wooden  panels  for  the  ends  or  sides  of  seats  for  street-cars 
does  not  amount  to  invention.     ^J,  G,  Brill  Company  v.  WiUon  ei  al.^  651. 

22.  Analogous  Use — Skill  of  Mechanic — The  use  of  ironing  rolls  for  smooth- 

ing webs  of  bromide  paper  is  analogous  to  their  use  in  making  carbon  paper. 
It  requires  nothing  bey onH  mechanical  skill  to  increase  the  distance  between 
such  rollers  and  a  set  of  hang-ups.    *  Eastman  Company  v.  Getz  ^  Hoover^  655. 

23.  Same — Non-Invention — The  application  of  parts  of  a  sandpapering  machine, 

used  in  their  ordinary  relations,  to  the  manufacture  of  bromide  paper  does 
not  involve  invention,  since  the  process  of  coating  with  glue  is  closely  allied 
to,  if  not  identical  with,  that  of  coating  paper  with  gelatin.     *J<f. 

INVENTION  DESCRIBED  BUT  NOT  CLAIMED.    See  ConstrwitUm  of  Spedficationa 
and  Patents,  27,  28,  29;  Interference,  42;  Beissues,  4,  5. 

ISSUE  IN  INTERFERENCE  CASES.     See  Interference,  36. 

JOINT  INVENTORS.    See  Application  by  Joint  Inventors;  Interference,  21,  23. 

JUDGMENT.     See  Parties  to  Suit, 

JUDICIAL  KNOWLEDGE.    See  Demimrer,  1. 

JUDICIAL  NOTICE.    See  Practice  in  the  Patent  Office. 
Things  of  Common  Knowledge — The  court  has  a  legal  right  and  it  is  its  duty 
to  take  Judicial  notice  of  such  matters  of  science,  art,  and  mechanism,  and 
things  of  common  knowledge,  as  are  involved  in  cases  brought  before  it  for 
determination.     *  Carter  Machine  Company  v,  P.  H.  Hanes  ^'  Co,,  228. 

JUDICIAL  NOTICE  OF  MATTERS  OF  COMMON  KNOWLEDGE.    See  Canetrue- 
tion  of  Specifications  and  Patents,  11;  Particular  Patents,  51. 

JURISDICTION.    See  Title  to  Patent, 

JURISDICTION   OF  THE   ASSISTANT   COMMISSIONER   OF   PATENTS.     See 
Assistant  Commissioner  of  Patents, 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.    See  Appeal  to  tht  Sec- 
retary of  the  Interior. 

JURISDICTION  OF  THE  SUPREME  COURT  OF  THE  UNITED  STATES.    See 
Appeal  to  the  Supreme  Court  of  the  United  States. 

LACHES.    See  Diligence;  Infringement,  13;  Interference,  IS, 

LICENSEES. 
Action  by  Licensee — A  mere  licensee  has  no  authority  to  sue  inftingers  in  his 
own  name.     *  Chauche  et  al.  v.  Pare,  614. 

LICENSES.     See  AssignmenU,  10, 11 ;  ContracU,  2 ;  Suits  for  Infringement,  4 ;   Validity 
of  Patent  Denied  by  Patentee. 

1.  Transfer — A  transfer  of  '^  plant  and  goodwill,     »     »     *    including  the  con- 

tract of  license,"  is  a  contract  to  the  eflfect  that  machines  which  form  a  part 
of  the  plant  are  thereby  transferred  subject  to  any  restrictions  of  the  license, 
and  such  machines  cannot  be  used  or  sold  except  in  accordance  with  the 
terms  of  such  license.     *  International  Pavement  Company  v.  Bichardson,  455. 

2.  Defense — Ignorance — A  defense  that  machines  were  bought  by  the  defendant 

without  notice  of  a  clog  upon  the  title  to  them  will  not  avail  when  U  appears 
that  the  contract  by  which  the  machines  were  conveyed  contains  a  reference 
to  the  license  which  contains  the  liuiitations  constituting  the  clog  referred 
to,  and  knowledge  is  Justly  imputable  to  the  defendant  in  such  case.    *Id, 
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3.  Equity  Enforcement — When  machines  are  acquired  under  the  provisiouB  of 

a  license  which  prohibits  the  disposal  of  such  machines  except  to  other 
licensees,  and  which  permits  the  purchasing  licensee  to  use  and  enjoy  such 
machines  subject  to  all  the  conditions  of  his  own  license,  the  said  conditions 
are  equitably  onforcible  against  such  purchasing  licensee.     *Id, 

4.  Exclusive  License — Illegal  Contract — Restraint  of  Trade — An  exclusive 

license  for  a  consideration  by  a  corporation  to  a  person  assigning  to  it  his 
patent  to  manufacture  and  sell,  as  agent,  upon  his  own  account  subject  to 
uniform  terms  and  conditions,  the  corporation  itself  agreeing  not  to  manu- 
facture, is  part  of  an  illegal  combination  and  in  unwarrantable  restraint  of 
trade.    *  National  Harrow  Company  v.  Hench  ^  Dromgold,  514. 

5.  Illegal  Combinations   Between   Individuals — Combinations  between  a 

number  of  persons  engaged  in  the  same  general  business  to  prevent  compe- 
tition and  maintain  prices,  being  against  public  policy  and  illegal,  the  same 
principle,  notwithstanding  the  patentee's  exclusive  control  of  his  invention, 
is  applicable  in  questions  concerning  patents.     *Id, 

LIMITATION  IMPOSED  BY  THE  UNITED  STATES  PATENT  OFFICE.  See 
Construction  of  SpeoificaHons  and  Patents,  7, 18,  19,  21;  Particular  Patents,  33; 
Reissues,  4. 

LIMITATION  OF  ALLOWED  CLAIM  BY  ARGUMENT  UPON  A  REJECTED 
CLAIM.    See  Estoppel. 

LIMIT  OF  APPEAL.  See  Appeal  to  the  Circuit  Court  of  Appeals,  8;  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia. 

MACHINES.    See  Infringements,  5 ;  Licenses,  1,  2,  3. 

MARKING  ARTICLES  "  PATENTED." 
Injunction — Damages — The  contention  that  there  is  no  proof  of  public  notice 
by  the  complainant  by  marking  his  machines  relates  only  to  the  question  of 
damages  and  does  not  apply  to  an  ii^unction  proceeding.     *  Beach  v.  Inman 
Manufacturing  Company  et  al.,  157. 

MASTER'S  REPORT.     See  Appeal  to  the  Circuit  Court  of  Appeals,  8. 

MEASURE  OF  DAMAGES.    See  Suits  for  TnfHngement. 

MECHANICAL  SKILL.  See  Construction  of  Specifications  and  Patents,26;  Invention, 
1, 2, 3, 5, 6, 8, 9, 10, 11, 12, 14, 16, 20, 22, 23 ;  Particular  Patents,  30. 

MECHANICAL  TERMS.     See  Designs,  6. 

METHOD.    See  Interference  20;  Reduction  to  Practice,  1. 

MISTAKE.    See  Interference,  46,  47;  Reissues,  3. 

MODEL.    See  Construction  of  Specifications  and  Patents,  9. 

MODE  OF  OPERATION.  See  Construction  of  Specifications  and  Patents,  5;  Infringe- 
ment, 8. 

MOTION  TO  DISSOLVE  INTERFERENCE.    See  Interference,  27,  30,  36,  48. 

MULTIFARIOUS  CLAIMS.     See  Particular  Patents,  82. 

NEW  EVIDENCE.     See  New  Trial. 

NEW  MATTER.    See  Drawings,  1 ;  Interference,  19,  20,  27 ;  Reduction  to  Practice,  2. 
Illustration — Subsequent  Claim — An  illustration  which  amounts  to  no  more 
than  a  suggestion  is  not  sufficient  warrant  for  a  claim  tiled  nearly  two  years 
after  the  application  and  nine  days  after  an  interfering  patent.    Dewey  v. 
Colby  f  12. 
NEW  TRIAL. 
New  Evidence — Burden  upon  Defendant— Where  the  claims  of  a  patent  had 
heen  adjudicated  adversely  to  defendants,   and  at  another  trial  the  sole 
defense  relied  upon  hy  them  was  new  evidence  of  anticipation;  the  harden 
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is  npon  them  to  support  the  defense  by  snoh  proof  as  would  convince  tb« 
court  that  had  it  been  presented  upon  the  former  trial  it  would  probably 
have  led  to  a  different  conclusion.  *  AlUngian  f  Curtis  MaaMtfaolmrimg  Ctm- 
pany  et  al,  y.  Lynch  et  al.,  224. 

NEW  USE.    See  Construction  of  Spsoifioaiions  and  Patents,  i;  Invention,  4,  6,  8, 12, 14, 
20;  22y  23. 

NOTICE  OF  INFRINGEMENT.    See  InfHngement,  24. 
OFFICERS  AND  AGENTS.    See  Parties  to  Suit. 

OFFICERS  OF  THE   UNITED  STATES.    See  SuiU  for  InfHngement  Against  tke 
United  States,  2. 

OLD  DEVICES.    See  Invention,  4,  6,  8,  9,  10,  11;  Particular  PatenU,  6,  90. 
OLD  ELEMENTS.    See  Construction  of  Specifications  and  Patents,  3;  Equivalents,  1; 
Infringement,  4,  5 ;  Invention,  12,  18,  19. 

OMISSION  OF  PARTS.    See  Infringement,  4,  5,  6,  8,  12,  14,  27,  34. 

PARTIAL  USE.    See  Combinations;  InfHngement,  6,  8,  12,  14,  22,  27,  28,34;  Illume- 
tion,  4;  Particular  Patents,  84. 

PARTICULAR  PATENTS.    See  Injunction,  1;  Invention,  3. 
L  Alkins— Rail-Bracb— No.  352,286— Void— Letters  Patent  No.  352,286,  dated 
November  9,  1886,  to  Charles  Alkins,  for  improvements  in  rail-braces,  Hsld 
void  on  its  face  for  want  of  novelty  and  invention.     *  Strom  Man^faetunng 
Company  v.  Weir  Frog  Company,  618. 

2.  Same — Same — Sufficient  Description- Section  4888,  Revised  Statutes— 

In  view  of  the  antiquity  of  the  art  of  swaging.  Held  that  claims  1, 2, 3, 9, 
and  10  are  not  void  for  want  of  a  sufficient  description  to  comply  with 
Revised  Statutes,  section  4888,  though  the  process  is  not  stated  in  fall. 
{Kilboumey.  W,  Bingham  Co,,  C.  D.,  1892, 477;  60  O.  G.,  677;  1  C.  C.  A.,  617;  50 
Fed.  Rep.,  697,  followed.)     *Id, 

3.  Atwood — Support   for   Spindles   for   Spinnino-Machines — ^No.  253,572— 

Infringement — Valid — Letters  Patent  No.  253,572,  dated  February  14, 
1882,  granted  to  John  E.  Atwood,  for  supports  for  spindles  for  spinning- 
machines.  Held  valid  and  infringed  as  to  claims  3,  4,  and  5.  'Taylor  et  dL 
V.  Sawyer  Spindle  Company,  546. 

4.  Barnes— Car-Coupling— No.  337,650— Infrinoeheitt— Claim  3  of  Letters 

Patent  No.  337,650,  granted  March  9,  1886,  to  Charles  O.  Barnes  and  Lucien 
Barnes,  sr.,  for  improvements  in  car -couplings  of  the  Janney  type,  must  be 
limited  to  the  specific  details  shown  and  described,  and  thus  limited  it  is 
not  infringed.    *  Gould  Coupler  Company  v.  Pratt  etal.,  392. 

5.  Beach— llACHiNE  for  Attaching  Stays  to  the  Corners  of  Boxes — Reis- 

sue No.  11,167 — Claims  Broad— Validity— Infringement— Claims  1,  2, 
and  3  of  reissue  Letters  Patent  No.  11,167,  to  F.  H.  Beach,  for  a  machine  for 
attaching  stays  to  the  comers  of  boxes,  reissued  May  26,  1891,  covering  the 
combinations  of  parts  broadly,  without  any  restriction  to  the  details  of 
mechanical  construction,  examined  and  Held  valid  and  infringed.  *Beadi 
V.  Inman  ManufactuHng  Company  et  al.,  157. 

6.  Same— Same— Same— Same— Novelty— Double  Use— Claims  1,  2,  and  3  of 

reissue  Letters  Patent  No.  11,167,  to  F.  H.  Beach,  for  a  machine  for  attach- 
ing stays  to  the  comers  of  boxes,  reissued  May  26,  1891,  covering  the  com- 
binations of  parts  broadly,  examined,  and  Heliluotanticipatedby  a  machine 
for  pasting  address- labels  on  folded  newspapers,  though  the  addressing 
machine  could  easily  have  been  adapted  to  be  used  in  the  art  of  box-making. 
"The  Dennis  and  Yorke  machine  was  not  in  this  prior  art,  and  when  Beach 
took  it  from  another  art,  where  it  was  doing  different  work,  and  by  modifi- 
cation adapted  it  to  efficient  use  in  his  own  art,  and  thereby  gave  to  his 
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own  art  the  firat  machine  it  ever  had  which  conld  do  work  necessary  to  be 
done  and  always  theretofore  done  by  hand,  he  made  an  invention  to  the 
fruits  of  which  he  should  be  entitled/'    */d. 

7.  Samb — Samb— Same— Infringement— Claims  i,  5,  and  7  of  reissue  Letters  Pat- 

ent No.  ll,167y  to  F.  H.  Beach,  for  a  machine  for  attaching  stays  to  the 
comers  of  boxes,  reissued  May  26, 1891,  Held  infringed  by  a  machine  differ- 
ing only  in  trivial  details.     */d. 

8.  Beckwith— Railway-T'>rpedo — No.  409,902— Infrikobhemt— Letters  Patent 

No.  409,902,  issued  August  27,  1889,  to  Walter  C.  Beckwith,  for  a  railway- 
torpedo,  examined,  and  Held  infringed.     *  Bennett  et  al.,  v.  Sekooley,  455. 

9.  Bell  and  Taintor— Recording  and  Reproducing  Speech  and   Other 

Sounds— No.  341,214— Valid— Infringed— Claims  22  and  24  of  Letters  Pat- 
ent No.  341,214,  granted  May  4,  1886,  to  Bell  and  Taintor,  for  an  improve- 
ment in  recording  and  reproducing  speech  and  other  sounds,  Held  to  be 
▼alid  and  infringed.     *  American  Graphophone  Company  v.  Amet,  498. 

10.  Bergmann— Socket  for  Incandescent   Electric   Lamps  —  No.  311,100 — 

Limited  Construction— Non-Infringement— Letters  Patent  No.  311,100, 
granted  January  20,  1885,  to  Sigmund  Bergmann,  for  sockets  for  incandes- 
cent electric  lamps,  covers  simply  improvements  upon  the  prior  art  in  mat- 
ters of  detail  only  and  must  be  confined  strictly  to  what  has  been  described 
and  shown,  and  with  this  limited  construction  the  defendant  does  not 
infringe.  *  Edison  Electric  Light  Company  v.  Electric  Engineering  and  Supply 
Company,  310. 

11.  Blount— Pneumatic  Door-Check— No.  289,380— Patentable  Invention- 

Infringed— Claim  2  of  Letters  Patent  No.  289,380,  granted  December  4, 1883, 
to  Eugene  I.  Blount,  for  an  improvement  in  pneumatic  door-checks,  con- 
strued, in  view  of  the  state  of  the  art,  not  to  cover  a  pioneer  invention 
warranting  a  broad  and  liberal  application  of  the  doctrine  of  equivalents, 
but  a  patentable  invention  which  is  infringed.  *Blount  Mani^facturing  Com- 
pany  v.  Bardeley,  408. 

12.  Same- Door  Check  and  Closer- No.  458,357— Patentable  Invention— 

Infringed— Claims  2  and  3  of  Letters  Patent  No.  458,357,  granted  August 
25,  1891,  to  Eugene  I.  Blount,  for  a  door  check  and  closer,  Held  to  cover  a 
patentable  combination  and  infringed.    *Id, 

13.  Bowling  —Garment-Stay  —  Reissue    No.    11,009 — Void  —  Letters    Patent 

Reissue  No.  11,009,  granted  July  2, 1889,  and  Letters  Patent  No.  378,080, 
granted  February  21,  1888,  to  Enoch  C.  Bowling,  for  improvements  in  stays 
for  garments,  examined  and,  in  view  of  the  prior  art,  Held  void  for  want 
of  invention.  *  Tpsilanti  Dress  Stay  Manufacturing  Company  v.  Van  Valken- 
burget  at.,  451. 

14.  Brill- Street-Car—No.  315,898— Void— Letters  Patent  No.  315,898,  granted 

April  14,  1885,  to  George  M.  Brill,  for  improvements  in  summer-cars  for 
street  or  tram  railways.  Held  to  be  void  for  want  of  invention.  *  J.  Q,  Brill 
Company  v.  Wilson  et  a/.,  651. 

15.  Brodrick— Prepared  Sheet  for  Stencils— No.  377,706— Valid — Infringed. 

—Letters  Patent  No.  377,706,  granted  February  7,  1888,  to  John  Brodrick, 
for  prepared  sheets  for  stencils,  examined  and,  in  view  of  the  prior  art  and 
the  character  of  defendant's  device.  Held  valid  and  infringed.  *  A,  B.  Dick 
Company  v.  Henry ^  377. 

16.  Brown  and  Stillm an— Pneumatic  Wheel- Tire-No.  488,494 — Limited  Con- 

struction of  Claim— Non-Infringemknt — Claim  1  of  Letters  Patent  No. 
488,494,  granted  December  20,  1892,  to  Alexander  T.  Brown  and  George  F. 
Stillman,  for  an  improvement  in  inflatable  or  pneumatic  wheel-tires  for  cycles 
and  other  vehicles,  restricted  within  the  limitations  imposed  by  the  Patent 
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Office  and  accepted  by  the  applicant  and  Held  not  to  be  infriiiged.  *£ri« 
Rubber  Company  v.  American  Dunlap  Tire  Company,  251. 

17.  Bbowning — Car-Coupling — No.  254,106— Vaud— Infringed— Letters  Patent 

No.  254yl06,  granted  February  28, 1882,  to  Clinton  Browning,  for  impro?e- 
ments  in  car-couplings  of  the  Janney  type,  construed  in  view  of  the  prior 
art  and  Held  to  be  for  a  patentable  combination  and  infringed.  *  Gould 
CoupUr  Company  v.  Pratt  et  ah,  392. 

18.  Same — Same — Same— Non-Infringemknt— Letters  Patent  No.  254,106,  granted 

February  28,  1882,  to  Clinton  Browning,  for  a  car-coupling,  examined  and 
Held  not  infringed.  *  Gould  Coupler  Company  v.  Trofan  Car  Coupler  Compami, 
414. 

19.  Brush- Electric    Lamp — No.  219,208— Not    Infringed  —  Lettera   Patent 

No.  219,208,  granted  September  2,  1879,  to  Charles  F.  Brusl^  for  a  double- 
carbon  electric  lamp,  examined  and  Held  not  infringed.  *  Brush  Eleeirk 
Company  v.  Western  Electric  Company ^  628. 

20.  Burkhardt— Forming    Hollow    Spheroidal    Bodies— No.    378,412— Not 

Infringed— Letters  Patent  to  John  Burkhardt,  No.  378,412,  granted  Feb- 
ruary 21,  1888,  for  a  method  of  forming  hollow  spheroidal  bodies  from  sheet- 
metal  tubes,  examined  and  interpreted  by  the  aid  of  the  contents  of  the  file 
wrapper,  and  Held  not  infringed  by  a  process  which  effects  a  similar  result 
by  the  use  of  different  means.  **  Jackson  et  al,  v.  Birmingham  Brass  Compwf 
et  al.,  352. 

21.  Caldwell— Attaching  Tips  to  Flexible  Tubing  for  Gas— No.  480,247— 

Invalid— Prior  Use— Letters  Patent  No.  480,247,  granted  August  9, 1892, 
to  Alfired  Caldwell,  for  improvements  in  the  mode  of  attaching  tips  to  flexi- 
ble tubing  for  gas,  Held  to  be  inv^alid  on  the  ground  of  prior  use.  "American 
Tubing  and  Webbing  Company  y.  Nicholls  et  al,,  303. 

22.  Campbell— WaterinG'Trough— No.    221,031— Novelty— Infringement— 

Claim  4  of  Letters  Patent  No.  221,031,  granted  October  28,  1879,  to  John  S. 
Campbell,  for  improvements  in  devices  for  watering  stock.  Held  to  be  for  a 
novel  combination,  but  not  infringed.    *Doze  v.  Smith,  297. 

23.  ClAret— Apparatus  for  Cutting  Pearl  Buttons — No.  450,057 — 1nfringei>— 

Letters  Patent  No.  450,057,  granted  April  7,  1891,  to  Jules  Claret,  for  sn 
apparatus  for  cutting  pearl  buttons,  examined,  and  Held  infringed.  *So€i^ 
Anonyme  Usine  J.  Cl4ret  v.  Mehfuss  et  ah,  459. 

24.  Colby— Watch-Pendant— No.  287,001— Valid  and  Infringed.    The  patent 

of  Caleb  K.  Colby,  dated  October  23,  1883,  No.  287,001,  for  an  improvement 
in  watch  pendants.  Held  valid  and  its  first  claim  infringed  by  the  watch- 
cases  manufactured  and  sold  by  the  Dueber  Watch  Case  Manufacturing 
Company.  "Bobbins  et  al.  v.  Dueber  Watch  Case  Manufacturing  Compawif 
et  al,  202. 

25.  Same— Same— Sabce— Void  and  Not  Infringed— Letten  Patent  No.  287.001, 

granted  October  23, 1883,  to  Caleb  K.  Colby,  for  a  watch-pendant,  examined 
and  claim  1  thereof,  Held  void  for  want  of  invention  in  view  of  the  prior 
state  of  the  art,  and,  if  valid,  Held  not  infringed.  *  Dueber  Watch  Case  Man- 
ufacturing Company  et  al.  v.  Bobbins  et  al.y  517. 

26.  Covert— Rope-Clamp— No.  208,157.— Valid— The  Covert  Patent  No.  208,157, 

granted  September  17,  1878,  for  an  improvement  in  rope-clamps,  is  void  on 
its  face  as  to  the  second  claim  for  want  of  invention.  The  first  claim,  whieh 
is  for  a  described  method  of  connecting  two  parts  of  a  rope,  or  two  rope*, 
by  clamping  the  same  with  one  or  more  open  metallic  rings  under  pressure, 
discloses  sufficient  evidence  of  novelty  and  invention  to  prevent  the  same 
from  being  declared  invalid  upon  demurrer  to  the  bill.  *  Covert  v.  Ihiwn 
Brothers  Company,  321. 
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27.  Crooker— Blacking  and  Burnishing  Boots  or  Shoes — Reissub  No.  11,144 — 

Defective  Specification— Void— Reissue  Letters  Patent  No.  11,144,  issued 
February  10, 1891,  to  William  W.  Crooker,  for  blacking  and  burnishing  boots 
boots  or  shoes.  Held  to  be  void,  because  the  specification  does  not  dis- 
close the  whole  truth  in  relation  to  the  invention.  *  Electric  Boot  and  Shoe 
Finishing  Company  v.  Little  et  al.y  555. 

28.  Crosby   and   Kellogg — Machine  for   Crimping   Textile   Materials — 

No.  37,033 — Infringement — Letters  Patent  No.  37,033,  granted  December  2, 
1862,  to  C.  O.  Crosby  and  Henry  Kellogg,  for  a  machine  for  crimping  textile 
materials,  examined  and  in  view  of  the  art  Held  to  be  for  a  pioneer  inven- 
tion and  to  be  infringed.     *Tuttle,  trusteCf  etc.,  v.  Claflin  et  al.,  602. 

29.  Db    Barbaran — Dyeing   Hair — No.    305,057— Infringed  —  Letters   Patent 

No.  305,057,  granted  September  16, 1884,  to  C.  Albert  Conti  de  Barbaran,  for 
a  process  of  dyeing  hair,  examined,  and  Held  infringed  and  an  injunction 
granted.     ^Imperial  Chemical  Manufacturing  Company  v.  Stein  et  a2.,  402. 

30.  Deering — Manufacture  of  Paper  Bags— Reissue  No.  10,083 — Method — 

Process — Novelty — Invalidity — Claim  1  of  Reissue  Letters  Patent 
No.  10,083,  to  Mark  L.  Deering,  for  a  process  or  method  of  making  paper 
bags,  granted  April  11,  1882,  examined,  and  Held,  in  view  of  the  state  of 
the  art,  as  shown  by  prior  use,  to  be  a  mechanical  and  not  an  inventive 
modification  of  preexisting  methods,  and  therefore  invalid.  *  Union  Paper 
Bag  Machine  Company  and  Hollingsworth  «f-  Whitney  Company  v.  Waterbury 
et  al.,  134.     . 

31.  De  Long— Garment-Hook— No.  462,473— Infringed — Claim  1  of  Letters 

Patent  No.  462,473,  grantiul  November  3,  1891,  to  De  Long  et  al.,  for  a  gar- 
ment-hook, construed,  and  Held  to  be  infringed.  ^Richardson  et  al.  v. 
Campbell  «f-  Smith,  192. 

32.  De  Long— Brosnan— Garment-Hook— Nos.  462,473  and  501,320— Priority 

of  Invention — As  between  De  Long,  who  filed  an  application  April  2, 1891, 
and  obtained,  on  November  3,  1891,  Patent  No.  462,473,  for  a  garment-hook, 
and  Brosnan,  who  filed  August  28,  1891,  and  obtained  Patent  No.  501,320, 
dated  July  11,  1893,  also  for  a  garment-hook,  the  testimony  shows  the  for- 
mer to  be  the  prior  inventor.     *ld, 

33.  De  Long— Hook— No.  411,857— Narrow  Patent— Letters  Patent  No.  411,857, 

granted  October  1,  1889,  upon  p^^  application  of  Frank  E.  De  Long,  for  an 
improvement  in  hooks,  examined,  and  Held  limited  to  the  feature  which  in 
the  prosecution  of  the  application  was  declared  to  be  the  essential  feature 
of  the  invention.     *  Richardson  et  al,  v.  American  Pin  Company,  321. 

34.  Drawbaugh — Telephone — Rejection— Applications  of  Daniel  Drawbaugh, 

serial  No.  111,554,  filed  November  12,  1893,  and  serial  No.  126,530,  filed  April 
3, 1884,  for  telephone  transmitters,  examined  and  Held  to  have  been  properly 
rejected  by  the  Patent  Office,  as  Drawbaugh  was  not  the  inventor.  *DraW' 
baugh  v.  Seymour,  Commissioner  of  Patents,  527. 

35.  Dunbar — Portabij3  Elevator — Reissue  No.  10,521 — Valid — Infringed— 

Reissue  Letters  Patent  No.  10,521,  granted  September  16,  1884,  to  Robert 
Dunbar,  for  improvements  in  portable  elevators.  Held  to  be  valid  and 
infringed.     *Dunhar  et  al.  v.  Eastern  Elevating  Company  et  al,,  478. 

36.  Eastman  and  Walker— Apparatus  for  Manufacturing  Sensitive  Pho- 

tographic Films — No.  358,848 — Void— Letters  Patent  No.  358,848,  granted 
March  8, 1887,  to  George  Eastman  and  William  H.  Walker,  for  a  machine  for 
making  photographic  films,  examined,  and  HeJd  void  for  want  of  patenta- 
bility in  view  of  the  prior  art.    *  Eastman  Company  v.  Getz  <f-  Hoover,  655. 

37.  Same- Coating  Photographic  Paper— No.  370,110— Non- Infringement— 

Letters  Patent  No.  370,110,  granted  September  20,  1887,  to  William  H, 

H.  Doc.  354 51 
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Walker  and  George  Eastman^  for  a  process  of  coating  photographic  paper, 
examined,  and  Held  not  infringed.     */(f. 

38.  Same— Same— No.  370,111— Void— Letters  Patent  No.  370,111,  granted  Sep- 

tember  20, 1887,  to  William  H.  Walker  and  George  Eastman,  for  a  process 
of  coating  photographic  paper,  examined,  and  Held  void  for  want  of  ptt- 
entability  in  view  of  the  prior  art.    *Id, 

39.  Engle  —  Furnace  for    Burning   Wet    and    Offensive    Substances— 

No.  372,305— Infringement— Letters  Patent  No.  372,305,  granted  Novem- 
ber 1, 1887,  to  Andrew  Engle,  for  a  ftimace  for  burning  wet  and  offensive 
substances,  construed,  and  Held  not  infringed  by  a  furnace  which  omit^ 
.  elements  of  Engle's  combination.  *  Engle  Sanitary  and  CremaHan  Com- 
pany V.  City  of  Ehooodf  405. 

40.  Forbes- Screw-Cutting  Die— No.  253,996 — iNFRiNGEafEST — Letters  Patent 

No.  253,996,  issued  February  21,  1882,  to  WiUiam  D.  Forbes,  for  an 
improvement  in  screw-cutting  dies,  construed  to  involve  only  the  spe- 
cific devices  which  make  up  the  elements  of  the  combination,  and  EtU 
not  infringed.     *  Welle  <f-  Curtis  et  al.,  164. 

41.  Forbes  and  Curtis — Ratchet-Wrench — No.  277,256 — Invalid— Letters 

Patent  No.  277,256,  issued  May  8,  1883,  to  William  D.  Forbes  and  Roderick 
P.  Curtis,  for  an  improvement  in  ratchet- wrenches,  construed  in  view  of  the 
prior  art,  and  Held  to  be  invalid.     */d. 

42.  Eraser- Means    for    Closing    and    Controlling    Hoistway-Coveks— 

No.  278,528— No  Invention— Letters  Patent  No.  278,528,  granted  May  29, 
1883,  to  Daniel  Fraser,  for  means  for  closing  and  controlling  hoistway-covers, 
examined,  and  Held  not  to  involve  the  exercise  of  the  inventive  facnlty 
over  the  prior  art.  *  Excelsior  Elevator  Guard  and  Hatch  Cover  Company  v. 
Foote  et  ah,  390. 

43.  Garrett— Rolling-Mill  Plant— Nos.  289,524  and  319,694 — ^Validitt— Nab- 

Row  Construction- Infringement— If  the  combination  of  details  of 
improved  constructiou  of  the  rolling-mill  plant  covered  by  Letters  Patent 
No.  289,524,  dated  ;December  4,  1883,  and  No.  319,694,  dated  June  9, 1885, 
granted  to  W.  Garrett,  in  view  of  its  utility,  may  be  the  subject  of  a  ralid 
patent,  yet  it  cannot  be  given  such  a  broad  construction  as  to  embrace  tbe 
plant  of  the  defendants.  *  Illinois  Steel  Company  v.  Kilmer  Manufacturing 
Company  et  al.j  240. 

44.  Hardwick— Carpet  Fabric— No.  382,157— Infringed— Claim  1  of  Letters 

Patent  No.  382,157,  granted  May  1,  1888,  to  Harry  Hardwick,  for  carpet  fab- 
ric. Held  to  be  infringed.     *  Hardwick  v.  Masland  et  al.,  323. 

45.  Hoffman— Storage-Case  for  Books— No.  450,124 — Validity — Final  Hear- 

ing— Letters  Patent  No.  450,124,  granted  to  Horace  J.  Hoffman  April  7, 1891, 
for  a  storage-case  for  books,  not  considered  as  to  validity,  which  question  is 
left  for  final  hearing.  *Fenton  Metallic  Manufacturing  Company  v.  CAom 
et  al,  471. 

46.  Johnson- Life-Guard— No.  454,214 — Valid— Infringed— Claims  1  and  2  of 

Letters  Patent  No.  454,214,  granted  June  16,  1891,  to  Tom  L.  Johnson,  for  a 
life-guard  for  electric  or  cable  cars,  construed  in  view  of  the  prior  art,  and 
Held  to  be  valid  and  infringed.  ** Johnson  v.  Brooklyn  Heights  Railroad  Com- 
pany,  506. 

47.  Kilmer— Bale-Tie— No.  282,991— Non-Patentability— Claims  1   and  2  of 

Letters  Patent  No.  282,991,  granted  August  14,  1883,  to  Irving  A.  Kilmer,  for 
improvements  in  adjustable  bale-ties,  which  consists,  in  substance,  in 
changing  a  slotted  flat  plate  having  an  acute  angle  at  one  end  of  tbe  slot 
into  an  eye  of  heavy  wire  having  also  an  acute  angle  at  one  end,  Held  to 
cover  no  patentable  novelty  over  the  prior  art.  *Kilmer  Manufacturing 
Company  v.  Qriswold  et  ah,  488. 
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48.  King — Tobacco-Flavoring  Machiiob— No.  494,960— In vaud— Lack  of  Use- 

ful Result — Letters  Patent  No.  494,960,  issued  April  4,  1893,  to  John  M. 
King,  for  an  improvement  in  tobacco-flavoring  machines,  Held  to  be  invalid 
for  the  want  of  useful  novelty  and  practical  benefit  in  accomplishing  a  new 
and  valuable  result  or  an  old  result  in  a  better  and  cheaper  way.  *  Carter 
Mtuihine  Company  v.  P.  H,  Hanea  ^'  Co,y  228. 

49.  Lauferty — Braiding-Machine — No.    430,346— Invention — Letters     Patent 

No.  430,346,  granted  to  Henry  Lauferty  June  17,  1890,  for  an  imnrovemeut 
in  braiding-machines,  reviewed  in  connection  with  the  prior  art,  and  Held 
not  to  cover  a  patentable  invention.  *  Lauferty  v.  Kuraheedi  Manufacturing 
Company,  436. 

50.  Long — Steam  Road- Vehicle — ^No.  281,091— Not  Infringed — Claim  5  of  Let- 

ters Patent  No.  281,091,  granted  July  10,  1883,  to  George  A.  Long,  for  an 
improved  steering-head  for  road- vehicles,  construed,  and  Held  not  infringed. 
*Long  et  al.  v.  Pope  Manufacturtng  Company f  637. 

51.  McLauchun — Softening  Fibrous  Sheets — No.  511,789— Doubtfull  Pat- 

entability-Demurrer-Judicial  Notice  of  Matters  of  Common 
Knowledge — The  patentability  of  the  claims  of  Letters  Patent  No.  511,789, 
granted  to  John  C.  McLauchlin  January  2,  1894,  for  improvements  in  the 
manufacture  of  imitation  dressed  chamois  buckskin  from  paper  pulp  iu 
sheets,  was  sufficiently  doubtful  to  require  the  overruling  of  a  demurrer 
that  upon  the  specification  of  the  patent  the  court  was  able  to  declare,  in 
view  of  matters  of  common  knowledge  of  which  the  court  could  take  judi- 
cial notice,  that  there  was  no  patentable  novelty  or  invention  shown  in  the 
patent.  *  American  Fibre  Chamois  Company  v.  Buokakin  Fibre  Company 
et  al.,  357. 

52.  Same— Same— Same— Infringement — The  McLauchlin  Patent  No.  511,789,  for 

an  improved  process  for  the  manafacture  of  imitation  dressed  chamois  buck- 
skin from  paper  pulp  in  sheets,  if  valid  at  all,  is  limited  by  the  prior  state 
of  the  art  and  by  the  language  of  the  original  specification  and  of  the  pat- 
entee's prior  Canadian  patent  to  the  crumpling  and  pounding  of  the  paper 
when  moistened  with  a  thin  solution  of  gelatin  or  other  adhesive  solution, 
and  is  not  infringed  by  treating  in  a  similar  manner  paper  moistened  merely 
with  water.  ^American  Fibre  Chamois  Company  v.  Port  Huron  Fibre-Garment 
Manufacturing  Company  et  a/.,  366. 

53.  Miller— Design  Patent— Lamp-Fount  Holder — Nos.  22,422  and  23,671 — 

Base  for  Lamps— Nos.  23,672  and  23,673 — Valid— Design  Puteuts  No. 
22,422,  dated  May  9,  1893,  for  a  lamp-fount  holder,  and  Nos.  23,672  and  23,673, 
dated  October  2,  1894,  for  bases  for  lamps,  granted  to  John  C.  Miller,  and 
Design  Patent  No.  23,671,  dated  October  2,  1894,  for  a  lamp- fount  holder, 
granted  to  John  C.  Miller  and  Edward  Schmitz,  Held  to  have  been  legally 
granted  and  to  be  valid.  *Maithetcs  ^  Willard  Manufacturing  Company  v, 
Trtmton  Lamp  Company  et  al.,  346. 

54.  Mullen    and     Mullen— Grain-Drill — No.    355,462 — Valid— Infringed — 

Claims  1  and  2  of  Letters  Patent  No.  355,462,  issued  January  4,  1887,  to 
Winfield  W.  Mullen  and  Francis  M.  Mullen,  for  improvements  in  grain-drills, 
Held  to  be  valid  and  infringed.     *  Mullen  et  al,  v.  King  Drill  Company  et  al.,  483. 

55.  Ostkrhout— Buttonhole    Cutter    and    Stitcher— No.  447,791 — Valid — 

Infringement — Letters  Patent  No.  447,791,  for  a  machine  for  cutting  and 
stitching  buttonholes,  granted  March  10,  1891,  to  James  B.  Osterhout,  con- 
strued in  connection  with  the  prior  art  and  held  to  be  valid  and  infringed 
as  to  claims  21  and  22.  ''National  Machine  Company  v.  Wheeler  t|'  Wilson 
Manufacturing  Companyy  259. 

56.  Plant— Currycomb — No.    220,9Hi3— Not    Infringed- Letters     Patent    No. 

220,986,  granted  October  28,  1879,  to  Paschal  Plant,  for  an  improvement  in 
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currycombs,  Held  not  infringed  by  currycombs  made  under  Letters  Patent 
No.  407,313,  granted  July  16,  1889,  to  James  Du  Shane.  *  F.  E.  Kokltr  j- 
Company  v.  George  Worthington  Company  et  al.,  654. 

57.  Reed— Harrow— No.  201,946— Void— Letters  Patent  No.  201,946,  issued  April 

2,  1878,  to  De  Witt  C.  Reed,  for  improvements  in  harrows,  construed  and 
Held  void  for  want  of  invention.  *Natwnal  Harrow  Company  v.  Quick  eial, 
501. 

58.  Reynolds — Controlling  Device  for  Elevators — No.  456,122— Vaud- 

Infkinged — Letters  Patent  No.  456,122,  granted  July  14,  1891,  to  G.  H. 
Reynolds,  for  means  for  controlling  the  operation  of  elevators,  Held  to  be 
valid  and  infringed.  *  Standard  Elevator  Company  et  al,  v.  Crane  Elerator 
Company  et  al.y  566. 

59.  Same  —  Hydraulic   Elevator  —  No.  328,614 — Validity— Infringembxt- 

Claims  2,  4,  and  6  of  Letters  Patent  No.  328,614,  granted  October  20, 1885, 
to  George  H.  Re^^-nolds,  for  improvements  in  hydraulic  elevators,  ifeWtobe 
valid  and  claims  2  and  4  infringed,  but  claim  6  not  infringed.     */d. 

60.  Roberts— Rod-Mill — No.  392,365 — Anticipation — Invalid— Claim  1  of  Let- 

ters Patent  No.  392,365,  issued  November  6,  1888,  to  Henry  Roberta,  for  an 
improvement  in  rod-mills,  construed  in  view  of  the  prior  art  and  Held  to  be 
invalid.     ^Pittsburg  Wire  Company  et  al,  v.  Roberts  et  al.,  246. 

61.  Same — Same — Combination — Validity — Infringement— Claim  4  of  the  same 

patent  construed  to  be  for  a  valid  combination,  and  Held  to  be  infringed.  *Id. 

62.  Rockwell — Bell— No.  471,982 — Void  for  Want  of  Patentable  Novelty- 

Letters  Patent  No.  471,982,  granted  March  29,  1892,  to  E.  D.  Rockwell,  for 
an  improvement  in  bells,  examined,  and  in  view  of  the  prior  art,  HtMvoid 
for  want  of  patentable  novelty.  *Xew  Departure  Bell  Company  v.  Betit 
Brothers  Manufacturing  Company^  428. 

63.  Rockwell— Manufacturing  Mineral  Wool— Nos.  447,360  and  4o2,3iS- 

Patentable  and  Infringed — Letters  l*atent  No.  447,360,  granted  March  3, 
1891,  and  No.  452,733,  granted  May  19,  1891,  to  Charles  H.  Rockwell,  for 
processes  of  manufacturing  mineral  wool,  examined,  and  Held  not  antioi- 
pated,  patentable,  and  infringed.  *  Western  Mimral  Wool  and  InnUIng 
Fibre  Company  v.  Globe  Mineral  Wool  Company ^  622. 

64.  Rood — Art  of  Making  Hammocks — No.  296,460 — Mechanical  Opbratiox— 

Invalid— Letters  Patent  No.  296,460,  grantc'd  April  8,  1884,  to  A.  0.  Rm^d, 
for  an  improvement  in  the  art  of  making  hammocks,  cover  merely  mechan- 
ical operations  without  any  chemical  action  or  the  operation  of  natural 
elements,  and  are  therefore  invalid.  {liisdon  I.  4'  ^^»  Works  v.  Medart,  C.  D., 
1895,  330;  71  O.  G.,  751 ;  158  U.  S.,  68,  and  Wells  Glass  Co,  v.  Henderson,  C.  D., 
1895,  462;  72  O.  G.,  285;  67  Fed.  Rep.,  935.)  *Travers  v.  Gem  Hammocland 
Fly  Net  Company,  355. 

65.  Rose — Umbrella-Stick — No.  504,944 — Invaud — Claims  1  and  2  of  Letters 

Patent  No.  504,944,  granted  September  12,  1893,  to  John  Rose,  for  a  tubular 
umbrella- stick,  construed  and  Held  to  be  invalid.  *  Rose  v.  Hirfh  ^ 
Brother,  226. 

66.  Same — Umbrella-Case— No.  504,945 — Not  Infringed.— Letters  Patent  No. 

504,945,  granted  September  12,  1893,  to  John  Rose,  for  an  nmbrella-case. 
Held  not  to  be  infringed.     *  Id. 

67.  Scarborough  and  Bates— Wastb-Pipe  Trap— No.  217,243 — Non-InfriM'E 

MENT.— Letters  Patent  No.  217,243,  granted  July  8, 1879,  to  William  W.  Scar 
borough  and  William  S.  Bates,  for  a  waste-pipe  trap,  examined,  construed, 
and  Held  not  infringed.     *  Scarborough  et  al,  v,  Neff  et  al.,  463. 

68.  ScHiLD — Cai880N-Gate— No.  287,178— Valid — Infringed  — Injunctiox  Re- 

fused.—Letters  Patent  No.  287,178,  granted  October  23,  1883,  to  George 
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Schild,  for  an  improveiueut  in  caisson-gates,  Held  to  be  valid  and  infringed, 
but  injunction  refused.     *  Belknap  et  al,  v.  Schildf  210. 

9.  SCHULTZ — Process  for  Tawing  Hides  and  Skins — Nos.  291,784  and  291,785 — 
Novelty — Validity — Process — The  claims  of  Letters  Patent  to  Augustus 
Schultz,  Nos.  291,784  and  291,785,  for  processes  for  tawing  hides  and  skins, 
issued  January  8, 1884,  are  valid  and  not  anticipated  by  patents  for  processes 
of  dyeing  and  printing  on  fabrics  and  treatment  of  wools.  ^^  The  art  of  dye- 
ing and  of  leather-making  are  wholly  unallied,  and  therefore  the  doctrine 
of  double  use  has  no  pertinency.''  Nor  are  the  claims  anticipated  by  a 
process  for  the  treatment  of  gelatinous  tissues  of  gelatin  and  gum  and  of 
compounds  containing  such  substances,  though  such  process  be  accompanied 
by  a  statement  that  it  may  be  applied  to  tanning,  when  it  appears  that 
leather  cannot  be  made  by  the  process  of  the  reference.  *  Tannage  Patent 
Company  v.  Zahn,  119. 

0.  Scott— Manufacture  of  Flexible  Paper— No.  216,108 — Void — Letters  Pat- 

ent No.  216,108,  granted  June  3, 1879,  toT.  Seymour  Scott,  for  an  improvement 
in  the  manufacture  of  flexible  paper,  are  void  for  want  of  patentable  nov- 
elty.    '* American  Fibre  Ckamoia  Company  v.  Bvtckakin  Fibre  Company  et  aU,  357. 

1.  Seabury — Breech  -  Loading    Cannon — No,    425,584 — Construction     of 

Claim — Claim  1  of  Letters  Patent  No.  525,584,  issued  April  15,  1890,  to  Sam- 
uel Seabury,  for  an  improvement  in  breech-loading  cannon,  cannot,  in  view 
of  the  prior  art,  receive  the  broad  construction  contended  for,  but  must  be 
limited  to  the  precise  mechanism  described.  *Da8hiell  v.  Grosvenor  et  al,, 
329. 

2.  Same — Same — Same — Infringement — It  mav  be  doubtful  whether,  in  view  of 

the  Nordenfeldt  patent,  there  is  any  novelty  even  in  the  exact  combination 
described  in  this  claim ;  but  whether  the  Nordenfeldt  device  be  an  exact  antic- 
ipation or  not,  the  Dashiell  device  differs  from  the  Seabury  patent  much 
more  than  the  latter  differs  from  the  Nordenfeldt  machine,  and  the  claim  is 
not  infringed  by  Dashiell.     *Id. 

3.  Shurtleff — Atomizer — No.  447,064— Invalid — Claims  1  and  2  of  Lett^^rs  Pat- 

ent No.  447,064,  granted  February  24,  1891,  to  Asahel  M.  Shurtleff,  for  an 
improvement  in  atomizers,  reviewed  in  connection  with  the  prior  art,  and 
Held  not  to  cover  a  patentable  invention.     *  Codman  et  al  v,  Amiay  291. 

L  Speery— Stair-Pad— No.  363,695 — Non-Infringement— Letters  Patent  No. 
363,695,  issued  May  24, 1887,  to  Timothy  S.  Sperry,  for  a  stair-pad,  examined, 
construed,  and  Held  not  infringed.     *Iieale  et  al,  v.  Spate  et  al.j  493. 

5.  Stieringer — Safety  Catch  for  Electric- Light  Circuits — No.  281,576 — 
Infringement  not  Proven — Letters  Patent  No.  281,576,  granted  July  17, 
1883,  to  Luther  Stieringer,  for  an  improvement  in  safety  catches  for  electric- 
light  circuits,  not  proven  to  have  been  iuMnged  and  bill  dismissed.  *^ Edison 
Electric  Light  Company  v.  Eaelbery  643. 

5.  Taft— Machine  for  Making,  Repairing,  and  Cleaning  Roads— No.  331,920 — 
Invalid — Claims  4,  10,  11,  and  13  of  Letters  Patent  No.  331,920,  granted 
December  8,  1885,  to  G.  W.  Taft,  for  a  machine  for  making,  repairing,  and 
cleaning  roads,  construed  in  connection  with  the  prior  art  and  Held  to  be 
invalid.  *  American  Road  Machine  Company  et  al,  v.  Pennock  i$^  Sharp  Company, 
Limited,  556. 

r.  Tagliabue— Syringe — No.  325,132— Anticipation— Letters  Patent  No.  325,- 
132,  granted  August  25, 1885,  to  Charles  J.  Tagliabue,  for  a  syringe  in  which 
the  piston  is  made  expansible  without  being  removed  by  having  the  piston 
rod  threaded  and  working  in  a  jam  nut  which  is  held  stationary  for  tighten- 
ing the  screw  and  expanding  the  piston  by  being  drawn  into  and  held  by  a 
socket  in  the  cylinder  head,  is  anticipated  by  a  piston  packing  for  pumps. 
*  Tagliabue  v.  Sondermann,  314. 
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78.  Taylor — Furl-Gas  Mixkr— No.  499,151— Infringement — Letters  Patent  No. 

499,151,  granted  June  6,  1893,  to  William  G.  Taylor,  for  a  fuel-gas  mixer. 
examined,  and  Held  infringed.  *  Taylor  Burner  Company,  Limitedy  v.  Dii- 
mend,  468. 

79.  Van  Depoelb — Suspended  Switch  and  Traveling  Contact  for  Electric 

Railways — No.  424,695— Invention — The  claims  for  the  switching  appain- 
tns  of  Letters  Patent  No.  424,695,  to  Cliarles  J.  Van  Depoele,  for  suspended 
switches  and  traveling  contacts  for  electric  railways,  examined,  and  JJe/dto 
involve  invention,  even  upon  the  assumption  that  they  cover,  simply,  sus- 
pending face  downward  the  well-known  form  of  railroad-switch.  'Thomfon- 
Houston  Electric  Company  v.  Elmira  and  Horaeheads  Railtcay  Company,  122. 

80.  Same — Same— Non-Infringement — Claims  15, 16,  and  17  of  Letters  Patent  to 

Charles  J.  Van  Depoele  for  suspended  switches  and  traveling  contacts  for 
electric  railways,  No.  424,695,  issued  April  1,  1890,  examined  and  Held  Dot 
infringed  by  a  device  which  did  not  use  the  element ''  weight  H.^'    *Id. 

81.  Same — Same — Infringement— Claims  2,  4,  9,  20,  and  33  selected  as  leading 

ones  of  groups  of  duplicated  claims  in  Letters  Patent  No.  424,695,  to  Charles 
J.  Van  Depoele,  for  suspended  switches  and  traveling  contacts  for  electric 
railways,  issued  April  1, 1890,  Held  infringed.     *Id, 

82.  Same — Same — Multifarious  and  Duplicated  Claims — The  claims  of  Letters 

Patent  No.  424,695,  to  Charles  J.  Van  Depoele,  for  suspended  switchea  and 
traveling  contacts  for  electric  railways,  Held  to  be  needlessly  multiplied.  *Id. 

83.  Same— Traveling  Contact  for  Electric  Railways — No.  495,443— Con- 

tributory Infringement — Letters  Patent  No.  495,443,  granted  April  11, 
1893,  to  Charles  J.  Van  Depoele,  for  a  traveling  contact  for  electric  railways, 
on  a  motion  for  preliminary  injunotion.  Held  to  be  infringed  and  motion 
granted.  *  Thomson- Houston  Electric  Company  v.  Keleey  Electric  Railtcaii  Spe- 
cialty Company,  474. 

84.  Same — Same— Same— Same — Claims  6,  7,  8,  12,  and  16  of  Letters  Pat^'nt  Xo. 

495,443,  granted  April  11,  1893,  to  the  administrators  of  Charles  J.  Van 
Depoele,  for  a  traveling  contact  for  electric  railways,  which  cover  the  com- 
bination consisting  generally  of  an  electric  railway  having  an  overhejui 
conductor  and  a  car  for  said  railway  provided  with  a  "trolley-stand"  carry- 
ing a  trailing  arm  which  is  pressed  into  engagement  with  the  under  side  of 
the  conductor,  are  not  contributory  infringed  by  defendant,  who  makes 
and  sells  only  the  "trolley-stand"  of  the  combination.  *  Thomson- Hoiuton 
Electric  Company  v.  Eelsey  Electric  Railway  Specialty  Company  et  al.,  508. 

85.  Van  Roden— Design  for  a  Badge — No.  20,748 — Invalid — Patent  No.  20,748, 

issued  to  George  C.  Van  Roden  on  May  19,  1891,  for  a  design  for  a  badge,  is 
invalid,  as  the  patentee  did  not  by  industry  or  genius  invent  and  produce  a 
design  which  was  new  and  original.     *  Caldwell  <f  Co.  v.  Powell,  382. 

86.  Same— Same— Same— Not  Void— Design   Patent   No.   20,748,    grant^Kl  May 

19,  1891,  to  George  C.  Van  Roden,  for  a  badge,  Held  not  void  on  its  face  for 
want  of  invention.     *" Caldwell  et  al,  v.  Powell,  625. 

87.  Wall,  Jones,  and  Bishop— Process  of  Fumigating  Trees — No.  445,342— 

The  Wall,  Jones,  and  Bishop  Patent  No.  445,342,  for  a  procees  of  fumigating 
trees,  Held  void  on  its  face  for  wapt  of  patentable  invention.  (C.  I).,  1891, 
457;  68  O.  G.,  1273;  61  Fed.  Rep.,  291,  followed.)     *  Wall  et  al.  v.  Leek,  151- 

88.  Welker— Fastening  for  Table-Leos— No.  480,536— Not  Infringed— Claim 

3  of  Letters  Patent  No.  480,536,  granted  August  9, 1892,  to  Louis  Welker,  for 
fastening  for  table-legs,  examined  in  view  of  the  prior  advance  in  the  art 
and  also  in  view  of  proceedings  in  the  Patent  Office,  in  which  the  applicant 
in  effect  disclaimed  originality  in  a  structure  of  the  reference,  and  H^difi 
be  incapable  of  expansion  to  cover  constructions  which  do  not  embody  the 
elements  of  said  cYvivm.    *  WelUev  x ,  ^rcl?<»r  et  al.,  307. 
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PARTICULAR  PATENTS— Continued. 

89.  Samb — Table-Leg — Design  Patent — No.  22,997 — Void— Design  Patent  No. 

22,997,  granted  January  2,  1894,  to  Louis  Welker,  for  a  table-leg,  in  view  of 
the  use  of  a  table-leg  of  substantially  the  same  design  by  the  respondents 
prior  to  its  inyention  by  the  complainant,  Held  to  be  void  for  want  of  pat- 
entable novelty.     *  Id. 

90.  Whitbly — Elastic -Cord  Exercising  Apparatus — No.  418,257— Claims — 

AOORBGATION — NovELTY — INVENTION — Claim  1  of  Letters  Patent  No. 
418,257,  to  A.  A.  Whitely,  for  elastic-cord  exercising  apparatus,  issued 
December  31, 1889,  Held  not  a  mere  aggregation  of  old  devices  and  func- 
tions, and  that  the  apparatus  having  elastic  cord  was  patentable  over  appa- 
ratus having  non-elastic  cords  and  weights  and  apparatus  having  springs  or 
short  elastic  substitutes  therefor.    *  JFhitely  v.  Fadner  et  aZ.,  208. 

91.  Same — Same — Sams — Infringement,  Rule  of — Claim  1  of  Letters  Patent  to 

A.  A.  Whitely,  No.  418,257,  for  an  elastic-cord  exercising  apparatus,  issued 
December  31,  1889,  Held  infringed.  "The  function,  utility,  or  result  of 
defendant's  apparatus  is  contained  in  that  of  complainant.  «  *  *  An 
infringement  is  not  avoided  because  the  infringing  device  is  better,  more 
usefnl,  and  more  acceptable  to  the  public  than  that  of  the  patent  infringed, 
nor,  on  the  other  hand,  because  the  infringing  device  by  some  colorable 
variation  or  exx>edient  merely  impairs  or  narrows  the  function  and  useful- 
ness of  the  device  infringed."    *  Id, 

92.  WrmNO— Soda- Water  Apparatus — No.  414,272 — Valid — Combination— 

Letters  Patent  No.  414,272,  granted  November  5, 1889,  to  Theodore  I.  Witting, 
for  improvements  in  dispensing  apparatus  for  soda  water,  examined,  and  the 
second  claim  thereof  Held  valid,  in  view  of  the  state  of  the  art,  and  to  be 
for  a  legitimate  combination.  *  American  Soda  Fountain  Company  v.  Oreen 
et  aZ.,  491. 

PARTIES  TO  SUIT.     See  In/Hngement,  30,  31;  Suite  for  Infringement,  1;  SuiU  for 
Infringement  Againet  the  United  States,  5. 

1.  Defendants — Misjoinder — Employee— All  parties  interested  in  the  subject- 

matter  or  issue  of  the  suit  must  be  made  parties  thereto;  but  employees 
receiving  in  return  for  their  services  fixed  salaries  are  not  such  parties. 
Every  agent,  however,  who  performs  acts  of  infringement  and  all  officers 
who  iu  the  prosecution  of  business  authorisse  said  acts  are  responsible  and 
should  be  enjoined.  *  Matthews  ^  Willard  Manufacturing  Company^.  Trenton 
Lamp  Company  et  al.j  346. 

2.  Technical  Party — Judgment — It  is  not  necessary  that  a  person  should  appear 

upon  the  record  a«  a  technical  party  to  the  proceedings  in  order  to  be  bound 
by  a' judgment.  If  he  be  a  substancial  party,  he  will  be  bound  by  the  find- 
ing in  the  case.     *  Drawbaugh  v.  Seymour,  Commissioner  of  Patents,  521, 

PARTNERSHIP.     See  Interference,  23,  24,  25,  26. 

Assignment— It  is  against  the  theory  of  the  law  of  partnership  that  one  partner 
should,  without  the  consent  of  his  copartners,  carry  on  for  his  own  exclu- 
sive use  any  business  within  the  scope  of  the  business  of  the  partnership, 
and  this  rule  of  good  faith  is  as  applicable  to  a  partnership  of  this  kind  as 
to  any  other.     *  Milton  v.  Kingsley,  420. 

PATENTABILITY.    See  Construction  of  Specifications  and  Patents,  2;  Demurrer,  2; 

Designs,  4;  Interference,  3,  28;  Public  Appreciation  as  Evidence  of  Invention, 
Means — Object — ^The  object  of  an  invention  is  not  patentable,  the  means  may  be. 

"Mechanism     *     *     *     to  separate    *     »     »     pairs  dissimultaneously''  is 

an  element  of  means.     *  Brush  Electric  Company  v.  Western  Electric  Company, 

648. 
PATENTED  ARTICLES.    See  Contracts,  1. 
PATENTEE  AND  APPLICANT.    See  Interference,  9. 
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PARTICULAR  PATENTS— Continued. 
78   Taylor-Fuel-Gas  Mixkr-No.  499,151-IxFRiNGEMEr  ^;  Applicant'  ^^ 
499,151,  granted  June  6,  1893,  to  William  G.  TayU  ngenient,  12:  Fartmkf 
examined,  and  ITeW  infringed.     ''Taylor  Burner      of  Patents,  I. 
wond,  468.  liON.     See  Construction  of 

79.  Van  Depoelb— Suspended  Switch  and  Trav 

Railways— No.  424,695— Invention— The     j^qN-INFRINGEMENT.    See 

tus  of  Letters  Patent  No.  424,695,  to  Cha 

switches  and  traveling  contacts  for  ele    ^^quIREMENTS  OF  STATUTE 

involve  invention,  even  upon  the  a^    ^  Construction  of  Spedfimiions  ani 

pending  face  downward  the  well-k 

HoMion  Electric  Company  v.  Eln>. 

80.  Same— Same-Non-Infringemf     ,:.i'^-    See  Interference,  8. 

Charles  J.  Van  Depoele  for      ;,.   See  Interference,  40. 

electric  railways,  No.  424       "^c/ion  of  Specifications  and  Patents,^. 
infringed  by  a  device  w'    ;^ 

81.  Samb-SaME-Infringf  y^j^^^^  ^^  ^^^  Circuit  Court  of  AppeaU;  A]^\ 

ones  of  groups  of  ar  ^^^^^^  District  of  Columbia;  Appeal  to  the  Secretary  of 
J.  Van  Depoele,  f  ^>  .  certified  Copies  from  the  Patent  Office  as  EHd&ace; 
railways,  issue/-    ^  .  ,^  ^^  ^^^^  Patents,  5, 11, 15, 16, 26;  Contracts,  2;  CorjW- 

82.  Same— Same    ?     >>^}yy^.;«,3;  Decree;  Demurrer;  Evidence;  Infringement,^^ 

Patent  No.        ;^>^2;  Interference,  27;  JudiHal  Notice;  Neiv  Trial;  Pariia 
trave   ng       f^M'^/^ces;  Priority  of  Invention,  3,  4;  Suits  for  Infringement, 

83.  Same— Tp       y;^y       Tradth Marks,  19,  20:   Use  and  Sale  of  Patented  Article, 

1893  ry^fF(^f^^^  I- 

;  V>^vr  ov  Error — Failure  to  Make  Argument. — Where  counsel 

^^  J'L^^lujjt  or  a  plaintiff  in  error  files  a  brief  and  makes  an  oral  argu- 

^*\^''^l^snol  allude  in  either  to  one  or  more  of  his  assignments  of  error, 

^^/^^ken  to  have  waived  them.     The  court  cannot  be  expected  to 
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h^r    tlii"  aflsignmeut  of  error  and  find  the  reason  for  reversal  itself. 
/-'•^'rfi*  /K^e  Chamois  Company  v.  Buckskin  Fibre  Company  et  al.,  357. 
'^""^rhE  PATENT  OFFICE.     See  Amendments,  2;  Appeal  to  the  Court 
.rfli^^  Ifffls  of  the  District  of  Columbia,  9,  11;  Commissioner  of  Patents;  Corre- 
f^  (^ce  with  the  Patent  Office;  Death  of  Applicant  for  Patent,  2;  Division  of 
^\^tion;  Draxcings;  Interference;  Reduction  to  Practice,  1 ;  Refundment  of 
\Z'  Reopening  of  Cases  after  Decision  by  Court  of  Appeals, 
^ifiRi>  Court  Record— Official  Report,  Taking  Notice  of — It  is  not 
/  l^^^^eesBSLTy  that  a  duly-certified  transcript  record  of  a  case  in  a  Federal  court 

lft>  filed  in  the  Patent  Office  in  order  to  render  it  competent  for  its  tri- 
I^anals  to  take  notice  of  and  be  guided  thereby.  The  officials  of  the  Patent 
Office  are  not  obliged  to  find  their  conclnsions  and  judgments  upon  snch 
evidence  produced  in  such  manner  and  form  as  is  required  by  the  rule«  of 
common  law.  They  are  not  confined  to  merely  technical  evidence,  but  may 
resort  to  any  source  of  intelligence  upon  which  they  can  reasonably  and  safely 
act.  The  findings  and  judgment  of  a  court  as  published  in  an  official  report 
are  therefore  competent  to  them,  and  were  in  this  case  ample  ground  for  the 
rejection  of  clainiB.     *Drau>baugh  v.  Seymour,  Commissioner  of  Patents,  521, 

j>rELIMINARY  statements.    See  Interference,  13, 15, 16, 29, 43, 44, 45, 46, 47, 51, 52. 

PRINTING  THE  RECORD.     See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia,  6. 

PRIOR  CANADIAN  PATENT.     See  Particular  Patents,  52. 

PRIOR  DECISIONS. 
Patents — Effect  of  Prior   Decisions — Ex  ParxE   Injunction — A   decision 
granting  a  preliminary  injunction,  where  no  counsel  appeared  for  defend- 
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•RIOB  DECISIONS— Continued. 

ant,  though  some  affidavits  were  submitted  in  his  behalf^  does  not  preclude 
the  court  in  a  subsequent  suit  against  a  different  defendant  from  consider- 
ing anew  the  quention  of  the  validity  of  the  patent.  *  Covert  v.  Trarers 
Brothers  Company,  321. 

RIOR  DEVICES.    See  Injunction,  4. 

RIOB  USE.    See  Abandoned  ExperimenU;  Particular  Patents,  21. 

RIORITY  OF  INVENTION.  See  Abandoned  ExperimenU;  Afidavits;  Affidavits  Under 
Rule  76]  Anticipation;  Interference,  1, 2, 3,  4,  5,  6, 7, 9, 10, 11, 12, 14, 16, 17, 18, 25, 
26, 28, 31, 32, 41, 42, 53;  Interference  Between  Patents  and  Pending  Applications; 
Particular  Patents,  31 ;  Beduction  to  Practice,  1, 4. 

1.  Interference— Priority — Foreign  Patent — Appert  having   patented  the 

invention  in  a  foreign  country  not  only  before  Parker's  completed  inven- 
tion bat  before  Parker's  first  conception,  he  is  held  to  be  the  prior  inventor 
within  the  meaning  of  our  statutes,  whatever  effect  may  be  given  to  his 
foreign  patent.    Appert  v.  Parker,  5, 

2.  Anticipation— What  Constitutes— To  constitute  anticipation  of  a  device  it 

is  enough  that  such  a  device  has  been  in  well-established  use,  whether  it 
originated  in  design  or  by  accident.  ^National  Harroto  Company  v.  Quick 
etah,  501. 

3.  Defense  of  Prioritt— Prior  Invention  Must  Have  Been  Complete — 

Where  a  plaintiff  claims  to  be  an  original  inventor  and  the  defense  is  that 
the  defendant  is  a  prior  inventor,  thus  conceding  the  invention  of  the  plain- 
tiflf,  but  challenging  his  claim  to  priority  of  invention,  it  is  imperative  that 
the  invention  or  discovery  relied  upon  as  a  defense  must  have  been  complete 
and  capable  of  producing  the  result  sought  to  be  accomplished,  and  this 
fact  must  be  shown  by  the  defendant.  Progress,  as  such,  no  matter  how 
near  it  may  have  approximated  the  end  in  view,  cannot  avail  to  defeat  a 
patent.  (Citing  Co#«  v.  0<^d«n,  5  0.  G.,  270;  18  Wall.,  120-124.)  *Drawbaugh 
V.  Seymour,  Commissioner  of  Patetits,  527. 

4.  Finding  by  Supreme  Court  Conclusive — It  is  not  for  a  moment  supposable 

that  if  a  device  produced  in  an  incomplete  state  by  the  defense  in  a  court 
suit  was  or  had  been  practically  operative  it  would  not  have  been  produced 
in  evidence  in  an  operative  condition.  In  view  of  this  and  in  view  of  a 
finding  by  the  Supreme  Court  that  the  original  instrument  did  not  disclose 
the  complete  invention,  and  that  all  claims  to  the  contrary  are  wholly 
un  founded  in  truth,  such  finding  will  be  accepted  as  final  and  conclusive.    *Id, 

ROCEEDINGS  in  THE  PATENT  OFFICE.  See  Appeal  to  the  Court  of  Appeals  of 
the  District  of  Columbia,  9,  11;  Estoppel, 

ROCESS.  See  Construction  of  Specifications  and  Patents,  1,  12,  24,  25;  Infringement, 
33;  InvenUon,  18,  19,  20,  23;  Particular  PatenU,  2,  30,  36,  37,  38,52,  69,  76,  87; 
Beduction  to  Practice,  1,  3. 

Succession  of  Acts — Mixture  of  Liquids — If  two  liquids  mixed  before  their 
application  to  an  object  fail  to  produce  a  dyed  effect,  but  when  applied  in 
succession  produce  such  effect,  the  conclusion  is  that  the  former  is  an  imprac- 
ticable and  unsatisfactory  process.  *  Imperial  Chemical  Manufacturing  Com- 
pany V.  Stein  et  aL,  402. 

ROCESS  AND  PRODUCT.     See  Division  of  Application,  1 ;  Invention,  19. 

UBLIC  APPRECIATION  AS  EVIDENCE  OF  INVENTION.  See  Construction  of 
Specifications  and  Patents,  8,  14;  Infringement,  3;  InvetUion,  13;  Particular 
Patents,  91. 

1.  Public  Appreciation  Evidence  of  Invention — Extensive  recognition  by  the 
public,  large  sales,  and  the  fact  that  manufacturers  have  generally  taken 
license  under  the  patent,  are  potential  facts  largely  influencing  the  judg- 
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PUBLIC  APPRECIATION  AS  EVIDENCE  OF  INVENTION— Continned. 

ment  of  the  court.  *IiobHn8  et  al,  v.  Dueber  Watch  Case  Manufacturing  dm- 
pany  et  al.,  202. 

2.  Patentability — Extensive  Sales — Where  the  patentability  of  a  device  i«  not 

clear,  extensive  sales  may  resolve  the  doubt  of  patentability  in  favor  of  an 
applicant.  This,  however,  is  an  unsafe  criterion  and  must  be  cautiously 
applied.    Ex  parte  Flomerfelt,  59. 

3.  Invention — Extensive  Use — Other  Cause— Extensive  use  is  only  to  be  con- 

sidered evidence  of  invention  in  doubtful  cases,  and  it  loses  its  force  when 
attributable  to  another  device  used  in  connection  vrith  the  alleged  invention 
and  which  was  useful  and  popular.  *  Dueber  Watch  Case  Manufacturing  Com' 
pany  et  al.  v.  Bobbins  et  al.,  517. 

PUBLIC  APPRECIATION  DOES  NOT  WARRANT  ENLARGEMENT  OF  CLAIMS. 
See  Construction  of  Specifications  and  Patents^  8. 

PUBLIC  USE.    See  Reissues,  1,  2. 

PURCHASERS  OF  PATENTED  ARTICLES  FROM  AN  INFRINGER.    Bee  Infringe- 
ment, 1. 

RECEIVER.    See  AssignmenU,  2. 

RECORD  OF  ASSIGNMENTS.     See  Assignments,  7,  8,  9. 

RECORD  OF  COURT  PROCEEDINGS.     See  Practice  in  tlie  Patent  Office. 

REDUCTION  TO  PRACTICE.     See  Inoperative  Devices;  Interference,  2,  4,  5,  6,  7, 8, 
9,  10,  11,  12,  17,  18,  21,  22,  23,  31,  32,  33. 

1.  Method — As  a  rule,  to  reduce  a  metho<l  or  process  to  practice  the  series  of  acts 

which  constitute  such  methocl  or  process  must  be  performed.  Cro8l:«yT. 
Atterbury,  9. 

2.  Drawing — An  illustration  of  a  device  of  doubtful  purpose  is  not  a  reduction  to 

practice.     Dewey  v.  Colby,  12. 

3.  Process — Actual  reduction  to  practice  of  a  process  consists  in  the  actual  per- 

formance of  the  process.  Making  a  device  by  means  of  which  the  process 
can  be  carried  out  is  not  such  a  performance,  and  is  not  therefore  a  rednc- 
tion  to  practice.     *  Croskey  v.  Atterbury,  437. 

4.  Filing  of  Application — The  filing  of  a  completed  allowable  application  for  a 

patient  for  the  invention  is  a  constructive  reduction  to  practice  and  is  aa 
effectual  in  a  contest  of  priority  as  actual  reduction  to  practice.  (Porter  \. 
Louden,  23  Wash.  L.  R.,  689:  Yates  v.  Huson,  24  Wash.  L.  R.,  214,  and  the 
cases  and  authorities  referred  to  in  the  opinions  in  those  cases.)     *Id. 

5.  Same — Amendment — The  tiling  of  a  complete  application  is  a  constructive 

reduction  to  practice,  even  though  such  application  be  subsequently 
amended,  provided  such  amendment  is  made  to  secure  conformity  between 
parts  of  the  application.     *Id. 

6.  Interference — Although  a  device  was  not  commercially  perfected  and  did 

not  do  as  efficient  work  as  later  devices,  yet,  a8  it  showed  every  feature  of 
the  invention  in  controversy  and  was  adapted  to  perform  the  work  for 
which  it  was  intended  and  actually  did  such  work,  it  is  Held  that  such  a 
device  was  a  reduction  to  practice.    Loewer  v.  Ross,  40. 

7.  Execution  of  Specification — Incomplete  Application— Neither  an  executed 

specification  nor  an  incomplete  application  nor  anything  except  a  complete 
allowable  application  can  be  regarded  as  a  constructive  redaction  to  prac- 
tice.   Phelps  V.  Hardy  v.  Oattman  and  Stern,  70. 

REFEREE.     See  Trade-Marks,  19, 20. 

REFERENCES.    See  Affidavits;  Affidavit  under  Rule  76 ;  Interference,  48, 49, 50, 51, 52. 
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REFUNDMENT  OF  APPEAL  FEES. 
Failuiob  to  Proskcutk  Appeal — A  request  for  the  return  of  an  appeal  fee  where 
the  appeal  was  not  prosecuted  denied,  as  the  law  establishes  certain  pay- 
ments to  be  made  upon  filing  certain  papers,  and  this  irrespective  of  whether 
the  case  is  further  prosecuted  or  not.     Ex  parte  Borton,  99. 

REHEARING.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia^  S,  9, 10, 
11 ;  Bill  of  Beview;  Interference^  25, 26, 40. 
Surprise — Application — Interpretation — An  applicant's  contention  upon  a 
rehearing  that  he  was  '*  surprised'^  by  the  interpretation  put  upon  his  appli- 
cation in  the*  former  hearing  is  without  foundation,  since  the  application 
itself  was  his  evidence,  and  was  examined  like  other  evidence.  Dewey  v. 
Colbtf,  13. 

REISSUES.    See  Particular  Patents,  5, 6,  7, 13, 35. 

1.  Rights  of  Parties  Arising  Prior  to  Application  for  Reissue — Abandon- 

ment— Where,  after  the  issue  of  an  original  patent  and  before  an  applica- 
tion for  the  reissue  of  the  same,  it  was  shown  that  other  parties  were  using 
the  subject-matter  not  claimed.  Held  that  the  patentee  has  abandoned  his 
right  to  a  reissue  to  claim  such  matter  by  his  laches  in  not  applying  for  the 
reissue  before  the  rights  of  other  parties  accrued.    Loetcer  v.  Boss,  40. 

2.  Same — Infringement — In  determining  the  question  of  rights  intervening  after 

the  grant  of  a  patent  and  before  an  application  for  a  reissue  the  Office  does 
not  decide  whether  any  of  the  claims  of  the  original  patent  are  infringed. 
The  question  of  infringement  is  not  involved.    Id, 

3.  Mistake  on  Part  of  Office — Reexamination — Where  a  reissue  application 

is  filed  without  fee  for  the  purpose  of  correcting  a  mistake  made  by  the 
Office,  Held  that  not  only  the  mistake  may  be  corrected,  but  that,  if  the 
Office  chooses,  a  full  reexamination  of  the  case  may  be  made,  as  it  would  be 
'  improper  for  the  Office  to  reissue  a  patent  when  it  is  known  that  a  statutory 
bar  exists.    Ex  parte  Weaverf  49. 

4.  Reissue  to  Broaden   Claims — Acquiescing   in   Rejection   of   Oi  igixal 

Claims — Where  an  applicant  acquiesced  in  the  limited  construction  put  on 
his  invention,  and  at  no  time  during  the  prosecution  of  his  original  appli- 
cation suggested  or  intimated  that  the  invention  resided  in  the  broad  device 
now  sought  to  be  claimed  in  the  reissue  application.  Held  that  the  failure 
to  make  the  claim  in  the  original  patent  did  not  arise  through  inadvertence, 
accident,  or  mistake,  and  the  reissue  claim  refused.     Ex  parte  Bryant,  66. 

REISSUE  WITHOUT  FEE.     See  Beissues,  3. 

REJECTED  CASES.    See  Commissioner  of  Patents;  Construction  of  Specifications  and 
Patents,  2;  Drawings,  1;  Particular  J^atents,  34. 

REJECTED  CLAIMS.     See  Appeal  to  the  Commissioner  of  Patents;  Estoppel, 

REOPENING  OF  CASES  AFTER  DECISION  BY  COURT  OF  APPEALS. 
New  Evidence — Notwithstanding  the  presentation  of  evidence  tending  to  estab- 
lish a  faet  not  before  in  the  record,  the  Commissioner,  in  view  of  doubt  as 
to  his  authority  in  the  matter  and  also  in  view  of  the  petitioner's  remedy 
by  bill  in  equity,  will  not  reopen  a  case  after  it  has  been  considered  and 
decided  by  the  Court  of  Appeals  of  the  District  of  Columbia.  Northall  v. 
Bernardin,  15. 

RES  ADJUDICATA.    See  Interference,  3. 

RESTRAINT  OF  TRADE.     See  Licenses,  4,  5. 

RESULTS.    ^ee^Construci^<m  of  Specifications  and  Patents,^',  Invention,  19;  Particular 
Patents,  48,  91. 

RIGHT  TO  PATENT.    See  Applications;  Commissioner  of  PatenU, 
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RIGHT  TO  REPAIR  PATENTED  ARTICLES.     See  Use  and  Sale  of  Patented  Arti- 
cles, 3,  4. 

SALE  OF  PATENTED  ARTICLES.     See  Public  AjipreciatUm  as  Evidence  of  Inren- 
Hon,  2. 

SENIOR  PARTY.     See  Inteiference,  35. 

SHERIFF'S  SALE  OF  PATENT.     See  Jssignm^ts,  2. 

SKETCHES.     See  Interference,  16. 

SPECIFICATIONS.     See  Construction  of  Claims,  1;  Construction  of  Specifications  and 
PatenU  20,  26;  Drawings,  2. 

SPECIMENS.     See  Interference,  12. 

STATE  OF  THE  ART.     See  Construction  of  Specifications  and  PatenU,  11;  ContracU, 
2;  Suits  for  Infringement,  3. 

STATUTORY  REQUIREMENTS  TO  OBTAIN  A  PATENT.    See  Applications, 
STAY  OF  PROCEEDINGS.     See  Appeal  to  the  Court  of  AppeaU  of  the  District  of 
Columbia,  4,  8,  9.  10,  11. 

SUBSEQUENT  PATENT.     See  InfHngement,  9,  32;  Interference,  42. 

1.  Van  Depokle — Suspended  Switch  and  Traveling  Contact  for  Electric 

Railways — ^Nos.  424,695  and  397,451  Compared — Earlier  and  Lateb 
Patents  to  the  Same  Inventor — Where  a  patent  for  improvements 
issued  with  a  reference  to  a  prior  applieation  and  a  disclosure  of  the  broad 
original  invention  contained  therein,  it  is  not  a  bar  to  a  subsequent  patent 
for  the  broad  invention  issued  pursuant  to  the  said  prior  application.  (Dis- 
tinguishing the  familiar  rule  repeated  in  Miller  v.  Eagle  Mfg.  Co.,  C.  D.,  1894, 
147;  66  O.  G.,  845;  151  U.  S.,  186.)  *  Thomson-Houston  Electric  Company  v. 
Elmira  and  Horseheads  Railway  Company,  122. 

2.  Earlier  and  Later  Patents — Infringement — The  grant  of  a  later  patent 

to  defendants  for  a  machine  designed  to  accomplish  the  same  result  as  that 
of  the  patents  in  suit  raises  the  presumption  that  there  is  a  substantial  dif- 
ference between  them  and  that  the  latter  is  not  an  infringement  of  the 
earlier  patents.  *Illinoi8  Steel  Company  v.  Kilmer  Manufacturing  Company 
et  al.,  240. 

3.  Two  Appucations — Generic  and  Specific  Inventions — Delay  in  Patfjtt 

Office— Different  Dates  of  Issue — Validity — When  a  prior  applica- 
tion for  a  generic  invention  has  been  delayed  in  the  Patent  Office  without 
the  fault  of  the  applicant,  the  grant  of  a  subsequent  patent  for  a  specific, 
distinct,  and  separate  improvement  upon  the  principal  invention  will  not 
invalidate  a  patent  subsequently  issued  upon  the  original  application. 
{Miller  v.  Eagle  Mfg.  Co.,  C.  D.,  1894,  147;  66  O.  G.,  845;  151  U.  S.,  186; 
Thomson-Houston  Electric  Co.  v.  JVinchester  Ave.  R.  R.  Co.,  C.  D.,  189?,  788; 
73  O.  G.,  2155.)  "Natio^ial  Machine  Company  v.  Wheeler  4-  Wilson  Manufac- 
turing Company,  259. 

SUBSTITUTION  OF  MATERIAL.     See  Invention,  21. 

SUBSTITUTION  OF  PARTa     See  Equivalents,  2;  InfHngement,  3, 10, 27;  Invention, 
9,  10,  11. 

SUITS  FOR  INFRINGEMENT.  See  Bill  of  Review;  Corporations:  Damages  and 
Profits,  3;  Demurrer,  3;  Licenses;  New  Trial;  Parties  to  Suit;  Practice  in  the 
Courts;  Priority  of  Invention,  3,  i. 
1.  Infringement — Benefits,  to  Whom  Accruing — Recovering  Profits — "In 
r.  suit  in  equity  for  the  infringement  of  a  patent,  the  ground  upon  which 
profits  are  recovered  is  that  they  are  the  benefits  which  have  accrued  to  the 
defendants  from  their  wrongful  use  of  the  plaintiff's  invention,  and  for 
which  they  are  liable,  ex  a^quo  et  bono,  to  the  like  extent  as  a  trustee  would 
be  who  had  uaeJ  the  trust  projjerty  for  his  own  advantage.    The  defend- 
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SUITS  FOR  INFRINGEMENT— ContiDued. 

ants  in  any  such  suit  are  therefore  liable  to  account  for  such  profits  only 
as  have  accrued  to  themselves  from  the  use  of  the  invention,  and  not  for 
those  which  have  nccrned  to  another,  and  in  which  they  have  no  participa- 
tion.'*    *  Belknap  ei  ah  v.  Schildy  210. 

2.  Misconduct  of  Patent  Owner— The  action  of  a  patent  owner  in  harassing 

purchasers  with  threats  of  litigation  when  no  possible  ground  of  action 
exist>s  against  them,  oven  if  the  patent  is  valid,  in  atteiupting  to  dismiss  his 
bill,  whereby  defendant,  in  order  to  prevent  it,  is  compelled  to  file  a  cross 
bill,  and  in  delaying  the  taking  of  evidence  until  after  defendant  begins  the 
taking  of  testimony  ia  not  such  as  commends  the  cause  to  a  court  of  equity. 
*  American  Fibre  Chamois  Company  v.  Port  Huron  Fibre- Garmtnt  Manufacturing 
Company  et  ah,  366. 

3.  Experiments— Failure  -  Presumption — When  defendant  at  the  hearing  had 

ample  opportunity  and  every  inducement  to  produce  a  result  equal  to  that 
of  the  complainant  with  devices  known  in  the  art  prior  to  the  production 
of  the  device  of  the  patent  sued  on,  and  failed,  the  presumption,  notwith- 
standing his  explanation  to  the  contrary,  is  that  the  prior  art  was  not  suffi- 
cient for  the  production  of  results  as  good  as  the  patentee's.  *  J.  B,  Dick 
Company  v.  Henry,  377. 

4.  Infringement— License-Estoppel — The  fact  that  defendant  was  a  licensee 

cannot  estop  him  from  disputing  the  validity  of  the  patent  under  which  he 
takes  his  license  in  a  suit  for  infringements  charged  to  have  taken  ])hico 
after  the  license  was  drawn,  though  in  a  doubtful  case  it  might  have  con- 
siderable evidential  force  as  an  admission  of  valitlity.  *  Dueber  Watch  Case 
Manufacturing  Company  et  at,  v.  Bobbins  et  al.,  517. 
6.  Infringement  Suits — Laches — Mere  delay  in  prosecuting  infringers,  unac- 
companied by  circumstances  amounting  to  equitable  estoppel,  will  not  pre- 
vent a  patent  owner  from  maintaining  snits  for  equitable  relief.  *  Taylor 
et  al,  V.  Sawyer  Spindle  Company,  546. 

SUITS   FOR   INFRINGEMENT   AGAINST  THE  UlftTED  STATES.     See   Use  of 
Patented  Inventions  by  the  United  States,  2. 

1.  Suit  to  Restrain  Infringement — The  patentee  of  an  improvement  in  breech- 

loading  cannon  brought  suit  against  an  officer  of  the  United  States  Navy 
connected  with  the  Bureau  of  Ordnance  and  having  charge  of  the  manufac- 
ture of  cannon  at  a  navy-yard  for  an  alleged  infringement  of  his  patent, 
praying  not  only  for  an  accounting  and  damages,  but  for  an  injunction 
restraining  defendant  and  all  persons  acting  under  his  authority  from  mak- 
ing the  cannon  alleged  to  infringe  complainant's  patent.  Held  that  the  suit 
was,  in  substance,  one  to  prevent  the  making  of  breech-loading  cannon  of  a 
certain  character  at  the  navy-yard,  and  that  public  policy  and  the  rights  of 
the  Government  would  not  permit  such  a  suit  to  be  maintained.  (62  Fed. 
Rep.,  584,  reversed.)     *Dashiell  v.  Grosvenor  et  al.,  176. 

2.  Infringement  by  the  United  States— Officers  of  the  United  States — 

The  United  States  having,  by  act  of  Congress,  consented  to  be  sued  upon 
their  contracts,  may  accordingly  be  sued  by  a  patentee  for  their  nse  of  his 
invention  under  a  contract  made  with  him  by  the  United  States  or  their 
authorized  officers.     *  Belknap  et  al.  v.  Schild,  210. 

3.  Same — Same — Bnt  the  United  States  hiive  not  consented  to  be  liable  to  suits 

sounding  in  tort  for  wrongs  done  by  one  of  their  officers,  though  in  the  dis- 
charge of  his  official  duties.  They  are  therefore  not  liable  to  a  suit  for  an 
infringement  of  a  patent,  that  being  an  action  sounding  in  tort.     */d. 

4.  Sam£ — Same — A  public  officer  is  not  personally  liable  on  a  contract  made  by 

him  in  the  line  of  his  duty  and  on  account  of  the  United  States  and  inuring 
to  their  benefit  and  not  to  his  own;  but  he  is  personally  liable  to  be  sued 
for  his  own  infringement  of  a  patent.     *Id. 
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SUITS  FOR  INFRINGEMENT  AGAINST  THE  UNITED  STATES— Contiiiued. 
5.  Infringing  Device— Property  of  the  United  States — Use  by  Officers- 
Party  TO  Suit — Where  the  infringing  device  was  the  property  of  the 
United  States  and  held  and  used  hy  them  for  the  public  b^iefit  through 
officers,  the  United  States  were  an  indispensable  party  to  the  suit  to  enable 
the  court  to  grant  the  relief  sought.     *id. 

SUPREME  COURT  OF  THE  DISTRICT  OF  COLUMBIA.    See  InJuncUom,  3. 

TECHNICAL  TERMS.    See  Appeal  to  the  Circuit  Court  of  Appeals,  3,  4;  CoiuirtieHou 
of  Statutes;  Designs,  4,  6;  Infringement,  18,  19;  Interference,  5. 

1.  "Surreptitiously''  or  "Unjustly"  in  Section  4920,  Revised  Statutes— 

The  meaning  of  the  words  "surreptitiously"  or  "unjustly"  in  section  4920, 
Revised  Statutes,  and  prior  statutes  discussed.    *  Yates  v.  Hueon,  278. 

2.  Detachable  Clip — By  a  "detachable  clip"  is  meant  a  removable  clip,  or  one 

which  is  not  positively  attached  by  riveting  or  soldering.  It  is  an  attach- 
ment which  accomplishes  connection  without  creating  union.  *BenneU 
et  al,  V.  Schooley,  455. 

TESTIMONY.    See  Infringement,  29;  Interference,  34,  39. 

1.  Witnesses — ImpeachInq — Uncontradicted    Testimony — When     the   court 

takes  the  responsibility  of  branding  as  an  woHhy  of  belief  the  uncontradicted 
testimony  of  reputable  witnesses,  it  should  have  some  reason  to  advance 
for  a  course  so  unprecedented.  *  American  Tubing  and  Webbing  Company  v. 
mchollsetal,  303, 

2.  Discrepancy  Between — Prestatement— Decuning  to  Answer  Questions 

AND  Produce  Books  for  Inspection — The  fact  that  an  applicant  in  his 
testimony  states  his  conception  at  an  earlier  date  than  in  his  statement, 
the  fact  that  he  declined  to  submit  for  general  examination  by  opponent's 
counsel  the  sketch-book  from  which  he  states  the  drawings  offered  in  evi- 
dence were  cut,  and  the  fact  that  he  declined  to  answer  some  of  the  questions 
put  to  him  do  not  constitute  grounds  for  disregarding  his  testimony.  *  CrosU$ 
V.  Atterbury,  437. 

3.  Unduly  Enlarging  the  Record — It  is  bad  practice  to  stuff  the  records  of 

patent  causes  with  prolix  cross-examinations  and  irrelevant  testimony. 
*  Eastman  Company  v.  Getz  ^'  Hoover j  655. 

4.  Credibility  of  Witnesses — Numerous  witnesses  of  unquestioned  credibility 

concurring  in  one  matter  may  nevertheless  be  mistaken,  particularly  npon 
the  question  whether  what  is  shown  them  as  they  testify  is  the  identical 
thing  which  they  saw  more  than  two  years  before.  In  such  a  case  in  weighing 
the  testimony  the  circumstances  must  be  taken  into  account,  considering 
that  that  which  is  conformable  to  experience  is  more  probable  than  that 
which  runs  counter  to  it.    Johnston  v.  Stone,  99. 

TESTIMONY  RELATIVE  TO  CHARACTER  OF  PARTIES.    See  Interference,  38. 

TITLE  TO  PATENT.  See  AssignmenU,  2,  7,  8,  9,  10,  11;  Certified  Copies  from  the 
Patent  Office  as  Evidence. 
Issuing  Patent — Assignment — Question  of  Titlk — This  Office  is  not  a  proper 
place  in  which  to  try  the  issue  as  to  o\tnership  of  a  patent.  It  has  no 
judicial  functions  for  the  determination  of  private  rights.  The  numerous 
questions  pertaining  to  ownership  of  an  invention  or  a  patent  are  for  the 
courts  to  settle.  It  is  not  even  mandatory  on  the  Commissioner  to  issue  & 
patent  to  the  assign^ee  of  an  inventor.  (Ex  parte  Gallatin,  C.  D.,  1892, 106; 
59  O.  G.,  1104.)    Ex  parte  McFarJane,  37. 

TORT.     See  Suits  for  Infringement  Against  the  United  States,  3. 

TRADE-MARKS. 
1.  Trade   Name— De  Long— Hook  and  Eye — Name  of  Person — Where  the 
defendant  used  the  name  **  De  Lung  Hook  and  Eye  Company'*  on  their 
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TRADE-MARKS— Continued. 

goods,  with  intent  to  identify  its  basiness  with  that  of  the  plaintiffs,  whose 
goods  are  known  as  '^De  Long's  Hooks  and  "EjeSj^^  Held  that  defendant 
should  be  restrained  from  such  use,  although  one  of  them  was  named  De 
Long.     \De  Lang  et  al.  v.  De  Long  Hook  and  Eye  Company ^  753. 

2.  Same — Same — Same — A  man  may  use  his  own  name^  because  he  cannot  truth- 

fully do  business  under  any  other,  and  the  law  protects  that  right  ordinarily, 
even  though  such  use  may  be  injurious  to  another  who  has  established  a 
prior  business  of  the  same  kind ;  but  the  name  luust  not  l>e  used  in  such  a 
way  as  to  mislead  the  public  into  purchasing  his  goods  under  the  belief  that 
they  are  the  manufacture  of  another.  (Higgine  Company  v.  Higgina  Soap 
Company  J 144  N.  Y.,  462;  William  Rogers  Mfg.  Co,  v.  B,  W,  Rogers  Company^ 
C.  D.,  1895,  630;  73  O.  G.,  970;  66  Fed.  Rep.,  66.)     tid. 

3.  Same — Same— Slight  Differences  in  Names,  etc. — While  there  might  be 

slight  differences  in  the  name,  variation  of  coloring,  and  size  of  package 
and  shape  of  goods,  and  in  printed  matter  on  the  package,  yet  similarity, 
not  identity,  is  the  usual  recourse  where  one  party  seeks  to  benefit  himself 
by  the  good  name  of  another.  (Celluloid  Mfg.  Co.  v.  Celloniie  Mfg.  Co.y  C.  D., 
1887,  571;  41  O.  G.,  693;  32  Fed.  Rep.,  94.)    Ud. 

4.  Same— Same— Same— Test  in  Such   Cases — The  real  test  in  such  oases  is 

whether  the  thing  offered  for  sale  is  so  arranged  and  exhibited  that  when  it 
strikes  the  eye  of  an  intending  purchaser  possessed  with  ordinary'  intelli- 
gence and  judgment  a  false  impression  is  likely  to  be  produced  that  the 
goods  of  another  are  being  offered  for  sale ;  and  when  answered  in  the  affirm- 
ative the  courts  will  interfere  to  protect  the  public,  as  well  as  the  plaintiffs, 
and  to  suppress  unfair  and  dishonest  competition.  (Fischer  v.  Blanks  138 
N.  Y.,  251;  Coats  v.  Merrick  Thread  Co.,  C.  D.,  1893,  373;  63  O.  G.,  1531;  149 
U.  S.,  566;  Lawrence  Mfg.  Co.  v.  Tenn.  Mfg.  Co.,  C.  D.,  1891,  415;  550.  G.,  1528; 
138  U.S.,  537.)    Md. 

5.  Same — Same — Same — Injunction- Violation  of — Where  the  court  had  decreed 

that  the  defendant  company  be  enjoined  from  using,  selling,  or  placing  upon 
the  market  in  connection  with  hooks  and  eyes  the  name  **De  Long"  alone  or 
with  other  words  in  any  manner  which  might  deceive  the  i>iil)lic  as  to  the 
identity  of  the  goods  sold  by  the  plaintiffs  and  defendant,  respectively,  the 
use  by  the  president  of  the  defendant  company  of  the  words  *^  Oscar  A.  Do 
Long  Hook"  was  a  violation  of  the  injunction.  \De  Long  et  al.  v.  De  Long 
Hook  and  Eye  Company,  758. 

6.  **  Matzoon  '*— Foreign  Word— Descriptive — The  word  ^*  Matzoon,"  as  applied 

to  fermented  milk,  cannot  be  regarded  in  this  country  as  descriptive,  although 
the  Armenians  give  the  name  ^^maadzoon"  to  a  semisolid  or  custard-like 
preparation  of  fermented  milk  made  in  Turkey,  and  there  is  sufficient 
resemblance  in  the  sound  to  signify  to  them  that  the  preparation  ^'Matzoon" 
is  some  sort  of  fermented  milk.     XDadirrian  v.  Theodorian,  761. 

7.  Same — Same — Where  a  foreign  word  has  no  descriptive  character  which  any- 

body in  this  country  could  comprehend  except  the  persons  here  who  are 
acquainted  with  the  foreign  language,  Held  the  word  to  be  a  valid  trade- 
mark.    Xld. 

8.  Doctrine  as  to  Use  of  Name  Given  to  Patented  Article  After  Expi- 

ration OF  Patents— It  is  the  universal  American,  Ei^glish,  and  French 
doctrine,  that  where,  during  the  life  of  a  monopoly  created  by  a  patent,  a 
name,  whether  it  be  arbitrary  or  be  that  of  the  inventor,  has  become,  by  his 
consent,  either  express  or  tacit,  the  identifying  and  generic  name  of  the  thing 
patented,  this  name  passes  to  the  public  with  the  cessation  of  the  monopoly 
which  the  patent  created.  *  Singer  Manufacturing  Company  v.  June  Manu' 
faciuring  Company,  687. 


\ 


816  DIGEST   OF   DECISIONS. 

TRADE-MARKS— Continued. 

9.  Same — U8E  or  Name  to  Deceive — Where  another  avails  himself  of  this  public 

dedication  to  make  the  machine  and  use  the  generio  designation,  he  can  do  so 
in  all  forms,  with  the  fullest  liberty,  by  affixing  8uch  name  to  the  machines, 
hy  referring  to  it  in  advertisements,  and  by  other  means,  subject,  however, 
to  the  condition  that  the  name  must  be  so  used  as  not  to  deprive  others  of 
their  rights  or  to  deceive  the  public,  and,  therefore,  that  the  name  must  be 
accompanied  with  such  indications  that  the  thing  manufactured  is  the  work« 
of  the  one  making  it  as  will  unmistakably  inform  the  public  of  that  fact.    *ld. 

10.  "Singer" — Sewing  Machines — Injunction— Where  it  is  shown  that  defendant 

failed  to  accompany  the  use  of  the  word  "Singer"  on  the  machines  made 
and  sold  by  it  with  sufficient  notice  of  their  source  of  manufacture' to  pre- 
vent theui  from  being  bought  as  machines  made  by  the  Singer  Manufacturing 
Company,  and  thus  operate  an  injury  to  private  rights  and  a  deceit  upon 
the  public.  Held  that  he  should  be  enjoined  from  using  the  word  "Singer" 
or  any  equivalent  thereto  upon  sewing  machines  or  upon  any  plate  or  device 
connected  therewith  or  attached  thereto  without  clearly  and  unmistakably 
specifying  in  connection  therewith  that  such  machines  are  the  product  of 
the  defendant  or  other  manufacturer  other  than  the  Singer  Manufacturing 
Company.     */rf. 

11.  "Matzoon" — Foreign  Word,  No  Right  to  Exclusive  Use  Of — The  exclu- 

sive use  of  the  word  "Matzoon"  as  applied  to  a  form  of  fermented  milk, 
when  such  word  is  well  known  in  a  forfeign  country  with  the  same  application 
of  meaning,  cannot  be  permitted,  although  in  this  country,  prior  to  the 
introduction  of  the  compound,  said  word,  save  to  a  few  persons  acquainted 
with  the  language  of  the  foreign  country,  possessed  no  significance.  *Dadir- 
rian  v.  Tacnbianj  713. 

12.  General  Right  at  First — No  MoNOPOLi'  Later — When  the  article  was  first 

imported  or  made  in  this  country  and  called  by  the  name  "Matzoon,"  the 
right  to  such  importation  or  making  and  to  the  use  of  the  name  belonged  to 
anyone  and  there  is  no  rule  in  law  by  which  that  right  can  be  taken  Jiway 
or  abridged.  The  fact  that  the  plaintiff  long  monopolized  the  trade  in  tbe 
article  in  this  country  and  introduced  it  to  the  trading  public  gives  him  no 
exclusive  use  in  the  word  as  a  trade-mark.     *Id. 

13.  Ignorance  in  This  Country — No  Property  In— The  ignorance  of  people 

in  this  country  touching  "Matzoon,"  its  uses,  and  its  name  cannot  be 
treated  as  property  and  be  in  a  manner  capitalized  as  an  element  in  the  good- 
will of  the  complainant,  as  would  be  the  ca-se  if  no  one  else  were  permitted 
to  tell  what  it  is  and  what  a  considerable  portion  of  the  race  ha.s  long 
found  it  useful  for.     *Id. 

14.  Another  Name— Immaterial — The  fact  that  defendants  might  have  used 

another  name  which  in  another  foreign  country  indicates  the  same  product 
cannot  be  construed  as  indicating  unfair  competition.     */d. 

15.  "  Pettijohn's  California  Breakfast  Food" — Defendants  have  the  right  to 

use  the  name  ''Eli  Pettijohn"  and  to  make  as  pronounced  as  possible  upon 
their  labels  the  personality  of  this  man  when  it  appears  that  he  was  for 
many  years  engaged  in  another  section  of  the  country  in  the  manufacture 
of  the  product  to  which  the  labels  applied  and  when  it  also  appears  that 
complaiuapts  had  previously  joined  with  him  in  the  manufacture  of  the  same 
product  in  such  other  section.  *  American  Cereal  Company  v.  Eli  Pettijohn 
Cereal  Company ^  720. 

16.  Name— Unfair  Competition— The  good  will  of  a  manufacture  will  l>e  pro- 

tected from  a  colorable  artifice  in  the  use  of  a  name  or  from  one  who  merely 
buys  from  an  indifierent  third  person  who  happens  to  have  the  name  which 
the  buyer  wants  to  use;  but  it  is  not  unfair  competition  on  the  part  of  the 
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defendants  to  use  in  their  business  the  name  of  a  man  who  is  a  stock  owner 
in  their  company  and  who  has  been  for  years  engaged  in  the  same  line  of 
manufacture.    Such  a  man  is  not  an  indifferent  third  person.     */d. 

17.  Shape  of  Package— '*Moxjnt  Vernon"  WmsKY — Unfair  Competition— 

Complainant  is  entitled  to  an  ii^unction  pendente  lite  against  the  fiirther  use 
by  defendants  of  a  square-shaped  bulging-necked  bottle  as  a  package  for 
''Mount  Vernon"  whisky,  when  it  appears  that  complainant  was  the  first  to 
use  a  bottle  of  this  shape  as  a  package  for  whisky  and  when  it  also  appears 
that  said  shape  has  come  to  be  principally,  if  not  exclusively,  relied  upon 
by  ordinary  customers  as  a  means  of  identifying  this  bottling  of  ''Mount 
Vernon"  whisky  from  all  other  bottlings.  *  Cook  ^  Bemheimer  Company  v. 
Bom  et  al.y  725. 

18.  "Flat- Iron  Starch"— Infringement — A  trade-mark  consisting  of  a  label 

upon  which  appears,  on  a  white  background^  in  two  colors — red  and  black — 
certain  words,  in  the  midst  of  which  is  displayed,  in  a  large-sized  cut,  in 
prominent  black  colors,  an  old-fashioned  flat-iron,  is  not  infringed  by  another 
trade-mark  in  the  form  of  a  label  having  certain  words  prominently  dis- 
played on  a  deep-red  background  in  three  colors — white,  yellow,  and  black — 
having  about  the  middle  of  this  display,  on  a  steel-colored  background, 
a  full-length  picture  of  a  colored  woman  holding  up  prominently  in  her 
extended  arms  a  freshly-ironed  shirt-bosom,  underneath  which  is  a  table, 
upon  which  appears  a  diminutive-sized  flat-iron.  The  phraseology,  the  dis- 
play, the  colors,  and  the  symbols  of  the  two  labels  are  each  and  all  essen- 
tially different.    *J,  C,  Hnhinger  Bros,  Company  v.  Eddy  et  al.y  729. 

19.  Trade   Name — "The    Tuerk    Water-Metbr    Company"— Confusion    in 

Trade — Where  it  clearly  a^ipears  that  the  use  by  defendants  of  the  name 
**The  Tuerk  Water-Meter  Company"  and  the  practice  in  respect  thereto 
adopted  by  the  defendants  led  to  confiision  arising  from  its  similarity  to  the 
name  of  the  motor  of  the  plaintiff,  and  that  the  similarity  was  such  as  to 
cause  persons  dealing  in  the  articles  to  suppose  it  to  be  the  same,  Held  that 
defendants  should  be  restrained  from  using  the  name  of  "The  Tuerk  Water- 
Meter  Company,"  or  any  other  substantial  imitation  of  the  name  "The  Teurk 
Water-Motor  Company,"  by  which  the  plaintiff  is  generally  known,  or  from 
printing,  publishing,  issuing,  or  circulating  any  of  the  cuts,  pictures,  prints, 
or  printed  matter  used  by  the  plaintiff  in  catalogues  or  circulars  prior  to  the 
formation  of  the  defendants'  firm,  or  any  substantial  imitation  thereof. 
t  Tuerk  Hydraulic  Power  Company  v.  Tuerk  et  al.,  763. 

20.  Referee- Disregarding  Exceptions  to  Ruling — Where  exceptions  were 

taken  during  the  trial  to  a  referee's  admissions  and  rejections  of  evidence. 
Held  that  such  exceptions  should  be  disregarded  unless  the  appellant  can 
show  that  injustice  has  been  done  upon  the  whole  case  or  that  the  ruling 
complained  of  may  have  affected  the  result,    t  Id, 

21.  "Clark's  Spool  Cotton" — Incorporate  Name — Fraud— Although  the  cor- 

porate name  of  defendant,  "The  William  Clark  Company,"  was  not  improper, 
yet  when  he  called  his  goods  "Clark's  Spool  Cotton,"  he  was  attempting  to 
make  the  public  believe  that  the  goods  belonged  to  another  Clark,  and  he 
was  restrained  from  the  use  of  the  name.  *  Clark  Thread  Company  v.  Armi" 
tage,  731. 

22.  Same^^ame— It  does  not  follow  that  because  the  complainant  is  not  exclu- 

sively entitled  to  use  the  words  "Clark's  Spool  Cotton"  that  therefore  it 
cannot  rightfully  enjoin  a  person  who  is  fraudulently  making  use  of  its 
label.    *Id. 

23.  Same — "N-E-W-" — Fraudulent  Imitation— The  acts  of  the  defendant  in 

imitating  the  label  of  complainant  are  a  fraudulent  invasion  of  the  good 

H.  Doc.  364 52 
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will  of  complainant  and  an  unfair  and  inequitable  competition,  and  defend- 
ant is  enjoined  against  the  nse,  by  labels,  circulars,  etc.,  of  the  desiipiation 
"Clark's"  as  the  name  of  the  thread  mannfftctured  by  the  William  Clark 
Company  and  from  selling  thread  manufactured  by  said  company  under  the 
name  of  "Clark's,"  or  "Clark's  Spool  Cotton,"  or  "Clark's  Thread,"  and 
from  the  use  of  the  letters  "N-E-W-"  upon  labels,  etc.     *Id. 

24.  "Impbbial" — Not  Lawful — The  word  "imperial"  is  an  adjectiye  in  gendral 

use  to  indicate  superior  quality  and  cannot  be  used  as  a  valid  trade-msrk. 
*Beadle9ion  <f  Woerz  v.  Cooke  Brewing  Company,  739. 

25.  Same — Same — The  word  "imperial"  having  been  adopted  and  used  by  appel- 

lant to  characterize  a  particular  grade  of  beer,  he  is  not  entitled  to  be  pro- 
tected in  the  exclusive  use  of  the  word  as  a  lawful  trade-mark.     */d. 

26.  Terms  Signifying  Quality — Use  of  as  Trade-Marks — The  word  in  ques- 

tion may  be  close  to  the  border  line  between  terms  that  signify  quality  and 
those  that  do  not.  It  is  safer,  however,  in  the  interest  of  freedom  of  trade, 
to  protect  the  use  of  those  terms,  and  those  terms  only,  which  clearly  do 
not  refer  to  grade  or  quality.  The  monopoly  of  use  granted  by  the  law  of 
trade-marks  should  not  be  extended  to  embrace  terms  of  doubtful  signifi- 
cation.    *Id. 

27.  Primary  Objkct^Identifying  Class  or  Quality  of  Qoods — ^A  trade-mark 

must  be  designed,  as  its  primary  object  and  purpoee,  to  indicate  the  owner 
or  producer  of  the  coomiodity  and  to  distinguish  it  fh>m  like  articles  mana- 
factured  by  others,  and  the  device  or  symbol  employed  cannot  be  sostained 
as  a  valid  trade^mark  if  it  be  used  for  the  purpose  of  identifying  the  class, 
grade,  style,  or  quality  of  the  article.  (Columbia  Mill  Co.  v.  Aleom,  C.  D., 
1883,  672;  65  O,  G.,  1916;  150  U.  S.,  460.)     *Id, 

28.  Red  Greek  Cross — REFUSED^The  symbol,,  a  red  Greek  cross,  cannot  be  regis- 

tered as  a  trade-mark  for  medicinal  bitters.    Ex  parte  Zwaok  4r  Co.,  683. 

29.  Same — Alleged  Conflicting   Decisions — ^There  is  no  real  conflict  between 

the  decisions  in  the  oases  of  ex  parte  CMohester  Chemical  Oon^NUiy  (C.  D., 
1890,  133;  52  O.  G.,  1061)  and«r|Mirto  Candy  (40  MS.  Dec,  474)  and  theded- 
sions  in  the  caaes  of  ex  parte  King  (C.  D.,  1889, 3;  46  O.  G.,  119)  and  exparU 
Tnmer  (34  MS.  Dec.,  469).    Id, 

30.  Same — Right  to  Registration  in  Foreign  Country — Authority  conceded 

by  the  Red  Cross  Society  in  foreign  country  to  applicant  to  use  as  a  trade- 
mark the  symbol  **  Red  Greek  Cross  "  does  not  extend  beyond  the  bouDdaries 
of  that  country.    Id, 

31.  International  Union— Not  in  Forob— Registration  of  Unlawful  Mabk- 

As  the  International  Union  has  not  tiie  force  or  effect  of  law  in  this  coantry, 
applicant  cannot  claim  under  Article  VI  thereof  the  privilege  of  registering 
in  this  country  an  unlawful  mark.    Id, 

32.  Fraud  on  Public — Burden  of  Proof— Where  it  is  alleged  that  defendant 

deceives  the  public  by  purchasing  spurious  articles  and  sells  to  the  pnblic 
from  packages  which  once  contained  the  genuine  article  and  stiU  contain 
complainant's  labels  and  trade-marks.  Held  that  the  burden  is  upon  com- 
plainant to  establish  the  charge  by  clear  preponderance  of  proof.  *  Hott^ 
ter  Company  v.  Bower,  745. 

33.  Unfair  Competition — Credibility  of  Witnesses — Witnesses  hired  by  the 

manufacturer  of  a  proprietary  medicine  to  secure  evidence  against  suspected 
infringers  are  not  disinterested  and  their  testimony  should  be  scrutmized 
with  unusual  caution.  *Id, 
84.  Weight  of  Evidence — Testimony  of  witnessess  hired  to  secure  evidence  against 
infringers  that  they  purchased  of  defendant  imitation  bitters  put  up  in 
genuine  bottles  procured  for  the  purpose.  Held  insufficient  where  they  relied 
solely  on  opinions  fotmed  from  tasting  the  liquid  and  where  they  were 
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opposed  by  the  testimony  of  defendant  and  his  employees  and  others  that  the 
bitters  so  sold  were  genuine  and  that  he  had  never  procured  or  sold  any 
imitation  article.  *Id, 
35.  Unfair  Competition — ^Deception — It  is  sufficient  to  Justify  the  interposition 
of  a  court  of  equity  if  articles  manufactured  by  the  defendant  are  purposely 
constructed  and  marked  in  the  similitude  of  those  manufactured  by  the  com- 
plainant, with  the  intention  and  result  of  deceiying  the  trade  and  the  public 
and  inducing  them  to  purchase  the  articles  of  the-  defendant  in  the  belief 
that  they  are  purchasing  those  of  the  complainant.  *  Buck'i  SUfve  and  Mange 
Company  v.  Kieohle  et  aU,  749.  ^ 

TRUSTS  AND  MONOPOLIES.    See  UoeneeB,  4,  6. 

USE  AND  SALE  OF  PATENTED  ARTICLES.  See  A$8ignmenUy  8 ;  CamhinaiiaM,  2 ; 
Contracts,  1;  Infringementf  1,13;  LiovMw;  PuhHc  Appreciation  €u  Evidence  of 
Invention. 

1.  Defendants — DENiAL^ESTOPPEL^Manufactnrers,  being  defendants,  having 

stamped  articles  made  by  them  under  a  patent  in  the  manner  provided  by 
the  statutes,  and  having  accounted  to  and  paid  royalty  to  the  patentee,  are 
estopped  to  deny  th^at  they  contain  the  patented  improvement.  ^Andretce 
V.  Landers,  Frary  4'  Clark,  336. 

2.  Same — Same— Same — Said  defendants  are  not  estopped  to  deny  that  other  arti- 

cles do  not  contain  the  patented  improvement  when  such  articles  do  not 
contain  the  elements  of  the  patented  article,  have  not  been  represented  by 
them  as  containing  such  improvement,  and  when  there  is  nothing  to  show 
that  by  any  act  or  omission  of  theirs  was  the  position  of  the  patentee,  who 
is  the  plaintiff,  affected  to  his  prejudice.    *Id. 

3.  Rights  of  purchaser — The  sale  of  a  patented  article  by  the  patentee  frees  it 

from  the  grasp  of  the  monopoly,  and  the  purchaser  may  thereafter  exercise 
the  same  dominion  over  it  which  he  exercises  over  his  other  property.  The 
right  to  repair  a  patented  device  is  incidental  to  ownership.  The  fact  th^t 
it  is  patented  does  not  lessen  the  owner's  right  to  put  it  in  order  when  it 
gets  out  of  repair,  unless,  considered  as  a  whole,  it  is  worn  out  and  useless. 
*Shickle,  Hmrieon  4"  JSoward  Iron  Company  v.  St,  Louie  Car  Coupler  Company, 
667. 

4.  Replacement — ^When  a  patented  machine  is  accidentally  destroyed  or  when 

it  is  practically  worn  out  the  owner  thereof,  under  the  guise  of  repairing  it, 
cannot  make  a  new  machine.  In  such  cases  he  must  cast  it  aside  and  buy  a 
new  one  from  the  patentee.     *Id. 

USE  OF  PATENTED  ARTICLES   BY  THE   UNITED   STATES.    See  Suite  for 
Infringement  Against  the  United  States,  2,  3,  4,  5. 

1.  Right  of  Government  to  Use  Patented  Device — The  consent  of  the  owner 

of  a  patented  device  is  not  iK>sitively  necessary  in  order  to  enable  the  United 
States  to  use  the  invention  described  in  the  Letters  Patent,  particular! v  in 
cases  where  it  relates  to  the  mode  of  construction  of  implements  of  warfare 
required  by  the  Gk>vemment.     *Dashiell  v.  Grosvenor  et  ah,  176. 

2.  Infringement  by  the  United  States— Suing — The  United  States  have  no 

more  right  than  any  private  person  to  use  a  patented  Invention  without 
license  of  the  patentee  or  making  compensation  to  him,  but  they  cannot  be 
impleaded  in  a  judicial  tribunal  except  so  far  as  they  have  consented  to  be 
sued.     "" Belknap  ei  ah  v.  Sckild,  210. 

VALIDITY  OF  PATENTS.    See  Combinatiofis,  2;  Designs,  4;   Injunction,  2;  Prior 

Devices;  Fuhlio  Appreciation  as  Evidence  of  Invention,  3 ;  Subsequent  Patents,  3. 

1.  Pleading — Demurrer  to  BiUi — A  patent  manifestly  invalid  upon  its  face  may 

be  so  declared  on  demurrer  to  the  bill ;  but  this  power  should  be  exercised  with 

the  utmost  caution  and  only  in  the  plainest  cases.    All  doubts  should  be 
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resolyed  in  favor  of  the  patent.    {Buiion-Faaiener  Company  v.  Schloohtm. 
69  Fed.  Kep.,  592,  followed.)     *Coveri  y.  Trovers  Brothers  Company y  321. 
2.  Patentable  Novelty — From  defendants  in  priyity  with  former  interfere 
with  a  patentee  a  contention  that  there  is  no  patentable  novelty  in 
invention  comes  with  ill  grace.    *Fenion  Metallic  Manmfacturing  Compani 
Chase  et  ah,  471. 

VALIDITY  OF  PATENTS  DENIED  BY  PATENTEE. 

1.  Vbndor—Patextee — VALIDITY— Estoppel— The  foundation  of  the  estoppel 

against  a  vendor  patentee  to  deny  the  validity  of  his  patent  is  the  fact  tiukt 
he  has  received  and  retained  a  valuable  thing  in  consideration  of  the  state- 
ment contained  in  the  application.  ""National  Conduit  Manufacturing  Com- 
pany V.  Connecticut  Pipe  Manufacturing  Company,  384. 

2.  Same — Such  a  sale  is  an  agreement  by  the  vendor  that,  whatever  may  be  the 

status  of  the  patent  as  to  the  publiC|  he  will  not  thereafter  interfere  with 
the  vendee's  rights  in  the  invention  covered  by  the  patent  during  the  life  of 
the  patent.     *Id, 

VALID  PATENTS.  See  Particular  PatenU,  2, 3, 4, 6, 8, 9, 10, 11, 12, 16, 16, 17, 18, 22, 23, 
24,  26,  31,  33,  35,  43,  46,  50, 53, 54, 55, 58, 59, 61, 63, 67, 68, 69, 74, 78, 79, 83, 86, 90, 
92  ;  Subsequent  Patents,  2. 

VENDOR  AND  VENDEE.  See  Assignments,  3;  Corporations;  Validity  of  Patent 
Denied  hy  Patentee. 

VOID  PATENTS.  See  Construction  of  Specifications  and  PatenU,  25;  Demurrer,  If 
PartUular  PatenU,  1, 13, 14, 21, 25, 27, 30, 34, 36, 38, 41, 42, 47, 48, 49, 51, 57, 60, 62, 
64, 65, 66, 70, 73, 76, 77, 85, 87, 89. 

WAIVER,  ^e  Infringement,  2^, 

WITNESSES.    See  Interference,  34, 39 ;  Testimony,  1, 4 ;  Trade-Marks,  33, 34. 
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